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DECISIONS 
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COMMISSIONER  OF  PATENTS 
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THE  YEAR  1906. 


Neth  and  Tamplin  v.  Ohmer. 

Decided  October  24.  1905, 

(120  O.  G..  323.) 

INTERFEBENCE — JUDGMENT  ON   THE  RECOBD. 

Where  the  preliminary  statement  of  N.  and  T.  failed  to  overcome  the 
record  date  of  O/s  application  and  motion  by  N.  and  T.  to  amend  their 
preliminary  statement  had  been  denied  and  the  denial  affirmed  on  appeal, 
Held,  that  O.  is  entitled  to  an  award  of  priority  of  invention. 

Appeal  from  Examiners-in-Chief. 

FARE-REGISTEB. 

Mr.  Richard  J.  McCarty  and  Mr.  D.  P.  Wolhaupter  for  Neth  and 
Tamplin. 
Mr.  Harry  A.  Toulmin  for  Ohmer. 

Allen,  Commissioner: 

This  is  an  appeal  by  Neth  and  Tamplin  from  a  decision  of  the 
Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of  In- 
terferences awarding  priority  of  invention  to  Ohmer  as  to  the  fol- 
lowing issue : 

1.  A  fare-register  comprising  a  series  of  independent  counters  for  counting 
separate  classes  of  fares,  an  actuating  device  for  each  counter,  an  operating 
slide  common  to  said  actuating  devices,  and  a  series  of  setting-cams,  one  for 
each  actuating  device,  each  of  said  cams  when  set  moving  its  proper  actuating 
device  into  operative  relation  with  said  common  operating-slide. 

2.  A  fare-register  comprising  a  series  of  independent  counters  for  counting 
separate  classes  of  fares,  setting-cams,  one  for  each  counter,  connected  llnk- 
and-lever  mechanism  between  each  cam  and  its  appropriate  counter,  and  a  com- 
mon operating-slide^  each  of  said  mechanisms  being  thrown  into  operative  rela- 
tion with  said  common  operating-slide  by  its  appropriate  cam. 

H.  Doc  641,  59-2 2  1 
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3.  A  fare-register  comprising  a  series  of  independent  counters  for  counting 
Separate  classes  of  fares,  setting-cams  mounted  on  a  common  shaft,  one  for 
each  counter,  connected  linlc-and-lever  mechanism  between  each  cam  and  its 
appropriate  counter,  and  a  common  operating-slide,  each  of  said  mechanisms 
being  thrown  into  operative  relation  with  said  common  operating-slide  by  its 
appropriate  cam. 

4.  A  fare-register  comprising  a  series  of  Independent  counters  for  counting 
separate  classes  of  fares,  setting-cams  moimted  on  a  common  setting-shaft,  one 
for  each  coimter,  connected  link-and-lever  mechanism  between  each  cam  and  its 
appropriate  counter,  and  a  common  operating-slide,  each  of  said  mechanisms 
being  thrown  into  operative  relation  with  said  common  operating-slide  by  Its 
appropriate  cam. 

The  record  shows  that  Ohmer  filed  his  application  February  9, 
1903,  and  he  is  therefore  entitled  to  that  date  for  conception  and  re- 
duction to  practice. 

In  the  preliminary  statement  filed  by  Neth  and  Tamplin  the  earliest 
date  of  conception  of  the  invention  by  them  is  stated  to  be  the  "  early 
part  of  November,  1903."  As  Neth  and  Tamplin's  earliest  date  of 
conception  is  subsequent  to  the  date  of  reduction  to  practice  to  which 
Ohmer  is  entitled,  Neth  and  Tamplin  cannot  prevail  in  this  pro- 
ceeding. The  record  shows  that  a  motion  was  brought  by  Neth  and 
Tamplin  to  amend  their  preliminary  statement  after  they  had  been 
made  aware  of  the  date  of  filing  of  Ohmer's  application.  On  con- 
sideration of  the  showing  made  in  their  behalf  the  Examiner  of 
Interferences  denied  this  motion.  On  appeal  his  decision  was  affirmed 
on  April  20,  1905,  for  reasons  stated  in  that  decision. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Ohmer  is  afflrmed. 


Parkes  V,  Lewis. 

Decided  October  27,  1903, 

(120  O.  G.,  323.) 

1.  Interference — Appeal  on  Priority — Motion  to  Transmit  Motion  to  Dis- 

solve Not  Granted. 
Where  the  grounds  for  dissolution  specified  in  Rule  122  were  raised  at 
the  proper  time  and  decided  by  the  Primary  Examiner  and  by  the  Exam- 
iners-in-Chief on  appeal  and  the  case  is  appealed  to  the  Commissioner 
from  a  decision  of  the  Examiners-in-Chief  on  the  question  of  priority,  a 
motion  to  transmit  the  interference  to  the  Primary  Examiner  to  consider 
the  question  of  patentability  will  not  be  granted  unless  a  clear  and  un- 
mistakable error  appears  in  the  prior  decisions. 

2.  Same — Amendment  of  Preliminary  Statement. 

A  motion  to  amend  a  preliminary  statement  to  correct  the  inadvertent 
use  of  the  word  "  model "  instead  of  the  words  "  full-sized  machine  "  will 
not  be  granted  where  it  is  found  that  the  device  referred  to  as  the  **  full- 
jsiz^  machine ''  does  not  disclose  the  issue. 
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3.  Same — Rebuttal  Testimony  Relating  to  Patentability  Stricken  Out. 

Rebuttal  testimony  which  related  solely  to  the  patentability  of  the  Issue 
Held  to  have  been  properly  stricken  out 

Appeal  from  Examiners-in-Chief. 

sewing-machine. 

Mr,  William  R,  Baird  for  Parkes. 
Messrs.  Fowler  cfe  Bryson  for  Lewis. 

Allen,  Commissioner: 

This  is  an  appeal  by  Parkes  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Lewis  as  to  the  following  issue: 

1.  In  a  sewing-machine,  a  rotary-hook  mechanism  arranged  to  remain  in  the 
same  center  of  rotation,  a  laterally-reciprocating  needle,  and  means  for  varying 
the  depth  of  the  thrust  of  said  needle. 

2.  In  a  sewing-machine,  a  needle,  means  for  vibrating  said  needle  laterally, 
a  rotary  hook  arranged  to  remain  In  the  same  center  of  rotation,  and  means  for 
rotating  said  hook  twice  to  each  thrust  of  said  needle. 

At  the  hearing  motions  were  made  in  behalf  of  Parkes  to  remand 
this  interference  to  the  Primary  Examiner  for  the  purpose  of  con- 
sidering the  question  of  patentability  of  the  issues,  also  for  leave  to 
amend  his  preliminary  statement.  Appeal  was  also  taken  from  that 
part  of  the  decision  of  the  Examiner  of  Interferences  striking  out 
certain  testimony  taken  in  rebuttal  in  behalf  of  Parkes,  which  testi- 
mony was  held  by  the  Examiner  of  Interferences  to  relate  solely  to 
the  question  of  patentability  and  not,  therefore,  proper  rebuttal  tes- 
timony. 

The  questions  of  patentability  of  the  issues  and  interference  in  fact, 
the  right  of  the  party  Lewis  to  make  the  claims,  and  irregularity  in 
the  declaration  of  interference  were  considered  by  the  Primary  Ex- 
aminer on  motion,  and  the  motion  to  dissolve  the  interference  was 
denied.  The  Examiner's  decision  was  affirmed  on  appeal.  These 
questions  must  be  regarded  as  finally  settled.  The  questions  were 
raised  at  the  proper  time  during  the  proceedings  of  this  interference, 
considered,  and  determined.  After  appeal  has  been  taken  from  the 
decision  of  the  Examiners-in-Chief  a  motion  to  transmit  an  inter- 
ference to  the  Primary  Ejtaminer  will  not  be  granted  unless  there 
should  appear  that  a  clear  and  unmistakable  error  has  been  com- 
mitted in  the  prior  decisions.  No  such  error  appears  in  this  case, 
notwithstanding  the  testimony  which  has  been  submitted  by  Parkes 
on  this  question. 

The  question  as  to  the  amendment  of  Parkes'  preliminary  state- 
ment was  also  raised  on  motion  and  finally  settled,  for  reasons  which 
appear  of  record.    As  clearly  appears  from  the  record,  the  amend- 


Digitized  by  VjOOQ IC 


4  DECISIONS   OF   THE   OOMMTSSIONER   OF   PATENTS. 

ment  to  the  preliminary  statement  if  it  had  been  permitted  would  not 
change  the  effect  of  the  decisions  which  have  been  rendered  on  final 
hearing.  It  appears  that  Parkes  originally  stated  in  his  preliminary 
statement  that  he  made  a  model  of  the  invention  in  1897,  and  he 
sought  to  amend  this  statement  by  alleging  that  a  full-sized  machine 
was  built  by  him  at  this  time.  He  urged  that  he  inadvertently  called 
this  machine  a  model ;  that  the  machines  were  not  technically  models, 
but  were  full-sized  devices.  The  machine  which  has  been  introduced 
in  evidence  as  "  Parkes'  Exhibit  First  Ornamental  Stitch  Machines  " 
is  admitted  by  Parkes  not  to  disclose  the  issue.  This  machine  was 
not  produced  at  the  hearing.  The  other  machine  marked  "  Parkes' 
Exhibit  Second  Ornamental  Stitch  Machine,"  which  is  testified  to  as 
being  completed  April,  1897,  also  does  not  disclose  the  issue,  and 
therefore  it  is  immaterial  whether  this  machine  is  considered  a  full- 
sized  working  device  or  whether  it  is  a  model,  as  first  stated  by 
Parkes  in  his  preliminary  statement.  In  either  event  there  is  no 
disclosure  of  the  invention  contained  therein.  In  this  machine  there 
is  no  "  rotary -hook  mechanism  arranged  to  remain  in  the  same  cen- 
ter of  rotation,"  which  element  is  essential  to  each  one  of  the  appealed 
counts.  In  regard  to  the  testimony  which  was  taken  in  rebuttal  in 
behalf  of  Parkes  the  Examiner  was  right  in  striking  the  same  from 
the  record;  but,  as  has  already  been  stated,  this  testimony  does  not 
warrant  the  remanding  of  the  interference  to  the  Primary  Examiner 
for  the  purpose  of  determining  again  the  question  of  patentability  of 
invention. 

The  question  of  priority  of  invention,  which  is,  in  fact,  the  only 
proper  question  raised  by  this  appeal,  has  bfeen  decided  by  the 
tribunals  below  in  favor  of  Lewis,  and  that  they  are  right  in  this 
finding  is  very  clear  from  the  record.  Lewis  filed  his  original  appli- 
cation, of  which  the  application  involved  in  this  interference  is  a 
division,  on  January  27,  1900.  He  is  at  least  entitled  to  this  date  for 
conception  and  reduction  to  practice  whatever  may  be  the  legal  effect 
given  to  his  1899  machine.  Lewis  alleges  that  the  testimony  pre- 
sented by  him  warrants  the  holding  that  this  machine  was  an  actual 
reduction  to  practice  of  the  invention.  For  the  purpose  of  this  in- 
terterence  it  is  not  necessary  to  decide  whether  Lewis  is  right  in  his 
contention  or  not,  for  it  is  immaterial  whether  Lewis  be  awarded 
actual  reduction  to  practice  in  1899  or  whether  he  be  regarded  as  re- 
ducing the  invention  to  practice  in  January,  1900,  when  he  filed  his 
application  for  a  patent.  He  is  in  either  event  the  first  to  reduce  to 
practice  by  at  least  a  year,  as  Parkes  cannot  be  awarded  a  reduction  to 
practice  of  the  invention  of  the  issue  prior  to  December,  1900,  as 
clearly  appears  from  the  testimony  which  has  been  so  carefully  ana- 
lyzed by  the  Examiner  of  Interferences  and  set  forth  in  his  decision. 
It  is  also  immaterial  to  this  case  whether  Parkes  is  held  to  have  been 
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the  first  to  conceive  the  invention  or  not,  for  it  is  very  clear  that  he 
was  lacking  in  diligence.    As  stated  by  the  Examiners-in-Chief : 

The  evidence  Indicates  that  lie  (Parlies)  was  provided  with  ample  means,  that 
according  to  his  own  admission  the  invention  could  easily  have  heen  embodied 
in  a  niaehine,  and  that  he  was  making  no  effort  to  reduce  the  invention  to  prac- 
tice at  the  date  of  Lewis'  parent  application  and  made  none  for  several  months 
thereafter. 

It  thus  appears  that  whether  or  not  Parkes  was  the  first  conceiver,  he  cannot 
prevail  in  this  controversy. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Lewis  is  a^rmed. 


Ex  PABTE  American  Glue  Company. 

Decided  December  IS,  1905. 
(120  O.  a,  324.) 

TBAIIE-MABKS — CJOAT  OF  ABMS — "  TEN  YEABS'  *'  CLAUSE. 

The  coat  of  arms  of  the  United  States  is  not  registrable  as  a  trade-mark 
even  under  the  "  ten  years' "  clause  of  the  law. 

On  Appeal. 

TBADE-MABK  FOB  FUNT,  ETC. 

Mr.  Vere  Goldthwaite  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  mark  described  as  follows : 

The  trade-mark  consists  of  the  words  "  New  England  "  together  with  a  repre- 
sentation of  a  spread-eagle  holding  in  its  talons  arrows  and  an  olive  branch 
and  having  a  shield  upon  its  breast. 

It  is  clear  upon  inspection,  and  the  appellant  admits  in  his  brief, 
that  the  mark  includes  the  coat  of  arms  of  the  United  States.  Sec- 
tion 5  of  the  act  of  February  20  expressly  prohibits  the  registration 
of  marks  including  the  coat  of  arms  of  a  nation,  and  it  is  because  of 
the  inclusion  of  the  coat  of  arms  that  the  Examiner  has  refused 
registration  in  this  case. 

It  is  clear  that  the  Examiner  is  right  in  his  ruling.  The  contention 
is  made  on  behalf  of  the  appellant  that  the  prohibition  against  the 
registration  of  a  mark  including  the  coat  of  arms  in  a  registered 
trade-mark  has  no  application  to  marks  alleged  to  have  been  in 
actual  and  exclusive  use  for  ten  years,  and  attention  is  called  to  the 
fact  that  such  allegation  of  use  has  been  made  in  this  case.  The 
question  here  involved  was  fully  discussed  and  was  decided  in  the 
case  of  Cahn,  Belt  &  Company,  (C.  D.,  1905,  422;  118  O.  G.,  1936.) 
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For  the  reasons  there  stated  it  is  held  that  this  Office  is  justified  in 
refusing  registration  of  a  mark  presented  under  the  "  ten  years' " 
clause  of  the  law  where  it  includes  the  coat  of  arms  of  a  State  or 
nation. 

It  is  noted  that  the  appellant  has  filed  a  substitute  description  of 
his  mark  curing  certain  objections  made  by  the  Examiner  and  that 
therefore  it  is  unnecessary  to  refer  to  those  objections. 

The  decision  of  the  Examiner  refusing  registration  is  affirmed. 


Moore  v.  Curtis. 

Decided  December  13, 1905. 
(120  O.  G.,  324.) 

1.  INTEBFEBENCE — MOTION   TO  AMEND — CONSIDERATION   OF   RiOHT   TO    MaKE   PbO- 

POSED-  Claims. 
Upon  petitiou  that  the  ExEDiiner  be  directed  to  hear  a  party  upon  his 
opponent's  motion  to  amend  on  the  question  of  his  opponent's  right  to 
make  proposed  claims,  Held  that  petitioner  may  present  his  arguments 
upon  motion  for  dissolution  in  ease  the  proposed  claims  are  admitted. 

2.  Heabinos — ^Duration — Discretion  of  Examiner. 

Where  upon  petition  that  the  Examiner  be  directed  to  hear  further  a 
party  on  motion  in  interference  it  appears  that  no  hardship  or  irreparable 
injury  will  be  suffered  through  the  Examiner's  refusal  to  hear.  Held  that 
the  Examiner  would  not  be  controlled  in  the  exercise  of  his  discretion  as  to 
the  duration  of  the  hearing. 

On  Petition. 

turbine. 

Mr.  Thomas  D.  Stetson  and  Mr.  C.  J.  Hedrick  for  Moore. 
Messrs.  Dyer  <&  Dyer  for  Curtis. 

Allen,  Commissioner: 

This  is  a  petition  by  Moore  requesting  that  the  Primary  Examiner 
be  directed  to  hear  the  petitioner  on  the  right  of  Curtis  t*)  make  certain 
claims  which  have  been  proposed  by  Curtis  for  addition  to  the 
issue  upon  motion  under  Rule  109. 

It  appears  that  the  motion  was  transmitted  and  that  the  Primary 
Examiner  gave  a  hearing  thereon,  at  which  the  petitioner  appeared 
by  counsel  and  was  heard.  It  also  appears  that  the  Examiner  after 
the  petitioner  had  been  heard  for  a  certain  time  refused  to  hear  the 
petition  further,  and  it  is  in  view  of  this  refusal  that  this  petition 
has  been  brought,  the  petitioner  alleging  that  he  was  not  notified 
in  advance  that  he  would  be  heard  for  a  limited  time  only  and  that 
through  the  unexpected  limitation  of  the  hearing  by  the  Examiner 
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the  petitioner  was  prevented  from  presenting  his  case  upon  the  right 
of  Curtis  to  claim  the  proposed  counts.  The  practice  permits  Moore 
to  present  his  arguments  in  opposition  to  Curtis's  right  to  make  the 
proposed  claims  upon  motion  for  dissolution  of  the  interference 
in  the  event  that  the  claims  should  be  found  acceptable  by  the 
Primary  Examiner  and  should,  in  fact,  be  included  in  the  inter- 
ference. i^Jenne  v.  Brovm  v.  Booths  C.  D.,  1892,  78;  59  O.  G.,  158; 
Pfingst  V.  Anderson,  C.  D.,  1905,  13;  114  O.  G.,  264.)  It  does  not 
appear  that  the  petitioner  can  suffer  any  hardship  or  irreparable 
injury  through  the  refusal  of  the  Examiner  to  hear  him  further  at 
this  time.  Under  such  circumstances  the  Examiner  should  not  be 
controlled  in  the  exercise  of  his  discretion  as  to  the  duration  of  the 
hearing. 
Petition  denied. 


Gally  v.  Burton. 

Decided  December  18,  1905. 

(120  O.  G.,  325.) 

1.  INTEHFEBENCE — DiBSOLUTION — FaILUBE    TO    INCLUDE    CLAIMS    MADE    BY    BOTH 

Pabties. 
Failure  to  inclnde  in  the  issue  certain  claims  made  by  both  parties  does 
not  constitute  an  irregularity  where  such  claims  are  not  patentably  differ- 
ent from  those  which  were  included. 

2.  Same — Same — Clerical  Esbobs  Do  Nor  Wabbant  Dissolution. 

The  omission  or  improper  use  of  hyphens  in  the  counts  of  an  issue  and 
the  use  of  the  word  "  power  "  instead  of  the  word  primary  are  mere  cler- 
ical errors,  which  may  be  corrected  by  a  letter  of  the  Primary  Examiner 
calling  attention  to  them,  and  they  furnish  no  reason  for  dissolving  the 
interference  on  the  ground  of  irregularity  in  the  declaration. 

Appeal  on  Motion. 

self-playing  musical  APPABAJ'US. 

Mr.  Jiobert  A.  Gaily  pro  se. 

Messrs.  Burton  cfe  Burton  for  Burton. 

Allen,  Commissioner: 

This  is  an  appeal  by  Gally  from  a  decision  of  the  Primary  Exam- 
iner refusing  to  dissolve  the  interference  on  the  ground  of  irregular- 
ity in  the  declaration  thereof. 

Gally  is  a  patentee,  and  six  of  his  claims  were  suggested  by  the 
Examiner  to  the  appellee,  Burton.  The  appellee  adopted  all  of  the 
claims;  but  the  Examiner  considered  that  it  was  necessary  only  to 
include  three  of  such  claims  in  the  issue,  and  so  declared  the  inter- 
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ference.  The  appellant  contends  that  the  failure  to  make  each  of 
such  clauns  an  issue  in  the  interference  constituted  such  an  irregu- 
larity in  the  declaration  thereof  as  will  preclude  a  proper  determina- 
tion of  the  question  of  priority,  because  the  three  claims  which  have 
not  been  included  in  the  interference  differ  in  substance  from  those 
which  were  included,  and  it  is  therefore  possible  "that  the  party 
who  prevailed  on  priority  might  do  so  on  proofs  of  an  invention  ans- 
wering to  the  issue,  but  not  to  the  other  claims,  yet  would  be  awarded 
by  the  Office  those  claims  as  well,  although  such  particular  forms  of 
invention  might  actually  have  been  the  prior  invention  of  the  losing 
party  to  the  broad  issue."  But  this  result  would  not  follow  unless 
the  claims  were  patentably  different.  It  seems  that  appellant  agrees 
with  this  proposition,  but  asserts  that  the  claims  are  patentably  dif- 
ferent, pointing  out  certain  limitations  which  are  found  in  the  unin- 
cluded  claims  which  are  not  found  in  the  counts  of  the  issue. 

These  differences  do  exist,  as  stated  by  appellant,  and  the  Primary 
Examiner  recognizes  this  fact,  but  has  held  that  the  limitations  are 
not  such  as  render  the  claims  including  them  patentable  over  the 
issue.  The  Examiner  therefore  declared  the  interference  in  accord- 
ance with  the  practice  laid  down  in  Votey  v.  Wuest^  Jr,^  v.  Doman^ 
(C.  D.,  1904,  323;  111  O.  G.,  1627.)  On  this  appeal  appellant  does 
not  give  any  reasons  why  he  regards  the  claims  in  question  as  being 
patentable  over  the  issue,  except  that  they  are  somewhat  different  in 
scope  and  that  the  Examiner  has  practically  admitted  that  they  are 
patentably  different,  because  otherwise  he  would  not  have  suggested 
all  of  them  to  appellee.  But  when  it  is  stated  that  the  claims  are 
not  patentably  different  from  the  counts  of  the  issue  it  is  meant  that 
they  cannot  be  allowed  to  two  different  parties.  They  might  all  be 
allowed  to  one  of  the  parties ;  but  the  three  claims  of  the  issue  could 
not  be  allowed  to  one  party  and  the  other  three  claims  to  the  other 
party,  no  matter  what  the  proofs  might  be. 

Another  reason  given  in  support  of  the  appeal  is  that  certain  hy- 
phens have  not  been  used  where  they  should  have  been  used.  This 
is  a  matter  which  does  not  change  the  meaning  of  the  claims  in  any 
way  and  is  immaterial.  It  is  also  asserted  that  a  hyphen  has  been 
improperly  used,  and  the  word  "  power  "  is  used  where  the  word 
primary  should  have  been  used;  but  these  are  mere  clerical  errors, 
which  were  sufficiently  corrected  by  the  Examiner  in  a  letter  written 
to  the  Examiner  of  Interferences  calling  attention  to  them,  which 
letter  is  a  part  of  the  record  of  this  interference. 

It  appears  that  there  has  been  no  such  irregularity  in  the  declara- 
tion of  this  interference  as  will  preclude  a  proper  determination  of 
the  question  of  priority,  and  the  decision  of  the  Primary  Examiner 
is  therefore  affirmed. 
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Ex  PABTE  A.  G.  Spalding  &  Bros. 

Decided  Decemha'  21,  1905. 

(120  O.  a,  325.) 

1.  Tbadb-Mabks — Description  of  Pabticulab  Goods — Statutory  Rbquirembnt. 

Where  a  trade-mark  application  said  that  the  mark  had  been  used  upon 
^  implements,  apparatus,  and  goods  used  in  athletic  games  and  sports/* 
registration  was  properly  refused  on  the  ground  that  the  statutory  require- 
ment for  a  description  of  the  particular  goods  had  not  been  complied  with. 

2.  Same — Same — Indeftniteness — Prima  Facie  Right. 

A  description  which  is  so  indefinite  as  to  convey  no  intelligible  idea  of 
the  particular  goods  upon  which  the  mark  has  been  used  is  not  a  compli- 
ance with  the  statute  and  does  not  make  out  a  prima  facie  right  to  registra- 
tion. 

3.  Same — Use  Upon  Pabticttlar  Goods  Necessary — Facts,  Not  Ck>NCLusioNS, 

Must  Be  Stated. 
An  applicant's  right  to  registration  of  a  trade-mark  is  dependent  upon  his 
use  of  it  upon  some  specific  goods,  and  under  the  terms  of  the  statute  the 
facts  upon  which  the  right  is  based  must  be  stated,  leaving  the  scope  of  the 
right  acquired  for  subsequent  Judicial  determination. 

4.  Same — Same — Goods  Not  of  Substantially  the  Same  Descriptive  Prop- 

erties. 
Where  the  description  of  the  goods  upon  which  the  mark  has  been  used 
is  in  such  broad  and  general  terms  as  to  include  goods  which  are  not  of  sub- 
stantially the  same  descriptive  properties,  registration  must  be  refused  on 
the  ground  that  the  application  is  not  limited  to  a  single  trade-mark  right 

5.  Same— Division — Single  Trade-Mark  Right. 

A  single  trade-mark  registration  should  include  only  a  single  trade-mark 
right,  and  a  single  right  extends  no  further  than  to  merchandise  having 
substantially  the  same  descriptive  properties. 

&  Same — Same — Acts  of  1881  and  1905  Ck)MPARED. 

The  act  of  1905  contains  the  same  provisions  and  has  the  same  meaning 
as  the  -act  of  1881  in  so  far  as  the  limitation  to  goods  of  substantially  the 
same  descriptive  properties  is  concerned. 

On  Appeal. 

TRADE-MARK  FOR  ATHLETIC  SUPPLIES. 

Messrs,  Redding^  Kiddle  cfe  Greeley  and  Mr.  A,  P.  Greeley  for  the 
applicants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
rejecting  the  above-entitled  application  for  trade-mark  registration 
on  the  ground  that  the  application  does  not  include  a  particular  de- 
scription of  the  goods  to  which  the  mark  has  been  applied,  as  required 
by  the  statute,  and  upon  the  further  ground  that  the  application 
covers  more  than  one  trade-mark  right. 
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It  is  said  in  the  application : 

The  class  of  merchandise  to  which  the  trade-mark  is  appropriated  is  athletic 
supplies,  and  the  particular  description  of  the  goods  comprised  in  said  class 
upon  which  said  trade-marls  is  used  is  implements,  apparatus,  and  goods  used 
in  athletic  games  and  sports. 

This  is  the  only  description  of  goods  contained  in  the  application, 
and  it  is  obviously  so  indefinite  as  to  convey  no  intelligible  idea  of  the 
particular  goods  upon  which  the  mark  has  been  used. 

The  right  to  registration  is  founded  upon  the  common-law  right 
which  can  be  acquired  only  by  use  of  the  mark  upon  some  particular 
articles  of  trade.  The  statute  contemplates  and  requires  that  the 
applicant  state  not  merely  the  class  of  goods,  but  the  particular  goods 
within  the  class  upon  which  the  mark  has  been  used.  Section  1  of 
the  act  of  February  20,  1905,  says  he  shall  state — 

the  class  of  merchandise  and  the  particular  description  of  goods  comprised  in 
such  class  to  which  the  trade-mark  is  appropriated. 

This  requirement  for  a  statement  of  the  particular  goods  upon 
which  the  mark  has  been  used  was  evidently  placed  in  the  law  to  pre- 
vent fraud  and  imposition  upon  the  public.  The  applicant  was  not 
to  be  permitted  to  determine  for  himself  the  scope  of  his  trade-mark 
right  and  secure  the  sanction  of  this  Office  for  his  claim  without  dis- 
closing the  facts  upon  which  his  claim  is  based.  However  broad  his 
right,  it  is  based  upon  the  use  of  the  mark  upon  some  specific  goods. 
It  seems  perfectly  clear  that  the  appellants  may  have  used  their  mark 
upon  some  "  implements,  apparatus,  and  goods  used  in  athletic  games 
and  sports  "  without  acquiring  a  common-law  right  to  exclude  others 
from  using  the  mark  upon  other  "  implements,  apparatus,  and  goods 
used  in  athletic  games  and  sports."  In  other  words,  it  does  not  fol- 
low from  use  upon  some  of  the  goods  that  the  appellants'  right 
extends  to  all  goods  within  the  alleged  class,  and  therefore  their 
statement  is  too  indefinite  to  establish  even  a  prima  facie  right. 

The  applicants  should  have  specified  the  particular  goods  upon 
which  they  have  used  the  mark,  leaving  it  to  the  courts  to  determine 
whether  or  not  their  right  includes  the  whole  field  of  athletic  goods. 
In  other  words,  they  should  furnish  the  specific  material  upon  which 
the  conclusion  is  based,  and  not  merely  the  conclusion.  If  they  are 
wrong  in  their  conclusion,  they  mislead  the  public  and  furnish  noth- 
ing by  which  their  error  may  be  detected.  Registration  in  such  a 
case  is  a  fraud  upon  the  public. 

The  Examiner  was  clearly  right  in  refusing  registration,  because 
the  applicants  have  not  complied  with  the  statutory  requirement  for  a 
statement  of  the  particular  goods  upon  which  the  mark  has  been  used. 

While  the  appellants'  statement  fails  to  mention  the  specific  goods, 
the  broad  and  general  terms  used  by  them  include  a  great  variety  of 
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goods  of  entirely  different  characters.  As  above  stated,  it  is  impos- 
sible to  determine  from  the  appellants'  statement  whether  they  have 
acquired  trade-mark  rights  upon  all  goods  coming  within  the  terms 
of  their  indefinite  description ;  but  it  is  very  clear  that  if  they  have 
such  rights  they  constitute  more  than  one  trade-mark  right.  All 
goods  coming  within  the  indefinite  terms  of  description  are  not  of 
substantially  the  same  descriptive  properties.  It  is  clear  that  differ- 
ent parties  might  use  the  same  mark  upon  different  goods  coming 
within  the  description  without  bringing  about  a  conflict  of  rights. 
This  is  because  there  is  no  such  similarity  between  any  and  all  imple- 
ments or  apparatus  used  in  any  and  all  athletic  sports  or  games 
as  to  make  one  believe  that  they  have  the  same  origin  or  ownership 
merely  because  the  same  mark  appears  upon  them.  This  is  because 
athletic  sports  and  games  are  of  great  variety,  and  the  implements 
and  apparatus  used  in  them  are  subject  to  the  same  variety  and  in- 
clude articles  having  no  resemblance  to  each  other,  either  in  appear- 
ance or  use,  and  which  are  of  such  diverse  character  that  they  are 
usually,  if  not  always,  made  by  different  manufacturers. 

In  the  case  of  Fa^on  (C.  D.,  1903, 118 ;  103  O.  G.,  891)  it  is  pointed 
out  that  under  the  act  of  1881  a  single  trade-mark  registration  should 
include  only  a  single  trade-mark  right  and  that  a  single  right  extended 
no  further  than  to  merchandise  having  substantially  the  same  descrip- 
tive properties.  The  reasons  for  the  ruling  were  fully  stated  there, 
and  it  is  unnecessary  to  repeat  them  here. 

When  the  act  of  February  20,  1905,  was  passed,  revising  the  entire 
trade-mark  law,  no  change  was  made  in  those  provisions  upon  which 
the  decision  in  the  Faxon  Case  was  based.  The  same  words  were 
used  in  this  new  law,  and  therefore  it  has  the  same  meaning.  {Ex 
parte  The  Chas.  H.  Phillips  Chemical  Co.,  C.  D.,  1905,  479 ;  119  O.  G., 
652.  It  is  to  be  presumed  that  Congress  would  have  changed  the 
wording  of  the  new  law  if  it  had  intended  that  it  should  have  a  differ- 
ent meaning  from  that  which  had  been  found  in  the  old  law. 

The  appellants  are  not  entitled  to  registration,  since  they  have  not 
made  out  a  prima  facie  case  of  ownership  at  common  law  by  specify- 
ing the  particular  goods  upon  which  they  have  actually  used  the 
mark,  as  required  in  the  statute,  and  since  the  claim  made  by  them 
includes  many  separate  trade-mark  rights  which  cannot  be  included 
in  a  single  registration. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afflrmed. 


Digitized  by  VjOOQ IC 


12  DECISIONS   OP   THE   COMMISSIONER   OP   PATENTS. 

Ex  PARTE  Griserin-Wfjike  Paui.  Camphauben  G.  M.  B.  H. 

Decided  December  2S,  1905. 
(120  O.  G.,  327.) 

1.  Tbade-Mabks — "  Pending  "  Cases — Rejection  by  Examinee. 

a  trade-mark  application  is  not  to  l>e  regarded  as  adjudicated  and  as  not 
"pending"  within  the  meaning  of  sections  14  and  24  of  the  act  of  1905 
merely  because  it  had  been  rejected  by  the  Examiner. 

2.  Same — Same — Same — Final  Adjudication. 

The  mere  rejection  by  the  Examiner  of  a  trade-marls  application  under 
the  act  of  1881  did  not  finally  dispose  of  it,  since  it  was  subject  to  amend- 
ment and  reconsideration  if  request  therefor  we^e  made  within  a  reason- 
able time. 

3.  Same — Same — Appeal — Unreasonable  Delay. 

While  a  trade-mark  application  is  not  taken  out  of  the  class  of  pending 
cases  merely  because  it  has  been  rejected,  it  is  taken  out  of  that  class  where 
the  right  of  appeal  was  exhausted  and  where  there  has  been  unreasonable 
delay  in  prosecuting  the  application. 

4.  Same — Same — Abandonment. 

Where  after  rejection  the  trade-mark  applicant  abandoned  all  intention 
of  further  prosecuting  the  case,  it  was  not  a  live  or  pending  case,  but  was 
abandoned. 

5.  Same — Same — Delay  in  Prosecution — Evidence  of  Abandonment. 

Failure  to  take  any  action  in  prosecution  of  an  application  for  a  long 
period  of  time  is  evidence  of  an  intention  to  abandon  the  application  and  in 
the  absence  of  proof  to  the  contrarj'  is  to  be  taken  as  establishing  the  fact 

6.  Same — Same — Laches — Application  Not  Notice. 

An  application  for  the  registration  of  a  trade-mark  is  not  notice  to  the 
public  through  this  Office  of  the  applicant's  claim  of  ownership  unless  that 
application  is  prosecuted  with  reasonable  diligence.  The  application  is 
abandoned  by  laches. 

7.  Same — Same — Delay  op  One  Year  Unreasonable. 

No  hard  and  fast  rule  can  be  laid  down  as  to  what  delay  will  be  regarded 
as  an  abandonment  of  a  trade-mark  application ;  but  ordinarily  a  delay  for 
more  than  one  year  will  be  deemed  unreasonable  unless  excuse  is  made 
therefor. 

8.  Same — Anticipation — "  Griserin  "  and  "  Electrene." 

The  trade-mark  "  Griserin  "  does  not  so  nearly  resemble  the  mark  "  Elec- 
trene  "  as  to  deceive  purchasers. 

On  Appeal. 

TRADE- mark   FOR   MEDICINAL  PREPARATIONS. 

Messrs.  Knight  Bros,  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  registration  on  the  ground  that  no  valid  application  has 
been  filed  under  the  Trade-Mark  Act  of  February  20,  1905,  which  is 
now  in  force. 

It  appears  that  application  for  registration  was  filed  under  the  act 
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of  1881  on  December  23, 1904,  and  that  the  Examiner  of  Trade-Marks 
wrote  a  letter  on  January  5,  1906,  refusing  registration  in  view  of  a 
prior  registration.  No.  27,094,  September  24,  1895,  granted  to  one 
Reynolds.  He  also  made  certain  formal  objections.  On  April  17, 
1905,  the  applicant  filed  an  amendment  curing  the  formal  objections 
and  seeking  to  bring  the  application  under  the  act  of  February  20, 
1905.     The  Examiner  refused  to  admit  this  amendment,  saying: 

Applicant  is  not  entitled  to  amend  this  application  to  bring  tlie  same  under 
the  proyision  of  the  act  of  February  20,  1905,  for  the  reason  that  the  applica- 
tion is  not  a  pending  application  under  the  act  of  1881,  having  been  refused 
registration  in  Office  letter  of  January  5,  1905. 

Upon  request  for  reconsideration  the  Examiner  repeated  his  ruling, 
but  also  called  attention  to  formal  defects  in  the  amendment.  An- 
other amendment  was  then  filed,  being  in  form  such  as  required  by 
sections  14  and  24  of  the  act  of  1905.  The  Examiner  refused  to 
admit  the  amendment  or  to  consider  the  application  as  one  pending 
upon  which  registration  might  be  granted.  This  appeal  was  there- 
upon taken,  and  it  presents  for  determination  the  question  whether 
this  application  was  pending  at  the  time  of  the  passage  of  the  act  of 
February  20, 1905. 

The  Examiner's  action  in  this  case  was  based  upon  my  ruling  in  ex 
parte  Mark  Cross  Company^  (C.  D.,  1905,  203;  116  O.  G.,  1733,) 
where  it  was  said : 

In  the  present  case  it  surely  is  not  unreasonable  to  suppose  that  Congress 
intended  the  word  "pending''  to  have  the  ordinary  meaning  and  to  apply  to 
cases  which  had  not  been  adjudicated.  It  was  to  be  presumed  that  there  would 
be  applications  in  this  Office  filed  under  the  act  of  1881  and  not  disposed  of 
at  the  time  the  new  law  was  to  take  effect  It  was  obviously  proper  and  reason- 
able to  preserve  the  rights  of  these  applicants  and  provide  for  an  adjudication 
of  their  cases.  The  word  pending  plainly  refers  to  these  cases,  and  it  cannot 
be  applied  to  adjudicated  cases  without  giving  it  a  forced  and  unnatural  con- 
struction. 

The  Examiner  points  out  that  the  present  case  had  been  acted  upon 
and  "  adjudicated  "  by  him  and  that  therefore  under  the  above  ruling 
it  was  not  pending  when  the  law  of  1905  took  effect.  He  was  justi- 
fied in  taking  such  position  in  view  of  the  decision  cited  and  would 
not  have  been  justified  in  allowing  the  present  case  unless  and  until 
some  higher  tribunal  modified  the  ruling  or  construed  the  term 
"  adjudicated  "  to  mean  something  more  than  a  mere  letter  of  rejec- 
tion by  the  Examiner. 

It  does  not  follow,  however,  that  it  is  finally  determined  that  no 
applications  which  stand  rejected  when  the  act  of  February  20,  1905, 
took  effect  are  to  be  regarded  as  pending  at  that  date.  My  atten- 
tion has  been  called  to  several  cases  in  which  there  would  be  manifest 
hardship  in  holding  that  the  applications  were  not  pending,  although 
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they  had  been  rejected.  In  some  instances  the  rejection  was  made 
SO  late  that  it  was  impossible  for  the  applicant  to  ask  for  reconsid- 
eration or  to  appeal  before  the  new  law  went  into  effect.  In  others 
the  applicants  show  that  they  were  diligently  engaged  in  investigat- 
ing the  alleged  prior  ownership  of  the  mark  by  another,  cited  as 
the  reason  for  rejecting  the  application,  and  at  the  time  the  act  of 
1905  took  effect  had  not  completed  that  investigation.  They  were 
unable  to  present  to  this  Office  the  result  of  that  investigation  with 
a  request  for  reconsideration  until  after  the  new  law  took  effect. 

In  the  matter  of  collecting  for  the  Government  fees  for  services 
rendered  by  this  Office  it  is  believed  that  the  fee  should  not  be  re- 
mitted by  the  executive  branch  of  the  Government  in  any  case  where 
there  is  reasonable  doubt  as  to  the  intention  of  Congress.  The  execu- 
tive officer  of  the  Government  should  collect  the  fees  in  case  of  doubt, 
leaving  the  parties  to  their  remedy  by  action  in  the  courts,  whose 
functions  are  to  determine  finally  just  such  questions. 

In  the  present  case,  however,  I  have  reached  the  conclusion  that 
there  is  no  reasonable  doubt  of  the  fact  that  the  application  was 
pending  within  the  meaning  of  the  act  of  February  20,  1905,  at  the 
time  of  its  passage.  The  mere  rejection  of  the  case  by  the  Examiner 
did  not  finally  dispose  of  it.  It  was  subject  to  amendment  and 
reconsideration  if  request  therefor  were  made  within  a  reasonable 
time.  It  was  to  be  expected  that  the  applicant  would  ask  for  recon- 
sideration or  appeal  within  a  reasonable  time  if  it  did  not  wish  to 
acquiesce  in  the  adverse  ruling.  The  applicant  did,  in  fact,  ask  for 
reconsideration  without  unreasonable  delay,  and  I  am  convinced  that 
it  was  not  the  intent  of  Congress  to  deprive  it  of  that  right  merely 
because  in  the  meantime  the  new  law  was  passed  and  went  into  effect. 

While  I  am  satisfied,  after  thorough  consideration,  that  Congress 
did  not  intend  to  require  a  new  application  and  new  fee  in  order  to 
entitle  a  trade-mark  claimant  to  secure  an  adjudication  which  he  was 
entitled  to  secure  and  was  diligently  seeking  to  secure  on  his  applica- 
tion under  the  old  law,  I  am  equally  well  satisfied  that  the  word 
"  pending"  in  the  act  of  1905  does  not  include  and  was  not  intended 
to  include  all  applications  rejected  under  the  act  of  1881  merely 
because  the  applicant  had  not  taken  advantage  of  the  right  of  appeal 
given  him  by  the  rules. 

It  is  perfectly  clear  that  many  applications  had  been  rejected  by 
the  Examiner  and  abandoned  by  the  applicants  long  before  the  act 
of  1905  was  passed.  WTiere  after  rejection  the  applicant  abandoned 
all  intention  of  further  prosecuting  the  case,  it  is  clear  that  the  case 
was  not  a  live  or  "  pending  "*  case.  Failure  to  take  any  action  for 
a  long  period  of  time  is  evidence  of  such  abandonment  and  in  the 
absence  of  proof  to  the  contrary  is  to  be  taken  as  establishing  the 
fact. 
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A  suit  in  the  courts  must  be  prosecuted  with  reasonable  diligence  in 
order  to  operate  as  notice  or  to  have  the  eflfect  of  lis  pendens,  {Am. 
and  Eng,  Encycl.  of  Law^  vol.  21,  p.  622 ;  Redfield  v.  Ystalyfera  Iron 
Co.j  110  U.  S.,  174.)  So  here  an  application  for  registration  of  *a 
trade-mark  is  not  notice  to  the  public  through  this  Office  of  the  appli- 
cant's claim  of  ownership  unless  that  application  is  prosecuted  with 
reasonable  diligence.  Long  and  unexcused  delay  shows  an  abandon- 
ment of  the  proceeding,  and  this  Office  is  justified  in  regarding  it  as 
no  longer  notice  of  the  party's  claim  to  the  alleged  trade-mark.  In 
regard  to  diligence  of  prosecution  it  is  said  in  American  and  English 
Encyclopoedia  of  Law^  (vol.  21,  p.  623 :) 

No  hard  and  fast  rule,  however,  can  be  laid  down  for  the  government  of  all 
eases,  but  the  question  of  reasonable  diligence  in  prosecuting  must  of  necessity 
depend  upon  the  particular  facts  and  circumstances  of  each  case. 

AVhile  no  hard  and  fast  rule  can  be  laid  down  as  to  what  delay  will 
be  regarded  as  an  abandonment  of  a  trade-mark  application,  it  may 
be  said  that  ordinarily  a  delay  for  more  than  a  year  will  be  deemed 
unreasonable  unless  excuse  is  made  therefor.  Congress  has  deemed 
one  year  a  reasonable  time  for  acting  upon  patent  applications,  and 
no  reason  is  apparent  why  a  longer  period  should  be  required  in 
trade-mark  cases.  The  analogy  is  as  close  as  that  which  was  the  basis 
of  the  ruling  by  the  Supreme  Court  that  reissue  applications  should 
be  made  within  two  years  after  the  date  of  the  patent.  {Topliff  v. 
Topliff,  C.  D.,  1892, 402;  59  O.  G.,  1257;  145  U.  S.,  156.) 

It  must  be  held  that  a  trade-mark  application  was  not  "  pending  " 
at  the  time  of  the  passage  of  the  act  merely  because  no  final  decision  in 
the  case  had  been  rendered  by  the  Commissioner  in  person  on  appeal, 
as  in  the  case  of  Mark  Cross  Co.,  (C.  D.,  1905,  658;  116  O.  G.,  2534.) 
Any  unreasonable  delay,  particularly  after  adverse  judgment  by  the 
Examiner,  takes  the  case  out  of  the  class  of  live  or  pending  applica- 
tions, and,  as  above  stated,  a  delay  of  more  than  one  year  will  be 
Vegarded  prima  facie  as  unreasonable. 

Since  there  was  no  unreasonable  delay  in  the  present  case,  it  must 
be  regarded  as  pending  at  the  time  of  the  passage  of  the  act  of 
February  20, 1905. 

This  appellant's  trade-mark  consists  of  the  word  "  Griserin,"  and 
the  mark  registered  by  Reynolds  and  cited  originally  as  the  ground  of 
rejection  consists  of  the  word  "  Electrene."  There  is  no  such  resem- 
blance between  the  marks  as  would  deceive  purchasers,  and  it  is 
probable  that  the  Examiner  would  have  withdrawn  his  rejection  upon 
reconsideration  if  he  had  felt  at  liberty  to  regard  the  application  as 
one  properly  before  the  Office  for  consideration  under  the  act  of  1905. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 
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Beall  V,  Shuman. 

Decided  October  26,  1905. 

(120  O.  G..  655.) 

1.  INTFBFEBENCE — ObIGINALITY — DERIVATION  BY  S.  FBOM  B.  THBOUGH  ANOTHEB — 

Evidence. 
Where  B.  claims  conception  of  the  invention  and  disclosure  to  an  asso- 
ciate of  S.  prior  to  S.*8  alleged  date  of  conception  and  is  corroborated  as  to 
both  matters  by  credible  witnesses  and  the  associate  is  discredited  by  his 
denial  that  the  invention  was  so  disclosed  to  him  and  the  weight  of 
circumstances  is  in  favor  of  derivation  by  S.  from  B.  through  the  associate. 
Held  that  the  testimony  of  S.  and  the  associate  to  independent  invention 
by  S.  and  the  inference  unfavorable  to  B.  from  inactivity  in  connection  with 
the  invention  are  overcome  and  that  B.  is  entitled  to  an  award  of  priority  of 
invention. 

2.  Same — Same — Evidence — Similarity    of    Invention    and    Opportunity    of 

Derivation. 
Held  that  the  mere  appearance  of  two  parties  with  the  same  invention 
identical  in  many  novel  and  distinct  details  raises  some  suspicion  of 
derivation  by  one  from  the  other,  and  where  one  of  these  parties  is  proved 
to  have  been  in  possession  of  the  invention  prior  to  any  date  of  possession 
proved  by  the  other  party  and  it  is  shown  that  opportunity  for  derivation 
by  the  later  party  from  the  earlier  party  occurred  prior  to  such  proved  date 
of  possession  by  the  later  party  the  suspicion  of  derivation,  in  the  absence  of 
satisfactory  evidence  to  the  contrary,  becomes  conviction,  and  it  must  be 
held  that  the  later  party  did,  in  fact,  obtain  the  Invention  from  the  earlier 
party. 

3.  Same — Same — Same — Inactivity  of  Party — Notice  of  Adverse  Claim. 

Where  B.  was  not  active  in  obtaining  patents  or  in  the  reduction  to 
practice  and  promotion  of  the  Invention  which  was  carried  on  by  S.,  but 
produces  evidence  in  support  of  his  claim  that  he  supposed  S.  to  be  carrying 
out  B.*s  conception  in  the  business  of  the  c^ommon  employer  of  B.  and  S., 
Held  that  In  the  absence  of  proof  that  B.  In  the  period  of  his  inactivity  had 
notice  of  S.'s  adverse  claim  no  inferences  strongly  unfavorable  to  B.  can  be 
drawn  from  his  inactivity. 

4.  Same — Same — Discrepancy   Between   Testimony   and   Application   as   to 

Extent  of  the  Invention. 
Where  B.  carefully  omitted  from  his  applications,  prepared  from  S.'s 
patents,  features  of  invention  disclosed  in  the  patents  to  S.  and  which  B. 
in  testifying  claims  to  have  invented,  Held  that  the  inference  from  these 
facts  that  B.  did  not  originate  the  inventions  in  issue  is  too  remote  to 
stand  against  satisfactory  evidence  that  B.  did  originate  the  invention 
in  issue. 

5.  Testimony — Leading  Questions. 

Where  some  leading  questions  were  asked  in  the  course  of  the  examina- 
tion of  witnesses.  Held  that  their  testimony  as  a  whole  was,  nevertheless, 
sufficiently  free  from  dependence  upon  the  suggestion  of  counsel  to  be 
entitled  to  acceptance  without  diminution  of  weight  on  account  of  this 
objection. 
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Appeal  from  Examiners-in-Chief. 

BEMOVABLE    PILE    FOB   FOBMING    CONCBETE    PIUNO. 

Mesfirs  John  B,  Thomas  cfe  Co,  and  Mr,  W.  S.  Duvall  for  Beall. 
Messrs,  Howson  &  Howson  for  Shuman. 

Allen,  Commissioner: 

This  is  an  appeal  by  Shuman  from  the  decision  of  the  Examiners- 
in-Chief  awarding  priority  of  invention  to  Beall  upon  an  issue  ex- 
pressed in  twenty-six  counts,  of  which  the  following  define  the  inven- 
tions involved  sufficiently  for  the  purposes  of  this  decision : 

1.  Ab  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  the  within-described  removable 
preparatory  pile  having  an  enlarged  point  which  is  removable  with  the  pile,  sub- 
stantially as  specified. 

2.  As  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  preparatory  pile 
having  an  opening  extending  through  the  point,  whereby  air  can  enter  the  space 
below  the  point  as  the  pile  Is  withdrawn,  sul)stantially  as  specified. 

4.  As  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  pile  having  an 
opening  therein  which  extends  through  the  point,  and  a  valve  which  closes  as 
specified. 

6.  As  a  device  for  forming  In  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  pile  having  an  en- 
larged point,  and  an  oi)en!ng  through  which  air  can  enter  the  space  below  the 
point  of  the  pile  as  the  latter  Is  withdrawn,  substantially  as  si)ecifled. 

7.  As  a  device  for  forming  In  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  preparatory  pile 
having  an  oi)ening  therethrough  and  an  enlarged  point  secured  to  said  pile  and 
also  having  a  relief -opening  therein  through  which  air  can  enter  the  space  below 
the  point  as  the  pile  is  withdrawn,  substantially  as  specified. 

17.  As  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  preparatory  pile 
having  an  enlarged  point  which  is  detachable  from  the  pile,  whereby  said  pile 
can  be  removed  from  the  opening  formed  thereby,  leaving  the  point  at  the  bot- 
tom of  the  opening  to  form  the  base  or  foundation  for  the  permanent  pile,  sub- 
stantially as  specified. 

19.  As  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  preparatory  pile 
having  a  detachable  non-metallic  point,  substantially  as  specified. 

21.  As  a  device  for  forming  in  the  ground  an  opening  for  the  subsequent  recep- 
tion of  concrete  or  other  fluid  or  plastic  material,  a  removable  preparatory  pile 
having  a  detachable  point  composed  of  concrete,  substantially  as  speclfled. 

The  inventions  relate  to  the  formation  of  concrete  piles  by  driving 
a  preparatory  pile  into  the  ground,  withdrawing  the  same,  and  filling 
the  opening  formed  with  concrete.     The  counts  are  drawn  to  the  re- 
movable preparatory  pile  and  are  limited  to  one  or  more  of  the 
H.  Doc.  641,  59-2 3 
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various  features  thereof,  such  as  an  enlarged  head  for  shattering  the 
earth  in  driving  to  reduce  friction  in  removal,  the  opening  through 
the  pile  to  admit  air  below  the  same  and  prevent  suction  during  with- 
drawal, the  valve  for  the  air-opening  at  the  point  of  the  pile,  and  a 
detachable  point  or  head  for  the  pile,  which  remains  in  the  ground 
as  a  base  for  concrete  which  is  filled  in  upon  the  same. 

Shuman  claims  to  have  conceived  the  inventions  in  issue  and  to 
have  disclosed  them  to  others  in  the  first  half  of  October,  1902,  and  to 
have  reduced  them  to  practice  later  in  the  same  month.  He  applied 
for  the  patents  in  interference  in  January  and  in  April  of  1903,  and 
the  patents  issued  in  July  of  that  year.  Beall  claims  to  have  con- 
ceived the  inventions  and  to  have  disclosed  them  to  others  in  the  first 
part  of  August,  1902.  His  applications  in  interference  were  filed 
in  April,  1904.  Beall  alleges  that  Shuman  is  not  an  original  inventor 
of  the  inventions  in  issue,  but  derived  the  same  from  Beall  through 
Stewart,  to  whom  Beall  claims  to  have  disclosed  these  inventions  in 
August,  1902.  As  Shuman's  patents  issued  before  Beall's  applica- 
tions were  filed,  the  burden  is  upon  Beall  to  establish  his  case  by 
proof  beyond  reasonable  doubt.  Both  the  Examiners-in-Chief  and 
the  Examiner  of  Interferences  found  Beall's  conception  of  the  in- 
vention and  his  disclosure  thereof  to  others  before  Shuman's  alleged 
date  of  conception  to  be  proved.  The  Examiner  of  Interferences 
found  that  Beall  disclosed  the  inventions  to  Stewart  before  Shu- 
man's alleged  conception  thereof,  that  Shuman  and  Stewart  were 
partners  regarding  these  inventions,  that  derivation  of  the  inven- 
tions by  Shuman  should  be  presumed  from  this  relation,  and  that  the 
judgment  should  be  in  favor  of  Beall.  The  Examiners-in-Chief 
found  that  Stewart  had  knowledge  of  Beall's  invention  prior  to  Shu- 
man's alleged  disclosure  and  that  the  Cranford  Company  (the  em- 
ployer of  Beall  and  Stewart)  reduced  the  invention  to  practice 
through  Stewart  and  with  the  assistance  of  Shuman.  They  also 
awarded  priority  to  Beall. 

The  conclusion  of  the  tribunals  below  that  Beall  should  prevail  in 
this  proceeding  is,  in  my  opinion,  correct.  It  is  not  necessary  to  set 
forth  here  detailed  consideration  of  the  testimony.  Full  and  careful 
analysis  of  the  evidence  is  given  in  the  decision  of  the  Examiner  of 
Interferences.  The  principal  features  of  the  case,  as  I  view  the  same, 
may  be  stated,  however.  Beall  testifies  that  he  conceived  the  inven- 
tions on  August  6,  1902,  and  made  disclosures  thereof  the  same  day 
in  part  to  Parsons  (Q.  21,  Beall's  printed  record,  p.  22)  and  fully  to 
Brenizer,  Davis,  and  Stewart.  (Qs.  24-29,  Beall's  printed  record,  . 
pp.  23-29.)  The  disclosure  which  is  alleged  to  have  been  made  to 
Parsons  covers  the  subject-matter  of  some  but  not  that  of  all  of  the 
counts  of  the  issue ;  but  the  inventions  claimed  to  have  been  explained 
to  Brenizer,  Davis,  and  Stewart  cover  all  of  the  counts.     (Qs.  28 
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and  32,  BealFs  printed  record,  pp.  24  and  29.)  Parsons  testifies  that 
Beall's  disclosures  to  him  were  made  substantially  as  alleged  by  Beall 
some  time  in  August,  1902.  (Qs.  12-14,  Beall's  printed  record,  p. 
146.)  Beall  is  corroborated  in  his  allegations  of  full  disclosure  of 
the  invention  by  Brenizer  (Beall's  printed  record,  pp.  133  and  134, 
Qs.  26-38)  and  by  Davis.  (Beall's  printed  record,  pp.  82  and  83, 
Qs,  17-25.)  Both  Brenizer  and  Davis  fix  the  time  of  these  dis- 
closures as  when  the  trial  piles  were  driven  in  the  construction  of  the 
Stoneleigh  Court  foundations.  (Beall's  printed  record,  p.  131,  Qs. 
10-13;  p.  81,  Qs.  5-10.)  That  these  piles  were  driven  in  August, 
1902,  is  testified  to  by  Brennan,  (Beall's  printed  record,  p.  163,  Q,  7,) 
as  well  as  by  Parsons  and  Beall. 

Beall  stated  on  the  stand  that  Stewart  was  present  when  the  in- 
vention was  disclosed  to  Brenizer  and  Davis  in  August,  1902,  and 
that  the  invention  was  fully  explained  to  Stewart  at  that  time.  He 
also  testified  that  Stewart  suggested  the  preservation  of  secrecy  in 
regard  to  the  invention  until  Shuman,  Stewart's  brother-in-law  and 
a  professional  inventor  and  patentee,  could  be  consulted  about  it,  and 
Beall  says  that  he  accepted  these  suggestions.  (Beall's  printed 
record,  pp.  27  and  28.)  Beall  is  corroborated  in  this  by  Brenizer 
(Beall's  printed  record,  pp.  136  and  137,  Qs.  57,  61,  64,  67,  68)  and 
by  Davis.  (Beall's  printed  record,  pp.  81-85,  Qs.  9,  15,  21,  28,  and 
22-26.)  Stewart  denies  that  the  invention  was  disclosed  to  him  by 
Beall ;  but  no  other  direct  evidence  is  offered  to  contradict  the  state- 
ment of  Beall,  Brenizer,  and  Davis  that  it  was  so  disclosed.  The 
testimony  of  Beall,  Brenizer,  and  Davis  was  not  weakened  on  cross- 
examination.  Their  reputation  for  veracity  is  unimpeached.  Some 
leading  questions  were  asked  in  the  course  of  their  examination ;  but 
their  testimony,  taken  as  a  whole,  is  sufficiently  free  from  dependence 
upon  the  suggestion  of  counsel  to  be  entitled  to  acceptance  without 
diminution  of  weight  on  accoimt  of  this  objection. 

It  is  contended  by  Shuman  that  the  evidence  of  conception  of  the 
in^fention  by  Beall  and  of  Beall's  disclosure  to  Stewart  before  Shu- 
man's  claimed  date  of  conception  is  overcome  by  the  evidence  to  the 
contrary  which  is  found  in  Beall's  conduct  subsequent  to  his  alleged 
conception  and  disclosure.  Presumptions  from  conduct  are  often 
stronger  than  the  direct  testimony  of  witnesses ;  but  in  this  case  when 
all  the  circumstances  are  considered  and  the  inferences  deducible  from 
the  actions  of  both  parties  are  weighed  the  prior  conception  of  the 
invention  and  disclosure  to  Stewart  alleged  by  Beall  must,  in  my 
opinion,  be  regarded  as  established. 

It  is  urged  by  Shuman  that  Beall  did  not  show  the  interest  in  the 
reduction  to  practice  and  use  of  the  invention  which  he  should  have 
shown  had  he  in  fact  been  the  inventor  thereof.  Beall  did  not  fre- 
quent the  scene  of  the  work  where  the  invention  was  first  put  into 
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practical  operation.  This  work  was  done  by  the  Cranford  Company. 
It  was  carried  on  with  Stewart  as  immediate  superintendent  and 
under  the  general  supervision  of  Shuman.  It  was  carried  on 
throughout  a  period  of  several  months ;  but  Beall,  like  Stewart,  was 
an  employee  of  the  Cranford  Company.  It  appears  that  he  was 
very  busy  with  the  work  of  the  company  during  the  practical  de- 
velopment of  the  invention  in  parts  of  the  city  remote  from  the  spot 
where  this  was  being  carried  out.  His  position  with  the  Cranford 
Company  undoubtedly  enabled  him  to  keep  posted  on  the  general 
progress  of  the  work  in  which  the  invention  was  being  applied.  It 
does  not  seem  unreasonable  to  me,  in  view  of  all  the  circumstances 
and  conditions,  that  Beall  should  have  considered  his  work  upon  the 
invention  to  have  ended  with  his  disclosure  thereof  to  Stewart  and 
that  he  should  have  felt  thereafter  that  he  had  only  to  await  the 
reduction  to  practice  by  Shuman  for  the  Cranford  Company  before 
the  organization  of  a  company  by  the  Cranfords  in  which  he  would 
be  benefited  according  to  the  proportionate  value  of  his  conception 
to  the  total  efforts  expended  upon  the  invention.  Shuman  has  not 
proved  that  Beall  during  the  period  of  his  inactivity  had  notice  of 
Shuman's  adverse  claim,  and  in  the  absence  of  such  proof  no  infer- 
ences strongly  unfavorable  to  Beall  can  be  drawn  from  such  inac- 
tivity. The  same  explanation  covers  Beall's  failure  to  press  the 
invention  personally  upon  the  head  of  the  Cranford  Company  or  to 
take  steps  toward  procuring  patents  until  after  the  fact  that  Shu- 
man's claim  was  adverse  to  his  had  been  brought  home  to  him. 

Another  matter  urged  in  discredit  of  Beall's  claim  to  original  con- 
ception of  the  invention  and  disclosure  thereof  to  Stewart  is  not  so 
readily  understood.  Beall's  applications,  which  were  prepared  from 
Shuman's  patents  and  which  follow  the  latter  to  a  large  extent  word 
for  word,  omit  all  reference  to  a  distinct  and  important  feature  of 
the  inventions  disclosed  by  Shuman.  Yet  Beall  testifies  that  this 
feature  was  included  among  his  original  inventions  and  that  it  was 
shown  on  the  sketch  which  he  claims  to  have  made  during  the  dis- 
closure to  Brenizer,  Davis,  and  Stewart  and  to  have  given  to  Stew- 
art for  Shuman's  consideration  shortly  thereafter.  This  omission 
was  evidently  intentional  in  the  preparation  of  Beall's  applications. 
Beall  claims  that  he  supposed  the  feature  in  question  to  have  been 
included  in  his  cases  and  suggests  that  it  was  omitted  through  some 
misunderstanding  upon  the  part  of  his  attorneys.  Though  it  is  diffi- 
cult to  appreciate  how  so  decided  a  misunderstanding  could  arise  if 
ordinary  care  were  used  in  describing  the  invention  to  the  attorneys, 
I  am  still  unable  to  find  this  matter  sufficient  to  discredit  Beall  and 
the  witnesses  to  his  early  conception  of  the  invention  and  disclosure 
to  Stewart.  The  inference  that  Beall  did  not  have  the  inventions  in 
issue  in  August,  1902,  from  the  fact  that  he  now  claims  to  have  also 
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had  at  that  time  another  different  but  allied  invention,  which  was 
shown  in  the  Shuman  patent,  but  carefully  excluded  from  Beall's 
patent,  is  too  remote  to  stand  against  the  direct  evidence  presented  by 
Beall  that  he  did  have  the  invention  in  issue  at  that  time. 

The  improbability  of  an  inventor  delivering  a  completely-con- 
ceived invention  for  development  to  a  stranger,  as  Beall  claims  to 
have  delivered  his  to  Shuman,  is  also  urged  in  discredit  of  Beall's 
case.  Beall's  conduct  in  this  respect  does  not  seem  to  me  to  be  so 
remarkable  when  Stewart's  position  with  the  Cranford  Company  is 
considered.  It  was  to  Stewart  that  the  invention  is  claimed  to  have 
been  conmiunicated  by  Beall,  and  it  was  through  the  Cranford  Com- 
pany that  Beall  would  naturally  expect  to  see  his  invention  put  into 
practical  operation  and  made  remunerative. 

The  single  element  of  Beall's  case  remaining  after  proof  of  his  con- 
ception of  the  invention  and  communication  thereof  to  Stewart  prior 
to  Shuman's  claimed  date  of  conception  is  communication  of  the 
invention  by  Stewart  to  Shuman.  The  direct  evidence  upon  this 
point  is  the  testimony  of  Stewart  and  Shuman  that  the  invention  was 
not  thus  communicated,  but  was  originated  by  Shuman  upon  sug- 
gestions by  Stewart  of  the  desirability  of  concrete  piling.  In  finding 
the  disclosure  by  Beall  to  Stewart  proved  it  must  be  held  that  Stew- 
art, who  flatly  denies  such  disclosure,  is  impeached.  This  leaves 
Shuman's  testimony  to  original  inventorship  practically  unsupported, 
and  his  unsupported  testimony  is  of  no  weight  against  the  strong  pre- 
sumption from  the  circumstances  that  the  invention  was  derived  by 
him  from  Beall  through  Stewart.  The  mere  appearance  of  two  par- 
ties with  the  same  invention  identical  in  many  novel  and  distinct 
details  raises  some  suspicion  of  derivation  by  one  from  the  other, 
and  where  one  of  these  parties  is  proved  to  have  been  in  possession  of 
the  invention  prior  to  any  date  of  possession  proved  by  the  other 
party  and  it  is  shown  that  opportunity  for  derivation  by  the  later 
party  from  the  earlier  party  occurred  prior  to  such  proved  date 
of  possession  by  the  later  party  the  suspicion  of  derivation  in  the 
absence  of  satisfactory  evidence  to  the  contrary  becomes  conviction, 
and  it  must  be  held  that  the  later  party  did,  in  fact,  obtain  the  in- 
vention from  the  earlier  party.  Shuman  lays  much  stress  upon  the 
absence  of  direct  evidence  of  his  derivation  from  Beall;  but  the 
indirect  evidence  found  in  Beall's  earlier  conception  and  disclosure 
to  Stewart  and  in  the  close  association  between  Stewart  and  Shuman 
at  the  time  that  Shuman  claims  to  have  conceived  the  invention  sup- 
ports the  inference  that  the  invention  was,  in  fact,  derived  by  Shu- 
man from  Beall,  and  this  inference  is  only  to  be  defeated  by  proof 
that  the  invention  was  not  so  derived  by  Shuman.  Such  proof  for 
Shuman  is  wanting.  Evidence  that  the  invention  was  reputed  to  be 
Shuman's  in  the  Cranford  oflSce  and  at  the  development  thereof  in  the 
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field  was  introduced ;  but  this  evidence  is  intrinsically  of  little  value 
and  is  offset  by  evidence  of  the  same  kind  that  the  invention  was 
Beall's  (Beall's  printed  record,  p.  86,  Qs.  49-52;  p.  138,  Qs.  76  and 
77)  and  by  the  testimony  of  Cranford.  Cranford  is  Shuman's  wit- 
ness. He  is  considerably  interested  in  the  company  organized  for 
the  exploitation  of  Shuman's  patents,  (Shuman's  printed  record,  pp. 
250-252,  Qs.  132-140;)  yet  the  obvious  conclusion  from  his  testimony 
is  that  he  had  no  satisfactory  evidence  in  favor  of  the  claims  of 
either  party  when  the  controversy  arose.  (Shuman's  printed  record, 
p.  233,  X-Qs.  37  and  38;  p.  234,  X-Qs.  49-58;  p.  241,  X-Qs.  88-92; 
p.  243,  X-Q.  100;  p.  245,  X-Q.  106;  p.  247,  X-Qs.  117-120;  p.  265, 
X-Qs.  202  and  203.) 

I  am  satisfied  that  this  case  must  be  disposed  of  in  favor  of  Beall 
on  the  more  important  portions  of  the  entire  mass  of  evidence,  which 
have  been  already  referred  to.  It  may  be  mentioned,  however,  in 
addition  to  the  matters  already  discussed,  that  Beall's  case  is  also 
slightly  strengthened  by  the  general  testimony  to  early  possession  of 
an  invention  in  piling  given  by  the  witnesses  Merriam  and  Mullett, 
while  inferences  unfavorable  to  Shuman's  case  must  be  drawn  from 
his  gratuitous  distribution  of  stock  to  many  employees  of  the  Cran- 
ford Company,  who  became  witnesses  in  this  case,  taken  in  connection 
with  Stewart's  letter  stating  that  these  gifts  were  made  where  it 
might  become  necessary  to  ask  favors.  (Shuman's  printed  record, 
p.  49,  RD.  Q.  149,  p.  112,  Qs.  76-78.)  Inferences  jiinfavorable  to 
Shuman  must  also  be  drawn  from  Stewart's  allegation  of  invention 
in  concrete  piling  prior  to  Shuman's  interest  in  this  subject  (Beall's 
printed  record,  pp.  157  and  158,  Qs.  34  and  35;  Shuman's  printed 
record,  p.  249,  X-Qs.  126-131)  and  from  the  attitude  taken  by 
Stewart  in  his  letter  to  Shuman  of  March  29,  1904,  in  which  he  pro- 
poses to  divide  stock  equally  with  Shuman.  (Shuman's  printed 
exhibit  of  letters  not  printed  in  the  record,  p.  9.) 

The  decision  of  the  Examiners-in-Chief  affirming  the  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  invention  to 
Beall  is  affirmed. 


McKee  V,  Baker. 

Decided  December  18y  1905, 

(120  O.  G.,  657.) 

1.  Interference — Motions    for   Dissolution^Delay    in    Bringing — Excuses. 

Where  excuses  offered  for  delay  in  bringing  motion  for  dissolution  do 

not  cover  the  period  in  which  the  motion  should  have  been  brought  or 

some  of  the  subsequent  period,  but  apply  only  to  the  latter  portion  of  the 

subsequent  period  Held  that  the  motion  should  not  be  transmitted. 
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2.  Same — Same — Same — Same. 

Where  It  is  not  shown  that  a  party  went  diligently  to  work  upon  his 
case  at  the  proper  time  to  discover  whether  a  motion  for  dissolution  should 
he  brought  nor  that  he  was  prevented  from  making  the  necessary  inves- 
tigation and  bringing  the  motion  within  the  period  fixed  by  the  rules.  Held 
that  the  motion  should  not  be  transmitted. 

3.  Same — Same — Same — Same. 

The  rule  requiring  motions  to  be  brought  within  a  fixed  time  is  a  whole- 
some one,  and  Its  enforcement  requires  that  motions  be  not  accepted  when 
brought  after  the  expiration  of  that  time  except  where  circumstances  are 
shown  which  made  It  Impossible  to  bring  the  motion  within  the  regular 
period  or  under  which  the  party  could  not  reasonably  be  expected  to  have 
brought  It  therein. 

On  Petition. 

CHABGING   DEVICE  FOR  BLAST  FUBNACB8. 

Mr.  Jesse  B.  Fay  for  McKee. 
Mr.  P.  T.  Dodge  for  Baker. 

Allen,  Commissioner: 

This  is  a  petition  by  McKee  to  restore  jurisdiction  to  the  Examiner 
of  Interferences  to  consider  transmission  of  a  motion  for  dissolution 
brought  by  McKee  after  the  expiration  of  the  time  regularly  fixed 
for  bringing  such  motions. 

An  order  was  issued  on  June  22, 1905,  pointing  out  that  McKee  had 
failed  to  allege  in  his  preliminary  statement  a  date  of  conception 
prior  to  the  filing  date  of  Baker  and  giving  notice  that  judgment 
would  be  rendered  against  McKee  unless  he  should  show  cause  on  or 
before  July  12,  1905,  why  such  action  should  not  be  taken.  On  July 
15,  1905,  the  Examiner  of  Interferences  found  that  cause  had  not 
been  shown  and  rendered  judgment  of  priority  of  invention  in  favor 
of  Baker.  The  limit  of  appeal  was  fixed  as  August  4,  1905.  On 
August  3,  1905,  appeal  was  taken  by  McKee  from  the  judgment 
against  him  upon  priority  to  the  Examiners-in-Chief.  On  October 
25,  1905,  McKee  filed  motions  for  dissolution  and  for  transmission 
to  the  Primary  Examiner.  These  motions  were  accompanied  by 
a  showing  of  reasons  for  the  delay  in  bringing  them  and  by  this 
petition  for  restoration  of  jurisdiction  to  the  Examiner  of  Inter- 
ferences. 

The  reasons  for  the  delay  in  bringing  the  motion  are  set  forth  in  the 
affidavit  of  the  attorney  for  McKee.  It  is  alleged  that  upon  August 
24, 1905,  McKee  prepared  an  order  for  a  copy  of  the  file-wrapper  and 
contents  of  Baker's  application,  but  that  the  copy  was  not  received 
until  October  7,  1905,  and  that  the  time  between  the  latter  date  and 
the  filing  of  the  motion  was  required  for  study  of  the  case  and 
preparation  of  the  motion.    The  delay  throughout  the  period  from 
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June  22,  1905,  when  McKee  was  required  to  show  cause  why  judg- 
ment should  not  be  entered  against  him,  until  August  24,  1905,  when 
the  order  for  a  copy  of  Baker's  application  was  prepared,  is  ac- 
counted for  as  follows:  It  is  alleged  that  McKee  placed  a  certain 
construction  upon  the  claims  in  issue  when  suggested  to  him  by  the 
Primary  Examiner  and  adopted  them,  but  that  later,  at  a  time  not 
appearing,  after  study  of  the  prior  art  and  conferences  with  persons 
versed  in  the  art,  he  thought  that  the  claims  were  anticipated  and 
thereupon  promptly  secured  an  appointment  with  the  Primary  Ex- 
aminer to  obtain  the  views  of  the  latter  upon  the  question  of  antici- 
pation. It  is  further  alleged  that  the  appointment  was  made  for 
August  24,  1905,  and  that  the  interview  was  had  upon  that  date 
and  that  the  first  order  for  a  copy  of  Baker's  application  was  pre- 
pared immediately  thereafter. 

The  showing  is  entirely  insufficient  to  excuse  the  delay  prior  to 
August  24,  1905.  It  is  consequently  unnecessary  to  pass  upon  the 
showing  made  for  the  delay  subsequent  to  that  date.  The  reasons 
given  for  the  delay  prior  to  August  24,  1905,  are  not  of  a  compelling 
nature.  It  has  not  been  shown  that  McKee  went  diligently  to  work 
upon  his  case  upon  receiving  the  order  to  show  cause  of  June  22  to 
discover  whether  a  motion  for  dissolution  should  be  made,  nor  has 
it  been  shown  that  McKee  was  prevented  from  making  the  necessary 
investigation  and  bringing  the  motion  for  dissolution  prior  to  July 
12,  1905,  the  last  day  of  the  period  in  which  the  rules  permit  such 
motions  to  be  filed  as  a  matter  of  course.  The  rule  requiring  motions 
to  be  brought  within  a  fixed  time  is  a  wholesome  one,  and  its 
enforcement  requires  that  motions  be  not  accepted  when  brought 
after  the  expiration  of  that  time  except  where  circumstances  are 
shown  which  made  it  impossible  to  bring  the  motion  within  the 
regular  period  or  under  which  the  party  could  not  reasonably  be 
expected  to  have  brought  it  therein. 

The  petition  is  denied. 


Klepetko  v.  Becker. 

Decided  December  18,  1905. 

(120  O.  G.,  658.) 

1.  Interference — Motions    for  Dissolution — Statements    of   Facts — ^Trans- 
mission. 

Where  nothing  In  the  statement  of  the  facts  upon  which  a  motion  to  dis- 
solve on  the  ground  of  irregularity  in  declaration  was  based  is  directed  to 
anything  other  than  the  patentability  of  claims,  the  rights  of  the  parties  to 
make  claims,  or  the  identity  in  meaning  of  claims  when  read  in  the  re- 
spective cases,  Held  that  the  motion  was  properly  refused  transmission  as 
to  this  ground. 
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2.  Saub — Same — Same — Same. 

Where  no  facts  are  alleged  In  support  of  a  motion  for  dissolution  on  the 
ground  of  non-patentability  except  such  as  relate  to  the  right  of  a  party  to 
make  claims,  Held  that  the  motion  was  properly  refused  transmission  as  to 
the  ground  of  non-patentability. 

3.  Same — Same — Same — Same. 

In  order  to  restrict,  so  far  as  possible,  the  labor  of  investigation  and 
consideration  on  the  part  of  the  Office  and  on  the  part  of  the  parties 
against  whom  motions  for  dissolution  are  brought  to  the  exact  matters  by 
reason  of  which  the  moving  party  believes  the  interference  should  be  dis- 
solved, it  is  believed  that  the  motion  should  set  forth  the  specific  facts 
relied  upon  to  show  that  the  interference  should  not  continue. 

4.  Same — Same — Same — Same. 

In  setting  forth  facts  in  motions  for  dissolution  the  distinctions  between 
the  general  grounds  of  dissolution  which  have  been  pointed  out  in  Wood- 
ward V.  Newton,  (C.  D..  1899,  13;  86  O.  G.,  490,)  Owens  v.  Richardson, 
(C.  D.,  1904,  289;  111  O.  G.,  1037,)  and  Kaczander  v.  Hodges  and  Hodges 
(C.  D.,  1905.  361;  118  O.  G.,  836)  must  be  carefully  observed.  The  ob- 
servance of  these  distinctions  Is  necessary  to  the  logical  presentation  of 
the  questions  raised  and  to  the  avoidance  of  confusion  In  the  matter  of 
appeals 

6.  Same — Same — Same — Same. 

Where  the  motion  does  not  state  facts  of  such  nature  as  might  form 
proper  basis  for  dissolution  upon  the  general  ground  upon  which  the  facts 
are  alleged,  the  motion  Is  not  sufficiently  clear  and  definite,  and  It  should 
not  be  transmitted  as  to  those  grounds  to  which  such  objections  apply. 
Appeal  on  Motion. 

BOASTING-FUBNACE. 

Mr.  EmU  Starek  for  Klepetko. 
Mr.  G.  F.  De  Wein  for  Becker. 

AiXEN,  Commissioner: 

This  is  an  appeal  by  Klepetko  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  to  the  Primary  Examiner  the 
motion  of  Klepetko  for  dissolution  of  the  interference  so  far  as  said 
motion  relates  to  the  grounds  of  irregularity  in  declaration  and  non- 
patentability  of  counts  1  and  2  of  the  issue. 

The  motion  alleges  all  of  the  grounds  mentioned  in  Rule  122.  The 
following  statement  is  made  of  the  facts  upon  which  the  contention  of 
irregularity  is  based : 

This  irregularity  consists  in  framing  issues  which,  if  truly  expressing  the 
construction  shown  by  one  party  cannot  at  the  same  time  truly  express  the  con- 
struction of  the  opposite  party;  in  forcing  into  the  interference,  issues  which 
express  the  construction  of  but  one  of  the  parties  the  determination  of  the 
question  of  priority  of  which  could  only  affect  one  party  to  the  interference  and 
not  the  other;  in  forcing  the  parties  to  contest  issues  whose  language  Is  am- 
biguous and  in  which  the  terms  **  inlet "  and  "  outlet "  are  used  to  express  a 
relation  which  is  at  variance  with  the  drawings  illustrating  the  parties*  inven- 
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tions;  In  forcing  the  parties  to  contest  an  issue  In  which  the  feed-pipe  of  the 
Junior  party  is  made  the  equivalent  of  the  outlet-pipe  of  the  senior  party;  in 
that  the  Examiner  has  admitted  into  the  interference  the  broad  Issues  1  and  2 
without  previously  exhausting  the  citation  against  them  of  the  best  references 
at  his  command  as  provided  by  Rule  66,  and  ignoring  the  statutory  requirement 
that  an  interference  can  only  be  declared  between  parties  claiming  the  same 
*'  patentable ''  Invention ;  that  the  Examiner's  assumption  that  issues  1  and  2 
are  patentable  in  direct  opposition  to  his  record  contention  that  Issues  3  and  4 
are  not  patentable  (these  issues  having  been  allowed  by  the  Board  of  Appeals) 
is  unwarranted,  and  places  him  in  the  inconsistent  attitude  of  allowing  broad 
claims  to  one  party  after  having  denied  narrow  claims  to  the  opposite  party; 
that  since  an  Interference  can,  under  section  4904  only  be  declared  when  '*  in 
the  opinion  of  the  Commissioner*'  one  application  interferes  with  another,  it 
was  incumbent  on  the  Examiner  to  reject  issues  1  and  2  and  have  the  question 
of  their  patentability  referred  to  the  Examiners-in-Chief  so  that  the  same  tri- 
bunal which  had  passed  upon  the  patentability  of  a  part  of  the  issues,  could 
pass  upon  the  patentability  of  all  of  them. 

I  find  nothing  in  this  statement  which  is  directed  to  anything  other 
than  the  patentability  of  the  claims  in  issue,  the  rights  of  the  parties 
to  make  these  claims,  or  the  identity  in  the  meaning  of  the  claims 
when  read  in  the  applications  of  the  respective  parties.  Such  being 
the  case,  the  Examiner  of  Interferences  properly  refused  to  transmit 
the  motion  as  to  the  ground  of  irregularity  in  declaration.  No  facts 
are  alleged  in  support  of  the  allegation  of  the  motion  that  the  counts 
are  not  patentable  except  such  as  relate  to  the  right  of  Becker  to  make 
the  claims.  The  refusal  to  transmit  the  motion  as  to  this  ground  was 
therefore  also  proper. 

In  order  to  restrict,  so  far  as  possible,  the  labor  of  investigation  and 
consideration  on  the  part  of  the  Office  and  on  the  part  of  the  parties 
against  whom  motions  for  dissolution  are  brought  to  the  exact  mat- 
ters by  reason  of  which  the  moving  party  believes  the  interference 
should  be  dissolved,  it  is  believed  that  the  motion  should  set  forth 
the  specific  facts  relied  upon  to  show  that  the  interference  should  not 
continue.  This  is  deemed  to  be  logical  and  proper  extension  of  the 
practice  initiated  in  Vreeland  v.  Feaaenden  v.  Schloemilch^  (C.  D., 
1905,  315;  117  O.  G.,  2633.)  In  setting  forth  such  facts  the  dis- 
tinctions between  the  general  grounds  of  dissolution  which  have  been 
pointed  out  in  Woodward  v.  Newton^  (C.  D.,  1899, 13;  86  O.  G.,  490,) 
Owens  V.  Richardson,  (C.  D.,  1904,  289;  111  O.  G.,  1037,)  and  Kac- 
zander  v.  Hodges  and  Hodges  (C.  D.,  1905,  361 ;  118  O.  G.,  836)  must 
be  carefully  observed.  The  observance  of  these  distinctions  is  neces- 
sary to  the  logical  presentation  of  the  questions  raised  and  to  the 
avoidance  of  confusion  in  the  matter  of  appeals.  Where  the  motion 
does  not  state  facts  of  such  nature  as  might  form  proper  basis  for 
dissolution  upon  the  general  ground  upon  which  the  facts  are  alleged, 
the  motion  is  not  sufficiently  clear  and  definite,  and  it  should  not  be 
transmitted  as  to  those  grounds  to  which  such  objections  apply. 
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The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
the  motion  as  to  the  grounds  of  irregularity  in  declaration  and  non- 
patentability  of  issues  is  aifirmed. 


Whittingham  V,  Automatic  Switch  Company. 

Decided  December  18,  1905, 

(120  O.  G.,  659.) 

1.  Trade-Mask  Opposition — ^Appeal  Upon  Interlocutory  Order — Pleadings. 

"Where  exception  taken  to  applicant's  answer  on  ^ound  of  imi)ertinence 
was  overruled  by  Examiner  of  Interferences,  Held  that  no  appeal  from  this 
action  would  be  entertained. 

2.  Same — Same — Same. 

In  overruling  the  exceptions  to  the  answer  the  Examiner  of  Interferences 
denied  to  opi)onent  no  substantial  rights,  nor  is  it  understood  wherein 
opponent  would  be  subjected  to  hardships  by  erroneous  decisions  of  the 
Examiner  overruling  such  exceptions  sufficient  to  justify  the  general  hard- 
ship in  delay,  labor,  and  exi)ense  which  would  be  imposed  upon  parties  by 
permitting  interlocutory  appeals  in  these  cases. 

On  Petition. 

MOTOR  STARTER  AND  REVERSER. 

Mr.  Clifton  V.  Edwards  for  Automatic  Switch  Company. 
Mr.  Robert  Watson  for  Whittingham. 

Allen,  Commissioner : 

This  is  a  petition  from  the  action  of  the  Examiner  of  Interferences 
overruling  the  exception  taken  by  opponent  to  the  answer  of  the 
applicant  in  the  above-entitled  opposition  to  registration  of  trade- 
mark. 

The  exception  is  based  on  the  ground  of  impertinence.  The  matter 
alleged  to  be  impertinent  is  pointed  out,  and  it  is  prayed  that  the 
same  may  be  expunged.  The  question  was  considered  by  the  Exam- 
iner of  Interferences,  who  found  that  portion  of  the  matter  excepted 
to  was  clearly  relevant  and  that  the  remainder  of  such  matter  was  not 
so  clearly  impertinent  as  to  justify  striking  it  from  the  record.  He 
therefore  overruled  the  exception,  and  the  opponent  brings  this  peti- 
tion for  review  of  that  action. 

It  is  a  settled  principle  of  procedure  that  no  appeal  will  lie  from 
an  interlocutory  order  refusing  to  strike  out  parts  of  pleadings  as 
redundant,  irrelevant,  or  sham.  (2  Encyclopadia  Pleading  and 
Practice^  112,  note  5,  and  2  American  Digest^  Century  Edition^  sec. 
T04,  a,  b,  n.)     No  reason  appeal's  why  an  exception  to  this  principle 
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should  be  made  in  cases  of  the  class  presented  by  this  petition.  In 
overruling  such  exceptions  to  answers  the  Examiner  of  Interferences 
denies  to  opponents  no  substantial  rights,  nor  is  it  understood  wherein 
opponents  would  be  subjected  to  hardships  by  erroneous  decisions  of 
the  Examiner  overruling  such  exceptions  sufficient  to  justify  the  gen- 
eral hardship  in  delay,  labor,  and  expense  which  would  be  imposed 
upon  parties  by  permitting  interlocutory  appeals  in  these  cases. 
Appeal  dismissed. 


Ex  PARTE  Walton. 

Decided  December  18,  1905, 

(120  O.  a,  659.) 

Abandonment  of  Application  by  Failure  to  Prosecute — Sufficiency  of 
Amendment. 
Where  certain  formal  objections  are  raised  and  the  claims  are  finally 
rejected,  an  amendment  curing  the  formal  objections  will  not  save  the  case 
from  abandonment,  even  though  by  curing  the  formal  objections  the  scope 
of  the  claims  is  changed.  A  final  rejection  must  be  met  by  an  appeal  and 
not  by  an  amendment  changing  the  scope  of  the  claims. 

On  Petition. 

DESIGN    FOB   A   SECTIONAL    HOBSESHOE-PAD. 

Mr.  Albert  L.  Lawrence  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Primary  Examiner  hold- 
ing the  case  to  be  abandoned  because  of  failure  to  make  responsive 
action  within  the  year  allowed  by  law. 

It  appears  that  on  October  15,  1903,  certain  formal  objections  were 
made  and  the  claim  was  finally  rejected.  No  further  action  was  taken 
by  applicant  until  the  end  of  the  year,  when  an  amendment  was  filed 
curing  the  formal  objections  which  had  been  raised.  The  Examiner 
then  held  the  case  to  be  abandoned,  on  the  ground  that  an  amendment 
merely  curing  formal  defects  was  not  a  proper  response  to  an  action 
raising  formal  objections  and  also  finally  rejecting  the  claim.  From 
this  action  the  applicant  has  brought  this  petition. 

Petitioner  contends  that  his  action  was  responsive,  because  the 
amendment  in  the  matters  of  form,  which  included  a  cancelation  of 
a  certain  portion  of  the  drawing,  made  the  words  of  the  claim  mean 
something  different  from  what  they  meant  before,  and  that  therefore 
such  amendment  changed  the  scope  of  the  claim;  but  even  admitting 
that  this  is  true  the  action  was  nevertheless  not  such  action  as  the 
condition  of  the  case  required.    When  claims  are  finally  rejected  and 
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formal  objections  are  made,  the  only  proper  action  to  take  is  to 
remove  the  formal  objections  and  to  file  an  appeal  to  the  Examiners- 
in-Chief.  Rule  68  of  the  Rules  of  Practice  provides  that  claims  can- 
not be  amended  in  matter  of  substance  after  a  final  rejection,  and 
this  has  been  aflSrmed  in  a  long  line  of  decisions.  It  is  clear,  there- 
fore, that  an  amendment  changing  the  scope  of  the  claims  was  not  a 
proper  response  to  a  final  rejection. 

The  Examiner's  position  is  correct,  and  the  petition  is  denied. 


Ex   PARTE   FiTZHUGH. 

Decided  Decemher  18,  1905. 

(120  O.  G..  660.) 

Pbosecxttion  by  Absionees  of  Part  Interest — Inventor  Missing. 

Where  assigDees  of  half  interest  petition  for  permission  to  prosecute  the 
case,  alleging  that  inventor  has  disappeared,  and  it  appears  that  the  in- 
ventor has  a  habit  of  absenting  himself,  and  the  application  has  not  been 
acted  upon  by  the  Office,  Held  that  the  petition  is  premature  and  may  be 
renewed  In  case  It  shall  appear  to  be  necessary  to  permit  prosecution  by  the 
assignees  to  save  the  case  from  abandonment. 

On  Petition. 

FEED-BOX. 

Mr.  William  L.  Fitzhugh  pro  se. 

Allen,  Commissioner: 

This  is  a  petition  by  Iten  and  Elkins,  assignees  of  one-half  interest 
in  the  above-entitled  application,  that  they  be  permitted  to  appoint 
an  attorney  to  prosecute  the  case.  The  petitioners  state  that  the  in- 
ventor has  disappeared  and  that  they  have  been  unable  to  communi- 
cate with  him,  though  strenuous  efforts  have  been  made  to  do  so.  The 
petition  is  supported  by  affidavits  stating  that  the  inventor  cannot  be 
found.  In  one  of  these  affidavits  the  affiant  states  that  he  is  aware 
of  the  habit  of  the  inventor  in  this  case  to  absent  himself  for  long 
periods  of  time  without  leaving  any  address  where  he  may  be  com- 
municated with  regarding  his  applications  for  patent.  This  applica- 
tion has  not  yet  received  action  by  the  Office.  Action  therein  on  the 
part  of  the  applicant  may  properly  be  taken  at  any  time  within  the 
year  following  the  Office  action.  It  may  well  be  that  the  applicant 
intends  to  act  in  this  case  within  that  time,  and  no  good  reason  ap- 
pears for  believing  that  he  will  not  do  so. 

The  petition  must  he  denied  at  this  time;  but  the  assignees  may 
renew  the  same  in  case  it  shall  appear  to  be  necessary  that  they  be 
permitted  to  take  action  in  the  case  to  save  the  same  from  abandon- 
ment. 
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Ex   PARTE   CaZIN. 

Decided  Deeemher  18,  1905. 

(120  O.  G.,  660.) 

Abandonment  of  Application  by  Failure  to  Prosecute — Applicant  Bound  by 

Acts  of  Attorney. 

Where  applicant's  attorneys  place  the  case  in  condition  for  final  action 

and  final  action  is  given,  the  applicant  cannot  secure  an  extension  of  the 

time  allowed  by  law  by  revolting  the  power  of  attorney  and  filing  a  request 

for  further  explanation,  even  though  such  request  is  filed  within  the  year. 

On  Petition. 

manufacture  of  electric  incandescent  lamps. 

Mr.  Francis  M.  F.  Cazin  pro  se. 

Allen,  Commissioner: 

This  is  a  petition  from  a  decision  of  the  Primary  Examiner  holding 
the  case  to  be  abandoned  by  failure  of  the  applicant  to  take  responsive 
action  within  the  year  allowed  by  law. 

On  May  23,  1904,  division  was  required  on  certain  specified  lines, 
in  response  to  which  applicant  filed  an  amendment  relating  to  the 
description  and  claims  and  traversing  the  Examiner's  requirements 
for  division,  setting  forth  certain  reasons  why  the  requirement  was 
improper.  In  reply  to  this  the  Examiner  on  August  19,  1904,  recon- 
sidered the  question  of  division  in  the  light  of  the  argument  presented 
and  made  the  requirement  final.  It  seems  from  an  examination  of  the 
record  that  when  reconsideration  was  asked  applicant  understood  per- 
fectly the  Examiner's  position  on  the  question  of  division.  The  next 
action  was  a  request  that  action  be  given  on  the  merits  of  the  claims 
in  order  that  the  question  might  be  included  in  an  appeal  to  the 
Examiners-in-Chief,  which  request  was  properly  refused  by  the  Ex- 
aminer. The  next  letter  received  in  the  Office,  July  31,  1905,  was 
written  by  the  applicant  in  person  after  having  revoked  the  power  of 
attorney  formerly  given  by  him. 

The  case  was  not  reached  in  the  regular  course  of  business  until 
after  August  19,  1905,  the  expiration  of  the  year  allowed  by  law,  and 
as  the  said  letter  did  not  dispose  of  the  questions  previously  raised 
the  Examiner  held  it  to  be  unresponsive  and  that  the  application 
was  therefore  abandoned.  This  letter  of  July  31,  1905,  is  very  in- 
definite, being  couched  in  very  vague  and  uncertain  language;  but 
apparently  its  sole  purpose  was  to  raise  a  question  as  to  the  clearness 
of  the  Examiner's  requirement.  Whether  or  not  the  applicant  could 
actually  understand  the  requirement  is  deemed  to  be  immaterial,  be- 
cause his  attorney  evidently  understood  the  requirement  when  it  was 
made  in  the  first  instance  and  when  it  was  made  final,  and  it  may  be 
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observed  that  if  applicant  could  not  understand  the  requirement  it 
was  because  of  his  lack  of  knowledge  of  the  law  and  procedure  and 
not  because  of  the  Examiner's  failure  to  make  his  position  clear ;  but 
in  any  event  an  applicant  is  bound  by  the  acts  of  his  attorney  and 
cannot  obtain  an  extension  of  the  time  allowed  by  law  for  action  by 
dismissing  his  attorney  and  then  asserting  that  the  prior  actions  were 
not  understood.  If  this  were  permitted,  the  prosecution  of  the  case 
might  be  continued  indefinitely. 

The  action  of  July  31, 1905,  was  clearly  not  responsive  to  the  previ- 
ous Office  actions,  and  the  application  is  therefore  held  to  be  aban- 
doned.    The  petitio7i  is  denied. 


Ex  PARTE  Hayes. 

Decided  October  26,  1905, 

(120  O.  G.,  901.) 

1.  Invention — Waterproof  Casing  Upon  Electromagnet. 

Held  that  the  provision  of  a  waterproof  casing  upon  an  electromagnet 
which  is  to  be  used  under  water  does  not  involve  invention. 

2.  Same — Non-Magnetic  Casing  Upon  Electromagnet. 

Held  that  the  use  of  non-magnetic  material  for  the  easing  of  an  electro- 
magnet by  one  who  does  not  claim  to  be  the  discoverer  of  the  fact  that  mag- 
netic material  would  interfere  with  the  proper  operation  of  the  device 
cannot  be  regarded  as  patentable. 

3.  Anticipation — Incased  Electromagnet. 

An  electromagnet  having  a  waterproof  casing  of  non-magnetic  metal  Held 
to  be  without  patentable  novelty,  in  view  of  a  patent  disdosing  an  electro- 
magnet with  a  moisture-proof  casing  of  non-magnetic  material. 

Appeal  from  Examiners-in-Chief. 

WATERPROOF  ELECTROMAGNET. 

Mr.  Lincoln  Sonntag  and  Messrs,  H,  C.  Evert  <&  Co.^  for  the  appel- 
lant. 

Allen,  Commissicmer: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  rejection  by  the  Primary  Examiner  of  the  following 
claim : 

In  a  waterproof  electromagnet  covers  of  non-magnetic  metal  inclosing  the 
coils  or  windings  of  such  magnet,  substantially  as  and  for  the  purposes 
described. 

The  reference  is  patent  to  Wellman  December  10,  1895,  No. 
551,020. 
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The  device  to  which  the  claim  is  drawn  is  an  electromagnet  pro- 
vided with  a  waterproof  casing  of  non-magnetic  metal.  The  casing 
is  made  of  non-magnetic  material  to  avoid  interference  with  the 
proper  operation  of  the  magnet.  It  is  made  waterproof,  so  that  the 
magnet  may  be  used  under  water  without  injurious  effect  upon  its 
coils.  I  am  of  the  opinion,  aside  from  the  reference  which  has  been 
cited  in  this  case,  that  the  provision  of  a  waterproof  casing  upon  an 
electromagnet  which  is  to  be  used  under  water  does  not  involve  in- 
vention and  that  the  use  of  a  non-magnetic  material  for  the  casing 
by  one  who  does  not  claim  to  be  the  discoverer  that  magnetic  mate- 
rial used  for  such  purpose  would  interfere  with  the  proper  operation 
of  the  device  cannot  be  regarded  as  patentable. 

Moreover,  the  patent  to  Wellman,  to  which  reference  has  been 
made,  discloses  an  electromagnet  the  main  feature  of  which  is 
stated  to  be  that  it  is  so  constructed  that  "  it  can  be  used  on  outside 
work,  it  being  thoroughly  protected  from  the  atmosphere."  It  is 
also  stated  in  Wellman's  specification  that  "  surrounding  the  magnet 
is  a  shell  D  extending  from  the  top  plate  A'  to  a  non-magnetic  bot- 
tom plate  A,"  and  that  "the  several  parts  of  the  magnet  are 
fastened  securely  together  preventing  moisture  from  gaining  access 
to  the  interior  of  the  magnet."  It  is  further  stated  in  said  specifi- 
cation that  the  shell  D  is  preferably  made  of  non-magnetic  material. 
The  use  of  non-magnetic  metal  as  the  non-magnetic  material  of  the 
Wellman  magnet  is  clearly  a  mere  matter  of  selection  from  various 
materials  which  might  obviously  be  used  and  does  not  involve  inven- 
tion. If  the  Wellman  magnet  as  ordinarily  constructed  would  leak 
upon  use  under  water,  the  joints  thereof  could  certainly  be  packed 
and  tightened  to  make  the  casing  entirely  waterproof  in  such  use 
without  the  exercise  of  more  than  mechanical  skill.  The  claim  ap- 
pealed, as  well  as  the  claim  proposed  on  the  appeal  as  a  substitute 
therefor,  is  not  patentable  over  the  Wellman  device. 

The  decision  of  the  Examiners-in-Chief  afiirming  the  rejection  by 
the  Primary  Examiner  of  the  claim  appealed  is  affirmed. 


Carnell  V,  Glasgow  v.  Cook. 

Decided  December  18,  1905. 

(120  O.  G.,  901.) 

Interference — Dissolution — Right   to    Make   Claim    and    Interference    in 
Fact  Confused. 
The  contention  by  an  iuterferant  that  the  opposing  parties  do  not  have 
a  construction  responding  to  certain  language  in  the  issue  Is  one  relating 
to  the  right  to  make  the  claim  and  not  to  interfere  in  fact 
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AppEAii  ON  Motion. 

0ABBX7BETEB. 

Mr.  Alfred  M.  Allen  and  Mr.  Paul  Finckcl  for  Carnell. 
Mes9TB.  BakeweU  c&  Cornwall  for  Glasgow. 
Mr.  E.  G.  Siggers  for  Cook. 

AujBN,  Commissioner: 

This  is  an  appeal  by  Carnell  from  a  decision  of  the  Primary  Ex- 
aminer holding  that  there  is  an  interference  in  fact  as  to  all  parties 
on  the  single  comit  forming  the  subject-matter  of  the  interference, 
that  the  claim  is  patentable  to  Glasgow  and  Cook,  and  that  they 
had  a  right  to  make  the  same. 

That  part  of  the  appeal  relating  to  the  right  to  make  the  claim 
and  to  the  patentability  thereof  is  dismissed,  because  there  is  no 
appeal  from  a  favorable  decision  on  those  questions. 

The  argument  on  the  question  of  interference  in  fact  relates  to 
that  part  of  the  claim  couched  in  the  words  "  and  means  for  adjust- 
ing the  active  length  of  the  spring."  After*  quoting  the  issue  appel- 
lant's brief  states: 

It  Is  claimed  on  behalf  of  Carnell  that  neither  Glasgow  or  Cook  show  any 
means  of  adjusting  the  active  length  of  the  spring. 

In  other  words,  the  contention  made  is  not  that  the  terms  quoted 
cannot  be  read  on  the  different  constructions  with  the  same  meaning, 
but  that  these  terms  cannot  be  properly  used  at  all  by  the  opposing 
parties.  It  is  evident  that  the  question  presented  is  one  going  to 
the  right  to  make  the  claim  and  not  to  the  question  of  interference 
in  fact. 

The  appecd  is  dismissed. 


Ex   PABTE    ClUETT,    PeABODY  &   COMPANY. 

Decided  December  U,  1905, 

(120  O.  a,  902.) 

1.  Tbade-Mabks — Publication — Rejection   Thebeafteb   Without  OpposmoN. 

The  ESxaminer  may  refuse  registration  after  the  publication  of  a  trade- 
mark under  section  6  of  the  Trade-Mark  Act  even  where  no  notice  of  oppo- 
sition is  filed. 

2,  Same — Same — Section  6  Conbtbued — Permissive,  Not  Mandatory. 

The  provision  in  section  6  of  the  act  that  the  Ck)mmissioner  "  shall  issue 
a  certificate  of  registration*'  in  case  no  notice  of  opposition  is  filed  is 
permissive  and  is  not  mandatory. 

H.  Doc.  641,  5^2 4 
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3.  Same — Same — Same — Right  to  Reject — Intent. 

Section  6  was  intended  to  provide  an  additional  means  for  determining 
tlie  right  of  the  applicant  to  registration,  and  not  for  the  purpose  of  cut- 
ting off  the  right  of  the  Office  to  consider  and  act  upon  any  and  all  legiti- 
mate questions  as  to  the  applicant's  right 

4.  Same — Same — Same — Consideration  of  Evioence. 

It  was  not  the  intent  of  section  6  that  this  Office  should  reject  an  appli- 
cant upon  evidence  presented  by  one  opposing  and  disregard  the  same  evi- 
dence if  discovered  by  its  own  efforts. 

On  PETmoN. 

TBADE-MABK   FOB  0ABMENT8. 

Messrs.  Mosher  c&  Curtis  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
in  reexamining  and  rejecting  this  application  after  publication  in 
the  Official  Gazette  for  the  purpose  of  permitting  opposition  by 
interested  parties  under  the  provisions  of  section  6  of  the  act  of 
February  20,  1905. 

It  appears  that  this  application  was  duly  considered  by  the  Exam- 
iner and  was  passed  for  publication  on  May  18,  1905,  and  was  pub- 
lished on  June  6,  1905.  No  opposition  was  filed  against  registration ; 
but  the  Examiner  concluded  thereafter  that  there  was  a  statutory 
bar  to  the  registration  of  the  mark  claimed  and  for  that  reason 
wrote  a  letter  rejecting  the  application.  This  petition  does  not  raise 
the  question  whether  the  Examiner  was  right  in  concluding  that 
there  is  a  statutory  bar,  but  raises  the  question  whether  he  has 
authority  under  the  statutes  to  reject  an  application  after  publica- 
tion, even  where  a  statutory  bar  exists. 

Section  6  of  the  act  of  February  20,  1905,  after  providing  for  pub- 
lication of  the  mark  for  purposes  of  opposition,  provides  that — 

If  no  notice  of  opposition  is  filed  within  said  time  tlie  Commissioner  sliall 
issue  a  certificate  of  registration  ttierefor,  as  hereinafter  provided  for. 

The  question  for  determination  is  whether  the  word  "  shall "  ap- 
pearing in  this  clause  is  mandatory  and  absolutely  precludes  the  rejec- 
tion of  an  application  after  publication  unless  notice  of  opposition  is 
filed. 

In  Railroad  Company  v.  Hecht  (95  U.  S.,  168)  the  Supreme  C!ourt 
said : 

As  against  the  Government,  the  word  **  shall/'  when  used  in  statutes,  is  to  be 
construed  as  **  may/'  unless  a  contrary  Intention  is  manifest. 

In  volume  25  of  the  Ainerican  and  English  Encyclopaedia  of  Law 
(p.  634)  it  is  said: 

In  all  cases  the  question  whether  "  shall "  will  be  interpreted  in  the  sense  of 
**  may ''  or  will  be  construed  as  mandatory  depends  upon  the  intention  of  the 
legislature. 
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The  intention  of  the  Legislature,  as  gathered  from  the  entire  Trade- 
Mark  Act  and  from  the  particular  consideration  of  section  6  thereof, 
is  clearly  that  the  word  "  shall "  is  to  be  understood  as  permissive  and 
not  as  mandatory.  The  purpose  of  the  publication  referred  to  in  sec- 
tion 6  is  to  permit  others  to  present  to  this  Office  evidence  which  will 
enable  it  to  determine  whether  or  not  the  application  is  entitled  to 
registration.  In  other  words,  it  merely  provides  a  method  of  secur- 
ing evidence  upon  which  this  Office  is  to  base  its  action.  It  provides 
this  method,  because  this  Office  has  not  the  machinery  for  obtaining 
otherwise  and  by  its  own  efforts  all  information  bearing  upon  the 
right  of  the  applicant  to  registration.  It  is  perfectly  clear,  however, 
that  it  was  not  the  intention  of  Congress  to  provide  that  this  Office 
should  disregard  evidence  which  it  secured  by  its  own  efforts  and 
should  reject  the  application  upon  exactly  the  same  evidence  if  it  is 
presented  by  some  one  interested  in  opposing  the  registration.  This, 
however,  would  be  the  result  of  sustaining  the  petitioners'  contention 
as  to  the  meaning  of  the  word  "  shall  "  in  section  6  of  the  act. 

It  must  be  held  that  section  6  was  intended  to  provide  additional 
means  for  determining  the  right  of  the  applicant  to  registration  and 
not  for  the  purpose  of  cutting  off  the  right  of  this  Office  to  consider 
and  act  upon  any  and  all  legitimate  questions  as  to  the  applicant's 
right. 

The  petition  is  denied. 


W.  A.  Gaines  &  Co.  v.  Carlton  Importation  Co. 

Decided  December  18, 1905. 

(120  O.  G..  902.) 

1.  Trade-Mabks — Lack  of  Interference — "Old  Jay"  and  "Old  Crow." 

A  mark  consisting  of  "  Old  Jay  "  and  the  representation  of  a  jay  does  not 
so  nearly  resemble  the  words  "  Old  Crow  "  and  the  representation  of  a  crow 
as  to  mislead  the  public  or  deceive  purchasers. 

2.  Same — CoNsnTunoNALrrY  of  Law — Question  for  Courts. 

The  question  as  to  the  constitutionality  of  the  trade-mark  law  will  not 
be  determined  upon  opposition  to  the  registration  of  a  trade-mark,  but  will 
be  left  to  the  courts  for  determination. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK  FOR  WHISKY. 

Mr.  Jos.  L.  Hopkins  and  Mr,  John  S,  Barker  for  W.  A.  Gaines 
&Co. 
Mr.  Frederic  B.  Reefer  for  Carlton  Importation  Co. 

Allen,  Commissioner: 

This  is  an  appeal  by  W.  A.  Gaines  &  Company  from  the  decision 
of  the  Examiner  of  Interferences  dismissing  their  notice  of  opposition 
to  the  registration  of  a  trade-mark  by  the  Carlton  Importation  Com- 
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The  applicant's  trade-mark  consists  of  the  representation  of  a  jay 
bird  perched  upon  the  branch  of  a  tree  having  upon  each  side 
"  Old  J  "  and  beneath  the  words  "  Old  Jay  Rye."  W.  A.  Gaines  & 
Company  filed  notice  of  opposition  to  the  registration  of  this  mark 
on  the  ground  that  they  are  the  owners  of  a  mark  which  so  nearly 
resembles  the  applicant's  mark  that  confusion  is  likely  to  result. 
They  say  that  they  are  "  the  sole  and  exclusive  owners  of  the  trade- 
mark for  whisky  consisting  of  the  words  '  Old  Crow,'  accompanied 
by  with  the  picture  of  a  crow." 

The  Carlton  Importation  Company  filed  a  "  demurrer "  to  the 
notice  of  opposition,  which  "  demurrer  "  was  sustained  by  the  Ex- 
aminer of  Interferences  on  the  ground  that  it  is  apparent  upon  the 
face  of  the  papers  that  there  is  no  such  similarity  between  the  marks 
as  to  cause  confusion. 

Both  marks  inchide  the  word  "  old,"  and  both  include  the  repre- 
sentation of  a  bird;  but  there  the  similarity  ends.  The  jay,  as  dis- 
closed in  the  application  and  in  the  specimens  accompanying  it,  is 
entirely  different  in  appearance  from  a  crow  and  could  by  no  possi- 
bility be  mistaken  therefor.  The  name  "  jay  "  is  entirely  different 
in  sound  from  "  crow  "  and  suggests  a  different  idea.  If  there  is  to 
be  any  confusion  between  the  marks,  it  must  be  because  of  the  associa- 
tion of  the  word  "  old  "  w ith  the  name  of  a  bird.  I  am  satisfied, 
however,  that  this  one  point  of  similarity  is  not  sufficient  to  confuse 
the  public  nor  to  mislead  purchasers  exercising  ordinary  care. 

The  appellants  here  have  raised  the  question  as  to  the  constitution* 
ality  of  the  Trade-Mark  Act  of  February  20,  1905 ;  but  it  is  deemed 
unnecessary  to  discuss  that  matter.  The  question  of  constitutionality 
should  be  raised  and  determined  in  the  courts  upon  registrations 
made  under  that  act. 

The  Examiner  was  right  in  dismissing  the  opposition,  and  his 
decision  is  afftrmed. 


Ex  PARTE  Berg. 

Bated  December  21,  1905. 

(120  O.  G.,  003) 

Affidavits  Under  Rule  75 — Not  Admitted  After  Final  Rejection. 

After  a  claim  has  been  finaUy  rejected  on  several  references  an  ante- 
dating affidavit  under  Rule  7.5  tending  to  overcome  one  of  the  references 
cannot  be  admitted. 

Reopening  ex  parte  Case — Alleged  Statement  of  New  Reasons  fob  Rejec- 
tion BY  Examiner. 
Where  antedating  affidavits  under  Rule  75  to  overcome  one  of  several 
references  are  filed  after  final  rejection  and  in  refusing  consideration  to 
such  affidavits  the  Examiner  states  that  the  rejection  could  be  sustained 
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on  the  references  other  than  the  one  attempted  to  be  overcome,  Held  that 
this  statement  of  the  Elxaminer  is  not  a  statement  of  new  reasons  for  re- 
jection and  does  not  operate  to  reopen  the  case. 

On  Petition. 

HAMMOCK  OB  COT. 

Mr.  Henry  A.  Seymour  for  the  applicant 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  re- 
fusing to  admit  affidavits  filed  under  Rule  75  after  the  case  was  under 
final  rejection. 

In  the  prosecution  of  the  case  the  claims  were  rejected  on  certain 
references.  The  applicant  amended  them,  after  which  they  were 
rejected  on  the  same  references,  together  with  an  additional  reference, 
which  was  apparently  cited  to  meet  the  amendment.  Thereafter  re- 
consideration of  the  case  was  requested,  which  was  given,  and  the 
claims  were  finally  rejected.  Applicant  then  sought  to  overcome  the 
final  rejection  by  filing  affidavits  antedating  the  reference  last  cited. 
The  Examiner  refused  to  admit  the  affidavits,  on  the  ground  that 
the  consideration  of  the  case  was  closed.  In  the  letter  refusing 
admission  to  or  consideration  of  these  affidavits  the  Examiner  also 
stated  that  the  claims  were  met  in  the  references  cited  outside  of 
this  additional  reference  which  the  affidavits  sought  to  overcome. 
Applicant  urges  that  this  statement  that  the  claims  were  met  by  the 
other  references  alone  was,  in  effect,  a  citation  of  new  reasons  for 
rejection  and  operated  to  reopen  the  case.  This  petition  therefore 
presents  two  questions  for  decision — the  propriety  of  the  refusal  to 
admit  the  affidavits  and  whether  or  not  the  Examiner  unintentionally 
reopened  the  case. 

As  to  the  first  question,  it  is  thought  that  the  Examiner  properly 
refused  to  admit  the  antedating  affidavits  after  final  rejection.  If 
the  affidavits  were  admitted,  the  Examiner  would  have  the  burden 
of  considering  their  sufficiency  at  least  once,  and  perhaps  twice,  and 
if  they  were  found  to  overcome  the  reference  the  final  action  would 
have  to  be  withdrawn  and  probably  new  references  cited  in  lieu  of 
the  prior  ones,  thus  fully  reopening  the  case.  It  might  be  urged 
that  the  presumption  that  other  references  might  be  found  to  take 
the  place  of  the  old  cannot  be  indulged,  because  the  Examiner  is 
bound  to  cite  in  the  first  action  the  best  references  at  his  command ; 
but  it  would  not  be  practicable  always  to  cite  every  anticipating 
reference,  particularly  as  in  this  case,  where  the  reference  was  cited 
to  meet  only  one  of  several  features. 

The  practice  on  the  question  here  presented  should  be  the  same 
as  that  in  filing  amendments  after  final  rejection.    Therefore  ante- 
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dating  affidavits  should  not  be  admitted  without  a  duly-verified 
showing  why  they  were  not  earlier  presented.  As  well  stated  by 
the  Examiner : 

The  practice  of  the  Oflace  ♦  ♦  ♦  requires  the  applicant  In  prosecution 
of  his  case  to  present  at  each  step  the  best  and  all  the  reasons  why  the  claims 
should  be  allowed.  If  references  can  be  overcome  by  affidavits  they  should  be 
presented  at  once  for  consideration  by  the  Office,  so  that  the  case  may,  upon 
each  action,  take  a  decisive  step  toward  completion. 

In  an  attempt  to  comply  with  the  requirements  of  the  Examiner 
applicant  made  a  verified  showing  as  to  why  the  affidavits  were  not 
earlier  presented.  In  this  showing  it  is  stated  that  after  the  first 
rejection  the  advisability  of  filing  the  antedating  affidavits  was  con- 
sidered, but  that  the  applicant  refused  to  execute  the  affidavits,  be- 
cause it  was  unnecessary,  as  the  references  were  not  believed  to  meet 
the  claims.  This  showing  appears  to  constitute  more  of  a  reason 
for  refusing  the  admission  of  the  affidavits  than  for  admitting  them, 
if  the  applicant  after  apparently  seeing  the  necessity  of  filing  the 
affidavits  deliberately  refuses  to  file  them  and  chooses  to  stand  on 
the  ground  that  the  references  do  not  meet  the  claims,  he  should  abide 
by  his  election.  To  permit  an  applicant  to  exhaust  one  line  of  prose- 
cution and  then  select  another  is  to  permit  piecemeal  action,  which  is 
not  and  should  not  be  favored. 

The  second  question  presented  is :  Did  the  statement  of  the  Exam- 
iner in  his  refusal  to  admit  the  affidavits,  to  the  effect  that  the  claims 
were  met  in  the  references  other  than  that  which  it  was  attempted  to 
antedate,  amount  to  a  reopening  of  the  case?  It  is  believed  that  it 
did  not.  The  references  cited  in  the  case  were  cited  to  show  the  prior 
state  of  the  art,  and  if  at  any  time,  even  after  final  rejection,  the 
Examiner  should  choose  to  rely  on  a  part  of  that  prior  art  instead 
of  the  whole  of  it  as  an  anticipation  no  valid  objection  could  be 
taken  to  such  a  course.  A  different  view  of  the  effect  or  pertinency 
of  certain  devices  in  the  prior  art  does  not  constitute  a  new  reason 
for  rejection.  There  was  therefore  no  impropriety  in  this  expression 
of  opinion  of  the  Examiner  after  final  action  on  the.  application, 
and  it  did  not  act  to  reopen  the  case. 

The  petition  is  denied. 


Thullen  v.  Young  and  Townsend. 

Decided  December  21,  1905, 

(120  O.  G.,  904.) 

LiMrr  OF  Appeal — Motion  to  Extend  After  Limct  Expires — Verified  Showing. 
After  the  expiration  of  a  limit  of  appeal  a  motion  to  extend  the  limit  will 
not  be  entertained  except  upon  a  verified  showing  in  excuse  for  the  delay. 
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On  Pbtition. 


BIQNALINO   SYSTEM. 


Mr.  George  E.  Cruse  for  Thullen. 

Mr.  George  H.  Benjamin  for  Young  and  Townsend. 

AuiaEN,  Commissioner: 

This  is  a  petition  by  Young  and  Townsend  asking  that  the  Exam- 
iners-in-Chief  be  advised  "that  they  should  take  jurisdiction  of  an 
appeal  "  from  the  decision  of  a  Primary  Examiner  dissolving  an 
interference  filed  more  than  three  months  after  the  limit  of  appeal 
had  expired. 

The  limit  of  appeal  expired  July  5,  1905,  and  appeal  was  not 
taken  until  October  17,  1905.  Under  such  circumstances  in  order 
to  get  consideration  of  the  appeal  by  the  Examiners-in-Chief  a 
motion  should  have  been  brought  to  extend  the  limit  of  appeal  to 
include  the  appeal  taken  October  17.  The  present  petition  will 
therefore  be  treated  as  a  motion  to  extend  the  limit  of  appeal. 

It  is  the  well-settled  practice  of  this  Office,  as  announced  in 
Kletzker  and  Goesel  v.  Dodson  {C.  D.,  1904,  100;  109  O.  G.,  1336) 
and  other  decisions,  that  an  appeal  filed  after  the  expiration  of  the 
limit  of  appeal  will  not  be  entertained  except  upon  a  verified  show- 
ing why  it  was  not  presented  in  proper  time.  Some  reason  for  the 
delay  is  stated  in  support  of  the  motion  now  presented ;  but  it  is  not 
verified,  and  therefore  will  not  be  considered. 

The  motion  is  dismissed. 


LiNDSTROM  V.  LlPSCHUTZ. 

Decided  December  22,  1905, 

(120  O.  G.,  904.) 

iRTDIIEiiBNCB — OFFICE    CANNOT    COMPEL    WITNESS    TO    ANSWER — SUPPRESSION 

OF  Testimony. 
Tbe  testimony  of  a  witness  may  be  suppressed  on  account  of  bis  refusal 
to  furnish  material  evidence;  but  the  Office  has  no  machinery  for  compel- 
ling him  to  furnish  such  evidence. 

Same — Striking  Out  Alleged  Supplemental  Brief. 

Where  at  the  hearing  of  a  motion  to  compel  a  witness  to  answer  certain 
questions  or  to  suppress  his  deposition  the  interference  was  suspended  for 
ten  days  to  permit  the  parties  to  come  to  some  agreement  and  a  paper  was 
thereafter  filed  in  the  case,  in  accordance  with  the  agreement  of  counsel, 
to  show  that  no  agreement  could  be  reached,  Held  that  such  paper  will  not 
be  stricken  out  upon  the  allegation  that  it  is  a  supplemental  brief  filed  in 
violation  of  the  rules. 
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8.  Same — Evidence — Cannot  Be  Admitted  Merely  fob  Inspection  of  Office. 
A  letter  which  a  party  refused  to  introduce  Into  evidence  on  the  ground 
that  it  related  to  a  secret  invention  cannot  be  filed  in  this  Office  merely  for 
the  inspection  of  the  various  tribunals  who  may  consider  the  case.  If  the 
letter  did  not  tend  to  affect  the  final  judgment,  there  would  be  no  reason 
for  considering  it  and  if  it  did  the  opposing  party  would  have  a  right  to 
inspect  and  meet  it  as  he  might  see  fit 

On  Motion. 

^  DUMPING-CAB. 

Mr,  William  H.  Finckel  and  Messrs,  BakeweU  <&  Byrnes  for  Lind- 
strom. 
Mr.  Charles  G,  Hawley  and  Mr,  Wallace  Greene  for  Lipschutz. 

Allen,  Commissioner: 

This  case  presents  for  consideration  a  motion  by  Lipschutz  for-  an 
order  compelling  the  opposing  party,  Lindstrom,  to  place  in  evidence 
a  certain  private  letter  alleged  to  be  material  and  a  motion  to  sup- 
press a  supplemental  brief  filed  by  Lindstrom  on  this  question,  com- 
bined with  a  motion  to  suppress  the  entire  deposition  of  Lindstrom, 
together  with  the  exhibits  referred  to  in  said  deposition,  because  of 
his  failure  to  produce  said  letter  and  to  answer  other  material  and 
relevant  interrogatories. 

Motions  to  suppress  testimony  should  be  brought  before  and  de- 
termined by  the  Examiner  of  Interferences  in  the  first  instance,  and 
therefore  this  part  of  the  motion  cannot  be  entertained. 

As  to  the  production  in  evidence  of  the  letter  in  question,  it  is  well 
settled  that  this  Office  has  no  machinery  for  compelling  a  witness 
to  answer  or  to  produce  evidence  of  any  kind.  The  Office  may  at 
final  hearing  strike  out  or  refuse  to  consider  the  testimony  of  a  wit- 
ness who  refuses  to  furnish  material  evidence;  but  if  a  party  is  not 
satisfied  with  this  remedy  he  must  apply  to  a  Federal  court  for  the 
proper  order  compelling  the  witness  to  furnish  the  desired  evidence. 

In  regard  to  striking  out  the  supplemental  brief  it  is  to  be  said 
that  the  paper  in  question  is  not,  strictly  considered,  a  supplemental 
brief,  although  it  is  so  entitled.  At  the  hearing  granted  on  the  mo- 
tion to  compel  the  production  of  the  letter  it  was  stated  that  the 
Commissioner  was  without  power  to  grant  such  an  order,  and  it  was 
suggested  that  possibly  some  agreement  might  be  reached  by  the  par- 
ties without  going  into  court,  and  proceedings  were  therefore  sus- 
pended for  ten  days  for  this  purpose.  It  is  stated  by  counsel  for 
Lindstrom  in  his  brief  that  after  the  hearing  it  was  agreed  between 
associate  counsel  that  if  their  principals  could  not  agree  upon  some 
settlement  of  the  questions  at  issue  counsel  for  Lindstrom  should 
file  in  the  case  a  statement  to  this  effect.  The  so-called  supplemental 
brief  seems  to  have  been  filed  merely  for  the  purpose  of  carrying  out 
this  agreement,  and  whether  this  paper  was  filed  in  pursuance  of 
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any  agreement  or  not  is  immaterial,  as  it  was  evidently  filed  for  the 
purpose  of  calling  attention  to  the  fact  that  the  party  in  whose  be- 
half it  was  filed  (Lindstrom)  refused  to  put  the  letter  in  evidence 
or  any  part  of  it  beyond  that  which  was  read  by  the  witness  during 
his  cross-examination.  This  being  the  purpose  of  the  paper,  it  is  not 
objectionable. 

The  letter  in  question  is  a  letter  which  was  written  by  Lindstrom 
to  his  attorney.  A  certain  portion  of  the  letter  was  read  by  the 
witness  on  cross-examination ;  but  he  refused  to  read  it  all  or  to  put 
it  in  evidence,  on  the  ground  that  it  related  to  other  inventions, 
which  it  was  his  right  to  maintain  in  secrecy,  according  to  the  pro- 
visions of  section  4908  of  the  Bevised  Statutes.  While  refusing  to 
divulge  the  entire  contents  of  the  letter,  the  witness  states  that  he  is 
perfectly  willing  and,  in  fact,  would  prefer  to  submit  the  letter  to 
the  inspection  of  all  the  tribunals  of  this  Office  in  order  that  they 
may  satisfy  themselves  of  its  contents.  The  only  reason  for  the  con- 
sideration of  the  letter  in  any  way  is  because  of  its  probable  effect  in 
changing  the  final  judgment,  and  it  is  obvious  that  if  this  should  be 
its  effect  the  opposing  party  would  have  a  right  to  inspect  it  and  to 
object  to  it  or  meet  it  by  other  evidence,  as  he  might  see  fit.  It  is 
neither  necessary  nor  proper  to  inspect  a  letter  which  is  not  properly 
in  evidence  in  the  case,  and  it  cannot  therefore  be  used  in  the  manner 
suggested. 

The  motion  for  an  order  compelling  the  witness  to  produce  the 
letter  in  question  and  to  answer  certain  questions  and  asking  that 
the  deposition  of  such  witness  be  suppressed  is  dismissed.  The 
motion  to  strike  out  the  supplemental  brief  is  denied. 


Ex  PARTE  Richmond. 

Decided  December  2S,  1905, 

(120O.  G..  905.) 

1.  AFFiDAvrrs — ^Filed  After  Final  Rejection  and  Decision  on  Appeal. 

Where  affidavits  are  presented  after  final  rejection  of  the  claims  and 
decision  by  the  Examlners-in-Chlef  on  appeal  purporting  to  show  that  the 
rejection  of  the  claims  was  Improper  and  It  Is  alleged  that  the  affidavits 
~  are  based  upon  experiments  made  after  the  decision  of  the  Examiners-ln- 
Chlef,  Held  that  the  experiments  should  have  been  made  and  the  affidavits 
filed  before  the  case  was  closed  before  the  Primary  Bxamhier  and  that  the 
affidavits  would  not  be  admitted. 

2.  Reopening   Case  After  Final  Rejection — For   New   Evn«NCB — Showing 

Reqttired. 
Where  the  party  falls  to  make  his  demonstration  and  to  submit  his  evi- 
dence in  response  to  the  original  rejection  before  prosecuting  his  case  to 
final  rejection,  the  case  will  not  thereafter  be  reopened  except  upon  showing 
of  good  and  sufficient  reasons  why  the  evidence  wliose  admission  is  sought 
was  not  earlier  presented. 
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On  Petition. 

THEBAPCUTIC  APPARATUS. 

Mr.  F,  B.  Fetheratonhaugh  for  the  applicantb 

Allen,  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  reopened 
for  the  admission  of  affidavits  presented  for  the  first  time  after  deci- 
sion upon  appeal  to  the  Examiners-in-Chief. 

The  case  was  rejected  by  the  Primary  Examiner  on  the  ground  of 
inoperativeness.  An  argument  was  made  in  response  to  this  rejec- 
tion, in  view  of  which  the  case  was  reconsidered  and  finally  rejected. 
Appeal  was  then  taken  to  the  Examiners-in-Chief,  who  affirmed  the 
rejection  by  the  Primary  Examiner.  The  applicant  thereupon 
brought  this  petition,  averring  that  since  the  decision  of  the  Exam- 
iners-in-Chief experiments  have  been  performed  demonstrating  the 
operativeness  of  the  invention  and  requesting  that  the  application 
be  reopened  for  consideration  by  the  Primary  Examiner  of  affidavits 
to  said  experiments.  The  proper  time  for  demonstrating  the  opera- 
tiveness of  the  invention  and  presenting  evidence  thereof  was  in  re- 
sponse to  the  original  rejection  for  inoperativeness  and  before  the 
prosecution  of  the  case  before  the  Primary  Examiner  had  been  closed 
by  final  rejection.  Where  the  party  fails  to  make  his  demonstration 
and  to  submit  his  evidence  in  response  to  the  original  rejection  befoie 
prosecuting  his  case  to  final  rejection,  the  case  will  not  thereafter  be 
reopened  except  upon  showing  of  good  and  sufficient  reasons  why 
the  evidence  whose  admission  is  sought  was  not  earlier  presented. 
No  such  showing  is  found  in  the  present  case. 

TJie  petition  is  denied. 


Lemp  V,  Randall  and  Bates  v,  Thomson. 

Decided  December  22y  1905, 

(120  O.  G.,  905.) 

Interference — Motion  for  Judgment  on  Record— Appeal. 

Held  tbat  decisions  of  the  Examiner  of  Interferences  denying  motions  for 
judgment  on  tbe  record  should  not  be  subject  to  review  on  appeal,  as  such 
decisions  are  not  final  determinations  that  judgment  will  not  be  rendered 
in  favor  of  tbe  moving  parties. 

Same — Same — Same. 

Denial  of  an  appeal  from  decisions  of  tbe  Examiner  of  Interferences  re- 
fusing to  render  judgment  on  tbe  record  deprives  tbe  parties  of  no  sub- 
stantial right,  while  to  permit  appeals  in  such  cases  results  in  unnecessary 
delay,  labor,  and  expense. 

Same — Judgment  on  Record. 

Held  tbat  Rule  114  does  not  clearly  and  unmistakably  require  the  Exam- 
iner of  Interferences  to  render  judgment  against  a  party  who  has  been 
called  upon  to  show  cause  under  tbat  rule  and  who  falls  to  take  any  action 
in  response. 
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Appeal  on  Motion. 

8TEAM-OENEBATII70  APPABATU8. 

Mr.  A.  G.  Davis  and  Messrs,  Lyons  cfc  Bissing  for  Lemp. 

Mr.  Arthur  F.  Randall  for  Randall  and  Bates. 

Mr.  A.  G.  Davis  and  Messrs.  Lyons  (&  Bissing  for  Thomson. 

Allen,  Commissioner: 

This  is  an  appeal  by  Randall  and  Bates  from  the  action  of  the 
Examiner  of  Interferences  denying  their  motion  that  judgment  be 
rendered  against  the  party  Lemp. 

The  Examiner  of  Interferences  on  May  12,  1905,  issued  an  order 
stating  that  the  preliminary  statements  of  Lemp  and  Randall  and 
Bates  failed  to  allege  dates  of  conception  prior  to  the  filing  date  of 
Thomson  and  giving  notice  that  judgment  would  be  rendered  against 
Lemp  and  against  Randall  and  Bates  unless  they  should  show  cause 
on  or  before  June  1,  1905,  why  such  action  should  not  be  taken.  On 
May  31,  1905,  Randall  and  Bates  brought  a  motion  for  dissolution, 
which  was  transmitted  to  the  Primary  Examiner  on  June  6,  1905, 
and  proceedings  were  suspended  pending  determination  thereof.  On 
October  28,  1905,  Randall  and  Bates  brought  their  motion  that  judg- 
ment on  the  record  be  entered  against  Lemp  in  pursuance  of  the 
notice  and  order  to  show  cause  of  May  12,  1905.  The  Examiner  of 
Interferences  pointed  out  that  the  motion  of  Randall  and  Bates  for* 
dissolution  was  based  in  part  on  the  ground  that  Thomson  had  no 
right  to  the  claims  in  issue  and  that  the  preliminary  statement  of 
Lemp  did  not  fail  to  go  back  of  the  record  date  of  Randall  and  Bates. 
He  concluded  that  if  upon  the  motion  for  dissolution  pending  it 
should  be  found  that  Thomson  has,  in  fact,  no  right  to  claim  the 
issue  the  question  of  priority  between  Lemp  and  Randall  and  Bates 
would  be  an  open  one  before  the  OflBce  and  decided,  for  that  reason, 
that  judgment  should  not  be  rendered  against  Lemp  at  this  time.  It 
is  from  this  decision  that  the  present  appeal  is  brought. 

I  am  of  the  opinion,  as  was  pointed  out  in  the  case  of  The  Gem 
Cutlery  Company  v.  Leach^  (C.  D.,  1905,  58;  114  O.  G.,  2089,)  that 
the  decisions  of  the  Examiner  of  Interferences  denying  motions  for 
judgment  on  the  record  should  not  be  subject  to  review  on  appeal. 
As  stated  in  that  case,  such  a  decision  is  not  a  final  one  that  judgment 
will  not  be  rendered  in  favor  of  the  party  bringing  the  motion.  De- 
nial of  an  appeal  in  such  cases  as  the  present  one  deprives  the  parties 
of  no  substantial  right,  while  to  permit  appeals  in  these  cases  results 
in  unnecessary  delay,  labor,  and  expense. 

While  it  is  believed  that  the  present  appeal  should  not  be  enter- 
tained, I  have  nevertheless  considered  the  contention  that  the  refusal 
of  the  Examiner  of  Interferences  to  enter  judgment  against  Lemp 
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is  in  violation  of  Rule  114  sufficiently  to  satisfy  myself  that  the  rule 
does  not  clearly  and  unmistakably  require  the  action  sought  by  ap- 
pellants. Appellants  also  allege  that  they  will  suffer  hardship  and 
that  confusion  will  result  if  their  appeal  is  not  entertained  and  the 
decision  of  the  Examiner  of  Interferences  reversed.  I  am  imable, 
however,  to  see  that  such  will  be  the  case. 
The  appeal  is  dismissed. 


Dalton  r.  Hopkins  v,  Newman. 

Decided  December  23,  1905, 

(120  O.  G.,  906.) 

Stay  of  Proceedings — Unwabranted  Appeal — Motion  by  Party  Identified  in 
Interest  With  Appellant. 
Wben  a  party  to  an  interference  who  has  no  substantia]  standing  therein 
takes  an  unwarranted  appeal,  Held  that  another  party  thereto  who  is  iden- 
tified in  interest  with  the  first-mentioned  party  would  not  be  granted  a 
suspension  of  proceedings  pending  decision  upon  said  appeal  in  prolonga- 
tion of  previous  extensive  delay. 

On  Petition. 

ADDING   AND  WRITING    MACHINE. 

Mr.  J.  D.  Rippey  and  Mr.  G.  R.  Hamlin  for  Dalton. 
Mr.  J.  D.  Rippey  and  Mr.  G.  R.  Hamlin  for  Hopkins. 
Messrs.  Rector  <&  Hibben  for  Newman. 

Allen,  Commissioner: 

This  is  a  petition  by  Hopkins  for  a  stay  of  proceedings  in  the 
above-entitled  interference. 

The  Examiner  of  Interferences  refused  to  transmit  to  the  Pri- 
mary Examiner  the  motion  of  Dalton  for  dissolution  of  the  inter- 
ference. He  also  refused  to  order  a  stay  of  proceedings  and  fixed 
times  for  taking  testimony,  in  accordance  with  which  Hopkins's  tes- 
timony-in-chief is  to  close  on  January  8,  1906.  Dalton  has  taken 
an  appeal  from  the  decision  of  the  Examiner  of  Interferences  refus- 
ing to  transmit  his  motion  to  dissolve,  which  appeal  is  fixed  for  hear- 
ing before  me  on  January  4,  1906.  Hopkins  seeks  a  stay  of  proceed- 
ings pending  a  decision  on  the  appeal,  claiming  that  he  should  not 
be  required  to  take  testimony  until  it  is  finally  decided  that  the  in- 
terference is  to  go  on. 

It  appears  that  the  filing  date  of  Dalton  is  subsequent  to  that  of 
Hopkins,  as  well  as  to  that  of  Newman,  and  that  Dalton  filed  no  pre- 
liminary statement.  The  specific  allegations  of  his  motion  for  dis- 
solution filed  in  response  to  the  order  to  show  cause  why  judgment 
should  not  be  rendered  against  him  relate  solely  to  the  question 
whether  the  interference  should  continue  between  himself  and  New- 

Digitized  by  VjOOQIC 


DECISIONS   OP   THE   COMMISSIONER   OP   PATENTS.  45 

man.  The  motion  contains,  in  addition  to  the  specific  allegations,  the 
general  allegation  that  there  has  been  such  irregularity  in  declaring 
the  interference  as  will  preclude  proper  determination  of  the  question 
of  priority  of  invention.  No  specific  irregularity  has  been  pointed 
out,  and  it  must  be  presumed  that  this  allegation  of  irregularity  is 
merely  a  general  statement,  made  under  a  loose  practice  recently  in 
vogue,  referring  to  the  specific  allegations  that  Newman  has  no  right 
to  claim  the  counts  in  issue.  Under  such  circumstances  the  motion  to 
dissolve  is  no  answer  to  the  order  to  show  cause  why  judgment  should 
not  be  rendered  against  Dalton  as  subsequent  in  date  to  the  party 
Hopkins,  and  it  appears  that  judgment  was  so  rendered  by  the  Ex- 
aminer of  Interferences.  It  further  appears  that  the  parties  Dalton 
and  Hopkins  are  one  in  interest  in  the  prosecution  of  this  interference. 
Dalton  signed  the  preliminary  statement  in  Hopkins's  case  as  as- 
signee therein,  and  Dalton  and  Hopkins  are  represented  by  the  same 
attorneys.  Under  these  circumstances  no  good  reason  is  seen  for 
granting  a  stay  of  proceedings.  Dalton  on  the  face  of  the  record  has 
no  substantial  standing  in  the  interference,  and  Hopkins,  identified 
with  Dalton  in  interest,  should  not  be  permitted  to  prolong  the  ex- 
tensive delay  which  has  already  occurred  on  account  of  Dalton's  un- 
warranted appeal. 
The  petition  is  denied. 


Heintzelman  and  Camp  i\  Vraalstad  and  Doylb 

Decided  December  27,  1905, 
(120  O.  G.,  906.) 

Interference — ^Dissolution — Appeal  on  Motion — Right  to  Claim  Not  Con- 
sidered Under  Head  op  Interference  in  Fact. 
Where  it  is  contended  upon  appeal  on  motion  to  dissolve  for  non-interfer- 
ence in  fact  that  a  party  has  no  right  to  malce  claims.  Held  that  the  question 
of  right  to  make  claims  is  different  from  that  of  interference  in  fact  and 
will  not  be  considered  of  such  on  appeal.     {Blackmore  v.  Halh  C.  D.,  1905, 
561;  119  0.  G.,  2523.) 
Same — Interference  in  Fact. 

Where,  so  far  as  the  invention  in  issue  is  concerned,  the  same  results  are 
accomplished  by  substantially  the  same  or  equivalent  means  in  the  device  of 
each  party  and  the  terms  of  the  issue  have  the  same  meaning  In  each  case, 
Held  that  there  is  interference  in  fact 
Same — Same — Effect  of  Differences  in  the  Devices  Not  Involved  in  the 
Issue. 
Where  it  is  contended  upon  appeal  on  motion  to  dissolve  for  non-interfer- 
ence in  fact  that,  in  view  of  functions  effected  in  appellees'  apparatus  which 
it  is  claimed  are  not  effected  in  that  of  the  appellants,  the  inventions  claimed 
by  the  respective  parties  are  essentially  different.  Held  that  the  differences 
in  function  referred  to  related  to  specific  differences  in  the  devices  to  which 
tlie  issue  is  limited  and  formed  no  basis  for  dissolution  of  the  interference. 
{Townsend  v.  Copeland  v.  Robinson,  C.  D.,  1905,  559;   119  O.  G.,  2523.) 
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Appeal  on  Motion. 

FIBE-BOX. 

Mr.  e/.  Snowden  Bell  and  Mr,  W.  E,  Schoenhom  for  Heintzelman 
and  Camp. 
Mr,  J,  Nota  McGill  for  Vraalstad  and  Doyle. 

Allen,  Commissioner: 

This  is  an  appeal  by  Heintzelman  and  Camp  from  the  decision  of 
the  Primary  Examiner  denying  their  motion  to  dissolve  the  inter- 
ference as  to  the  ground  of  non-interference  in  fact. 

Each  count  of  the  issue  includes  as  an  element  "  a  fire-box  which  is 
unobstructed  by  arches  or  projections."  The  contentions  of  appel- 
lants are,  in  substance,  first,  that  in  vieW  of  the  part  marked  "  7  "  in 
Figure  1  of  the  appellees'  drawing  the  appellees  have  no  right  to 
make  a  claim  containing  the  limitation  quoted,  and,  second,  that  in 
view  of  certain  functions  effected  in  appellees'  apparatus  in  connec- 
tion with  the  part  "  7  "  which,  it  is.  claimed,  are  not  effected  in  ap- 
pellants' apparatus,  the  inventions  claimed  by  the  respective  parties 
are  essentially  different.  The  question  of  appellees'  right  to  make 
the  claims  in  issue  is  different  from  the  question  of  interference  in 
fact  and  will  not  be  considered  on  this  appeal.  (Blackmore  v.  HaU^ 
G,  D.,  1905,  561;  119  O.  G.,  2523.)  The  functions  effected  in  ap- 
pellees' device  in  connection  with  the  part  7,  on  which  functions  the 
appellants  base  their  contention  that  the  inventions  in  the  two  cases 
are  essentially  different,  relate  to  specific  differences  in  the  devices 
of  the  respective  parties  to  which  the  counts  in  issue  are  not  limited 
and  with  which  this  interference  has  nothing  to  do.  These  differ- 
ences afford  no  basis  for  holding  that  there  is  no  interference  in  fact. 
{Townsend  v.  Copeland  v.  Robinson,  C,  D.,  1905,  559;  119  O.  G., 
2523.)  So  far  as  the  invention  in  issue  is  concerned  the  same  re- 
sults seem  to  be  accomplished  by  substantially  the  same  or  equivalent 
means  in  the  device  of  each  party,  and  the  terms  of  the  issue  seem  to 
have  the  same  meaning  in  each  case.  Under  these  circumstances 
there  is  clear  interference  in  fact. 

The  decision  of  the  Primary  Examiner  refusing  to  dissolve  the  in- 
terference on  the  ground  that  there  is  no  interference  in  fact  is 
affirmed. 


W,  A.  Gaines  and  Company  v,  C.  A.  Knecht  and  Son. 
Decided  December  18,  1905, 
(120  O.  G.,  1163.) 
1.  Tbade-Mabks — ^Lack  of  Identttt — "Raven  Valley"  and  "Old  Ceow." 
Registration  of  a  mark  consisting  of  the  words  "  Raven  Valley  "  and  the 
representation  of  three  ravens  Is  not  to  be  refused  because  of  the  prior  use 
by  another  of  the  words  "Old  Crow"  and  the  picture  of  a  crow.     The 
marks  are  not  so  nearly  alike  as  to  deceive  purchasers. 
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2.  Sams — Oppobition — Sufficiency  of  Answeb. 

Wbere  opposition  is  made  to  the  registration  of  a  trade-marlc  and  the 
applicant  is  called  upon  to  make  answer  witbin  a  certain  time  and  he  does 
within  that  time  file  a  paper  entitled  a  demurrer,  setting  forth  reasons 
which  the  Office  regards  as  sufficient  for  dismissing  the  opposition,  Held 
that  he  has  complied  with  the  Office  requirement  for  an  answer. 

3.  Same — Same — ^Pleadinos^Technical  Fobms  Not  Insisted  Upon. 

Technical  and  refined  objections  to  the  form  of  pleadings  in  trade-mark 
oppositions  will  not  be  sustained.  It  Is  sufficient  if  the  parties  present  to 
the  Office  the  material  which  will  enable  it  to  properly  dispose  of  the  case 
on  its  merits,  and  it  is  not  necessary  to  insist  upon  technical  forms. 

4.  Same — Constitutionality  of  Act  of  1905 — Matter  fob  Coubtb. 

The  question  whether  the  Trade-Mark  Act  of  February  20,  1905,  is  uncon- 
stitutional will  not  be  entertained  or  determined  by  the  Patent  Office,  but 
will  be  left  for  determination  by  the  courts.  The  Office  will  perform  the 
duties  imposed  by  the  act,  leaving  to  the  courts  the  question  as  to  the 
yalldity  of  the  registrations  made  thereunder. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK   FOB   WHISKY. 

Mr.  James  L.  Hopkins  and  Mr,  John  S,  Barker  for  W.  A.  Gaines 
and  Company. 
Mr.  Arthur  E.  Wallace  for  C.  A.  Knecht  and  Son. 

AiXEN,  Commissioner: 

This  is  an  appeal  by  W.  A.  Gaines  and  Company  from  the  decision 
of  the  Examiner  of  Trade-Marks  dismissing  their  opposition  to  the 
registration  of  the  trade-mark  claimed  by  C.  A.  Knecht  and  Son. 

The  opposition  was  based  upon  the  allegation  that  W.  A.  Gaines 
and  Company  are  the  owners  of  a  trade-mark  so  nearly  resembling 
the  applicants'  mark  that  the  latter  would  deceive  the  public  and  mis- 
lead purchasers.  On  June  28  the  applicants  were  called  upon  to  file 
an  answer  to  the  notice  of  opposition  on  or  before  July  28, 1905.  On 
July  24  the  applicants  filed  a  paper  entitled  a  demurrer,  alleging  that 
the  notice  of  opposition  sets  forth  no  sufficient  reasons  for  refusing 
their  application  for  registration.  The  Examiner  of  Interferences 
sustained  this  contention  and  entered  judgment  dismissing  the  opposi- 
tion.   W.  A.  Gaines  and  Company  thereupon  filed  this  appeal. 

In  support  of  the  appeal  it  is  urged,  first,  that  judgment  should 
have  been  entered  in  favor  of  W.  A.  Gaines  and  Company  because 
of  the  applicants'  failure  to  answer  and  that  in  the  absence  of  an 
answer  the  demurrer  should  have  been  stricken  from  the  files;  second, 
that  the  Trade-Mark  Act  under  which  the  applicants  C.  A.  Knecht 
and  Son  seek  registration  is  unconstitutional  and  void;  third,  that 
the  Examiner  was  wrong  in  sustaining  the  demurrer  on  the  ground 
that  the  marks  claimed  by  the  respective  parties  are  not  substantially 
the  same. 
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In  regard  to  the  first  question,  it  is  to  be  noted  that  the  applicants 
did  file  a  paper  in  answer  to  the  opposition  within  the  time  fixed  by 
this  Office  and  in  that  paper  set  forth  reasons  why  the  opposition 
should  be  dismissed.  The  Examiner's  letter  calling  for  an  answer 
was  merely  a  requirement  that  the  applicants  show  reasons,  if  any 
existed,  why  the  opposition  should  not  be  sustained  and  registration 
refused.  The  applicants  were  entitled  to  rely  upon  any  matters  of 
defense,  whether  of  law  or  of  fact.  They  did  rely  upon  the  defense 
that  the  notice  on  its  face  set  forth  no  sufficient  grounds  for  refusing 
registration,  and  the  Examiner  found  this  defense  to  be  well  founded. 
The  first  objection  made  by  the  appellants  to  that  answer  is  entirely 
technical  and  withbut  substantial  merit.  There  is  no  necessity  for 
such  refinement  of  pleading  as  is  implied  in  that  objection.  It  is 
sufficient  if  the  parties  present  to  this  Office  the  material  which  will 
enable  it  to  make  proper  disposition  of  the  case  upon  its  merits,  and 
it  is  unnecessary  to  insist  upon  technical  forms  of  procedure. 

In  regard  to  the  second  question,  it  is  not  believed  that  this  Office 
would  be  justified  in  refusing  to  register  a  trade-mark  as  directed  by 
the  act  of  Congress  dated  February  20,  1905,  even  if  it  were  to  con- 
clude that  marks  registered  under  that  act  were  of  no  legal  effect 
and  void.  After  this  Office  has  concluded  that  the  applicant  is  the 
owner  of  the  trade-mark  disclosed  in  his  application  and  that  it  is 
not  one  of  those  marks  the  registration  of  which  is  prohibited  it  be- 
comes the  ministerial  duty  of  the  Office  to  register  the  mark  under 
the  act  of  February  20,  1905.  Such  registration  doe^  not  create  a 
property  right  in  the  applicant  nor  take  away  the  property  right  of 
another,  but  is  a  mere  record  of  the  applicant's  claim  of  title.  The 
real  right  of  the  applicant  is  subject  to  investigation  and  determina- 
tion in  suits  brought  in  the  courts  subsequently,  either  by  or  against 
him.  The  question  whether  that  registration  constitutes  prima  facie 
evidence  of  ownership  may  call  for  a  determination  as  to  the  constitu- 
tionality of  the  law  providing  for  registration.  It  is  believed  that 
this  Office  should  leave  the  determination  of  this  question  to  the 
courts  in  the  regular  way. 

The  Supreme  Court  of  the  District  of  Columbia  in  the  case  of 
Schumacher  v.   Marhle  (3  Mackey,  32)  said: 

We  do  not  think  it  lies  in  the  month  of  a  Government  official  to  call  In  ques- 
tion the  constitutionality  of  a  law  directing  him  to  perform  a  purely  ministerial 
duty.  If  the  question  was  raised  between  other  parties,  as  for  instance,  in  a 
suit  for  infringement  in  the  use  of  a  label,  and  the  constitutional  rights  of  the 
parties  were  involved  in  it,  that  is  to  say  whether  one  man  was  prohibited  from 
using  it  because  another  man  had  registered  it  as  a  label,  the  argument  might  be 
pertinent,  but  we  do  not  think  it  is  a  question  which  can  be  raised  here. 

It  is  clear  that  the  decision  of  the  Examiner  of  Interferences  must 
be  sustained,  unless  he  was  wrong  in  holding  that  the  marks  of  the 
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two  parties  to  this  proceeding  are  not  so  clearly  alike  as  to  deceive 
purchasers.  The  marks  are  used  on  the  same  class  of  goods,  and 
therefore  the  question  of  conflict  is  upon  the  similarity  of  the  marks 
themselves. 

It  appears  that  the  applicants  C.  A.  Knecht  and  Son  used  as  their 
trade-mark  the  words  "Raven  Valley,"  together  with  the  repre- 
sentation of  three  birds,  said  to  be  ravens,  perched  upon  the  branches 
of  a  tree. 

The  ground  of  opposition  stated  in  the  notice  is  as  follows: 

W.  A.  Gaines  &  Company  is  the  sole  and  exclusive  owner  of  the  trade-mark 
for  whisky  consisting  of  the  words  "  Old  Crow." 

It  is  also  said  in  the  notice  of  opposition  that — 

*  *  *  the  whisky  is  sold  by  W.  A.  Qalnes  &  Company  both  in  glass  and 
in  bulk,  and  when  sold  in  bulk,  the  whisky  is  frequently  bottled  by  the  custo- 
mers of  W.  A.  Gaines  &  Company,  under  labels  bearing  the  brand  **  Old  Crow  " 
accompanied  by  the  picture  of  a  crow,  and  the  following  are  specimens  of 
such  customers'  labels  which  have  been  in  common  use  among  the  trade  for 
upward  of  thirty-flve  years  last  past 

No  such  similarity  between  the  words  "  Old  Crow  "  and  the  appli- 
cants' mark  appears  as  would  seem  likely  to  mislead  the  public  or  de- 
ceive purchasers.  The  fact  that  the  raven  belongs  to  the  same  family 
as  the  crow  is  not  sufficient  reason  for  concluding  purchasers  would 
be  deceived  and  mistake  one  mark  for  the  other.  On  the  contrary, 
the  words  "  Old  Crow  "  are  so  distinctive  that  it  is  not  believed 
that  there  would  be  any  confusion  even  where  the  representation  of 
a  crow  is  used  with  the  words,  as  shown  in  the  specimens  filed  with 
the  notice  of  opposition.  There  is  no  such  similarity  in  the  words  or 
in  the  pisture  as  to  warrant  this  Office  in  refusing  to  register  the 
applicants'  mark. 

The  decision  of  the  Examiner  of  Interferences  dismissing  the 
opposition- i*  affirmed. 


AUTENRIETH  AND  KaNE  V.   SoRENSEN. 

Decided  December  22,  1905. 

(120  O.  G.,  1164.) 

Irtesfebence — Reopening  a  Second  Time — Refused. 

Where  the  testimony  In  an  interference  refers  to  a  certain  exhibit  which 
is  not  introduced  in  evidence,  although  its  wherealK>uts  is  known,  and  the 
interference  is  reopened  for  the  purpose  of  taking  an  additional  deposition 
to  properly  connect  such  exhibit  with  the  original  testimony,  the  interfer- 
ence will  not  be  reopened  a  second  time  because  of  the  insufllciency  of  such 
deposition. 

H.  Doc.  641.  59-2 5 
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Appeal  on  Motion. 

SNAP-SWITCH. 

Mr.  Vernon  E,  Hodges  for  Autenrieth  and  Kane. 

Messrs,  Townsend  c6  Decker  and  Mr.  J.  R,  Edson  for  Sorensen. 

Allen,  Commissioner: 

This  is  an  appeal  by  Autenrieth  and  Kane  from  a  decision  of  the 
Examiner  of  Interferences  denying  a  motion  to  reopen  the  case  for 
taking  further  testimony. 

It  appears  from  the  verified  statements  of  counsel  for  appellants 
that  on  the  day  preceding  the  time  set  for  taking  testimony  after  a 
conference  with  his  clients  a  telegram  was  sent  to  his  office  at  Wash- 
ington directing  that  certain  models  "  probably  in  Patent  Office  " 
should  be  sent  immediately  to  New  York  and  that  in  reply  thereto 
counsel's  clerk  telegraphed  that  the  models  had  been  returned  May 
13,  1904.  On  the  succeeding  day  testimony  was  taken,  in  which 
testimony  one  of  the  joint  inventors  stated  that  he  had  made  one 
device  and  that  he  believed  such  device  was  on  file  in  the  Patent 
Office.  At  this  point  counsel  stated  on  the  record  that  the  device  to 
which  the  witness  had  just  referred  was  used  by  him  at  the  hearing 
of  an  appeal  to  the  Commissioner  some  time  previously  in  opposing 
a  motion  to  dissolve  and  to  the  best  of  his  knowledge  was  at  that 
time  in  the  Patent  Office  or  in  his  office  in  Washington. 

The  testimony  was  completed  without  the  introduction  into  evi- 
dence of  the  device  or  devices  referred  to  by  the  witnesses.  The 
case  came  on  for  final  hearing  before  the  Examiner  of  Interferences, 
at  which  time  it  was  discovered  that  the  device  referred  to  by  the 
witnesses  and  which  was  relied  upon  as  a  reduction  to  practice  had 
not  been  properly  introduced  in  evidence.  The  Examiner  of  Inter- 
ferences thereupon  reopened  the  case  for  the  purpose  of  taking  the 
attorney's  deposition  in  order  that  he  might  identify  the  exhibit 
which  had  been  on  file  in  the  Patent  Office  as  the  one  referred  to  in 
the  depositions  already  taken.  Such  deposition  was  thereafter  duly 
taken  and  filed. 

The  Examiner  of  Interferences  then  rendered  his  decision  on  the 
question  of  priority.  In  such  decision  it  was  held  that  the  deposition 
of  the  attorney  was  not  original  evidence  and  that  it  was  insufficient 
to  establish  that  the  exhibit  to  which  his  testimony  referred  was  the 
identical  one  referred  to  by  the  other  witnesses  in  their  testimony, 
and  it  was  held  that  the  onus  of  proof  had  not  been  discharged,  and 
for  this  reason  priority  was  awarded  to  the  opposing  party,  Soren- 
sen, on  his  record  date. 

A  motion  to  reopen  the  case  for  taking  further  testimony  for  the 
purpose  of  connecting  the  exhibits  in  question  with  the  original  testi- 
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mony  was  denied  by  the  Examiner  of  Interferences,  and  this  appeal 
was  taken. 

The  steps  in  the  proceedings  have  been  set  forth  somewhat  at 
length  for  the  purpose  of  clearly  showing  that  appellants  are  not 
entitled  to  the  relief  which  they  seek.  In  the  first  place  the  necessity 
of  placing  in  evidence  the  device  which  is  said  to  be  the  only  device 
ever  made  was  recognized  before  any  testimony  was  taken.  Notwith- 
standing this,  the  testimony  was  taken  and  filed  without  any  effort  to 
produce  the  exhibit  other  than  the  request  sent  to  the  attorney's  office 
in  Washington  asking  that  certain  models  be  sent  to  New  York.  The 
reply  which  was  received  was  known  to  be  incorrect,  and  yet  no  effort 
was  made  to  determine  where  the  devices  referred  to  were.  It  is  not 
a  sufficient  excuse  to  say  that  althou^  the  necessity  for  securing  the 
model  or  exhibit  was  recognized  before  testimony  was  taken  the  time 
for  taking  testimony  had  been  set  and  that  appellant  was  therefore 
compeUed  to  take  testimony  without  such  exhibit.  Appellants  allege 
that  the  exhibit  in  question  was  used  in  the  Office  at  the  hearing  on  a 
motion  to  dissolve  as  early  as  March  22,  1904,  more  than  two  months 
before  the  taking  of  their  testimony.  Appellants  therefore  not  only 
knew  of  the  existence  of  the  exhibit  long  before  the  time  set  for  taking 
testimony,  but  they  knew  substantially  where  it  was  both  before  the 
taking  of  their  testimony  and  also  during  the  six  days  of  the  time 
allowed  them  remaining  after  their  testimony  was  actually  taken. 
It  is  therefore  clear  that  there  was  ample  time  in  which  to  procure 
the  exhibit  and  that  there  was  nothing  to  prevent  appellants  from 
procuring  it  except  their  lack  of  diligence. 

Although  appellants  were  negligent  in  taking  their  testimony,  the 
Examiner  of  Interferences  reopened  the  case  and  permitted  the  taking 
of  an  additional  deposition  for  the  purpose  of  correcting  the  failure 
to  introduce  and  identify  the  exhibit;  but  the  Examiner  of  Inter- 
ferences held  that  the  additional  deposition  did  not  properly  connect 
the  exhibit  referred  to  therein  with  the  testimony  of  the  prior  wit- 
nesses. Counsel  for  appellants  states  that  at  the  time  the  case  was 
reopened  one  of  the  joint  inventors,  Autenrieth,  who  referred  in  his 
testimony  to  the  exhibit  in  question,  was  in  the  city  of  Washington 
and  that  it  was  proposed  to  take  the  deposition  of  counsel  or  of 
Autenrieth,  as  the  Examiner  of  Interferences  deemed  best,  to  which 
the  Examiner  replied  that  the  deposition  of  one  would  be  as  ac- 
ceptable as  the  other;  but  it  cannot  be  determined  precisely  what 
conversation  occurred,  nor  is  it  deemed  necessary  to  do  so.  It  seems 
obvious  that  the  Examiner  of  Interferences  could  not  attempt  to  state 
which  of  two  parties  had  the  proper  knowledge  to  establish  a  certain 
point  It  was  for  the  party  or  his  counsel  to  determine  what  wit- 
ness or  witnesses  would  be  able  to  establish  the  facts  which  it  was 
desired  to  prove. 
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If  the  proper  facts  were  not  within  the  knowledge  of  counsel  for 
appellants,  he  should  have  made  this  clear  to  the  Examiner  of  In- 
terferences and  requested  that  the  deposition  of  his  client,  rather 
than  of  himself,  should  be  taken. 

It  is  a  well-settled  rule  that  cases  will  not  be  reopened  merely  be- 
cause a  party  has  through  mistake  or  ignorance  failed  to  present  his 
best  evidence,  and  that  rule  is  applicable  in  this  case.  The  opposing 
party  may  have  relied  upon  what  he  considered  the  failure  of  appel- 
lants to  overcome  his  prima  facie  case,  and  if  the  proceedings  were 
now  reopened  it  mi^t  be  necessary  for  him  to  take  testimony  which 
otherwise  would  have  been  unnecessary.  There  must  be  an  end  some- 
where to  interference  proceedings,  and  it  is  believed  that  appellants 
have  had  ample  opportunity  to  prove  their  case,  and  if  they  have  not 
done  so  they  have  no  just  cause  for  complaint. 

The  decision  of  the  Examiner  of  Interferences  is  afprmed. 


Gk)RDON  V.  Wentworth. 

Decided  December  26,  1905. 

(120  O.  G.,  1165.) 

INTERFEBENCE — BBOAD  ISSUE — INTERFERENCE  IN   FACT. 

Where  the  claims  of  interfering  parties  are  in  identical  language  and  each 
party  has  a  construction  responding  in  function  to  the  broad  terms  thereof, 
there  is  an  interference  in  fact,  although  the  constructions  are  specifically 
different. 

Appeal  on  Motion. 

HEEL-SEAT   BEADER  AND   FINISHER. 

Messrs.  Phillips^  Van  Everen  &  Fish  for  Gordon. 
Messrs.  Wood  <&  Wood  for  Wentworth. 

Allen,  Commissioner: 

This  is  an  appeal  by  Wentworth  from  a  decision  of  the  Primary 
Examiner  refusing  to  dissolve  the  interference  on  the  ground  that 
there  is  no  interference  in  fact. 

The  claims  of  the  issue  are  claims  made  by  each  party  in  identical 
language.  It  is  contended  by  appelant  that  the  words  of  the  several 
counts,  "  two  series  of  rotating  beaters  "  and  "  means  for  actuating 
said  beaters,"  do  not  mean  the  same  thing  when  applied  to  the  con- 
structions of  the  respective  parties ;  but  upon  an  examination  of  this 
question  it  is  found  that  both  parties  haA^e  "  two  series  of  rotating 
beaters  "  which  perform  the  same  function  in  each  case — that  is,  the 
function  of  pressing  the  lower  edge  of  the  upper  closely  against  the 
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surface  of  the  insole.  Furthermore,  each  party  has  means  for  "  actu- 
ating said  beaters."  It  is  true  that  the  rotating  beaters  and  the  means 
for  actuating  the  same  are  different  in  the  two  cases,  but  both  are 
comprehended  within  the  broad  terms  used  in  the  issue.  As  stated 
in  prior  decisions,  where  the  claims  of  the  interfering  parties  are  in 
identical  language  there  is  an  interference  in  fact,  although  there  may 
be  specific  differences  in  the  two  constructions,  such  specific  differ- 
ences not  being  specified  in  the  claims.  This  case  does  not  come 
within  those  exceptional  cases  mentioned  in  the  decisions  where  the 
same  terms  are  properly  applied  to  constructions  which  are  essen- 
tially different  in  function  and  operation. 
The  decision  of  the  Primary  Examiner  is  affirmed. 


Ex  PARTE  The  Kingan  Packing  Association. 

Decided  December  29,  1905, 

(120  O.  G..  1165.) 

1.  Tbade-Mabks — Pabticulab  Description  of  Goods — Statutory  Requirement. 

The  statute  requires  that  the  appUcant  specify  the  particular  goods  upon 
which  his  marls  has  been  used  and  not  merely  the  ciass  of  goods.  The  term 
"  meats  "  gives  the  class,  but  not  the  particular  goods,  and  is  not  suflciently 
definite. 

2.  Same — Division — Goods  of  the  Same  Descriptive  Properties. 

Only  one  trade-marlc  right  should  be  covered  by  a.  single  registration,  and 
where  the  statement  of  the  goods  to  which  the  mark  has  been  applied  Is  so 
broad  as  to  include  goods  which  are  not  of  substantially  the  same  de- 
scriptive properties  registration  will  be  refused. 

On  Appeal. 

TRADE-MARK   FOR   MEATS    AND  LARD. 

Messrs.  Bradford  c&  Hood  for  the  appellant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  said  to  have  been  used  upon 
"  meats  and  lard." 

The  grounds  of  refusal  are,  first,  that  the  appellant  has  not  com- 
plied with  the  statutory  requirement  that  he  shall  include  in  his 
application  "  the  particular  description  of  goods  *  *  *  to  which 
the  trade-mark  is  appropriated,"  and,  second,  that  the  general  and  in- 
definite terms  used  are  broad  enough  to  include  goods  so  different  in 
descriptive  properties  that  the  use  of  a  single  mark  upon  them  would 
constitute  different  trade-mark  rights. 
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Section  1  of  the  act  of  1905  says  that  the  application  shall  specify — 

the  class  of  merchandise  and  the  particular  description  of  goods  comprised  In 
such  class  to  which  the  trade-mark  is  appropriated. 

In  the  present  case  the  class  of  goods  is  said  to  be  "  foods  and 
relishes,"  and  the  particular  description  of  goods  within  the  class  is 
"  meats  and  lard."  While  the  term  "  lard  "  is  sufficiently  specific, 
it  is  clear  that  the  term  "  meats  "  is  not.  It  is  a  statement  of  a  class 
of  goods  and  not  a  statement  of  the  particular  goods,  as  required  by 
the  statute.  It  is  not  of  consequence  that  the  term  "  meats  "  comes 
within  the  broader  class  of  "  foods  and  relishes,"  nor  that  it  comes 
within  the  class,  mentioned  in  the  brief,  "  animal  products  used  for 
human  food."  The  test  is  not  whether  there  is  some  broader  term 
which  may  be  used  to  indicate  a  class  which  is  still  broader  in  scope 
and  includes  the  class  mentioned,  but  is  whether  the  terms  used  are 
sufficiently  definite  to  inform  the  public  just  what  use  of  the  mark 
has  been  made.  The  appellant  has  not  said  that  he  has  used  the  mark 
upon  all  kinds  of  articles  which  come  within  the  class  of  meats,  and 
the  statute  contemplates  that  he  shall  state  clearly  the  specific  use 
which  he  has  made  of  his  mark,  so  that  the  public  may  determine 
the  scope  of  his  right. 

The  present  application  is  too  indefinite  to  make  it  possible  to  deter- 
mine just  what  right  the  appellant  has  acquired  by  actual  use.  As 
pointed  out  by  the  Examiner,  however,  if  he  is  seeking  to  claim  the 
right  to  use  the  mark  upon  any  and  all  articles  coming  within  the 
meaning  of  the  broad  term  "  meats  "  he  is  seeking  to  secure  by  one 
registration  more  than  one  trade-mark  right.    This  is  not  permissible. 

The  appellant  should  specify  the  particular  goods  upon  which  the 
mark  has  been  used  and  should  limit  the  application  to  such  as  are 
of  substantially  the  same  descriptive  properties. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex    PARTE    WlXFORD. 

Decided  January  S,  1906, 

(120  O.  G..  1166.) 

Access  to  Pending  Application. 

Where  a  patent  Is  granted  containing  the  statement  that  it  is  a  continu- 
ation in  part  of  a  prior  application,  access  to  such  prior  application  will  not 
be  granted  to  strangers  without  a  proper  showing  of  interest  and  without 
giving  the  applicant  an  opportunity  to  oppose  such  action,  particularly 
where  such  prior  application  is  still  pending,  and  it  appears  that  its  subject- 
matter  is  not  identical  with  that  of  the  patent 
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On  Petition. 

PROCESS   OF  PUBIFTINO   WATEB. 

Messrs.  Carr  <&  Carr  for  the  applicant 
Messrs.  Bakewell  A  Byrnes  for  the  petitioner. 

Allen,  Commissioner: 

This  is  a  petition  for  access  to  a  pending  case  which  is  referred  to 
in  the  record  of  Patent  No.  807,008,  granted  to  J.  F.  Wixford  Decem- 
l>er  12,  1905. 

The  patent  states  that  it  is  a  continuation  in  part  of  the  pending 
application,  to  which  it  refers  by  serial  number. 

The  record  of  the  patent  contains  the  following  statement : 

In  a  recent  oral  inteiriew,  it  appeared  that  the  Acting  Examiner  who  made  the 
official  action  in  the  present  case  was  not  familiar  with  the  proceedings  in  the 
earlier  application,  in  which  practically  all  of  the  references  now  cited  were 
fully  considered  and  withdrawn. 

It  is  contended  that  the  claims  of  the  patent  were  allowed  for  rea- 
sons which  appear  only  in  the  pending  application,  as  shown  by  the 
language  above  quoted,  and  that  access  to  this  pending  application 
is  desired  to  determine  what  these  reasons  were. 

Petitioner  has  made  no  showing  of  interest,  and  he  must  therefore 
be  treated  as  one  of  the  general  public. 

It  was  stated  in  a  prior  decision  in  re  Doman  (C.  D.,  1905, 101 ;  115 
O.  G.,  804)  that  where  a  patent  is  granted  on  an  application  which  is 
a  continuation  of  a  prior  application  and  the  prior  application  is  sub- 
sequently abandoned  the  abandoned  application  is,  in  fact,  a  part  of 
the  proceedings  which  led  to  the  grant  of  the  patent,  and  to  it  the  rule 
of  secrecy  no  longer  applies. 

But  the  case  here  presented  is  not  the  same.  The  prior  application 
is  not  abandoned.  Furthermore,  the  application  on  which  the  patent 
was  granted  was  not  on  its  face  a  continuation  of  the  prior  applica- 
tion, since  it  purported  to  be  only  a  continuation  "  in  part,"  and  it 
required  but  a  superficial  examination  to  determine  that  the  subject- 
matter  claimed  in  the  two  cases  is  not  identical.  The  application 
may  cover  an  invention  which  is  divisible  from  the  subject-matter 
claimed  in  the  patent,  and  the  applicant  should  be  permitted  to  pre- 
serve that  part  in  secrecy,  even  if  inspection  of  the  part  relating  to 
the  subject-matter  of  the  patent  is  permitted.  For  this  Office  to 
undertake  to  determine  what  parts  of  the  proceedings  in  the  appli- 
cation relate  to  the  subject-matter  of  the  patent  without  a  hearing  to 
the  patentee  might  result  in  the  disclosure  of  matter  which  should 
be  preserved  in  secrecy. 

Where,  as  here,  it  appears  that  the  application  may  include  matter 
which  the  patentee  is  entitled  to  conceal,  access  to  the  application 
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should  not  be  granted  until  the  patentee  has  been  given  notice  of  the 
request  for  access  and  an  opportunity  to  show  why  the  request  should 
not  be  granted. 

The  petition  is  denied. 


Potter  v.  McIntobh. 

Decided  January  12,  1906. 

(120  O.  a,  1823.) 

1.  Interfebence — Appeal  on  Pbiobity — Consideration  op  Patentability. 

Where  a  party  who  cannot  prevail  upon  priority  takes  an  appeal  from 
the  decision  against  him  thereon  merely  for  the  purpose  of  attacking  the 
patentability  of  the  issue,  Held  that  the  appeal  raises  merely  the  question 
of  priority,  and  the  decision  below  must  ordinarily  be  affirmed  without 
consideration  of  the  question  of  patentability,  for  the  reasons  given  in  Sohey 
V.  Holaclaw,  (C.  D.,  1905,  523;  119  O.  G.,  1922.) 

2.  Same — Same — Same. 

Whatever  objections  there  may  be  to  the  policy  and  rule  preventing  ap- 
peal from  decisions  affirming  patentability  or  right  to  make  claims  in  those 
cases  where  affirmance  may  result  in  preventing  the  issue  of  a  patent  to 
a  party  who,  in  the  event  of  a  contrary  decision,  might  have  been  entitled 
thereto,  this  policy  and  rule  are  believed  to  be  in  accordance  with  sound 
reason  and  unimpeachable  in  their  application  to  cases  where  the  would-be 
appellant  upon  patentability  has  in  any  event  no  standing  before  the  Office 
as  a  claimant  for  a  patent  upon  the  matter  in  question. 

8.  Same — Same — Same — Statement  of  Examinebs-in-Chief. 

Where  in  their  decision  on  priority  one  Examiner-in-Chief  found  the  issue 
to  be  patentable  and  another  found  it  unpatentable  and  the  third  was  absent. 
Held  that  the  case  is  not  distinguished  in  substance  from  one  where  all 
three  found  the  issue  unpatentable,  since  by  their  divided  opinion  they  affirm 
the  conclusion  of  the  Primary  Examiner  that  the  issue  is  patentable. 

Appeal  from  Examiners-in  Chief. 

em  ebgency-brake. 

Mr.  Albert  G,  Davis  for  Potter.     {Mr.  Arthur  A.  Buck  of  counsel.) 
Mr,  Charles  H.  Roberts  for  Mcintosh. 

Allen,  Com/missioner: 

This  is  an  appeal  by  Potter  from  the  decision  of  the  Examiners- 
in-Chief  awarding  priority  of  invention  to  Mcintosh. 

In  this  case  the  appellant  failed  to  allege  in  his  preliminary  state- 
ment dates  of  invention  early  enough  to  overcome  the  record  date  of 
his  opponent  and  brings  this  appeal  for  the  sole  purpose  of  attacking 
the  patentability  of  the  issue  and  preventing  the  grant  of  a  patent 
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to  his  opponent  for  the  invention  defined  therein.  An  appeal  of  this 
kind  was  brought  and  disposed  of  in  the  case  of  Sohey  v.  Holsclaw^ 
(C.  D.,  1905,  523;  119  O.  G.,  1922.) 

It  was  pointed  out  there  that  upon  such  appeal  as  the  present  the 
case  is  before  me  simply  upon  the  question  of  the  priority  of  the 
parties  with  regard  to  the  subject-matter  of  the  issue  and  that  the 
junior  party  having  conceded  in  his  preliminary  statement  that  he 
was  subsequent  to  his  opponent  in  the  possession  of  this  matter  there 
is  nothing  for  me  to  do  but  to  affirm  the  decision  of  the  Examiners- 
in-Chief  in  favor  of  the  senior  party.  I  am  convinced  that  Potter 
should  not  be  heard  upon  this  appeal  in  opposition  to  the  grant  of  a 
patent  to  Mcintosh  on  the  ground  that  the  issue  is  not  patentable. 
The  reasons  for  this  conclusion  were  set  forth  fully  in  Sohey  v. 
Holsclaw^  supra^  and  need  not  be  repeated  here. 

The  circumstances  of  the  present  case  do  not  appear  to  be  distin- 
guished from  those  of  that  case  except  in  regard  to  the  matter  of 
recommendation  by  the  Examiners-in-Chief  under  Rule  126.  In  the 
former  case  the  Examiners-in-Chief  after  considering  the  arguments 
upon  patentability  refused  to  include  in  their  decision  upon  pri- 
ority a  statement  that  in  their  opinion  the  issue  was  not  patentable. 
In  the  present  case  one  Examiner-in-Chief  found  the  issue  to  be 
patentable  and  another  found  that  it  was  not  patentable,  and  they  so 
stated.  The  third  was  absent.  This  distinction  between  the  cases 
is  not  one  of  consequence.  In  this  case  the  Primary  Examiner  has 
twice  found  the  issue  to  be  patentable,  the  second  time  upon  inter 
partes  consideration  on  the  motion  by  Potter  for  dissolution.  Under 
established  policy,  expressed  in  Rule  124,  parties  are  denied  the  right 
of  appeal  from  decisions  affirming  the  patentability  of  claims.  In 
spite  of  this  policy  and  rule  Potter  has,  in  effect,  had  the  benefit  of 
an  appeal  to  the  Examiners-in-Chief,  who  by  their  divided  opinion 
failed  to  disturb  the  conclusion  of  the  Primary  Examiner  that  the 
issue  is  patentable.  No  reason  is  seen  for  permitting  Potter  to  con- 
tinue this  course  of  irregular  appeal.  Whatever  objections  there  may 
be  to  the  policy  and  rule  preventing  appeal  from  decisions  affirming 
patentability  or  right  to  make  claims  in  those  cases  where  affirmance 
may  result  in  preventing  the  issue  of  a  patent  to  a  party  who,  in  the 
event  of  a  contrary  decision,  might  have  been  entitled  thereto,  this 
policy  and  rule  are  believed  to  be  in  accordance  with  sound  reason 
and  unimpeachable  in  their  application  to  cases  like  the  present, 
where  the  would-be  appellant  upon  patentability  has  in  any  event 
no  standing  before  the  Office  as  a  claimant  for  a  patent  upon  the 
matter  in  question. 

In  this  case,  as  in  Sohey  v.  HoUclaw^  counsel  for  appellant  re- 
quests that  it  appear  in  this  decision  that  I  refused  him  permission 
to  argue  upon  the  patentability  of  the  issue  at  the  hearing  upon  this 
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appeal.    He  was  so  refused,  for  the  reasons  given  herein  and  in.  the 
decision  in  the  case  referred  to. 

The  decision  of  the  Examiners-in-Chief  affirming  the  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  invention  to 
Mcintosh  is  affirmed. 


Ex   PARTE    CaT^DWET.L   AND   BaRR. 
Decided  December  21,  1905. 

(120  O.  G..  2125.) 

1.  Altebnattye  Claims. 

a  claim  should  not  be  drawn  in  an  alternative  form  even  where. the  alter- 
native elements  are  equivalents,  but  should  use  some  broad  term  of  descrip- 
tion which  will  include  both  forms. 

2.  Same — Indefinfte  Claim. 

a  claim  including  a  description  of  an  element  as  "  brick  or  the  like  **  is 
alternative  in  form  and  is  indefinite,  since  the  word  "  like  "  fails  to  identify 
the  characteristics  of  the  substance. 

On  Petition. 

GaA.IN-BLEACHER. 

Messrs.  Raymond  c&  Bamett  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  object- 
ing to  claims  2  and  3  as  alternative  in  form. 

Claim  2  includes  "  a  mixing-compartment  containing  a  quantity 
of  coke  or  the  like,"  and  claim  3  includes  "  a  casing  containing  a 
mass  of  coke,  brick,  or  like  material."  The  Examiner  regards  the 
terms  "coke  or  the  like"  and  "coke,  brick,  or  like  material"  as 
alternative  rather  than  generic  and  has  required  amendment. 

In  his  brief  counsel  for  the  petitioner  states  that  the  terms  were 
used  in  the  effort  to  define  a  material  which — 

for  the  purposes  of  applicants'  structure  and  operation,  possesses  the  same 
qualities  as  coke,  broken  brick,  "and  the  like,"  i.  e.,  broken,  irregular,  absortn 
ent,  and  more  or  less  refractory  material,  which  will  readily  retain  moisture, 
allow  the  free  passage  of  moisture  and  of  gases  through  a  body  of  such  mate- 
rial, and  afford  a  large  surface  exposure. 

It  is  always  objectionable  to  use  in  the  claim  words  of  description 
which  are  alternative  in  form,  and  this  is  true  even  where  it  appears 
from  consideration  of  the  whole  case  that  the  words  are  not  intended 
to  convey  alternative  or  inconsistent  ideas.  Where  possible,  some 
terms  of  description  should  be  used  which  are  generic,  so  defining 
the  field  sought  to  be  covered  as  to  include  all  of  the  specific  forms 
coming  within  it  without  specifically  mentioning  the  various  forms 
sought  to  be  included. 
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Specific  mention  of  the  various  alternative  elements  is  objection- 
able, and  the  mention  of  one  coupled  with  the  words  "  or  the  like  "  is 
also  objectionable  for  the  same  reasons.  The  words  "brick  or  the 
like''  do  not  in  and  of  themselves  convey  any  definite  idea  of  the 
field  sought  to  be  covered.  Broken  brick  may  be  like  coke  for  some 
purposes;  but  it  is  dear  that  it  is  not  like  coke  for  all  purposes.  If 
it  can  be  described  as  "  like  "  for  some  particular  purpose,  it  must  be 
because  of  certain  conmion  characteristics.  The  applicants  must 
know  what  those  common  characteristics  are  and  must  state  them  in 
the  application;  otherwise  they  furnish  no  guide  for  determining 
what  is  meant  by  the  term  "  like."  There  seems  to  be  no  good  rea- 
son, therefore,  why  the  applicants  should  not  in  their  claims  identify 
the  substance  used  by  a  statement  of  the  characteristics  necessary. 
The  words  "brick  or  the  like"  are  not  a  broad  statement  of  the 
characteristics,  but  are  alternative  in  form  and  indefinite  in  substance. 

The  petition  is  denied. 


The  BucHAi^AN- Anderson-Nelson  Company  v.  Breen  &  EIennedy. 

Decided  December  21,  1905, 

(120  O.  a.  2125.) 

Tbadb-Mabk  Opposition — "  Henderson  "  Nor  Refused  on  "Anderson." 

A  trade-mark  including  the  word  **  Henderson  "  is  not  to  be  refused  reg- 
istration because  an  entirely  different  mark  including  the  word  *' Anderson  ** 
had  been  used  previously  by  another  upon  the  same  class  of  gooda 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK  FOR  WHISKY. 

Mr.  Jos.  L.  Hopkins  and  Mr.  John  S.  Barker  for  The  Buchanan- 
Anderson-Nelson  Company. 
Mr.  Arthur  E.  Wallace  for  Breen  &  Kennedy. 

Allen,  Cerrmiissioner: 

This  is  an  appeal  by  The  Buchanan-Anderson-Nelson  Company 
from  the  decision  of  the  Examiner  of  Interferences  dismissing  its 
notice  of  opposition  to  the  registration  of  a  trade-mark  by  Breen  & 
Kennedy. 

The  applicants' mark  is  used  on  whisky  and  is  described  as  follows: 

The  word  "  Henderson  "  on  a  ribbon  design,  beneath  which  is  a  shield  upon 
which  is  the  monogram  '*  B  &  K." 

The  Buchanan-Anderson-Nelson  Company  opposed  registration 
on  the  ground  that  the  mark  so  nearly  resembles  a  mark  owned  and 
used  by  it  upon  the  same  class  of  goods  as  to  cause  confusion  and 
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mislead  purchasers.     Its  mark  is  described  in  the  notice  of  opposi- 
tion as  follows : 

The  trade-mark  consists  of  the  representation  of  a  Maltese  or  Templar  cross 
and  a  panel  below  the  same  bearing  the  word  "Anderson"  in  white  letters, 
the  cross  and  panel  appearing  in  red  and  each  having  a  border  in  gold,  as  shown 
in  the  accompanying  facsimile.  This  may  be  arranged  in  connection  with  any 
suitable  descriptive  matter  without  materially  altering  the  character  of  the 
trade-mark,  the  essential  feature  of  which  is  the  representation  of  a  Maltese 
or  Templar  cross  and  a  panel  below  the  same  and  bearing  the  word  ** Ander- 
son" in  white  letters,  the  cross  and  panel  appearing  in  red  and  each  having  n 
border  in  gold. 

This  mark  was  registered  December  29,  1896,  No.  29,373.  It 
appears  from  consideration  of  the  marks  themselves  and  from  the 
argument  made  by  the  appellant  that  the  only  possible  question  as 
to  confusion  between  the  marks  arises  from  the  use  of  the  names 
"Anderson "  and  "  Henderson."  All  other  features  of  the  marks 
are  so  entirely  dissimilar  as  to  furnish  no  possible  basis  for  confusion. 
In  its  brief  before  the  Examiner  the  appellant  said : 

The  solitary  question  presented  upon  this  point  Is  whether  or  not  the  resem- 
blance between  the  two  words  "  Henderson "  and  "Anderson  '*  is  calculated 
to  deceive  and  to  mislead  the  public  into  purchasing  and  consuming  Breen  & 
Kennedy's  whisky  under  the  false  belief  that  it  is  the  whisky  of  The  Buchanan- 
Anderson-Nelson  Company. 

A  mere  inspection  of  the  applicants'  mark  shows  that  there  was  no 
effort  to  copy  or  simulate  the  appellant's  mark,  since,  as  above  stated, 
there  is  not  even  an  allegation  of  similarity  except  as  to  the  names 
Anderson  and  Henderson.  Those  names  are  both  well  known,  and 
it  is  believed  that  there  is  no  likelihood  that  purchasers  will  assume 
that  the  word  "Anderson  "  indicates  the  same  party  or  owner  as  the 
word  "  Henderson."  On  the  contrary,  it  is  believed  that  they  will 
know  at  once  that  the  parties  are  different. 

The  decision  of  the  Examiner  of  Interferences  dismissing  the 
notice  of  opposition  is  a-fjirmed. 


WiNAND  V.  The  P.  J.  Drury  Company. 

Decided  December  22,  1905. 
(120  O.  G.,  2126.) 

1.  Tbade-Mabks — OpposmoN  Filed  Too  Late — Office  WrrnouT  Jubisdiction. 

This  OflSce  has  no  authority  to  entertain  a  notice  of  opposition  to  the 
registration  of  a  trade-mark  filed  more  than  thirty  days  after  the  publica- 
tion of  the  marie. 

2.  Same — Opposition  to  Registered  Mark — ^Moor  Question. 

Where  opposition  is  made  to  the  r^istration  of  a  marie  and  it  appears 
that  the  marie  has  been  registered,  the  opposition  will  be  dismissed  as  rais- 
ing a  moot  question. 
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On  AppEAii, 


TRADE-MABK   FOB   WHISKY. 


Mr,  Arthur  E.  Wallace  for  Winand. 

Mr.  e/.  Nota  McGill  for  The  P.  J.  Drury  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  J.  P.  Winand  from  the  decision  of  the  Exam- 
iner of  Interferences  dismissing  his  notice  of  opposition  to  the  regis- 
tration of  a  trade-mark  by  The  P.  J.  Drury  Company. 

It  appears  that  the  applicant's  trade-mark  was  published  in  the 
Official  Gazette  of  May  16, 1905,  and  that  no  notice  of  opposition  was 
filed  within  thirty  days  thereafter,  as  provided  in  section  6  of  the 
Trade-Mark  Act;  but  on  July  6  J.  P.  Winand  filed  the  notice  of 
opposition  which  is  here  under  consideration.  At  the  time  the  notice 
was  received  the  application  had  been  passed  to  issue  and  was  in  the 
hands  of  the  printer.  On  July  11,  1905,  the  mark  was  actually 
registered. 

It  appears  that  this  Office  did  not  notice  that  the  mark  was  regis- 
tered, and  the  applicant  did  not  call  attention  to  the  fact,  and  there- 
fore on  August  8  the  applicant  was  called  upon  to  file  an  answer  to 
the  noticse  of  opposition.  Such  answer  was  filed  on  September  8,  and 
thereafter  times  were  set  for  taking  testimony.  The  present  at- 
torney for  The  P.  J.  Drury  Company  was  then  appointed  and  took 
charge  of  the  prosecution  of  the  case,  and  on  October  11  he  filed  a 
motion  to  dismiss  the  opposition.  That  motion  was  granted, .  and 
thereupon  this  appeal  was  filed. 

It  is  to  be  noted  that  section  6  of  the  Trade-Mark  Act  providing 
for  opposition  distinctly  says  that  if  no  opposition  is  filed  within  the 
thirty  days  allowed  registration  shall  be  granted  to  the  applicant. 
The  statute  gives  this  Office  no  authority  to  extend  the  time  fixed  for 
opposition,  and  therefore  it  is  without  jurisdiction  to  conduct  pro- 
ceedings on  an  opposition  filed  after  that  date.  The  Examiner  was 
therefore  right  in  dismissing  the  opposition  upon  this  ground.  In 
the  present  case,  furthermore,  since  the  trade-mark  has  been  regis- 
tered by  the  applicant,  proceedings  in  opposition  to  that  registration 
are  clearly  of  no  effect  and  useless.  The  sole  purpose  of  the  oppo- 
sition was  to  prevent  registration,  and  it  is  very  clear  that  such  result 
cannot  be  effected  now  even  if  it  should  be  concluded  that  the  mark 
should  not  have  been  registered. 

The  decision  of  the  Examiner  of  Interferences  is  afjirmed. 
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AUTENRIETH  AND  KaNE  V.  SORENSEN. 

Decided  December  22,  1905, 

(120  O.  Gm  2126.) 

AppKAii  After  Expibation  of  Limit  of  Appeal — Verified  Showing. 

a  petition  to  extend  the  limit  of  appeal  to  include  an  appeal  filed  after 
the  expiration  thereof  must  be  supported  by  a  verified  showing  in  excuse 
for  the  delay.  {Ex  parte  Kletzker  and  Ooesel  v.  Dodson,  0.  D.,  1904,  100; 
109  O.  a,  1336.) 

On  Petition. 

sNAP-swrrcH. 

Mr.  Vernon  E,  Hodges  for  Autenrieth  and  Kane. 

Messrs.  Tovmsend  cfe  Decker  and  Mr.  J.  R.  Edson  for  Sorensen. 

Allen,  Commissioner: 

This  is  a  petition  by  Autenrieth  and  Kane  that  the  limit  of  appeal 
to  the  Examiners-in-Chief  which  expired  on  November  4,  1905,  be 
extended  to  include  an  appeal  filed  November  6,  1905. 

Since  the  showing  made  in  support  of  the  petition  is  not  verified, 
as  required  by  the  practice  indicated  in  the  case  of  Kletzker  and 
Goesel  v.  Dodson  (C.  D.,  1904,  100;  109  O.  G.,  1336)  and  other  de- 
cisions, the  petition  is  dismissed. 


Ex  parte  Jansson. 

Decided  December  22,  1905. 

(120  O.  G.,  2126.) 

1.  Descmption — Reference  to  Modifications — Cancelation  Not  Requi^. 

When  the  applicant  states  In  his  specification  that  he  does  not  regard  his 
invention  as  limited  to  the  exact  details  of  construction  and  It  appears  that 
his  claims  are  not  so  limited.  Held  that  he  should  not  be  required  to  cancel 
the  statement  as  superfluous.  (Ew  parte  Champ,  C.  D.,  1905,  54;  114  O.  G., 
1827.  distinguished.) 

2.  Same — Scope  of  Claims — Intent  of  Applicant  Material. 

In  a  case  of  doubt  the  intent  of  the  applicant  in  using  a  term  in  a  claim 
and  the  understanding  of  the  Ofllce  in  allowing  the  claim  have  a  material 
bearing  upon  its  meaning  and  scope,  and  therefore  the  applicant  shotild  not 
be  required  to  cancel  statements  where  such  cancelation  may  result  in  a 
more  limited  construction  of  the  claim  than  is  necessary. 

On  Petition. 

automatic  stop  motion  apparatus. 

Messrs.  Brown^  Darhy  <6  Hopkins  and  Mr.  Chas.  M.  Nisse7i  for  the 
applicant. 
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Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner 
requiring  the  cancelation  of  the  following  statement  in  the  specifica- 
tion on  the  ground  that  it  is  superfluous : 

I  wish  it  to  be  understood  that  I  do  not  desire  to  be  limited  to  the  exact 
details  of  construction  shown  and  descril)ed,  for  obvions  modifications  will  occur 
to  a  person  skilled  in  the  art 

It  does  not  appear  from  the  Examiner's  statement  that  the  claims 
are,  in  fact,  limited  to  the  exact  details  of  construction  shown  and 
described,  and  therefore  no  question  as  to  the  accuracy  of  the  above- 
quoted  statement  has  been  raised.  The  sole  objection  is  that  the 
statement  is  unnecessary  and  serves  no  useful  purpose  in  the  appli- 
cation. 

While  it  is  true  that  it  may  be  determined  without  reference  to  the 
above-quoted  statement  whether  or  not  the  claims  are  limited  to  the 
exact  details  of  construction,  it  is  also  true  that  the  meaning  to  be 
given  to  terms  used  in  the  claims  is  often  controlled  by  the  proceed- 
ings in  this  Office  which  show  the  intent.  In  case  of  doubt  as  to  the 
meaning  of  any  term,  the  intent  of  the  applicant  in  using  the  term 
and  the  understanding  of  this  Office  in  allowing  the  claim  become 
material.  The  intention  of  the  parties  is  just  as  important  in  con- 
struing a  patent  as  in  construing  any  other  legal  instrument,  and  for 
that  reason  the  courts  give  great  weight  to  the  proceedings  in  this 
Office  leading  to  the  grant. 

In  the  present  case  the  paragraph  to  which  objection  has  been 
made  was  clearly  inserted  to  show  that  the  applicant  used  the  terms 
found  in  the  claims  in  their  broad  and  not  their  restricted  sense.  To 
cancel  that  paragraph  upon  the  requirement  of  this  Office  might  lead 
to  the  conclusion  that  the  applicant  acquiesces  in  a  ruling  by  this 
Office  that  the  terms  of  the  claims  are  to  be  understood  in  a  restricted 
sense.  While  it  was  not  necessary  to  include  the  statement,  it  does 
not  tend  to  mislead  or  confuse  the  public  as  to  the  meaning  of  the 
patent,  but,  on  the  contrary,  tends  to  make  clear  the  meaning.  It  is 
not  mere  surplusage,  since  it  discloses  the  intent,  which  has  a  mate- 
rial bearing  upon  the  meaning  of  the  claims. 

This  case  is  to  be  distinguished  from  that  considered  in  ew  parte 
Champ,  (C.  D.,  1905,  54;  111  O.  G.,  1827.)  In  that  case  the  appli- 
cant merely  stated  well-known  principles  of  law  applicable  to  his 
case,  as  well  as  to  all  other  cases,  and  included  nothing  of  value  in 
determining  the  scope  and  meaning  of  the  patent.  There  is  no  limit 
to  the  propositions  of  law  which  might  be  stated  in  patents,  and  since 
their  inclusion  is  useless  it  was  pointed  out  in  ex  parte  Champ  that 
they  should  be  excluded. 

The  petition  is  granted. 
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Kinsman  v.  Strohm. 

Decided  January  5, 1906. 

(120  O.  G.,  2127.) 

Abandonment  of  Application — Review  of  Fobmeb  Ck)MMissioNEB*s  Decision — 

Allegation  of  Fraud  by  Applicant. 

The  question  of  abandonment  of  an  application  decided  by  a  former 

Ck>mmissioner  will  not  be  reviewed  except  upon  a  clear  and  satisfactory 

showing  that  the  Ck>mmihjioner  was  misled  by  the  applicant  as  to  the  facts, 

and  more  ew  parte  affidavits  cannot  be  regarded  as  such  showing. 

On  Petition. 

RAILWAY   signaling. 

Mr.  Charles  S.  Champion  for  Kinsman. 
Messrs.  Connolly  Bros,  for  Strohm. 

Allen,  Commissioner: 

This  is  a  petition  by  Kinsman  referring  to  a  motion  for  dissolution 
and  a  motion  to  shift  the  burden  of  proof  made  by  him  and  asking 
for  a  review  and  reversal  of  a  ruling  made  in  1899  to  the  effect  that 
Strohm's  application  was  not  abandoned  for  lack  of  prosecution. 

It  appears  that  more  than  two  years  elapsed  without  action  by  the 
applicant  in  Strohm's  case,  and  therefore  it  was  prima  facie  aban- 
doned. The  applicant,  however,  filed  affidavits  tending  to  show 
poverty  and  illness  on  the  part  of  the  applicant  such  as  made  the 
delay  unavoidable.  In  view  thereof  Commissioner  Duell  granted  a 
petition  asking  for  a  review  of  the  facts  and  an  adjudication  that  the 
c^se  was  not  abandoned. 

The  present  petitioner  alleges  that  there  was  no  foundation  in  fact 
for  the  allegations  upon  which  the  petition  was  granted  and  that  this 
Office  was  misled  by  the  applicant,  Strohm. 

The  action  of  my  predecessor  upon  the  question  of  abandonment 
will  not  be  reviewed  except  upon  a  clear  showing  that  he  was  misled 
as  to  the  facts  by  the  affidavits  filed.  The  ex  parte  affidavits  now  filed 
cannot  be  accepted  as  such  showing.  They  are  opposed  by  the  affi- 
davits originally  filed  on  behalf  of  Strohm,  and  there  is  no  reason 
for  accepting  them  as  having  greater  force. 

The  present  petition  must  be  denied;  but  it  may  be  said  that  if 
the  evidence  taken  in  the  interference,  where  Strohm  has  the  right 
of  cross-examination,  shows  that  the  allegations  made  in  the  affi- 
davits which  lead  to  the  holding  that  the  case  was  not  abandoned 
were  contrary  to  the  facts  the  matter  may  be  reconsidered. 

The  petition  is  denied. 
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Ex   PARTE   SCHRADER. 

Decided  January  9,  1906. 

(120  O.  a,  2127.) 

Final  Rejection — ^Amendment  After — Showing  Requibed. 

The  statement  of  the  attorney  that  the  subject-matter  of  a  proposed 
amendment  filed  after  final  rejection  was  not  earlier  called  to  his  atten- 
tion by  the  inventor  is  not  a  sufllcient  showing  upon  which  to  admit  the 
amendment. 

On  Petition. 

stopper  for  water-rags. 

Messrs.  Arthur  C.  Fraser  cfe  Co.  for  the  applicant. 

Allen,  Commissioner : 

This  is  a  petition  requesting  that  the  above-entitled  case  be  re- 
oj>ened  for  the  admission  of  an  amendment  erasing  all  the  claims 
and  substituting  a  new  one  in  place  thereof. 

It  appears  that  all  the  claims  in  the  case  were  finally  rejected  by 
the  Examiner  and  that  such'  rejection  was  aflSrmed  upon  appeals  to 
the  Examiners-in-Chief  and  to  myself.  The  only  showing  made 
why  the  amendment  was  not  earlier  presented  is  the  statement  of 
the  attorneys  that  the  subject-matter  of  the  new  claim  was  not  called 
to  their  attention  by  the  inventor,  who  was  in  Europe  at  the  time 
the  application  was  prepared.    The  showing  is  insufficient. 

The  petition  is  denied. 


Ex  PARTE  WURTZ. 

Decided  December  22,  1905. 
(120O.  G.,  2441.) 

L  Assignment — Identification  by  Date  op  Execution  op  Application. 

An  assignment  does  not  identify  an  application  with  certainty  where  it 
alleges  that  such  application  was  executed  November  0,  1904,  but  the 
notary's  certificate  attached  to  the  application  bears  the  date  of  November 
9,  1890. 

2.  Same — Identification  op  Invention  by  Refebence  to  Caveat. 

An  assignment  executed  by  an  inventor  transferring  his  entire  interest 
in  certain  inventions  disclosed  in  a  caveat  filed  in  the  Patent  Office,  identi- 
fying snch  caveat  by  date  of  filing  and  subject-matter,  and  requesting  that 
the  patent  upon  the  application  "  which  I  am  about  to  make  *'  issue  to  the 
assignee,  identifies  an  application  subsequently  filed  sufficiently  to  warrant 
its  recognition  by  the  Office  where  it  is  found  that  the  subject-matter  of 
the  caveat  corresponds  to  that  of  the  application. 

H.  Doa  641,  59-2 6 
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3.  Same — Practice  Analogous  to  That  Applied  to  Divisional  Applications. 

It  is  the  uniform  custom  of  the  Office  to  apply  to  divisional  applicationfl 
assignments  of  the  original  cases,  and  no  good  reason  is  seen  why  the  same 
practice  should  not  be  applied  to  caveats  and  subsequent  applications  for 
the  same  subject-matter. 

4.  Same — ^Two  Assignments  of  Same  Inventor — First  Assignee  Recognized. 

Where  an  inventor  assigns  his  entire  invention  to  another,  identifying 
the  invention  by  reference  to  a  caveat  filed  in  the  Patent  Office,  and  re- 
quests that  the  patent  which  may  be  issued  on  an  application  which  he  is 
"  about  to  make  "  be  Issued  to  the  assignee,  and  subsequently  makes  another 
assignment  of  the  same  invention  similar  to  the  first,  except  that  he  iden- 
tifies the  invention  by  referring  to  the  date  of  execution  of  the  application, 
the  first  assignee  is  entitled  to  prosecute  the  application  and  receive  the 
patent,  as  the  first  assignment,  as  well  as  the  second,  conveys  the  legal  title. 

On  Petition. 

process  of  distilling  coals  and  other  hydrocarbonaceous  substances. 

Mr,  A,  G.  N.  Vermilyea  for  the  applicant. 

AiXEN,  Commissioner: 

This  is  a  petition  by  The  American  Chemical  Education  Company 
that  it  be  recognized  as  the  assignee  of  the  inventor  in  the  above- 
entitled  case  and  that  it  be  permitted  to  prosecute  the  application 
as  the  owenr. 

On  May  21,  1904,  there  was  recorded  in  this  Office  (Liber  K  69, 
p.  488)  an  instrument  dated  June  11,  1903,  and  signed  by  the  ap- 
plicant Wurtz,  transferring  to  the  petitioner  his  entire  interest  in 
certain  inventions  disclosed  in  caveats  filed  in  this  Office.  The  caveat 
was  identified  by  date  of  filing,  the  subject-matter  was  stated,  and  it 
was  specifically  requested  that  the  patent  upon  the  application 
"  which  I  am  about  to  make "  issue  to  the  present  petitioner  as 
assignee. 

The  present  application  was  filed  November  21,  1904,  and  it  ap- 
pears that  the  subject-matter  thereof  corresponds  to  that  of  the  caveat 
identified  in  the  assignment.  The  petitioner  therefore  contends  that 
it  is  the  owner  of  the  present  application  and  is  entitled  to  receive 
the  patent. 

It  appears,  however,  from  the  records  of  this  Office  (Liber  V  72, 
pp.  76-80)  that  the  inventor  Wurtz  executed  an  assignment  to  one 
Smith  on  November  9,  1904.  Smith  assigned  to  Fitzgerald,  and 
Fitzgerald  to  The  American  Education  Company.  That  company 
opposes  the  present  petition  and  alleges  that  it  is  the  legal  owner  of 
the  applications  and  inventions  acquired  through  Smith  and  Fitz- 
gerald. 

The  assignment  to  Smith,  dated  November  9,  1904,  is  substantiaUy 
like  that  to  the  petitioner,  dated  June  11,  1903.    The  assignment  to 
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the  petitioner  identified  the  invention  by  reference  to  the  caveat, 
whereas  the  later  assignment  to  Smith  identifies  it  by  the  date  of 
execution  of  an  application  for  patent.  That  date  of  execution  is 
said  to  be  November  9,  1904.  It  is  contended  in  opposition  to  the 
petition  that  the  assignment  of  November  9,  1904,  identifies  the  pres- 
ent application  and  conveys  legal  title,  whereas  the  assignment  to  the 
petitioner  does  not  identify  the  application  and  conveys  nothing  save 
an  equitable  right.  It  is  therefore  urged  that  the  petitioner  is  not 
the  legal  owner  and  is  not  entitled  to  receive  the  patent. 

I  am  clearly  of  the  opinion  that  the  identification  of  the  caveat, 
coupled  with  the  statement  that  "  I  am  about  to  make  application," 
is  a  suiBcient  identification  of  the  present  application  to  warrant 
action  by  this  Office.  It  is  the  uniform  custom  of  the  Office  to  apply 
to  divisional  applications  assignments  of  the  original  cases,  and  no 
good  reason  is  seen  why  the  same  practice  should  not  be  applied  to 
caveats  and  subsequent  applications  for  the  subject-matter  thereof. 
All  that  is  necessary  is  certainty  of  identification. 

The  assignment  made  to  this  petitioner  conveys  the  legal  title,  and 
since  it  was  prior  in  point  of  time  to  any  other  alleged  transfer  by 
the  inventor  it  must  be  recognized  as  giving  the  petitioner  the  right 
to  prosecute  the  application  and  receive  the  patent. 

While  the  matter  of  dates  is  controlling  upon  the  question  which 
assignment  shall  be  recognized,  it  is  to  be  noted  that  the  assignment 
of  November  9,  1904,  does  not  identify  the  present  application  with 
certainty.  It  says  the  date  of  execution  of  the  application  is  Novem- 
ber 9,  1904,  whereas  the  certificate  of  the  notary  attached  to  the  ap- 
plication bears  date  "  this  ninth  day  of  November,  eighteen  hundred 
and  ninety." 

The  petition  is  granted. 


TuRNBULL  V.  Curtis. 

Decided  December  28, 1905. 
(120  O.  G.,  2442.) 

1.  iNTEBFEBENCB — EviDENCfi — ^TESTIMONY  OF  ASSIGNEE. 

Where  a  party  depends  for  corroboration  of  his  claims  of  conception  and 
disclosure  of  the  invention  upon  the  testimony  of  his  assignee  and  the  char- 
acter for  veracity  and  the  reliability  of  the  assignee  are  unimpeached  and 
the  circumstances  afford  no  reason  for  disbelieving  the  statements  in  the 
deposition  of  the  assignee,  Held  that  the  corroboration  is  not  rendered  in- 
sufficient by  the  fact  that  the  witness  is  the  party's  assignee. 

2.  Same — Same — Failure  to  Call  a  Witness. 

Where  party  claimed  to  have  disclosed  his  invention  to  his  solicitor, 
among  others,  and  the  solicitor  was  not  put  upon  the  stand,  but  it  api)ears 
that  the  party  was  not  certain  of  disclosure  to  the  solicitor  at  the  early  date 
upon  which  disclosure  was  made  to  another  witness  who  did  testify,  Held 
that  the  failure  to  call  the  solicitor  as  a  witness  was  of  no  consequence. 
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3.  Same — Same — Non-Pboduction  of  Sketches. 

Where  sketches  claimed  to  have  been  made  by  the  inventor  were  not 
produced,  but  the  inventor  testified  that  the  sketches  were  not  made  for 
preservation  and  were,  in  fact,  not  preserved.  Held  that  no  unfavorable 
inference  should  be  drawn  from  their  non-production. 

4.  Same — Pbiority — Diligence — Poverty — Enlisting   Aid  ob  Filing   Applica- 

tion. 
The  conceiver  of  an  invention  whose  financial  condition  is  such  as  to 
excuse  him  from  any  attempt  unaided  to  actually  reduce  the  invention  to 
practice  must,  if  he  would  hold  the  field,  enlist  the  aid  of  others  in  actual 
reduction  to  practice  or  file  an  application  for  patent. 

5.  Same — Same — Same — Same — Commercial  Expijoitation. 

Where  a  party  was  in  straitened  financial  condition,  but  his  efforts  dur- 
ing the  period  of  delay  in  reducing  to  practice  were  directed  toward  com- 
mercial exploitation  of  his  inventions  generally,  rather  than  toward  secur- 
ing the  construction  of  the  machine  in  Issue  or  toward  filing  an  application 
for  patent  thereon,  Held  that  he  was  not  reasonably  diligent. 

6.  Same — Same — Same — Same — Filing  Application. 

The  contention  that  a  party  could  not  file  his  application  earlier  than 
he  did  Is  rebutted  by  the  fact  that  he  filed  or  caused  to  be  filed  subsequent 
to  his  conception  of  the  invention  in  issue  and  prior  to  the  filing  of  his 
application  in  Interference  applications  for  patents  upon  six  other  inven- 
tions. 

7.  Same — Same — Same — Same — Invention  an  Asset. 

It  is  to  be  presumed  that  an  invention  which  Is  contested  In  interference 
proceedings  Is  a  valuable  asset  and  that  an  inventor  if  without  other  means 
can  ordinarily  draw  on  this  source,  at  least  for  means  wherewith  to  file 
his  application.  If  he  fails  to  do  so,  he  must  show  that  the  failure  was 
unavoidable  and  after  every  reasonable  effort  in  that  direction  had  been 
exerted. 

8.  Same — Same — Same — Delay  in  Favor  of  Related  Invention — Evidence. 

In  order  to  bring  his  case  within  the  doctrine  of  those  cases  where 
inventors  were  considered  diligent  who  postponed  the  completion  of  their 
inventions  in  order  to  complete  other  devices  intimately  connected  there- 
with, a  party  must  produce  evidence  that  his  invention  is  not  useful  except 
in  connection  with  the  devices  in  whose  favor  the  delay  was  made.  Fail- 
ing to  do  so,  his  opponent  is  relieved  from  the  duty  of  producing  evidence 
to  the  contrary,  and  the  party  cannot  thereafter  rely  upon  the  absence 
of  such  evidence  to  the  contrary  to  supix^rt  the  contention  that  the  inven- 
tion was  not  otherwise  useful. 

Appeal  from  Examiners-in-Chief. 

metal  cutting  and  forming  machine. 

Mr.  Charles  W.  Hills  and  Messrs.  Bacon  <&  MUans  for  TurnbulL 
Messrs.  Munday^  Evarts  <&  Adcock  and  Mr.  H.  N.  Low  for  Curtis. 

Allen,  Commissioner: 

This  is  an  appeal  by  TurnbuU  from  that  portion  of  the  decision 
of  the  Examiners-in-Chief  which  aflirms  as  to  coimts  2,  3,  4,  and  5 
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the  decision  of  the  Examiner  of  Interferences  awarding  priority  of 
invention  to  Curtis  upon  an  issue  expressed  in  the  following  counts : 

1.  In  a  machine  of  the  class  described,  a  plurality  of  pairs  of  cutting-rolls 
and  coacting,  independently-removable  means  on  each  pair  of  cutting-rolls 
adapted  to  slit  a  sheet  of  metal  Into  a  plurality  of  relatively  short  slits,  the 
knives  on  each  pair  of  said  rolls  forming  silts  alternating  with  those  formed 
by  the  knives  on  the  other  pair. 

2.  In  a  machine  of  the  class  described,  the  combination  with  a  frame,  of 
a  plurality  of  pairs  of  coacting  rolls  Journaled  thereon,  means  arranged  on 
said  rolls  equidistant  apart  and  adapted  to  cut  a  sheet  of  metal  Into  a  plurality 
of  short  slits  arranged  staggering  with  each  other  and  a  uniform  distance 
apart,  each  of  said  pairs  of  rolls  forming  half  of  said  slits. 

3.  The  sheet-metal-slitting  machine  wherein  are  combined  two  pairs  of  sllt- 
ting-rolls  arranged  one  in  advance  of  the  other,  said  rolls  being  adapted  to 
slit  the  sheet  without  bending  the  metal,  and  each  roll  being  provided  with  a 
series  of  cutters  extending  the  entire  width  of  the  sheets,  and  each  pair  of  rolls 
forming  slits  In  rows  alternating  with  the  slits  formed  by  the  cutters  of  the 
other  pair. 

4.  The  sheet-metal-slitting  machine  wherein  are  combined  two  pairs  of  sllt- 
ting-rolls,  one  pair  In  advance  of  the  other  pair,  and  both  provided  with  notched 
cutters  extending  the  entire  width  of  the  sheet,  and  so  arranged  that  the  rows 
of  slits  formed  by  one  pair  alternate  with  the  rows  formed  by  the  other  pair, 
and  so  the  slits  in  the  different  rows  break  joints,  said  cutters  being  also  adapted 
to  slit  the  sheet  without  bending  the  metal. 

5.  The  sheet-metal-slltting  machine  wherein  are  combined  two  pairs  of  slit- 
ting-rolls  arranged  one  pair  In  advance  of  the  other  and  both  provided  with 
notched  cutters  whose  thickness  equals  the  width  of  two  strands  of  the  slltted 
sheet,  said  cutters  being  arranged  so  the  rows  of  slits  cut  by  one  pair  of  rolls 
alternate  with  the  rows  of  slits  cut  by  the  other  pair,  and  being  adapted  to  cut 
the  sheet  without  bending  the  metal. 

The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner  of 
Interferences  as  to  count  1  and  awarded  priority  thereon  to  Tumbull. 
They  also  called  attention  to  the  fact  that  in  their  opinion  Curtis  has 
no  right  to  make  a  claim  corresponding  to  this  count.  As  Curtis  has 
taken  no  appeal  from  the  decision  on  priority  adverse  to  him  upon 
count  1,  it  is  not  necessary  to  consider  further  the  question  of  his  right 
to  make  a  claim  corresponding  thereto. 

Taking  up  the  question  of  priority  upon  counts  2,  3,  4,  and  5,  it  is 
found  that  Tumbull  in  his  preliminary  statement  claims  conception 
and  disclosure  of  the  invention  in  the  year  1897.  He  reduced  to 
practice  constructively  on  February  15,  1902,  by  filing  an  application 
for  patent,  of  which  his  application  in  interference  is  a  continuation. 
Curtis  claims  conception  in  October  of  1900,  and  his  date  of  reduction 
to  practice  is  September  23,  1901,  also  constructive  through  the  filing 
of  his  application  in  interference.  The  Examiner  of  Interferences 
found  that  TumbuU's  conception  in  1897,  or  thereabout,  was  proved 
and  that  Curtis  had  proved  conception  in  the  year  1900,  some  time 
during  the  months  of  October,  November,  or  December.  He  also 
found  that  TurnbuU  was  not  diligent  in  his  reduction  to  practice  and 
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awarded  priority  of  invention  to  Curtis.  The  Examiners-in-Chief  ex- 
pressed the  same  conclusion  as  the  Examiner  of  Interferences  on  each 
of  these  points  so  far  as  counts  2,  3, 4,  and  5  are  concerned.  No  ques- 
tion is  raised  here  as  to  the  date  of  conception  by  Tumbull  or  of  the 
date  of  reduction  to  practice  by  either  party. 

The  questions  which  are  raised  by  this  appeal  are  two,  and  are,  first, 
as  to  Curtis's  date  of  conception,  and,  second,  as  to  TurnbuU's  dili- 
gence. Tumbull  contends  that  Curtis  has  failed  to  prove  his  alleged 
conception  of  the  invention  in  October  or  December  of  1900  or  con- 
ception by  him  at  any  time  prior  to  the  filing  of  his  application  on 
September  23, 1901.  The  question  of  Curtis's  date  of  conception  is  of 
consequence  in  marking  the  beginning  of  the  period  throughout  which 
Turnbull  must  have  been  diligent  if  he  is  to  prevail  here.  Curtis 
tastified  that  he  conceived  the  invention  about  October  15,  1900,  and 
that  he  disclosed  it  verbally  and  by  sketches  to  one  Bradford  and,  he 
thinks,  to  Evarts,  his  patent  solicitor.  (C.  R.,  p.  5,  Qs.  6-8.)  He 
identifies  the  invention  (Qs.  13-19)  and  fixes  the  time  of  invention  as 
before  a  severe  illness  suflFered  during  the  first  three  months  of  1901. 
(Qs.  10-12.)  Bradford  corroborates  Curtis  as  to  disclosure  to  him  in 
the  fall  of  1900.  (C.  R.,  pp.  3  and  4,  Q.  5.)  I  am  asked  to  disre- 
gard this  evidence  on  the  grounds  that  Bradford  is  interested  in  the 
invention  as  an  assignee ;  that  Bradford  does  not  identify  the  inven- 
tion disclosed  to  him  as  the  complete  invention  in  issue;  that  the 
solicitor,  Evarts,  did  not  testify,  and  that  the  sketches  which  Curtis 
referred  to  have  not  been  produced.  The  testimony  of  an  assignee 
is  competent.  In  the  present  case  the  character  for  veracity  and  the 
reliability  of  the  assignee  are  unimpeached,  and  the  circumstances 
afford  no  reason  for  disbelieving  the  statements  in  his  deposition.  I 
am  of  the  opinion  that  he  fully  identifies  the  invention  disclosed  to 
him  in  the  fall  of  1900  as  the  invention  in  issue.  (C.  R.,  pp.  3  and  4, 
Qs.  5  to  8.)  The  failure  to  put  the  solicitor,  Evarts,  on  the  stand 
is  of  no  consequence,  as  it  does  not  appear  that  Curtis  was  certain  of 
disclosure  to  him  at  the  early  date  upon  which  disclosure  was  made 
to  Bradford.  As  to  the  non-production  of  the  sketches,  Curtis  testi- 
fied that  these  were  not  made  for  preservation  and  were,  in  fact,  not 
preserved.  I  do  not  perceive  why,  in  view  of  the  explanation,  any 
unfavorable  inference  should  be  made  as  to  Curtis's  conception  from 
their  absence.  Curtis  seems  to  have  been  content  to  rest  for  proof 
of  conception  upon  a  minimum  of  evidence ;  but  that  minimum  seems 
to  be  sufficient  to  satisfy  the  requirements  of  this  case. 

Having  determined  that  Ctirtis  conceived  and  disclosed  the  inven- 
tion in  1900,  some  time  between  October  15  and  the  end  of  December, 
it  becomes  necessary  to  determine  whether  Tumbull  at  this  time  was 
exercising  reasonable  diligence  in  the  reduction  of  the  invention  to 
practice.  It  appears  that  the  preparation  of  drawings  for  Turn- 
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bull's  application  for  patent  was  mentioned  to-  the  draftsman  some 
time  between  May  and  August,  1901,  but  that  the  draftsman  was 
told  to  take  his  time  and  not  to  hurry,  as  there  was  no  prospect  of 
money  forthcoming  to  pay  for  the  work.  Whether  this  act  and  the 
subsequent  acts  leading  to  the  filing  of  TumbuU's  case  amounted  to 
reasonable  diligence  need  not  be  determined,  since  TurnbuU  was  not 
prior  to  this  date  diligently  engaged  in  the  reduction  of  the  invention 
to  practice. 

On  the  question  of  diligence  TurnbuU  testifies  at  some  length  to 
the  effect  that  from  a  time  previous  to  the  conception  of  the  present 
invention  and  to  the  filing  of  his  application  he  was  in  a  very  strait- 
ened financial  condition,  a  man  who  had  been  through  bankruptcy, 
who  was  pressed  with  debts  accruing  from  business  failures  and  from 
the  support  of  himself  and  family,  and  who  was  practically  without 
income  except  small  salaries  received  during  portions  of  the  tiiiie 
and  a  cash  sum  of  $2,000  received  on  December  7,  1900,  upon  the  sale 
of  one  of  his  inventions.  He  is  corroborated  as  to  debts  and  lack  of 
income  by  his  son,  and  other  witnesses  testify  that  he  was  a  poor 
man.  It  may  be  accepted  that  TumbuU's  financial  condition  was 
such  as  to  excuse  him  from  any  attempt  unaided  to  build  a  machine. 
In  such  a  case,  however,  it  is  incumbent  on  the  conceiver  of  an  inven- 
tion who  would  hold  the  field  to  enlist  the  aid  of  others  in  actual  re- 
duction to  practice  or  to  file  an  application  for  patent.  TurnbuU 
contends  that  he  was  too  poor  to  file  an  application,  but  that  he  was 
endeavoring  throughout  the  period  of  delay  to  interest  others  in  the 
development  of  his  inventions  and  in  the  protection  of  the  same  by 
patents.  His  son  testifies  that  TurnbuU  frequently  tried  to  borrow 
money  from  him  in  the  years  1899  and  1900  wherewith  to  file  an 
application  upon  this  invention.  (T.  R.,  pp.  77  and  78,  X-Qs.  4-8.) 
The  witness  Glendening  testifies  that  TurnbuU  discussed  with  him 
the  building  of  a  machine  embodying  the  present  invention  in  July, 
1900,  or  earlier.  (T.  R.,  pp.  85-87,  Qs.  4-15.)  It  appears  that  the 
contract  for  building  the  machine  was  given  to  Glendening  in  1901 
and  that  the  machine  was  actually  built  thereunder  and  successfully 
operated.  (T.  R.,  p.  88,  Qs.  18-20.)  The  witness  McLauchlan  tes- 
tifies that  TurnbuU's  machines  were  seriously  considered  by  capital- 
ists about  a  year  and  a  half  after  the  date  June  8,  1899,  and  that  up 
to  the  time  when  the  arrangements  were  made  for  filing  the  applica- 
tion and  building  the  machine  TurnbuU  continued  to  urge  him  to 
interest  himself  in  the  machine  and  was  constantly  talking  about  it 
and  soliciting  financial  aid  and  cooperation.  (T.  R.,  p.  12,  Qs. 
20-23.)  Correspondence  is  also  in  evidence  to  show  that  TurnbuU 
was  endeavoring  to  get  manufacturers  to  take  up  his  inventions, 
build  his  machines,  and  join  with  him  in  the  exploitation  of  the 
product.  (TumbuU's  exhibits,  Correspondence  Bostwick  Co.,  and 
Letter  to  Cochrane,  August  24,  1900.) 
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The  above  is  in  substance  all  the  evidence  favorable  to  the  conten- 
tion that  Turnbull  was  diligently  seeking  reduction  to  practice  of 
the  invention  in  issue  prior  to  the  year  1901.  It  is  in  my  opinion 
overcome  by  evidence  that  Turnbull  might  have  filed  his  applica- 
tion before  Curtis  entered  the  field  and  that  his  efforts  at  that  time 
were  directed  rather  toward  the  commercial  exploitation  of  his  in- 
ventions generally  than  toward  securing  the  construction  of  the 
machine  in  issue  or  toward  the  filing  of  an  application  for  patent 
thereon.  On  December  7,  1900,  he  sold  a  patent  for  $2,000.  (T.  R., 
pp.  48  and  49,  X-Qs.  56-57.)  He  received  this  amount,  and  though 
in  debt  and  without  immediate  prospects  of  further  income  it  does 
not  appear  that  he  could  not  have  spared  enough  of  this  money  to  pay 
for  an  application  for  patent  had  he  cared  to  do  so.  The  contention 
that  Turnbull  could  not  file  his  application  earlier  than  he  did  is 
rebutted  by  the  fact  that  he  filed  or  caused  to  be  filed  subsequent  to 
his  conception  of  the  present  invention  and  prior  to  the  filing  of  his 
application  applications  upon  six  other  inventions  upon  which  pat- 
ents issued,  as  follows : 


No.  601,620. 
No.  609.481. 
No.  628,666  . 
No.  642,066. 
No.  664.198  . 
No.  681,865 . 


Issued. 


Application  filed. 


March  29,1898 

Au^st  23,1898 

July  11,1899 

January  28, 1900 

December  18,1900 

August  27,1901 


~r 


March  1,18S7 

February  11,1898 

August  18,1898 

March  24,1890 

July  28, 1900 

December  28, 1900 


It  would  seem  that  Turnbull  could  have  interpolated  the  present 
application  in  this  list  or  could  have  substituted  it  for  one  of  these 
applications,  so  as  to  have  obtained  a  constructive  reduction  to  prac- 
tice before  the  entry  of  Curtis  into  the  field,  had  he  cared  to  do  so. 
Statements  of  Turnbull  on  cross-examination  confirm  the  presump- 
tion that  TurnbuU's  failure  to  secure  an  earlier  construction  of  his 
machine  and  his  failure  to  file  an  application  thereon  prior  to  the 
filing  of  the  present  application  was  due  to  a  desire  to  withhold  the 
invention  from  others  until  the  opportunity  should  arrive  for  satis- 
factory commercial  development  thereof.  The  testimony  referred 
to  is  as  follows,  (T.  R.,  pp.  57  and  58:) 

X-Q.  66.  Why  did  you  delay  your  efforts  to  bring  out  your  inventions  relating 
to  expanded  metal  and  push  those  upon  your  other  Inventions  instead? 

A.  One  reason  was  the  lack  of  funds.  I  knew  that  It  would  take  consider- 
able more  money  to  get  out  patents  of  that  size  than  it  would  on  patents  of 
minor  magnitude.  I  believe  that  the  inventions  of  making  metal  lath  by  the 
rolling  process  was  a  complete  and  wonderful  revolution  of  the  lath  industry. 
Another  reason  would  be  that  I  was  looking  for  the  right  man.  I  had  been 
bitten  several  times  by  getting  hold  of  the  wrong  man  and  frozen  out. 

X-Q.  77.  You  found  means  wherewith  to  pay  for  these  six  patents.  Do  you 
wish  to  be  understood  as  saying  that  you  could  not  find  the  means  during  the 
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time  lapsing  between  the  conception  of  this  invention  and  the  23d  of  September, 
1901,  to  pay  for  one  more  application. 

A.  I  wish  to  be  understood,  if  possible,  as  endeavoring  to  get  some  big  whole- 
souled,  honest  business  man  to  put  up  enough  money  to  float  a  device  which 
would  be  a  complete  revolution  of  the  lath  industry,  meaning  enormous  profits, 
at  least  seventy-five  thousand  dollars  to  a  hundred  thousand  dollars  profit  per 
annum  on  each  machine.  That  man  I  had  been  unable  to  find  in  the  tUne 
stated. 

X-Q.  88.  Question  repeated. 

A.  Not  in  the  way  I  wanted  It.  I  was  trying  to  raise  money  or  get  money 
out  of  some  of  these  minor  patents  whereby  I  could  apply  for  patents  on  this 
metal-lath  industry  whereby  I  could  retain  the  control  of  it  No,  sir,  I  could 
not  find  the  means  if  I  had  taken  any  of  the  parties  in  on  the  expanded-metal 
deal  and  given  them  a  half  interest  it  would  likely  have  swamped  the  whole 
thing.     I  was  looking  for  a  man  of  large  caliber. 

"  Seeking  for  the  right  man,"  "  some  big  whole-souled  "  man  who 
would  "  put  up  money  enough  to  float "  the  invention  for  "  enormous 
profits,"  and  endeavoring  to  "  retain  the  control "  himself  for  fear 
that  taking  others  in  would  have  "  swamped  the  whole  thing  "  shows 
that  the  delay  was  voluntary  and  for  reasons  which  will  not  excuse 
the  failure  to  make  an  earlier  reduction.  The  Tumbull  correspond- 
ence in  evidence  leads  to  the  same  conclusion. 

It  is  to  be  presumed  that  an  invention  which  is  contested  in  inter- 
ference proceedings  represents  a  valuable  asset.  An  inventor  if 
without  other  means  can  ordinarily  draw  on  this  source,  at  least  for 
means  wherewith  to  file  his  application.  If  he  fails  to  do  so,  he  must 
show  that  the  failure  was  unavoidable  and  after  every  reasonable 
effort  in  that  direction  had  been  exerted.  The  independent  conceiver 
who  is  first  to  reduce  to  practice  cannot  be  excluded  from  the  right 
to  his  invention  by  a  party  who  though  prior  in  conception  delays  his 
reduction  in  order  that  he  may  make  what  he  may  consider  the  most 
desirable  commercial  arrangements  regarding  the  invention.  Turn- 
bull's  patents  on  other  inventions,  his  testimony  quoted  herein,  and 
his  exhibits  of  correspondence  above  referred  to  show  that  he  was 
withholding  this  application  until  he  could  make  an  advantageous 
disposition  thereof  from  a  business  point  of  view.  He  was  not  dili- 
gent, and  his  lack  of  diligence  is  not  excusable.  (Wyman  v.  Don- 
nelly, C.  D.,  1903,  556;  104  O.  G.,  310;  Paul  v.  Hess,  C.  D.,  1905,  610; 
115  O.  G.,  251.) 

It  is  urged  that  filing  the  application  for  TumbuU's  Patent  No. 
664,193  on  July  23,  1900,  prosecution,  and  taking  out  the  patent  on 
December  18,  1900,  showed  diligence  in  the  reduction  to  practice  of 
the  present  invention,  or  excused  lack  of  diligence  thereon  under  the 
doctrine  of  certain  exceptional  cases  where  an  inventor  was  considered 
diligent  who  postponed  the  completion  of  his  invention  in  order  to 
complete  another  device  intimately  connected  therewith.  {Christen- 
sen  V.  Ellis,  C.  D.,  1901,  326;  94  O.  G.,  2561;  McCormick  v.  Cledl, 
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C.  D.,  1898,  492;  83  O.  G.,  1514.)  The  circumstances  of  the  present 
case  do  not  bring  it  under  this  doctrine,  but  rather  under  that  of 
Stapleton  v.  Kinney^  (C.  D.,  1901,  414;  96  O.  G.,  1432,)  in  which  the 
court  refused  to  hold  work  upon  a  favored  invention  diligence  upon 
a  postponed  invention  where — 

There  were  other  methods  and  devices  in  operation  ♦  ♦  ♦  which,  though 
crude  and  cumbersome,  have  nevertheless  proved  sufficient  to  extend  the  use  of 
and  give  commercial  value — 

to  the  postponed  device.  The  Tumbull  Patent  No.  664,193,  issued 
December  18,  1900,  whose  prosecution  is  urged  in  excuse  of  the  delay 
in  this  case,  discloses  and  claims  devices  for  cutting  sheet  metal  and 
devices  for  expanding  the  same  to  form  the  finished  expanded-metal 
lathing  shown  in  Tumbull's  Patent  No.  642,056,  issued  January  23, 
1900.  The  present  invention  is  a  modification  of  the  cutting  device 
shown  in  Patent  No.  664,193.  If  there  were  practicable  devices  or 
means  for  expanding  the  cut  metal  adapted  to  complete  the  work  of 
the  machine  in  issue  known  during  the  period  of  delay  upon  the  pres- 
ent case,  then,  under  Stapleton  v.  Kinney^  8upra^  the  prosecution  of 
Patent  No.  664,193  is  no  excuse  for  the  delay  in  the  present  case.  I 
find  no  satisfactory  evidence  that  such  expanding  devices  were  not 
known.  On  the  contrary,  Tumbull's  Patent  No.  664,193  refers  to 
prior  manufacture  of  expanded-metal  lathing.  (Page  1,  lines  13  to 
24.)  Moreover,  Patent  No.  671,915,  of  April  9,  1901,  for  which  ap- 
plication was  filed  October  13,  1900,  (referred  to  in  Curtis's  applica- 
tion in  interference,)  and  Patents  No.  619,340,  dated  February  14, 
1899,  to  Pitkin,  No.  670,606,  dated  March  26,  1901,  (application  filed 
October  13, 1900,)  to  Curtis,  and  No.  642,056,  January  23, 1900,  (appli- 
cation filed  March  24,  1899,)  to  Tumbull,  (Tumbull  exhibits,)  indi- 
cate that  slitting  and  cutting  devices  were  known  to  be  useful  prior 
to  the  appearance  of  the  expanding  devices  disclosed  in  Tumbull's 
Patent  No.  664,193.  Moreover,  Tumbull  states  in  the  specification 
of  his  application  in  interference  (p.  8)  that  obviously  while  he  has 
described  the  invention  as  adapted  for  use  for  expanded-metal  ma- 
chines the  same  may  be  useful  and  desirable  for  many  other  purposes. 
However  this  may  be,  it  was  incumbent  upon  the  appellant  to  produce 
evidence  making  a  prima  facie  case  that  the  present  machine  was  not 
useful  except  in  connection  with  the  expanding  mechanism  of  Patent 
No.  664,193  if  he  expected  to  rely  upon  the  contention  now  under  con- 
sideration. He  failed  to  do  this,  and  thereby  relieved  his  opponent 
from  the  duty  of  producing  evidence  to  the  contrary.  He  cannot 
now  avail  himself  of  the  absence  of  evidence  to  the  contrary  to  sup- 
port the  contention  that  the  invention  in  issue  was  not  useful  with 
expanding-machines  known  before  the  expanding-machine  of  Patent 
No.  664,193  or  that  it  was  not  originally  useful  in  other  relations  than 
with  expanding-machines. 
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The  decision  of  the  Examiners-in-Chief  affirming  the  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  invention  to 
Curtis  as  to  counts  2,  3,  4,  and  5  of  the  issue  is  affirmed. 


W.  H.  Jones  &  Co.  v.  Carlton  Importation  Company. 

Decided  December  29,  1905. 

(120  O.  G..  2444.) 

Trai»-Mabk  Intebfebence — "Old  Jay"  and  "Blue  Jay." 

There  is  such  a  close  resemblance  between  a  mark  consisting  of  the  words 
"  Old  J  "  or  •*  Old  Jay  Rye "  in  connection  with  a  representation  of  a  blue 
jay  and  the  words  **  Blue  Jay  "  as  to  cause  confusion  and  bring  about  a 
conflict  of  rights. 

Appeal  on  Motion. 

Ta/kDE-lfABK   FOB   WHISKY. 

Mr,  A.  E.  Wallace  for  Jones  &  Co. 

Mr.  Frederic  B.  Keefer  for  Carlton  Importation  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  Carlton  Importation  Company  from  the 
decision  of  the  Examiner  of  Trade-Marks  denying  its  motion  for 
dissolution  of  the  interference. 

The  issue  is  defined  as  follows : 

The  words  "  Blue  Jay,"  or  "  Old  Jay,"  for  whisky. 

The  appellant  uses  the  words  "  Old  J  "  or  "  Old  Jay  Rye  "  in  con- 
nection with  the  representation  of  a  blue  jay,  whereas  Jones  &  Co. 
use  the  words  "  Blue  Jay."  Both  marks  as  used  include  other  ele- 
ments; but,  as  pointed  out  by  the  Examiner,  the  idea  embodied  in 
both  which  will  attract  attention  is  that  of  the  bird  known  as  a  jay. 

I  am  satisfied  that  there  is  such  close  resemblance  between  the 
marks  as  to  cause  confusion  and  bring  about  a  conflict  of  rights.  The 
Examiner  was  right  in  refusing  to  dissolve  the  interference,  and  his 
decision  is  affirmed. 


KoLB  V,  Hemingway  v.  Curtis. 

Decided  January  3,  1906. 

(120  O.  G.,  2445.) 

INTEBFEBENCK   IN    FACT — GENEBIG   ISSUE. 

There  may  be  an  interference  In  fact  on  a  generic  Issue  based  on  two 
derices  which  are  speciflcaUy  diflferent 
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Appeal  on  Motion. 


ELASTIC- FT.UID   TURBINE. 


Messrs.  Foster^  Freeman  <k  Watson  for  Kolb. 
Mr,  Charles  B.  Hemingway  pro  se. 
Messrs.  Dyer  cfe  Dyer  for  Curtis. 

Allen,  Commissioner : 

This  is  an  appeal  by  Hemingway  from  a  decision  of  the  Primary 
Examiner  holding  that  there  is  an  interference  in  fact. 

Appellant  urges  that  in  order  to  decide  the  question  presented  a 
comparison  of  the  interfering  constructions  should  first  be  made  to 
determine  whether  or  not  they  are  identical,  and  if  they  are  not 
identical,  then  there  is  no  interference  in  fact  without  regard  to  the 
terms  of  the  issue.  The  brief  filed  in  support  of  the  appeal  is  largely 
given  up  to  a  discussion  of  the  differences  between  the  two  construc- 
tions which  are  not  specified  in  the  claim.  This  line  of  argument 
indicates  a  misconception  by  appellant  of  the  precise  nature  of  the 
question  presented.  It  is  well  settled  that  an  interference  may  exist 
on  a  broad  issue  based  on  structures  which  are  specifically  different 
This  is  made  clear  by  numerous  decisions  recently  rendered.  In  this 
connection  attention  is  directed  to  the  recent  decision  of  Tovmsend  v. 
C  Of  eland  v.  Robinson^  (C.  D.,  1905,  559;  119  O.  G.,  2523,)  which 
clearly  explains  what  will  be  considered  as  a  question  of  interference 
in  fact. 

The  only  question  which  seems  to  be  properly  presented  by  this 
appeal  is  whether  or  not  both  parties  have  a  construction  responding 
to  the  words  of  the  issue,  "  return  bend."  It  is  found  that  they  have. 
While  the  respective  constructions  referred  to  by  those  words  are 
specifically  different,  as  is  often  the  case,  the  functions  are  substan- 
tially the  same,  and  the  words  are  broad  enough  to  cover  both  con- 
structions in  the  same  sense.  The  claims  cannot  be  construed .  to 
mean  anything  except  what  their  terms  indicate.  If  appellant  desires 
to  limit  his  claims  to  specific  details  which  are  not  found  in  the  appli- 
cation of  the  opposing  party,  such  claims  will  undoubtedly  be  allowed 
to  appellant,  if  they  are  patentable  over  the  issue,  after  the  termina- 
tion of  the  interference,  and  if  appellant  does  not  desire  to  contest 
the  question  of  priority  as  to  the  broad  subject-matter  the  interference 
may  be  terminated  without  a  contest,  as  provided  by  the  rules. 

The  decision  of  the  Primary  Examiner  is  affirmed. 
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Felsino  V,  Nelson. 

Decided  January  13,  1906, 

(120  O.  G.,  2445.) 

PuoB  Ex  Pabtb  Decision  by  Appellate  Tribunal — Not  Binding  on  Pbimabt 
Examiner  on  Inter  Partes  Consideration. 
An  e^  parte  decision  on  the  question  of  new  matter  in  a  reissue  applica- 
tion is  not  absolutely  binding  on  the  Primary  Examiner  when  the  question 
is  raised  inter  partes  on  a  motion  to  dissolve ;  but  it  should  be  persuasive. 
If  the  inter  partes  consideration  of  the  case  does  not  bring  out  new  reasons 
or  new  phases  of  the  old  reasons  or  such  new  light  as  would  reasonably  tend 
to  change  the  decision  by  the  appellate  tribunal,  then  such  decision  should 
be  followed. 

On  Petition. 

PNEUMATIC   STBAW-STACKER. 

Messrs.  Bradford  cfe  Hood  and  Mr,  E.  W,  Bradford  for  Felsing. 
Mr,  E,  G,  Siggers  for  Nelson. 

Allen,  Commissioner: 

This  is  a  petition  by  Nelson  requesting  that  the  Primary  Examiner 
be  instructed  that  an  ex  parte  decision  of  the  Examiners-in-Chief  on 
the  question  of  new  matter  in  a  reissue  application  is  not  binding 
upon  him  when  the  question  is  presented  on  a  motion  to  dissolve  and 
thdt  he  should  render  an  independent  judgment  thereon. 

The  application  of  the  opposing  party,  Felsing,  is  a  reissue  appli- 
cation. Prior  to  the  declaration  of  this  interference  the  claims  form- 
ing the  counts  of  this  issue  were  copied  by  Felsing  from  petitioner's 
patent,  but  were  rejected  by  the  Primary  Examiner  on  the  ground 
that  they  were  not  warranted  by  the  original  disclosure.  Thereupon 
an  appeal  was  taken  to  the  Examiners-in-Chief,  who  reversed  the 
decision  of  the  Examiner,  holding  that  such  claims  were  warranted 
by  the  original  disclosure.  An  interference  was  then  declared  be- 
tween petitioner's  patent  and  Felsing's  reissue  application. 

Nelson  brought  a  motion  to  dissolve,  alleging  irregularity  in  the 
declaration  of  the  interference  and  that  Felsing  had  no  right  to  make 
the  claims,  because  they  were  not  warranted  by  his  original  disclosure. 
From  the  decision  of  the  Primary  Examiner  rendered  on  this  motion 
it  appears  that  he  felt  bound  by  the  prior  ex  parte  judgment  of  the 
Examiners-in-Chief  on  the  question  presented  and  did  not  give  his 
independent  judgment  thereon ;  hence  this  petition. 

Practically  the  same  state  of  facts  here  presented  were  present  in 
the  case  of  Painter  v.  Hall,  (C.  D.,  1897,  43;  80  O.  G.,  1124.)  In 
that  case  certain  claims  had  been  allowed  to  Painter  by  the  Exam- 
iners-in-Chief on  appeal  in  a  reissue  application.  .  An  interference 
was  afterward  declared  including  said  claims,  and  a  motion  to  dis- 
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solve  was  brought,  alleging,  among  other  things,  that  Painter  had  no 
right  to  make  said  claims.  The  Primary  Examiner  held  that  the 
claims  were  not  patentable,  basing  his  decision  on  the  same  refer- 
ences over  which  the  Examiners-in-Chief  had  allowed  such  claims  on 
the  ex  parte  appeal.  It  was  contended  by  the  opposing  party  that  the 
previous  judgment  of  the  Examiners-in-Chief  was  controlling  as  a 
matter  of  law  upon  the  Examiner  as  well  as  upon  the  parties  to  the 
interference ;  but  it  was  held  that  the  Examiner's  action  was  proper. 
That  decision  is,  in  part,  as  follows : 

It  is  tme  that  the  references  on  which  the  Bxaminer  based  his  decision  dis- 
solving the  interference  were  before  him  and  tlie  Bxaminers-in-Chief  in  the 
ex  parte  treatment  of  Painter's  case;  but  in  an  inter  partes  case  the  Bxaminer 
is  not  precluded  by  the  decision  of  the  Examiners-in-Chief,  although  said  deci- 
sion should  be  very  persuasive,  though  not  conclusive.  To  hold  otherwise  would 
be  to  deprive  a  party  of  his  rights  and  benefits  under  Rule  47  (old  Rule  122) — 
in  effect  to  annul  said  rule.  This  rule  provides  for  motions  to  dissolve  an  inter- 
ference on  the  ground  of  non-patentability,  although  this  question  has  been 
favorably  decided  in  an  ex  parte  proceeding  either  by  the  Examiner  or  by  one 
of  the  appellate  tribunals.  On  a  motion  to  dissolve  the  question  is  considered 
and  decided  de  novo  inter  partes.  If  the  decision  of  the  Primary  Examiner  Is 
adverse  to  patentability.  Rule  67  provides  for  an  appeal  inter  partes.  While  the 
question  of  patentability  may  be  decided  favorably  when  it  is  considered  ex 
parte,  yet  on  an  inter  partes  hearing  it  may  be  shown  to  the  satisfaction  of  the 
tribunal  that  the  decision  was  erroneous,  and  it  would  be  reversed. 

The  question  of  patentability  decided  ex  parte  cannot,  therefore,  be  said  to  be 
res  adjudicata  when  raised  inter  partes.  To  make  the  matter  res  adjudicata 
there  must  be  concurrence  of  four  conditions — identity  in  the  thing  sued  for,  of 
a  cause  of  action,  of  the  parties  to  the  action,  and  of  the  quality  in  the  persona 
In  the  matter  under  consideration  the  identity  of  parties  Is  lacking. 

The  practice  indicated  in  the  decision  from  which  the  above  lan- 
guage is  quoted  is  believed  to  be  good  practice  and  should  be  followed. 
The  Primary  Examiner  in  considering  a  question  inter  partes  should 
not  feel  absolutely  bound  by  a  decision  of  the  Examiners-in-Chief 
rendered  on  an  ex  parte  hearing.  On  the  other  hand,  their  decision 
is  not  to  be  ignored.  It  should  be  persuasive,  but  not  controlling. 
All  reasons  urged  before  the  Primary  Examiner  should  be  considered 
by  him  in  connection  with  the  decision  of  the  Examiners-in-Chief, 
and  if  there  seems  to  be  no  reasonable  ground  for  thinking  that  the 
decision  of  the  Examiners-in-Chief  might  be  different  on  an  inter 
partes  appeal,  then  their  decision  should  be  followed.  In  other 
words,  if  the  inter  partes  consideration  of  the  case  does  not  bring  out 
new  reasons  or  new  phases  of  the  old  reasons  or  such  new  light  as 
would  reasonably  tend  to  change  the  prior  decision,  then  such  prior 
decision  of  the  higher  tribunal  should  be  followed.  But  the  distinc- 
tion between  a  refusal  to  consider  a  question  because  of  a  prior  deci- 
sion and  the  consideration  of  that  question  and  the  decision  thereof 
upon  reasons  stated  in  such  prior  decision  should  be  always  borne  in 
mind.    There  should  be  no  refusal  to  consider,  but  a  consideration 
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should  be  given  and  the  decision  based  upon  the  reasons  formerly 
given,  if  it  is  thought  that  they  were  correct. 

The  Primary  Examiner  is  therefore  directed  to  render  a  mipple- 
mental  decision  in  conformity  with  the  views  above  expressed. 


Ex  PARTE  Chapman. 

Decided  January  22,  1906. 

(120  6.  G..  2446.) 

1.  Claims — Mul'hplication    of — Requibement   to   Euminate   Appealable   to 

Exam  inebs-in-Chief. 
The  requirement  to  elimlDate  certain  claims  because  they  are  substan- 
tially the  same  as  other  claims  in  the  same  case  is  to  be  regarded  as  a 
rejection  and  is  appealable  to  the  Examiners-in-Cbief. 

2.  Same — Multiplication  of  Claims  Not  Pebmitted — EiFFEcr  on  Patent. 

The  multiplication  of  claims  is  not  to  be  permitted*  since  It  tends  to  im- 
pose a  needless  burden  upon  the  Office  in  the  examination  of  the  applica- 
tion, and  a  patent  including  them  would  tend  to  deceive  and  confuse  the 
public  Moreover,  it  may  lead  to  a  strict  construction  of  the  patent,  and 
it  may  In  some  cases  render  the  patent  void. 

3.  Same — The  Wobds  "Pabtially  Satubated"  Objectionable. 

A  claim  for  **  lumber  partially  saturated  with  sulfuric  acid  **  Held  to  bo 
objectionable,  the  words  "  partially  saturated  "  being  inapt 

On  Petition. 

WOOD  PBODUOTS. 

Messrs.  Mason^  Fenwick  cfe  Lawrence  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  a  decision  of  the  Primary  Examininer  ob- 
jecting to  the  form  of  certain  claims  and  holding  that  the  claims  are 
minecessarily  multiplied  and  also  asking  that  the  Examiner  be 
directed  to  forthwith  give  final  action  on  the  merits  of  the  claims. 

The  application  contains  twenty-six  claims.  The  Examiner  ar- 
ranged certain  of  these  claims  into  six  groups,  each  group  containing 
from  two  to  six  claims,  and  required  that  all  but  one  claim  in  each 
group  should  be  canceled.  As  a  matter  of  language,  no  two  claims 
are  the  same ;  but  the  Examiner  regards  those  in  the  same  group  as 
stating  the  same  invention  in  different  words.  He  finds  no  substan- 
tial difference  between  them  either  in  subject-matter  or  scope.  In 
other  words,  he  is  of  the  opinion  that  the  applicant  has  needlessly 
multiplied  the  claims  by  restatements  in  different  phraseology  of  the 
same  thing.  Such  multiplication  of  claims  imposes  a  needless  burden 
upon  this  Office  in  the  examination  of  the  application,  and  to  issue  a 
patent  including  them  would  deceive  and  confuse  the  public  as  to  the 
scope  of  the  patent 
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The  courts  have  frequently  condemned  the  practice  of  needlessly 
multiplying  claims.  In  The  Brnish  Electric  Company  v.  The  Elec- 
trical Accumulator  Company  (C.  D.,  1891,  477;  56  O.  G.,  1334)  it 
was  said : 

What  he  actually  did  is  the  test  by  which  his  patents  must  be  Judged.  He 
is  entitled  to  what  he  invented  and  only  this.  His  patents  can  receive  no 
broader  construction  because  he  described  his  Inventions  with  irksome  prolixity 
and  gives  to  the  same  structure  a  wearisome  variety  of  names.  The  nomen- 
claturist  should  not  seek  the  reward  for  his  labors  in  the  Patent  Office.  A 
person  is  not  entitled  to  a  patent  because  he  has  invented  a  new  word.  The 
danger  and  impropriety  of  holding  a  number  of  claims  relating  to  the  same 
structure,  and  which  can  be  differentiated  only  by  the  most  abstruse  and  meta- 
physical distinctions,  seem  apparent.  They  are  calculated  to  embarrass  tlie 
inventor  and  mislead  the  public. 

In  Thomson-Houston  Electric  Company  v.  Elmira  and  Horseheads 
Railway  Company  (C.  D.,  1896, 122;  74  O.  G.,  144)  it  was  said: 

♦  ♦  ♦  he  has  obscured  his  real  invention  in  a  multitude  of  fuliginous  and 
attenuated  claims,  many  of  which  can  only  be  distinguished  when  their  lan- 
guage is  subjected  to  the  most  searching  analysis.  He  has  particularly 
pointed  out  his  invention  in  the  description;  but,  because  of  this  seemingly 
needless  verbosity,  he  has  claimed  it  indistinctly,  to  the  annoyance  of  the 
public,  and  especially  that  part  of  the  public  which  is  called  upon  to  construe 
the  patent 

In  Computing  Scale  Company  v.  Atitomatic  Scale  Company  (C.  D., 
1905,  704;  119  O.  G.,  1586)  the  Court  of  Appeals  of  this  district  said: 

Claims  7  and  8  admittedly  do  not  differ  patentably  from  claim  6,  these  three 
claims  stating  In  varying  phraseology  the  same  Invention — one  of  the  many 
examples  of  word-painting  too  often  found  In  Letters  Patent. 

See  also  the  decisions  of  the  same  court  in  the  cases  of  Carpenter 
(C.  D.,  1904,  669;  112  O.  G.,  503)  and  Thomson,  decided  at  the 
present  term,  post,  566;  120  O.  G.,  2756. 

The  applicant  himself  gains  no  advantage  by  a  needless  multi- 
plicity of  claims ;  but,  on  the  contrary,  it  may  lead  to  a  limited  and 
strict  construction  of  his  claims.  As  said  in  Thomson-Houston  Com- 
pany V.  Elmira  Company,  supra: 

Where  the  patentee  has  taken  pains  to  cover  every  shadow  of  a  shade  In  his 
claims,  the  range  of  construction  Is  limited  and  he  must  be  held  strictly  to 
language  which  he  has  adopted  with  such  painstaking  deliberation  and 
exactness. 

Not  only  may  a  needless  multiplication  of  claims  lead  to  a  strict 
construction  thereof,  but  it  may  in  some  cases  render  the  patent  void. 
In  Carlton  v.  Bokee  (2  O.  G.,  520;  17  Wall.,  463)  the  United  States 
Supreme  Court  said : 

Without  deciding  that  a  repetition  of  substantially  the  same  claim  In  different 
words  will  vitiate  a  patent,  we  hold  that  where  a  specification  by  ambiguity  and 
a  needless  multiplication  of  nebulous  claims  Is  calculated  to  deceive  and  mis- 
lead the  public,  the  patent  is  void. 
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It  is  clearly  the  duty  of  this  Office  to  see  that  patents  do  not  issue 
with  claims  so  multiplied  as  to  embarrass  and  confuse  the  public. 
It  should  allow  sufficient  claims  to  amply  protect  the  real  invention, 
but  should  not  permit  needless  repetition. 

While  the  general  principles  which  are  controlling  are  clear,  the 
application  of  them  to  a  particular  case  involves  a  construction  of 
the  claims  and  a  determination  of  their  scope  and  meaning.  It  is 
to  be  presumed  that  the  applicant  insists  upon  all  the  claims  because, 
in  his  opinion,  they  are  substantially  different  and  are  necessary  to 
adequately  protect  his  real  invention,  and  therefore  to  require  the 
elimination  of  a  part  of  them  is  to  compel  him  to  relinquish  what  he 
regards  as  a  part  of  the  protection  to  which  he  is  entitled.  Under 
the  principles  announced  in  Z7.  aS.,  ex  reL  Steinmetz^  v.  Allen  (C.  D., 
1904,  703;  109  O.  G.,  549;  192  U.  S.,  543)  he  is  entitled  to  a  review 
of  a  decision  adverse  to  his  right  by  the  several  appellate  tribunals 
mentioned  in  the  statutes.  The  requirement  for  the  elimination  of 
a  part  of  the  claims  because  of  needless  duplication  is  to  be  regarded 
as  a  rejection  for  the  same  reasons  that  a  requirement  for  division 
is  a  rejection.  This  applicant's  remedy,  therefore,  is  an  appeal  to 
the  Examiners-in-Chief  and  not  an  interlocutory  petition. 

The  claims  have  also  been  held  objectionable  by  the  Examiner 
because  of  the  use  therein  of  the  words  "  partially  saturated  "  in  the 
phrase  "  lumber  partially  saturated  with  sulfuric  acid."  These  words 
do  not  seem  to  aptly  describe  the  condition  of  the  finished  product, 
and  objection  to  them  was  therefore  properly  made.  At  the  hearing 
the  word  "  impregnated  "  was  suggested  in  lieu  of  the  words  "  par- 
tiaUy  saturated."  Petitioner  expressed  willingness  to  adopt  this 
suggestion,  and  if  so  adopted  the  objection  will  be  overcome. 

The  petition  also  asks  that  the  "  Examiner  be  required  to  forthwith 
give  final  action  on  the  merits  of  the  claims."  As  no  reason  is  seen 
why  the  Examiner's  action  should  be  thus  controlled,  this  request 
must  be  refused. 

To  the  extent  above  indicated  the  petition  is  granted. 


Ex  PARTE  Davidson. 

Decided  December  IS,  1905. 

(120  O.  G.,  2753.) 

1.  Appeal — ^Rxjection  fob  Inoperativeness. 

Where  claims  are  rejected  on  the  ground  of  inoperativeness,  the  appli- 
cant's remedy  is  by  appeal  to  the  Examiners-in-Chlef  and  not  by  petition. 

2.  Rejection  fob  Inoperativeness — Affidavits — Jxtdgment  of  Examines  Not 

Ck>NTB0LLE0. 

The  Examiner  is  not  bound  to  accept  the  conclusions  stated  in  affidavits 
filed  to  overcome  a  rejection  on  the  ground  of  inoperativeness,  nor  is  he 
compelled  to  cite  references  and  authorities,  and  his  Judgment  wUl  not 
be  controlled  on  interlocutory  petition. 

H.  Doc.  641.  5»-2 7  ^  . 
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On  Petition. 

OIL   AND   FEED-WATEB    8EPABATOB. 

Messrs,  C.  A.  Snow  cfe  Co.  for  the  applicant. 

Allen ,  Commlssiojier : 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  re- 
jecting claim  6  on  the  ground  of  inoperativeness. 

The  invention  is  an  oil  and  feed-water  separator,  and  claim  6 
drawn  thereto  is  held  by  the  Examiner  to  cover  an  inoperative 
structure,  because  it  rests  upon  the  assumption  that  a  solution  of 
kerosene  and  cylinder-oil  will  stratify  if  allowed  to  stand.  The  Ex- 
aminer holds  that  no  such  stratification  will  take  place  and  refuses 
to  change  his  opinoin  because  of  certain  affidavits  filed  by  the  appli- 
cant.    In  this  petition  it  is  asked  that  the  Examiner  be  instructed : 

a.  That  an  unsupported  statement  of  tbeory  by  an  Examiner  Is  not  a  safflcieut 
answer  to  facts  established  by  affidavits  and  exhibits. 

6.  That  in  the  absence  of  any  references,  or  any  valid  objection,  further  delay 
in  allowance  of  the  application  is  unwarranted. 

The  question  whether  the  affidavits  and  exhibits  establish  the  sup- 
posed facts  is  a  matter  to  be  determined  by  the  Examiner,  and  his 
judgment  will  not  be  controlled  on  interlocutory  petition.  He  is 
not  bound  to  accept  the  affidavits  as  proof  unless  he  is  satisfied  of  the 
truth  of  the  allegations  contained  therein.  He  may  reject  the  con- 
clusion stated  in  the  affidavits  when  those  conclusions  are  contrary 
to  well-known  scientific  laws  or  facts.  In  the  present  case  the 
Examiner  says  that  the  allegation  made  in  the  claims  and  in  the 
affidavits — 

*  ♦  *  involves  a  scientific  Impossibility  and  Is  a  contradiction  of  the  law 
of  the  diffusion  of  liquids  mutually  soluble  in  one  another. 

The  Examiner  has  thus  made  his  position  clear,  and  it  is  not  neces- 
sary for  him  to  cite  references  or  refer  to  authorities. 

The  petitioner's  remedy  is  by  appeal  to  the  Examiners-in-Chief, 
and  therefore  this  petition  is  dismissed. 


Ex   PARTE    GiRONCOLI. 

Decided  December  13,  1905, 

(120  O.  G.,  2753.) 

Abandoned  Application — Long  Delay — Satisfactoby  Showing  REQUiBEa 

A  delay  of  four  years  hi  acthig  upon  an  application  is  not  to  be  ezcuBed 
except  upon  iUe  clearest  and  most  satisfactory  showing  that  it  was  un- 
AYoiclabler 
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On  Petition. 

PROCESS  OF  PRESEBVINO  MEAT. 

Mr.  Francis  H,  Richards  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  for  a  ruling  that  the  above-entitled  application 
is  not  abandoned  notwithstanding  the  fact  that  no  action  has  been 
taken  by  the  applicant  within  the  past  four  years. 

It  is  alleged  that  the  delay  in  acting  was  unavoidable,  and  in  sup- 
port thereof  certain  affidavits  have  been  filed  tending  to  show  that 
the  inventor  was  unwell,  poor,  and  dependent  upon  others  for  assist- 
ance. The  last  action  in  the  case  was  a  decision  by  the  Examiners- 
in-Chief  on  appeal,  and  it  is  alleged  that  the  inventor  was  unable  to 
raise  the  money  necessary  for  a  further  appeal. 

While  the  showing  is  such  as  might  be  accepted  as  a  sufficient  ex- 
cuse for  a  short  delay,  it  is  not  believed  that  it  should  be  accepted  as 
covering  such  a  long  period  of  time  as  has  elapsed  in  this  case. 
Where  the  delay  is  so  long,  the  showing  should  be  such  as  to  leave 
no  reasonable  doubt  of  the  fact  that  it  was  impossible  for  the  inventor 
to  proceed  sooner.  It  is  not  sufficient  to  show  that  it  was  not  con- 
venient to  proceed  and  that  there  were  many  difficulties  in  the  way. 
The  rights  of  the  public  must  be  taken  into  consideration  in  these 
cases,  and  it  must  be  contemplated  that  others  may  have  begun  to 
use  the  invention  and  may  have  acquired  rights  which  should  not  be 
disturbed.  It  is  not  believed  that  Congress  contemplated  that  a 
delay  of  four  years  should  be  excused  except  upon  the  clearest  proof. 

The  petition  is  denied. 


Ex  parte  Richardson. 

Decided  December  14,  1905. 

(120  0.  G.,  2753.) 

L  Abandoned  Appucation — Action  Necessaby  Before  Revival. 

The  question  whether  delay  in  acting  upon  a  case  was  unavoidable  can 
be  determined  only  after  action  is  taken,  and  therefore  a  petition  not  ac- 
companied by  an  action  must  be  denied. 
2.  Same — Insufficient  Excuse  foe  Delay — Erbob  by  Officf- 

Supposed  error  in  the  Examiner's  action  Is  no  excuse  for  delay  in  respond- 
ing beyond  the  year  allowed  by  law. 

On  Petition. 

self-feeding  match-box. 

Mr.  David  P.  Moore  for  the  applicant. 
Allen,  Commissioner: 

This  is  a  petition  from  the  ruling  that  the  above-entitled  applica- 
tion is  abandoned. 
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No  amendment  or  other  action  has  been  filed  in  the  ease  since  the 
last  Office  action  and  none  accompanies  this  petition.  The  petition, 
furthermore,  is  not  supported  by  an  affidavit  as  to  the  facts  supposed 
to  excuse  the  delay  in  prosecution. 

It  is  very  clear  that  the  question  whether  the  delay  in  taking  action 
upon  the  case  was  unavoidable  can  be  determined  only  after  the  action 
is  taken.  This  Office  has  no  authority  to  revive  a  case  upon  which  no 
action  has  been  taken  within  one  year,  but  merely  has  authority  to 
determine  after  an  action  is  taken  whether  the  delay  in  presenting  it 
was  unavoidable. 

It  is  urged  by  the  attorney  that  this  case  should  be  revived  because, 
in  his  opinion,  the  Examiner  was  wrong  in  rejecting  the  claims.  It 
is  well  settled,  however,  that  an  error  by  the  Office  furnishes  no  justi- 
fication for  delay  by  the  applicant  beyond  the  period  of  one  year  al- 
lowed by  statute.  If  such  error  justified  delay,  it  would  follow  that 
an  applicant  may  appeal  from  a  decision  at  any  time,  since  an  appeal 
is  taken  because  of  the  supposed  errors  in  the  decision. 

The  petition  is  denied. 


Ex  PARTE  Kellogg. 

Decided  December  22,  1905. 
(120  O.  G.,  2754.) 

1.  Cross-Reference — Applications  by  Different  Inventors. 

Where  two  applications  filed  by  different  inventors  are  owned  by  the 
same  party  and  the  assignee  wishes  to  refer  in  one  case  to  the  other,  Held 
that  there  is  nothing  in  the  rule  that  applications  are  preserved  in  secrecy 
which  would  make  the  reference  improper. 

2.  Same — Disclosure  of  Invention. 

Reference  should  not  be  made  in  one  application  to  another  for  a  dis- 
closure of  a  feature  of  the  invention,  since  each  application  should  be 
complete  within  itself. 

On  Petition. 

controlling-switch  for  motor-operated  doors. 

3Ir,  Albert  G,  Davis  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requir- 
ing the  cancelation  of  a  statement  in  the  specification  referring  to  an 
application  for  patent  filed  by  another  inventor. 

It  is  alleged  in  the  brief  filed  that  the  present  applicant  made  an 
improvement  upon  the  invention  disclosed  in  the  prior  application 
mentioned,  both  parties  being  employed  by  the  same  company  and 
each  having  knowledge  of  the  work  done  by  the  other.  Both  applica- 
tions are  owned  by  the  company  which  employs  both  inventors,  and  it 
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is  said  that  the  statement  to  which  objection  has  been  made  was  in- 
serted in  this  case  for  the  purpose  of  clearness  and  to  avoid  any  pos- 
sible misunderstanding  by  this  Office  as  to  the  proper  lines  to  be 
drawn  between  the  two  cases. 

The  only  objection  made  by  the  Examiner  to  the  statement  refer- 
ring to  the  other  application  is  that  it  is  in  violation  of  the  require- 
ment that  applications  be  preserved  in  secrecy,  as  set  forth  in  Rule 
15.  It  is  said  that  when  this  case  becomes  a  patent  the  public  will 
be  informed  of  the  pendency  of  the  other  application  filed  by  a  differ- 
ent party.  While  this  is  true,  the  only  party  entitled  to  complain  is 
the  owner  of  the  invention  and  application  mentioned.  That  owner 
has  the  right  to  remove  the  cloak  of  secrecy  and  disclose  the  invention 
to  the  public,  since  it  was  in  his  interest  alone  that  the  rule  of  secrecy 
was  made.  It  must  be  held,  therefore,  that  there  is  nothing  in  the 
rule  of  secrecy  which  prevents  the  reference  in  one  application  to 
another,  provided  the  record  clearly  shows  that  the  same  party  owns 
both  and  that  the  reference  is  made  in  his  behalf. 

Since  no  objection  was  made  to  the  subject-matter  included  in  the 
statement  imder  consideration,  it  has  been  assumed  in  disposing  of  the 
case  that  the  statement  is  otherwise  unobjectionable.  It  is  to  be  noted, 
however,  that  a  party  should  not  be  permitted  to  refer  to  another 
application  for  a  disclosure  of  an  invention  or  of  a  feature.  Each 
application  must  be  complete  within  itself,  and  the  reference  to  the 
other  case  is  permissible  only  in  connection  with  a  statement  sufficient 
in  itself  distinguishing  between  what  is  old  and  what  is  new  in  the 
matter  disclosed.     (Rule  36.) 

The  petition  is  granted. 


Ex  PARTE  Springer. 

Decided  January  3,  1906. 

(120  O.  G.,  2754.) 

Appeal,  Iwteblocdtort — ^Abandonment  of  Application  Reviewable  Upon. 

The  question  of  abandonment  of  an  application  for  failure  to  prosecute  is 
one  which  is  reviewable  by  the  Commissioner  on  petition  under  Rule  145 
and  is  not  appealable  to  the  Examiners-in-Ghief.  Abandonment  of  an  appli- 
cation must  be  distinguished  from  abandonment  of  invention. 

On  Petition. 

device  fob  the  becobdinq  of. speech.  ^ 

Mr,  Ruter  W.  Springer  pro  se. 

Allen,  Commissioner: 

This  is  a  petition  for  review  and  reversal  of  the  Examiner's  action 
refusing  to  forward  to  the  Examiners-in-Chief  an  appeal  from  the 
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Examiner's  ruling  that  the  application  was  abandoned  by  failure  to 
prosecute  it. 

The  question  of  abandonment  of  an  application  is  reviewable  on 
petition  under  Rule  145  and  not  on  appeal  to  the  Examiners-in-Chief 
under  Eule  133.  The  question  of  abandonment  which  is  applicable 
under  Rule  133  is  abandonment  of  the  invention  disclosed  and  claimed 
in  the  application  and  not  abandonment  of  the  application. 

The  Examiner  was  right  in  refusing  to  forward  the  appeal,  and 
therefore  tJie  petition  is  denied. 


RiKER  V.  Law. 

Decided  January  5,  1906. 

(120  O.  G.,  2754.) 

Pbactice  Undeb  Rule  105 — Sufficiency  of  Copy  to  be  Determined  by  Pbimaby 
Examiner — Hearing  to  Parties. 

Where  a  party  files  a  copy  of  portions  of  his  application  for  use  In  inter- 
ference proceedings  In  an  attempt  to  comply  with  Rule  105,  the  question 
of  the  snfliciency  of  the  copy  is  a  matter  to  be  determined  by  the  Primary 
Examiner  in  the  first  instance.  In  determining  this  question  the  Primary 
Examiner  should  fix  a  day  upon  which  the  parties  may  be  heard  and  should 
render  a  decision  upon  the  matter  at  issue. 

On  Petition. 

speed-changino  mechanism. 

Mr.  Frederick  Z.  Emery  for  Riker. 

Mr.  Hermann  F.  Cuntz  and  Messrs.  Sturtevant  cfe  Greeley  for  Law. 

Allen,  Commissioner: 

This  is  a  petition  by  Riker  that  the  party  Law  be  required  to  place 
in  the  interference  record  his  entire  application  or  a  certified  copy  of 
all  parts,  including  amendments  and  letters  relating  to  the  subject- 
matter  in  interference. 

It  appears  that  Law  has  filed  a  copy  of  portions  of  his  applica- 
tion for  use  in  the  interference  in  supposed  compliance  with  Rule 
105 ;  but  Riker  regards  that  copj'^  as  insufficient.  Riker  is  entitled  to 
see  those  parts  of  the  proceedings  relating  to  the  subject-matter  of 
the  interference;  but  the  question  whether  the  copy  furnished  by 
Law  is  sufficient  for  that  purpose  is  a  matter  which  should  be  con- 
sidered by  the  Primary  Examiner  in  the  first  instance. 

Proceedings  are  suspended,  and  the  case  is  remanded  to  the  Pri- 
mary Examiner  for  action.  He  should  fix  a  day  upon  which  the 
parties  may  be  heard  and  should  render  a  decision  upon  the  matter 
in  issue. 

To  this  extent  the  petition  is  granted. 
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Ex  PABTE  Warren. 

Decided  January  4f  1906. 
(120  O.  G.,  2755.) 

ApPBAI.  to    ExAMINEBS-IN-ChIEF — FORWABDING — FOBMAL  OBJECTIONS    NOT   OVEB- 
COME. 

Wbere  an  appeal  to  the  Examiners-in-Chief  is  filed  in  a  case  in  which 
one  of  the  appealed  claims  had  been  objected  to  on  the  ground  that  it 
attempted  to  define  the  article  by  the  process  of  making  it,  it  is  not  neces- 
sary to  remove  the  objection  before  forwarding  the  appeal,  as  the  objection 
Is  one  that  can  be  properly  considered  by  the  Elzaminers-in-Chief  with  the 
other  questions  of  patentability. 

On  Petition. 

BBUSH. 

Mr,  Fred  L.  Chappell  for  the  applicant. 

Allbn,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  refusing  to  forward 
an  appeal  to  the  Examiners-in-Chief  filed  April  26,  1905,  on  the 
ground  that  the  application  is  abandoned. 

The  appeal  was  filed  within  one  year  after  the  Examiner's  action 
finally  rejecting  the  claims;  but  it  appears  that  the  letter  of  final 
rejection  included  a  criticism  of  claim  3,  which  the  Examiner  holds 
should  have  been  avoided  before  appeal.  He  therefore  rules  that 
the  appeal  was  not  such  action  as  the  condition  of  the  case  required. 

The  criticism  of  claim  3  was  to  the  effect  that  it  sought  to  define 
an  article  of  manufacture  by  a  statement  of  the  process  of  making  it. 
The  matter  seems  to  be  one  which  may  be  considered  properly  by  the 
Examiners-in-Chief  in  connection  with  the  other  questions  of  patent- 
ability. 

The  petition  is  granted. 


Ex    PARTE    GWINN    BrOS.    &   Co. 

Decided  Jaunary  ^,  1906. 

(120  O.  G.,  2755.) 

Trade-Mabks — Associated  Repbesentations  of  Anchob  and  Sea-Monsteb — 
Anticipation. 
A  trade-mark  consisting  of  the  representation  of  a  sea-monster  associated 
with  an  anchor  represented  as  standing  vertically  upon  its  point  and  having 
the  head  of  the  sea-monster  protruding  from  between  the  anchor-arms  and 
the  body  of  the  sea-monster  entwined  spirally  about  the  shank  of  the 
anchor  Held  not  registrable  in  view  of  the  prior  registration  of  a  trade- 
mark consisting  of  an  anchor  and  the  arbitrarily-selected  word  "Anchor" 
placed  across  said  representation. 
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On  Appeal. 

TBADE-MABK  FOB  WHEAT-FLOUB. 

Mr.  W.  H.  Wills  and  Mr.  C.  T.  Belt  for  the  appeUants. 

Ajllen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  mark  described  as  follows : 

Our  trade-mark  consists  of  the  representation  of  a  sea-monster  associated 
with  an  anchor  represented  as  standing  vertically  upon  its  point  and  having 
the  head  of  the  sea-monster  protruding  from  between  the  anchor-arms,  and 
the  body  of  the  sea-monster  entwined  spirally  about  the  shank  of  the  anchor. 

The  ground  of  refusal  is  that  this  mark  so  nearly  resembles  a 
registered  mark  as  to  cause  confusion.  The  mark  referred  to  is  that 
of  D.  &  A.  Luckenbach,  No.  16,670,  June  4,  1889,  which  is  said  to  be 
used  upon  goods  of  the  same  character  as  the  appellants\  It  is  said 
in  this  registration  : 

The  trade-mark  consists  of  the  representation  of  an  anchor  and  the  arbi- 
trarily-selected word  "Anchor  "  placed  across  said  representation. 

Both  marks  therefore  include  a  representation  of  an  anchor. 
In  connection  with  this  appeal  a  paper  has  been  filed,  saying: 
Your  orator,  the  associate  attorney,  having  been  engaged  to  answer  this 
appeal,  finds  the  description  or  claim  appealed  not  to  be  a  true  and  correct 
description  of  application.     It  fails  to  Identify  the  Aldine  device. 

The  same  paper  includes  a  proposed  amendment  to  the  application 
seeking  to  avoid  the  reference  cited.  It  is  clear  that  such  amendment 
should  be  considered,  if  at  all,  by  the  Examiner  in  the  first  instance. 

It  is  held  that  the  Examiner  was  right  in  refusing  registration  of 
the  case  as  presented,  and  therefore  his  decision  must  be  affirmed.  If 
he  concludes  that  the  proposed  amendment  avoids  the  reference  cited, 
he  is  at  liberty  to  enter  it  and  act  upon  the  case  in  view  thereof. 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  SiNDINGCHRISTENSEN. 

Decided  January  4»  1906. 

(120  O.  G.,  2755.) 

Rejection — Aggregation  Claims — Separate  Features  May  Be  Found  in  Dif- 
ferent References. 
Where  claims  are  considered  to  be  aggregations,  It  is  not  necessary  to 
a  valid  rejection  thereof  that  all  the  features  specified  In  the  claims  shall 
be  found  in  a  single  reference.  A  rejection  for  lack  of  patentable  novelty 
in  view  of  the  prior  art  calls  for  a  general  view  of  the  prior  art  This 
general  view  can  be  obtained  only  by  looking  at  each  reference  cited  In  the 
light  of  the  disclosure  contained  in  the  other  references.  It  is  the  knowl- 
edge of  the  public  derived  not  from  one  patent  alone,  but  from  all,  which 
negatives  patentable  novelty  in  any  case. 
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On  Pbtition. 

APPABATUB  FOB  SLECTRIO  LiOHTING. 

Mr.  Bumham  C.  Stickney  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  withdraw  his 
final  rejection  of  June  26,  1905,  and  explain  more  fully  his  position 
in  regard  to  the  references  cited. 

It  appears  that  after  several  letters  of  rejection  by  the  Examiner 
and  amendments  and  arguments  by  the  applicant  the  Examiner 
wrote  an  eight-page  letter  on  May  20,  1903,  explaining  fully  his 
views  as  to  the  main  features  of  the  applicant's  supposed  invention 
and  the  reasons  why  those  features  were  regarded  as  lacking  in  pat- 
entable novelty.  Thereafter  the  applicant  filed  communications  con- 
taining nimierous  questions  in  regard  to  the  numerous  references. 
Those  questions  dealt  with  each-  reference  separately  and  purported 
to  seek  an  explanation  wherein  that  particular  reference  disclosed 
certain  elements  of  an  alleged  combination.  The  Examiner  replied 
that  it  was  unnecessary  to  answer  these  questions  in  detail,  since  they 
were  irrelevant,  and  to  discuss  them  would  obscure  rather  than  make 
clear  the  issue.    He  further  said : 

It  has  never  been  pretended  that  the  OflBce  had  any  one  reference  showing  all 
of  the  features  claimed,  and  It  has  been  necessary  to  "  piece  together  several  pat- 
ents in  order  to  reject  claims  "  for  the  reason  that  the  claims  so  rejected  were 
obTiously  and  clearly  the  results  of  a  piecing  together  of  the  features  of  tho 
references,  involving  clearly  nothing  further  than  aggregations  of  these  features. 

The  applicant  seems  to  think  that  the  Examiner  has  not  made  his 
position  clear  merely  because  he  has  not  pointed  out  wherein  a  single 
reference  anticipates  the  claims,  although,  as  pointed  out  in  the  above 
quotation,  the  Examiner  has  never  taken  the  position  that  there  is 
such  anticipation  by  a  single  reference.  In  his  argument  the,  appli- 
cant seems  to  have  overlooked  the  fact  that  a  rejection  for  lack  of 
patentable  novelty  in  view  of  the  prior  art  calls  for  a  general  view 
of  the  prior  art  and  that  this  general  view  can  be  obtained  only  by 
looking  at  each  reference  cited  in  the  light  of  the  disclosure  con- 
tained in  the  other  references.  It  is  the  knowledge  of  the  public  de- 
rived not  from  one  patent  alone,  but  from  all,  which  negatives  pat- 
entable novelty  in  any  case. 

Although  the  Examiner  has  not  answered  specifically  all  of  the 
questions  asked,  he  has  made  his  position  clear,  and  therefore  this 
petition  is  denied. 
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Ex  PABTB  RUTHENBURG. 

Decided  December  13,  1905, 
(121  O.  G.,  337.) 

1.  Abandonment  op  Application — Responsive  Action. 

Where  claims  are  placed  under  rejection,  an  applicant  is  not  excused 
from  making  a  proper  response  to  said  rejection  merely  because  the  claims 
had  at  one  time  been  regarded  by  the  Examiner  as  allowable. 

2.  Same — Delay  in  Bringing  Petition. 

Where  an  applicant  delayed  one  year  after  notice  that  his  case  was 
abandoned  in  bringing  bis  petition,  Held  that  he  was  not  in  an  equitable 
position  to  demand  any  leniency  in  considering  the  question  whether  he  had 
complied  with  the  rule  requiring  diligent  and  proper  prosecution  of  his 
case. 

On  Petition. 

magnetic  SEPABATOB  fob  OBE  OB  CONCENTBATES. 

Mr.  Arthur  E.  Paige  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing that  the  above-entitled  application  is  abandoned  through  the 
failure  of  applicant  to  take  such  action  as  the  condition  of  the  case 
required  within  the  year  allowed  by  law. 

The  record  shows  that  on  August  2,  1902,  the  Examiner  rejected 
some  claims  and  intimated  that  others  would  be  allowable  if  amended 
in  certain  respects  indicated.  On  August  1,  1903,  an  amendment 
was  presented  seeking  to  comply  with  the  suggestion ;  but  the  claims 
embodied  therein  were  rejected  on  September  4,  1903,  upon  a  new 
reference.  On  September  3, 1904,  the  applicant  presented  an  amend- 
ment making  a  formal  change  of  a  word  in  claim  6  and  adding  two 
new  claims.  This  amendment  was  accompanied  by  a  mere  request 
for  reconsideration  without  any  argument  pointing  out  the  supposed 
errors  in  the  previous  action  rejecting  the  claims.  In  letters  dated 
September  10  and  October  17,  1904,  the  Examiner  notified  the  appli- 
cant that  his  action  was  insufficient  and  that  the  case  was  abandoned. 
He  further  intimated  that  there  might  be  some  excuse  for  the  in- 
sufficiency of  the  amendment  and  that  if  a  petition  were  promptly 
taken  he  might  make  a  favorable  recommendation.  No  petition  or 
other  action  was  taken  by  the  applicant  until  October  17,  1905,  when 
this  petition  was  filed. 

The  argument  made  in  support  of  this  petition  is  that  the  new 
claims  presented  in  the  amendment  of  August  11,  1903,  were  drawn 
in  accordance  with  the  Examiner's  suggestion  in  his  letter  of  August 
2,  1902,  and  that  they  should  have  been  allowed  by  the  Examiner. 
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It  is  said  that  it  was  unnecessary  to  present  an  argument  in  connec- 
tion with  the  request  for  reconsideration  made  on  September  3,  1904, 
because  of  the  previous  intimation  by  the  Examiner  that  the  sub- 
ject-matter of  the  claims  was  patentable.  This  argument  has  no 
force  whatever  in  view  of  the  subsequent  action  of  the  Examiner 
dated  September  4,  1903,  rejecting  the  claims.  Whether  or  not  the 
Examiner  had  once  regarded  the  claims  as  patentable,  it  is  clear 
that  at  the  time  of  the  applicant's  action  dated  September  3,  1904, 
those  claims  stood  under  rejection,  and  it  was  necessary  for  the  appli- 
cant to  make  proper  response  to  the  rejection. 

It  is  noted  that  the  delay  of  one  year  after  the  notice  to  the  appli- 
cant that  the  case  was  abandoned  does  not  place  him  in  an  equitable 
position  to  demand  any  leniency  in  considering  the  question  whether 
or  not  he  has  complied  with  the  rule  requiring  diligent  and  proper 
prosecution  of  a  case. 

The  petition  is  denied. 


NiEDRINGHAUS  V.  MaRQUARD  V,  McCoNNELL. 

Decided  Decemhcr  IS,  1905, 

(121  O.  G.,  337.) 

l  iRTEBFEStENCE — PUBLIC  USE. 

Where  the  evidence  taken  In  an  interference  shows,  in  the  opinion  of 
the  Examiner,  that  the  subject-matter  of  the  issue  was  in  public  use  for 
more  than  two  years  before  any  of  the  applications  involved  were  filed, 
Held  that  the  Office  is  not  Justified  in  continuing  the  interference  without 
investigatUig  and  finally  detenpining  the  question  of  public  use. 
2.  Bamb — Same — Evidence. 

Bridence  which  was  presented  upon  the  issue  of  priority  of  invention 
and  not  upon  that  of  public  use  cannot  be  used  by  this  Office  as  a  basis  for 
a  final  determination  of  the  question  of  public  use  without  giving  the 
parties  an  opportunity  to  take  further  testimony  in  explanation  or  re- 
buttal. 

On  Order. 

MANUFACTURE  OF   STEEL. 

Messrs.  Bdkewell  c&  Cornwall  for  Niedringhaus. 

Mr.  Ellis  Spear  for  Marquard. 

Messrs.  Bakewell  <&  Byrnes  for  McConnell. 

Allen,  Commissioner: 

The  Primary  Examiner  has  reported  that  in  his  opinion  the  evi- 
dence taken  in  this  interference  shows  that  the  subject-matter  of 
count  3  of  the  issue  was  in  public  use  for  more  than  two  years  before 
any  of  the  applications  involved  were  filed.  He  has  further  reported 
that  counts  1  and  2  are  not  patentably  different  from  count  3. 
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In  view  of  this  condusion  it  is  believed  that  the  Office  is  not  justi- 
fied in  continuing  the  interference  without  investigating  and  finally 
determining  the  question  of  public  use.  {Oliver  v.  Felbel^  C.  D., 
1902,  565;  100  O.  G.,  2384.)  Since,  however,  the  evidence  was 
presented  upon  the  issue  of  priority  of  invention  and  not  upon  that 
of  public  use,  this  Office  cannot  use  it  as  a  basis  for  a  final  determina- 
tion of  the  question  of  public  use  without  giving  the  parties  an 
opportunity  to  take  further  testimony  in  explanation  or  rebuttal. 
{Ex  parte  Weber,  C.  D.,  1902,  457;  101  O.  G.,  2570.)  The  parties 
are  therefore  notified  that  the  testimony  already  taken  will  be  used 
as  a  prima  facie  case  in  support  of  the  allegation  of  public  use  and 
that  if  any  one  of  them  wishes  to  take  testimony  in  explanation  or 
rebuttal  he  must  so  notify  this  Office  within  twenty  days. 


NiEDRINGHAUS   V.   MaRQUARD   V.   McCONNELL. 

Deci4ed.  December  IS,  1905. 

(121  O.  G.,  338.) 

Conflicting  Decisions  of  Lower  Tribunals — Reference  to  Higher  Tri- 
bunal— Practice. 
Where  the  Examiners-In-Chief,  under  Rule  126,  call  attention  to  the 
fact  that  in  their  opinion  the  evidence  in  an  interference  showed  public 
use  of  the  invention  in  issue  for  more  than  two  years  prior  to  the  filing  date 
of  any  of  the  parties  and  that  the  issue  was  therefore  unpatentable  and 
the  case  is  referred  to  the  Primary  Examiner  for  consideration  and  report, 
and  he  agrees  with  the  Examiners-in-Chief,  the  fact  that  the  Primary 
Examiner  previously  held  the  Issue  patentable  does  not  present  a  case  of 
conflicting  decisions  of  lower  tribunals  which  the  Ck)mmissioner  should 
decide  under  the  practice  announced  in  Snider  v.  Bunnell,  (C.  D.,  1903,' 
117;   103  O.  G.,  890.) 

Public  Use  Shown  by  Evidence  in  Interference — ^Action  by  Examiniss- 
in-Chief  Under  Rule  126 — Reference  to  Primary  Examiner. 
Where  the  Examiners-in-Chief.  under  Rule  126,  call  attention  to  the 
fact  that  In  their  opinion  the  evidence  In  an  interference  shows  that  the 
Issue  is  not  patentable  because  of  two  years'  public  use,  the  question  pre- 
sented Is  whether  the  interference  should  be  stopped  for  the  purpose  of 
permitting  the  parties  to  present  further  evidence  upon  the  question  of 
public  use,  so  that  Judgment  can  be  rendered  upon  this  question  prior  to 
a  final  determination  of  the  question  of  priority.  Under  these  circum- 
stances the  case  is  referred  to  the  Primary  Examiner  for  his  report  and 
not  for  decision. 

On  Petition. 

MANUFACTURE   OF    STEEL. 

Messrs.  Bakewell  cfe  Cornwall  for  Niedringhaus. 

Mr.  Ellis  Spear  for  Marquard. 

Messrs.  Bakewell  c6  Byrnes  for  McConnell. 
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AiX£N,  Commissioner: 

This  IS  a  petition  by  Niedringhaus  for  a  review  of  the  Primary 
Examiner's  ruling  that  counts  1  and  2  of  the  issue  are  unpatentable. 

The  record  shows  that  in  considering  the  question  of  priority  of 
invention  the  Examiners-in-Chief  called  attention,  under  Rule  126, 
to  the  fact  that  in  their  opinion  the  evidence  showed  that  the  subject- 
matter  of  count  3  of  the  issue  had  been  in  public  use  for  more  than 
two  years  before  the  application  date  of  any  of  the  parties  to  this 
interference.  They  further  said  that  counts  1  and  2  contained  noth- 
ing patentable  over  the  subject-matter  of  count  3  and  that  therefore 
the  public  use  constituted  a  bar  against  the  allowance  of  claims  corre- 
sponding to  any  of  the  coimts  of  the  issue.  On  September  22,  1905, 
an  order  was  made  referring  the  case  to  the  Primary  Examiner  for 
consideration  and  report.  On  October  19  he  made  a  report  stating 
that  he  agreed  with  the  conclusion  announced  by  the  Examiners-in- 
Chief  and  referring  to  the  testimony  supporting  that  conclusion. 

The  petitioner,  Niedringhaus,  asks  for  a  review  of  the  Examiner's 
ruling  because  of  the  fact  that  he  has  heretofore  pronounced  the 
issues  patentable.  It  is  thus  said  that  there  is  a  conflict  of  opinion 
between  the  Examiner  and  Examiners-in-Chief  and  that  the  matter 
should  be  reviewed  under  the  practice  announced  in  Snider  v.  Bun- 
neU  (C.  D.,  1903, 117;  103  O.  G.,  890.) 

This  contention  is  not  well  founded,  since  the  Examiner  now 
agrees  with  the  Examiners-in-Chief,  and  whatever  opinion  he  may 
have  annoimced  in  the  past  becomes  immaterial.  If  his  report  dated 
October  19  is  to  be  regarded  as  a  decision,  the  parties  have  a  right 
of  appeal  to  the  Examiners-in-Chief  under  the  express  provisions 
of  Rule  126.  It  is  very  clear,  however,  that  his  report  is  not  a  de- 
cision dissolving  the  interference  and  is  therefore  not  appealable. 
The  case  was  referred  to  him  for  report  and  not  for  decision,  since, 
as  pointed  out  in  the  order  of  September  22,  no  final  decision  upon 
the  question  of  public  use  can  be  based  upon  the  evidence  now  in  the 
case  without  affording  the  parties  an  opportunity  to  present  other 
evidence.  The  question  for  determination  was  whether  the  interfer- 
ence should  be  stopped  for  the  purpose  of  permitting  the  parties  to 
present  further  evidence  upon  the  question  of  public  use,  so  that  this 
Office  could  render  judgment  upon  that  question  before  proceeding 
to  a  final  determination  of  the  question  of  priority.  The  Examiner's 
report  shows  that  in  his  opinion  a  prima  facia  case  of  public  use  has 
been  made  out,  and  therefore  it  is  believed  that  the  interference 
should  be  suspended  for  the  purpose  of  investigating  and  determin- 
ing that  matter. 

The  petition  is  denied. 
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Ex  PARTE  BOTZKY. 

Decided  Decemher  1),  1905. 

(121  O.  G.,  338.) 

Abandonment  of  Application — Unverified  Statement — Intentional  Delay. 
Where  It  appears  from  an  unverified  statement  that  an  amendment  was 
mailed  in  Berlin  In  time  to  reach  this  Office  before  the  expiration  of  the 
year  allowed  by  law  for  taking  action,  but  the  amendment  was  not  actually 
received  until  two  days  after  the  expiration  of  the  year.  Held  that  the 
showing  is  insufficient,  as  the  statement  is  not  verified,  and  it  seems  proba- 
ble that  action  was  intentionally  delayed. 

On  Petition. 

CUUCK   FOR  lathes,   ETC. 

Mr.  H,  Botzky  pro  se, 

Allen,  Confimwsurrier: 

This  is  a  petition  for  a  ruling  that  the  above-entitled  application 
is  not  abandoned,  notwithstanding  a  delay  of  more  than  one  year  in 
responding  to  the  last  Office  action. 

This  action  was  dated  July  12,  1904,  and  no  reply  was  received 
until  July  14, 1905.  In  an  unverified  statement  filed  by  the  applicant 
it  is  said : 

The  amendment  in  question  was  mailed  July  1,  1905,  at  Berlin,  and  in  view  of 
the  fact  that  ten  to  eleven  days  are  usually  needed  for  the  transmission  of  such 
sendings  to  the  U.  S.  Patent  Office,  I  was  convinced  that  the  said  amendment 
would  arrive  in  due  time  to  save  the  application  from  abandonment. 

No  affidavit  seeking  to  excuse  the  delay  has  been  filed,  and  it  is 
probable  from  the  statement  made  by  the  applicant  that  action  was 
intentionally  delayed  until  the  last  of  the  time  allowed  by  law. 

The  petition  is  denied. 


In  re  Elberson. 
Decided  Decemher  lit,  1905, 

(121  O.  G.,  338.) 
Application — I  ncomplete. 

Where  the  Office  receives  from  a  party  a  sketch,  together  with  fifteen 
dollars,  and  a  letter  asking  that  he  be  forwarded  blank  forms  for  the 
preparation  of  an  application,  Held  that  the  letter,  sketch,  and  fifteen  dol- 
lars should  not  have  been  regarded  as  an  incomplete  application,  but  that 
the  money  should  have  been  entered  to  the  applicant's  credit  unapplied  to 
any  case. 

On  Petition. 

Mr,  R,  G,  Dyrenforth  for  the  applicant. 
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AiiLEN,  Commissioner: 

This  is  a  petition  asking  that  the  petitioner  be  permitted  to  com- 
plete an  application  for  patent  upon  which  the  fee  was  paid  July  13, 
1904.  It  is  said  that  the  delay  in  completing  the  application  was 
unavoidable. 

An  examination  of  the  records  shows  that  this  Office  received  from 
the  applicant  a  sketch,  together  with  fifteen  dollars,  and  a  letter  ask- 
ing this  Office  to  forward  blank  forms  for  preparing  an  application 
for  patent.  The  letter  itself  shows  that  the  applicant  did  not  intend 
it  as  an  application,  but  expected  to  file  the  application  papers  there- 
after. It  is  believed,  therefore,  that  the  letter,  sketch,  and  fifteen 
dollars  should  not  be  regarded  as  even  an  incomplete  application. 
The  money  should  have  been  entered  to  the  applicant's  credit  imap- 
plied  to  any  case,  and  therefore  he  will  now  be  permitted  to  use  that 
money  as  the  first  fee  upon  any  application  he  concludes  to  file. 

To  the  extent  indicated  the  petition  is  granted. 


Struble  IK  Young. 

Decided  December  29,  1905. 

(121  O.  G.,  339.) 

1.  INTESFEBENCE — MOTION  FOB  DISSOLUTION — ^TRANSMISSION. 

Where  the  motion  for  dissolution  presents  matters  which  can  be  consid- 
ered in  connection  with  or  as  part  of  the  determination  of  priority  and 
which  should  only  be  so  considered,  Held  that  It  raises  no  proper  question 
for  consideration  by  the  Primary  Examiner  and  transmission  was  properly 
refused. 

2.  Same — Eablticb  Appucation  in  Evidence — Considered  with  Priobitt. 

The  question  of  whether  an  applicant  In  Interference  Is  entitled  to  the 
benefit  of  the  dates  of  his  earlier  applications,  raised  by  the  Introducing  of 
his  earlier  applications  In  evidence  and  by  the  testimony  taken  concerning 
them,  should  be  considered  by  the  Examiner  of  Interferences  and  appellate 
tribunals  as  part  of  the  case  upon  priority  of  Invention. 

3.  Appucation — CJontinuing — ESffect  of  Foreign  Patents. 

Where  it  is  urged  that  Struble  is  barred  from  obtaining  a  pat^t  upon  the 
invention  In  Issue  by  his  foreign  patents  In  view  of  his  failure  to  refer  to  his 
prior  applications  and  In  view  of  the  statements  In  the  oath  which  forms 
part  of  the  application  In  interference  excluding  foreign  patents,  Held  that 
if  the  Invention  in  issue  was  disclosed  in  the  earlier  applications,  then  the 
later  application  Is  a  continuation  of  said  earlier  applications  and  the 
fdreign  patents  are  no  bar  to  the  issue  of  a  patent  thereon. 

Appeal  on  Motion. 

RAILWAY  SIGNALING. 

Mr.  George  E.  Cruse  for  Struble. 

Ut,  George  H.  Benjamin  and  Mr,  George  R.  Hamlin  for  Young. 
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Allen,  Commissioner: 

This  is  an  appeal  by  Young  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  Young's 
motion  for  dissolution  of  the  interference. 

The  refusal  of  the  Examiner  of  Interferences  to  transmit  the  mo- 
tion was  based  in  part  on  the  ground  that  it  was  filed  long  after  the 
time  provided  by  the  rules  for  bringing  such  motions  and  in  part  on 
the  groimd  that  the  motion  was  one  involving  consideration  of  the 
testimony  which  has  been  taken  in  this  case ;  but  the  principal  reason 
for  refusing  transmission  seems  to  have  been  that  the  motion  presents 
for  consideration  matters  which  can  be  considered  in  connection  with 
or  as  part  of  the  determination  of  priority  and  which  should  only  be 
so  considered.  I  am  of  the  opinion  that  the  motion  presents  no  proper 
question  for  consideration  by  the  Primary  Examiner  at  this  time  and 
that  transmission  was  properly  refused.  It  is  not  necessary,  there- 
fore, to  consider  the  question  of  delay  in  bringing  the  motion  or 
whether  the  motion  is  one  involving  consideration  of  the  testimony. 

The  facts  upon  which  the  motion  is  based,  as  set  forth  by  Young, 
are,  in  substance,  as  follows :  The  application  of  Struble  in  interfer- 
ence was  filed  to  claim  an  invention  which  Struble  had  attempted  to 
claim  by  amendment  in  prior  applications  and  which  the  Primary 
Examiner  had  held  to  be  new  matter  in  the  prior  applications.  The 
claims  in  issue  were  adopted  by  Struble  upon  the  suggestion  of  the 
Primary  Examiner  made  in  the  new  application.  In  the  testimony 
taken  by  Struble  he  has  attempted  to  show  that  the  invention  in 
issue  was  disclosed  by  him  in  his  prior  applications.  It  is  alleged 
that  foreign  patents  have  issued  to  Struble  upon  the  inventions  of  his 
earlier  applications  and  that  the  applications  for  these  foreign  patents 
were  filed  more  than  twelve  months  before  the  filing  of  the  application 
in  interference,  though  within  the  period  of  twelve  months  prior  to 
the  filing  of  Struble's  earlier  applications  in  this  country.  Struble's 
application  in  interference  contains  no  reference  to  his  earlier  ap- 
plications, and  the  oath  forming  part  of  his  application  in  interfer- 
ence states  that  no  application  for  patent  on  the  invention  thereof 
has  been  filed  by  him  or  his  representatives  or  assigns  in  any  foreign 
coimtry.    The  earlier  applications  are  still  pending. 

Dissolution  is  urged  by  Young  on  the  ground  that  Struble  is 
barred  from  obtaining  a  patent  upon  the  invention  in  issue  by  his 
foreign  patents  in  view  of  his  failure  to  refer,  in  the  application  in 
interference  to  his  prior  applications  and  in  view  of  the  statements  in 
the  oath  which  forms  part  of  the  application  in  interference  ex- 
cluding foreign  patents.  If  the  invention  in  issue  was  disclosed  by 
Struble's  earlier  applications  in  this  coimtry,  as  contended  by  Struble, 
then  the  application  in  interference  is  a  continuation  of  his  earlier 
applications  and  the  foreign  patents  are  no  bar  to  the  issue  of  a 
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patent  thereon.  If,  on  the  other  hand,  the  invention  in  issue  was  not 
disclosed  by  the  earlier  applications  of  Struble,  as  seems  to  have  been 
held  by  the  Primary  Examiner  in  the  course  of  the  prosecution  of 
those  applications,  it  is  not  contended  by  Young  that  the  foreign 
patents  could  act  as  a  bar  in  the  present  case.  If  the  application  of 
Struble  in  interference  is  eventually  held  to  be  a  continuation  of 
Struble's  earlier  applications,  reference  to  the  earlier  applications 
could  be  made  therein  by  amendment  and  a  new  oath  acknowledging 
the  foreign  patents  could  be  filed,  or  it  may  be  that  Struble,  if  he  pre- 
vails in  this  interference  on  the  disclosure  of  his  earlier  applications, 
could  transfer  the  claim  in  issue  from  the  application  in  interference 
to  one  of  the  earlier  applications.  If  it  is  finally  determined  that  the 
interference  issue  is  not  disclosed  in  the  prior  applications,  the  appli- 
cation in  interference  will  need  no  reference  thereto  and  the  pre- 
vious oath  will  be  sufficient.  In  any  event  no  valid  ground  for  disso- 
lution has  been  alleged. 

The  real  question  involved  in  the  contentions  of  Young  is  whether 
Struble  is  entitled  to  the  benefit  of  the  dates  of  his  earlier  applica- 
tions in  this  interference.  This  question  has  been  raised  by  Struble 
through  the  introduction  of  his  earlier  applications  in  evidence  and 
by  the  testimony  taken  concerning  them  and  should  be  considered  by 
the  Examiner  of  Interferences  and  appellate  tribunals  as  part  of  the 
case  upon  priority  of  invention,  as  has  been  pointed  out  in  the  case  of 
Raulet  and  Nicholson  v.  Adams^  (C.  D.,  1905,  55 ;  114  O.  G.,  1827.) 

It  is  charged  that  the  omission  from  Struble's  application  in  inter- 
ference of  reference  to  his  earlier  applications  and  the  statement  re- 
garding foreign  patents  in  the  oath  thereof  show  fraud.  Consider- 
ing all  the  circumstances,  I  am  unable  to  find  any  basis  for  the  charge 
of  fraud. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  transmit 
Young's  motion  to  the  Primary  Examiner  is  aifirmed. 


Struble  ik  Young. 

Decided  December  29,  1905, 

(121  O.  a,  340.) 

iNTEKTEBENCB — RULB  126 — MOTION  FOB  DISSOLUTION  THEREUNDER  IMPBOPEB. 

Held  that  Rule  126  does  not  provide  for  the  filing  of  motions  and  that  a 
motion  to  dissolve  purporting  to  be  brought  thereunder  should  not  be 
transmitted  or  considered. 

On  Motion. 

RAILWAY   SIGNALING. 

Mr.  George  E.  Cruse  for  Struble. 

Mr.  George  H.  Benjamin  and  Mr.  George  R.  Hamlin  for  Young. 

H.  Doc.  641,  5^2 8 

Digitized  by  VjOOQ IC 


98  DECISIONS   OP   THE   COMMISSIONER   OF   PATENTS. 

Allen,  Commissioner: 

This  is  a  motion  by  Young,  entitled  as  one  under  Rule  126,  request- 
ing dissolution  of  the  interference,  return  of  the  case  to  the  Primary 
Examiner 'for  consideration  of  a  statutory  bar,  and  suspension  of  pro- 
ceedings pending  determination  of  the  questions  raised  by  the  motion. 
Rule  126  does  not  provide  for  the  filing  of  motions,  and  no  sufficient 
reason  is  apparent  why  a  motion  of  this  kind  should  be  considered. 
The  motion  is  dismissed. 


Ex  PARTE  Marburg,  Jr. 
Decided  December  i|,  1905, 
(121  O.  (}.,  687.) 

Abandonment  of  Application — Unavoidable  Delay. 

Where  the  year  for  taking  action  expired  September  2,  1905,  and  it  ap- 
pears that  on  August  17,  1905,  the  inventor,  who  was  abroad,  mailed  a  let- 
ter of  instructions  to  the  attorney,  which  letter  was  mislaid  and  was  not 
again  called  to  the  attorney's  attention  until  October  26,  at  which  time  it 
was  found  that  the  instructions  were  incomplete  and  further  communica- 
tion with  the  inventor  was  necessary,  and  no  amendment  of  the  application 
was  filed  until  November  18,  1905,  Held  that  the  delay  was  not  unavoid- 
able. 

On  Petition. 

elastic-fluid   IfOTOB. 

Mr.  Henry  Connett  for  the  applicant, 

Allen,  Commissioner: 

This  is  a  petition  for  a  ruling  that  the  above-entitled  application 
is  not  abandoned,  notwithstanding  a  delay  of  more  than  one  year  in 
responding  to  the  last  Office  action. 

On  September  2,  1904,  some  of  the  claims  in  the  case  were  rejected, 
and  no  response  was  received  until  November  18,  1905.  In  excuse 
for  the  delay  the  attorney  has  filed  an  affidavit  stating  that  the  in- 
ventor was  abroad  and  that  on  August  17  he  mailed  to  the  attorney 
instructions  to  proceed  with  the  case.  The  attorney  supposes  that  the 
instructions  were  received  at  his  office  on  August  30;  but  the  letter 
was  mislaid  and  was  not  again  called  to  the  attorney's  attention  until 
October  26.  The  instructions  contained  therein  were  then  found  to 
be  insufficient,  and  after  further  correspondence  with  the  inventor 
the  amendment  of  November  18  was  filed. 

It  does  not  appear  from  this  showing  that  the  delay  since  the  Office 
action  of  September  2,  1904,  was  unavoidable,  ^nd  therefore  thQ 
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Dunbar  v.  Schellenger. 

Decided  December  22,  1905. 

(121  O.  G..  (587.) 

1.  Intebtkbence — Suspension — Estoppel. 

An  interference  will  not  be  suspended  for  the  purpose  of  considering  the 
question  of  estoppel  against  one  party  where  dissolution  of  the  interfeiv 
ence  would  apparently  leave  the  way  clear  to  the  allowance  of  a  patent 
to  another  party  who  may  not  be  the  first  inventor. 

2.  Same — Same — Consideration  of  Ex  Pabte  Rights. 

Where  all  of  the  evidence  is  before  the  Office  upon  which  to  base  a  final 
determination  upon  priority,  such  final  determination  should  in  general  be 
reached  before  consideration  of  ex  parte  rights  is  undertaken. 

On  Keference. 

TELEPHONE   SYSTEM. 

Messrs.  Jones  <&  Addington  and  Mr.  R.  L.  Ames  for  Dunbar. 
Mr.  Charles  A.  Brown  for  Schellenger. 

Allen,  Commissioner: 

The  Examiner  of  Interferences  called  attention  to  the  fact  that  in 
his  opinion  the  party  Schellenger  is  not  entitled  to  make  the  claim 
of  the  issue  in  view  of  his  conduct  and  admissions  in  another  inter- 
ference in  which  he  has  been  involved. 

It  appears  that  the  testimony  in  this  interference  has  been  taken 
and  filed,  and  upon  consideration  thereof  the  Examiner  of  Interfer- 
aices  has  rendered  judgment  of  priority  in  favor  of  Schellenger.  In 
other  words,  the  Examiner  has  concluded  that  Dunbar  is  not  the  first 
inventor  and  that  Schellenger  is  estopped  from  making  the  claims 
because  of  his  admissions  in  the  other  interference. 

It  seems  very  clear  that  the  present  interference  should  not  be  sus- 
pended for  the  purpose  of  considering  the  question  of  estoppel  against 
Schellenger,  since  to  dissolve  the  interference  now  upon  that  ground 
would  apparently  leave  the  way  clear  to  the  allowance  of  a  patent  to 
Dunbar  for  the  invention  in  issue.  Since  all  of  the  evidence  is  before 
the  Office  upon  which  to  base  a  final  determination  upon  the  question 
whether  Dunbar  is  the  first  inventor,  such  final  determination  should 
be  reached  before  considering  Schellenger's  ex  parte  rights.  The 
bar  of  prior  invention  as  against  Dunbar  is  just  as  important  as  is  the 
bar  of  estoppel  against  Schellenger,  and  there  seems  to  be  no  good 
reason  for  stopping  investigation  of  the  question  of  priority  to  con- 
sider the  question  of  estoppel.  On  the  contrary,  it  is  very  clear  that 
priority  should  be  first  determined,  since  to  dissolve  the  interference 
on  the  ground  of  estoppel  would  prevent  the  determination  of  the 
question  of  priority  and  might  result  in  the  issue  of  a  patent  to  a 
party  who  is  not  in  reality  the  first  inventor. 

The  case  is  remanded  for  further  proceedings  relating  to  priority 
of  invention. 
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Ex   PARTE   SpERRT. 

Decided  December  22,  1905. 

(121  O.  G.,  687.) 

Abandonment  of  Application — Responsive  Action. 

Where  an  applicant  took  advantage  of  a  technical  error  In  the  citation  of 
one  of  numerous  references  to  delay  h\»  reply  for  two  years  and  then  made 
reply  only  to  a  portion  of  the  Examiner's  action.  Held  that  the  action  was 
not  such  as  the  condition  of  the  case  required,  and  the  same  Is  abandoned. 

On  Petitign. 

apparatus  fob  mixing  liquids  and  gases. 

Mr.  Eugene  A.  Byrnes  for  the  applicant. 

Allen,  Commis^oner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing that  the  above-entitled  application  is  abandoned. 

It  appears  that  on  April  16,  1902,  the  Examiner  wrote  a  letter 
treating  each  of  the  twenty-three  claims  in  the  case,  and  on  April  16, 

1903,  the  applicant  filed  a  communication  saying  that  there  was  an 
error  in  the  data  given  for  an  English  patent  cited  as  a  reference 
against  two  claims.  No  amendment  or  argument  was  made;  but  it 
was  said : 

A  suitable  amendment  will  be  made  as  soon  as  the  citation  is  corrected. 

The  Examiner  corrected  the  citation  on  May  9,  1903,  and  no  action 
was  taken  by  the  applicant  until  May  9,  1904,  when  he  presented  an 
amendment  canceling  two  claims  and  making  an  argument  as  to 
claims  3  to  14.  No  reference  whatever  was  made  to  claims  15  to  23. 
The  Examiner  held  that  this  action  was  insufficient  and  on  May  31, 

1904,  notified  the  applicant  that  the  application  was  abandoned. 
The  applicant  asked  reconsideration,  and  on  November  3,  1904,  was 
again  notified  that  the  case  was  abandoned.  On  November  3,  1905, 
this  petition  was  filed. 

This  record  shows  that  three  years  and  a  half  elapsed  after  the 
Examiner's  action  in  which  no  effort  whatever  was  made  to  meet  or 
avoid  his  rejection  of  nine  claims  in  the  application.  The  applicant 
took  advantage  of  the  technical  error  in  the  citation  of  a  single  one 
of  the  numerous  references  to  delay  his  reply  for  two  years,  and  then 
made  reply  only  to  a  portion  of  the  Examiner's  action.  There  was 
no  reason  why  a  full  reply  as  to  all  claims  now  in  the  case  could  not 
have  been  made  within  the  first  year.  The  applicant's  uniform  delay 
until  the  last  day  of  the  year  allowed  by  law  indicates  an  intention 
to  prolong  the  prosecution  of  the  application  and  rebuts  any  argu- 
ment that  the  action  of  May  9,  1904,  was  intended  to  advance  the 
case.  That  action  was  clearly  not  such  as  the  condition  of  the  case 
required. 

The  petition  is  denied. 
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In  re  The  New  York  Woven  Wire  Mattress  CbMPANY. 

Decided  January  S,  1906. 

(121  O.  G.,  688.) 

1.  Reissue  Application — Showing  Necessity  to  Obtain  Copies. 

The  reasons  for  preserving  original  applications  and  caveats  in  secrecy  do 
not  exist  In  reissue  applications,  as  the  reissue  applicant  has  no  secret 
invention  to  be  concealed  from  the  public,  and  therefore  the  same  character 
of  showing  Is  not  required  to  warrant  furnishing  copies. 

2.  Saiie — Refebbed  to  in  Patent  in  Suit — Copies. 

Where  suit  has  been  brought  against  a  party  and  the  record  of  the  patent 
in  suit  contains  a  reference  to  a  reissue  application  which  makes  it  neces- 
sary to  see  the  application  in  order  to  understand  the  views  of  the  patentee 
and  the  Office  in  the  patent  case,  Held  that  the  party  is  entitled  to  obtain 
copies  of  the  file  and  contents  of  the  reissue  application. 

In  the  Matter  of  the  petition  of  The  New  York  Woven  Wire 
Mattress  Company  for  leave  to  inspect  and  obtain  copies  of  applica- 
tion for  reissue  of  patent  of  Adrian  de  Piniec  Mallet,  No.  641,542. 

Messrs.  Meyers,  Cushman  c6  Rea  for  The  New  York  Woven  Wire 
Mattress  Ciompany. 

Mr.  Francis  H.  Richards  for  A.  de  Piniec  Mallet.  {Mr.  Cliester  A. 
Wood  of  counsel.) 

Allen,  Commissioner: 

This  is  a  petition  for  a  copy  of  a  reissue  application  referred  to 
in  the  record  of  Patent  No.  712,718. 

The  petitioner  alleges  that  suit  for  infringement  has  been  brought 
against  it  on  the  patent  above  cited  and  that  in  preparing  its  defense 
to  that  suit  it  is  desired  to  inspect  the  reissue  application  filed  by 
the  patentee  and  referred  to  in  the  arguments  which  led  to  the  allow- 
ance of  the  patent.  The  reissue  application  referred  to  relates  to 
Patent  No.  641,542,  granted  to  the  same  inventor  as  the  patent  in  suit. 

All  of  the  reasons  for  preserving  original  applications  and  caveats 
in  secrecy  do  not  exist  in  reissue  applications,  and  therefore  the  same 
character  of  showing  is  not  required  to  warrant  furnishing  copies. 
A  reissue  applicant  has  no  secret  invention  to  be  concealed  from  the 
public,  since  he  has  necessarily  disclosed  it  in  his  patent  All  that 
can  be  concealed  in  a  reissue  case  is  the  procedure  and  new  claims 
made. 

Since  suit  has  been  brought  against  the  petitioner  and  the  record 
of  the  patent  in  suit  contains  a  reference  to  the  reissue  application, 
which  makes  it  necessary  to  see  the  application  in  order  to  understand 
thoroughly  the  views  of  the  patentee  and  the  Office  in  the  patented 
case,  it  must  be  held  that  the  petitioner  is  entitled  to  obtain  copies  of 
the  file  and  contents  of  the  reissue  application. 

The  petition  is  granted.  ^  , 
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Ex  PABTE  Schmidt  and  Tanody. 

Decided  January  ^,  1906, 

(121  O.  G.,  688.) 

Abandoned  Application — Insufficient  Response. 

Where  an  applicant  presented  an  amendment  canceling  two  of  his  six 
rejected  claims  and  substituted  others  therefor  and  no  action  whatever  was 
taken  as  to  the  remaining  claims.  Held,  that  the  action  was  insufficient  to 
save  the  case  from  abandonment 

On  Petition. 

stopper. 

Mr.  J.  B.  Littell  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  ruling  that  the  above- 
entitled  application  is  abandoned. 

It  appears  that  the  Examiner  rejected  the  six  claims  in  the  case  on 
August  29,  1904,  and  on  August  23, 1905,  the  applicants  presented  an 
amendment  canceling  two  claims  and  substituting  two  new  claims. 
No  action  whatever  was  taken  as  to  the  remaining  four  claims,  and 
there  was  not  even  a  request  for  reconsideration.  Upon  the  author- 
ity of  Ex  parte  Alton  (C.  D.,  1904,  541;  113  O.  G.,  1968,)  the  Exam- 
iner held  the  action  insufficient  to  save  the  case  from  abandonment. 

The  petitioners  urge  that  the  Examiner's  action  should  be  overruled 
because  he  did  not  state  his  reasons  for  the  rejection  with  sufficient 
fullness  in  his  letter  of  August  29, 1904,  but  it  is  very  clear  that  there 
is  no  force  in  this  contention,  since  the  applicants  did  not  ask  for  any 
explanation  in  connection  with  their  amendment  of  August  23,  1905. 
If  the  Examiner's  action  was  insufficient  to  enable  the  applicants  to 
respond  intelligently,  a  request  for  an  explanation  would  have  been 
a  proper  action  in  the  case ;  but  since  no  such  request  was  made,  it  is 
not  clear  what  bearing  the  alleged  insufficiency  in  the  Examiner's 
action  has  upon  the  question  now  at  issue.  The  applicants'  action 
was  clearly  insufficient  if  it  was  intended  to  call  for  a  more  detailed 
explanation  by  the  Examiner,  since  it  contains  no  hint  that  such  ex- 
planation was  desired. 

If  the  applicants'  amendment  had  been  entered  and  acted  upon,  it 
is  very  clear  that  no  advance  whatever  would  have  been  made  as  to 
four  of  the  six  claims  originally  presented.  After  such  action  the 
applicants  might  have  canceled  two  more  claims  and  substituted  two 
others,  still  making  no  advance  whatever  as  to  two  of  the  original 
claims.  Such  piecemeal  action  is  contrary  to  the  spirit  and  the  letter 
of  the  rules  and  the  statutes  and  is  not  to  be  permitted.  An  action 
to  save  a  case  from  abandonment  must  be  such  proper  action  as  the 
condition  of  the  case  requires. 

The  petition  is  denied.  ^  ^ 
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Ex  PABTE  Woods. 

Decided  January  -},  1906, 

(121  O.  G.,  689.) 

L  Abandonment  of  Appucation — Rbsponsite  Action. 

Where  after  a  certain  action  by  the  Examiner,  the  applicant's  amend- 
ment purporting  to  be  in  response  to  a  prior  action  by  the  Examiner  and 
not  in  fact  responsive  to  the  last  action  of  the  Examiner,  and  where  the 
applicant  was  notified  that  said  amendment  was  not  so  responsive  and 
failed  to  take  responsive  action  within  the  year  from  the  Examiner's 
action.  Held  that  the  application  was  abandoned. 

2.  Same — Notice  of  Office  Action — Failure  to  Respond  not  Excused. 

Held  that  failure  to  receive  an  Office  action  will  not  excuse  failure  to 
respond  where  the  applicant  received  notice  of  said  action  and  took  no 
steps  to  secure  a  copy  thereof. 

On  Petition. 

OBB-PULVEBIZING   APPARATUS. 

Messrs.  Wright^  Brown  <&  Quinby  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  refusing  to  enter 
and  consider  an  amendment  filed  July  6,  1905,  on  the  ground  that 
the  application  was  abandoned. 

It  appears  that  a  letter  was  written  by  the  Examiner  on  August 

12,  1903,  and  that  an  amendment  in  response  was  received  May  6, 

1904.  On  June  13,  1904,  the  Examiner  acted  upon  the  case  as 
amended,  and  on  August  10,  1904,  an  amendment  was  received. 
That  amendment  purported  to  be  "in  response  to  Office  letter  of 
August  3, 1903,"  and  since  it  made  no  response  to  the  action  of  June 

13,  1904,  the  Examiner  took  no  action  upon  it,  save  to  notify  the 
applicant  that  it  was  not  responsive  "  to  the  last  Office  action  dated 
June  13,  1904."    The  applicant  took  no  further  action  until  July  6, 

1905,  when  the  amendment  here  under  consideration  was  filed.  He 
said  therein : 

The  Office  action  dated  June  15,  1904,  "referred  to  In  the  Office"  letter  of 
August  24,  1904,  has  not  been  received. 

The  amendment  of  August  10, 1904,  was  admittedly  not  responsive 
to  the  Office  action  of  June  13,  1904,  and  therefore  it  was  not  of 
such  a  character  as  to  save  the  case  from  abandonment.  The  ap- 
plicant by  inference  offers  the  excuse  that  he  did  not  receive  the 
Office  letter  dated  Jime  13,  1904,  but  it  is  to  be  noted  that  he  was 
informed  on  August  24,  1904,  that  such  a  letter  had  been  written, 
and  he  apparently  made  no  effort  to  secure  a  copy  or  discover  its 
contents.  There  is,  furthermore,  no  affidavit  in  the  record  to  the 
effect  that  the  letter  was  not  received. 

The  case  is  ahandoned  and  the  petition  is  denied. 
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LOTTRIDGE   V.   EuSTICE. 

Decided  January  4,  1906. 

(121  O.  G.,  689.) 

1.  Interference — Preliminary  Statement  bt  Assignee. 

Where  an  applicant  has  taken  no  action  in  his  case  and  has  not  fiied  a 
preliminary  statement  and  the  time  for  filing  statements  has  expired,  a 
statement  filed  within  the  time  fixed  by  the  assignee  of  an  undivided  part 
interest  whose  assignment  is  of  record  in  this  Office  will  be  accepted, 

2.  Same — Prosecution  by  Assignee. 

Where  the  assignee  of  an  undivided  interest  of  an  invention  makes  an 
affidavit  that  he  is  unable  to  obtain  any  information  from  an  applicant  and 
the  record  shows  that  the  applicant  has  taken  no  action  in  the  interference 
and  has  filed  no  preliminary  statement,  the  assignee  will  be  allowed  to 
prosecute  the  interference. 

On  Petition. 

packing-machine. 

Messrs.  Chappell  <&  Earl  for  Lottridge. 

Mr.  Monroe  M.  Cody  for  Eustice. 

Messrs.  Chappell  c&  Earl  for  the  petitioner. 

Allen,  Commissioner: 

This  is  a  petition  by  Frank  R.  Sleeper  that  he  be  permitted  to  file 
a  preliminary  statement  and  prosecute  this  interference  on  behalf 
of  Lottridge  as  assignee  of  two-thirds  interest. 

An  assignment  recorded  in  this  Office  shows  that  Sleeper  has  two- 
thirds  interest  in  Lottridge's  application  and  invention,  and  he  makes 
affidavit  that  he  is  unable  to  obtain  any  information  from  Lottridge 
and  believes  that  he  does  not  intend  to  prosecute  the  interference. 
The  record  shows  that  Lottridge  has  taken  no  action  in  the  case  and 
has  not  filed  a  preliminary  statement,  although  the  time  for  filing 
statements  has  expired.  Sleeper  filed  his  proposed  statement  within 
the  time  fixed. 

The  circumstances  are  such  as  to  warrant  permitting  Sleeper  to 
prosecute  the  interference,  and  therefore  the  petition  is  granted. 


Scott  v.  Southgate. 

Decided  January  4,  1906. 

(121  O.  G.,  689.) 

INTEBFEBENCE — ^BUBDEN  OF  PROOF. 

The  question  of  shifting  the  burden  of  proof  Is  a  matter  within  the  Juris- 
diction of  the  Examiner  of  Interferences  and  not  the  Primary  Examiner, 
and  there  is  no  appeal  from  his  decision  prior  to  final  Judgment  {Raulet 
and  Nicholson  v.  Adams,  a  D.,  1905,  55 ;  114  O.  G.,  1827.) 
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Appeal  on  Motion. 

DELIVEBY   MECHANISM. 

Mes8T8.  Beeken  <&  Spaulding  and  Mr.  F.  B,  Brock  for  Scott. 
Messrs.  Southgate  <&  Southgate  for  Southgate. 

Allen,  CoTnmissioner: 

This  is  an  appeal  by  Scott  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  his 
motion  for  a  dissolution  of  the  interference. 

The  motion  alleges  irregularity  in  the  declaration,  and  it  appears, 
therefore,  that  the  supposed  irregularity  consisted  in  erroneously 
placing  the  burden  of  proof  upon  Scott  as  to  some  or  all  of  the  issues. 
Scott  contends  that  he  should  be  made  the  senior  party  as  to  all 
counts,  because  of  the  fact  that  his  first  application  involved  was  filed 
on  the  same  day  as  Southgate's  application  and  because  of  its  smaller 
serial  number  should  be  regarded  as  first  filed. 

The  question  of  shifting  the  burden  of  proof  is  a  matter  within  the 
jurisdiction  of  the  Examiner  of  Interferences  and  not  the  Primary 
Examiner,  and  there  is  no  appeal  from  his  decision  prior  to  final 
judgment.  {Raulet  and  Nicholson  v.  Adams^  C.  D.,  1905,  55;  114 
0.  G.,  1827.) 

The  Examiner  was  right  in  refusing  to  transmit  the  motion,  and 
therefore  his  decision  is  affirmed. 


John  Wagner  &  Sons  v.  Thixton,  Millett  A  Co. 

Decided  January  4,  1906. 
(121  O.  G.,  690.) 

1.  Trade-Mabkb—Opposition — Fee  Essential  to  Date. 

The  fee  constitutes  a  necessary  part  of  the  notice  of  opposition,  since  it 
is  required  to  be  paid  on  fiiing  such  notice.  An  effective  date  cannot  be 
given  to  an  opposition  earlier  than  that  upon  which  the  fee  was  paid. 

2.  Same — OpposmoN  Filed  Too  Late. 

The  Office  has  no  authority  to  extend  in  any  case  the  period  allowed 
by  law  for  oppositions,  and  where  the  fee  was  paid  more  than  thirty  days 
after  publication  Held  that  the  opposition  came  too  late  to  be  entitled  to 
consideration. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK  FOB  WHI8KT. 

Messrs,  Wiedersheim  <&  Fairbanks  for  John  Wagner  &  Sons. 
Mr.  Arthur  E.  Wallace  for  Thixton,  Millett  &  Co. 


Digitized  by  VjOOQ IC 


106  DECISIONS   OF   THE   COMMISSlONBK  OP  PATENTS. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences dismissing  from  consideration  certain  papers  filed  by  John 
Wagner  &  Sons  in  opposition  to  the  registration  of  a  trade-mark  by 
Thixton,  Millett  &  Co. 

It  appears  that  the  applicants'  mark  was  published  in  the  Official 
Gazette  on  September  5,  1905,  in  accordance  with  section  6  of  the 
act  of  February  20,  1905.  On  October  3,  1905,  the  appellants  filed 
certain  papers  opposing  registration  of  the  mark  published,  and  on 
October  9,  1905,  they  paid  to  this  Office  a  fee  of  ten  dollars  as  the 
fee  required  by  law  in  cases  of  opposition.  The  Examiner  held  that 
the  effective  date  of  the  opposition  must  be  taken  as  the  date  when 
the  fee  was  paid,  and  as  this  was  more  than  thirty  days  after  publi- 
cation the  opposition  came  too  late  to  be  entitled  to  consideration. 

Section  6,  after  providing  for  publication  of  marks,  says : 

Any  person  who  believes  he  would  be  damaged  by  the  registration  of  a  mark 
may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds  there- 
for, in  the  Patent  Office  within  thirty  days  after  the  publication  of  the  mark 
sought  to  be  registered.  ♦  ♦  ♦  If  no  notice  of  opposition  is  filed  within  said 
time  the  Commissioner  shall  issue  a  certificate  of  registration  therefor,  as 
hereinafter  provided  for. 

Section  14  of  the  law  includes  the  following: 

That  the  following  shall  be  the  rates  for  trade-mark  fees : 

*  *  *  *  *  *  * 

On  filing  notice  of  opposition  to  the  registration  of  a  trade-mark,  ten  dollars. 

It  is  clear  that  the  fee  constitutes  a  necessary  part  of  the  notice  of 
opposition,  since  it  is  required  to  be  paid  "  on  filing "  such  notice- 
The  statute  is  explicit  in  terms,  and  there  can  be  no  doubt  as  to  the 
intent.  To  hold  that  the  intent  was  different  from  that  clearly 
expressed  in  the  law  would  be  contrary  to  fundamental  rules  of  con- 
struction and  would  cause  hopeless  confusion.  If  the  fee  is  not  to 
be  paid  "  on  filing,"  when  is  it  to  be  paid  ?  Can  the  one  opposing 
secure  delay  in  registration  by  merely  filing  in  this  Office  papers 
and  thereafter  make  up  his  mind  whether  or  not  it  is  advisable  to 
go  to  the  expense  of  paying  the  fee  ?     If  so,  how  long  can  he  wait  ? 

These  questions  answer  themselves,  since  it  is  clear,  both  on  prin- 
ciple and  according  to  the  terms  of  the  statute,  that  the  one  opposing 
has  no  standing  whatever  before  this  Office  until  he  has  paid  the  fee 
fixed  by  statute. 

This  Office  has  no  authority  to  extend  in  any  case  the  period 
allowed  by  law  for  oppositions,  and  since  the  opposition  here  was 
made  too  late  the  Examiner  was  right  in  dismissing  it. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Ex  PABTE  The  J.  C.  Hirschman  Company, 

Decided  January  SI,  1906. 

(121  O.  a,  600.) 

TbaDE-MaKKS — IMMATEBIAL  VaBIATIONS. 

Where  the  trade-mark  as  a  whole  seems  to  be  a  mere  imitation  of  Oster- 
moor's,  made  with  immaterial  variations,  and  the  diTerences  are  clearly 
not  such  as  wonld  avoid  confusion  between  the  marks  by  purchasers,  the 
mark  should  not  be  registered. 

On  Appeal. 

TBADB-MABK   FOB  MATTRESSES. 

Messrs.  Mintum  <&  Woemer  and  Mr.  Ernest  W.  Bradford^  for  the 
applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  mark  described  as  follows : 

The  trade-mark  consists  of  the  representation  of  a  felt  mattress  with  part  of 
the  lining  and  cover  removed  to  expose  the  felt  layers,  the  exposed  layers  being 
spread  apart,  and  the  baby  represented  as  lying  upon  the  finished  portion  of  the 
mattress,  all  inclosed  in  border-line  comprising  a  straight  horizontal  base,  with 
an  arched  top  with  ogee  portions  connecting  the  top  with  the  case. 

The  ground  of  refusal  is  that  this  mark  so  nearly  resembles  a  regis- 
tered mark  as  to  confuse  the  public  and  deceive  purchasers.  The  reg- 
istered mark  is  that  of  Ostermoor  &  C!ompany,  No.  34,063,  January 
23, 1900. 

The  registered  mark  does  not  include  the  border-line  or  the  baby, 
but  includes  everything  else  referred  to  in  the  appellant's  above- 
quoted  description  of  its  mark.  The  mattress  with  the  exposed  layers 
spread  apart  is  undoubtedly  the  most  prominent  feature  of  the 
appellant's  mark  as  shown,  and  is  strikingly  like  the  mattress  with 
exposed  layers  constituting  the  registered  mark. 

The  appellant  says  that  since  the  mark  is  to  be  used  upon  mat- 
tresses a  picture  of  a  mattress  is  not  trade-mark  subject-matter  and 
is  to  be  disregarded  in  considering  its  mark.  It  urges  that  the  baby 
and  the  border-line  constitute  its  trade-mark,  and  that  therefore  the 
registered  mark  is  no  anticipation. 

An  examination  of  the  case  shows  that  the  picture  of  the  mattress 
is  an  integral  part  of  the  mark  and  is  inseparable  from  the  other 
features.  The  appellant  describes  it  as  a  part  of  the  mark,  and  it 
clearly  is  a  part  of  it.  The  mark  as  a  whole  seems  to  be  a  mere 
imitation  of  Ostermoor's  mark  with  immaterial  variations.  The 
differences  are  clearly  not  such  as  would  avoid  confusion  between  the 
marks  by  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  right  and  is 
affimied. 
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Ex  PARTE  Paragon  Malt  Extractt  CoMPANlf. 

Decided  January  SI,  1906, 
(121  O.  G..  690.) 

Trade-Mabks — Descriptive  Mabk  Refused — Peebless. 

The    word    "  Peerless "    refused    registration   as    a    trade-mark    on    the 
ground  that  it  is  descriptive. 

On  Appeal. 

TBADE-MABK  FOR  MALT  EXTRACT. 

Messrs.  Mason^  Fenwick  cfe  Lawrence  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Peerless  "  as  a  trade-mark  for  malt 
extract. 

The  ground  of  refusal  is  that  the  word  is  descriptive.  The  word 
"  Peerless  "  is  undoubtedly  an  ordinary  descriptive  word  which  any 
one  has  a  right  to  use  in  any  case  where  it  is  properly  descriptive  and 
not  deceptive.  The  word  conveys  the  idea  that  the  article  to  which 
it  is  applied  is  of  superior  quality  and  is  unequaled.  It  is  not 
capable  of  exclusive  appropriation  as  a  trade-mark  by  any  individual. 
{Ex  parte  Peerless  Carbon  Black  Company^  Limited^  C.  D,,  1897, 
791;   81  O.  G.,  803.) 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  registration 
is  afjirraed. 


Gabrielson  V,  Felbel. 

Decided  February  23,  1906. 

(121  O.   G.,  691.) 

Interference — Abandonment  of  Invention — Rule  125. 

Held  that  the  only  abandonment  which  can  be  accepted  under  Rule  125 
is  an  unequivocal,  unconditional,  unlimited  declaration  of  abandonment 
of  the  Invention  which  forms  the  subject-matter  of  the  Issue  of  the  inter- 
ference under  consideration. 

On  Reference. 

type-writing  machine. 

Messrs.  Foster,  Freeman  cfe  Wats&n  for  Gabrielson. 

Mr.  Jacob  Felbel  for  himself.     {Mr.  W.  W.  Dodge  of  counsel.) 

Allen,  Commissioner: 

This  case  comes  before  me  upon  the  question  of  an  abandonment 
filed  by  the  applicant  Gabrielson  and  the  assignee  of  his  interest. 
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the  L.  C.  Smith  &  Brothers  Typewriter  Company,  under  Rule  125. 
Objection  is  made  by  the  attorney  for  the  party  Felbel  that  the 
abandonment  proposed  to  be  filed  is  not  the  net  and  unequivocal 
declaration  of  abandonment  contemplated  by  Rule  125.  He  also 
objects  to  the  execution  of  the  instrument,  urging  that  the  authority 
of  L.  C-  Smith,  president  of  the  L.  C.  Smith  &  Brothers  Typewriter 
Company,  does  not  appear. 
Rule  125  provides  that  after  an  interference  is  finally  declared — 

It  will  not,  except  as  herein  otherwise  provided,  be  determined  without  Jud^ 
ment  of  priority  founded  either  upon  the  testimony,  or  upon  a  written  conces- 
sion of  priority  by  one  of  the  parties,  signed  by  the  inventor  himself  (and  by 
the  assignee,  if  any)  or  upon  a  written  declaration  of  abandonment  of  the 
invention. 

The  document  at  present  under  consideration  contains  clauses  stat- 
ing how  the  abandonment  is  to  be  understood  and  what  it  is  not  to  be 
considered,  and  the  execution  by  the  assignee  company  is  a  concur- 
rence in  the  declaration  of  abandonment  "  for  the  reasons  and  under 
the  conditions  mentioned  therein." 

I  am  of  the  opinion  that  this  abandonment  cannot  be  accepted  for 
the  purposes  of  Rule  125  and  that  an  unequivocal,  unconditional,  un- 
limited declaration  of  abandonment  of  the  invention  which  forms  the 
subject-matter  of  the  issue  of  the  present  interference  is  the  only 
abandonment  which  can  be  filed  under  this  rule. 

This  Office  must  refuse  to  give  effect  to  the  proposed  instrument  of 
abandonment,  and  it  is  so  ordered. 


Ex  PARTE  Engel. 

Decided  January  4, 1906. 

(121  O.  G.,  1011.) 

Dbawings — Cancktation  op  Figures. 

Whether  certain  figures  should  remain  in  the  drawing  depends  upon  the 
question  wliether  the  state  of  the  art  is  such  as  to  render  it  necessary  to 
limit  the  claims  to  the  form  of  the  device  shown  in  the  other  figures. 

On  Petition. 

PICTURE-MOUNTINQ  DEVICE. 

Messrs.  Burton  <&  Burton  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requir- 
ing the  cancelation  of  Figures  2  and  5  of  the  drawing  and  all  descrip- 
tion thereof. 

The  Examiner's  requirement  is  based  upon  his  conclusion  that  none 
of  the  claims  covers  the  construction  disclosed  in  Figs.  2  and  5  and 
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that  therefore  those  figures  are  superfluous  and  confusing.  The 
applicant,  on  the  other  hand,  strenuously  contends  that  the  claims 
cover  Figs.  2  and  5,  as  well  as  the  other  figures,  and  calls  attention  to 
statements  in  the  specification  which  lend  force  to  his  argument  that 
the  terms  used  in  the  claims  apply  to  the  disputed  construction. 

Since  the  claims  are  to  be  construed  with  reference  to  the  specifica- 
tion and  to  the  applicant's  understanding  and  intent  in  using  the 
particular  terms  which  appear  in  the  claims,  it  must  be  held  that 
there  is  sufficient  warrant  for  retaining  Figs.  2  and  5.  Their  reten- 
tion, however,  is  of  course  dependent  upon  the  question  whether  the 
state  of  the  art  is  such  as  to  render  it  necessary  to  limit  the  claims 
to  the  form  of  the  device  shown  in  figures  other  than  Figs.  2  and  5. 

The  petition  is  granted. 


Ex   PARTE  HOLZER. 

Decided  January  4,  UiOS, 

(121  O.  G..  1011.) 

Stbikino  fbom  Record  General  Statements  by  Examiner. 

Held  that  a  general  statement  that  claims  are  "  manifestly  "  unpatentable 
In  view  of  the  prior  art,  where  the  Examiner  subsequently  cited  a  refer- 
ence and  rejected  the  claims,  does  not  cast  a  cloud  upon  or  express  a  doubt 
as  to  the  validity  of  the  allowed  claims  and  should  not  be  canceled  from  the 
record. 

On  Petition. 

CENTRIFUGAL   SEPARATOR. 

Mr.  B,  Singer  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  a  portion  of  the  Examiner's  letter  of  Octo- 
ber 26,  1905,  be  canceled  from  the  record. 

In  the  part  of  the  letter  referred  to  the  Examiner  stated  that  cer- 
tain claims  were  so  broad  that  they  were  "  manifestly  "  unpatentable 
in  view  of  the  prior  art.  Such  a  general  statement  without  some  ref- 
erence to  the  disclosure  in  the  prior  art  would  not  have  been  proper ; 
but  it  appears  that  the  Examiner  subsequently  cited  a  reference  and 
rejected  the  claims.  It  does  not  appear  that  he  has  cast  a  cloud  upon 
or  expressed  a  doubt  as  to  the  validity  of  claims  allowed  by  him. 

Another  portion  of  the  letter  objected  to  refers  to  the  applicant's 
failure  to  point  out  wherein  the  amendment  avoided  the  references 
previously  cited.  Whether  or  not  the  circumstances  of  the  case  were 
such  that  the  Examiner's  criticism  was  justified,  it  is  not  believed  that 
a  cancelation  of  his  letter  is  necessary  or  proper.  It  constitutes  a 
proper  part  of  the  record  and  should  remain  in  the  case.  The  peti- 
tion is  denied^ 
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Ex  PARTE  KrEJCI. 

Decided  January  4*  i906. 
(121  O.  G.,  1011.) 

Abandoned  Application — Insufficient  Action. 

A  mere  request  for  reconsideration  without  giving  any  reasons  therefor, 
e^>ecially  where  a  party  has  abandoned  all  hope  or  expectation  of  securing 
a  patent  is  not  sufficient  to  save  an  application  from  abandonment. 

On  Petition. 

NAIL-TONGS. 

Mr.  Geo.  W.  Sues  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  holding  that  the 
above-entitled  application  is  abandoned. 

It  appears  that  on  November  7,  1904,  the  Examiner  rejected  the 
claim,  and  on  November  6,  1905,  the  applicant  filed  a  letter  merely 
asking  reconsideration,  but  giving  no  reasons  therefor.  In  accord- 
ance with  the  express  provisions  of  Rule  69  the  Examiner  refused  to 
reconsider  the  case  and  notified  the  applicant  that  the  case  was  aban- 
doned. 

The  petitioner's  explanation  of  his  failure  to  point  out  supposed 
errors  in  the  Examiner's  action  is  as  follows : 

Now  as  a  matter  of  fact,  the  applicant  found  no  error  or  errors  !n  the  Exam- 
iner's action.  The  references  on  inspection  are  found  so  close  that  the  Exam- 
iner was  fully  justified  in  citing  them,  and  holding  that  the  change  as  shown 
by  applicant  did  not  involve  invention. 

It  is  very  clear  that  with  this  view  of  the  case  the  applicant  should 
not  have  burdened  this  Ofiice  either  with  the  request  for  reconsidera- 
tion or  with  this  petition.  He  had  abandoned  all  hope  or  expectation 
of  securing  a  patent  upon  his  application  and  had  abandoned  all  real 
effort  to  secure  one. 

It  is  clear  that  the  application  is  abandoned,  and  therefore  the 
petition  is  denied. 


Ex   PARTE   Sutton,  Steele,  and   Steele. 

Decided  January  4.  1906. 

(121  O.  G..  1012.) 

1.  Claims — Failure  to  Make  Undeb  Rule  109. 

The  purpose  of  Rule  109  is  clearly  to  avoid  a  second  interference,  and 
where  a  party  fails  to  take  advantage  of  that  rule  he  loses  the  right  to  con- 
test the  question  of  priority  as  to  the  claims  made  by  his  opponent 
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2.  Same — Same — Made  by  Newly-Appeabino  Party. 

Where  a  party  fails  to  make  claiqis  under  Rule  109  which  are  made  by 
his  opponent  in  the  interference,  Held  that  he  Is  estopped  from  thereafter 
making  the  claims,  notwithstanding  that  there  is  a  newly-appearing  party 
before  the  Office  making  them. 

On  Petition. 

PBOCESS    OF   SEP  ABATING    SUBSTAWCES    OF    DIFFERENT    DIELECTRIC    CAPACITIES. 

Mt.E.  B,  Stocking  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  refusing  to  admit  an 
amendment  filed  September  26,  1905. 

It  appears  that  the  amendment  was  filed  during  the  progress  of  an 
interference  and  after  this  case  had  been  before  the  Examiners-in- 
Chief  on  ex  parte  appeal.  Some  of  the  claims  embodied  in  the 
amendment  were  made  by  the  other  party  to  the  interference,  and 
the  Examiner  suggests  that  this  applicant  should  have  had  them 
added  to  the  issue  of  that  interference  by  motion  under  Rule  109,  if 
he  wished  to  make  them.  It  is  said  that  two  of  the  claims  relate  to 
subject-matter  previously  adjudged  patentable;  but  the  Examiner 
says  that  no  sufficient  reason  has  been  advanced  for  the  failure  to 
make  them  before  the  final  action  and  appeal. 

The  record  shows  that  judgment  was  rendered  in  the  interference 
in  favor  of  this  applicant,  and  it  is  said  on  behalf  of  the  applicant 
that  he  is  not  inserting  the  proposed  claims  for  the  purpose  of  secur- 
ing a  second  interference  with  his  previous  opponent,  Gahl,  but  for 
the  purpose  of  securing  an  interference  with  another  party.  It 
would  seem,  however,  that  a  second  interference  with  Gahl  would  be 
a  necessary  consequence  of  admitting  the  claims  if  they  are  patent- 
ably  different  from  the  issue  of  the  previous  interference.  Since  they 
were  copied  from  Gahl's  case,  it  is  difficult  to  see  how  a  second  inter- 
ference could  be  avoided. 

The  purpose  of  Rule  109  is  clearly  to  avoid  a  second  interference, 
and  where  a  party  fails  to  take  advantage  of  that  rule  he  loses  the 
right  to  contest  the  question  of  priority  as  to  the  claims  made  by  his 
opponent.  The  fact  that  there  is  still  another  party  making  the 
claims  is  not  of  consequence. 

While  it  is  true,  as  urged  in  argument,  that  this  Office  does  not 
wish  a  technicality  to  stand  in  the  way  of  the  determination  upon 
the  merits  of  the  rival  claims  of  applicants,  it  is  also  true  that  certain 
rules  of  procedure  must  be  made  and  enforced.  While  such  rules 
may  appear  to  work  a  hardship  in  a  particular  case,  they  are  neces- 
sary in  order  to  prevent  still  greater  hardship  in  many  cases.  The 
confusion  which  would  necessarily  result  from  the  failure  to  enforce 
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general  rules  of  procedure,  such  as  Rule  109,  overbalances  the  alleged 
hardship  of  a  particular  case. 

The  Examiner  was  right  in  refusing  to  admit  the  amendment,  and 
therefore  the  petition  is  denied. 


Felbel  v.  Aguilar. 

Decided  January  10,  1906. 

(121  O.  G.,  1012.) 

1.  Rkissue — ^Bboadeb  Claims — Laches. 

A  valid  reissue  patent  with  an  enlarged  claim  cannot  be  obtained  upon  an 
application  filed  nearly  three  and  one-half  years  after  the  issue  of  the 
original  patent  when,  so  far  as  has  been  shown,  such  application  might  have 
been  made  as  soon  as  the  original  patent  could  have  been  received  and  read 
or  at  any  time  thereafter  during  the  two  years  in  which  the  courts  have 
held  that  reissues  with  enlarged  claims  should  ordinarily  be  applied  for. 

2.  Same — Excuse  fob  Delay  Insufficent. 

An  affidavit  setting  forth  the  inventor's  Inability  to  procure  an  attorney 
and  unf  ami  liar  ity  with  the  English  language  is  Insufficient  to  account  for  a 
delay  of  nearly  three  and  one-half  years  In  applying  for  a  reissue,  especially 
where  the  prosecution  of  the  original  application  and  tlie  character  of  the 
claims  obtained  In  the  patent  show  that  the  Inventor  was  sufficiently  famil- 
iar with  the  language  and  with  the  law  to  read  the  patent  and  determine 
that  the  combination  of  parts  to  which  the  new  claims  of  the  reissue  appli- 
cation are  drawn  was  not  claimed  in  the  patent. 

Afpeals  on  MonoN. 

AUTOMATIC   TYPE-WRITING    MACHIITE. 

Mr.  Jacob  Felbel  pro  se. 

Messrs,  Foster^  Freeman  cfe  Watson  for  Aguilar. 

Allen,  Commissioner: 

This  case  is  before  me  upon  an  appeal  by  Felbel  from  the  decision 
of  the  Primary  Examiner  denying  his  motions  to  dissolve  the  inter- 
ference and  to  shift  the  burden  of  proof  and  upon  appeals  by  both 
Felbel  and  Aguilar  from  the  decision  of  the  Examiners-in-Chief 
affirming  in  part  and  overruling  in  part  the  refusal  of  the  Primary 
Examiner  to  dissolve  the  interference. 

The  appeals  by  Felbel  allege  non-interference  in  fact  and  irregu- 
larity in  declaration,  together  with  grounds  involving  the  right  of 
Aguilar  to  make  the  claims  in  issue  and  the  patentability  of  the 
claims  to  Aguilar  in  the  application  in  interference.  Nothing  which 
may  be  properly  considered  under  the  heads  of  non-interference  in  fact 
and  irregularity  in  declaration  has  been  pointed  out  by  Felbel,  and  no 
reason  for  dissolving  the  interference  on  either  of  these  grounds  is 
H.  Doa  641,  59-2 ^0 
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found.  The  distinction  which  must  be  observed  between  grounds  of 
non-interference  in  fact  and  irregularity  in  declaration  on  the  one 
hand  and  grounds  involving  the  right  to  make  claims  and  the  pat- 
entability of  claims  to  parties  on  the  other  hand  has  been  pointed  out 
in  other  cases  and  need  not  be  repeated  here.  {Blackmore  v.  Hall^ 
C.  D.,  1905,  561;  119  O.  G.,  2523,  and  Townsend  v.  Copeland  v. 
Robinson^  C.  D.,  1905,  559;  119  O.  G.,  2523.)  The  remaining 
grounds  alleged  in  Felbel's  appeals  are  those  denying  the  merits  of 
his  opponent's  application.  No  appeal  lies  from  the  decisions  of  the 
Primary  Examiner  and  Examiners-in-Chief  affirming  the  rights  of 
Aguilar  as  to  such  grounds.     (Rule  124.) 

Aguilar's  appeal  is  from  the  decision  of  the  Examiners-in-Chief 
against  him,  which,  as  finaly  expressed,  stated : 

As  to  the  question  whether  Aguilar  has  been  guilty  of  laches,  i.  «.,  the  inex- 
cusable delay  in  asserting  a  right*  which  is  the  real  question  inyolved  in  the 
twelfth  ground  of  the  motion,  the  undersigned  are  agreed  that  Aguilar  is  guilty 
and  that  his  reissue  patent  would,  if  granted,  be  void. 

This  decision  is  signed  by  two  members  of  the  tribunal.  The  third 
member  dissented.  Aguilar's  patent  issued  on  January  2, 1900.  His 
application  for  reissue  was  filed  on  June  20,  1903.  Comparison  of 
the  reissue  application  with  the  patent  shows  that  reissue  is  sought  to 
enlarge  and  extend  the  claim  of  the  patent.  The  Court  of  Appeals 
of  the  District  of  Columbia  in  the  case  in  re  Starkey^  (C.  D.,  1903, 
607;  104  O.  G.,  2150,)  after  citing  the  long  line  of  decisions  upon  the 
subject,  stated : 

We  must  now  regard  the  law  as  well  settled  by  the  Supreme  Court  of  the 
United  States,  that,  after  the  lapse  of  two  years  after  the  issue  of  a  patent,  a 
reissue  which  seeks  to  enlarge  the  claims  of  the  original  patent  will  not  be 
granted,  or  If  granted  will  be  held  invalid,  unless  special  circumstances  are 
shown  to  excuse  the  delay. 

In  the  present  case  Aguilar  delayed  more  than  three  years  and  five 
months  after  the  issue  of  the  patent  before  filing  his  application 
for  reissue.  In  the  oath  filed  with  the  reissue  application  no  specific 
attempt  is  made  to  account  for  this  delay.  The  only  circumstances 
recited  there  which  might  bear  upon  the  question  are,  first,  that  the 
applicant  when  the  original  application  was  prepared  and  prosecuted 
was  unable  to  employ  an  attorney,  and,  second,  that  he  was  at  that 
time  unfamiliar  with  the  technical  terms  of  the  English  language. 
A  supplemental  affidavit  was  filed  in  the  reissue  application  upon 
August  4,  1903.  This  affidavit  is  not  in  the  file  and  apparently  has 
been  lost.  The  attorney  for  Aguilar  has  filed  a  substitute  for  the 
missing  paper  supported  by  his  own  affidavit  that  the  inventor  is 
not  immediately  accessible  and  that  the  substitute  paper  is  a  true  copy 
of  the  supplemental  affidavit  which  has  been  lost.  It  appears  from 
the  copy  filed  that  the  supplemental  affidavit  reaffirmed  the  state- 
ments of  the  oath  filed  with  the  reissue  application  concerning  in- 
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ability  to  procure  an  attorney  and  unfamiliarity  with  the  English 
language  and  alleged  that  the  inventor  did  not  fully  understand  the 
patent  laws  and  rules  of  practice  and  supposed  when  the  patent 
issued  that  it  contained  claims  covering  all  features  of  which  he  was 
the  first  and  original  inventor.  This  affidavit  also  alleged,  it  appears, 
that  Aguilar  remained  under  this  impression  and  had  no  information 
to  the  contrary  and  that  he  had  not  consulted  with  any  patent  attor- 
ney or  expert  prior  to  June  1,  1903,  shortly  after  which  the  reissue 
application  was  filed. 

The  above  is  the  entire  showing  which  has  been  made  in  excuse  of 
delay.  It  is,  in  my  opinion,  insufficient.  The  prosecution  of  the 
original  application  and  the  character  of  the  claims  obtained  in  the 
patent  show  that  Aguilar  was  sufficiently  familiar  with  the  language 
and  with  the  law  to  read  the  patent  and  determine  that  the  combina- 
tion of  parts  to  which  the  new  claims  of  the  reissue  application  are 
drawn  was  not  claimed  in  the  patent.  The  combinations  now  sought 
are  so  distinct  from  the  combinations  claimed  in  the  patent  that  in 
the  absence  of  evidence  to  the  contrary  the  failure  to  present  the  re- 
issue claims  in  the  origiiuil  application  must  be  attributed  to  negli- 
gence or  to  belief  upon  the  part  of  Aguilar  that  the  combinations  to 
which  these  claims  are  drawn  formed  no  material  part  of  his  inven- 
tion. In  either  event  he  cannot,  under  the  law  stated  in  the  case 
in  re  Starkey^  supra^  obtain  a  valid  reissue  patent  with  an  enlarged 
claim  upon  an  application  filed  nearly  three  and  one-half  years  after 
the  issue  of  the  original  patent  when,  so  far  as  has  been  shown,  such 
application  might  have  been  made  as  soon  as  the  original  patent 
could  have  been  received  and  read  or  at  any  time  thereafter  during 
the  two  years  in  which  the  courts  have  held  that  reissues  with  en- 
larged claims  should  ordinarily  be  applied  for. 

The  appeals  of  Felbel  are  dismissed. 

The  decision  of  the  Examiners-in-Chief,  from  which  Aguilar's 
appeal  is  taken,  affirming  the  holding  of  the  Primary  Examiner  that 
the  claims  in  interference  are  not  patentable  to  Aguilar  by  reissue 
is  afflrmed. 


Fag  AN  V.  Graybill. 

Decided  January  5,  1906. 

(121  O.  G.,  1013.) 

iMTESFEBENCE — ^MOTION  FOR  DISSOLUTION  BaSED  ON  CERTIFIED  Ck>PIES. 

Where  Fagan  files  a  certified  copy  of  those  parts  of  his  application  which 
are  supposed  to  relate  to  the  subject-matter  of  the  Interference  and  a  motion 
for  dissolution  is  based  on  said  copy  denying  Fagan's  right  to  make  the 
claims,  Aeld  that  it  will  be  assumed  that  the  certified  copy  includes  every- 
thing pertinent  to  the  subject-matter  in  issue. 
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2.  Same — Motion  fob  Dissolution. 

The  Examiner  may  upon  a  motion  for  dissolution  of  an  interference 
wherein  one  party  has  filed  a  certified  copy  determine  whether  or  not  it 
is  necessary  for  the  other  party  to  see  other  parts  or  the  whole  of  the  origi- 
nal application. 

3.  Certified  Copies  Undeb  Rule  105. 

Where  a  rejected  claim  is  included  in  a  certified  copy  under  Rule  105, 
Held  that  all  actions  relative  thereto  should  he  included  in  the  copy. 

Appeal,  on  Motion. 

IfACHINE   FOB   FLANGING   GLASS  TUBES. 

Messrs.  Thurston  cfe  Bates  for  Fagan. 

Messrs.  Foster^  Freeman  cfe  Watson  for  Graybill. 

Allen,  Commissioner: 

This  is  an  appeal  by  Fagan  from  the  decision  of  the  Examiner  of 
Interferences  transmitting  to  the  Primary  Examiner  for  determina- 
tion a  motion  by  Graybill  for  dissolution  and  a  motion  to  amend 
under  Rule  109. 

It  appears  that  Fagan  has  filed  a  certified  copy  of  those  parts  of 
his  application  which  are  supposed  to  relate  to  the  subject-matter  of 
the  interference.     (Rule  105.) 

The  party  Graybill  has  no  information  as  to  the  contents  of  Pa- 
gan's application  except  as  disclosed  in  this  copy,  and  therefore  his 
motions  are  necessarily  based  upon  the  copy.  His  motion  for  disso- 
lution is  to  the  effect  that  the  issue  of  the  interference  is  not  disclosed 
in  the  copy  and  that  therefore  Fagan  has  no  right  to  make  the  claims 
of  the  issue.  In  his  motion  to  amend  under  Rule  109  he  has  pre- 
sented a  claim  appearing  in  Fagan 's  copy. 

On  behalf  of  Fagan  it  is  urged  thtft  even  if  it  should  be  found  that 
the  copy  does  not  disclose  the  issue  it  would  be  improper  to  dissolve 
the  interference,  since  the  original  application  contains  a  complete 
disclosure.  He  argues  that  such  conclusion  of  insufficiency  would 
merely  warrant  furnishing  other  parts  of  the  application.  In  regard 
to  the  motion  under  Rule  109  he  alleges  that  the  proposed  claim 
stands  rejected  in  his  application,  although  he  admits  that  the  copy 
furnished  by  him  does  not  show  that  fact. 

This  Office  cannot  undertake  to  say  in  advance  whether  or  not 
Fagan's  original  application  discloses  the  invention,  nor  can  it  un- 
dertake to  say  what  action  upon  the  motions  will  be  justified  when  the 
facts  shown  by  the  record  are  considered.  It  must  be  held,  however, 
that  the  motion  for  dissolution  is  in  proper  form  and  alleges  proper 
grounds.  This  Office  must  assume,  as  does  Graybill,  that  the  certi- 
fied copy  includes  everything  pertinent  relating  to  the  subject-matter 
in  issue. 
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Graybill  is  entitled  to  raise  the  question  based  upon  the  copy  that 
Fagan  has  no  right  to  make  the  claims.  It  may  be  that  there  is 
other  evidence  of  his  right;  but  if  so  a  dissolution  of  the  interfer- 
ence can  be  avoided  only  by  furnishing  that  evidence. 

The  Examiner  may,  upon  the  motion  for  dissolution,  consider  the 
original  application  and  determine  whether  or  not  it  is  necessary 
for  Graybill  to  see  other  parts  or  the  whole  of  it. 

In  regard  to  the  motion  to  amend  this  Office  cannot  base  a  refusal 
to  transmit  the  motion  upon  facts  not  accessible  to  the  moving  party. 
If  the  proposed  claim  has  been  rejected,  the  actions  relating  to  that 
matter  should  be  included  in  the  copy  accessible  to  Graybill.  Rule 
109  does  not  refer  to  rejected  or  unpatentable  claims;  but  a  party 
cannot  be  refused  consideration  of  a  claim  unless  the  record  shows 
that  it  has  been  rejected. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE   PeIRCE. 

Decided  January  12,  1906. 

(121  O.  G..  1347.) 

Affidavits — Time  of  Filing — When  Verified  Showing  is  Requibed. 

Where  affidavits  are  offered  as  evidence  that  the  rejection  of  the  claims 
by  the  Primary  Examiner  was  erroneous,  they  should  ordinarily  be  sub- 
mitted to  the  Primary  Examiner  before  the  prosecution  of  the  case  before 
him  has  been  closed  by  final  rejection  or  ai^)eal ;  otherwise  they  should  be 
accompanied  by  a  verified  showing  of  reasons  for  the  delay,  similar  to  that 
required  under  Rule  68. 

On  Reference. 

81X>NE-WOBKING    MACHINE. 

Messrs.  Arthur  C.  Eraser  cfe  Co.  for  the  applicant 

Allen,  Commissioner: 

This  case  has  been  submitted  to  me  by  the  Examiner  for  determi- 
nation whether  certain  affidavits  which  have  been  offered  shall  be 
received. 

The  case  was  several  times  amended  and  rejected  while  before  the 
Primary  Examiner,  and  an  appeal  was  finally  taken  to  the  Ex- 
aminers-in-Chief.  Before  decision  upon  the  appeal  the  affidavits 
m  question  were  presented  and  remanded  to  the  Primary  Examiner 
under  Rule  141.  The  Examiner  refused  to  admit  the  affidavits  on 
the  ground  that  they  do  not  come  within  the  classes  of  affidavits 
admissible  by  the  Examiner  under  Rule  76,  but  are  such  as  can, 
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under  that  rule,  only  be  admitted  by  special  permission  of  the  Com- 
missioner. It  is  not  necessary  to  determine  in  this  case  whether  the 
affidavits  would  have  been  admissible  if  they  had  been  seasonably 
presented.  They  were  not  seasonably  presented,  and  no  showing 
duly  verified  has  been  made  of  good  and  sufficient  reasons  for  the 
delay.  The  affidavits  are  offered  as  evidence  that  the  rejection  of  the 
claims  by  the  Primary  Examiner  was  erroneous.  Such  evidence 
should  ordinarily  be  submitted  to  the  Primary  Examiner  before 
prosecution  of  the  case  before  him  has  been  closed  by  final  rejection 
or  appeal.  When  presented  after  final  rejection  or  appeal,  affidavits 
or  other  new  evidence  should  be  accompanied  by  a  verified  showing 
of  reasons  for  the  delay,  such  as  is  required  by  Rule  68  in  the  case  of 
tardy  amendments  touching  the  merits  of  an  application.  The  only 
showing  found  in  the  present  case  as  to  why  the  affidavits  were  not 
earlier  presented  is  the  statement  of  the  attorney  that  the  applicant 
was  not  in  a  position  to  make  the  experiments  referred  to  in  the  affi- 
davits until  after  the  appeal  was  taken.  This  is  insufficient.  More- 
over, it  is  stated  in  the  affidavit  of  the  applicant  that  the  experiments 
have  extended  over  two  years,  whereas  the  case  was  not  closed  before 
the  Primary  Examiner  and  the  appeal  taken  until  less  than  a  month 
before  the  affidavit  was  executed. 

The  Examiner  should  have  refused  to  admit  the  affidavits  for  the 
reasons  given  herein  and  will  %o  refuse  to  admit  them  and  notify  the 
Examiners-in-Chief  of  this  conclusion. 


Felsing  v.  Nelson. 

Decided  January  IS,  1906. 

(121  O.  G.,  1347.) 

INTEBFEBENCE — DISSOLUTION — ABANDONMENT  OF  INVENTION. 

The  alleged  abandonment  of  an  invention  claimed  in  a  reissue  applicati<m 
by  reason  of  the  failure  to  malce  claims  thereto  in  the  original  application 
goes  to  the  right  of  the  party  to  malce  such  claims  and  cannot  be  consid- 
ered under  the  head  or  irregularity  in  the  declaration. 

Appeal  on  Motion. 

PNEUMATIC    STBAW-STACKEB. 

Messrs.  Bradford  <&  Hood  and  Mr.  E.  ^Y.  Bradford  for  Felsing. 
Mr.  E.  G.  Siggers  for  Nelson. 

Allen,  Commissioner: 

This  is  an  appeal  by  Nelson  from  a  decision  of  the  Primary  Exam- 
iner denying  his  motion  to  dissolve  the  interference  on  the  ground  of 
irregularity  in  the  declaration  thereof. 
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The  interference  was  declared  between  Nelson's  patent  and  a  reis- 
sue application  of  Felsing.  The  alleged  irregularity  is  stated  to  be 
that  Felsing  has  abandoned  the  invention,  because  his  patent  exhibits 
no  intention  to  claim  the  subject-matter  which  he  is  now  seeking  to 
claim.  The  contention  is,  in  other  words,  that  the  claims  of  the  reis- 
sue are  not  for  the  same  invention  as  the  original  patent.  The  same 
reason  is  urged  in  support  of  the  allegation  that  Felsing  has  no  right 
to  make  the  claims.  Appellant  is  therefore  attempting  to  urge  pre- 
cisely the  same  matter  both  as  an  irregularity  and  as  lack  of  right  to 
make  the  claims.  The  Primary  Examiner  treated  the  question  as  one 
relating  to  the  right  to  make  the  claim,  and  in  this  he  was  correct. 

The  appellant  urges  that  the  question  of  abandonment  relates  to 
the  regularity  of  the  declaration  and  is  reviewable  upon  interlocu- 
tory appeal,  as  appears  from  the  decision  in  Med^n  v.  Curtis^  (C.  D., 
1905,  272 ;  117  O.  G.,  1795.)  In  that  case,  however,  the  question  was 
as  to  the  abandonment*  of  the  application,  whereas  here  the  question 
is  as  to  abandonment  of  the  invention.  The  two  questions  are  entirely 
different,  since  the  first  relates  to  procedure,  while  the  second  goes 
directly  to  the  merits.  The  allegation  of  abandonment  of  the  inven- 
tion is,  in  effect,  an  allegation  that  the  applicant  has  no  right  to  make 
the  claim,  and  therefor^  it  will  not  be  considered  upon  the  allegation 
of  irregularity. 

No  irregularity  in  the  declaration  appears,  and  therefore  the  deci- 
sion of  the  Primary  Examiner  u  affirmed. 


Noble  ?'.  Sessions. 

Decided  January  16, 1906. 

(1210.  G.,  1348.) 

INTEBFEBENCE — MOTION    FOB    DISSOLUTION — InTEBFEBENCE    IN    FaCT. 

Where  the  claUns  of  the  Issue  cover  only  such  elements  of  the  structures 
as  are  common  to  the  two  cases  and  the  specific  differences  in  the  structures 
shown  are  not  such  as  to  make  the  terms  have  different  meanings  in  the  two 
cases.  Held  that  there  is  an  interference  in  fact 

Appeal,  on  Motion. 

TBOLLEY. 

Mr,  Glenn  S.  Noble  and  Messrs  Davis  cfe  Davis  for  Noble. 
Mr.  II.  H.  Bliss  for  Sessions. 

Allen,  Commissioner: 

This  is  an  appeal  by  Noble  from  the  decision  of  the  Primary 
Examiner  refusing  to  dissolve  the  above-entitled  interference  as  to 
comits  1,  2, 3,  and  4. 
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It  is  alleged  that  the  Examiner  erred  in  concluding  that  there  is  an 
interference  in  fact  and  in  concluding  that  there  was  no  such  irregu- 
larity in  the  declaration  as  will  preclude  a  proper  decision  upon  the 
question  of  priority  of  invention. 

It  does  not  appear  from  the  arguments  made  that  there  was  any 
irregularity  in  the  declaration.  The  argument  was  directed  to  the 
question  of  interference  in  fact  and  to  the  right  of  Sessions  to  make 
the  claims  of  the  issue. 

The  Examiner  has  decided  that  Sessions  is  entitled  to  make  the 
claims,  and  under  the  express  provisions  of  Rule  124  there  is  no 
interlocutory  appeal  from  that  decision.  The  appellant  says  in  his 
brief: 

Furthermore,  if  it  is  held  that  Sessions's  application  discloses  the  subject-mat- 
ter of  these  four  counts,  then  the  case  comes  exactly  within  the  decision  of  the 
Circuit  Court  of  Appeals  of  the  District  of  Columbia,  in  Bechman  v.  Wood,  (89 
O.  G.,  2459,  1899.)  In  that  case  it  was  held  that  .the  earlier  applicant  who 
failed  to  claim  his  device  broadly  was  not  entitled  to  make  the  claim  after  the 
later  applicant  and  inventor  had  made  application  for  a  similar  device  in  which 
the  broad  claims  were  such  as  would  Include  the  earlier  invention. 

These  questions,  if  they  are  to  be  reviewed  at  all,  must  be  reviewed 
with  the  final  decision  in  the  interference  and  not  upon  interlocutory 
appeal.  (Allen^  Commissioner  of  Patents  y'.  U.  S.j  ex  rel.  Lowry^ 
C.  D.,  1905,  643;  116  O.  G.,  2253.) 

The  only  question  for  determination  upon  this  appeal  is  whether 
the  terms  of  the  issue  have  the  same  meaning  when  read  in  connection 
with  the  disclosure  in  the  two  cases. 

Both  parties  have  substantially  the  same  form  of  spring  and  both 
use  it  in  the  same  relation  to  the  trolley-wheel  to  perform  the  same 
function.  The  use  of  this  spring  is  what  lends  patentability  to  the 
claims  of  the  issue.  Sessions's  trolley-pole  is  made  up  of  two  bars 
spaced  apart  and  carrying  the  roller  between  them,  whereas  Noble's 
consists  of  a  single  pole  with  a  forked  end  to  receive  the  roller. 
Sessions's  roller  also  is  wider  than  Noble's ;  but  this  seems  to  be  due 
to  the  fact  that  he  uses  a  different  form  of  trolley-pole.  Sessions  does 
not  claim  that  there  is  any  novelty  in  the  general  style  of  his  trolley, 
and  it  does  not  appear  that  there  is  novelty  in  the  style  used  by 
Noble.  The  claims  of  the  issue  cover  only  such  elements  of  the 
structures  as  are  common  to  the  two  cases,  and  the  specific  differences 
in  the  structures  shown  are  not  such  as  to  make  the  terms  have 
different  meanings  in  the  two  cases. 

Sessions's  roller  is  a  "  trolley- wheel "  in  the  same  sense  as  the 
appellant's,  notwithstanding  the  specific  differences  between  the 
wheels,  and  the  spring  is  a  centralizing-spring  in  both  cases. 

It  must  be  held  that  there  is  an  interference  in  fact,  and  therefore 
the  decision  of  the  Primary  Examiner  is  affirmed. 
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ESCHINGER   V.   DrUMMOND   AND    LlEBERKNECHT. 

Decided  January  20,  1906, 
(121  O.   G..  134a) 

1.  Intebfkbence — Dissolution — Patentability  of  Issue  Oveb  Issue  of  Priob 

I  nterfebence. 
Where  it  is  alleged  that  there  has  been  irregularity  In  declaring  the  inter- 
ference because  the  senior  party  had  been  iuTolved  in  a  prior  interference 
In  which  the  issue  was  substantially  the  same  as  the  present  issue  and  that 
in  such  prior  interference  such  party  had  been  defeated  on  the  question 
of  priority,  Held  that  the  question  presented  Is  one  inyolving  the  right 
of  the  senior  party  to  make  the  claims  in  issue  and  will  therefore  not  be 
considered  on  direct  appeal  from  the  Primary  Examiner  under  the  head 
of  irregularity. 

2.  Same — Issue — Not  Limited  by  Constbuctign. 

Where  the  counts  of  the  issue  are  claims  made  by  both  parties  and 
allowed  by  the  Primary  EJxaminer  and  they  are  clear  as  to  scope,  they  will 
not  be  limited  by  construction  beyond  the  plain  import  of  their  terms. 

3.  SUPEBVISOBY  AUTHOBITY  OF  THE  COMMISSIONEB. 

The  supervisory  authority  of  the  Commissioner  will  not  be  exercised  to 
review  a  favorable  decision  on  the  question  of  patentability  except  in  a 
very  clear  case. 

Appeal,  on  Motion. 

type-mold. 

Messrs.  Church  cfe  Church  for  Esohinger. 

Messrs.  Brown  c&  Seward  for  Drummond  and  Lieberknecht, 

Allen,  Commissioner: 

This  is  an  appeal  by  Eschinger  from  a  decision  of  the  Primary 
Examiner  denying  his  motion  to  dissolve  the  interference  on  the 
ground  of  non-interference  in  fact  and  irregularity  in  the  declaration 
thereof.  The  appeal  also  invokes  the  exercise  of  the  supervisory 
power  of  the  Commissioner  on  the  question  of  patentability. 

The  application  of  Drunmiond  and  Lieberknecht  here  involved 
was  involved  in  a  prior  interference  with  an  application  of  another 
party,  Duncan,  Prichard,  and  Macauley,  and  priority  of  invention 
was  awarded  to  Duncan  et  al.  The  application  of  Eschinger  here 
involved  and  said  application  of  Duncan  et  al,  are  owned  by  the  same 
assignee. 

Prior  to  the  declaration  of  this  interference  Duncan  et  al.  copied 
certain  claims  which  had  been  allowed  to  Drummond  and  Lieber- 
knecht over  the  prior  interference  issue;  but  these  claims  were  re- 
jected by  the  Primary  Examiner  as  involving  new  matter.  Pending 
tiiis  appeal  an  appeal  was  taken  to  the  Examiners-in-Chief  on  the 
question  of  new  matter,  and  a  decision  thereon  has  just  been  rendered 
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allowing  all  of  said  claims  except  one,  one  of  said  allowed  claims 
being  a  count  of  this  interference  and  the  claim  refused  being  another 
count  thereof. 

It  is  urged  that  the  issues  of  this  interference  cover  and  include  the 
subject-matter  of  the  prior  interference  and  that  the  Examiner  should 
therefore  have  either  dissolved  this  interference  or  that  said  appli- 
cation of  Duncan  et  al,  should  be  included  therein.  A  decision  on 
the  question  here  presented  necessarily  involves  a  comparison  of  the 
issue  of  the  prior  interference  and  the  issue  of  this  interference  to 
determine  whether  or  not  this  issue  is  patentable  over  the  prior  issue. 
The  only  purpose  of  raising  this  question  is  to  secure  a  decision  on 
the  question  of  the  patentability  of  the  claims  of  Drummond  and 
Lieberknecht  involved  in  the  issue  or  their  right  to  make  such  claims. 
This  question  was  treated  by  the  Primary  Examiner  as  one  going  to 
the  merits,  and  very  properly  so,  and  it  will  not  be  reviewed  here 
under  the  head  of  irregularity.  This  disposes  of  the  fourth,  fifth, 
sixth,  and  eighth  reasons  for  appeal. 

The  first,  second,  third,  and  ninth  reasons  for  appeal  relate  to  the 
question  of  interference  in  fact.  It  is  urged  that  the  issues  when  con- 
strued in  the  light  of  the  prior  art  and  the  application  of  Duncan 
ei  ah  must  be  so  limited  to  the  specific  constructions  of  the  respec- 
tive parties  that  no  interference  in  fact  exists;  but  the  terms  of  the 
issue  seem  to  be  clear  and  definite,  and  there  is  therefore  no  necessity 
for  construing  them  to  mean  anything  which  they  do  not  clearly 
express.  To  do  so  would  be  to*  decide  that  they  are  not  patentable 
as  they  now  stand.  These  claims  have  been  allowed  by  the  Primary 
Examiner  over  the  prior  art,  and,  furthermore,  the  claims  of  Drum- 
mond and  Lieberknecht  have  been  allowed  over  the  issue  of  the  prior 
interference.  The  evident  purpose  of  the  contention  is  to  get  a  de- 
cision on  the  question  of  the  patentability  of  the  claims  in  issue  or  of 
the  right  of  Drimunond  and  Lieberknecht  to  make  the  claims  in  view 
of  the  prior  decision.  The  Primary  Examiner  decided  these  ques- 
tions in  favor  of  the  parties,  and  the  rules  provide  that  there  shall 
be  no  appeal  from  such  a  favorable  ruling. 

The  first  reason  for  appeal  is  broad  enough  to  raise  the  question  of 
interference  in  fact  without  regard  to  the  prior  art.  The  construc- 
tions of  both  parties  perform  the  same  function  in  substantially  the 
same  way,  and  the  language  of  the  issue  is  broad  enough  to  read  on 
both  devices.  This  seems  to  be  recognized  by  appellant,  and  there 
seems  to  be  no  serious  contention  that  there  is  no  interference  in  fact, 
providing  the  applications  alon6  are  considered.  In  any  event  there 
appears  to  be  no  room  for  such  a  contention,  and  inasmuch  as  the 
applications  alone  will  be  considered,  for  the  reasons  above  stated,  it 
must  be  held  that  there  is  an  interference  in  fact. 
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The  seventh  reason  for  appeal  is — 

that  the  issues  do  not  correctly  and  definitely  set  forth  the  patentable  subjects- 
matter  of  the  claims  of  the  respective  applications  inyolved. 

Appellant's  brief  does  not  specify  any  indefiniteness  which  prevents 
a  clear  understanding  of  the  issue  other  than  as  to  matters  involved 
in  the  questions  above  treated,  and  this  point  therefore  needs  no 
further  consideration. 

The  exercise  of  my  supervisory  authority  is  also  invoked,  to  the 
end  that  a  patent  may  not  be  issued  to  Drummond  and  Lieberknecht 
on  the  claims  in  issue  in  view  of  the  prior  adjudication  in  favor  of 
Duncan  et  cH.;  but  no  good  reason  is  seen  for  taking  such  unusual 
action,  especially  in  view  of  the  fact  that  one  of  the  claims  in  issue 
has  been  allowed  in  the  Duncan  et  ah  application,  and  the  questions 
raised  may  be  contested  in  the  interference  which  will  probably  be 
declared  in  view  of  the  decision  of  the  Examiners-in-Chief.  The 
supervisory  authority  will  not  be  exercised  to  review  a  favorable  de- 
cision on  the  question  of  patentability  except  in  a  very  clear  case. 
The  action  of  the  Examiners-in-Chief  in  refusing  one  of  the  claims 
rejected  by  the  Primary  Examiner  is  evidence  that  this  case  does  not 
come  within  the  exception.    The  request  is  therefore  refused. 

The  decision  of  the  Primary  Examiner  holding  that  there  is  an 
interference  in  fact  and  that  there  was  no  irregularity  in  declaring 
the  interference  is  therefore  affirmed. 


Ex  PARTE  MlCHAEUS. 

Decided  March  17,  1906. 
(121  O.  G.,  1349.) 

L  Apfucation — ^FnjNQ  Date — Pabts  of  Dbawinos  Not  Receiyed. 

Where  the  specification  refers  to  a  "  Figure  1 "  of  the  drawing  and  no 
flgnre  of  that  number  appears  on  the  sheets  filed,  Held  that  the  application 
clerk  properly  refused  to  give  the  papers  a  filing  date  as  a  complete  appli- 
cation. 

2.  Same — Same — Same — ^Practice. 

Where  a  filing  date  is  refused  by  the  Office  on  account  of  the  omission  of 
certain  figures  from  the  drawings  and  said  figures,  in  the  applicant's  opin- 
ion, do  not  involve  substantial  additions  to  or  departures  from  the  dis- 
closure in  the  papers  originally  filed,  the  proper  practice  Is  to  file  a  petition 
for  the  earlier  date,  accompanied  by  the  omitted  figures. 

On  Request. 

APPARATUS  FOB  BECOBDING  AND  REPBODUCING  SOUND  ON  DISKS  IN  80UND-PB0DUCING 

MACHINES. 

Messrs.  Beach  cfe  Chapman  for  the  applicant. 
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ALX.EN,  Commissioner:  , 

This  is  a  request  that  certain  papers  be  received  as  a  complete  ap- 
plication for  patent  of  the  date  upon  which  they  were  filed. 

The  papers  comprise  a  petition,  specification,  oath,  and  two  sheets 
of  drawings.  The  specification  refers  to  a  "  Figure  1  '^  of  the  draw- 
ing; but  no  figure  of  that  number  appears  on  the  sheets  filed.  The 
application  clerk  informed  the  applicant  that  these  papers  had  been 
entered  as  an  informal  application  on  accoimt  of  the  omission  of  Fig. 
1  from  the  drawing  and  stated  that  this  figure  must  be  shown  before 
the  case  could  go  forward  to  the  Examiner.  In  refusing  to  enter 
the  papers  as  a  complete  application  the  application  clerk  followed 
the  practice  indicated  in  ex  parte  Ehrendriech^  (C.  D.,  1904,  75;  109 
O.  G.,  275,)  and  his  action  is  approved  as  correct. 

The  practice  of  refusing  filing  dates  as  completed  applications  in 
those  cases  where  the  papers  filed  do  not  include  all  of  the  drawings 
referred  to  in  the  specification  is  believed  to  be  in  the  best  interests 
of  applicants  and  to  result  in  no  injustice  or  hardship.  If  the  filing 
date  were  given  and  the  application  entered  as  complete  before  re- 
ceiving all  the  drawings  and  the  completed  drawings  when  filed 
were  found  to  contain  matter  not  found  in  the  original  disclosure, 
the  applicant  in  order  to  protect  his  invention  would  be  put  to  the 
expense  of  a  new  application  and  would  at  the  same  time  lose  the 
earlier  filing  date,  which  is  the  only  thing  sought  to  be  gained  by  the 
present  request.  If,  on  the  other  hand,  when  the  filing  date  is  refused 
by  the  application  clerk  the  applicant  is  of  the  opinion  that  the 
omitted  drawing  involves  no  substantial  addition  to  or  departure 
from  the  disclosure  in  the  papers  originally  filed,  he  may  file  a 
petition  for  the  earlier  filing  date,  accompanied  by  the  omitted  draw- 
ing. Such  a  petition  will  be  referred  to  the  Primary  Examiner  for 
report,  and  if  on  consideration  of  the  same  it  is  found  that  the  draw- 
ings originally  omitted,  but  submitted  with  the  petition,  do  not,  in 
fact,  add  to  or  depart  from  the  original  disclosure  the  application 
clerk  will  be  directed  to  enter  the  application  as  complete  on  the  date 
of  filing  of  the  original  papers. 

The  'request  is  denied. 


MiEL  V.  Young. 

Decided  March  11,  1906. 

(121  O.  G.,  1350.) 

1.  Interference — Motion  for  Dissolution — Appeal  from  Affirmative  Deci- 
sion Under  Rule  124. 

Held  that  the  court  of  appeals  in  the  case  of  Podlesak  and  Podlesak  v. 
Mclnnemey  (post,  558;  120  O.  G.,  2127)  is  not  believed  to  have  departed 
from  its  position  announced  in  the  ease  of  Allen,  Commissioner  of  Patents,  v. 
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The  United  States  of  America,  ex  reU  Lowry  and  Planters*  Compress 
Company,  (C.  D.,  1905,  643;  116  O.  G.,  2253,)  wherein  it  sustained  the 
Office  in  its  refusal  to  permit  appeals  from  decisions  upon  motions  for 
dissolution  which  affirmed  the  merits  of  a  party's  claim. 

2.  Same — Ck)ivsiDERATiON  of  Right  to  Claim  Upon  Appeal  Upon  Pbioritt  of 

INTENTION. 

Held  that  the  case  of  Fodlesak  and  Podlesafc  v.  Mclnnemey  {post,  558; 
120  O.  G.,  2127)  is  believed  to  emphasize  and  carry  forward  the  suggestions 
contained  in  the  case  of  Allen,  Commissioner  of  Patents,  v.  The  United 
States  of  America,  ex  rel,  Lowry  and  Planters*  Compress  Company,  (C.  D., 
1905,  643;  116  O.  G.,  2253,)  to  the  eflTect  that  an  opponent's  right  to  make 
claims  might  be  questioned  upon  appeal  from  decisions  upon  priority  of 
invention  where  a  holding  of  right  on  the  part  of  one  party  to  make  the 
claims  operates  to  deny  a  patent  to  another  party  who,  if  such  holding 
be  in  error,  is  the  first  Inventor.  . 

On  Petition. 

STONE-SAW. 

Messrs.  Bartlett^  Brownell  rfr  Mitchell  and  Mr.  T.  W.  Fowler  for 
Miel. 

Mr.  F.  G.  Dieterich  and  Messrs.  F.  G.  Dieterich  cfe  Co.  for  Young. 

Alx£N,  CoTnmissioner: 

This  is  a  petition  by  Miel  that  the  Primary  Examiner  be  directed 
to  fix  a  limit  of  appeal  from  his  decision  upon  Miel's  motion  for 
dissolution  affirming  the  right  of  Young  to  make  claims  in  issue. 

Miel  recognizes  that  Rule  124  denies  the  right  of  appeal  from  a 
decision  of  the  Primary  Examiner  upon  motion  for  dissolution  affirm- 
ing the  right  of  a  party  to  make  claims,  but  contends  that  the  rule 
should  be  set  aside  in  view  of  the  decision  of  the  court  of  appeals  in 
the  case  of  Podlesak  and  Podlesak  v.  Mclnnemey^  {postj  558 ;  120  O. 
G.,  2127.)  The  court  fully  considered  the  contention  for  the  right 
of  appeal  from  decisions  upon  motions  for  dissolution  which  affirm 
the  merits  of  a  party's  claim  in  the  case  of  Allen ^  Commissioner 
of  Patents^  v.  The  United  States  of  Am^rica^  ex  rel.  Lowry  and 
Planters'"  Compress  Company,  (C.  D.,  1905,  643;  116  O.  G.,  2253,) 
and  sustained  the  rule,  holding  that  the  Office  was  justified  and  cor- 
rect in  its  position  refusing  to  permit  appeals  from  such  decisions. 
I  find  nothing  in  the  Podlesak  and  Podlesak  v.  Mclnnemey  decision 
indicating  any  intention  upon  the  part  of  the  court  to  depart  from  the 
conclusions  stated  in  the  decision  Allen,  Commissioner  of  Patents,  v. 
The  United  States  of  America,  ex  rel.  Lowry,  etc.  On  the  con- 
trary, it  is  believed  that  the  later  of  these  decisions  only  empha- 
sizes and  carries  forward  the  suggestions  contained  in  the  earlier 
decision  to  the  effect  that  an  opponent's  right  to  make  claims  might 
be  questioned  upon  appeal  from  decisions  upon  priority  of  invention 
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where  a  holding  of  right  on  the  part  of  one  party  to  make  the  claims 
operates  to  deny  a  patent  to  another  party  who,  if  such  holding  be  in 
error,  is  the  first  inventor. 
The  petition  is  denied. 


Ex  PARTE  Einstein. 

Decided  February  i,  1906, 

'  (121  O.  G.,  1675.) 

Abandonment  of  Application — Mere  Request  fob  Reconsidebation — Insuffi- 
cient Action. 
Where  claims  are  rejected  a  mere  request,  for  reconsideration  filed  within 
the  year  allowed  by  law,  unaccompanied  by  some  statement  or  argument 
which  controverts  the  ruling  of  the  Examiner  or  throws  light  upon  the  facts 
of  the  case,  is  not  sulScient  to  save  the  application  from  abandonment  for 
failure  to  prosecute. 

On  Petition. 

acettlene-oas  genebatob. 

Mr.  Geo.  H.  Knight  and  Messrs.  Knight  Bros,  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing that  the  above-entitled  application  is  abandoned  because  of  the 
applicant's  failure  to  take  proper  action  in  the  prosecution  thereof 
within  one  year  after  the  rejection  of  September  27,  1904. 

The  rejection  referred  to  was  the  first  action  in  the  case,  and  on 
September  27,  1905,  the  applicant  filed  a  paper,  saying: 

A  reconsideration  of  claims  1,  2,  and  4  is  requested,  inasmuch  as  it  is  helieTed 
that  said  claims  are  allowable  over  the  references  cited. 

He  did  not  "distinctly  and  specifically  point  out  the  supposed 
errors  in  the  Examiner's  action,"  as  required  in  Rule  69.  His  letter 
amounted  to  nothing  more  than  a  request  for  reconsideration,  and 
under  the  express  provisions  of  the  rule  was  insufficient  to  call  for 
reconsideration  or  to  save  the  case  from  abandonment. 

It  is  clear  that  a  request  for  reconsideration  is  useless  unless  ac- 
companied by  some  statement  or  argument  which  controverts  rulings 
made  by  the  Examiner  or  throws  light  upon  the  facts  of  the  case.  Its 
purpose  is  not,  as  applicant  seems  to  suppose,  to  permit  him  to  appeaK 
since  if  this  were  the  purpose  the  statute  would  have  made  no  pro- 
vision for  reconsideration,  but  would  have  permitted  an  appeal  from 
the  first  action.    The  purpose  of  reconsideration,  therefore,  is  to 
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enable  the  applicant  and  the  Examiner  to  reach  an  agreement  or  to 
come  to  an  issue  in  the  light  of  argument. 

The  action  of  September  27,  1905,  was  clearly  insufficient,  and 
therefore  the-  case  is  abandoned.     The  petition  is  denied. 


Ex   PARTE   SCHMID. 

Decided  February  1,  1906. 

(121  O.  G..  1675.) 

FiNAi.  Rejection — Examiner's  Explanation  Not  a  New  Reason  fob  Rejec- 
tion. 
Where  the  Examiner  rejects  the  claims  on  the  ground  of  inoperativeness 
and  the  applicant  files  a  letter  and  an  affidavit  seeking  to  show  that  the 
deyice  is  operative  and  asks  for  a  reconsideration,  which  is  given,  and  the 
claims  are  finally  rejected  for  the  same  reasons,  Held  that  the  final  rejec- 
tion cannot  be  considered  premature  simply  because  the  Examiner  in  his 
final  rejection  entered  into  an  explanation  to  meet  the  arguments  of  the 
applicant 

On  Petition. 

DEVICE  FOB  indicating  ATMOSPHEBIC  VABIATIONS  AND  DETECTING  THE  SOT7BGE  AND 
DIBECnON   OF   SUBTERBANEAN    WATEBS. 

Mr.  James  Hamilton  for  the  applicant. 

AiJiaEN,  Comm^issioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  finally 
rejecting  the  claims  in  the  above-entitled  case  on  November  16,  1905. 

The  petitioner  contends  that  the  final  rejection  was  premature  and 
irregular  and  should  be  set  aside.  It  appears  that  the  claims  were 
rejected  on  November  3, 1904,  on  the  ground  that  the  device  disclosed 
was  inoperative,  and  on  November  3,  1905,  applicant  filed  a  letter 
and  an  affidavit  seeking  to  show  that  the  device  was  operative  and 
asking  reconsideration.  The  Examiner  was  not  convinced  by  the 
argunGient  and  affidavit  and,  being  still  of  the  opinion  that  the  device 
was  inoperative,  repeated  his  action  rejecting  the  claims  and  made 
his  action  final.  The  petitioner  contends  that  new  reasons  were  given 
for  the  rejection;  but  the  record  fails  to  support  that  contention. 
The  Examiner  rejected  the  claims  for  the  same  reason  given  before. 
An  explanation  such  as  here  given  by  the  Examiner,  why  the  argu- 
ments made  by  the  applicant  do  not  change  his  opinion  as  previously 
announced,  clearly  cannot  be  regarded  as  a  change  of  view  by  the 
Examiner.  On  the  contrary,  it  unmistakably  indicates  that  the 
Examiner  has  not  changed  his  views  and  insists  upon  the  rejection  of 
the  claims  for  the  reason  originally  given. 

The  final  rejection  was  regular,  and  therefore  the  petition  is  denied. 
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Ex  PARTE  Kops  Brothers. 

Decided  March  10,  1906. 

(121  O.  G.,  1675.) 

Tbade-Mabks — Mabk  Descriptive. 

The  words  "  In  Curve "  as  a  trade-mark  for  corsets  Held  descriptive  of 
the  goods  and  registration  denied. 

On  Appeal. 

TRADB-MABK  FOB  CORSETS,  ETC. 

Mr.  Harold  Serrell  for  the  applicants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  In  Curve  "  as  a  trade-mark 
for  corsets. 

The  Examiner's  refusal  to  register  is  based  on  the  ground  that  the 
mark  is  descriptive.  The  appellants  contend  that  the  words  are 
merely  fanciful  in  their  application  to  the  goods  mentioned.  He 
attempts  to  make  a  distinction  between  the  condition  of  the  goods 
when  on  sale  and  their  condition  when  in  use.  I  think  the  distinc- 
tion is  of  no  consequence  here.  "  In  Curve  "  is  believed  to  be  clearly 
descriptive  of  the  goods  designated. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


The  Windsor  Milling  and  Elevator  Company  v.  Brunner. 

Decided  March  14, 1906. 

(121  O.  G.,  1676.) 

TbADE-MABKS — INTERFEBEKCE — MOTION  TO  DISSOLVE — CONSENT  OP  PARTIES. 

Where  the  trade-marks  involved  in  an  Interference  include  as  their 
dominating  feature  the  same  name  by  which  the  goods  would  be  known,  it 
Is  Immaterial  that  there  are  dlflTerenoes  in  the  appearance  of  the  actual 
labels,  and  a  motion  to  dissolve  the  interference  on  the  ground  of  non- 
interference in  fact  must  be  denied,  notwithstanding  both  parties  consent 
to  it 

On  Appeal. 

TRADE-MARK   FOR  FLOUR. 

Mr.  P.  H.  Gunckel  for  The  Windsor  Milling  and  Elevator  Com- 
pany. 

Mr,  Hiram  A,  Sturges  for  Brunner. 

Allen,  Commissioner: 

This  is  an  appeal  by  The  Windsor  Milling  and  Elevator  Company 
from  the  decision  of  the  Examiner  of  Trade-Marks  refusing  to  dis- 
solve the  above-entitled  interference.    A  motion  for  dissolution  was 
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made  on  the  ground  that  there  is  no  interference  in  fact,  and  both 
parties  urge  that  the  motion  should  be  granted.  The  appellant's 
trade-mark  is  described  in  its  application  as  follows : 

The  trade-mark  consists  of  the  words  *'  Blue  Bell "  and  the  representation  of 
bluebell  leaves  and  flowers. 

Brunner's  mark  is  described  in  his  application  as  follows: 

My  trade-mark  consists  of  the  words  **  Blue  Bell "  associated  with  the  re^ 
resentation  of  a  swinging  bell  being  suspended  by  a  ribbon,  and  flowers  and 
stalk  of  the  bluebell  imprinted  thereon,  all  inclosed  in  concentric  circles. 

It  thus  appears  that  both  parties  used  the  words  "  Blue  Bell,"  and 
an  examination  of  the  specimens  of  the  marks  as  actually  used  shows 
that  these  words  appear  on  both  in  large  type.  They  constitute  an 
essential  feature  of  the  mark,  and  it  is  believed  that  the  goods  of 
both  parties  will  undoubtedly  be  known  as  the  "  Blue  Bell  Flour." 
In  the  case  of  marks  like  these,  including  as  their  predominating 
feature  a  name  by  which  the  goods  would  be  known,  it  is  immaterial 
that  there  are  diflFerences  in  the  appearance  of  the  actual  labels.  The 
goods  will  be  identified  by  the  name,  and  consequently  purchasers 
will  be  misled  and  deceived. 

It  must  be  held  that  the  marks  are  so  nearly  alike  as  to  be  likely 
to  deceive  purchasers  and  mislead  the  public,  and  therefore  I  cannot 
grant  the  motion  for  dissolution,  notwithstanding  the  fact  that  both 
parties  consent  to  it. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


ScHNEmER  V.  The  Union  Distillino  Co. 

Decided  March  U,  1906. 

(121  O.  G.,  1676.) 

L^Trade-Mabk  Intkbfebenge — ^Dissolved  on  Mabk  Reoistebed  Under  Act  of 
1870. 
Where  an  interference  declared  between  two  applications  for  the  regis- 
tration of  a  trade-mark  was  dissolved  on  reference  to  a  mark  registered  by 
a  third  party  on  March  14,  1871,  Held  that  the  registration  under  the  act 
of  1870,  and  over  thirty  years  ago,  is  a  proper  refer^ice  until  overcome  in 
some  way  by  the  applicant 
2.  Same — Same — ^Refebence  to  be  Oveboome  Not  by  Intebfebence  Pboceed- 
INO,  but  by  AFFn)Avrrs. 
Where  reference  is  made  to  an  expired  registration,  applicant's  remedy 
is  not  by  an  interference  proceeding  with  the  registered  mark,  since  inter- 
ferences can  be  declared  only  as  to  applications  and  existing  marks,  but 
,by  a  showing  in  the  form  of  affidavits  to  overcome  the  presumption  that 
this  registrant  under  the  act  of  1870  i9  still  tbe  owner  of  the  mark, 

H.  Doc.  641,  59-2— IQ  • 
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8.  Same — Same — If  Refebengb  Oveboomk,  Pbesent  Intebference  to  Continue. 

Where  in  a  trade-mark  Interference  a  reference  Is  found  in  the  form  of 

an  expired  registration  under  the  act  of  1870,  Held  that  if  a  showing  is 

made  overcoming  the  presumption  of  ownership  raised  by  the  reference  tlie 

interference  should  continue. 

On  Appeal. 

TBADE-MABK  FOB  WHISKY.^ 

Mr.  Titian  W.  Johnson  for  Schneider. 

Mr.  Arthur  E.  Wallace  for  The  Union  Distilling  Co. 

Allen,  Cormnissioner: 

This  is  an  appeal  by  The  Union  Distilling  Co.  from  the  decision  of 
the  Examiner  of  Trade-Marks  dissolving  the  above-entitled  inter- 
ference on  the  ground  that  the  mark  of  the  issue  is  a  known  trade- 
mark which  was  adopted  and  used  by  another  prior  to  the  date  of 
adoption  alleged  by  the  present  applicants. 

As  evidence  of  such  prior  adoption  and  use  the  Examiner  calls 
attention  to  the  mark  registered  by  Mills,  Johnson  and  Company  on 
March  14,  1871. 

The  appellant  calls  attention  to  the  fact  that  the  registration  cited 
was  made  under  the  unconstitutional  act  of  1870  and  to  the  further 
fact  that  the  period  of  thirty  years  for  which  the  registration  was 
granted  has  expired.  It  therefore  urges  that  such  registration  is  not 
a  valid  reference,  since  it  is  not  prima  facie  evidence  of  ownership  by 
the  registrant.  The  question  here  raised  was  considered  and  decided 
in  the  case  of  the  Star  Distillery  Company ^  (C.  D.,  1905,  493;  119 
O.  G.,  964,)  wherein  it  was  held  that  registrations  under  the  act  of 
1870  are  to  be  regarded  as  proper  references  until  overcome  in  some 
way  by  the  applicant.  The  appellant  asks  that,  if  the  ruling  in  the 
above-cited  case  is  adhered  to,  it  be  permitted  to  overcome  the  regis- 
tration as  a  reference  by  an  interference  proceeding.  It  is  clear, 
however,  that  there  can  be  no  interference,  since  interferences  can  be 
declared  only  as  to  applications  and  existing  registrations.  Xbe 
appellant's  remedy  would  seem  to  be  not  an  interference,  but  a  show- 
ing in  the  form  of  affidavits  tending  to  overcome  the  presumption 
that  the  registrant  under  the  act  of  1870  is  still  the  owner  of  the 
mark.  If  such  affidavits  are  filed,  a  continuance  of  the  present  inter- 
ference will  necessarily  follow. 

The  Examiner  was  right  in  dissolving  the  interference  in  the  ab- 
sence of  a  showing  tending  to  overcome  the  reference  cited,  and  there- 
fore his  decision  is  affirmed. 
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LiNDSTROM   V.   LiPSCHUTZ. 

Decided  January  20,  1906. 

(121  O.  a,  1977.) 

Intebfebence — ^Access  Not  Gbanted  to  Application  Not  Relied  Upon  in 
Interfebence.  . 
Where  In  an  Interference  proceeding  one  of  the  parties  admits  on  crdbs- 
ezamination  that  an  application  lias  been  filed  on  the  matter  disclosed  in 
certain  blue-prints  offered  in  evidence,  but  the  application  is  not  introduced 
In  evidence  and  is  not  relied  upon  for  any  purpose  whatever.  Held  that  a 
request  by  the  other  party  to  the  proceeding  for  access  to  said  application 
should  be  denied. 
Same — Testimony — Office   Cannot   Compel   Witness   to   Answer. 

This  Office  has  no  machinery  for  compelling  a  witness  to  answer  ques- 
tions. 


On  Petition. 


DUMPING-CAR. 


Mr.  William  II.  Finchel  and  Messrs.  Bakewell  <&  Byrnes  for  Lind- 
strom. 

Mr.  Charles  G.  Hawley  and  Mr.  Wallace  Greene  for  Lipschutz. 

Allen,  Commissioner: 

This  is  a  petition  stating  that  petitioner  is  informed  and  believes 
that  the  opposing  party  filed  an  application  in  this  Office  bearing  on 
the  issue  in  controversy  and  requesting  that  if  there  is  such  an  appli- 
cation access  be  granted  to  the  same. 

During  the  taking  of  the  deposition  of  the  junior  party  to  this  in- 
terference, Lindstrom,  certain  blue-prints  were  offered  in  evidence, 
and  upon  cross-examination  deponent  admitted  that  an  application 
for  patent  had  been  filed  on  the  matter  disclosed  in  such  blue-prints. 
Petitioner  contends  that  the  evident  effort  of  the  junior  party  is  to 
connect  such  application  with  his  application  involved  in  this  inter- 
ference, and  that,  inasmuch  as  witness  refused  to  answer  on  cross- 
examination  any  question  relating  to  such  application,  petitioner  is 
entitled  to  inspect  the  same,  to  the  end  that  he  may  properly  "  pre- 
pare and  conduct  his  defense." 

That  petitioner  is  not  entitled  on  the  showing  made  to  any  informa- 
tion regarding  the  application  to  which  access  is  sought  seems  too 
clear  for  argument.  The  junior  party  is  not  attempting  to  rely 
upon  his  application  for  any  purpose  whatever.  He  has  seen  fit  to 
rest  his  case  on  evidence  outside  of  the  application,  and  it  is  wholly 
immaterial  that  such  evidence  includes  matter  forming  the  subject- 
matter  of  an  application.  Such  application  might  have  been  put  in 
evidence ;  but  it  was  not,  and  it  is  not  relied  upon  by  the  applicant  to 
show  conception  or  anything  else.  For  this  reason  the  same  should 
be  preserved  in  secrecy,  as  provided  by  the  statutes.     (Sec.  908.) 
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The  petitioner  further  requests  that  the  witness  Lindstrom  be  com- 
pelled to  answer  fully  and  truthfully  certain  interrogatories  of  peti- 
tioner's counsel.  As  stated  in  a  recent  decision  rendered  in  this  in- 
terference, {Lindstrom  v.  Lipschutz^  antCj  39 ;  120  O.  G.,  904,)  this 
Office  has  no  machinery  for  compelling  a  witness  to  answer  questions, 
apd  this  request  cannot,  therefore,  be  granted. 

The  petition  is  denied. 


Levering  Coffee  Company  v.  The  Union  Pacific  Tea  Company. 

Decided  March  i^,  1906. 
(121  O.  G.,  1977.) 

INTEBFEBENCE — FAILURE  TO  PbINT  TESTIMONY — JUDGMENT. 

Where  no  motion  to  dispense  with  the  printing  of  the  testimony  In  inter- 
ference proceedings  was  made  and  no  excuse  for  failure  to  print  was  oflfered 
by  the  Junior  party,  Held  that  Judgment  was  properly  entered  In  favor  of 
the  senior  party. 

Appeal  from  Examiner  of  Interferences. 

TRADE- MARK   FOR  CX)FFEE. 

Levering  Co  fee  Company  pro  se. 

Messrs.  Munn  &  Co.  for  The  Union  Pacific  Tea  Company. 

Allen,  Commissioner:  ' 

This  is  an  appeal  by  the  Levering  Coffee  Company  from  the  deci- 
sion of  the  Examiner  of  Interferences  adjudging  The  Union  Pacific 
Tea  Company  to  have  been  the  first  to  adopt  and  use  the  trade-mark 
in  issue. 

It  is  said  that  both  parties  took  testimony,  and  it  appears  that  The 
Union  Pacific  Tea  Company  printed  that  taken  in  its  behalf.  The 
Levering  Coffee  Company  failed  to  print  its  testimony,  and  it  was 
because  of  that  failure  to  print  that  judgment  was  entered  against  it 
and  in  favor  of  the  senior  party  to  the  proceedings. 

In  the  present  appeal  it  is  said : 

Our  side  of  the  case  seems  to  have  heen  determined  adversely  upon  the  fact 
that  we  failed  to  print  our  testimony.  We  have  no  knowledge  of  the  fact  that 
our  opponents  printed  theirs,  as  we  are  not  in  possession  of  a  copy  of  the  same, 
and  we  do  not  think  that  our  failure  to  comply  with  this  rule,  which  does  not 
seem  to  have  been  made  compulsory  by  the  act  of  February  20th,  1905,  should 
act  as  a  bar  against  us. 

The  act  of  February  20  says  nothing  as  to  printing  testimony,  but 
leaves  that  matter  to  be  controlled  by  the  rules  of  procedure  estab- 
lished under  section  26  of  the  act.    Rule  44  says  that— 

♦    ♦    ♦    proceedings  on  such  interference  will  follow,  as  nearly  as  practicable, 
the  practice  in  Interferences  between  applications  for  patents. 
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It  is  the  uniform  rule  that  testimony  in  mterferences  will  not  be 
considered  unless  prmted,  except  in  those  cases  where  for  good  cause 
shown  printing  is  dispensed  with  and  six  type-written  copies  are  ac- 
cepted instead.  In  the  present  case  no  motion  to  dispense  with  print- 
ing was  made  and  no  excuse  for  the  failure  to  print  was  offered.  It 
is  clear  that  this  Office  can  enforce  the  rule  in  regard  to  printing  only 
by  refusing  to  consider  testimony  which  is  not  printed. 

The  Union  Pacific  Tea  Company  having  been  the  first  to  file  appli- 
cation for  registration  is  prima  facte  the  owner  of  the  mark,  and 
therefore  the  judgment  of  the  Examiner  of  Interferences  in  its  favor 
w  affirmed. 


Lewis  &  Brothers'  Company  v.  Phoenix  Paint  &  Varnish  Com- 
pany V,  National  Lead  Company. 

Decided  March  H,  1906. 
(121  O.  G.,  197a) 

1.  Tbade-Mabk  Intebfebence — Admission  of  Amendments  and  Disclaimebs. 

There  is  nothing  in  the  trade-mark  rules  in  regard  to  the  admission  of 
amendments  and  disclaimers,  but  under  Rule  44  they  may  be  entered  In 
accordance  with  the  provisions  of  Rule  107  of  the  rules  relating  to  appli- 
cations for  patents. 

2.  Same — Same — Practice. 

Where  a  disclaimer  is  filed  in  a  trade-mark  application  Involved  in  an 
interference,  Held  that  Judgment  should  be  entered  disposing  of  the  claims 
of  the  parties  to  the  matter  disclaimed. 

3.  Same — Same — Same. 

Where  the  disclaimer  covers  only  a  part  of  the  issue,  judgment  should 
be  entered  as  to  that  part,  and  if  there  is  any  question  as  to  the  existence 
of  an  interference  as  to  what  remains  the  cases  should  be  referred  to  the 
Examiner  of  Trade-Marks  for  consideration. 

On  Appeal.. 

TBADE-MABK   FOB  PAINTS,    STAINS,   Eia 

Mr,  William  T,  Norton  for  Lewis  &  Brothers'  Company. 
Mr.  T.  W.  Johnson  for  Phoenix  Paint  &  Varnish  Company. 

Messrs.  Britton  <&  Gray  for  National  Lead  Company. 

• 
Allen,  Commissioner: 

This  in  an  appeal  by  the  Phoenix  Paint  and  Varnish  Company 
from  the  decision  of  the  Examiner  of  Interferences  refusing  to  admit 
an  amendment  and  disclaimer  filed  by  it  in  the  above-entitled  inter- 
ference. 

There  is  nothing  in  the  trade-mark  rules  in  regard  to  the  admission 
of  amendments  and  disclaimers,  and  therefore  under  the  provisions 
of  Rule  44  the  authority  for  the  admission  of  the  amendment  and 
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disclaimer  in  this  case  must  be  found,  if  at  all,  in  the  rules  relating 
to  applications  for  patents.  Rule  107  of  those  rules  provides  for  the 
filing  of  a  disclaimer  and  for  the  entry  of  judgment  in  view  thereof. 
The  appellant  here  does  not  wish  judgment  entered  upon  the  dis- 
claimer, but  wishes  the  interference  dissolved,  and  therefore  it  is  not 
asking  for  action  in  strict  accordance  with  Rule  107. 

The  appellant  wishes  to  disclaim  the  right  to  use  the  mark  upon 
the  particular  goods  specified  by  the  National  Lead  Company  in  its 
application  and  by  amendment  to  confine  its  application  to  specific 
goods  not  mentioned  by  the  National  Lead  Company.  The  Examiner 
of  Interferences  was  of  the  opinion  that  the  particular  goods  dis- 
claimed and  the  particular  goods  to  which  claim  is  still  made  are  of 
substantially  the  same  descriptive  properties  and  that  unless  and 
until  all  of  the  goods  are  disclaimed  the  interference  must  proceed. 

It  is  unnecessary  upon  this  appeal  to  determine  whether  the  goods 
are^  substantially  the  same.  The  question  here  is  as  to  the  procedure 
rather  than  the  merits.  The  appellant  contends  that  the  Examiner 
of  Interferences  should  enter  the  disclaimer  and  amendment  as  a  mat- 
ter of  course  and  forward  the  cases  to  the  Examiner  of  Trade-Marks 
to  determine  whether  or  not  there  is  an  interference  between  the  appli- 
cations after  amendment. 

It  is  believed  that  after  a  disclaimer  is  filed  there  is  no  necessity- 
for  continuing  the  interference  as  to  the  matter  disclaimed ;  but  it  is 
also  believed  that  there  should  be  a  judgment  entered  disposing  of  the 
claims  of  the  parties  to  that  matter.  Under  Rule  107  a  judgment  is 
entered  based  upon  the  disclaimer,  and  no  reason  is  seen  why  the 
same  action  should  not  be  taken  in  trade-mark  cases.  Where,  as  in 
the  present  case,  the  disclaimer  covers  only  a  part  of  the  issue,  judg- 
ment should  be  entered  as  to  that  part,  and  if  there  is  any  question 
as  to  the  existence  of  an  interference  as  to  what  remains,  the  cases 
should  be  referred  to  the  Examiner  of  Trade-Marks  for  consideration. 

The  Examiner's  action  refusing  to  enter  the  disclaimer  is  reversed, 
and  the  case  is  remanded  for  action  in  accordance  with  the  views 
herein  stated. 


The  Ullman  Einstein  Company  v,  C.  H.  Graves  &  Sons.  . 

Decided  March  IJt,  1906. 

(121  O.  G.,  1978.) 

Tbade-Mabks — Interference — Motion   to  Dissolve — Interference  in  Fact — 

Consent  of  Parties. 

Where  the  trade-marks  In  interference  Include  the  words  "  Walnut  Hill  " 

and  "  Walnut  Creek,"  respectively,  but  are  entirely  different  In  appearance, 

and  the  parties  to  the  proceeding  Join  In  the  request  for  dissolution,  Held 

that  doubts,  if  any  exist,  should  be  resolved  in  favor  of  their  contentions. 
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Appeal,  on  Motion. 

TBADE-MABK  FOB   WHISKY. 

Mr.  Arthur  E.  Wallace  for  The  Ullmaon  Einstein  Company. 
Mr.  Henry  W.  Williams  and  Mr.  Henry  H.  Bates  for  C.  H.  Graves 
&Sons. 

Allen,  Commissioner: 

This  is  an  appeal  by  C.  H.  Graves  &  Sons  from  the  decision  of  the 
Examiner  of  Trade-Marks  refusing  to  dissolve  the  above-entitled 
interference. 

A  motion  for  dissolution  was  made  by  The  Ullman  Einstein  Com- 
pany on  the  ground  that  there  was  no  interference  in  fact,  and  it 
thus  appears  that  both  parties  wish  the  interference  dissolved. 

The  mark  disclosed  by  C.  H.  Graves  &  Sons  includes  the  words 
"  Walnut  Hill "  and  that  disclosed  by  The  Ullman  Einstein  Company 
includes  the  words  "  Walnut  Creek."  Each  mark,  however,  includes 
other  things,  and  the  two  marks  are  entirely  different  in  appearance. 
The  word  "  Walnut "  is  therefore  the  only  thing  in  common,  and  it 
is  not  believed  that  it  is  suflScient  to  warrant  the  holding  that  there 
would  be  confusion  between  the  marks.  Qther  words  and  features 
added  to  the  word  "Walnut"  clearly  distinguish  the  marks,  and 
since  the  parties  to  this  proceeding  join  in  the  request  for  dissolution 
it  is  believed  that  doubts,  if  any  exist,  should  be  resolved  in  favor  of 
their  contention. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PARTE  Kinney  and  Schultz. 

Bedded  January  12,  1906. 

(121  O.  G.,  2325.) 

1.  Fn?AL  Rejection — Examiner's  Action  Undbbstood. 

Where  the  applicant  understood  the  Examiner's  first  action  in  all  essen- 
tial particulars  and  the  next  Office  action  merely  restated  the  original 
ground  of  rejection,  Held  that  a  request  that  an  amendment  filed  after 
final  rejection  be  admitted  should  be  denied. 

2.  Same — Additional  Explanation — Case  Not  Reopened. 

Where  the  final  rejection  referred  to  no  new  reasons  or  references  and 
the  Inrention  was  simple,  the  fact  that  a  more  extended  explanation  of  the 
same  ground  of  rejection  was  given  furnishes  no  reason  for  reopening  the 
case  for  the  consideration  of  additional  claims. 

On  Petition. 

detebsive  compounds. 

Messrs.  Parker  cfe  Burton  for  the  applicants. 
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Allen,  Commissioner: 

This  is  a  petition  that  the  Primary  Examiner  be  advised  that  an 
amendment  which  was  filed  after  final  rejection  be  admitted  and 
considered.  • 

This  request  appears  to  be  based  upon  two  grounds :  First,  that  up 
to  the  time  of  that  action  the  petitioners  were  not  fully  advised  of 
the  position  of  the  Examiner,  because  his  letters  of  rejection  were 
not  clear,  and,  second,  the  action  relied  upon  as  a  final  rejection  gave 
new  reasons  for  rejection,  and  was  not,  therefore,  a  proper  final  action. 

The  Examiner  wrote  a  letter  December  20,  1904,  prior  to  his  final 
rejection,  and  it  appears  from  the  applicants'  reply  thereto  that  they 
understood  the  Examiner's  action  in  all  essential  particulars.  The 
only  question  of  possible  doubt  was  a  statement  of  a  theory  of  action 
of  the  elements  in  the  compound.  That  this  theory  did  not  affect 
the  real  ground  of  rejection  is  evident  from  the  fact  that  the  next 
OflSce  action,  which  was  a  mere  restatement  of  the  grounds  of  rejec- 
tion, did  not  refer  to  it  in  any  way. 

The  Examiner's  action  was  sufficiently  clear  to  be  understood,  and 
therefore  the  first  ground  for  alleging  that  the  final  rejection  was 
improper  is  not  well  founded. 

As  to  the  second  ground  for  the  request,  it  is  found  that  the  final 
rejection  did  not  state  new  reasons  for  rejection.  The  letter  of  final 
rejection  referred  to  no  references  which  had  not  before  been  relied 
upon.  Attention  was  directed  therein  to  certain  statements  found  in 
one  of  the  references,  giving  the  page  and  line  where  such  statements 
were  found;  but  this  was  not  the  citation  of  new  reasons  for  rejec- 
tion. The  reasons  for  rejection  were  the  same  and  the  material  upon 
which  the  rejection  was  based  was  the  same.  The  patent  cited  re- 
lated to  but  one  invention.  It  was  a  simple  invention  and  the 
description  was  not  extended,  so  that  it  was  not  necessary  to  give 
more  than  a  general  statement  of  what  it  was  thought  to  disclose. 
The  fact  that  a  more  extended  explanation  of  the  same  groimd  of 
rejection  was  given  does  not  furnish  a  reason  for  reopening  the  case 
for  the  consideration  of  additional  claims. 

The  petition  is  denied. 


MooRE  V.  Curtis. 

Decided  January  IS,  1906, 

(121  O.  G.,  2325.) 

1.  INTEBFEBENCE — SUSPENSION  OF  PROCEEDINGS  ON  OnE  MOTION  DOES  NOT  EX- 
TEND Twenty-Day  Period  for  Other  Motions. 
Where  proceedings  are  suspended  pending  the  final  determination  of  a 
motion  brought  within  the  twenty  days,  such  suspension  does  not  operate 
to  extend  the  period  for  bringing  other  motions,  and  a  motion  brought  after 
the  twenty  days  should  not  be  transmitted,  although  the  case  is  still  under 
suspension. 
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2.  Sahb — JuBiSDicnoN  OF  Pbimabt  Examines. 

Where  an  interference  Is  transmitted  to  the  Primary  Examiner  for  the 
consideration  of  one  question,  he  is  without  Jurisdiction  to  consider  an 
entirely  independent  question. 

3.  Same — Delay  in  Bbingino  Motion — Showing  Insufficient. 

A  delay  of  three  months  in  bringing  a  motion  to  dissolve  is  not  excused 
because  of  alleged  delay  to  the  moving  party  in  procuring  copies  of  two 
applications  which  are  referred  to  in  the  preliminary  statement  of  the 
opposing  party.  It  was  not  necessary  to  the  bringing  of  the  motion  to 
procure  copies  of  such  applications,  as  they  were  not  included  in  the  inter- 
ference and  could  not,  therefore,  form  a  basis  for  its  dissolution. 

Appeal  on  Motion. 

TURBINE. 

Mr.  Thomas  D.  Stetson  and  Mr.  C.  J.  Hedrick  for  Moore. 
Messrs,  Dyer  c&  Dyer  for  Curtis. 

Allen,  Commissioner: 

This  is  an  appeal  by  Curtis  from  a  decision  of  the  Examiner  of 
Interferences  transmitting  Moore's  motion  to  dissolve. 

The  twenty  days  allowed  for  motions,  as  provided  by  Rule  122, 
expired  August  18,  1905.  On  this  day  motions  for  a  re-formation 
of  the  interference,  so  as  to  include  a  prior  application  of  the  mov- 
ing party,  and  a  stay  of  proceedings  were  presented,  together  with 
a  motion  to  transmit  to  the  Primary  Examiner  the  motion  to  re-form 
the  interference.  The  motion  to  transmit  the  interference  to  the 
Primary  Examiner  was  denied,  and  proceedings  were  suspended 
pending  the  final  determination  of  that  motion.  Appeal  was  taken 
from  the  refusal  to  transmit,  which  appeal  was  withdrawn  Septem- 
ber 13,  1905.  On  the  same  day  a  motion  to  amend  the  interference 
was  filed,  accompanied  by  the  usual  motions  to  transmit  and  for  a 
stay  of  proceedings.  This  motion  was  transmitted  and  proceedings 
were  suspended.  It  appears  from  the  statement  of  counsel  for  Moore 
that  at  die  hearing  before  the  Primary  Examiner  on  Curtis's  motion 
to  amend  counsel  for  Moore  presented  a  motion  to  dissolve  the  inter- 
ference, which  the  Examiner  refused  to  consider,  on  the  ground  that 
he  had  no  jurisdiction  to  consider  it,  as  it  had  not  been  transmitted 
to  him  by  the  Examiner  of  Interferences.  In  view  of  this  holding 
the  motion  to  dissolve  was  presented  to  the  Examiner  of  Interfer- 
ences, who  transmitted  it  to  the  Primary  Examiner.  In  granting  the 
motion  to  transmit  the  Examiner  of  Interferences  stated  that  the 
motion  of  Curtis  to  re-form  the  interference — 

was  filed  before  tbe  twenty  days  had  expired,  and  since  proceedings  were  sus- 
pended and  have  not  since  been  resumed  the  time  within  which  motions  may 
be  bronght  Is  still  running. 

But  it  has  been  held  in  a  number  of  decisions  that  the  pendency 
of  one  motion  is  no  excuse  for  the  failure  to  bring  other  motions, 
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and  a  suspension  of  proceedings  as  to  one  motion  does  not  extend  the 
period  of  time  for  bringing  other  motions.  (Perrussel  v.  WichTnann^ 
C.  D.,  1902,  228;  99  O.  G.,  2970;  Harvey  v.  Lubbers  v.  RaspUlaire^ 
C.  D.,  1904,  411;  112  O.  G.,  1215;  Ingoldsby  v.  Bellows,  C.  D.,  1904, 
654;  113  O.  G.,  2214:;  Pfinffst  v.  Anderson,  C.  D.,  1905,  240;  117  O.  G., 
597.) 

It  must  be  held,  therefore,  that  Moore's  motion  of  November  14 
was  not  brought  within  the  time  allowed  him,  but,  on  the  contrary, 
was  brought  nearly  three  months  thereafter.  It  follows,  therefore, 
that  the  motion  should  not  be  transmitted  without  a  very  clear  show- 
ing under  oath  why  it  was  not  presented  at  the  proper  time. 

The  verified  showing  now  on  file  in  support  of  the  motion  consists 
principally  in  the  statements  that  Curtis's  preliminary  statement 
referred  to  two  prior  applications,  and  it  was  deemed  necessary  to 
examine  and  secure  abstracts  of  these  applications,  in  addition  to  the 
papers  of  the  application  directly  involved  in  the  interference,  before 
the  motion  could  be  brought ;  that*  deponent  was  until  November  9 
of  the  opinion  that  the  pendency  of  Curtis's  motion  dispensed  with 
the  necessity  of  transmitting  a  motion  to  dissolve  through  the  Ex- 
aminer of  Interferences,  and  that  he  was  of  the  opinion  that  it  could 
be  presented  to  the  Primary  Examiner  at  the  hearing  on  Curtis's 
motion. 

This  showing  is  insufficient.  It  is  well  settled  that  where  an  inter- 
ference is  transmitted  to  the  Primary  Examiner  for  the  considera- 
tion of  one  question  he  is  without  jurisdiction  to  consider  an  entirely 
independent  question.  Appellant  is  therefore  charged  with  the 
knowledge  that  the  Primary  Examiner  could  not  consider  a  motion 
to  dissolve  when  the  interference  had  been  transmitted  only  for  the 
purpose  of  considering  an  amendment  of  the  issue. 

Likewise  the  supposed  necessity  of  securing  copies  or  abstracts 
of  the  prior  applications  referred  to  in  the  preliminary  statement  of 
Curtis  is  not  a  sufficient  excuse.  Interferences  are  not  dissolved 
because  of  allegations  in  preliminary  statements  or  because  of  any- 
thing found  in  applications  which  are  not  directly  included  in  the 
interference.  In  declaring  an  interference  prior  applications  which 
are  not  included  are  not  taken  into  consideration,  ahd  the  purpose 
of  a  motion  to  dissolve  being  to  correct  any  error  that  may  have 
been  committed  in  declaring  the  interference  it  follows  that  as  such 
prior  applications  were  not  considered  no  error  could  have  been  com- 
mitted on  account  of  them. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 
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ZiMMERMANN  V.  ZaMBONI. 

Decided  January  20,  1906. 

(121  O.  a.  2326.) 

INTEBFERENCE — ^DISSOLUTION — APPEAL    ON    MOTION — INTERFESENOK    IN    FAOT    AND 

Right  of  Party  to  Make  Claim. 
Where  the  argument  on  a  motion  to  dissolve  on  the  ground  of  no  Interfer- 
ence In  fact  raises  the  question  whether  a  party  Is  entitled  to  make  the 
claim  corresponding  to  the  count.  Held  that  this  question  of  his  right  to 
make  the  claim  is  to  be  reviewed  If  at  all,  with  the  final  decision  In  the 
interference  and  not  upon  interlocutory  appeal 

Appeal  on  Motion. 

pullet  OB   WHEEL. 

Mr.  Rudolph  M,  Hunter  for  Zimmermann. 
Mr.  Charles  Kintner  for  Zamboni. 

Allen,  Commissioner: 

This  is  an  appeal  by  Zamboni  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  for  a  dissolution  of  the  interference 
as  to  count  1. 

In  the  appeal  it  is  said: 

The  Examiner  erred  in  not  holding  that  there  was  no  Interference  in  fact 
as  to  count  1,  and  not  holding  that  the  references  relied  upon  anticipate  the 
Zimmermann  structure. 

Under  the  express  provisions  of  Rule  124  there  is  no  interlocutory 
appeal  from  the  Examiner's  ruling  that  the  issue  is  patentable,  and 
therefore  that  matter  will  not  be  considered. 

In  his  decision  the  Examiner  said : 

As  to  the  first  ground  of  the  motion,  no  reason  was  presented  as  to  there 
being  no  interference  in  fact,  and  as  both  parties  make  the  claims  of  the  issue 
that  portion  of  the  motion  is  denied. 

On  the  present  appeal  it  has  not  been  pointed  out  that  the  terms  of 
the  issue  mean  different  things  when  applied  to  the  two  cases.  The 
argument  goes  rather  to  the  question  whether  Zimmermann  is  en- 
titled to  make  a  claim  corresponding  to  count  1.  It  is  clear  that  if 
he  has  a  right  to  make  the  claim  it  means  the  same  thing  as  it  does  in 
Zamboni's  case.  The  question  as  to  his  right  is  to  be  reviewed,  if  at 
all,  with  the  final  decision  in  the  interference  and  not  upon  interlocu- 
tory appeal. 

The  Examiner  was  right  in  refusing  to  dissolve  the  interference  on 
the  ground  that  there  is  no  interference  in  fact,  and  therefore  his 
decision  is  affirmed. 
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Scott  v.  Hayes  and  Besoeb. 

Decided  January  SI,  1906, 

(121  O.  G.,  2326.) 

INTEBFEBENCE — ^MOTION    TO    DISSOLVE — INSUFFICIENCY    OF    OATH    AOCOMPANYIIIO 

Application. 
A  motion  to  dissolve  setting  up  irregularity  on  account  of  the  Insuf- 
ficiency of  the  oath  to  the  application  of  the  opposing  party  by  reason  of 
the  failure  of  the  officer  aJministering  the  same  to  Impress  his  seal  thereon 
should  not  be  transmitted  to  the  Primary  Examiner  where  it  appears  from 
an  affidavit  of  such  officer  that  at  the  time  he  administered  the  oath  he  was 
empowered  to  do  so  and  that  he  was  not  provided  with  a  seal  and  from  a 
certificate  of  the  clerk  of  the  county  in  which  the  oath  was  executed  that 
at  the  time  it  was  executed  such  officer  did,  in  fact,  have  power  to  admin- 
ister it 

Appeal  on  Motion.  , 

SEWING-MACHINE. 

Mr,   Tho8.  E.  Robertson  and  Messrs,  Robertson  &  Johnson  for 
Scott. 
Mr.  Charles  Z.  Sturtevant  for  Hayes  and  Berger. 

Allen,  Commissioner: 

This  is  an  appeal  by  Scott  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  a 
motion  to  dissolve  the  interference  on  the  ground  that  there  was 
irregularity  in  the  declaration.  Scott  has  also  filed  a  petition  ask- 
ing that  the  question  of  irregularity  raised  by  him  be  considered  and 
the  interference  dissolved. 

In  the  motion  papers  it  is  alleged  by  Scott  that  the  application  of 
Hayes  and  Berger  was  irregular,  informal,  and  incomplete,  for  the 
reason  that  no  proper  oath  accompanied  it.  The  oath  purported  to 
be  executed  before  F.  P.  Ashley  as  notary  public ;  but  no  oflScial  seal 
was  impressed  upon  the  paper  upon  which  the  oath  was  written. 
Scott  contends  that  the  absence  of  the  seal  renders  the  paper  purport- 
ing to  be  an  oath  invalid  and  of  no  effect,  and  therefore  urges  that 
Hayes  and  Berger  have  not  completed  their  application  and  have  no 
standing  in  the  interference. 

On  behalf  of  Hayes  and  Berger  an  affidavit  has  been  filed  by  Ash- 
ley alleging  that  he  was  a  notary  public  at  the  time  the  oath  was 
executed  and  was  then  empowered  to  administer  oaths  and  that  he 
was  not  provided  with  a  seal.  A  certificate  has  also  been  filed  by  the 
clerk  of  the  county  in  which  the  oath  was  executed  to  the  effect  that 
F.  P.  Ashley  was,  in  fact,  a  notary  public  empowered  to  administer 
oaths  at  the  time  that  the  oath  to  the  application  of  Hayes  and 
Berger  was  executed.    It  is  therefore  clear  that  Hayes  and  Berger 
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did  make  oath  to  the  application  and  that  there  is  no  force  to  the 
objection  made  by  Scott. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed,  and  the 
j>etition  is  dismissed. 


Ex  PARTE  Sleepy  Eye  Muxino  Company. 

Decided  March  2,  1906. 

(121  O.  G.,  2327.) 

Traub-Maxkb — ^Publication  No  Bab  to  Requirement  of  Description. 

The  fact  that  the  trade-mark  has  been  published  is  i^o  good  reason  why 
the  Examiner  of  Trade-Marlcs  may  not  require  a  description  of  the  trade- 
mark as  shown  in  the  drawing. 

On  Appeal. 

tbade-mabk  fob  wheat  floub. 

Mr.  Patrick  H.  Gunckel  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  requiring  that  the  application  include  a  description  of  the 
trade-mark  as  shown  in  the  drawing. 

The  Examiner's  action  was  in  accordance  with  the  express  require- 
ment of  the  statute  as  fully  set  forth  in  ex  parte  The  Carborundum 
Company,  (C.  D.,  1905,  433;  118  O.  G.,  2260.)  The  fact  that  this 
mark  has  been  published  does  not  prevent  the  refusal  of  registration 
where  good  ground  for  refusal  appears.  {Ex  parte  Cluett^  Pedbody 
<6  Company,  ante,  33;  120  O.  G.,  902.) 

The  decision  of  the  Examiner  of  Trade-Marks  is  a^rm^d. 


Ex  PABTE  The  Chapot-Shirlaw  Company. 

Decided  March  U,  1906. 

(121  O.  G.,  2327.) 

1.  Tbade-Mabks — Examineb's  Rxtuno  a  Judicial  Decision  Subject  to  Appeal. 

The  action  of  the  Examiner  of  Trade-Marks  liolding  ttiat  an  application 
flied  prior  to  the  passage  of  the  act  of  February  20,  1905,  was  not  a  pend- 
ing case  and  refusing  to  permit  an  amendment  to  the  application  to  bring 
it  under  the  provisions  of  the  act  was  a  Judicial  decision  subject  to  review 
on  appeaL 

2.  Same — Retubn  of  Fee. 

Where  the  applicant  accepted  the  decision  of  the  Examiner  without 
appeal  and  filed  a  new  application,  Held  he  is  not  entitled  to  the  return  of 
the  filing  fee  on  said  application,  notwithstanding  the  decision  in  ew  parte 
Qriserin^Werke  Paul  Camphausen  Q.  M.  B.  H.,  {ante,  12;  120  O.  Q.,  327.) 
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On  Petition. 

TBADE-MARK  FOR  CHAMOIS-SKINS  AND  ARTICLES  MADE  THEBEFBOM. 

Mr.  Vernon  E,  Hodges  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  for  the  return  of  the  fee  of  ten  dollars  paid 
upon  the  filing  of  the  above-entitled  application. 

It  appears  that  the  petitioner  filed  an  application  for  the  registration 
of  a  trade-mark  prior  to  the  passage  of  the  act  of  February  20,  1905, 
and  that  after  the  passage  of  the  act  the  Examiner  of  Trade-Marks 
refused  to  permit  it  to  amend  the  case  to  bring  it  under  the  provi- 
sions of  the  act,- because  it  was'uot  a  pending  case.  The  petitioner 
thereupon  filed  the  present  application  covering  the  same  subject- 
matter.  It  now  calls  attention  to  the  decision  in  ex  parte  Griserin- 
W'erke  Paul  Campfiausen  G.  M.  B.  H.  {ante^  12;  120  O.  G.,  327) 
and  says  that  in  view  thereof  the  Examiner  was  wrong  in  ruling  that 
the  original  application  was  not  pending  and  subject  to  amendment 
to  bring  it  under  the  provisions  of  the  new  law.  It  is  upon  the 
ground  of  this  alleged  misinformation  on  the  part  of  the  Examiner 
that  the  petitioner  now  asks  for  the  return  of  the  fee  paid  in  the 
present  case. 

The  Examiner's  ruling  was  a  judicial  decision  subject  to  review 
upon  appeal,  and  since  the  applicant  accepted  his  decision  without 
appeal  it  is  not  entitled  to  the  return  of  the  fee  in  the  present  case 
because  of  the  alleged  misinformation.  It  necessarily  exercised  its 
judgment  in  determining  whether  it  would  appeal  from  the  ruling  or 
file  a  new  application.  Having  determined  to  file  a  new  application, 
the  payment  of  the  fee  was  required  by  law. 

TJie  petition  is  denied. 


Ex  PAKTE  RUPPBRT. 

Decided  March  14,  1906, 
(121  O.  G.,  2327.) 

1.  Pbint — ^TiTLE  Given  Not  on  Print. 

Where  the  title  given  to  a  print  does  not  appear  on  It,  Held  that  registra- 
tion was  properly  refused. 

2.  Same — Same — Cubing  Objection. 

Where  objection  is  made  that  the  title  does  not  appear  upon  the  print, 
Held  that  the  objection  may  be  cured  by  filing  copies  having  the  proper  title 
printed  thereon  or  by  changing  the  title  to  that  which  appears  upon  the 
present  copies. 

3.  Same — Indication  of  Merchandise. 

Held  that  a  print  for  malt  liquors  whl5h  Includes  as  an  essential  feature 
a  representation  of  a  beer-keg  is  a  sufficient  Indication  of  the  merchandise 
for  wlilch  it  was  designed. 
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On  Petition. 

PRINT  FOR   MALT  LIQUORS,  INCLUDING  BEER  AND  ALE. 

Mr.  e/.  Z.  Atkins  for  the  applicant. 

AiJiEN,  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Primary  Examiner 
refusing  to  register  a  print  for  malt  liquors  entitled  "  The  Ruppert 
Eagle." 

The  title  given  to  the  print  does  not  appear  on  it,  as  required  in  the 
rules  of  practice,  and  this  constitutes  one  of  the  grounds  for  refusing 
registration.  Additional  ground  for  refusal  stated  by  the  Examiner 
is  that  the  print  does  not  describe  or  indicate  the  merchandise  for 
which  it  was  designed. 

An  examination  of  the  print  shows  that  it  includes  as  an  essential 
feature  a  representation  of  a  beer-keg,  and  it  is  believed  that  this  is  a 
sufficient  indication  of  the  merchandise.  The  objection  that  the  label 
is  not  descriptive  should  not  be  insisted  upon. 

The  objection  that  the  title  does  not  appear  upon  the  label  is  well 
founded  and  under  the  express  provisions  of  the  rules  must  be  in- 
sisted upon.  This  objection  may  be  cured  by  filing  copies  having 
the  proper  title  printed  thereon  or  by  changing  the  title  to  that 
which  appears  upon  the  present  copies. 

The  decision  of  the  Examiner  refusing  registration  is  afp/nned. 


Bass,  Ratclitf  &  Gretton,  Lim.,  v.  Hartmann  Brewing  Company. 

Decided  March  19,  1906, 
(121  O.  G.,  2328.) 

L  TBADE-MABK8 — NOTICE  OP  OPPOSITION — ^TlMB  FOB  FILING. 

V^here  the  notice  of  opposition  to  the  registration  of  a  trade-mark  was 
filed  one  day  after  the  expiration  of  the  thirty  days  allowed  by  law,  Held 
that  said  notice  is  of  no  force  or  effect. 

2,  Same — Same — Must  be  made  by  Executive  Officebs  of  Cobpobations. 

Where  a  notice  of  opposition  is  filed  in  behalf  of  a  corporation,  Held  that 
the  oath  should  be  furnished  by  one  of  the  executive  officers  of  said  corpora- 
tion, together  with  a  statement  of  his  authority  to  act  as  the  agent  of  the 
corporation. 

3*  Same — Same— Dismissed  When  Made  by  Attobney. 

Where  a  notice  of  opposition  filed  in  behalf  of  a  corporation  was  made  by 
its  attorney.  Held  that  there  is  no  more  authority  for  accepting  the  notice 
of  opposition  and  oath  of  an  attorney  for  a  corporation  than  for  accepting 
a  corresponding  notice  and  oath  for  an  individual,  and  the  Examiner  was 
right  in  dismissing  the  opposition. 
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4.  Same — Amendment  to  Application — Republication  Unnecessaby. 

Where  after  the  publication  of  the  mark  an  amendment  Is  made  to  the 
application  for  a  trade-mark  eliminating  some  of  the  goods  upon  which  the 
mark  Is  used,  Held  that  there  is  no  necessity  for  republishing  the  trade- 
mark. 

Appeal  from  Examiner  of  Interferences. 

tbade-mabk  fob  lagbb-beeb. 

Mr.  F.  TT.  Smithy  Jr.^  and  Messrs.  Mason^  Fenwick  cfe  Lawrence 
for  Hartmann  Brewing  Company. 
Mr.  Arthur  Steuart  for  Bass,  Ratcliff  &  Gretton,  Lim. 

AiiiEN,  Commissioner: 

This  is  an  appeal  by  Bass,  Ratcliff  &  Gretton,  Limited,  from  the 
decision  of  the  Examiner  of  Interferences  dismissing  its  opposi- 
tion to  the  registration  of  a  trade-mark  by  the  Hartmann  Brewing 
Company. 

The  ground  of  the  dismissal  was  that  the  notice  of  opposition  and 
its  supporting  oath  were  not  made  by  Bass,  Ratcliff  &  Gretton, 
Limited,  but  by  its  attorney. 

It  appears  that  the  applicant's  mark  was  published  in  the  Official 
Gazette  on  May  9,  1905,  and  that  on  June  7,  1905,  notice  of  oppo- 
sition was  filed  in  behalf  of  Bass,  Ratcliff  &  Gretton,  Limited,  by 
Mr.  Arthur  Steuart  as  attorney.  On  June  9  notice  of  opposition 
was  filed  on  behalf  of  Bass,  Ratcliff  &  Gretton,  Limited,  by  "  John 
Lambrick,  secretary."  This  last  notice  was  filed  one  day  after  the 
expiration  of  the  thirty  days  allowed  by  law  and  is  therefore  of  no 
force  or  effect.  The  opposition  can  be  sustained,  if  at  all,  only  upon 
the  notice  filed  by  Steuart  as  attorney. 

In  Martin  v.  Martin  d&  Bowne  Company  (C.  D.,  1905,  490;  119 
O.  G.,  962)  it  was  held  that  the  notice  of  opposition  must  be  signed 
and  sworn  to  by  the  party  who  believes  that  he  would  be  damaged 
by  registration,  and  not  by  his  attorney.  That  decision  has  been 
aflBrmed  by  the  Court  of  Appeals  of  the  District  of  Columbia.  In 
the  present  appeal  it  is  said  that  Bass,  Ratcliff  &  Gretton,  Limited, 
is  a  corporation  and  can  act  only  by  agent,  and  it  is  urged,  therefore, 
that  the  opposition  and  aflBdavit  made  in  its  behalf  by  its  attorney  ia 
a  compliance  with  the  law.  It  is  urged  that  the  requirement  for  the 
personal  oath  of  the  one  opposing  cannot  apply  and  was  not  intended 
to  apply  to  a  corporation. 

In  regard  to  this  matter  it  may  be  said  that  a  corporation  can  act 
by  its  executive  oflBcers  when  it  is  necessary,  and  in  the  present  case 
it  is  thought  that  the  oath  should  be  furnished  by  such  an  oflBicer,  with 
a  statement  of  his  authority  to  act  as  the  agent  of  the  corporation. 
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As  pointed  out  in  the  case  of  Martin  v.  Martin  <&  Bowne  Company^ 
mpra^  the  statute  clearly  and  specifically  requires  that  "said  notice 
of  opposition  shall  be  verified  by  the  person  filing  the  same,''  and  this 
is  the  same  "  person  who  believes  he  would  be  damaged  by  the  regis- 
tration of  a  mark."     (Sec.  6.) 

Section  29  of  this  act  provides  that — 

The  terms  "  person  "  and  "  owner  "  and  any  other  word  or  term  used  to  desig- 
nate the  applicant  or  other  entitled  to  a  benefit  or  privilege  or  rendered  liable 
tinder  the  provisions  of  this  act,  include  a  firm,  corporation,  or  association  as 
well  as  a  natural  person. 

There  is  no  more  authority  either  in  reason  or  in  the  terms  of  the 
law  for  accepting  the  notice  of  opposition  and  oath  of  an  attorney 
for  a  corporation  than  for  accepting  a  corresponding  notice  and 
oath  for  an  individual.  The  Examiner  was  right  in  dismissing  the 
opposition. 

The  appellant  here  alleges  in  his  appeal  that  the  applicant's  trade- 
mark should  have  been  published  a  second  time,  because  of  an  amend- 
ment to  the  application  after  the  first  publication.  The  amendment 
restricted  the  field  covered  by  the  application  by  eliminating  some  of 
the  goods  upon  which  the  mark  is  used.  Since  the  original  publi- 
cation included  all  of  the  goods  now  claimed  and,  in  addition,  others 
which  have  been  abandoned,  there  appears  to  be  no  necessity  for 
republication.  The  original  publication  was  notice  of  the  appli- 
cant's present  claim  of  ownership,  and  any  one  desiring  to  oppose  its 
claim  has  had  ample  opportunity  to  do  so.  Republication  would 
simply  afford  a  second  opportunity  without  apparent  necessity. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Bryant,  Wolcott,  and  Davidson. 

Decided  January  ^0,  1906. 

(121  O.  G.,  2063.) 

t  Intebfebencz: — ^Refusal   to    Make    Suggested    Claims — Patentabhjty    of 
Claims  Not  Reviewed. 
Where  a  party  refuses  to  make  claims  suggested  for  interference  purposes* 
his  request  that  the  patentability  of  the  claims  be  reviewed  or  that  pro- 
ceedings be  instituted  for  the  purpose  of  permitting  him  to  show  that  the 
invention  has  gone  into  use  and  that  there  are  intervening  rights  to  the 
allowance  of  the  claims  in  a  reissue  application  will  be  denied. 
2.  Same — Same — ^Pabty  Entitled  to  No  RECooNmoN. 

Where  a  party  refuses  to  make  claims  suggested  for  interference  pur- 
poses, Held  that  he  stands  in  the  same  position  as  any  other  member  of  the 
public  and  is  not  entitled  to  recognition  as  a  party  in  interest  opposing  the 
allowance  of  the  claims  or  to  any  information  of  the  case  in  which  they  are 
allowed. 

H.  Doc.  641,  59-2 11 
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On  Pbtition. 


LUBUCATOB. 


Messrs.  E.  S.  Wheeler  <&  Co.  and  Messrs.  Dodge  <&  Sons  for  the 
petitioners. 

Allen,  Commissioner: 

The  petitioners  call  attention  to  the  fact  that  certain  claims  have 
been  suggested  to  them  for  the  purpose  of  interference,  and  it  appears 
that  they  do  not  regard  those  claims  as  patentable  and  do  not  wish 
to  make  them.  By  the  present  petition  they  seek  to  prevent  the  allow- 
ance of  the  claims  to  the  other  party  to  the  proposed  interference. 
The  petition  therefore  amounts  to  a  protest  against  the  allowance  of 
a  patent  to  any  one  including  the  claims. 

It  appears  from  the  papers  that  the  petitioners  do  not  know  who 
has  made  the  suggested  claims  and  secui*ed  their  allowance,  but  sup- 
pose it  to  be  a  party  who  was  previously  involved  in  interference  with 
them.  They  further  suppose  that  the  claims  were  made  in  a  reis- 
sue application  and  were  allowed  by  the  Examiners-in-Chief. 

It  is  urged  by  them  that  the  suggested  claims  are  substantially  the 
same  as  claims  held  unpatentable  in  the  interference,  and  it  is  asked 
that  the  decision  allowing  the  present  claims  be  reviewed  and  re- 
versed. It  is  asked  as  an  alternative  that  proceedings  be  instituted, 
analogous  to  public-use  proceedings,  in  which  they  shall  be  per- 
mitted to  present  proofs  showing  that  the  invention  has  gone  into  use 
and  that  there  are  intervening  rights  which  should  prevent  the  allow- 
ance of  the  claims  in  a  reissue  application. 

So  long  as  the  petitioners  do  not  make  the  claims  they  are  entitled 
to  no  information  as  to  the  case  in  which  they  are  made  and  allowed 
or  as  to  the  proceedings  therein.  They  stand  in  the  same  position  as 
any  other  member  of  the  public  and  are  not  entitled  to  recognition  as 
a  party  in  interest  opposed  to  the  allowance  of  the  claims.  While 
this  Office  might  accept  their  assistance  in  procuring  evidence  of 
intervening  rights  in  a  case  where  it  is  regarded  as  necessary  to  inves- 
tigate that  matter,  it  would  do  so  only  in  pursuance  of  its  own  inves- 
tigation and  not  because  of  supposed  rights  of  the  petitioners. 

The  records  relating  to  the  matter  referred  to  in  the  petition  have 
been  examined  sufficiently  to  make  it  appear  that  there  is  no  occasion 
for  reviewing  the  favorable  decision  upon  the  question  of  patenta- 
bility or  for  investigating  the  question  of  intervening  ri^ts. 

The  petition  is  dismissed. 
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Dunbar  v.  Schjsllenger. 

Decided  January  22,  1906. 

(121  O.  G.,  286a) 

1.  Intebfebence — Invention  Made  by  Thibd  Pabty  No  Qbound  fob  Reopening 

Intebfekence. 
Where  It  Is  alleged  that  one  of  the  partle^to  an  Interference  testified  In 
another  proceeding  that  the  Invention  was  disclosed  to  him  by  a  third  party, 
Held  that  If  true  It  cannot  change  the  award  of  priority  so  long  as  he  was 
in  possession  of  the  invention  before  his  opponent  and  that  althoo^  It 
might  lead  to  the  rejection  of  his  claims  if  final  Judgment  is  in  his  favor 
it  furnishes  no  ground  for  reopening  the  interference  for  the  admission  of 
further  evidence. 

2.  Same — Motion  to  Reopen — Decision  of  Examinee  of  Intebfbbences  Not 

DlSTUBBED   ON    InTEBLOCUTOBT    APPEAL. 

Where  the  Blxamlner  of  Interferences  denied  a  motion  to  reopen  the  inter- 
ference for  the  purpose  of  introducing  testimony  given  by  one  of  the  parties 
as  a  witness  in  another  proceeding  and  which,  it  Is  claimed,  tends  to  dls^ 
credit  his  testimony  in  the  present  interference,  Held  that  in  the  absence 
of  a  showing  of  an  abuse  of  discretion  by  the  Examiner  of  Interferences 
his  decision  will  not  be  disturbed  on  interlocutory  appeal ;  but  should  it 
appear  on  consideration  of  the  entire  record  on  appeal  that  the  decision  on 
priority  would  be  changed  the  case  may  be  reopened  to  admit  the  said 
testimony. 

Appeal  on  Motion. 

TELEPHONE  SYSTEM. 

Messrs.  Jones  cfe  Addingtmi  and  Mr.  A.  L.  Ames  for  Dunbar. 

Mr.  Charles  A.  Brown  and  Mr.  Henry  A.  Seymour  for  Schelleng^r. 

Allen,  Commissioner: 

This  is  an  appeal  by  Dunbar  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  to  reopen  the  above-entitled  inter- 
ference for  the  admission  of  further  evidence. 

It  appears  that  testimony  was  taken,  and  in  view  thereof  judgment 
was  entered  in  favor  of  Schellenger.  Dunbar  filed  an  appeal  from 
that  decision  and  thereafter  filed  his  motion  to  reopen  in  view  of 
newly-discovered  evidence.  The  new  evidence  is  said  to  consist  of 
testimony  given  by  Schellenger  as  a  witness  in  another  interference 
after  the  date  of  the  decision  in  this  case.  That  testimony  is  to  the 
effect  that  a  certain  invention  was  disclosed  to  Schellenger  by  a  party 
named  Clausen  at  a  date  prior  to  that  alleged  by  Schellenger  for  his 
invention  in  the  present  case.  It  is  said  that  the  invention  described 
as  having  been  disclosed  by  Clausen  embodies  some  of  the  counts  of 
the  present  issue. 

Dunbar  contends  that  he  should  be  permitted  to  offer  that  deposi- 
tion in  evidence  for  two  reasons: 

First.  It  consists  of  an  admission  against  interest  and  is  practically 
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a  disclaimer  by  Schellenger  of  those  counts  of  the  issue  included  in 
the  alleged  disclosure  by  Clausen. 

Second.  It  discredits  Schellenger,  since  it  is  contrary  to  the  alle- 
gations made  by  him  in  the  present  case. 

The  first  ground  clearly  has  no  force.  If  Schellenger  was  in  pos- 
giession  of  the  invention  before  Dunbar,  as  found  by  the  Examiner 
of  Interferences,  it  is  very  clear  that  Dunbar  cannot  be  adjudged 
the  prior  inventor.  {Foster  v.  Antisdel^  C.  D.,  1899,  413;  88  O.  G^ 
1527;  Prindle  v.  Brown,  C.  D.,  1904, 680;  112  O.  G.,  957.) 

It  makes  no  difference  that  the  evidence  that  Schellenger  is  not  an 
original  inventor  consists  of  his  own  admissions  and  not  the  testimony 
of  other  witnesses.  The  fact,  however  proved,  cannot  change  the 
award  of  priority,  although  it  might  lead  to  the  rejection  of  the 
claims  in  Schellenger's  case- even  if  the  final  judgment  of  priority  is 
in  his  favor. 

The  newly-discovered  evidence  is  to  be  admitted,  if  at  all,  only 
because  of  its  tendency  to  discredit  Schellenger,  who  has  testified  in 
this  case.  On  behalf  of  Schellenger  it  is  contended  that  the  evidence 
would  not  discredit  Schellenger  even  if  admitted,  and  it  was  held 
by  the  Examiner  of  Interferences  that  even  if  it  did  discredit  Schel- 
lenger the  decision  upon  the  question  of  priority  would  not  be 
changed  or  affected.  He  regards  the  testimony  of  other  witnesses 
as  sufficient  to  prove  possession  by  him  of  the  invention  prior  to 
Dunbar's  date  of  invention.  It  is  to  be  noted  that  the  inventor's 
testimony  is  given  little  weight  in  any  case  and  is  accepted  only 
where  corroborated,  and  it  is  said  that  there  are  several  corroborating 
witnesses  in  this  case.  Neither  Schellenger's  original  testimony  in 
this  case  nor  the  deposition  subsequently  given  in  the  other  inter- 
ference is  contradictory  of  the  testimony  of  those  witnesses.  In  both 
of  his  depositions  Schellenger  claims  to  have  been  in  possession  of 
the  invention  prior  to  the  date  alleged  by  his  corroborating  wit- 
nesses. No  one,  therefore,  could  be  discredited  by  the  testimony  save 
Schellenger. 

It  does  not  appear  that  there  was  any  abuse  of  discretion  by  the 
Examiner  of  Interferences  in  refusing  to  reopen  the  case.  If  it 
should  appear  upon  consideration  of  the  entire  record  upon  appeal 
that  the  decision  upon  the  question  of  priority  would  be  changed  by 
evidence  that  Schellenger's  testimony  is  not  entitled  to  full  faith 
and  credit,  the  case  may  be  reopened  for  further  testimony.  The 
Examiner  of  Interferences,  who  has  considered  the  entire  record,  is 
of  the  opinion  that  such  reopening  is  not  justified,  and  no  good  rea- 
son is  seen  for  disturbing  his  decision  upon  an  interlocutory  appeaL 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Marconi  v.  Shoemaker  v.  Fessenden. 

Decided  January  SO,  1906. 

(121  O.  G.,  2664.) 

1.  TK8TIM0NT — ^BZGLUSION — CHOeS-EXAMINATION    CONTAINING    MATTBB    NoT    RB- 

FEBBEO  TO  IN  DiBBCT  EXAMINATION. 

Where  a  witness  upon  direct  examination  refnses  to  answer  practically 
every  question  regarding  particular  apparatus  and  no  questions  are  asked 
tbereon  about  the  detailed  structure  of  the  apparatus  or  about  theories, 
principles,  operations,  or  results,  a  deposition  on  cross-examination  setting 
forth  such  matters  throughout  fifty  or  more  typewritten  pages  is  prima 
facie  bad. 

2.  Same — Striking  Out  Impbopeb  Cboss-Examination. 

Held  that  a  party  who  makes  no  proper  cross-examhiatlon  is  not  de- 
prived of  any  right  by  an  action  striking  out  his  improper  examination. 

3.  Same — Cboss-Bxamination  Limited  by  Direct  Examination  of  Same  Wit- 

ness.' 
Held  that  cross-examination  of  a  witness  must  be  limited  by  the  scope 
of  the  direct  examination  of  the  same  witness  and  cannot  be  based  upon 
the  »itire  record. 

4.  Same — Opinion  of  the  Witness  as  to  Matters  to  be  Decided  by  Tbibunal 

Hearing  the  Case. 
Held  that  testimony  which  intrudes  the  opinion  of  the  witness  iq[>on  a 
question  which  it  is  the  duty  of  the  tribunal  hearing  the  case  to  decide 
from  the  facts  uninfluenced  by  conclusions  thereon  by  others  should  be 
struck  out 

5.  Same— Testimony  Directed  to  iNsumciENCY  op  Opponent's  Application 

Not  Propeb  Rebuttal  Testimony. 
The  insufficiency  of  an  opponent's  application  to  sustain  Judgment  against 
a  party  to  interference  proceedings  is  clearly  part  of  that  party's  prima 
facie  case.  Held,  therefore,  that  testimony  directed  to  the  insufficiency 
of  the  application  offered  as  part  of  a  party's  case  in  rebuttal  should  be 
struck  out  upon  proper  objection  and  motion  made. 

6.  Same — Surbebuttal  Testimony — ^When  Admissible. 

Surrebuttal  testimony  should  only  be  accepted  from  a  party  where  new 
matter  is  introduced  in  his  opponent's  proofs  which  is  In  the  nature  of  a 
surprise  to  the  party  seeking  surrebuttal  proofs. 

7.  Same— Type-Witten   Record — Matteb  Struck  Out  Should  Be  Canceled 

BY  Red  Lines. 
In  the  type-written  record  of  testimony  in  interference  proceedings  the 
questions  and  answers  struck  out  should  be  canceled  by  red  lines  and  proper 
marginal  notes  should  be  made,  as  when  matter  is  canceled  in  the  specifi- 
cation of  an  application  for  patent 

8.  Same — Printed  Record— Matter  Struck  Out  and  Not  Printed  in  Body  or 

THE  Testimony. 
In  the  printed  record  of  testimony  in  interference  proceedings  questions 
and  answers  which  have  been  struck  out  should  be  omitted  from  their 
places  in  the  body  of  the  testimony  and  a  notice  inserted  that  they  had 
been  struck  out,  giving  the  date  of  the  decision  in  which  the  order  striking 
out  was  made. 


Digitized  by  VjOOQ IC 


160  DECISIONS  OF  THE   COMMISSIONER  OP  PATENTS. 

0.  Same — When  Excluded  Mat  Be  Printed  as  an  Appendix  to  Feinted  Record. 
Held  that  a  party  against  whom  an  order  striking  out  testimony   is 
directed  may,  if  be  desires  to  do  so,  print  the  excluded  testimony,  properly 
designated,  as  an  appendix  to  his  record  or  separately. 

Appeals  on  Motions. 

signaling  by  electromagnetic  waves. 

Messrs.  Betts^  Betts^  Sheffield  &  Beits  and  Mr.  T.  E.  Robertson  for 
Marconi. 

Mr.  Philip  Famsworth  and  Messrs.  Foster^  Freeman  <&  Watson  for 
Shoemaker. 

Mr.  Darwin  S.  Wolcott  and  Messrs.  Kenyon  <&  Kenyon  for  Fes- 
senden. 

Allen,  Commissioner: 

This  case  is  before  me  upon  two  appeals  by  Shoemaker  and  one  by 
Marconi  from  decisions  of  the  Examiner  of  Interferences  upon  mo- 
tions regarding  the  striking  out  of  testimony  and  the  taking  of  testi- 
mony in  rebuttal. 

It  appears  that  while  Marconi  was  taking  his  testimony  in  rebuttal 
De  Forest,  who  is  vice-president  of  the  company  to  which  the  Shoe- 
maker applications  in  interference  are  assigned,  appeared  upon  sub- 
poena as  a  witness  for  Marconi.  He  answered  a  number  of  questions 
concerning  his  professional  career  and  stated,  in  answer  to  questions, 
that  he  was  familiar  with  the  apparatus  used  in  the  past  and  with 
that  used  at  present  at  the  so-called  "  Galilee  station  "  and  that  ap- 
paratus had  been  removed  from  this  station  on  account  of  the  expira- 
tion of  a  lease.  He  also  stated  that  the  apparatus  removed  was  all 
of  the  interior  wireless-telegraph  apparatus,  including  the  transmit- 
ter and  receiver  apparatus,  and  that  the  antenna-wires  were  taken 
down.  He  was  then  asked  to  describe  the  apparatus  removed  from 
the  Galilee  station  and  refused  to  do  so.  Several  questions  followed 
as  to  what  apparatus  was  removed,  each  of  which  the  witness  refused 
to  answer.  The  direct  examination  was  then  closed.  The  cross- 
examination  consisted  of  two  questions,  in  answer  to  which  the  wit- 
ness made  statements  of  his  general  experience  in  wireless  telegraphy, 
of  his  investigations  with  specific  apparatus,  and  of  theories  and  con- 
clusions, and  also  statements  regarding  supposed  principles,  con- 
troversies, and  motives,  none  of  which  appear  to  be  based  in  any 
proper  sense  upon  his  direct  examination. 

Marconi  brought  a  motion  before  the  Examiner  of  Interferences 
to  strike  out  the  cross-examination  of  De  Forest,  which  was  granted. 
One  of  Shoemaker's  appeals  is  taken  from  this  action  of  the  Exam- 
iner of  Interferences.  Where  the  witness  upon  direct  examination 
refuses  to  answer  practically  every  question  regarding  particular  ap- 
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paratus  and  no  questions  are  asked  thereon  about  the  detailed  struc- 
ture of  the  apparatus  or  about  theories,  principles,  operations,  or 
results,  a  deposition  on  cross-examination  setting  forth  such  matters 
throughout  fifty  or  more  typewritten  pages  is  prima  facie  bad* 
Upon  examination  of  the  deposition  in  question  I  find  that  it  is  in 
fact  had.  Shoemaker  claims  that  his  examinaticm  of  De  Forest  was 
justified  as  necessary  to  rdbut  inferences  which  might  be  drawn  from 
the  witness's  refusal  to  answer  questions  on  the  direct  examination* 
Consideration  of  the  deposition  shows,  however,  that  the  so-called 
^^  cross-examination  "  is  not  directed  to  this  end,  but  that  it  consti- 
tutes, as  dbiarged  by  Maromi,  a  flagrant  attempt  upon  the  part  of 
Shoemaker  to  inject  surrebuttal  testimony  by  his  own  expert  into 
Marconi's  rdimttal  record.  On  the  appeal  Shoemak^  contends  that 
to  grant  the  motion  is  to  deprive  him  of  the  right  of  cross-examina- 
tion. It  se^ns  too  clear  for  argument  that  a  party  who  makes  no 
proper  examinaion  is  not  deprived  of  any  right  by  an  action  strik- 
ing out  his  improper  examination.  It  is  also  contended  by  Shoe- 
maker that  the  action  of  the  Examiner  of  Interfer^ices  granting  the 
motion  to  strike  out  was  erroneous,  because  based  only  on  the  wit- 
ness's deposition  and  not  upon  the  entire  record.  This  contenti<Hi 
also  is  erroneous.  Cross-examination  of  a  witness  must  be  limited 
by  the  scope  of  the  direct  examination  of  the  same  witness.  The  con- 
clusion of  the  Examiner  of  Interferences  that  the  cross-examination 
of  De  Forest  should  be  struck  out  was  correct. 

Following  the  grant  by  the  Examiner  of  Interferences  of  Mar- 
coni's motion  to  strike  out  the  cross-examination  of  the  witness  De 
Forest  from  Marconi's  record.  Shoemaker  brought  a  motion  for  time 
in  which  to  take  surrebuttal  testimony  and  asked  that  the  cross-ex- 
amination of  De  Forest,  which  had  been  struck  out,  be  made  part  of 
such  testimony.  By  this  motion  it  was  also  sought,  as  an  alternative 
to  the  authorization  of  surrebuttal  testimony,  that  Marconi's  rebuttal 
proofs  be  struck  out  as  improper  rebutttal  evidence.  The  Examiner 
of  Interferences  denied  the  motion  to  authorize  surrebuttal  testimony 
and  also  denied  the  request  to  strike  out  except  as  to  question  15  of  the 
testimony  of  the  witness  Cross.  Shoemaker  has  appealed  from  the 
refusal  to  authorize  surrebuttal  testimony  or  to  strike  out  Marconi's 
rebuttal  proofs,  and  Marconi  has  appealed  from  the  action  striking 
out  question  15  of  the  testimony  of  Cross. 

The  question  of  striking  out  Marconi's  rebuttal  proofs  will  be  first 
considered.  The  portion  of  these  proofs  objected  to  here  by  Shoe- 
maker is  the  so-called  "  hysteresis  "  testimony  of  Cross.  In  question 
15  of  this  testimony  and  the  answer  thereto  an  attempt  is  made  to 
show  that  Shoemaker's  applications  do  not  show  appreciation  by 
Shoemaker  of  what  this  witness  in  answer  to  previous  questions  has 
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asserted  to  be  the  fundamental  principles  of  invention  involved  by 
the  various  counts  in  issue.  This  testimony  is  therefore  an  attack 
upon  Shoemaker's  standing  in  the  interference,  which  attack  should 
have  been  made,  if  at  all,  as  part  of  Marconi's  testimony-in-chief.  The 
insufficiency  of  an  opponent's  application  to  sustain  judgment  against 
a  party  to  interference  proceedings  is  clearly  part  of  that  party's 
prima  fdcie  case,  and  testimony  directed  to  that  end  should  not  be 
offered  as  part  of  the  party's  case  in  rebuttal.  When  so  offered,  it 
should  be  struck  out  upon  proper  objection  and  motion  made.  The 
conclusion  of  the  Examiner  of  Interferences  that  question  15  and 
answer  of  the  testimony  of  Cross  in  Marconi's  rebuttal  proofs  should 
be  struck  out  was  correct. 

The  motion  of  Shoemaker  to  strike  out  was  directed  to  substan- 
tially all  of  the  deposition  of  Cross,  and  Shoemaker  on  this  appeal 
seeks  to  have  the  rest  of  the  testimony  of  this  witness  struck  out  so 
far  as  it  deals  with  the  principle  of  magnetic  hysteresis.  Upon 
examination  of  the  deposition  it  is  found  that  questions  6,  9,  10,  11, 
13,  and  14  and  their  answers  should  be  struck  from  the  record  and 
that  the  answer  to  question  8  beginning  with  the  next  to  the  last 
line  from  the  end  of  type-written  page  66  and  extending  to  the  end 
of  the  answer  should  also  be  removed.  Questions  6  and  13  and 
their  answers  bring  out  that  the  witness  has  compared  various  Mar- 
coni exhibits.  This  appears  to  be  entirely  irrelevant  to  Marconi's 
rebuttal  proofs.  The  portion  of  the  answer  to  question  8  referred 
to  above  and  questions  9, 10,  and  11  and  their  answers  set  forth  that 
Marconi's  applications  and  exhibits,  in  the  opinion  of  the  witness, 
come  within  the  issue  of  the  interference.  These  matters  likewise 
appear  to  belong  to  Marconi's  case  in  chief  and  to  have  no  proper 
place  in  his  rebuttal  proofs.  Question  14  attacks  the  sufficiency  of 
one  of  Shoemaker's  applications  to  support  the  issue  and  calls  for 
the  conclusion  of  the  witness  from  the  evidence  as  to  when  Shoe- 
maker conceived  and  disclosed  the  invention.  In  the  former  respect 
the  question  and  its  answer  are  objectionable  as  improper  rebuttal; 
in  the  latter  respect  they  are  objectionable  as  intruding  the  opinion 
of  the  witness  upon  a  question  as  to  which  it  is  the  duty  of  the  tri- 
bunal hearing  the  case  to  decide  from  the  facts  uninfluenced  by  con- 
clusions thereon  by  others.  The  opinion  of  the  expert  on  the  latter 
matter  is  not  proper  evidence.  No  sufficient  reason  is  found  for 
striking  out  the  remaining  portion  of  the  testimony  of  this  witness. 

The  only  question  remaining  to  be  considered  is  whether  Shoe- 
maker shall  be  permitted  to  take  surrebuttal  testimony.  This  ques- 
tion was  well  disposed  of  by  the  Examiner  of  Interferences.  As 
pointed  out  in  his  decision,  surrebuttal  testimony  should  only  be 
accepted  from  a  party  where  new  matter  is  introduced  in  his  op- 
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ponent's  proo£s  which  is  in  the  nature  of  a  surprise  to  the  party 
seeking  surrebuttal  proofs.  The  alleged  surprise  in  Marconi's  re- 
buttal proofs  consists  in  the  testimony  regarding  magnetic  hysteresis. 
The  portion  of  this  testimony,  as  now  understood,  which  is  not  struck 
out  by  this  decision  is  confined  to  attempts  on  the  part  of  the  witness 
to  show  that  certain  Shoemaker  exhibits  do  not  involve  the  principle 
of  magnetic  hysteresis  and  that  this  principle  is  involved  by  the  issue 
of  this  interference.  In  view  of  the  reference  to  this  principle  quoted 
by  the  Examiner  of  Interferences  from  the  decision  of  the  Primary 
Examiner  rendered  January  11,  1904,  in  interference  No.  22,360,  on 
motion  to  dissolve  and  in  view  of  the  reference  thereto  made  by 
counsel  for  Shoemaker  in  the  paper  filed  on  February  26,  1904,  in 
interference  No.  22,360,  also  quoted  by  the  Examiner  of  Interferences 
in  his  decision.  Shoemaker's  position  that  he  has  been  surprised  by 
this  testimony  is  not  well  taken.  Testimony  regarding  the  relation 
of  magnetic  hysteresis  to  the  issue  and  to  Shoemaker's  exhibits,  if 
forming  any  proper  part  of  Shoemaker's  case,  should  have  been  pre- 
^nted  as  part  of  his  regular  proofs.  The  rules  necessary  to  orderly 
procedure  require  that  he  shall  abide  the  consequence  of  his  failure 
to  offer  such  testimony  at  that  time. 

It  is  proper  to  point  out  here  the  manner  in  which  the  ruling  that 
portions  of  testimony  should  be  struck  out  shall  be  carried  into  effect. 
In  the  type-written  record  the  questions  and  answers  struck  out 
should  be  canceled  by  red  lines  and  proper  marginal  notes  should  be 
made,  as  when  matter  is  canceled  in  the  specification  of  an  applica- 
tion for  patent  In  the  printed  record  questions  and  answers  which 
have  been  struck  out  should  be  omitted  from  their  places  in  the  body 
of  the  testimony  and  a  notice  inserted  that  they  had  been  struck  out, 
giving  the  date  of  the  decision  in  which  the  order  striking  out  was 
made.  If  the  party  against  whom  the  order  is  directed  desires  to  do 
so,  he  may  print  the  excluded  testimony,  properly  designated,  as  an 
appendix  to  his  record  or  separately.  By  pursuing  this  course  the 
main  body  of  the  records  is  not  confused  or  encumbered  with  matter 
not  in  the  case;  yet  this  matter  is  conveniently  accessible  in  the  event 
of  subsequent  question  as  to  propriety  of  exclusion.  Moreover,  the 
burden  of  printing  the  excluded  matter  and  of  bringing  it  to  the 
attention  of  the  court  upon  final  appeal  is  thereby  placed,  as  it  would 
seem  it  should  be,  upon  the  party  who  seeks  to  have  the  same  consid- 
ered and  who,  in  view  of  the  decisions  against  him  thereon,  is  pre- 
sumptively in  error  in  asserting  the  propriety  thereof. 

The  decision  of  the  Examiner  of  Interferences  granting  Marconi's 
motion  to  strike  out  the  cross-examination  of  the  witness  De  Forest 
comprising  questions  36  and  37  and  answers,  pages  126  to  185  of 
Marconi's  type-written  rebuttal  proofs,  is  affirmed. 
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The  decision  of  the  Examiner  of  Interferences  granting  Shoe- 
maker's motion  to  strike  out  Marconi's  rebuttal  proo&  as  to  question 
15  and  answer  of  the  testimony  of  Cross  is  affirmed. 

The  decisicm  of  the  Examiner  of  Interferences  denjring  Shoe- 
maker's motion  to  strike  out  Marconi's  rebuttal  proofs  is  reversed  as 
to  questions  6,  9, 10, 11, 13,  and  14  and  answers  and  as  to  the  portion 
of  the  answer  to  question  8  specified  above  of  Cross's  deposition. 

The  decision  of  the  Examiner  of  Interferences  denying  Shoe- 
maker's motion  for  allowance  of  surrebuttal  testimony  is  aifirmed. 


Dalton  v.  Hopkins  v.  Newman. 

Decided  February  2, 190S, 

(121  O.  G.,  2666.) 

iNTKBnCBENCB — BXTENDINO   TlMB   FOB  TAKING   TSSTIMONT — No  APPEAL. 

Where  it  appeared  that  a  snhstitute  attorney  because  of  his  onfamilfarity 
with  the  case  closed  liis  proofii  without  the  introduction  of  evidence  neces- 
sary to  the  success  of  his  cause  and  the  Examiner  of  Interferences  there- 
upon reopened  tlie  proofs  and  set  new  times  for  taking  testimony,  Held 
that  the  case  Is  not  of  such  peculiar  difficulty  as  to  constitute  an  exceptioa 
to  tlie  general  rule  that  decisions  by  the  Examiner  of  Interfer^iceB  extend- 
ing times  for  taking  testimony  will  not  be  reviewed  on  appeaL 

On  Petition. 

ADDING  AND   WETTING   MACHINE. 

Mr.  John  D,  Rippey  and  Mr.  George  R.  Hamlin  for  Dalton  and 
Hopkins. 
Messrs.  Rector  d;  Hihhen  for  Newman. 

Allen,  Commissioner: 

This  is  a  motion  for  the  allowance  of  a  special  appeal  from  the 
decision  of  the  Examiner  of  Interferences  of  January  81,  1906, 
extending  the  time  within  which  testimony  on  behalf  of  Hopkins 
may  be  taken  and  also  asking  for  a  stay  pending  the  final  determina- 
tion of  sudi  appeal.  This  is  one  of  those  cases  in  which  ordinarily 
no  appeal  will  be  entertained  from  the  decision  of  the  Examiner  of 
Interferences,  and  he  has  set  no  limit  of  appeal  from  his  decision. 
It  is  urged  that  the  circumstances  of  this  case  are  unusual  enough 
to  constitute  it  an  exception  to  the  rule  that  no  appeal  will  lie  from 
such  extension  of  the  time  for  taking  testimony. 

It  appears  that  Hopkins's  attorney,  taking  the  testimony  of  Dalton, 
a  witness  for  Hofddns,  made  the  statement  that  he  ^ould  take  no 
further  proofs  in  behalf  of  Hopkina  Thereupon  the  taking  of 
testimony  terminated  and  the  case  was  closed,  no  testimony  being 
introduced  on  behalf  of  Dalton.    An  order  was  entered  January  15, 
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1906,  requiring  Hopkins  to  show  cause  why  judgment  should  not 
be  rendered  against  him.  Upon  the  return  of  tiiis  order  it  appeared 
to  the  satisfaction  of  the  Examiner  of  Interferences  tiiat  Hopkins's 
att(H*ney  at  the  session  in  question  had  been  substituted  for  the  regu- 
lar attorney  of  record  and  was  somewhat  unfamiliar  with  the  case, 
and  therefore  erred  in  his  judgment  in  this  course,  and  on  this 
acoount  the  proofs  were  reopened  and  times  set  for  taking  furth^ 
testimony. 

I  believe  that  the  conclusion  of  the  Examiner  of  Interferences  in 
this  regard  should  not  be  disturbed  and  that  it  is  not  a  case  of  such 
peculiar  diflSculty  that  it  should  constitute  an  exception  to  the  general 
rule  that  no  appeal  will  lie  from  the  decision  of  the  Examiner  of  In- 
terferences in  respect  to  extensions  of  time  for  taking  testimony. 

This  petition  of  Newman  for  the  allowance  of  a  special  appeal  and 
for  a  stay  of  proceedings  is  therefore  denied. 


RosENZWEiG  V,  Forbes. 

Decided  March  19,  1906, 

(121  O.  G.,  2667.) 

1.  Tbadb-Mabks — ^BrracT  of  Prior  Registration  of  Label  Including  the  Trade- 

Mark. 

Copyriglits  and  trade-marks  are  separate  and  distinct  rights,  and  the 
trade-ma rli[  is  not  the  mere  name  of  the  copyright  picture,  but  is  the  symbol 
by  which  the  goods  are  Icnown.  Held,  therefore,  that  the  registration  of  a 
label  embodying  a  trade-mark  will  not  operate  to  prevent  the  registration 
of  saeh  trade-mark  for  particular  goods. 

2.  Same — Discrepanct  in  Statement  of  Date  of  Adoption  in  Apflioatign 

AND  in  Testimony. 
Where  a  party  alleges  in  his  application  an  adoption  of  his  mark  in  1890 
and  in  his  testimony  claims  adoption  late  in  1894  or  early  in  1895.  Held, 
that  the  discrepancy  is  suspicious  and  calls  for  a  close  scrutiny  of  the  testi- 
mony on  his  behalf  seeking  to  prove  the  earlier  date. 

Appeal  on  Motion. 

TRADE-MARK   FOR  WHISKY. 

Mr.  Arthur  E.  Wallace  for  Bosenzweig. 
Mr.  Charles  E.  Riardon  for  Forbes. 

Allen,  Commissioner: 

This  is  an  appeal  by  Rosenzweig  from  the  decision  of  the  Examiner 
of  Interferences  adjudging  Forbes  to  have  been  the  first  to  adopt  and 
use  the  toade-mark  in  controversy. 

The  issue  is  as  follows: 

The  words  "  Old  Rose,**  or  the  words  "  Jack  Rose/*  for  whisky. 

Sosenzweig's  mark  consists  of  the  words  "  Old  Rose,"  and  that  of 
Forbes  consists  of  the  words  "  Jack  Rose."    The  appellant  raises  the 
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preliminary  question  whether  there  is  an  actual  conflict  of  rights  due 
to  the  use  of  these  marks  and  asks  that  the  interference  be  dissolved 
upon  the  ground  that  there  is  no  interference  in  fact. 

It  does,  not  appear  that  any  motion  for  dissolution  was  made  by 
Rosenzweig,  and  it  is  too  late  now  to  raise  the  question  for  the  first 
time.  The  Examiner  having  found  that  a  conflict  exists  and  that 
finding  having  been  acquiesced  in  by  the  parties  and  by  the  Examiner 
of  Interferences,  it  should  not  be  disturbed  except  upon  the  conclusion 
that  it  was  obviously  erroneous.  There  was  no  obvious  error  here; 
but,  on  the  contrary,  it  is  believed  that  the  Examiner's  ruling  was 
right 

The  appellant  further  urges  that  registration  should  not  be  granted 
Forbes  because  he  has  registered  under  the  copjrright  laws  a  label 
embodying  his  present  trade-mark.  It  is  urged  that  to  register  the 
trade-mark  now  would  be  to  extend  the  monopoly  secured  by  the  copy- 
right registration  and  that  such  extension  would  be  contrary  to  the 
intent  of  the  law.  The  appellant  seems  to  suppose  that  the  same 
principle  is  involved  as  that  underlying  the  decisions  of  the  courts, 
to  the  eflfect  that  the  name  given  to  a  patented  article  is  public  prop- 
erty after  the  expiration  of  the  patent.  I  cannot  agree  that  the  prin- 
ciple applies.  Copyrights  and  trade-marks  are  separate  and  distinct 
rights,  and  the  trade-mark  is  not  the  mere  name  of  the  copyrighted 
picture.  It  is  the  symbol  by  which  the  goods  are  known.  Others 
may  make  the  picture  and  call  it  what  they  please  after  the  expiration 
of  the  copyright  and  may  adopt  it  as  a  trade-mark  for  goods.  The 
registrant  has  an  equal  right  with  others  in  that  respect  If,  as  here, 
he  adopts  it  as  a  trade-mark  for  particular  goods,  others  may  not 
adopt  and  use  it  for  the  same  goods  unless  they  were  first  in  the  field. 

Even  if  it  should  be  found  that  Forbes  is  not  entitled  to  registra- 
tion, for  the  reasons  above  stated,  it  is  not  apparent  what  benefit 
would  result  to  Rosenzweig.  Judgment  could  be  rendered  in  favor 
of  Rosenzweig  only  upon  the  finding  that  he  was  the  first  to  adopt 
and  use  the  mark. 

Considering  the  question  of  priority,  it  clearly  and  satisfactorily 
appears  that  Forbes  adopted  and  used  the  mark  as  early  as  the  spring 
of  1895.  Rosenzweig  alleged  in  his  application  adoption  in  1899,  but 
in  his  testimony  claims  adoption  late  in  1894  or  early  in  1895.  This 
discrepancy  is  suspicious  and  calls  for  a  close  scrutiny  of  the  testi- 
mony on  his  behalf  seeking  to  prove  the  earlier  date.  There  is  no 
testimony  by  any  witness  and  no  corroborating  circumstance  tend- 
ing to  support  his  claim.  The  earliest  corroborated  date  is  in  the  sum- 
mer of  1896,  which  is  long  after  the  adoption  and  use  by  Forbes. 

The  Examiner  was  right  in  adjudging  that  Forbes  was  the  first  to 
adopt  and  use  the  mark,  and  therefore  his  decision  is  aifirmed. 
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MlTJ^RR  V.   PeRHAM. 
Decided  April  18,  1906. 
(121  O.  a,  2t567.) 

1.  INTERFKBSNCE — MOTION    FOB    DISSOLUTION — MOVING    PaBTY'B    RIGHT    TO    MAKK 

Claims. 
There  is  no  apparent  reason  why  the  Office  should  consider  the  question 
of  a  party's  right  to  make  claims  on  his  request  after  having  once  decided 
that  he  had  the  right  to  make  them. 

2.  Same — Withdrawing    Claims    to    Invention — Concession,    Abandonment, 

OB  Default. 
Where  claims  are  made  by  a  party  upon  suggestion  under  Rule  96  and 
the  party  thereafter  concludes  that  he  has  no  right  to  make  the  claims,  he 
may  inroperly  concede  priority  to  his  opponent  or  abandon  the  invention 
represented  by  the  claims,  or  he  may  permit  judgment  by  default  to  be 
rendered  against  him. 

Appeal,  on  Motion. 

shuttlb-box. 

Messrs,  Munn  cfe  Go,  for  Miller. 

Messrs.  Wright^  Brown^  Quinby  cfe  Mat/  for  Perham. 

AlliEN,  Commissioner: 

This  is  an  appeal  by  Miller  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  his  motion  alleging  that  the  mov- 
ing party  Miller  has  not  the  right  to  make  the  claims  corresponding 
to  the  counts  of  the  issue. 

The  Examiner  of  Interferences  held  that  the  right  of  the  moving 
party  to  make  the  claims  corresponding  to  the  issue  cannot  properly 
be  raised  on  a  motion  to  dissolve  an  interference  and  that  if  such 
party  does  not  wish  to  contest  the  interference,  because  he  is  of  the 
opinion  that  he  has  no  right  to  make  the  claims,  he  should  take 
action  in  accordance  with  the  provisions  of  Rule  125,  conceding  pri- 
ority or  abandoning  the  invention. 

Appellant's  contention  is  that  h^, should  not  be  required  to  concede 
priority  of  an  invention  to  which  he  does  not  assert  a  claim  and  that 
he  cannot  abandon  that  which  he  claims  he  never  possessed.  These 
contentions  are  not  in  accordance  with  appellant's  actions  in  the  case. 
The  issue  of  the  interference  describes  an  invention.  This  invention 
was  disclosed  and  claimed  by  Perham,  appellant's  opponent  in  the 
interference.  The  claims  were  suggested  to  appellant  under  the  pro- 
visions of  Rule  96.  When  appellant  accepted  the  claims  and  included 
them  in  his  application,  he  laid  claim  to  possession  of  the  invention 
which  they  define.  If  now  the  appellant  wishes  to  withdraw  the 
claim  to  the  possession  of  the  invention  disclosed  in  the  issue,  he  may 
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properly  do  so  by  conceding  priority  or  abandoning  the  invention; 
or  if  the  appellant  does  not  now  regard  the  invention  claimed  as  his 
own  he  need  take  no  action  whatever  in  the  interference  with  respect 
thereto  and  permit  judgment  by  default  to  be  rendered  against  him. 

The  Office  has  once  decided  that  the  appellant  had  a  right  to  make 
the  claims  in  question.  There  is  no  apparent  reason  why  the  Office 
should  reconsider  this  decision,  favorable  to  appellant,  on  his  motion. 

The  decison  of  the  Examiner  of  Interferences  refusing  to  transmit 
Miller's  motion  is  affirmed. 


Lipscomb  v,  Pfeiffer. 
Decided  February  i,  1906. 
(122  O.  G.,  361.) 

INTEBFEBENCE — MOTION    TO    REOPEN — JUBISDICTION    OF    EXAMINER    OF    INTEBTIB- 
ENCE8. 

Where  a  motion  is  brought  to  restore  the  Jurisdiction  of  the  Examiner 
of  Interferences  for  the  puri>ose  of  considering  a  motion  to  reopen  the 
interference  after  Judgment  against  the  moving  party  and  after  the  limit 
of  appeal  has  expired,  Held  that  said  party  should  have  a  bearing  upon 
the  question  whether  the  showing  made  by  him  is  sufficient  to  warrant 
reopening  the  case,  and  the  Jurisdiction  of  the  Examiner  of  Interferences 
is  therefore  restored. 

Ok  Motion. 

BOOT-CALK. 

Messrs.  C.  A.  Snow  cfc  Co.  for  Lipscomb. 
Messrs.  Sturtevant  cfe  Greeley  for  Pfeiffer. 

AiXEN,  Commissioner) 

This  is  a  motion  by  Lipscomb  to  restore  the  jurisdiction  of  the 
Examiner  of  Interferences  for  the  purpose  of  considering  a  motion 
to  reopen  the  above-entitled  interference  after  judgment  against  him 
on  the  record  and  after  the  limit  of  appeal  has  expired. 

It  is  very  clear  that  a  motion  to  reopen  filed  as  late  as  the  present 
one  should  not  be  granted  except  upon  a  showing  which  is  very  clear 
and  satisfactory.  Upon  the  present  motion,  however,  it  is  neither 
necessary  nor  proper  to  consider  and  pass  upon  the  sufficiency  of  the 
showing  which  has  been  made,  since  that  is  a  matter  to  be  determined 
by  the  Examiner  of  Interferences  in  case  his  jurisdiction  is  restored. 
The  only  question  now  presented  is  whether  the  party  Lipscomb  shall 
be  given  a  hearing  upon  the  question  whether  the  showing  made  by 
him  is  sufficient  to  warrant  reopening  the  case.  It  is  believed  that 
he  should  be  permitted  to  present  and  argue  that  question,  and  there- 
fore the  motion  to  restore  jurisdiction  to  the  Examiner  of  Interfer- 
ences is  granted. 
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Ex  PASTE  GlAFKE. 

Decided  February  7,  1906. 
(122  O.  O.,  851.) 

Appucation — ^NoncE  op  Allowance. 

Where  a  showing  Is  made  that  the  notice  of  allowance  of  an  application 
was  not  recelTed,  but  it  was  not  alleged  that  no  notice  was  mailed,  and 
the  records  indicate  that  it  was  mailed.  Held  that  this  Office  has  no 
Jorisdictlon  to  extend  the  time  folr  payment  of  the  final  fee  directly  or 
indirectly,  and  a  request  that  a  new  notice  of  allowance  he  sent  cannot  be 
granted. 

On  Petition. 

BAKING   AND  DRYING  OVEN   OR   CHAIIBEB. 

Messrs.  Hazard  c6  HarphaTn  for  the  applicant. 

AxLEN,  Commissioner: 

This  is  a  petition  that  the  allowance  of  the  above-entitled  applica- 
tion dated  October  3,  1904,  be  set  aside  and  that  a  new  notice  of 
allowance  be  sent 

It  appears  that  a  notice  of  allowance  in  the  case  was  mailed  to 
the  applicant's  attorneys  on  October  3,  1904;  but  it  is  said  in  affi- 
davits filed  that  the  records  of  the  attorneys'  office  do  not  show  that 
such  notice  was  received  by  them,  and  to  the  best  of  their  information 
and  belief  it  was  not  received.  It  is  not  alleged  that  no  notice  was 
mailed,  and  the  record  indicates  clearly  that  it  was  mailed.  Under 
such  circumstances  this  Office  has  no  jurisdiction  to  extend  the  time 
for  the  payment  of  the  final  fee,  either  directly  or  indirectly.  The 
statute  is  mandatory  and  requires  that  if  the  final  fee  is  not  received 
within  six  months  after  allowance  the  patent  shall  be  withheld. 

The  petition  is  denied. 


Ex  PABTE  Myers. 

Decided  February  9,  1906. 

(122  O.  G..  351.) 

Amendment — Claims  Recommended  by  Examinebs-in-Ghief  Rejected  on  New 
Refeeences. 
Where  claims  which  were  recommended  by  the  Examhiers-in-Ohief  are 
rejected  by  the  Primary  Examiner  on  new  references,  the  applicant  is 
not  entitled  to  amend  the  same  or  substitute  new  claims  therefor. 

On  Rehearing. 

MOP-WRINGING    MACHINE. 

Messrs.  Risley  <&  Love  and  Mr.  Hubert  E.  Peck  for  the  applicant. 
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Allen,  Commissioner: 

This  is  a  petition  for  a  rehearing  of  a  petition  filed  herein  on 
September  12,  1905,  and  decided  October  28,  1905. 

The  petitioner  seeks  to  substitute  new  claims  for  claims  recom- 
mended by  the  Examiners-in-Chief  and  subsequently  rejected  by  the 
Examiner  upon  new  references.  He  urges  that  he  is  entitled  to 
amend  because  new  references  are  cited;  but  if  his  contention  were 
sustained  it  would  follow  that  the  recommendation  of  a  claim  by 
the  Examiners-in-Chief  would  result  in  an  entire  reopening  of  the 
case  in  every  instance.  Such  is  clearly  not  the  intent  or  meaning 
of  the  rule.  The  proper  view  seems  to  be  that  if  the  claim  recom- 
mended is  foimd  to  be  unpatentable  it  was  a  mistake  by  the  Exami- 
ners-in-Chief to  have  recommended  it.  That  mistake  does  not  en- 
title the  applicant  to  a  reopening  of  the  case  for  the  prosecution  of 
other  claims. 

The  petition  is  denied. 


Ex   PARTE    ThEODOR   AND   CaRL  WeIL. 

Decided  February  24,  1906, 
(122  O.  G.,  352.) 

Renewal — Forfeited  Application — Second  Renewal  Refused. 

The  practice  of  the  Patent  Office  in  refusing  to  entertain  a  second 
renewal  application  is  founded  upon  opinions  of  the  Attorney-General  and 
will  not  be  departed  from  until  such  opinions  are  withdrawn  by  the 
Attorney-General  or  overruled  by  the  courts. 

On  Petition. 

EDISON    SOCKET   AND  PLUG   CONTACT. 

Mr.  B.  Singer  and  Mr.  C.  Le  Roy  Parker  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  asking  that  a  renewal  fee  be  applied  to  an  appli- 
cation which  has  been  twice  forfeited  for  failure  to  pay  the  final 
fee. 

The  practice  of  this  Office  in  refusing  to  entertain  a  second  renewal 
application  is  founded  upon  opinions  of  the  Attomey-Gteneral,  pub- 
lished in  C.  D.,  1894,  111;  69  O.  G.,  639,  and  in  C.  D.,  1895,  493;  70 
O.  G.,  493. 

Administrative  officers  should  regard  the  opinions  of  the  Attorney- 
General  upon  questions  referred  to  him  for  his  opinion  under  section 
356  of  the  Revised  Statutes  as  law  until  either  withdrawn  by  the 
Attorney-General  or  overruled  by  the  courts.  See  20  Op.  Atty- 
Gen.,  pp.  648,  655,  1893;  20  Op.  Atty-Gen.,  719,  1894;  also  Berger 
v.  U.  S.,  86  Ct.  Clauns,  247,  1901.) 
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The  opinion  of  the  Attomey-Greneral  is  deemed  to  be  controlling 
on  the  question  presented,  and  it  would  therefore  be  useless  to  enter 
upon  a  discussion  of  the  same. 

The  petUion  is  denied. 


KlLBOURN    V.    HlRNBR. 

Decided  Fehruary  2,  1906. 

(122  O.  G.,  729.) 

1.  INTERFIEBENCE — PBIOBTTT — RiOHT  TO  MAKE  THE  CLAIMS  IN   ISSUE  CONSIOEBED 

ON  Appeal. 
Where  a  decision  awarding  priority  of  invention  is  based  upon  the  date  of 
constructive  reduction  to  practice  obtained  by  a  party  through  filing  his 
application  in  interference  and  upoB  appeal  the  opposing  party  attacks 
the  sufficiency  of  the  disclosure  in  the  application  to  support  a  Judgment 
upon  the  subject-matter  of  the  issue,  Held  that  the  question  raised  by  the 
attack  is  one  properly  considered  in  determining  the  question  of  priority. 

2.  Same — Same — Remanded  to  Pbimabt  Examinee  to  (Donsideb  Question  of 

Pabtt's  Right  to  Make  the  Claims  of  the  Issue. 
Where  the  question  of  a  party's  right  to  make  the  claims  in  issue  is 
raised  on  appeal  on  priority  and  it  is  decided  to  entertain  that  question  and 
the  machines  upon  which  the  issue  is  drawn  and  those  of  the  prior  art  are 
complex  and  Intricate  and  their  operation  involved  and  no  written  opinion 
upon  the  question  has  been  made  by  the  Primary  Examiner,  Held  that  the 
interference  will  be  remanded  to  the  Primary  Examiner,  who  will  hear 
the  parties  and  furnish  his  opinion  as  to  the  question  raised,  together  with 
a  statement  of  the  reasons  for  his  conclusions. 

Appeal  from  Examiners-in-Chief. 

knittino-machinb. 

Messrs.  Whitaker  <&  Prevost  for  Kilboum. 
Messrs.  Fraley  <&  Paul  for  Himer. 

Allen,  Commissioner: 

This  case  is  before  me  upon  appeal  by  Kilboum  from  the  decision 
of  the  Examiners-in-Chief  awarding  priority  of  invention  to  Hirner 
upon  each  count  in  the  issue  of  the  above-entitled  interference. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  based 
their  decisions  awarding  priority  of  invention  to  Himer  upon  the 
date  of  constructive  reduction  to  practice  obtained  by  Himer  through 
filing  his  application  in  interference.  Kilboum  upon  this  appeal 
strenuously  attacks  the  sufficiency  of  the  disclosure  in  Himer's  appli- 
cation as  filed  to  support  a  judgment  against  Kilboum  upon  the' 
subject-matter  of  the  issue.  I  am  of  the  opinion  that  the  question 
raised  by  this  attack  is  one  properly  considered  in  determining  the 
question  of  priority  in  those  cases  where,  as  seems  to  be  the  case 

H.  Doc.  641,  59-2 12 
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here,  a  holding  that  a  party  is  entitled  to  make  the  claims  in  issue 
results  in  a  judgment  against  a  party  who,  if  that  holding  be  in 
error,  appears  to  be  the  true  inventor  of  the  matter  in  issue  and 
entitled  to  a  patent  thereon.  My  reasons  for  this  conclusion  are 
similar  to  those  given  in  the  decision  Pohle  v.  McKnight  (C.  D.,  1905, 
549;  119  O.  G.,  2519)  for  making  there  an  award  of  priority  instead 
of  dissolving  the  interference.  It  is  also  believed  that  this  conclu- 
sion is  in  keeping  with  the  spirit  of  the  recent  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  Podlesak  and 
Podleaak  v.  Mclnnemey^  (poat^  558;  120  O.  G.,  2127.) 

Upon  taking  up  the  question  of  the  sufficiency  of  the  original 
Himer  disclosure  I  find  that  the  issue  includes  an  element  which  does 
not  appear  to  have  been  specifically  referred  to  or  to  have  been  illus- 
trated by  Himer  in  his  application  when  filed.  This  element  is 
described  in  count  1  as  ^^  means  for  narrowing  and  widening  the  back 
of  the  knit  tube,"  and  in  count  2  as  "  cam  mechanism  *  *  *  to 
cooperate  with  each  needle,  of  a  continuous  portion  of  said  needles 
to  form  narrowed  and  widened  fabric."  The  Examiners-in-Chief  iii 
their  decision  upon  priority  refused  to  include  a  statement  under 
Rule  126  that  the  Hirner  disclosure  was  insufficient.  They  appar- 
ently took  the  position  presumably  taken  by  the  Primary  Examiner 
in  declaring  the  interference  that  certain  general  statements  in  Hir- 
ner's  specification  and  certain  cams  shown  upon  his  drawing,  together 
with  the  state  of  the  art,  established  that  the  Hirner  device  was  in- 
tended to  be  used  in  connection  with  the  elements  whose  disclosure  in 
Hirner's  case  is  in  dispute.  No  motion  for  dissolution  was  made  by 
Kilboum,  and  no  statement  upon  the  record  appears  to  have  been 
made  by  the  Primary  Examiner  of  his  reasons  for  holding  that  the 
issues  are  properly  grounded  upon  Himer's  disclosure.  The  ma- 
chines upon  which  the  issue  is  drawn  and  those  of  the  prior  art  are 
complex  and  intricate  and  their  operation  involved.  The  Primary 
Examiner  is  the  technical  expert  of  this  Office  as  to  those  arts  in 
which  he  examines.  He  should  through  his  special  experience  be 
peculiarly  fitted  to  determine  the  meanings  of  the  terms  used  in  the 
specifications  of  the  parties  and  to  determine  the  relations  of  their 
disclosures  to  prior  devices.  I  am  unwilling  to  pass  upon  the  ques- 
tion of  disclosure  by  Himer  without  the  benefit  of  the  opinion  and 
reasons  of  the  Primary  Examiner  based  upon  discussion  of  the  ques- 
tion by  the  parties  in  case  they  desire  to  be  heard. 

The  interference  is  remanded  to  the  Primary  Examiner,  who  will 
hear  the  parties  and  furnish  me  with  his  opinion  as  to  the  question 
raised,  together  with  a  statement  of  the  reasons  for  his  conclusion. 
The  Examiner's  opinion  will  be  placed  in  the  interference  file,  copies 
thereof  sent  to  the  parties,  and  the  case  returned  to  me  for  decision 
upon  the  appeal. 
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Ex  PARTE  AsTON. 

Decided  February  H,  1906. 

(122  O.  G.,  730.) 

1.  PuBuo  U8i>— Institution  or  Pbocebdings — Obdeb  Upon  Applicant  to  Show 

Cause. 
Where  an  applicant  is  ordered  to  show  cause  why  pabllc-use  proceedings 
shonld  not  be  instituted  against  him  and  no  showing  is  made  save  an  argu- 
m^it  that  the  depositions  and  affidavit  filed  do  not  so  identify  the  com- 
plete inventicm  of  the  claim  as  to  make  out  a  prima  facie  case  of  public 
use,  Held  that  testimony  will  be  taken  in  regard  to  the  question  of  pub- 
lic use. 

2.  Same — Same— Pbeuminabt  Consideration. 

Where  upon  consideration  of  the  affidavit  and  testimony  referred  to  by 
the  protests nt  It  seems  probable  that  the  bar  of  public  use  of  the  invention 
exists,  Held  that  it  is  not  nece^ry  to  analyze  that  testimony  to  determine 
whether  it  is  technically  sufficient  if  true  to  prove  public  use. 

3.  Same— Same— Notice  of  Taking   Testimony   by   Pbotestant — Notice  or 

Names  or  Witnesses,  Times  When  and  Place  Where  BxAMiN^a 
Where  it  Is  ordered  that  testimony  be  taken  In  regard  to  the  question  of 
public  use,  Held  that  the  protestant  should  promptly  notify  this  Office  of 
the  names  of  the  witnesses  and  the  times  when  and  place  where  they  will 
be  produced  for  examination. 

On  Public  Use. 

G  ABM  ENT-SUFPOBTEB. 

Messrs.  Bacon  A  Milans  for  the  applicant. 
Messrs.  Seymour  A  Earle  for  the  protestant. 

Allen,  Commissioner: 

The  applicant  Aston  was  ordered  to  show  cause  why  proceedings 
should  not  be  instituted  to  investigate  the  allegation  by  the  protest- 
ant of  public  use  of  the  invention  more  than  two  years  before  his  filing 
date.  No  showing  has  been  made  save  an  argument  that  the  depo- 
sitions and  affidavit  filed  do  not  so  identify  the  complete  invention 
of  the  claim  as  to  make  out  a  prima  facie  case  of  public  use. 

The  only  question  presented  for  determination  at  the  pre^nt  time 
is  whether  this  Office  believes  that  there  is  sufficient  probability  that 
the  bar  of  public  use  exists  to  warrant  it  in  investigating  the  matter. 
A  consideration  of  the  affidavit  and  testimony  referred  to  by  the 
protestant  makes  it  seem  probable  that  such  bar  does  exist.  It  is  not 
necessary  to  analyze  that  testimony  to  determine  whether  it  is  tech- 
nically sufficient  if  true  to  prove  public  use. 

It  is  ordered  that  testimony  be  taken  in  regard  to  the  question  of 
public  use.  The  prptestant  should  promptly  notify  this  Office  of  the 
names  of  the  witnesses  and  the  time  when  and  place  where  they  will 
be  produced  for  examination.  A  deposit  should  be  made  to  cover  the 
expense  incident  to  taking  the  testimony. 


Digitized  by  VjOOQ IC 


164  DECISIONS   OF   THE   00MMT86I0NEB  OF  PATENTS. 

Miller  v.  Mann. 

Decided  March  i,  1906. 

(122  O.  ^  780.) 

INTERFKBENCB — MOTION    TO    DISSOLVE— I NTERVICSBNCB    Ilf    FAOT — ^MOTION    INDEFI- 
NITE. 

A  motion  to  dissolve  on  tbe  ground  of  lack  Of  Interference  in  fact  which 
alleges  merely  that  there  is  no  interfer^ice  in  fact  as  to  either  count, 
because  they  do  not  mean  the  same  thing  when  read  on  the  c(Hi8tructionf« 
of  both  parties,  is  not  sufficiently  definite,  as  it  fails  to  spedfy  the  element 
or  elements  of  the  counts  wherein  tlie  different  meanings  are  supposed  to 
reside,  and  should  not  be  transmitted  to  the  Primary  Examiner. 

Appeal  on  Motion. 

DAMPENINO-MAOHINB. 

Mr,  John  Imirie  for  Miller.  ^ 

Messrs.  Alexander  <t  Dowell  for  Mann. 

^  Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
refusing  to  transmit  that  part  of  a  motion  to  dissolve,  alleging  lack 
of  interference  in  fact. 

The  Examiner  of  Interferences  denied  the  transmission  of  this 
part  of  the  motion  on  the  ground  that  it  did  not  definitely  state  the 
points  to  be  argued.  The  allegation  is,  in  substance,  that  there  is 
no  interference  in  fact  as  to  either  count,  because  they  do  not  mean 
the  same  thing  when  read  on  the  construction  of  both  parties.  It  is 
to  be  noted  that  the  motion  does  not  specify  the  element  or  elements 
of  the  counts  which  cannot  be  read  on  the  two  devices  with  the  same 
meaning  and  gives  no  information  to  the  opposing  party  with  respect 
to  the  points  to  be  argued,  except  that  the  allegation  applies  to  both 
counts  of  the  issue.  This  obviously  does  not  comply  with  the  require- 
ments laid  down  in  Dunker  v.  Reist  (C.  D.,  1905,  588,  119  O.  G., 
1925)  and  is  insufficient. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Newell  v.  Clifford  v.  Rose. 

Decided  March  8,  1906, 

(122  O.  G..  730.) 

JuBiSDicTioN — Restoring,  to  Examineb  of  Interfebences  to  Ck)NsiDEB  Motion 
TO  Reopen  Proofs. 
On  a  motion  to  restore  jurisdiction  to  tbe  Examiner  of  Interferences  of 
an  interference,  pending  on  appeal  before  tbe  Examlners-in-Obief  on  the 
question  of  priority,  for  tbe  consideration  of  a  motion  to  reopen  to  admit 
newly-discovered  evidence  tbe  only  questions  for  consideration  are  whether 
tbe  motion  to  reopen  is  in  proper  form  and  whether,  so  far  as  can  be  seen, 
without  going  into  the  merits  of  the  motion,  it  is  brought  in  good  faith. 
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On  Motion. 

WATEB-COOLEB. 

Mr.  A.  S.  Pattison  for  Newell. 

Messrs.  Grif/ln^  Bemhard  A  Cavanagh  and  Messrs,  Griffin  dk  B em- 
hard  for  Clifford. 
Mr.  Wittis  Fowler  for  Rose. 

Allen,  Commissioner: 

This  is  a  motion  by  Newell  seeking  restoration  of  jurisdiction  to 
the  Examiner  of  Interferences  and  other  action. 

The  case  is  now  before  the  Examiners-in-Chief  upon  appeals  by 
Newell  and  Rose  from  the  decision  of  the  Examiner  of  Interferences 
awarding  priority,  of  invention  to  Clifford.  Newell  desires  the  re- 
turn of  the  case  to  the  Examiner  of  Interferences  for  consideration 
of  a  moti<Mi  that  the  interference  be  reopened  to  admit  alleged  newly- 
discovered  evid^ice.  The  case  is  not  before  me  upon  the  merits  of 
the  motion  to  reopen.  That  question  is  for  the  Examiner  of  Inter- 
ferenoes  to  decide,  if  it  is  decided  at  all,  uninfluenced  by  any  sugges- 
tion from  me  in  this  decision.  The  only  apparent  questions  for  con- 
sideration here  are  whethcjr  the  motion  to  reopen  is  in  proper  form 
and  whether,  so  far  as  can  be  seen,  without  going  into  the  merits  of 
that  motion,  it  is  brought  in  good  faith.  I  find  no  objection  to  Hib 
torm  of  the  motion,  and  there  appears  to  be  no  reason  sufficiently 
evident  upon  the  face  of  the  motion  or  record  for  deciding  here  that 
the  same  is  not  presented  in  good  faith. 

Clifford  and  Rose  in  opposing  the  transmission  of  NewelPs  motion 
deny  that  it  is  brought  in  good  faith.  To  prove  their  position,  they 
deidfg  to  present  and  have  considered  here  the  very  matters  wfaidi 
nmd  he  considered  by  the  Examiner  of  Interferences  in  the  event 
that  the  motkm  is  transmitted  to  him.  I  am  of  the  opinion  that  the 
doable  ptmaiiMtkm  md  eonsideration  of  such  matters  serve  no  use- 
ftil  ptjofpom  Mod  fMok  m  nmiem  M*y  and  labor. 

th%  euB  k  trwomnittei  to  Hhe  Examner  of  Interferences.  He  is 
tttthorlMd  to  suspend  proeeedings,  hear  the  parties,  and  to  reopen 
the  interference  if,  in  his  opinion,  such  action  would  be  proper.  The 
motion  is  granted  to  this  extent  and  denied  as  to  the  further  action 
requested  therein* 


Rtwirr  V.  TncfMAB  v.  Kruh:  v.  Weintraub. 
DeeHML  Mmrch  10, 1906. 
(l^Q  O.  O.,  1045.) 
•^BtntttM  of  Faoo»-No  iNTnLocirrosr  AncAL  fbom  DsoiaioH 
^  BxAinvma  of  IwnutaatnoEs. 
VtoM  a  MtoMl  0t  the  Bxatniner  of  Interferences  to  graat  a  motloa  to 
fektft  6ie  tmrtai  of  proof  no  aM>eal  llea»  (Rule  122 ;)  but  tlie  qiaestioa  will 
he  contjuma  at  teal  hearing  on  priority. 
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2.  Sams — Rehbabtnq — No  Appeal  tbom  Refusal  to  Reheab. 

The  Commissioner  will  not  control  the  discretion  of  the  Examiner  of 
Interferences  upon  the  qaestions  of  rehearing  and  reconsideration. 

On  Petition. 

TAPOB  ELBCTBIC  APPABATUS. 

Mr.  Charles  A.  Terry  and  Mr.  George  C.  Dean  for  Hewitt 
Mr.  Charles  A.  Terry  for  Thomas. 

Mr.  A.  G.  Davis  for  Kruh.     {Mr.  A.  D.  Lunt  of  counsel.) 
Mr.  A.  G.  Davis  for  Weintraub.     {Mr.  A.  D.  Lunt  of  counsel.) 

Allen,  CotMnissioner: 

This  is  a  petition  by  Hewitt  entitled  as  one  for  relief  from  the 
decision  of  the  Examiner  of  Interferences  refusjng  to  reopen  and 
rehear  a  motion  to  shift  the  burden  of  proof. 

No  good  reason  is  seen  for  controlling  the  discretion  of  the  Ex- 
aminer upon  the  questions  of  rehearing  and  reconsideration. 

The  petitioner  prays  for  review  of  the  question  of  burden  of  proof, 
which  was  decided  adversely  to  him  by  the  Examiner  of  Interfer- 
ences on  motion.  Rule  122  provides  that  no  appeal  will  be  enter- 
tained from  a  decision  on  motion  to  shift  the  burden  of  proof,  but 
that  the  matter  may  be  reviewed  on  appeal  from  the  finid  decision 
upon  the  question  of  priority  of  invention.  The  rule  will  be  fol- 
lowed. 

The  petition  is  denied. 


Ex  parte  Hoschke. 

Decided  March  17,  1906, 

(122  0.  G.,  1045.) 

Oath  to  Application — Long  Delay  Afteb  Execution  in  Filing  Application. 
Where  the  oath  to  an  appiieation  is  executed  more  than  nineteai  months 
prior  to  the  filing  of  the  application,  a  new  oath  cannot  be  waived  on  a 
mere  aUegatlon  that  differences  have  arisen  between  the  inv^itor  and 
assignee  by  reason  of  which  the  inventor  refuses  to  execute  another  oath. 
Where  there  is  such  long  delay,  the  requirement  for  a  new  oath  can  be 
waived  only  upon  a  showing  of  the  most  satisfactory  character. 

On  Petition. 

automatic  musical  instbumbnt. 

Mr.  Oscar  F.  Gum  and  Mr.  Edvnn  Cruse  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  by  the  assignee  from  the  action  of  the  Examiner 
requiring  a  new  application  oath. 

The  oath  filed  with  the  application  was  executed  February  -25, 
1908.    The  application  was  not  filed,  however,  until  September  27. 
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1904.  In  accounting  for  this  delay  the  petitioner  states  that  after  the 
execution  of  the  original  oath  certain  difficulties  in  the  construction 
of  the  machine  were  encountered  and  that  it  was  deemed  advisable  to 
produce  a  perfect  instrument  before  filing  the  application..  As  a  rea- 
son why  a  new  oath  is  not  filed  it  is  alleged  that  differences  have 
arisen  between  the  assignee  and  the  inventor,  in  view  of  which  the 
inventor  refused  to  execute  another  oath. 

It  is  apparent  that  when  this  application  was  filed  there  had  been  a 
period  of  nineteen  months  wherein  public  use  of  the  invention  would 
bar  a  patent,  which  was  not  covered  by  the  statement  as  to  public  use 
in  the  application  oath.  Such  statutory  bar  should  be  rebutted  by 
the  oath  of  the  inventor.  Where  the  delay  in  filing  the  application 
after  execution  of  the  oath  is  so  great,  the  reasons  for  delay  and  the 
reasons  why  a  new  oath  is  not  filed  must  be  of  a  most  satisfactory 
character  in  order  to  justify  the  relief  requested  here.  The  reasons 
given  by  the  petitioner  are  not  regarded  as  sufficient  as  to  either  of 
these  points. 

The  petition  is  denied. 


Ex   PARTE   C!0X. 

Decided  March  19, 1906, 

(122  O.  G.,  1045.) 

pRAcncB — Final  Rejection. 

Where  a  claim  is  presented  a  second  time  without  material  amendment 
and  with  no  direct  request  for  further  explanation  of  the  grounds  for  rejec- 
tion. Held  that  the  EiXaminer,  adhering  to  his  original  opinion  and  having 
no  new  grounds  for  rejection  to  offer,  may  properly  make  his  action  final, 
even  though  it  is  but  the  second  action  in  the  case. 

On  Petition. 

CUTTING  DEVICE  FOB  BOLL-PAPBB  HOUHSa 

Messrs.  R.  S.  <6  A.  B.  Lacey  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  action  refusing  to  enter  and 
consider  an  amendment  presented  after  final  rejection. 

In  response  to  the  first  Office  action  rejecting  the  claims  in  the  case 
applicant  presented  an  amendment  canceling  all  the  claims  save  one. 
This  claim  was  amended  in  form  only  by  changing  the  word  "  rear- 
wardly  "  to  "  inwardly,"  both  words  evidently  meaning  the  same  in 
the  structure  described.  Accompanying  said  amendment  was  a  re- 
quest for  reconsideration.  There  was  no  intimation  on  applicant's 
part  that  the  references  were  not  understood  or  that  the  grounds  of 
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rejection  were  not  clearly  stated.  On  the  contrary,  applicant  entered 
into  an  argument  upon  the  patentability  of  the  device  claimed  over 
the  prior  art  shown. 

Applicant  states  in  his  proposed  amendment  following  the  final 
rejection  that  the  term  "  reconsideration  "  was  inadvisedly  employed 
and  that  what  he  really  desired  was  an  explanation  of  the  pertinence 
of  the  references.  It  is  also  maintained  by  applicant  that  the  same 
liberal  spirit  governing  the  decision  of  ex  parte  Wteser  (C.  D.,  1904, 
216;  110  O.  G.,  1726)  and  ex  parte  Greth  (C.  D.,  1905,  227;  116 
O.  G.,  2632)  should  have  been  exercised  in  his  behalf  and  that  the 
final  rejection  on  the  second  action  in  the  case  should  not  have  been 
given. 

It  is  true  that  the  Office  desires  to  afford  an  applicant  ample  oppor- 
tunity for  amendment,  and  wh^re  the  pertinence  of  the  references  has 
not  been  made  clear  and  explanation  thereof  is  asked  the  action 
should  not  be  final.  Owing,  however,  to  the  great  amount  of  woA 
before  the  Office,  it  is  only  just  to  other  applicants  that  the  prosecu- 
tion of  a  case  should  be  brought  to  a  close  as  soon  as  possible.  Where 
a  claim  is  presented  a  second  time  without  material  amendment  and 
with  no  direct  request  for  further  explanation  of  the  grounds  for 
rejection,  the  Exuniner,  adhering  to  his  original  opinion  and  having 
no  new  grounds  of  rejection  to  offer,  may  properly  decide  that  the 
prosecution  before  him  should  close  and  make  his  action  final,  even 
though  it  be  but  the  second  action  in  the  case. 

The  petition  is  denied. 


Latotjr  v.  Lundeix. 

Decided  March  19, 1906. 

(122  O.  G.,  1046.) 

1.  Motion  to  Dissolve — Right  to  Mark  Claims — iNDEnNrrsNESs. 

A  motion  to  dissolve  which  aUeges  that  the  opposing  party  has  no  right 
to  make  the  claims  of  the  issue,  five  in  number,  because  he  does  not  show 
five  specified  combinations  of  elements,  is  objectionable  on  the  ground  of 
indefiniteness,  where  It  is  found  that  the  five  combinations  specified  are  the 
same  as  the  combinations  of  the  claims  in  issue.  The  allegation  amounts  to 
nothing  more  than  a  statement  that  the  opposing  party  has  no  right  to  make 
the  claims  of  the  issue. 

2.  Samb — ^Patentability  op  Ibsub — Indefiniteness. 

A  motion  to  dissolve  alleging  non-patentability  of  the  off^oeltag  party's 
claims  in  view  of  certain  specified  patents  is  not  indefinite  simply  becanse 
the  patents  are  early  enough  to  anticipate  the  claims  of  both  partiee. 
The  allegation  that  the  patents  anticipate  the  claims  of  the  oj^xMing  party 
only  will  not  prevent  a  holding  by  the  Primary  Bxamln^  tluit  tbey  antk;!- 
pate  the  claims  of  both  parties. 
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Appeal  on  Motion. 

▲LTEBNATINQ-CUBBENT   MOTOR. 

Mr,  Albert  G,  Davis  for  Latour. 
Mr,  Charles  J,  Kintner  for  Lundell. 

AijJBN,  Commissioner: 

This  is  an  appeal  by  Latour  from  that  part  of  a  decision  of  the 
Examiner  of  Interferences  transmitting  LundelPs  motion  to  dissolve 
as  to  the  grounds  of  non-patentability  and  lack  of  right  to  make  the 
claims. 

In  addition  to  the  grounds  above  specified  the  motion  alleged  non- 
interference in  fact,  and  this  part  of  the  motion  was  also  transmitted 
to  the  Primary  Examiner. 

The  transmission  of  the  motion  is  opposed  by  Latour  on  the  ground 
that  the  points  to  be  argued  are  not  specified  with  that  definiteness 
which  is  required  by  the  practice  laid  down  in  Vreeland  v.  Fessenden 
V.  Schloemilch  (C.  D.,  1905,  316;  117  O.  G.,  2688)  and  Dunker  v. 
Reist  (C.  D.,  1905,  583;  119  O.  G.,  1925.) 

The  motion  alleges  that  Latour  has  no  right  to  make  the  claims 
of  the  issue  because  "no  sufficient  basis  therefor  appears  in  the 
Latour  application  in  that  said  application  does  not  show  "  certain 
combinations  of  elements.  The  motion  specifies  five  different  com- 
binations of  elements  which  it  is  alleged  are  not  disclosed  in  the 
Latour  application,  and  upon  a  comparison  of  these  combinations 
with  the  five  counts  forming  the  issue  it  is  found  that  they  corre- 
spond in  all  essential  elements  to  the  respective  combinations  set 
forth  in  said  five  counts,  differing  therefrom  in  language  only  and 
not  in  substance.  In  other  words,  the  substance  of  this  part  of  die 
motion  is  that  Latour  has  no  right  to  make  the  claims  of  the  issue 
because  there  is  no  foundation  therefor  in  Latour's  application.  A 
motion  in  this  form  obviously  does  not  comply  with  the  requirements 
laid  down  in  Dunker  v.  Reist^  supra.  Two  combinations  lack  iden- 
tity if  they  are  not  identical  even  as  to  a  single  material  feature. 
The  appellee's  allegation  might  therefore  be  established  by  showing 
lack  of  identity  as  to  only  one  of  a  number  of  features.  It  is  scarcely 
conceivable  that  the  Primary  Examiner  could  have  declared  an 
interference  between  two  parties  when  one  of  them  did  not  show 
a  single  element  of  the  ccmibinatioii  claimed  by  the  other  party,  and 
if  appellee  is  going  to  urge  that  a  part  only  of  the  el^nents  of  the 
combinittions  in  issue  are  not  disclosed  by  the  appellant  it  is  believed 
that  the  latter  is  entitled  to  know  what  particular  element  or  elem^its 
are  to  be  thus  brought  in  question,  so  that  it  will  be  imnecessary  for 
him  to  be  prepared  to  defend  his  case  as  to  every  element  of  a  large 
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number  of  combination  claims.  This  part  of  the  motion  is  there- 
fore believed  to  be  too  indefinite. 

The  motion  further  alleges  that  the  "  claims  forming  the  issue  of 
the  above-entitled  interference  are  not  patentable  to  Latour  in  view 
of  the  prior  art  as  set  forth  "  in  certain  specified  patents.  Appellant 
states  that  the  allegation  that  the  claims  are  not  patentable  "to 
Latour  "  is  indefinite  and  cannot  be  understood,  because  the  patents 
relied  upon  were  granted  prior  to  any  date  of  invention  set  up  by 
either  party,  and  he  maintains  that  in  view  of  this  fact  if  the  patents 
anticipate  Latour  they  also  anticipate  Lundell;  but  it  is  believed 
that  this  objection  is  not  well  taken.  If  the  Primary  Examiner 
should  find  that  Latour  has  a  right  to  make  the  claims  and  also 
that  there  is  no  interference  in  fact,  then  the  claims  of  Latour,  but 
not  those  of  Lundell,  might  be  anticipated  by  such  references.  More- 
over, the  transmission  of  the  motion  in  this  form  cannot  operate  to 
the  disadvantage  of  Latour,  because  if  it  is  plain  to  the  Primary 
Examiner  that  the  references  meet  the  claims  of  both  parties  there 
is  no  reason  why  he  should  not  so  decide,  notwithstanding  the  fact 
that  the  motion  alleges  only  that  the  claims  were  not  patentable 
to  Latour. 

The  decision  of  the  Examiner  of  Literf erences  as  to  that  part  trans- 
mitting the  motion  to  dissolve  on  the  ground  of  lack  of  right  to  make 
the  claims  is  reversed,  but  as  to  that  part  transmitting  it  on  the 
ground  of  non-patentability  of  the- claims  it  is  affirmed. 


Phillips  v.  Sensenich. 

Decided  March  19,  1906. 

(122  0.  G..  1047.) 

Interference — Dissolution  on  Ground  of  Irreoularity. 

Where  two  interferences  are  declared,  one  between  an  application  of  S. 
and  a  divisional  application  of  P.  and  the  other  between  the  same  applica- 
tion of  S.  and  the  parent  case  of  P.,  the  fact  that  the  issue  Involving  the 
parent  case  could  as  well  have  been  included  in  the  interference  involving 
the  divisional  application  does  not  constitute  such  an  irregularity  as  will 
prevent  a  proper  determination  of  the  question  qt  priority. 

Same — ^Transferring  Issue  of  One  Interference  to  Anothes — Re-Forming 
Interference. 
Where  P.  has  a  divisional  application  involved  in  an  interference  with  S., 
and  the  parent  case  Is  involved  In  another  interference  with  the  same  appli- 
cation of  S.,  and  P.  Is  desirous  of  transferring  the  Issue  Involving  the  parent 
case  to  the  other  interference  In  order  that  he  may  prosecute  to  allowance 
the  parent  case  on  divisible  subject-matter,  this  purpose  cannot  be  accom- 
plished by  a  dissolution  of  the  interference  Involving  the  divisional  appli- 
cation.   The  remedy  Is  to  re-form  the  interference. 
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Appeal  ON  Motion. 

SEXF-K)ILING  CAB- WHEEL. 

Messrs.  ConnoUy  Bros.  fGv  Phillips, 

Mr.  J.  M.  Neshit  and  Mr.  H.  E.  Peck  for  Sensenich. 

AxLEN,  Com/ntissi(mer: 

This  is  an  appeal  by  Phillips  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  his 
motion  to  dissolve,  alleging  lack  of  right  to  make  counts  2  and  3  of 
the  issue,  the  non-patentability  of  the  issue,  and  irregularity  in  the 
declaration  of  the  interference. 

It  appears  that  an  interference  was  originally  declared  between  the 
application  of  Sensenich  here  involved  and  certain  claims  of  an 
application  of  Phillips  which  were  divisible  from  other  claims  in  the 
case.  Accordingly  Phillips  filed  a  divisional  application  including 
the  interfering  claims  and  substituted  it  for  the  parent  case,  as  pro- 
vided by  Bule  106.  Subsequently  another  interference  was  declared 
between  the  same  application  of  Sensenich  and  the  parent  case  of 
Phillips  on  a  claim  which  at  one  time  the  Examiner  held  was  not 
patentable  over  the  issue  in  the  first  interference,  which  is  the  one  now 
under  consideration.  Phillips  now  brings  this  motion  to  dissolve  this 
interference  on  the  ground  of  irregularity,  because  of  the  Examiner's 
failure  to  include  therein  the  claim  which  now  forms  the  issue  in  the 
second  interference  and  because  of  non-patentability  and  lack  of  right 
to  make  counts  2  and  3  of  the  issue.  From  the  refusal  of  the  Exam- 
iner of  Interferences  to  transmit  this  motion  to  dissolve  this  appeal 
was  taken.  Appellant  contends  that  he  should  not  be  compelled  to 
contest  two  interferences  when  the  issues  can  as  well  be  included  in 
one.  Furthermore,  he  contends  that  such  action  should  be  taken  as 
would  permit  him  to  prosecute  to  allowance  the  non-interfering  sub- 
ject-matter of  the  parent  case,  which  is  divisible  from  the  issues  in 
interference. 

Assuming  that  appellant's  contentions  are  well  founded,  it  seems 
clear  that  the  remedy  he  proposes  will  not  accomplish  the  desired 
object.  To  accomplish  the  desired  purpose,  it  will  be  necessary  not 
only  to  dissolve  one  of  the  interferences,  but  to  transfer  the  issue 
thereof  to  the  other  interference.  By  re-forming  the  interference 
in  this  way  there  will  be  but  one  interference,  and  if  the  issue  of  the 
later  interference  is  transferred  to  the  earlier  the  parent  case  may  be 
prosecuted  independently  of  the  interference,  if  desired,  providing,  of 
course,  that  the  subject-matter  remaining  in  such  parent  case  is  en- 
tirely independent  of  the  issue.  The  circumstances  presented  do 
not  appear  to  constitute  such  an  irregularity  as  will  preclude  a  proper 
determination  of  the  question  of  priority,  and  the  Examiner  of 
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Interferences  properly  refused  to  transmit  the  motion  as  to  this 
ground.  However,  should  appellant  promptly  bring  a  motion  to  re- 
form the  issue  in  the  manner  above  suggested  the  Examiner  of  In- 
terferences is  at  liberty  to  transmit  the  same  to  the  Primary  Examiner 
for  his  consideration. 

The  motion  was  further  refused  transmission  for  the  reason  that 
as  to  the  right  to  make  certain  counts  the  motion  did  not  definitely 
specify  the  points  to  be  argued,  and  as  to  the  ground  of  non-patent- 
ability the  moving  party  was  guilty  of  laches  in  failing  to  present 
the  alleged  anticipatory  patents  on  a  previous  motion  to  dissolve 
alleging  non-patentability  of  the  issue.  With  respect  to  these  matters 
the  decision  is  believed  to  be  right,  and  no  good  reason  is  seen  for 
modifying  it  in  any  way. 

The  decision  of  the  Examiner  of  Interferences  ?>  afjirmed. 


DURYEA   AND   WhITR    1\   RiCE,  Jr. 

Decided  Mareh  10,  1906. 

(122  O.  G.,  1395.) 

1.  IwTBaiwjigRCi — ^Appeal— JuBiSDiCTiON  to  Reheab  Deiosd. 

Where  a  petition  is  brought  that  JnrisdictioD  be  restored  to  the  Bxam- 
iners-tai-Cbief  in  order  that  they  may  rehear  the  appeal  upon  priority  of 
invention  and  it  does  not  appear  that  the  Examlners-in-Ohief  deaire  to 
reconsider  their  decision.  Held  that  they  should  not  be  required  to  do  so. 

2.  Same — Rcfbbbncb  Under  Rule  126 — Conflictino  Decisions. 

Where  the  Bxaralners-in-Chief  upon  appeal  on  priority  call  attention  Wi- 
der Rule  120  to  the  fact  that  in  their  opinion  the  device  of  one  of  the  parties 
Is  ln<^)erative  and  the  Primary  Elxamlner,  in  the  light  of  numerous  afll- 
davits  and  arguments  by  both  parties,  reaches  the  condusioD  that  tb0 
derfoe  is  operative  and  the  opposing  party  makes  no  attempt  at  the  hear- 
ing before  the  Commissioner  to  point  out  any  supposed  errors  in  the 
Examiner's  decision  and  no  good  reason  appears  for  doubting  the  correct- 
ness of  the  conclusion's  stated  therein,  Held  that  these  conclusions  will  be 
accepted  as  correct. 

Petition,  priority,  and  reference. 

self-contained  poweb-dbill. 

Mr.  James  R.  Townsend  and  MesMnt.  Dyrenforth^  DyrmtfoHk  A 
Lee  for  Duryea  and  White. 
Mr.  Fred  E.  Tosher  for  Rice,  Jr. 

AiiUH,  Commissioner: 

This  case  is  now  before  me  in  the  first  place  upon  the  petititm  ot 
Duryea  and  White  that  jurisdiction  be  restored  to  the  Examiners-in- 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONER   OF   PATENTS.  178 

Chief  in  order  that  they  may  rehear  the  appeal  from  which  their 
decision  on  priority  of  invention  was  rendered ;  in  the  second  place, 
upon  appeal  by  Duryea  and  White  from  the  decision  of  the  Exam- 
iners-in-Chief  awarding  priority  of  invention  to  Rice,  and,  in  the 
third  place,  it  is  before  me  in  view  of  an  apparent  conflict  between 
the  conclusions  of  the  Examiners-in-Chief  and  Primary  Examiner 
upon  a  matter  to  which  attention  was  called  in  the  decision  of  the 
Examiners-in-Cfaief  under  Rule  126  and  which  was  referred  under 
that  rule  for  consideration  by  the  Primary  Examiner. 

The  petition  of  Duryea  and  White  that  jurisdiction  of  this  case 
be  restored  to  the  Examiners-in-Chief  in  order  that  they  may  rehear 
the  appeal  upon  priority  of  invention  disdoses  no  good  reason  why  it 
should  be  granted.  It  does  not  appear  that  the  Examiners-in-Chief 
desire  to  reconsider  their  decision,  and  I  do  not  believe  that  they 
should  be  required  to  do  so.  The  petitioners  have  rightly  sought  re- 
lief from  the  alleged  error  in  the  decision  of  the  Examiners-in-Chief 
by  bringing  their  case  to  me  upon  the  present  appeaL  In  disposing 
of  this  appeal,  and  I  shall  dispose  of  it  herein,  the  alleged  error  in  the 
decision  of  the  Examinw^-in-Chief,  in  view  of  which  the  rehearing  is 
desired,  becomes  of  no  effect  and  entirely  inconsequential. 

The  petition  is  denied. 

The  questions  presented  by  the  appeal  from  the  decision  of  the 
Examiners-in-Chief  upon  priority  and  by  the  difference  of  opinktt 
between  the  Examiners-in-Chief  and  the  Primary  Examiner  upon 
the  matter  to  which  attention  was  called  under  Rule  126  are  one  and 
the  same — ^namely,  whether  the  machine  disclosed  by  the  applications 
of  Rice  is  operative.  This  question  was  considered  by  the  Primary 
Examiner  after  the  suggestion  of  inoperativeness  by  the  Examiners- 
in-Chief  in  the  light  of  numerous  affidavits  filed  by  each  party  and  of 
arguments,  written  and  oral,  upon  both  sides.  His  conclusion,  ex- 
pressed in  an  ample  and  convincing  opinion,  was  in  favor  of  the 
operativeness  of  the  Rice  device.  This  decision  has  been  reviewed 
without  discovering  any  good  reason  to  doubt  the  correctness  of  the 
conclusion  therein  stated.  Nor  have  Duryea  and  White  made  any 
attempt  to  take  advantage  of  the  opportunity  presented  by  this 
appeal  and  by  the  hearing  given  them,  in  view  of  the  character  of 
the  decision  of  the  Primary  Examiner,  to  point  out  any  supposed 
errors  therein.  I  am  of  the  opinion  that  the  conclusion  of  the 
Primary  Examiner  is  correct. 

Judgment  of  priority  of  invention  is  hereby  rendered  in  favor  of 
Rice  on  the  groimd  that  his  applications  show  that  he  was  in  posses- 
sion of  the  operative  invention  in  issue  prior  to  the  date  of  invention 
alleged  by  Duryea  and  White  in  their  preliminary  statement. 
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Hewitt  v.  Stbinmetz. 

Decidi^d  March  10,  1900, 

(122  O.  G.,  1395.) 

INTEBFEBENCE — MOTION    YOU   DISSOLUTION — OBSEBVANCE  OF  LlMIT  OF   APPEAL. 

Where  the  decision  of  the  Primary  Examiner  fully  disposed  of  the  motion 
and  fixed  a  limit  of  appeal,  but  contained  a  statement  which  might  raise 
a  doubt  as  to  the  condition  in  which  the  case  was  left  by  the  Examiner, 
Held  that  a  party  was  not  Justified  in  assuming  that  he  could  ignore  the 
limit  of  appeal  fixed  and  obtain  a  rehearing  or  take  appeals  at  later  dates. 

On  Petition. 

ELECTBIC   LIGHTING. 

Mr.  Charles  A,  Terry  for  Hewitt.  {Mr.  G.  H.  Stockhridge  of 
counsel.) 

Mr.  Albert  G.  Davis  for  Steinmetz.     {Mr.  A.  D.  Lunt  of  counsel.) 

Allen,  Commissioner: 

I  have  before  me  three  petitions  by  Hewitt  each  requesting,  in 
effect,  restoration  of  jurisdiction  to  the  Primary  Examiner  for  pur- 
poses of  reconsideration  and  appeal  from  his  decision  upon  the  motion 
of  Steinmetz  for  dissolution. 

The  decision  of  the  Primary  Examiner  was  rendered  on  September 
28,  1905.  The  time  set  for  appeal  expired  on  December  1,  1905. 
The  petitioner  claims  that  he  was  misled  by  the  concluding  statement 
of  the  Examiner's  decision  to  believe  that  the  case  before  the  Exam- 
iner was  not  fully  disposed  of  by  that  decision  and  that  he  could 
await  further  action  upon  the  part  of  the  Office  before  considering 
such  questions  as  those  of  rehearing  or  appeal.  The  portion  of  the 
Examiner's  decision  to  which  the  petitioner  refers  reads  as  follows: 

This  interference  has  been  suspended  under  the  provisions  of  Rule  128  for 
the  imrpose  of  enabling  the  Examiner  to  apply  to  the  issue  the  British  patent 
to  Rapleff,  No.  211  of  1879. 

Immediately  preceding  this,  however,  the  decision  states: 

The  motions  to  dissolve  are  granted  as  to  counts  4,  6  and  13  and  denied  as  to 
counts  1,  2,  3,  5,  7,  8,  9,  10,  11,  12,  14,  15  and  16.  The  interference  is  continued 
as  to  counts  1,  2,  3,  5,  7,  8,  9,  10,  11,  12,  14,  15  and  16.  The  limit  of  appeal  will 
expire  December  1,  1905. 

The  decision  also  shows  consideration  of  the  British  patent  to 
Rapieff,  No.  211  of  1879.  In  view  of  the  fact  that  the  decision  of 
the  Primary  Examiner  dated  September  28,  1905,  fully  disposed  of 
the  motion  and  fixed  a  limit  of  appeal,  Hewitt  was  not  justified  in 
assuming  that  he  could  ignore  this  limit  and  bring  requests  for 
rehearing  and  appeals  at  later  dates.  The  circumstances  to  which 
he  calls  attention  at  most  justify  a  doubt  in  his  mind  as  to  the  con- 
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dition  in  which  the  case  was  left  by  the  Examiner.  If  possessed  of 
such  a  doubt,  it  was  his  duty  to  take  steps  at  once  toward  dispelling 
the  same. 

The  petitions  are  denied. 


Hewitt  v.  Stbinmetz. 

Decided  March  10,  1906. 

(122  O.  G.,  1306.) 

Interference — Resumption  of  Proceedings  After  Motion  for  Dissolution. 
The  times  fixed  for  taking  testimony  do  not  commence  to  run  after  sus- 
pension of  proceedings  for  consideration  of  motions  for  dissolution  until 
the  cases  are  returned  to  the  Examiner  of  Interferences  and  formal  re- 
sumption of  proceedings  is  noted. 

Appeal  on  Motion. 

eucctric  lighting. 

Mr.  Charles  A.  Terry  for  Hewitt.  {Mr.  G.  H.  Stockhiidge  of 
counsel.) 

Mr.  Albert  G.  Davis  for  Steinmetz.     {Mr.  A.  D.  Lunt  of  counsel.) 

Allen,  Commissioner: 

This  is  an  appeal  by  Steinmetz  from  the  decision  of  the  Examiner 
of  interferences  denying  a  motion  by  Steinmetz  that  judgment  be 
entered  against  Hewitt. 

The  motion  of  Steinmetz  for  judgment  purported  to  be  based  on 
Rule  119,  providing  as  follows : 

119.  Whenever  the  time  for  taking  the  testimony  of  a  party  to  an  inter- 
ference shall  have  expired,  and  no  testimony  shall  have  been  taken  by  such 
party,  any  senior  party  may,  by  motion  based  on  a  showing  properly  verified  and 
served  on  such  party  in  default,  have  an  order  entering  judgment  against  such 
defaulting  party,  unless  the  latter  shall,  at  a  day  set  and  not  less  than  ten  days 
after  the  hearing  of  the  motion,  show  good  and  sufficient  cause  why  the  Judg- 
ment shall  not  be  entered. 

The  Examiner  of  Interferences  denied  the  motion,  because  in  his 
opinion  the  time  for  taking  testimony  by  Hewitt  has  not  yet  expired. 
It  appears  that  while  the  times  fixed  for  taking  testimony  were  run- 
ning proceedings  were  suspended  for  consideration  by  the  Primary 
Examiner  of  the  question  of  dissolution.  The  Primary  Examiner 
held  that  the  interference  should  continue.  The  limit  of  appeal  from 
his  decision  expired  December  1,  1905.  The  files  were  not  returned 
to  the  Examiner  of  Interferences,  however,  until  February  17,  1906. 
Steinmetz  contends  that  the  unexpired  times  for  taking  testimony 
commenced  to  run  immediately  upon  final  determination  of  the  ques- 
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tion  of  dissolution.  If  such  were  the  case,  Hewitt's  time  for  taking 
testimony  would  have  expired,  and  Steinmetz's  motion  should  have 
been  granted.  The  Examiner  of  Interferences,  however,  holds  that 
times  for  taking  testimony  do  not  commence  to  run  after  suspension 
until  the  cases  are  returned  to  him  and  formal  resumption  of  pro- 
ceedings is  noted. 

The  conclusion  of  the  Examiner  of  Interferences  is  considered  cor- 
rect, and  his  decision  is  affirmed. 


Ex  PARTE  FlINDALL. 

Decided  March  19,  1906, 

(122  O.  G.,  1396.) 
Wmmal  Bsjection. 

Wlwre  the  prior  Office  actions  clearly  disclose  the  grounds  on  which  each 
of  ttie  claims  under  final  rejection  stands  rejected  and  the  letter  of  final 
actfen  eontains  a  mere  restatement  at  greater  length  of  said  grounds,  Held 
that  tlie  Bnal  rejection  was  in  order. 

On  PETraoK, 

tiLTINO  GHAIB. 

Mr.  John  H.  Whipple  for  tke  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  Examiner's  refusal  to  enter  and  con- 
sider an  amendment  presented  after  final  rejection. 

Certain  claims  in  this  case  were  placed  under  final  rejection  April 
14,  1905.  These  claims  are  in  the  same  form  as  when  the  case  was 
originally  filed.  Three  actions  were  made  on  said  claims  prior  to  the 
final  rejection.  The  references  have  been  discussed  by  applicant  with 
apparently  a  clear  understanding  of  what  they  contain.  The  main 
contention  on  applicant's  part  is  that  the  particular  grounds  on  which 
each  claim  was  rejected  were  not  stated  prior  to  the  letter  of  final 
action. 

A  review  of  the  first  three  Office  actions  clearly  discloses  the 
grounds  on  which  each  of  the  claims  under  final  rejection  stands  re- 
jected, and  the  letter  of  final  action  appears  to  be  a  mere  restatement 
at  greater  length  of  said  grounds.  The  mere  fact  that  the  letter 
closing  primary  consideration  of  the  case  stated  the  grounds  of  rejec- 
tion at  greater  length  than  they  had  been  before  stated  does  not 
present  new  reasons  for  rejection.  The  final  rejection  was  in  order 
and  was  properly  given. 

The  petition  is  denied. 
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Garcia  v.  Pons. 

Decided  March  19,  1906. 

(122  O.  G.,  1396.) 

Intesfebence — Motion  to  Dissolve — ^Definiteness. 

A  motion  to  dissolve  on  the  ground  of  non-interference  In  fact  which 
alleges  that  no  Interference  in  fact  exists,  for  the  reason  that  certain  speci- 
fied elements  of  specified  counts  cannot  be  read  on  the  constructions  of 
both  parties  with  the  same  meaning,  is  not  open  to  the  objection  of  indefi- 
niteness.  It  is  not  necessary  for  the  motion  to  state  the  grounds  on  which 
the  all^ations  are  based,  as  this  is  a  matter  of  argument. 

Appeal  on  Motion. 

FIBEB-CLEANING    MACHINE. 

Mr.  J.  Odell  Fowler^  Jr.^  for  Garcia. 

Mr.  Albert  C.  Tanner  and  Messrs.  Davis  <&  Davis  for  Pons. 

Allen,  Commissioner : 

This  is  an  appeal  by  Pons  from  a  decision  of  the  Examiner  of 
Interferences  transmitting  to  the  Primary  Examiner  that  part  of 
Garcia's  motion  for  dissolution  alleging  non-interference  in  fact. 

The  transmission  of  this  part  of  the  motion  is  opposed  on  the 
ground  that  it  does  not  comply  with  the  recently-established  practice 
with  regard  to  definiteness. 

The  motion  alleges  that — 

•  ♦  ♦  no  interference  in  fact  exists  for  the  reason  that  the  element  "  a  se- 
ries of  platens  having  elastic  means  "  or  "  a  series  of  superimposed  differential 
devices  to  yield  a  greater  or  less  degree  "  of  counts  1  and  2  of  the  issue  cannot 
be  read  on  the  construction  of  both  parties  to  this  interference  with  the  same 
meaning,  notwithstanding  that  the  above  elements  may  be  allowed  both  parties 
to  the  interference  when  viewed  in  respect  to  their  respective  disclosures. 

It  is  to  be  observed  that  the  motion  does  not  state  simply  that  there 
is  no  interference  in  fact,  but  it  specifies  the  particular  counts  and 
the  particular  elements  of  those  counts  which  are  alleged  not  to  inter- 
fere.    Appellant  contends  that — 

♦  ♦  ♦  as  the  motion  papers  stand  Pons  is  not  informed  of  Garcia*s  grounds 
for  the  allegation  that  the  elements  cannot  be  read  on  the  construction  of  both 
parties  with  the  same  meaning. 

While  this  contention  is  true,  it  furnishes  no  reason  for  refusing 
the  transmission  of  the  motion,  as  the  practice  does  not  require  that 
the  motion  shall  be  accompanied  by  the  arguments  upon  which  the 
moving  party  intends  to  rely  to  support  his  allegations.  It  is  re- 
quired that  motions  shall  distinctly  and  definitely  set  forth  the  points 
H.  Doc.  641,  59-2 13 
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to  be  argued,  but  not  the  arguments  themselves.    The  motion  com- 
plies with  these  requirements,  and  it  was  properly  transmitted  to  the 
Primary  Examiner  for  his  consideration. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


KoLB  V.  Hemingway  v.  Curtis. 

Decided  March  19,  1906. 

(122  O.  a,  1397.) 

Intebfebence — Dissolution — ^Alleged  Superior  Construction  of  One  Party. 

Where  interfering  parties  have  different  specific  constructions,  but  the 
claims  cover  common  features  thereof,  the  fact  that  the  device  of  one  party 
is  superior  to  that  of  another  does  not  warrant  a  dissolution  of  the 
interference. 

Appeal  on  Motion. 

elastic-fluid  turbine. 

Messrs,  Foster^  Freeman  c&  Watson  for  Kolb. 
Mr.  Charles  B.  Hemingway  pro  se. 
Messrs.  Dyer  (&  Dyer  for  Curtis. 

Allen,  Commissioner: 

Hemingway  has  filed  a  paper  in  this  case  entitled  "Appeal  by 
Hemingway  on  motion ;  "  but  it  appears  therefrom  that  it  is  in 
reality  a  request  for  reconsideration  of  his  appeal  which  was  decided 
on  January  3,  1906.  In  addition  to  the  request  for  reconsideration 
the  paper  includes  a  protest  against  the  issue  of  a  patent  to  Curtis. 

It  appears  from  the  paper  filed  that  Hemingway  regards  his  in- 
vention as  more  efficient  than  that  of  his  opponent,  Curtis,  and  urges 
that  it  would  be  unjust  to  allow  the  patent  to  Curtis.  So  long  as 
the  parties  are  claiming  common  features  of  the  invention  it  is  not 
of  consequence  which  is  superior,  and  the  alleged  superiority  of  one 
over  the  other  is  no  ground  for  a  dissolution  of  the  interference. 

The  contention  that  the  claim  of  the  issue  should  not  be  allowed 
to  either  party  is  a  question  which  is  not  appealable  under  the  ex- 
press provisions  of  Rule  124.  If  Hemingway  does  not  regard  the 
claim  as  patentable,  he  is  at  liberty  to  abandon  it. 

The  petition  must  be  denied  on  the  merits;  but  it  is  to  be  noted, 
also,  that  copies  were  not  served  upon  the  opposing  parties  and  that 
therefore  it  is  informal. 

The  petition  is  denied. 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONER   OP   PATENTS.  179 

Ex  PARTE  NeNNINGER. 

Decided  March  19,  1906. 

(122  rf.  G.,  1397.) 

Amendments— Drawings — New  Matter — Appeal. 

Where  a  proposed  change  in  the  drawings  is  offered  and  the  Examiner 
rejects  on  the  ground  of  new  matter  and  the  feature  sought  to  be  illustrated 
is  a  part  of  structure  held  to  be  inoperative,  on  which  ground  the  applica- 
tion is  also  rejected,  Held  that  the  question  is  clearly  one  of  merits  and 
should  be  reviewed  in  the  first  instance  by  the  Examlners-in-Chlef. 

On  Petition. 

water-still. 

Messrs.  Munn  cfe  Co.  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  refusal  of  the  Examiner  to  admit  an 
amendment  to  the  drawing  on  the  ground  that  it  is  not  warranted 
by  the  original  disclosure. 

The  proposed  amendment  to  the  drawing  shows  an  alleged  sec- 
tional view  of  the  coupling  at  the  top  of  the  condensing-cylinder. 

The  Examiner  has  rejected  on  the  ground  of  new  matter  and 
appears  to  be  of  the  opinion  that  the  proposed  change  includes  struc- 
ture not  originally  disclosed  and  involving  the  merits  of  the  claims. 
ThiB  Examiner  has  also  raised  the  question  of  inoperativeness  of 
applicant's  device  as  originally  filed  and  has  rejected  for  this  reason. 
By  the  proposed  change  in  the  drawing  the  applicant  would  amend 
the  structure  which  is  held  by  the  Examiner  to  be  inoperative  and 
which  forms  a  part  of  the  imitary  device  upon  which  the  claims  are 
drawn. 

The  Examiner  having  rejected  on  the  ground  of  new  matter  and 
the  feature  sought  to  be  illustrated  being  a  part  of  the  structure  held 
to  be  inoperative,  on  which  ground  the  application  is  also  rejected, 
the  question  is  clearly  one  of  merits  and  should  be  reviewed  in  the 
first  instance  by  the  Examiners-in-Chief. 

The  petition  is  dismissed. 


Dickinson  n.  Hildreth. 

Decided  March  21,  1906. 

(122  O.  a,  1397.) 

Intebfebencb — Motion  to  Dissolve — Allegations  Too  Indefinite. 

A  motion  to  dissolve  on  tlie  ground  of  non-interference  in  fact  wliicli  al- 
leges that  neither  party  should  be  permitted  to  secure  claims  broad  enough 
to  cover  the  other's  construction  is  iodetoit^  i^nd  sUoijil^  not  *>^  trapsipitt^ 
p  ^  Primary  £;;s;amiuerY 
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2.  Same — Same — Effective  Date  of  Application  Not  a  Question  of  Right 
TO  Make  Claims. 
A  motion  to  dissolve  on  the  ground  that  the  opposing  party  has  no  right 
to  maice  the  claims  which  raises  the  question  whether  such  party  is  entitled 
to  the  date  of  the  earlier  one  of  two  applications  mentioned  in  the  notice 
of  interference  should  not  be  transmitted  to  the  Primary  Examiner,  as 
the  question  raised  is  one  to  be  determined  by  the  Examiner  of  Interferences 
and  not  the  Primary  Examiner. 

Appeal  on  Motion. 

CANDY-PULLING    MACHINE. 

Mr.  Edward  Taggart  and  Mr,  John  C.  Pennie  for  Dickinson. 
Messrs,  Macleod^  Calver^  Copeland  <&  Dike  for  Hildreth. 

Allen,  Commissioner: 

This  is  an  appeal  by  Hildreth  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  to  the  Primary  Examiner  his 
motion  to  dissolve  the  interference  on  the  ground  that  there  is  no 
interference  in  fact.  It  is  also  alleged  that  the  Examiner  erred  in 
refusing  to  transmit  for  consideration  two  paragraphs  of  the  motion 
relating  to  the  right  of  Dickinson  to  make  the  claims  involved  in  the 
interference. 

Under  the  head  of  interference  in  fact  Hildreth  alleges  that  neither 
party  should  be  permitted  to  secure  claims  broad  enough  to  cover  the 
other's  construction ;  but  there  is  no  specific  allegation  that  the  claim 
actually  made  does  not  have  the  same  meaning  in  both  cases.  The 
allegations,  therefore,  in  regard  to  interference  in  fact  are  not  clear 
and  make  it  seem  probable  that  the  question  intended  to  be  argued 
under  that  head  relates  to  the  right  of  the  parties  to  make  the  claims 
involved  in  the  interference. 

The  Examiner's  objection  to  this  part  of  the  motion  is  well  founded. 
The  right  of  the  appellant  to  allege  and  urge  that  there  is  no  inter- 
ference in  fact  is  recognized,  but  under  the  present  practice  of  the 
Office  he  is  required  to  make  clear  upon  what  point  he  intends  to  base 
his  argument. 

Paragraphs  c  and  d  of  the  motion  relating  to  Dickinson's  right  to 
make  the  claims  raised  the  question  whether  Dickinson  is  entitled 
to  the  date  of  the  earlier  one  of  two  applications  mentioned  in  the 
notice  of  interference.  It  is  urged  that  the  earlier  application  does 
not  disclose  the  invention,  and  it  is  very  clear  that  this  is  a  matter 
which  is  to  be  considered  and  determined  by  the  Examiner  of  Inter- 
ferences and  not  the  Primary  Examiner.  {Raulet  and  Nicholson  v. 
Adams,  C.  D.,  1905,  55;  114  O.  G.,  1827.) 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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CONKUN  AND  SON  V.  ThB  AiAERT  DiCKINSON  CoMPANY. 
Decided  AfMHl  11, 1906. 
(122  O.  G.,  139a) 

1.  Trade-Mabks — Same  Deschiptive  Pbopebties. 

Timothy-seed  and  clover-seed  are  goods  of  the  same  descriptive  prop- 
erties, so  that  the  use  of  a  mark  by  a  party  upon  the  former  excludes  the 
right  of  other  parties  to  use  the  same  mark  upon  the  latter. 

2.  Intebfesence — Pbiobity — Identity  of  Applicant. 

Whether  the  party  named  in  an  application  for  registration  is  the  real 
owner  of  the  rights  represented  by  that  application  will  not  be  considered 
in  connection  with  priority,  as  the  question  is  one  for  ex  parte  determina- 
tion by  the  Examiner  of  Trade-Marks  after  the  question  of  priority  has 
been  finally  settled. 

On  Priority. 

TRADE- If  ABK  FOB  QBA88-8EED. 

Messrs,  Munn  c&  Company  for  Conklin  &  Son. 

Mr.  H,  N.  Low  for  The  Albert  Dickinson  Company. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  to  E.  W.  Conklin  &  Son  priority  of  adoption  and  use 
of  the  word  "  King  "  as  a  trade- mark  for  grass-seed. 

The  Examiner  of  Interferences  found  from  the  evidence  that  E.  W. 
Conklin  &  Son  adopted  the  word  "King"  as  a  trade-mark  for 
timothy-seed  in  the  year  1899  and  that  they  have  used  it  continuously 
since  that  time.  He  also  found  that  The  Albert  Dickinson  Company 
has  used  the  word  "  King  "  as  a  mark  upon  clover-seed  and  redtop- 
seed  since  the  year  1901.  His  conclusion  in  favor  of  E.  W.  Conklin 
&  Son  was  based  on  these  findings. 

No  error  in  these  findings  is  alleged,  and  none  is  found;  but  it  is 
contended  by  appellants  that  they  do  not  support  judgment  of  pri- 
ority against  them.  This  contention  is  based  on  the  grounds,  first, 
that  the  right  of  the  appellees  to  use  the  mark  upon  timothy-seed 
does  not  exclude  the  right  of  others  to  use  the  same  upon  clover-seed, 
and,  second,  that  there  is  no  such  firm  as  E.  W.  Conklin  &  Son,  the 
real  owner  of  the  rights  represented  by  the  appellees'  specification 
being  Horace  E.  Conklin  personally. 

As  to  the  first  ground,  the  question  is  whether  timothy-seed  and 
clover-seed  are  goods  of  the  same  descriptive  properties.  I  am  of  the 
opinion  that  they  are.  As  to  the  second  ground,  the  question  is  one 
for  ex  parte  determination  by  the  Examiner  of  Trade-Marks  after 
the  question  of  priority  has  been  finally  determined. 

The  decision  of  the  Examiner  of  Interferences  is  aifirmed. 
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Ex   PARTE   IlGNER. 

Decided  February  27,  1906, 

(122  O.  G.,  1721.) 

1.  Abandonment  op  Application — Long  Delay — Complete  Showing  Required. 

Where  action  on  an  application  was  delayed  for  nearly  three  years,  the 
showing  that  the  delay  was  unavoidable  must  be  very  complete  and  satis- 
factory. 

2.  Same — Delay  Not  Unavoidable. 

Where  prior  to  the  expiration  of  the  time  allowed  for  action  the  attorney 
notified  the  assignee  that  an  amendment  was  required  and  neither  the  as- 
signee nor  the  Inventor  took  any  action  whatever  until  nearly  seventeen 
months  thereafter  and  no  satisfactory  reason  is  given  for  the  delay,  Held 
that  the  delay  was  not  unavoidable. 

3.  Same — Delay  Afteb  Abandonment  was  Discovered. 

A  delay  of  more  than  one  year  after  the  discovery  that  the  application 
was  abandoned,  for  which  no  excuse  is  given,  cannot  be  considered  unavoid- 
able. 

On  Petition. 

electrically-driven  winding-machine. 

Messrs.  H.  and  W.  Pataky  and  Mr.  Ellis  Spear  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  reinstated 
as  a  pending  case. 

The  application  was  filed  April  7,  1902.  On  November  14,  1902, 
the  Examiner  wrote  a  letter  therein  stating  that  the  invention  could 
not  be  understood  from  the  description  furnished  and  that  action  on 
the  merits  could  not  therefore  be  given.  He  also  required  a  new  oath 
and  made  other  formal  objections.  On  January  26,  1903,  a  petition 
was  taken  regarding  a  change  in  filing  date,  which  was  granted  on 
February  10,  1903.  No  further  action  was  taken  in  this  case  until 
February  21,  1906,  when  the  present  petition  and  proposed  amend- 
ment to  the  application  were  filed.  The  case  is  therefore  abandoned, 
under  section  4894,  Revised  Statutes,  unless  the  failure  to  take  action 
responsive  to  the  Examiner's  letter  of  November  14, 1902,  prior  to  the 
filing  of  the  present  petition  was  unavoidable.  Where  the  failure 
to  take  action  has  been  delayed  as  long  as  in  the  present  case,  the 
showing  which  will  be  accepted  that  the  delay  was  unavoidable  must 
be  very  complete  and  satisfactory. 

The  only  showing  of  reasons  for  delay  in  this  case  is  found  in  the 
affidavit  of  the  inventor.  From  this  it  appears  that  on  April  23, 
1903,  the  attorney  informed  the  assignee  of  the  invention  that  an 
amendment  was  required.  No  reply  thereto  was  made  by  the  as- 
signee.   On  September  12,  1904,  an  investigation  was  started  by  the 
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assignee  regarding  a  patent  to  the  applicant  granted  upon  an  appli- 
cation filed  at  about  the  same  time  as  the  present  application,  and  in 
course  of  correspondence  with  attorneys  who  succeeded  the  original 
attorneys  in  business  the  existence  of  the  present  application  was 
discovered  on  January  30,  1905.  In  response  to  their  inquiry  the 
parties  were  informed  by  the  associate  attorney  in  this  country,  in 
a  letter  dated  February  11,  1905,  that  this  application  was  aban- 
doned. The  failure  of  the  inventor  or  assignee  to  respond  to  the 
notice  of  April  23,  1903,  is  not  satisfactorily  explained,  and  the  delay 
from  that  date  to  September  12, 1904,  before  instigating  an  investiga- 
tion regarding  the  invention  must  be  considered  unreasonable.  Fur- 
thermore, no  attempt  has  been  made  to  account  for  the  delay  from 
February  11, 1905,  when  finally  informed  of  the  abandonment  of  this 
application,  to  February  21,  1906,  when  the  present  petition  was 
filed. 

Great  stress  is  laid  by  the  applicant  on  the  value  and  importance 
of  the  invention.  These  are  reasons  for  giving  the  showing  made 
the  most  careful  consideration,  but  are  not  reasons  for  relaxing  the 
usual  requirements  in  cases  of  this  kind.  It  is  remarkable  that  an 
invention  so  important  as  this  one  is  alleged  to  be  was  not  more  dili- 
gently attended  to  by  the  parties  interested  in  it.  I  am  not  satisfied 
that  the  delay  in  prosecution  of  this  case  was  unavoidable,  and  this 
being  true  I  am,  under  the  section  of  the  statute  referred  to  above, 
without  authority  to  regard  this  case  as  otherwise  than  abandoned. 

The  petition  is  denied. 


Potter  v.  McIntosh. 

Decided  March  8.  1906, 

(122  O.  G.,  1721.) 

Interference — Question   of   Patentability   Not   Considered   on    Appeal  on 

Priority. 

Held  that  the  decision  of  the  court  in  the  case  of  Podleaak  and  Podleaak 

V.  Mclnnemey  (post,  558 ;   120  O.  G.,  2127)  does  not  support  the  contention 

that  the  question  of  patentability  should  be  considered  upon  the  appeal 

upon  priority  of  Invention. 

Petition  for  Rehearing. 

emergency-brake. 

Mr.  Albert  G.  Davis  for  Potter.     (Mr.  Arthur  A.  Buck  of  counsel.) 
Mr.  Charles  H.  Roberts  for  Mcintosh. 

Allen,  Commissioner: 

This  is  a  petition  by  Potter  for  rehearing  of  his  appeal  from  the 
decision  of  the  Examiners-in-Chief  awarding  priority  of  invention 
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in  the  above-entitled  interference  to  Mcintosh,  which  decision  was 
aflSrmed  in  my  decision  of  January  12,  1906  {ante^  56;  120  O.  G., 
1823). 

The  petition  seems  to  be  based  on  the  single  contention  that  my 
refusal  to  consider  the  question  of  patentability  upon  the  appeal 
upon  priority  is  shown  to  have  been  in  error  by  the  recent  decision 
of  the  Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of 
Podlesak  and  Podlesak  v.  Mclnnemey.  I  find  nothing  in  that  deci- 
sion to  support  this  contention.  The  petition  seems  to  have  been 
filed  under  the  mistaken  impression  that  the  principal  distinction 
between  the  present  case  and  that  of  Podlesak  and  Podlesak  v. 
Mclnnemey  resides  in  the  fact  that  the  consideration  urged  here  is 
that  of  non-patentability,  whereas  the  right  of  a  party  to  make 
claims  and  identity  of  invention  were  the  questions  which  were  con- 
sidered by  the  court  in  that  case.  The  real  distinction  between  this 
case  and  those  cases  in  which  a  party  should  be  permitted  to  present 
and  have  considered  upon  appeal  upon  priority  of  invention  ques- 
tions attacking  the  propriety  of  the  existence  of  the  interference  pro- 
ceeding is  believed  to  be  that  recognized  in  my  decision  in  view  of 
which  this  rehearing  is  sought,  wherein  it  was  stated: 

Whatever  objections  there  may  be  to  the  policy  and  rale  preventing  appeal 
from  decisions  affirming  patentability  or  right  to  make  claims  in  those  cases 
where  affirmance  may  result  in  preventing  the  Issue  of  a  patent  to  a  party 
who.  In  the  event  of  a  contrary  decision,  might  have  been  entitled  thereto, 
this  policy  and  rule  are  believed  to  be  in  accordance  with  sound  reason  and 
unimpeachable  in  their  application  to  cases  like  the  present,  where  the  would- 
be  appellant  upon  patentability  has  in  any  event  no  standing  before  the  Office 
as  a  claimant  for  a  patent  upon  the  matter  In  question. 

In  their  decision  in  the  Podlesak  and  Podlesak  v.  Mclnnemey  case 
the  Court  stated : 

The  question  of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  founda- 
tion of  an  interference  for  If  the  party  has  not  such  right  the  interference 
falls.  If  It  be  Incorrectly  held  that  such  party  has  a  right  to  make  the  claim 
priority  may  be  awarded  to  him  and  his  adversary  &e  deprived  of  a  substantial 
right  in  that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor, 
his  adversary  never  having  made  the  Invention.  Manifestly  that  question 
should  not  be  finally  determined  by  the  Primary  Examiner  who  originally 
declared  the  interference.  We  therefore  take  Jurisdiction  to  determine  that 
question  in  this  case  as  an  ancillary  question  to  be  considered  in  awarding 
priority  of  Invention.     (Italics  mine.) 

It  appears  from  this  statement  that  the  consideration  of  the  ques- 
tions of  right  to  make  the  claim  in  issue  and  of  identity  of  invention 
was  undertaken  by  the  court  because  the  appellant  in  that  case  came 
before  them  seeking  to  have  determined  his  right  to  a  patent  to 
which  he  was  apparently  justly  entitled  if  there  was  error  in  the  de- 
cisions below  holding  that  his  opponent  was  entitled  to  make  the 
claim  in  issue  and  that  there  was  interference  in  fact.    In  the  present 


Digitized  by  VjOOQ IC 


DBCIBIONS   OF   THE  COMMI88IONEB   OP   PATENTS.  185 

case  the  appellant  is  admittedly  not  entitled  to  a  patent  on  the  matter 
in  issue,  and,  as  was  pointed  out  in  my  decisions  in  this  case  and 
•in  the  case  of  Sohey  v.  Holsclaw,  (C.  D.,  1905,  523;  119  O.  G.,  1922,) 
no  good  reason  appears  for  hearing  at  this  time  the  arguments  of  the 
appellant  upon  the  patentability  of  his  opponent's  claims  or  for  re- 
viewing the  aflSrmative  decision  of  the  Primary  Examiner  on  that 
question. 

The  petition  is  denied. 


Felsing  v.  Nelson. 

Decided  March  10,  1906, 

(122  O.  G.,  1722.) 

1.  Rkhkabino. 

Denial  of  a  request  for  rehearing  is  no  reason  for  surprise. 

2.  Limit  of  Appeal. 

A  party  is  not  Justified  in  delaying  the  filing  of  his  appeal  beyond  the 
limit  fixed  therefor  because  a  request  for  rehearing  has  been  made. 

On  Petition. 

PNEUMATIC   STRAW-STACKEB. 

Messrs,  Bradford  <&  Hood  for  Felsing. 
Mr,  E,  G.  Siggers  for  Nelson. 

Allen,  Commisioner: 

This  is  a  petition  by  Felsing  taken  from  the  action  of  the  Primary 
Examiner  denying  an  extension  of  the  limit  of  appeal  from  the  sup- 
plementary decision  rendered  by  him  on  January  25, 1906. 

Nelson  has  objected  to  the  petition  because  the  same  was  not  served 
upon  him  by  Felsing  and  because  he  was  without  notice  thereof  other 
than  the  notice  of  hearing  sent  by  the  Office.  I  have  reviewed  the 
facts  in  the  case  and  find  that  Felsing's  position  here  is  entirely  with- 
out merit.  Besides  the  warrant  of  service  of  the  petition  it  may  be 
stated  that  the  appeal  filed  by  Felsing,  which  is  referred  to  in  the 
petition  as  indicating  desire  on  the  part  of  Felsing  to  expedite  the 
case,  is  not  the  appeal  required  by  the  rules  and  by  well-established 
practice.  It  may  be  stated,  further,  that  no  reason  is  seen  why 
Felsing's  attorneys  should  have  been  surprised  by  the  decision  of  the 
Primary  Examiner  upon  the  request  for  rehearing  or  why  they 
should  have  waited  for  that  decision  before  taking  their  appeal.  It 
is  well  settled  that  a  mere  request  for  rehearing  in  this  Office  does 
not  extend  the  limit  of  appeal. 

The  petition  is  denied. 
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Berrte,  Kane,  and  Stengard  v.  Hildreth. 

Decided  March  21,  1906, 

(122  O.  G.,  1722.) 

Intebfebence — Motion  to  Dissolve — ^Definite. 

Where  a  motion  is  brought  to  dissolve  the  interference  on  the  ground  of 
irregularity  in  the  declaration,  because  the  counts  are  not  clear  and  definite. 
Held  that  the  alleged  indeflniteness  must  reside  in  certain  portions  of  the 
counts  or  in  certain  words  used  and  that  the  motion  should  point  out 
wherein  the  supposed  indeflniteness  lies.  The  motion  need  not  state  the 
arguments,  but  should  definitely  set  forth  the  points  to  be  argued. 

Appeal  on  Motion. 

CANDY-PULLING    MACHINE. 

Mr,  Joseph  H.  Freeman  for  Berrye,  Kane,  and  Stengard. 
Messrs.  Macleod^  Calver^  Copeland  <£•  Dike  for  Hildreth. 

AiJLEis^  Commissioner: 

This  is  an  appeal  by  Berrye,  Kane,  and  Stengard  from  the  decision 
of  the  Examiner  of  Interferences  refusing  to  transmit  to  the  Primary 
Examiner  their  motion  to  dissolve  the  above-entitled  interference  on 
the  ground  that  there  was  irregularity  in  the  declaration  as  to  counts 
4  and  5  of  the  issue. 

The  ground  for  refusing  transmission  of  the  motion  was  that  it  was 
not  sufficiently  specific  as  to  the  points  to  be  argued.  It  was  alleged 
in  the  motion  that — 

♦  ♦  ♦  said  counts  are  not  clear  and  definite,  when  construed  In  connection 
with  the  different  constructions  shown  and  described  in  the  applications  of  the 
respective  parties. 

It  seems  clear  that  the  counts  referred  to  mean  something  and  that 
the  alleged  indeflniteness  must  reside  in  certain  portions  of  the  counts 
or  in  certain  words  used.  The  moving  party  should  point  out  wherein 
the  supposed  indeflniteness  lies,  so  that  the  opposing  party  will  know 
the  character  of  the  arguments  that  he  will  be  called  upon  to  meet. 
It  is  not  meant  by  this  that  the  motion  should  contain  the  arguments, 
but  merely  that  it  should  definitely  set  forth  the  points  to  be  argued. 
The  Examiner  was  right  in  refusing  to  transmit  the  motion,  and  his 
decision  is  affirmed. 


Ex  parte  Rosenheim  and  Mombel. 

Decided  March  21,  1906, 

(122  O.  G.,  1722.) 
Drawings. 

Where  a  drawing  was  made  by  the  Office  In  accordance  with  instructions 
given  by  an  applicant  and  said  drawing  was  accepted,  signed,  and  filed  as  a 
part  of  his  application,  whereupon  the  Examiner  objected  to  the  drawing 
as  not  conforming  to  the  original  disclosure.  Held  that  a  new  drawing 
should  not  be  furnished  by  the  Office  without  expense  to  the  applicant 
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On  Petition. 

MEANS  FOR  OPEBATINO  AND  8ECUBING  CASEMENT   WINDOWS. 

Mr.  B.  Singer  and  Mr.  G.  Le  Roy  Parker  for  the  applicants. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Office  make  a  new  drawing  without 
expense  to  applicants. 

The  records  show  that  applicants  were  called  upon  by  the  Exami- 
ner to  amplify  their  drawings.  In  response  to  this  requirement  a 
commercial  print  was  filed  with  a  request  that — 

If  a  drawing  such  as  is  shown  Jn  the  large  view  would  fulfil  requirements  the 
Examiner  is  requested  to  have  an  estimate  forwarded  covering  cost  of  making 
such  drawing. 

On  August  26,  1905,  the  following  communication  was  received 
from  applicants'  attorney : 

An  estimate  has  been  requested  from  the  Office  for  the  cost  of  furnishing  new 
illustration  in  this  case.  It  is  believed  that  a  sheet  showing  a  view  the  same  as 
the  large  perspective  on  the  commercial  print  forwarded  by  amendment  dated 
June  12th  would  meet  the  Examiner's  approval.  The  formal  requirements  will 
be  met  when  the  new  drawing  is  completed  but  the  Examiner  is  requested  to 
inform  the  attorney  whether  or  not  he  considers  the  large  view  upon  the  com- 
mercial print  a  satisfactory  showing. 

On  September  16,  1905,  before  the  Office  had  responded  to  the 
inquiry  as  to  the  sufficiency  of  the  proposed  new  drawing,  appli- 
cants' attorney  instructed  the  Office  to  "  prepare  drawing  showing 
perspective  on  the  commercial  print  forwarded  in  amendment  dated 
June  12, 1905."  The  drawing  was  prepared  and  forwarded  to  appli- 
cants in  care  of  their  attorney,  who  signed  said  drawing  and  formally 
filed  the  same  as  a  part  of  this  case.  This  new  sheet  of  drawing  has 
been  objected  to  by  the  Examiner  in  that  it  does  not  conform  to  the 
original  drawing.  The  Office  is  now  requested  to  furnish  a  new 
drawing  without  further  expense  to  the  applicants. 

The  drawing  in  question  was  made  in  accordance  with  the  instruc- 
tions given.  The  only  direct  instruction  given  the, Office  was  to  "  pre- 
pare a  drawing  showing  perspective  view  according  to  the  large  per- 
spective on  the  commercial  print."  The  only  proper  inference  from 
this  instruction  is  that  applicants  desired  a  drawing  made  from  and 
according  in  details  with  the  commercial  print.  Such  a  drawing 
was  made  and  forwarded  to  applicants'  attorney.  No  objection  was 
raised  to  the  drawing  on  the  part  of  applicants  on  its  receipt.  On 
the  contrary,  it  was  accepted,  signed,  and  returned  to  the  Office  as  a 
formal  drawing  in  their  case  for  the  purpose  of  meeting  the  require- 
ments of  the  Examiner. 

It  does  not  appear  that  the  Office  in  any  way  warranted  the  suffi- 
ciency of  the  new  drawing  if  made  in  accordance  with  the  commer- 
cial print*    Not  having  waited  for  an  answer  from  the  Examiner  to 
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their  inquiry  as  to  the  sufficiency  of  the  proposed  new  drawing,  appli- 
cants assumed  the  risk  that  the  drawing  when  made  would  be  found 
satisfactory. 

The  mistake  in  this  case,  if  any  has  been  made,  was  on  applicants' 
part  in  not  giving  more  explicit  directions  as  to  the  details  of  the 
drawing  they  desired. 

The  petition  is  dismissed. 


Ex  PARTE  TjOPPRNTIEN. 

Decided  March  2.9,  1906, 
(122  O.  G.,  1723.) 

1.  Final  Rejection. 

Where  in  response  to  the  Office  action  rejecting  the  claims  on  the  ground 
that  the  device  is  devoid  of  utility  applicant  presents  an  argument  trav- 
ersing the  position  taken  hy  the  Examiner,  Eeld  that  the  Examiner 
being  of  the  opinion  that  his  ground  for  rejection  was  well  taken  was  cor- 
rect in  adhering  to  it  and  making  it  final. 

2.  Amendment  After  Final  Rejection — Changes  in  Descbiption. 

Where  amendments  to  the  description  which  do  not  touch  tbe  merits  of 
the  application,  but  present  the  invention  more  clearly,  are  presented  after 
final  rejection,  Held  that  they  may  be  entered  without  reopening  the  appli- 
cation for  further  consideration. 

On  Petition. 

power-transmitting  device. 

Messrs.  R.  S,  &  A,  B.  Lac.ey  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  requesting  that  the  Examiner  in  charge  of  this 
application  be  advised  that  an  amendment  presented  after  final  rejec- 
tion be  incorporated,  because  (a)  the  action  of  July  7, 1905,  was  pre- 
maturely made  final  and  (b)  if  properly  made  final  the  amendment 
proposed  does  not  relate  directly  to  the  claims. 

It  would  appear  that  the  final  rejection  given  July  7,  1905,  was  in 
order  and  properly  given.  In  response  to  the  Office  action  of  April 
6,  1905,  rejecting  the  claims,  applicant  presented  an  argument  of 
considerable  length  traversing  the  position  taken  by  the  Examiner. 
In  response  to  this  argument  the  Examiner  advised  applicant  that "  the 
rejection  of  all  the  claims  is  adhered  to  and  is  hereby  made  final.'' 
The  only  ground  for  rejection  was  that  the  device  is  devoid  of  utility. 
The  controversy  between  the  Examiner  and  the  applicant  seems  to 
be  as  to  what  constitutes  lack  of  utility.  This  is  a  question  to  be 
passed  upon  by  the  Examiners-in-Chief  in  the  first  instance,  and  the 
Examiner  being  of  the  opinion  that  his  ground  for  rejection  was  well 
taken  was  correct  in  adhering  to  it  and  making  it  final. 
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The  amendment  which  applicant  seeks  to  have  incorporated  relates 
to  the  description  entirely.  It  contains  a  substitute  statement  of 
invention  and  brief  description  of  certain  figures  of  the  drawing. 
The  Examiner  first  refused  to  allow  the  amendment  to  be  incor- 
porated, as  in  his  opinion  it  contained  new  matter.  Later  he  based 
his  refusal  to  enter  the  amendment  entirely  on  the  ground  that  the 
application  was  under  final  rejection,  stating,  however,  that  the 
amendment  was  still  thought  to  contain  new  matter.  I  am  of  the 
opinion  that  the  amendment  does  not  contain  new  matter  It  merely 
points  out  more  in  detail  the  character  of  the  mechanism  to  which 
applicant's  invention  relates  and  is  believed  to  be  clearly  within  the 
original  disclosure.  There  appears  to  be  no  reason  why  this  amend- 
ment should  not  be  entered.  Amendments  canceling  claims  or  pre- 
senting those  rejected  in  better  form  for  consideration  on  appeal  may 
be  admitted  after  final  rejection  without  reopening  the  application 
for  further  consideration.  For  a  similar  reason  amendments  to  the 
description  presenting  the  invention  more  clearly  when  they  do  not 
touch  the  merits  of  the  application  should  be  entered. 

The  petitioner  further  requests  that  the  Examiner  spread  his 
reasons  for  rejection  upon  the  record  and  clearly  point  out  wherein 
he  holds  the  device  to  be  inoperative.  The  Examiner  clearly  stated 
in  his  action  of  April  6, 1905,  that  "  inoperativeness  is  not  the  ground 
of  rejection."  The  Examiner  appears  to  have  made  clear  his  grounds 
of  rejection,  and  this  request  is  denied. 

Applicant  has  filed  an  appeal  to  the  Examiners-in-Chief ,  which  has 
not  been  forwarded  on  account  of  this  petition.  The  petition  is 
granted  to  the  extent  that  the  amendment  vnll  be  entered  and  the 
appeal  wUl  be  forwarded. 


Ex  PARTE  Thayer. 

Decided  March  SO,  1906. 

(122  O.  G.,  1724.) 

Abandonment — Responsive  Actions. 

Where  claims  are  placed  under  final  rejection  and  within  the  year  fol- 
lowing no  appeal  is  filed  nor  any  amendment  or  argument  upon  the  merits 
presented  and  the  communications  filed  are  directed  to  traversing  the  pro- 
priety of  the  final  rejection,  Held  that  a  petition  filed  one  day  before  the 
year  expired  that  the  final  rejection  be  withdrawn  is  not  such  an  action  as 
wUl  save  the  application  from  abandonment. 

On  Petition. 

AUTOMATIC   LIQUID-FUEL  CONTBOLLEB. 

Mr.  Charles  G.  Bulkley  for  the  applicant. 
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Allen,  Commissioner: 

This  is  a  petition  that  the  final  rejection  given  January  11,  1905, 
be  withdrawn  and  that  applicant  be  accorded  a  proper  action  on  the 
merits. 

The  records  show  that  on  December  12,  1904,  applicant  presented 
amendments  to  certain  of  the  claims.  The  Examiner  was  of  the 
opinion  that  these  amendments  to  the  claims  were  immaterial  and  did 
not  change  their  scope.  He  therefore  made  his  rejection  of  January 
11,  1905,  final.  Several  communications  were  thereafter  filed  by 
applicant,  pointing  out  that  the  claims  in  their  amended  form  had 
not  been  a  "  first  time  rejected  and  asking  that  the  final  rejection  be 
withdrawn  "  and  also  "  that  applicant  be  accorded  an  action  on  the 
merits."  The  Examiner  held  to  the  final  rejection.  On  January  10, 
1906,  one  day  before  his  year  expired,  applicant  filed  this  petition 
that  the  final  rejection  be  withdrawn  and  that  a  proper  action  on  the 
merits  be  given.  No  appeal  has  been  filed,  nor  has  the  applicant 
offered  any  amendment  or  argument  upon  the  merits  in  response  to 
this  rejection  of  January  11,  1905. 

Without  going  into  the  question  of  whether  the  final  rejection  was 
in  order  and  properly  given,  I  am  of  the  opinion  that  this  case  as 
it  stands  is  abandoned  for  lack  of  proper  prosecution. 

No  good  reason  is  seen  why  an  applicant  should  question  the  pro- 
priety of  a  final  rejection  or  why  the  Office  should  entertain  such  a 
question  unless  the  applicant  desires  to  continue  the  prosecution  of 
the  case  by  proper  actions  before  the  Primary  Examiner.  In  such 
event  the  applicant  should  offer  the  amendment  or  argument  con- 
stituting the  desired  continued  prosecution  along  with  his  argument 
denying  the  propriety  of  the  final  rejection. 

In  this  case  more  than  a  year  has  elapsed  since  the  final  rejection 
was  given.  If  the  same  were  set  aside  now,  the  applicant  would 
have  another  year  to  take  an  action  before  the  Examiner.  The 
action  when  taken  might  prove  to  be  one  showing  no  hofiu  fde 
attempt  to  advance  the  condition  of  the  case.  Manifestly,  proceed- 
ings relative  to  the  propriety  of  a  final  rejection  should  not  operate 
to  extend  the  statutory  time  for  response  to  the  action,  which  was 
presumably  a  proper  rejection,  even  though  it  were  not  properly  a 
final  one,  nor  should  the  case  be  reopened  before  the  Primary  Exam- 
iner merely  for  the  presentation  of  what  when  made  may  prove  to 
be  an  improper  or  unsubstantial  action.  As  more  than  a  year  has 
elapsed  since  the  date  of  the  final  rejection  and  no  appeal  has  been 
taken  or  other  proper  action  upon  the  merits  of  the  case  offered,  the 
same  is  abandoned. 

The  petition  is  denied^ 
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S.  HiBSCH  &  Company  v.  Jensen  v.  H.  J.  Hellert  &  Sons  v. 

Sample  &  Company. 

Decided  April  10,  1906. 

(122  O.  G..  1724.) 

TbAJIE-MASK  INTEBFERENCB — INTEBFEBENCE  IN  FAOT. 

The  marks  "Crystal  Lake/'  "Crystal  Run,"  "Crystal  Glen,"  and  "Crys- 
tal Spring"  for  whisky  are  so  similar  as  to  leave  no  room  for  doubt  that 
they  are  likely  to  deceive  purchasers,  and  an  interference  including  them 
should  not  be  dissolved. 

On  Appeal. 

TRADE- MABK  FOB   WHISKY. 

Messrs.  Mason^  Fenwick  c&  Lawrence  for  S.  Hirsch  &  Company. 

Mr.  Arthur  E.  Wallace  for  Jensen. 

Mr.  Arthur  E.  Wallace  for  H.  J.  Hellert  &  Sons. 

Mr.  Arthur  E.  Wallace  for  Sample  &  Company. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  dissolve  the  interference. 

The  issue  consists  of — 

The  words  "  Crystal  Lake,"  or  **  Crystal  Run,"  or  "  Crystal  Glen,"  or  "  Crys- 
tal Spring,"  for  whisky. 

The  marks  are  so  similar  as  to  be  likely  to  cause  confusion  or  mis- 
take in  the  mind  of  the  public  or  to  deceive  purchasers.  It  is  urged 
that  the  interference  should  be  dissolved  in  spite  of  the  similarity 
of  the  marks  in  view  of  the  consent  of  the  parties.  The  case  of  Ull- 
man  Einstein  Company  v.  C.  H.  Graves  <&  Sons  {antCj  124 ;  121  O.  G., 
1978)  is  cited  as  a  precedent  for  such  action.  In  that  case  the  exist- 
ence of  interference  in  fact  was  regarded  as  doubtful,  and  it  was 
in  view  of  the  doubt  that  the  consent  of  the  parties  was  permitted 
to  turn  the  decision  in  favor  of  dissolution.  I  have  no  doubt  as  to 
the  existence  of  interference  in  fact  in  the  present  case.  The  inter- 
ference must  accordingly  continue.  As  stated  in  Wright  cfe  Taylor 
V.  Bluthenthal  &  Bickart  v.  Mayer^  Sons  c6  Company  v.  Cushman 
<&  Company,  (C  D.,  1905,  540;  119  O.  G.,  2234.) 

In  determining  the  question  of  identity  this  Office  must  exercise  its  own 
judgment,  and  it  will  not  dissolve  an  interference  and  register  to  two  or  more 
parties  marks  which  it  regards  as  substantially  identical. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  PARTE  Young. 

Decided  April  10,  1906. 
(122  O.  G.,  1724.) 

Trade-Makks — ^Anticipation. 

Refusal  of  registration  is  proper  when  the  applicant's  mark  and  the 
mark  of  the  reference  show  in  common  a  king  with  elevated  arm  holding 
a  glass  of  foaming  beverage  and  each  shows  sprays  of  grain  and  hops  and 
the  marks  differ  principally  in  that  the  king  is  shown  by  the  applicant  at 
full  length  and  mounted  upon  a  keg,  whereas  in  the  registered  mark  there 
is  a  bust  figure  surrounded  by  certain  inscriptions,  and  both  marks  are  ai>- 
plied  to  beer. 

On  Appeal. 

TBADE-MABK  FOB  BESEB,   ALE,  AND  POBTEB. 

Messrs.  Mason^  Fenwick  cfe  Lawrence  for  the  appellant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  mark  presented  by  the  above-entitled  applica- 
tion. 

The  Examiner's  action  is  based  upon  the  ground  of  similarity  be- 
tween the  mark  shown  by  the  applicant  and  that  shown  in  prior  regis- 
trations No.  30,627,  October  5,  1897,  and  No.  47,580,  November  14, 
1905,  both  by  the  John  Gund  Brewing  Company.  The  mark  shown 
by  the  applicant  and  that  shown  in  the  registrations  cited  are  the 
same  to  the  following  extent :  Each  shows  a  king  with  elevated  arm 
holding  a  glass  of  foaming  beverage  and  each  shows  sprays  of  grain 
and  hops.  The  marks  differ  principally  in  that  the  king  is  shown 
by  the  applicant  at  full  length  and  mounted  upon  a  keg,  whereas  in  the 
registered  mark  there  is  a  bust  figure  surrounded  by  certain  inscrip- 
tions.   Both  marks  are  applied  to  beer. 

The  striking  characteristics  are  to  such  an  extent  the  same  in  the 
two  marks  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers.  There  was  therefore  no  error 
in  the  refusal  of  registration. 

The  action  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  American  Circular  Loom  Company. 

Decided  April  18,  1906. 

(122  O.  G.,  1725.) 

1.  Tbade-Mabkb — Chabacteb  of  Alleged  Mabk. 

An  aHeged  mark  for  tubes  which  consists  of  flakes  of  mica  applied  to  the 
outside  of  the  tube,  so  as  to  give  it  a  mottled  appearance,  is  not  proper 
subject-matter  for  registration  as  a  trade-mark. 
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2.  Samb — Same — Machines  and  Designs  as  Trade-Mabks. 

The  restrictions  upon  the  general  right  to  make,  use,  and  sell  which  are 
imposed  by  patents  should  not  be  extended  by  the  recognition  of  machines 
or  designs  as  trade-marks. 

a.  Same — Same — Distinct  fbom  the  Goods. 

Custom  and  reason  require  that  a  trade-mark  shall  have  an  existence  so 
distinct  from  the  goods  to  which  it  is  applied  that  it  will  be  readily  recog- 
nized by  the  public  and  by  purchasers  as  an  arbitrary  symbol  adopted  to 
authenticate  origin. 

On  Appeal. 

TBADE-MABK    FOB    INSULATING-TUBES    OB   TUBULAB    COVEBINGS    FOB   ELECTBIC    WIBES. 

Mr.  Charles  F.  Perkins  and  Mr.  Arthur  W.  Harrison  for  the  appli- 
cants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  an  alleged  trade-mark. 

The  alleged  mark,  according  to  the  application,  is  used  upon  insu- 
lating-tubes or  coverings  for  electric  wires  and  consists  of  flakes  of 
mica  impressed  or  otherwise  applied  to  the  external  surface  of  the 
article.  The  drawing  shows  merely  a  portion  of  a  tube  having  a 
mottled  appearance  upon  its  outside  surface. 

Registration  was  refused  by  the  Examiner  on  the  ground  that — 

*  *  *  the  mark  claimed  is  not  a  distinctive  mark,  indicative  of  origin  and 
ownership,  but  a  mere  representation  of  the  goods  and  as  such  not  registrable 
as  a  technical  trade-mark. 

I  am  of  the  opinion  that  the  application  and  drawing  disclose  no 
proper  subject-matter  for  registration  as  a  trade-mark.  The  applica- 
tion of  mica-flakes  as- shown  and  described  produces  a  specific  ap- 
p>earance  of  the  article  as  a  whole.  The  effect  is  one  of  design  and 
cannot  be  rightfully  appropriated  as  a  trade-mark  any  more  than 
can  the  distinctive  functioning  features  of  a  machine.  The  latter 
when  new,  useful,  and  involving  invention  are  the  legitimate  subjects 
of  mechanical  patents.  The  former  when  new,  ornamental;  and  the 
result  of  invention  are  subjects  of  design  patents.  In  neither  class 
should  the  restrictions  upon  the  general  right  to  make,  use,  and  sell 
which  are  imposed  by  patents  be  extended  by  the  recognition  of 
machines  or  designs  as  trade-marks. 

Moreover,  custom  and  reason  require  that  a  trade-mark  shall  have 
an  existence  so  distinct  from  the  goods  to  which  it  is  applied  that  it 
will  be  readily  recognized  by  the  public  and  by  purchasers  as  an 
arbitrary  symbol  adopted  to  authenticate  origin.  The  surface  effect 
which  the  applicant  calls  his  trade-mark  is  not  so  clearly  distinct 
from  the  article  upon  which  it  appears  as  to  be  readily  recognized  as 

H.  Doc.  641,  59-2 14  ^  , 
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an  arbitrary  symbol  for  this  purpose,  and  in  my  opinion  it  would  not 
be  so  recognized  by  those  not  specially  informed. 

The  action  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Philadelphia  Watch  Case  Company  v.  The  Dueber  Watch  Case 
Manufacturing  Company  v.  The  Keystone  Watch  Case  Com- 
pany V.  Byron  L.  Strasburger  &  Company. 

Decided  April  30,  1906. 

(122  O.  G..  1725.) 

1.  TRADE-MaBKS — INTERFEBENCE    IN    FaCT — AFFIDAVITS. 

The  words  "  Silveroid "  and  "  Silverode "  are  so  similar  that  an  inter- 
ference based  thereon  should  continue,  notwithstanding  affidavits  alleging 
that  no  confusion  has  resulted  from  the  use  of  both  marks. 

2.  INTEBFERENCE — BaB    TO    REGISTRATION. 

Where  applications  for  registration  are  involved  in  an  interference  pro- 
ceeding and  a  registration  of  the  same  mark  by  another  party  is  found 
which  is  prior  in  date  to  the  dates  of  use  alleged  in  the  applications,  con- 
stituting a  prima  facie  bar  against  registration  upon  the  applications.  Held 
that  these  applications  should  not  be  continued  in  the  interference  until 
the  apparent  bar  has  been  overcome  by  such  proof  as  may  be  made  in  the 
ex  parte  prosecution  of  the  applications. 

Appeal  on  Motion. 

WATCH-MOVEMENT. 

Mr.  George  Cook  for  Philadelphia  Watch  Case  Company. 
Messrs.  Mason^  Fenwick  &  Lawrence  for  The  Dueber  Watch  Case 
Manufacturing  Company. 

Mr.  George  Cook  for  The  Keystone  Watch  Case  Company. 
Messrs.  Munn  &  Company  for  Strasburger  &  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  The  Keystone  Watch  Case  Company  from  the 
action  of  the  Examiner  of  Trade-Marks  holding,  first,  that  there  is 
interference  in  fact  between  the  word  "  Silverine  "  and  the  words 
"  Silverode  "  and  "  Silveroid,"  and,  second,  that  registrations  upon 
the  application  of  The  Keystone  Watch  Case  Company  and  upon 
that  of  the  Philadelphia  Watch  Case  Company  are  barred  by  a 
prior  registration. 

The  similarity  of  the  words  "  Silveroid  "  and  "  Silverode  "  to  the 
word  "  Silverine  "  is  as  great  to  my  mind  as  that  between  the  words 
"  Gold  Dust "  and  "  Gold  Drop,"  which  were  held  to  conflict  by  the 
circuit  court  of  appeals  in  the  case  of  N,  K.  Fairhank  Company  v. 
Luckel^  King  c&  Cake  Soap  Company,  (C.  D.,  1900,  343;  92  O.  G., 
1437.)     The  refusal  of  the  Examiner  to  dissolve  the  interference  on 
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the  ground  that  there  is  no  interference  in  fact  was  correct,  notwith- 
standing aflSdavits  which  have  been  filed  alleging  that  no  confusion 
has  resulted  from  the  use  of  the  marks  referred  to. 

The  prior  registration  found  by  the  Examiner  to  bar  registration 
upon  the  application  of  The  Keystone  Watch  Case  Company  and 
upon  that  of  the  Philadelphia  Watch  Case  Company  is  No.  11,647 
to  John  C.  Dueber,  dated  November  11, 1884,  of  the  mark  "  Silverine  " 
for  composition  watchcases.  The  date  of  use  alleged  in  the  applica- 
tion of  The  Keystone  Watch  Case  Company  is  January,  1886;  that 
alleged  by  the  Philadelphia  Watch  Case  Company  is  May,  1891. 
The  goods  mentioned  by  each  of  these  applicants  are  of  the  same 
descriptive  properties  as  those  of  the  registrant  Dueber.  The  con- 
clusion of  the  Examiner  that  registration  upon  the  application  of 
The  Keystone  Watch  Case  Company  and  upon  that  of  the  Phila- 
delphia Watch  Case  Company  is  barred  by  the  Dueber  registration 
is  correct.  The  Dueber  registration  is  made  by  the  trade-mark 
statutes  prima  facie  evidence  of  adoption  and  use  of  the  mark  shown 
upon  the  date  of  the  registration  and  of  continuous  use  since  that 
time.  Until  this  prima  facie  bar  against  registration  upon  the  ap- 
plications of  The  Keystone  Watch  Case  Company  and  the  Phila- 
delphia Watch  Case  Company  has  been  overcome  by  such  proof  as 
may  be  made  in  the  ex  parte  prosecution  of  their  applications  they 
are  not  entitled  to  participate  in  interference  proceedings.  The  case 
of  StewaH  v.  Einstein  v.  SawhUl^  (C.  D.,  1892,  209;  61  O.  G.,  287,) 
cited  by  appellant,  is  irrelevant.  No  prior  registration  was  presented 
there.  The  question  raised  and  decided  pertained  merely  to  the  effect 
of  an  earlier  application  for  registration,  still  pending,  upon  appli- 
cations of  others  alleging  dates  of  adoption  and  use  subsequent  to 
the  filing  date  of  the  first-mentioned  application. 

Appellant  urges  that  the  Examiner's  decision  was  in  error  because 
of  insufficient  evidence  to  connect  the  title  of  The  Dueber  Watch  Case 
Manufacturing  Company  with  the  Dueber  registration.  The  Dueber 
Watch  Case  Manufacturing  Company  has  made  a  showing  of  use 
from  a  time  prior  to  the  date  of  the  Dueber  registration,  which  show- 
ing has  been  accepted  by  the  Examiner  as  sufficient  to  sustain  registra- 
tion. No  reason  is  found  for  disturbing  the  Examiner's  conclusion 
in  this  regard.  That  the  showing  made  by  The  Dueber  Watch  Case 
Manufacturing  Company  is  merely  ex  parte  in  character  is  no  reason 
for  continuing  in  the  interference  the  appellant  or  others  who,  like 
it,  have  made  no  showing,  ex  parte  or  otherwise,  which  might  entitle 
them  to  registration  notwithstanding  the  Dueber  registration. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Barr  v.  Bugo. 

Decided  March  23,  1906, 
(122  O.  G.,  2061.) 

1.  INTEBFEBENCE — MOTION  TO  DISSOLVE — ^TBANSMISSION. 

A  motion  to  dissolve  on  tlie  ground  of  non-interference  In  fact,  which  is 
founded  upon  the  alleged  character  of  a  machine  which  the  moving  party 
believes  the  opposing  party  will  rely  upon  in  producing  his  evidence,  should 
not  be  transmitted,  even  though  the  opposing  party  admits  the  substantial 
truth  of  the  allegations  respecting  such  machine. 

2.  Same — Motion  to  Require  Amended  Pbeliminaby  Statement. 

A  motion  by  one  party  that  the  opposing  party  be  required  to  file  an 
amended  preliminary  statement  based  upon  the  alleged  character  of  a 
machine  which  the  moving  party  assumes  will  be  relied  upon  by  the  oppos- 
ing party  in  producing  his  evidence  should  not  be  granted.  The  sufficiency 
of  the  machine  to  establish  a  date  of  invention  will  be  determined  by  the 
Office  when  it  is  introduced  in  evidence  and  in  connection  with  the  testi- 
mony which  may  be  taken  concerning  it 

Appeal  on  Motion. 

kneadino-machine. 

Messrs.  Knight  Bros,  for  Barr. 
Mr,  Charles  J,  Kintner  for  Bugg. 

Allen,  Commissioner: 

This  case  is  before  me  upon  appeals  by  Barr  from  the  decisions 
of  the  Examiner  of  Interferences  refusing  to  transmit  to  the  Primary 
Examiner  Barr's  motion  to  dissolve  the  interference  so  far  as  that 
motion  relates  to  non-interference  in  fact  and  denying  Barr's  motion 
that  Bugg  be  required  to  file  an  amended  preliminary  statement. 

It  appears  that  the  portion  of  the  motion  for  dissolution  as  to 
which  transmission  was  refused  and  that  the  motion  regarding  a 
new  preliminary  statement  are  founded  upon  the  alleged  character 
of  a  machine  which  Barr  assumes  will  be  relied  upon  by  Bugg  in 
producing  his  evidence.  Photographs  of  this  machine  were  produced 
at  the  hearing,  and  it  was  stated  there  by  Barr  that  Bugg  admitted 
before  the  Examiner  of  Interferences  the  correctness  of  these  pho- 
tographs as  representations  of  a  machine  referred  to  in  Bugg's  pre- 
liminary statement.  Barr's  contention  seems  to  be,  in  effect,  that 
this  machine  does  not  include  the  invention  in  issue,  and  he  evi- 
dently desires  to  try  out  this  question  by  means  of  the  before-men- 
tioned motions.  The  sufficiency  of  a  machine  upon  which  a  party 
would  rely  to  establish  his  dates  of  invention  as  disclosures  of  the 
invention  in  issue  should  be  determined  by  the  Office  when  the  ma- 
chine is  introduced  in  evidence  and  in  connection  with  the  testimony 
which  may  be  taken  concerning  it.    The  Examiner  of  Interferences 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE  COMMISSIONER   OF   PATENTS.  197 

correctly  concluded  that  the  sufficiency  of  Bugg's  machme  as  a  dis- 
closure of  the  invention  in  issue  should  not  be  determined  or  consid- 
ered upon  the  motions  which  he  has  brought.  The  correctness  of 
this  conclusion  is  not  affected  by  the  apparent  admissions  of  Bugg 
regarding  the  machine. 

The  decisions  of  the  Examiner  of  Interferences  are  affirmed. 


Warner  ??.  Mead. 

Decided  March  £3, 1906, 

(122  O.  G.,  2061.) 

1.  INTBSFERENCE — MOTION   TO  DISSOLVE — INTEBFEBENCE  IN   FaCT. 

The  term  "  interference  In  fact "  as  used  in  the  Patent  Office  must  be 
restricted  in  meaning  to  exclude  questions  of  right  to  make  claims  in  order 
to  avoid  confusion  through  the  different  courses  of  appeal  permitted  in  the 
two  eases.  The  question  of  Interference  in  fact  does  not  properly  arise  un- 
til it  has  been  found  or  assumed  that  the  parties  have  the  right  to  make 
the  claims  under  consideration,  and  when  raised  the  question  is  one  merely 
of  identity  or  diversity  In  the  meaning  of  those  claims  as  they  rightfully 
appear  in  the  applications  of  the  respective  parties. 

2.  Same — Same — Same — Moor  Question. 

Where  the  Primary  Examiner  denied  the  motion  to  dissolve  the  inter- 
ference as  to  the  ground  of  non-interference  In'  fact,  but  granted  it  as  to 
M/s  lack  of  right  to  make  the  claims.  Held  that  since  M.  has  acquiesced  In 
the  holding  and  the  decision  has  become  final  the  question  of  interference  In 
fact  is  a  moot  one  and  entitled  to  no  consideration  on  appeal. 

3.  Same — Same — Same — Relates  to  Subject-Matteb  of  Claims. 

The  decision  of  the  Primary  Examiner  upon  the  question  of  interference 
in  fact  relates  to  the  specific  subjects  covered  by  the  claims  Instead  of  to 
the  devices  disclosed  by  the  parties  and  has  no  force  beyond  the  claims  be- 
fore him  when  the  decision  is  rendered. 

Appeal  on  Motion. 

FASTENER. 

Mr,  William  II,  Finckel  for  Warner. 
Mr,  Donald  Campbell  for  Mead. 

Ajllen,  Commissioner: 

This  is  an  appeal  by  Warner  from  the  decision  of  the  Primary 
Examiner  denying  Warner's  motion  for  dissolution  of  the  inter- 
ference upon  the  ground  of  non-interference  in  fact. 

The  motion  as  brought  by  Warner  included,  with  the  allegation 
of  non-interference  in  fact,  the  allegation  that  Mead  had  no  right 
to  make  the  claims  in  issue.  The  Examiner,  though  denying  the 
motion  as  to  non-interference  in  fact,  granted  it  as  to  Mead's  lack 
of  right  to  make  the  claims.    Mead  has  acquiesced  in  the  holding  that 
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he  has  no  right  to  make  the  claims,  and  the  decision  holding  that  the 
interference  should  be  dissolved  on  that  ground'  has  become  final. 
Under  such  circumstances  the  question  of  interference  in  fact  is  a 
moot  one  and  entitled  to  no  consideration  here. 

This  appeal  was  apparently  argued  under  the  impression  that  a 
decision  would  be  rendered  upon  the  question  of  interference  in  fact 
between  the  devices  disclosed  by  the  parties,  as  distinguished  from 
the  specific  subjects  covered  by  the  claims,  and  it  seems  to  have  been 
assumed  that  by  such  a  decision  the  question  of  interference  in  fact 
could  be  settled  now  for  such  claims  as  the  parties  may  hereafter 
present.  This  impression  and  assumption,  if  existing,  rest  upon 
a  misunderstanding  of  the  nature  and  extent  of  the  question  of 
interference  in  fact  as  raised  by  the  motion  in  this  case.  The  term 
"  interference  in  fact "  as  used  in  the  Patent  Office  must  be  restricted 
in  meaning  to  exclude  questions  of  right  to  make  claims  in  order 
to  avoid  confusion  through  the  different  courses  of  appeal  permitted 
by  the  practice  in  the  two  cases.  When  used  in  this  restricted  sense, 
the  question  of  interference  in  fact  does  not  properly  arise  until  it 
has  been  found  or  assumed  that  the  parties  have  the  right  to  make 
the  claims  under  consideration,  and  when  raised  the  question  is  one 
merely  of  identity  or  diversity  in  the  meaning  of  those  claims  as 
they  rightfully  appear  in  the  applications  of  the  respective  parties. 

It  is  evident  from  these  considerations  that  the  decision  of  the 
Primary  Examiner  in  this  case  upon  the  question  of  interference 
in  fact  has  no  force  beyond  the  claims  before  him  when  the  decision 
was  rendered.  He  properly  considered  and  decided  that  question 
in  view  of  the  possibility  of  reversal  upon  appeal  of  his  conclusion 
that  Mead  has  no  right  to  the  claims.  That  conclusion  having 
become  final,  the  question  of  interference  in  fact  as  raised  by  the 
motion  of  Warner  falls  and  leaves  nothing  to  be  considered  in  con- 
nection therewith. 

The  appeal  is  dismissed. 


Wert  v,  Borst  and  Groscop. 

Decided  March  28,  1906, 

(122  O.  G.,  20(52.) 

Interference — Practice  Tender  Rule  12G — Appeal  from  Refusal  to  Act. 
The  action  of  the  Examiner  of  Interferences  in  refusing  to  call  atten- 
tion under  Rule  120  to  an  alleged  har  to  the  grant  of  a  patent  to  the  op- 
posing party  will  not  be  reviewed  on  appeal  to  the  Commissioner.  The 
discretion  of  the  Examiner  of  Interferences  should  not  be  controlled  In 
this  regard. 
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2.  Same — Alleged  Bar — Suspension  of  Pboceedings. 

Interference  proceedings  will  not  be  suspended  after  final  hearing  be- 
fore the  Examiner  of  Interferences  on  priority  for  the  purpose  of  Investi- 
gating the  existence  of  Intervening  rights  alleged  to  be  shown  by  the  tes- 
timony taken  on  priority  as  constituting  a  bar  to  the  grant  of  the  opposing 
party's  reissue  application. 

3.  Same — Same — Prioeity  Settled  First. 

Where  the  evidence  relating  to  priority  of  invention  is  before  the  Oflice 
and  the  question  of  a  statutory  bar  is  raised  which  applies  to  but  one  of 
t\i'o  applications  involved  in  the  interference  and  which  requires  for  its 
determination  consideration  of  evidence,  and  possibly  further  taking  of  tes- 
timony, such  determination  should  be  postponed  until  priority  of  Invention 
has  been  settled,  at  least  so  far  as  the  same  can  be  settled  in  this  Office. 

Appeal  on  Motion. 

CEMENT-BLOCK    MACHINE. 

Messrs.  C,  A,  Snow  cfc  Co,  for  Wert. 

Mr.  E,  N,  Pagelsen  for  Borst  and  Groscop. 

Allen,  Commissioner: 

This  is  an  appeal  by  Wert  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion,  brought  after  final  hearing  on 
the  question  of  priority  of  invention,  that  proceedings  be  suspended 
and  the  attention  of  the  Commissioner  directed,  under  the  provisions 
of  Rule  126,  to  an  alleged  bar  to  the  grant  of  a  patent  to  Borst  and 
Groscop.  I  see  no  reason  why  I  should  act  to  control  the  discretion 
of  the  Examiner  of  Interferences  calling  attention  to  matters  under 
Rule  126  or  refusing  to  call  attention  under  that  rule.  The  decision 
of  the  Examiner  is  therefore  affirmed. 

Treating  the  appeal  as  a  petition  for  suspension  of  proceedings  and 
investigation  of  the  question  of  a  bar,  it  may  be  stated  that  no  error 
is  apparent  in  the  conclusion  of  the  Examiner  of  Interferences  that 
such  action  should  not  be  taken  at  this  time.  Borst  and  Groscop  are 
involved  in  the  interference  upon  their  reissue  application.  It  is  con- 
tended by  Wert  that  the  testimony  taken  by  him  in  the  interference 
shows  the  existence  of  intervening  rights  such  as  to  bar  reissue  to 
Borst  and  Groscop.  The  Examiner  of  Interferences  in  his  decision 
upon  the  motion  held : 

First,  that  the  same  was  presumably  made  for  the  purpose  of  removing  Borst 
and  Groscop  from  the  field  of  legitimate  claimants,  and  permitting  the  patent 
to  issue  to  Wert,  irrespective  of  whether  he  is  the  original  and  first  inventor ; 

Second,  that  Wert  is  entitled  to  a  patent  upon  the  invention  in  controversy 
only  upon  the  ground  that  he  is  the  original  and  first  inventor ; 

Third,  that  the  question  of  priority  of  invention  in  this  interference  is  para- 
mount to  the  question  whether  or  not  the  issue  is  patentable  to  Borst  and 
Groscop ;  and 

Fourth,  that  the  grant  of  a  patent  to  Borst  and  Groscop  should  not  be  con- 
sidered before  final  decision  on  the  question  of  priority  of  invention. 


Digitized  by  VjOOQ IC 


200  DECISIONS   OF   THE   COMMISSIONER   OF   PATENTS. 

Wert  alleges  that  the  Examiner  of  Interferences  is  in  error  in  each 
of  the  above  conclusions.  I  am  unable  to  find,  however,  any  good 
reason  in  support  of  this  allegation,  and  it  is  believed  that  said  con- 
clusions are  sound  in  their  application  to  the  present  case. 

It  is  contended  by  the  applicant  that  where  the  question  of  a  statu- 
tory bar  has  arisen  the  question  of  priority  cannot  properly  be  de- 
termined without  taking  some  action  in  reference  thereto.  I  know  of 
no  such  practice  nor  of  any  good  reason  why  such  a  practice  should 
be  adopted.  On  the  other  hand,  where  the  evidence  relating  to 
priority  of  invention  is  before  the  Office  and  the  question  of  a  statu- 
tory bar  is  raised  which  applies  to  but  one  of  two  applications  in- 
volved in  the  interference  and  which  requires  for  its  determination 
consideration  of  evidence,  and  possibly  further  taking  of  testimony, 
such  determination  should  be  postponed  until  priority  of  invention 
has  been  settled,  at  least  so  far  as  the  same  can  be  settled  in  this 
Office. 

Accepting  the  appeal,  therefore,  as  a  petition  lor  suspension  of  pro- 
ceedings and  investigation  of  the  alleged  bar,  such  petition  must  he 
denied. 


MuNRO  V,  Walker. 

Decided  March  30,  1906. 

(122  O.  G.,  2002.) 

References  Under  Rule  126 — Decision  of  Examiners-in-Ghief  Not  Review- 
able ON  Petition. 
Where  the  Examiner  of  Interferences  called  attention,  according  to  the 
provisions  of  Rule  126,  that  in  his  opinion  the  issue  is  not  patentable  and 
upon  reference  the  Primary  Examiner  disagreed  with  the  Examiner  of 
Interferences,  whereupon  the  question  was  referred  to  and  decided  by  the 
Examiners-in-Chief,  who  affirmed  the  decision  of  the  Primary  Examiner, 
Held  that  no  sufficient  reason  api)ears  why  the  decision  of  tlie  Examiners- 
in-Chief  should  be  reviewed  on  petition. 

On  Petition. 

temperature-alarm. 

Mr.  B.  Singer  and  Mr.  G,  Le  Roy  Parker  for  Munro. 
Messrs,  Baldwin^  Davidson  cf*  Wight  for  Walker. 

Allen,  Commissioner: 

This  is  a  petition  by  Munro  that  I  exercise  my  supervisory  au- 
thority to  review  a  favorable  decision  of  the  Examiners-in-Chief  on 
the  question  of  patentability. 

It  appears  that  petitioner,  who  is  the  junior  party  to  this  inter- 
ference, failed  to  take  any  testimony,  and  judgment  was  rendered 
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against  him  on  the  record.  In  this  decision  the  Examiner  of  Inter- 
ferences called  attention  to  the  fact,  according  to  the  provisions  of 
Rule  126,  that  in  his  opinion  the  issue  was  not  patentable  in  view 
of  certain  anticipating  patents  which  were  recited  and  discussed. 
The  case  was  therefore  referred  to  the  Primary  Examiner,  who 
disagreed  with  the  Examiner  of  Interferences  and  held  the  issue  to 
be  patentable.  In  view  of  this  disagreement  the  case  was  then  re- 
ferred to  the  Examiners-in-Chief,  who  agreed  with  the  Primary 
Examimer. 

In  denying  a  request  for  rehearing  the  Examiners-in-Chief  again 
discussed  the  references  and  adhered  to  their  former  opinion. 

The  supervisory  authority  of  the  Commissioner  will  be  exercised 
only  in  a  clear  case,  in  order  to  correct  a  manifest  error  and  prevent 
a  miscarriage  of  justice.  Both  the  Primary  Examiner  and  the  Ex- 
aminers-in-Chief have  given  this  case  very  careful  consideration. 
No  sufficient  reason  appears  why  the  decision  of  the  latter  tribunal 
should  be  reviewed,  and  the  petition  is  therefore  denied. 


Corey  v,  Eiseman  and  Misar. 

Decided  March  31,  1906, 

(122  0.  G.,  2063.) 

1.  INTEBFERXNCE — MOTION  FOB  DISSOLUTION — IrBBOULARITY  IN  DBCLABATION. 

Where  on  a  motion  for  dissolution  on  the  ground  of  irregularity  in  decla- 
ration the  Irregularity  is  stated  to  consist  in  declaring  a  second  interfer- 
ence on  claims  which  one  of  the  parties  should  have  copied  under  Rule  109 
in  a  prior  interference  if  they  wanted  to  contest  the  same,  Held  that  the 
subject-matter  for  consideration  is  not  properly  presented  under  the  head 
of  irregularity  in  declaration. 

2.  Same — Same — Non-Patentabiutt  and  Lack  of  Right  to  Make  Claims. 

Objection  that  a  second  interference  should  not  have  been  declared  upon 
claims  which  one  of  the  parties  could  have  made  under  Rule  109  in  a  prior 
interference  may  be  raised  by  a  motion  for  dissolution  based  on  the  grounds 
designated  in  Rule  122  as  non-patentability  and  lack  of  right  to  make 
claims. 

3.  Same — Same — Tbansmission. 

Where  matter  Is  set  forth  in  a  motion  for  dissolution  as  a  basis  for  one 
ground  thereof  which  should  only  be  considered  in  connection  with  another 
and  different  ground.  Held  that  the  motion  is  not  in  proper  form  and  should 
not  be  transmitted. 

4.  Same — Dissolution — Subsequent  Rejection  ob  Modification  of  Claims. 

Where  both  parties  to  an  interference  have  the  same  claims  in  their 
applications*  Held  that  the  interference  should  not  be  permanently  dis- 
solved except  upon  some  ground  which  will  form  a  basis  for  rejection  or 
for  requiring  modification  of  the  claims  in  the  application  of  one  of  the 
parties. 
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Appeal  on  Motion. 


AIB-BBAKE  GONTBOLLEB. 


Mr.  Albert  G.  Davis  for  Corey.    {Mr.  Arthur  A.  Btick  of  counsel.) 
Mr.  Charles  E.  Smith  for  Ei^man  and  Misar. 

AxLEN,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Interferences 
refusing  to  transmit  to  the  Primary  Examiner  as  to  the  ground  of 
irregularity  in  declaration  the  motion  of  Corey  for  dissolution  of  the 
interference. 

In  the  motion  the  irregularity  is  stated  to  consist  in  the  action  of 
the  Primary  Examiner  in  declaring  a  second  interference  on  claims 
which  Eiseman  and  Misar  should  have  copied  under  Rule  109  in  a 
prior  interference  if  they  wanted  to  contest  the  same.  This  is  clearly 
not  proper  subject-matter  for  consideration  under  the  head  of  irregu- 
larity in  declaration.  It  has  been  the  practice  in  connection  with 
the  grounds  for  dissolution  provided  by  Rule  122  to  regard  irregu- 
larity in  declaration  and  interference  in  fact  as  confined  to  matters 
which  may  be  reviewed  by  the  Commissioner  on  direct  appeal  and  to 
confine  consideration  of  matters  involving  the  merits  of  a  party's 
case,  which  when  appealable  go  to  the  Examiners-in-Chief  in  the 
first  instance,  to  motions  based  on  the  grounds  of  patentability  or  the 
right  of  a  party  to  make  claims.  No  reason  is  seen  for  departing 
from  that  practice  here,  and  to  do  so  would  lead  to  confusion  in 
regard  to  appeals. 

Since  both  parties  have  the  claims  in  their  applications  and  since 
this  interference  should  not  be.  permanently  dissolved  except  upon 
some  ground  which  will  form  a  basis  for  rejection  or  for  requiring 
modification  of  the  claims  in  the  application  of  one  of  the  parties,  it 
is  clear  that  the  determination  sought  by  Corey  upon  his  motion  is 
entirely  one  upon  the  merits  of  his  opponent's  application.  The 
grounds  of  dissolution  designated  in  Rule  122  as  non-patentability 
and  lack  of  right  to  make  claims  afford  ample  opportunity  to  raise 
and  have  considered  all  the  matters  which  he  has  set  forth  under  the 
head  of  irregularity  in  declaration. 

The  decision  of  the  Examiner  of  Interferences  was  not,  as  is 
alleged  by  Corey,  one  upon  the  merits  of  the  motion.  Where  matter 
is  set  forth  in  a  motion  for  dissolution  as  a  basis  for  one  ground 
thereof  which  should  only  be  considered  in  connection  with  another 
and  different  ground,  the  motion  is  not  in  proper  form  and  should 
not  be  transmitted. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed. 
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Ex   PARTE   EeEVE   and   NoYES. 
Decided  March  31,  1906, 
022  O.  G.,  2063.) 

Dbawings — Tbansfeb  from  One  Application  to  Another. 

A  request  that  Rule  173  be  changed  to  permit  transfer  generally  of 
drawings  from  one  application  to  another  cannot  be  granted,  as  it  is  neces- 
sary to  preserve  the  various  parts  of  complete  applications  as  records  of 
the  case  in  which  they  are  originally  filed. 

On  Petition. 

power-generating  apparatus. 

Messrs.  Bentley  cfe  Pierson  for  applicants. 

Allen,  Commissioner: 

This  is  a  petition  that  the  drawings  of  a  forfeited  application  be 
transferred  to  and  made  part  of  application  papers  which  have  been 
filed  by  the  same  parties  since  the  forfeiture  of  the  prior  case. 

The  proposed  application  is  stated  by  the  applicants  to  set  forth 
the  same  invention  as  the  prior  application,  together  with  certain 
improvements  thereon.  It  is  therefore  not  a  renewal  application,  and 
Rule  176,  authorizing  the  use  of  original  drawings  in  renewal  cases, 
does  not  apply.  On  the  other  hand,  Rule  173  provides  that  when  a 
new  application  is  filed  in  place  of  an  abandoned  or  rejected  appli- 
cation a  new  drawing  will  be  required.  This  rule  is  based  upon 
good  reasons,  and  those  reasons  extend  to  the  present  case. 

The  petitioner  requests  that  the  rules  be  changed  to  permit  trans- 
fer generally  of  drawings  from  one  application  to  another.  He 
bases  this  request  principally  on  the  convenience  to  applicants  which 
would  result  from  the  change  and  upon  an  alleged  absence  of  rea- 
sons why  such  transfers  should  not  be  permitted.  In  ex  parte  Farn- 
ham  (C.  D.,  1906,  62;  114  O.  G.,  2090)  it  was  pointed  out  that  the 
preservation  of  the  various  parts  of  complete  applications  as  records 
of  the  cases  in  which  they  are  originally  filed  is  the  settled  policy 
of  the  OflSce.  It  is  not  easy  to  foresee  all  the  diflSculties,  which  it  is 
often  safe  to  assume  will  follow,  in  a  system  as  complex  as  that  in 
this  OflSce  necessarily  is  upon  relaxing  a  practice  presumably  founded 
upon  experience  and  tested  by  years  thereof. 

The  following  reasons  are  seen,  however,  for  the  practice  of  keep- 
ing drawings  as  parts  of  the  applications  with  which  they  are  filed, 
and  these  reasons  are  believed  to  be  suflScient  to  justify  the  Office  in 
adhering  to  that  practice.  The  original  drawings  of  applications, 
abandoned  and  otherwise,  are  needed  from  time  to  time  to  prepare 
copies  ordered  for  use  outside  of  the  Office.  If  these  drawings  were 
transferred  from  their  original  cases,  the  present  search  for  the 
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original  case  would  be  extended  and  the  added  labor  imposed  upon 
the  Office  of  tracing  the  desired  drawings  on  a  journey  to  other  cases, 
and  perhaps  through  many  other  cases.  In  reproducing  or  furnish- 
ing copies  of  transferred  drawings  which  had  become  parts  of  pat- 
ents the  Office  would  be  embarrassed  by  the  data  of  the  patent  which 
would  appear  upon  the  drawing.  In  transfers  from  pending  cases, 
also  suggested  by  this  petition,  controversies  regarding  the  necessity 
of  retaining  a  drawing  in  an  application  from  which  an  applicant 
wished  to  remove  the  same  would  be  added  to  the  already  sufficient 
labors  of  this  Office.  In  transfers  from  forfeited  cases  the  situation 
would  be  complicated  by  requests  for  renewal  and  return  of  trans- 
ferred drawings  to  the  forfeited  applications  for  that  purpose.  In 
any  case  of  transferred  drawings  copies  would  be  required  for  the 
original  file  and  the  labors  of  comparison  and  of  insisting  upon 
sufficiently  clear  and  permanent  copies  would  also  be  imposed  upon 
the  Office.  It  is  not  considered  necessary  to  point  out  further  what 
difficulties  might  attend  such  a  change  in  the  Rules  of  Practice  in 
order  to  show  that  it  is  not  advisable. 
The  petition  is  denied. 


Griffith  v.  Dodgson. 

Decided  April  10,  1906. 

(122  O.  G.,  2064.) 

Motion  for  Dissolution — ^Transmission. 

Where  a  motion  for  dissolution  is  based  on  the  grounds  that  the  issue  is 
not  patentable  to  one  of  the  parties  because  it  has  already  been  patented  to 
him  and  that  the  issue  is  not  patentable  over  the  prior  art  and  it  is  con- 
tended that  the  motion  should  not  be  transmitted  because  a  decision  might 
cast  a  cloud  on  the  party's  prior  patent.  Held  that  the  reason  is  not  suffi- 
cient and  the  motion  should  be  transmitted. 

Appeal  on  Motion. 

ELECTRIC  SIGNAL  APPARATUS. 

Mr,  Harry  V.  N.  Philip  and  Mr.  D.  P.  Wolhaupter  for  Griffith. 
Messrs.  Osgood  <&  Davis  for  Dodgson. 

Allen,  Commiss^ioner: 

This  case  is  before  me  upon  appeals  by  Griffith  from  decisions  of 
the  Examiner  of  Interferences  transmitting  to  the  Primary  Exam- 
iner Dodgson's  motion  for  dissolution  of  the  interference. 

Griffith  points  out  that  the  motion  is  based  on  the  grounds  (1) 
that  the  issue  is  not  patentable  to  Griffith  here  because  it  has  already 
been  patented  by  him  and  (2)  that  the  issue  is  not  patentable  over  the 
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prior  art,  as  shown  by  the  patents  of  others.  He  contends  that  it 
should  not  be  transmitted,  because  a  decision  on  both  grounds  might 
cast  a  cloud  on  Griffith's  prior  patent.  The  reason  is  not  sufficient. 
Dodgson  has  a  right  to  contest  the  patentability  of  the  issue  to  Grif- 
fith by  motion  for  dissolution,  either  on  the  ground  of  indivisibility 
of  invention  between  the  issue  and  the  claims  of  Griffith's  patent  or 
on  the  ground  of  anticipation  of  the  issue  by  the  patents  to  others. 
It  is  not  apparent  how  he  can  lose  the  right  to  urge  either  of  these 
grounds  by  presenting  both.  The  fact  that  a  cloud  may  be  cast  upon 
a  patent  is  inconsequential  in  this  case.  Action  should  not  be  taken 
by  the  Office  without  sufficient  reason  where  an  adverse  determina- 
tion upon  the  merits  of  a  patent  may  result ;  but  where  reasons  for 
action  exist  the  Office  is  not  to  be  deterred  therefrom  because,  as  an 
incident  thereto,  a  cloud  may  be  cast  upon  a  patent.  The  usual  rea- 
sons for  entertaining  motions  to  dissolve  justify  transmission  and 
consideration  of  the  present  motion  upon  each  of  the  grounds  in 
question. 

The  decisions  of  the  Examiner  of  Interferences  are  affirmed. 


Ex  PARTE  SaSSIN. 

Decided  April  10,  1906. 

(122  O.  G..  2064.) 

1.  Application — ^Date  of  Completing. 

Where  the  preparation,  execution,  and  filing  of  an  application  by  an  at- 
torney were  authorized  by  a  power  filed  with  the  original  papers  and  sub- 
sequently to  the  filing  of  the  original  papers  new  papers  were  filed  dupli- 
cating the  original  papers,  except  that  they  were  executed  by  the  inventor, 
and  the  case  was  thereupon  given  number  and  date  as  a  complete  applica- 
tion. Held  that  a  request  that  the  earlier  date  be  given  as  the  filing  date  of 
the  application  in  order  to  avoid  the  bar  of  a  foreign  patent  cannot  be 
granted. 

2.  Same — Delay  in  Filing  After  Application  fob  Patent  in  Otheb  Coun- 

tries. 
The  period  of  one  year  after  filing  applications  in  other  countries  which 
Is  allowed  by  statute  for  filing  applications  in  this  country  would  seem  to 
be  sufllcient  for  the  preparation  and  deposit  of  an  application  here  in  the 
form  required  by  the  rules.  Held  that  where  parties  fall  to  meet  the  plain 
requirements  of  the  rules  In  the  ample  time  allowed  that  the  Office,  had  it 
the  power  to  do  so.  should  not  relax  the  requirements  of  established  prac- 
tice in  order  to  save  the  parties  from  the  consequences  of  their  delay. 

On  Petition. 

cane-mill. 

Messrs.  Goepel  cfe  Goepel  and  Mr,  F.  C.  Somes  for  the  applicant. 
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Allen,  Commissioner: 

This  is  a  petition  that  the  application  be  given  filing  date  as  a 
complete  application  upon  the  day  when  the  various  parts  thereof 
were  filed  by  the  attorney  unsigned  by  the  applicant. 

It  appears  that  the  applicant  resides  abroad.  The  preparation, 
execution,  and  filing  of  the  application  by  the  attorney  were  author- 
ized by  a  power  filed  with  the  original  papers.  Subsequently  to  the 
filing  of  the  original  papers  new  papers  were  filed  duplicating  the 
original  papers,  except  that  they  were  executed  by  the  inventor.  The 
case  was  thereupon  given  number  and  date  as  a  complete  application. 
The  earlier  date  is  now  requested  as  the  filing  date  of  the  application 
in  order  to  avoid  the  bar  of  a  foreign  patent,  which  has  issued  upon 
an  application  filed  by  the  inventor  more  than  a  year  prior  to  the 
filing  of  the  later  set  of  papers. 

Rule  30  provides  that  applications  for  Letters  Patent  must  be 
signed  by  the  inventor,  if  alive,  and,  further,  that  a  complete  applica- 
tion comprises,  among  other  things,  a  petition,  specification,  and  oath. 
Rule  33  provides  that  the  petition  must  be  signed  by  the  applicant  and 
Rule  40  that  the  specification  must  be  signed  by  the  inventor,  if  living. 
Rule  46  provides  that  the  oath  must  be  made  by  the  inventor.  I  am 
of  the  opinion  that  no  application  can  be  regarded  as  complete,  in 
view  of  these  rules,  until  proper  papers  are  filed,  signed,  and  executed 
by  the  inventor  or  by  his  representative  if  he  is  dead.  A  fuller  dis- 
cussion of  the  question  is  given  in  the  case  of  in  re  Tropenas  (C.  D., 
1900,  14;  90  O.  G.,  749)  and  the  same  conclusion  deduced. 

The  period  of  one  year  after  filing  applications  in  other  countries 
which  is  allowed  by  statute  for  filing  applications  in  this  country 
would  seem  to  be  sufficient  for  the  preparation  and  deposit  of  an  ap- 
plication here  in  the  form  required  by  the  rules.  Where  parties  fail 
to  meet  the  plain  requirements  of  the  rules  in  the  ample  time  allowed, 
it  does  not  seem  that  the  Office,  had  it  the  power  to  do  so,  should 
relax  the  sound  requirements  of  established  practice  in  order  to  save 
the  parties  from  the  consequences  of  their  delay. 

The  petition  is  denied. 


Ex  PARTE  ClUNIES. 
Decided  January  13,  1906, 

(122  O.  O.,  2389.) 
Patentability. 

Where  tbe  general  arrangement  of  the  flues  in  a  stove  as  defined  In  the 
claims  is  shown  in  one  patent  and  the  specific  form  and  location  of  hori- 
zontal flues  are  shown  in  other  patents,  Held  that  the  claims  are  without 
Invention. 
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Appeal  from  Examiners-in-Chief. 

HEATING-STOVE. 

Messrs.  Church  <&  Church  and  Mr.  Frederick  F.  Church  for  the 
appellant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  af- 
firming the  action  of  the  Primary  Examiner  rejecting  the  following 
claims : 

1.  In  a  heating-stove,  the  combination  with  the  flre-pot,  combustion-chamber 
and  ash-pit,  of  a  vertically-extending  discharge-flue  at  the  rear  of  the  stove,  a 
diving-flue  also  at  the  rear  of  the  stove  at  one  side  of  the  discharge-flue  and  in 
contact  with  the  latter,  said  diving-flue  communicating  at  its  upper  end  with 
the  combustion-chamber,  and  two  horizontal  flues  arranged  In  the  stove-base  at 
the  side  of  the  ash-pit  but  not  extending  directly  beneath  it,  said  horizontal  flues 
commanicatlng  at  their  forward  ends  and  one  connected  at  its  rear  end  with  the 
discharge-flue  and  the  other  at  its  rear  end  only  with  the  diving-flue. 

2.  In  a  heating-stove,  the  combination  with  the  fire-pot,  combustion-chamber' 
and  ash-pit,  of  a  vertically-extending  discharge-flue  at  the  rear  of  the  stove,  open- 
ing at  its  upper  end  into  the  smoke-pipe,  two  diving-flues  open  at  their  upper 
ends  into  the  combustion-chamber  and  arranged  with  their  walls  in  contact  with 
the  sides  of  the  discharge-flue,  and  horizontal  return-flues  arranged  at  the  sides 
of  the  ash-pit  but  not  beneath  the  latter  and  communicating  at  their  rear  ends 
only  with  the  respective  diving-flues  and  with  the  discharge-flue. 

3.  In  a  heating-stove,  the  combination  with  the  ash-pit  fire-pot  and  com- 
bustion-chaml)er,  of  a  vertically-extending  discharge-flue  at  the  rear,  opening 
at  its  upper  end  Into  the  smoke-pipe,  two  diving-flues  opening  at  their  upper 
ends  into  the  combustion-chamber  and  arranged  on  opposite  sides  of  the  dis- 
charge-flue, the  walls  of  said  diving-flues  also  forming  the  walls  of  the  dis- 
charge-flue, and  the  independent  return-flues  In  the  stove-base  at  the  sides  of 
the  ash-pit  formed  In  part  by  the  outer  walls  of  the  former  and  communicating 
at  the  rear  only  with  the  lower  ends  of  the  diving-flues,  thence  extending  to- 
ward the  front  of  the  stove-base,  thence  to  the  rear  and  discharging  into  the 
lower  end  of  the  discharge-flue. 

4.  In  a  heating-stove,  the  combination  with  the  flre-pot  and  combustion- 
chamber,  of  a  vertically-arranged  discharge-flue  at  the  rear  connecting  at  Its 
upper  end  with  the  smoke-pipe,  the  diving-flues  arranged  on  opposite  sides  of 
the  discharge-flue  and  in  contact  therewith  to  heat  the  same,  upper  and  lower 
horizontal  flues  in  the  sides  of  the  stove-base  and  at  the  sides  of  the  ash-pit 
but  not  beneath  It,  the  walls  thereof  being  formed  in  part  by  the  outer  walls 
oT  the  base,  an  upper  and  lower  flue  communicating  at  the  forward  ends,  the 
rear  end  of  the  upper  flues  communicating  only  with  the  lower  ends  of  the  rear 
diving-flues  and  the  rear  ends  of  the  lower  flues  communicating  with  the  central 
discharge-flue. 

5.  In  a  heating-stove,  the  combination  with  the  flre-pot  and  combustion- 
chamber,  of  the  vertical  discharge-flue  at  the  rear,  and  the  diving-flues  on  op- 
posite sides  thereof,  of  the  stove-base  embodying  the  central  ash-pit  and  hollow 
at  the  sides  thereof  and  the  partitions  in  each  of  said  hollow  sides  dividing 
them  into  two  flues  communicating  at  the  rear  only  with  a  diving-flue  and  the 
other  with  the  discharge-flue. 
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6.  In  a  heating-stove,  the  combination  with  the  fire-pot  and  combustion- 
chamber,  of  the  vertical  discharge-flue  at  the  rear,  the  diving-flues  at  each 
side  thereof  and  in  contact  therewith  extending  to  the  stove-base  beneath  the 
fire-pot,  the  base  having  the  hollow  sides  and  the  ash-pit  between  them  and  a 
partltlon-plate  in  each  of  the  hollow  sides  of  the  base  forming  two  horizontal 
flues  connected  at  their  forward  ends  and  at  their  rear  ends  connected 
respectively  with  the  diving  and  discharge  flues. 

7.  In  a  heating-stove,  the  combination  with  the  fire-pot  and  combustion-cham- 
ber, of  the  rear  flue-section  and  the  vertical  flue-strips  or  partitions  dividing  It 
Into  a  central  discharge-flue  and  two  diving  flues,  the  stove-base  having  the 
central  ash-pit  and  hollow  at  the  sides  and  rear,  of  said  ash-pit  only,  the  hori- 
zontal partitions  or  flue-strips  in  the  hollow  sides,  shorter  than  said  hollow 
sides  and  connecting  at  the  rear  with  the  vertical  flue-strips  thereby  forming 
two  horizontal  flues  in  sides  of  the  base,  the  lower  ones  communicating  with  the 
central  vertical  flue  and  the  upper  ones  with  the  dlvlng-flues. 

8.  In  a  heating-stove,  the  combination  with  the  flre-pot  and  combustion-cham- 
ber, the  discharge  and  two  diving  flues  at  the  rear  of  the  stove,  of  the  hollow 
stove-base  consisting  of  the  upper  section  or  casting  embodying  the  side,  the 
lower  and  rear  walls  of  the  ash-pit  and  the  depending  outer  walls,  and  the 
bottom  section  or  casting  cooperating  with  the  lower  outer  walls  of  the  ash-pit 
and  with  the  outer  depending  walls  of  the  upper  section  and  the  flue-strips  or 
partitions  between  the  sections  forming  two  horizontal  flues  on  each  side  of  the 
ash-pit. 

9.  In  a  heating-stove,  the  combination  with  the  flre-pot,  combustion-chamber 
and  ash-pit,  of  a  centrally-arranged  vertical  discharge-flue  at  the  rear  of  the 
stove  having  an  opening  into  the  combustion-chamber,  a  damper  for  closing  it 
two  diving-flues  one  arranged  on  each  side  of  the  discharge-flue  and  In  contact 
therewith  and  opening  Into  the  combustion-chamber  at  their  upper  ends,  a  pair 
of  horizontal  flues  arranged  ifi  the  stove-base  on  each  side  of  the  ash-pit  but  not 
extending  below  the  lower  wall  of  the  latter,  the  members  of  each  pair  being 
connected  at  their  forward  ends,  one  of  each  pair  of  said  horizontal  flues  con- 
necting at  its  rear  end  only  with  the  discharge-flue  and  the  others  connected  at 
their  rear  ends  with  the  lower  ends  of  the  diving-flues  whereby  when  the  damper 
is  open,  the  entire  products  of  combustion  will  pass  down  the  diving-flues,  for- 
wardly  at  the  sides  of  the  ash-pit  and  thence  to  the  discharge-flue. 

10.  In  a  heating-stove,  the  combination  with  the  fire-pot,  combustion-chamber 
and  ash-pit,  of  three  vertical  flues  arranged  in  the  base  on  opposite  sides  of  the 
ash-pit  but  not  beneath  the  latter,  and  extending  from  rear  to  front  and  again  to 
the  rear  of  the  stove,  said  horizontal  flues  Connecting  at  their  rear  ends  only 
with  the  vertical  flues,  whereby  the  products  will  pass  downward  from  the  com- 
bustion-chamber to  and  through  the  stove-base  at  both  sides  of  the  ash-pit,  and 
thence  upward  to  the  smoke-pipe. 

11.  A  heating-stove  having  a  combustion-chamber  and  a  flre-pot,  the  outer 
wall  of  which  is  exposed  at  the  sides  In  combination  with  a  base  having  the 
ash-pit,  the  two  horizontal  flues  therein  arranged  at  each  side  of  the  ash-pit 
but  not  extending  beneath  It,  said  flues  communicating  at  their  forward  ends,  two 
diving-flues  arranged  at  the  rear  of  the  stove,  through  which  all  the  products 
of  combustion  pass  and  each  communicating  at  Its  upper  end  with  the  com- 
bustion-chamber and  at  its  lower  end  with  one  of  the  horizontal  flues,  and  a 
vertical  discharge-flue  communicating  at  Its  lower  end  with  the  horizontal  flues 
on  opposite  sides. 

12.  A  heating-stove  having  a  combustion-chamber  and  a  flre-pot,  the  outer 
wall  of  which  Is  exposed  at  the  sides.  In  combination  with  a  base  having  the 
ash-pit,  two  horizontal  flues  arranged  in  the  base  below  the  fire-pot  and  at  the 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONEB   OF  PATENTS.  209 

side  of  the  ash-pit  but  not  extending  beneath  the  latter,  said  flues  communicat- 
ing at  their  forward  ends,  a  diving-flue  leading  from  the  combustion-chamber 
to  the  rear  end  only  of  one  horizontal  flue  leading  from  the  rear  end  of  the 
other  horizontal  flue. 

The  references  are  Martino,  September  6,  1859,  No.  25,365 ;  Rand, 
August  14,  1866,  No.  57,187;  Williams,  September  28,  1869,  No. 
95,399;  Varney,  March  6,  1877,  No.  188,211;  Richardson,  February 
13,  1883,  No.  272,326;  Hynes,  September  23,  1884,  No.  305,691; 
Magee,  November  23,  1886,  No.  353,033,  and  Stasch,  January  17, 
1893,  No.  489,994. 

The  alleged  invention  to  which  the  claims  are  drawn  consists  of 
an  arrangement  of  flues  in  a  stove.  Some  of  the  claims  also  include 
details  in  the  form  and  arrangement  of  plates.  The  flues  defined 
in  the  claims  are  believed  to  be  without  invention  in  view  of  the  gen- 
eral arrangement  of  flues  in  a  stove  shown  by  Patent  No.  353,033, 
Magee,  and  in  view  of  the  specific  form  and  location  of  horizontal 
flues  shown  by  Patents  No.  188,211,  Varney;  No.  305,691,  Hynes; 
No.  95,399,  Williams,  and  No.  272,326,  Richardson.  The  plate  con- 
struction included  in  the  claims  is  believed  to  involve  nothing  more 
than  mechanical  skill  in  the  design  of  stoves. 

The  decision  of  the  Examiners-in-Chief  affirming  the  rejection  of 
the  claims  is  a^rmed. 

Larkin  v.  Richardson. 

Decided  March  H,  1906. 

(122  O.  G..  2390.) 

1.  INTEBTKRENC*— Originality— Evidence. 

Upon  tbe  question  of  originality  of  invention  the  surrounding  drcnm- 
stances  and  tbe  conduct  of  tbe  parties  at  tbe  time  are  more  convincing  as 
evidence  tban  specific  claims  made  by  tbem  long  afterward,  and  it  is  es- 
sential in  weighing  tbe  specific  testimony  to  have  in  mind  the  relations  of 
tbe  parties  to  each  other  and  to  tbe  principal  facts  proved  or  admitted  in  the 
development  of  the  interference. 

2.  Same — Same — Same — Presumptive. 

When  tbe  employer  instructed  tbe  employee  to  stamp  the  article  "  Patent 
applied  for,"  which  be  did  without  protest,  Held  that  it  was  then.  If  at  all, 
ttiat  tlie  employee  would  naturally  be  expected  to  assert  his  claim  of  Inven- 
tion, and  his  failure  to  do  so  raises  a  strong  presumption  that  tbe  employer 
was  tbe  real  inventor  and  ttiat  the  present  claim  of  the  employee  is  a  mere 
afterthought 

3.  Same— Samk— Employee  Sugqestino  the  General  Plan  is  the  Inventor. 

Where  R.  suggested  the  main  and  predomihating  structural  features  of 
the  invention  and  all  that  remained  to  be  supplied  were  tbe  details  of  the 
fastening  means.  Held  that  these  details,  if  they  called  for  anything  more 
than  ttie  skill  of  the  mectianic,  are  clearly  merely  ancillary  features,  brought 
about  by  the  suggestion  of  the  general  plan  or  main  structural  features, 
and  even  In  the  absence  of  specific  proof  that  they  were  suggested  by  R. 
they  are  to  be  regarded  as  his  invention. 

H.  Doc.  641,  69-2 15 
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4.  Same — Same — Pbbsumption  in  Favob  of  Inventor  of  Broad  Idea. 

Where  the  evidence  Is  silent  as  to  who  suggested  the  specific  details,  the 
presumption  is  that  the  inventor  of  the  broad  idea  also  suggested  the  details. 

Appeal  from  Examiners-jn-Chief. 

STORAGE  AND  DISPLAY  RECEPTACLE. 

Messrs.  Munday^  Evarts  &  Adcock  for  Larkin. 
Messrs.  Ofjield^  Towle  <&  Linthicum  for  Richardson. 

Allen,  Commissioner: 

This  is  an  appeal  by  Richardson  from  the  decision  of  the  Ex- 
aminers-in-Chief  adjudging  Larkin  to  be  the  prior  inventor  of  the 
subject-matter  of  this  interference.  The  Examiner  of  Interferences 
gave  judgment  in  favor  of  Richardson. 

The  issue  is  as  follows : 

1.  A  receptacle  of  the  class  described,  consisting  of  a  sheet-metal  can  having 
a  cover,  and  its  front  wall  provided  with  oblong  panel-lilce  openings,  the  margins 
of  the  sheet  metal  surrounding  said  panel-openings  being  inturned,  and  sheets 
of  material  removably  secured  behind  said  openings,  the  upper  sheet  constituting 
ix  name-plate  and  the  lower  being  transparent  to  display  the  contents  in  the  bot- 
tom of  said  receptacle  and  held  against  the  inturned  margin  of  the  metal  sur- 
rounding the  lower  panel,  substantially  as  described. 

2.  A  receptacle  of  the  class  described,  comprising  a  sheet-metal  can  having  its 
front  plate  or  side  provided  with  two  oblong  panel-openings  of  substantially 
equal  size  and  extending  substantially  across  the  front  of  the  can,  a  name-plate 
fitted  behind  the  upper  panel-opening,  the  margins  of  the  sheet  along  the  lower 
panel-opening  being  inturned  to  provide  a  narrow  ledge  or  bearing,  and  a  sheet 
of  glass  removably  secured  behind  the  lower  panel-opening  in  contact  with  said 
ledge,  substantially  as  described. 

3.  A  sheet-metal  display  can  or  box,  comprising  in  combination  a  l)ody  having 
three  sheet-metal  sides,  furnished  at  their  upper  ends  with  hollow,  triangular 
strengthening  bars  or  braces,  and  provided  with  a  hollow  triangular  strengthen- 
ing bar  or  brace  at  its  front,  and  a  sheet-metal  front  plate  having  an  upper  or 
sign  opening  therein,  and  provided  with  sheet-metal  guides  having  horizontal 
and  upright  fianges  soldered  to  said  front  plate  to  form  a  pocket  thereon  to 
receive  a  removable  sign-plate,  said  front  strengthening-bar  and  said  front  plate 
forming  a  slot  between  them  for  removal  and  insertion  of  th^  sign-plate,  sub- 
stantially as  specified. 

4.  A  sheet-metal  display  can  or  box,  comprising  in  combination  a  bottom,  a 
body,  and  a  hinged  cover,  the  front  of  the  body  having  two  openings  therein, 
two  removable  plates  for  closing  said  openings,  fixed  guides  for  holding  one  of 
said  plates  in  place,  and  fastening  means  for  holding  the  other  removable  plate 
in  place,  substantially  as  specified. 

5.  A  sheet-metal  display  can  or  box  having  a  bottom,  a  body  a6d  a  cover,  the 
sheet-metal  front  of  said  body  having  two  openings  therein,  two  removable 
plates  for  closing  said  openings,  guides  for  holding  one  of  said  plates  in  place, 
and  a  turn-button  guide  for  holding  the  other  plate  in  place,  substantially  as 
specified. 

6.  A  sheet-metal  display  can  or  box  having  a  bottom,  a  body  and  a  cover,  the 
jsheet-metal  Sroiki  of  said  body  having  two  openings  therein,  two  i:emovable 
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plates  for  closing  said  openings,  guides  for  holding  one  of  said  plates  in  place,  a 
turn-button  guide  for  holding  the  other  plate  In  place,  said  turn-button  guide 
being  mounted  on  one  of  the  guides  for  said  first-mentioned  plate,  substantially 
as  specified. 

One  and  the  same  physical  embodiment  of  the  invention  is  claimed 
by  each  party  as  his  reduction  to  practice,  and  there  is  in  the  case  no 
question  of  dates  to  be  detenpined.  Each  party  claims  to  have  origi- 
nated the  ideas  which  were  embodied  in  the  can  actually  built,  and 
therefore  the  case  turns  upon  the  question  which  of  the  two  suggested 
the  improvements  embodied  in  the  device. 

Upon  a  question  of  originality  of  invention  as  here  presented  the 
surrounding  circumstances  and  the  conduct  of  the  parties  at  the 
time  are  more  convincing  as  evidence  than  specific  claims  made  by 
them  long  afterward.  It  is  therefore  essential  in  weighing  the 
specific  testimony  to  have  in  mind  the  relations  of  the  parties  to  each 
other  and  to  the  principal  facts  proved  or  admitted  in  the  develop- 
ment of  the  invention. 

The  real  parties  in  interest  here  are  The  American  Can  Company, 
assignee  of  Larkin,  and  The  National  Biscuit  Company,  assignee  of 
Richardson.  Larkin  is  a  workman  employed  by  the  American  Can 
Company,  and  Richardson  is  manager  of  the  advertising  department 
of  the  National  Biscuit  Company.  It  appears  that  early  in  1902  the 
National  Biscuit  Company,  and  particularly  Richardson  acting  for 
them,  was  seeking  to  devise  a  new  style  of  can  to  hold  the  products  of 
the  company.  The  old  can  had  a  single  large  opening  in  the  front  in 
which  a  glass  plate  was  removably  fitted,  so  that  the  contents  could 
be  seen.  Above  the  opening  the  name  of  the  company  was  embossed. 
Richardson  had  his  draftsman,  Fraser,  make  drawings  of  proposed 
modifications,  and  it  clearly  appears  that  he  told  Fraser  he  wished 
to  have  two  openings  substituted  for  the  old  single  oi>ening.  The 
upper  one  was  to  receive  a  removable  name-plate  and  the  lower  one 
was  to  receive  the  glass  plate.  Fraser  made  the  drawings  under 
Richardson's  directions,  and  when  they  were  completed  Richardson 
instructed  him  to  see  the  purchasing  department  about  having  samples 
made.  Fraser  did  so  and,  with  Barnard  of  the  purchasing  depart- 
ment, proceeded  to  the  American  Can  Company  and  had  an  interview 
with  Wells,  who  was  western  sales  agent  of  the  American  Can  Com- 
pany. The  drawings  were-  shown  to  Wells  and  left  with  him,  and 
it  is  said  that  Fraser  made  explanations  as  to  what  was  desired. 
Wells  interviewed  the  present  claimant,  Larkin,  and  told  him  what 
was  wanted.    Larkin  refers  to  Wells  in  his  testimony,  saying: 

It  was  he  that  first  suggested  it  to  me  that  they  (the  National  Biscuit  Ck>m- 
pany)  wanted  to  change  their  general  style  of  can.     (X-Q.  40.) 

Larkin  then  had  the  workman,  Branninger,  make  some  sample  cans 
intended  to  meet  the  wishes  of  the  National  Biscuit  Company,  and 


Digitized  by  VjOOQ IC 


212  DECISIONS   OP   THE   COMMISSIONEK  OP   PATENTS. 

those  samples  were  forwarded  to  the  National  Biscuit  Company  in 
June  or  July,  1902.  They  included  several  different  styles;  but 
among  them  was  "Richardson  Original  Can,"  which  embodies  the 
two  openings  and  which  was  the  construction  upon  which  both  appli- 
cations here  involved  were  drawn.  It  constitutes  the  invention  which 
both  parties  are  now  claiming. 

At  a  meeting  of  the  officers  of  the  National  Biscuit  Company  in 
August,  1902,  "  Richardson  Original  Can  "  was  adopted  as  the  one  to 
be  used,  and  they  were  thereafter  ordered  and  made  by  the  American 
Can  Company,  in  large  quantities.  On  November  1, 1902,  Richardson 
filed  his  application  here  involved,  and  on  March  30,  1903,  the 
American  Can  Company  was  instructed  to  stamp  the  cans  "  Patent 
applied  for,"  and  they  did  so  without  protest.  Larkin's  application 
was  not  filed  until  January  14, 1904,  nearly  a  year  after  his  company 
had  stamped  the  cans  "  Patent  applied  for  "  at  the  request  of  the 
National  Biscuit  Company. 

These  circumstances  raise  a  very  strong  presumption  that  Richard- 
son was  the  real  inventor  and  that  Larkin's  present  claim  is  a  mere 
afterthought,  brought  about  by  some  disagreement  between  the 
American  Can  Company  and  the  National  Biscuit  Company.  The 
presumption  is  such  that  it  can  be  overcome  only  by  clear  and  con- 
vincing proof. 

On  behalf  of  Larkin  it  is  sought  to  overcome  the  force  of  these  sur- 
rounding circumstances  by  the  argument  that  the  invention  here  in 
controversy  is  specific  and  is  not  broadly  for  a  two-opening  can  with 
removable  plates.  It  is  urged  that  there  is  no  evidence  of  a  dis- 
closure to  Larkin,  direct  or  indirect,  of  the  particular  construction 
embodied  in  the  can  and  that  there  is  no  evidence  that  Richardson 
had  any  conception  of  that  specific  mechanism.  It  is  contended  that 
Richardson's  idea  related  entirely  to  the  appearance  of  the  can,  in 
which  the  name-space  and  transparent  opening  were  to  occupy  about 
the  same  space  upon  the  front  of  the  can  and  that  the  American  Can 
Company  was  to  devise  the  proper  mechanical  construction  to  pro- 
duce this  result.  It  is  said  that  the  American  Can  Company  did 
produce  sixteen  different  samples,  many  of  which  did  not  embody 
this  invention,  and  it  is  argued  that  this  shows  that  the  company  was 
not  merely  producing  a  device  embodying  this  invention  upon  the 
order  of  Richardson. 

The  marking  of  the  cans  "  Patent  applied  for  "  is  sought  to  be  ex- 
plained by  calling  attention  to  a  patent  granted  to  one  Smith  on  June 
16,  1903,  (Evans,  X-Q.  8,)  on  an  application  filed  January  8,  1903. 
It  does  not  appear,  however,  that  the  American  Can  Company  knew  of 
Smith's  application  at  the  time  that  they  marked  the  cans,  and  there- 
fore the  actual  existence  of  that  application  is  no  explanation  of 
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their  silence  when  requested  to  mark  their  supposed  invention  "  Pat- 
ent applied  for."  It  was  then,  if  at  all,  that  it  would  naturally  be 
expected  that  they  would  assert  their  claim.  It  does  not  appear  that 
the  marking  of  the  cans  was  changed  when  Smith's  patent  issued  in 
June,  1903,  and  therefore  they  must  have  known  then  that  Smith's 
invention  was  not  that  to  which  the  marking  referred. 

The  argument  that  the  issues  contain  specific  limitations  and  that 
there  is  no  proof  of  disclosure  by  Richardson  of  those  specific  fea- 
tures at  first  sight  seems  to  have  force,  and  it  was  in  view  thereof  that 
the  Examiners-in-Chief  decided  in  favor  of  Larkin. 

It  is  true  that  neither  Richardson  nor  his  witnesses  describe  in 
detail  the  features  of  construction  embodied  in  the  counts  of  the 
issue,  although  they  say  that  "  Richardson  Original  Can  "  embodies 
them.  The  witness  Fraser,  however,  makes  it  very  clear  that  Rich- 
ardson disclosed  to  him  a  two-opening  can  with  the  removable  plates 
and  that  it  was  to  secure  such  a  can  that  he  applied  to  the  American 
Can  Company.  He  says  that  enameled  name-plates  were  ordered  to 
be  used  in  the  cans  eveh  before  the  cans  were  made,  thus  showing 
that  it  was  the  intention  and  expectation  that  removable  name-plates 
were  to  be  used  in  them.  The  testimony  of  this  witness  inspires  con- 
fidence. It  is  to  be  noted  that  he  reproduced  from  memory  many  of 
the  drawings  which  he  gave  to  Wells,  and  after  he  had  done  so  the 
American  Can  Company  found  the  original  drawings  stored  away 
in  its  factory  and  offered  them  in  evidence. 

The  suggestion  by  Richardson  that  the  can  be  made  with  two 
openings  is  not  a  mere  suggestion  of  the  appearance  or  design,  but  a 
suggestion  of  mechanical  structure.  When  there  is  added  to  this  the 
suggestion  that  the  plates  be  removably  secured  behind  the  openings, 
the  main  and  predominating  structural  features  of  the  invention  have 
been  produced.  All  that  remains  is  the  details  of  the  fastening 
means.  Those  details,  if  they  call  for  anything  more  than  the  skill 
of  the  mechanic,  are  clearly  merely  ancillary  features,  brought  about 
by  the  suggestion  of  the  general  plan  or  main  structural  features. 
Even  in  the  absence  of  specific  proof  that  they  were  suggested  by 
Richardson  they  are  to  be  regarded  as  his  invention.  {Agawam  Co. 
V.  Jordan^  7  Wall.,  583;  Gedge  v.  Cromwell^  C.  D.,  1902,  514;  98 
O.  G.,  1486;  Milton  v.  Kingsley,  C.  D.,  1896,  420;  75  O.  G.,  2193.) 

It  is  particularly  significant  that  the  proofs  on  behalf  of  Larkin 
are  as  silent  as  to  the  details  embodied  in  the  counts  of  the  issue  as 
are  the  proofs  for  Richardson.  He,  like  Richardson,  refers  to  the 
two-opening  can  and  the  removable  plates,  but  says  nothing  of  the 
turn-button  or  other  specific  details  of  the  fastening  means.  It  is 
not  apparent  why  he  should  be  credited  with  suggesting  those  details 
any  more  than  Richardson.    He  did  not  build  the  can.    He  merely 
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told  Branninger  to  build  it.  He  does  not  allege  that  he  explained 
the  details  to  Branninger,  but,  on  the  contrary,  his  allegations  of  dis- 
closure to  Branninger  are  fully  as  broad  and  indefinite  as  the  allega- 
tions of  disclosure  to  his  company  by  Richardson.  In  so  far  as 
appears  he  disclosed  to  Branninger  merely  what  had  been  disclosed 
to  him,  and  it  is  not  clear  why  it  should  be  assumed  that  the  details 
which  appeared  in  the  can  actually  produced  were  suggested  by  him 
rather  than  Richard^n.  Since  Richardson  was  undoubtedly  the  in- 
ventor of  the  broad  idea  of  the  can  with  the  two  openings  with  re- 
movable panels,  it  is  more  natural  to  believe  that  he  suggested  the 
details  than  to  assume  that  they  were  suggested  by  one  through  whom^^ 
his  instructions  were  transmitted  to  the  mechanic.  There  is  just  as 
much  reason  for  assuming  that  Fraser  or  Wells,  who  is  dead,  sug- 
gested the  details  as  for  assuming  that  Larkin  did  so.  No  witness 
for  either  side  refers  specifically  to  the  details. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Larkin  is  reversed^  and  priority  of  invention  is  awarded 
to  Richardson. 


Au^FREE    V.    SaRVRR. 

Decided  March  27,  1906, 

(122  O.  G.,  2301.) 

1.  Tntebfebence — Appeals  on  Motion — Delay  Betond  Limit  op  Appeal. 

A  delay  of  three  and  a  half  months  In  taking  an  appeal  from  a  Primary 
Examiner's  decision  holding  that  there  was  no  Interference  in  fact  cannot 
be  excused  on  the  ground  that  the  opposing  party  Is  a  patentee  and  that 
therefore  the  delay  will  not  injure  him.  Parties  are  not  excused  from 
compliance  with  the  requirements  of  good  practice  because  in  their  opinions 
opponents  are  not  thereby  injured. 

2.  Same — ^Diffeeent    Inventions    of    Different    Pabties    Defined    by    Same 

Claim — Claim  Indefinite. 
Where  the  same  language  is  used  by  different  parties  to  define  different 
Inventions,  it  is  an  unavoidable  conclusion  that  they  have  not  distinguished 
their  inventions  from  each  other.  In  such  cases  if  the  inventions  are  m 
fact  different  and  each  party  has  a  right  to  make  the  claim  the  language 
of  the  claim  must  be  ambiguous  or  indefinite  and  should  be  amended  to 
clearly  distinguish  the  inventions  before  the  issue  of  patents  thereon. 

3.  SupEEVisoBY  Authority  of  Commissioneb  Exebcised. 

Where  in  an  interference  between  a  patent  and  an  application  upon  the 
same  claims  the  Primary  Examiner  has  held  that  there  is  no  interference 
in  fact  and  the  Examiners-in-Chief  have  held  that  the  applicant  has  a  right 
to  make  the  claims  and  applicant  has  not  appealed  on  the  question  of  inter- 
ference in  fact.  Held  that  under  these  circumstances  the  supervisory  power 
of  the  Commissioner  would  be  exercised  to  prevent  the  issue  of  a  patent  on 
the  application  without  amendment  to  distinguish  its  claims  from  those  of 
the  patent  or  a  determination  that  such  amendment  is  unnecessary. 
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On  Petition  and  Motion. 

LOCOMOTIVE  STEAM-KNOmS. 

Mr.  TF.  E.  Schoenhom  for  Allf ree. 
Mr.  Charles  G.  Hawley  for  Sarver. 

Allen,  Commissioner: 

This  case  comes  before  me  upon  petition  and  motion  by  Sarver 
seeking  to  have  heard  and  considered  an  appeal  from  the  decision  of 
the  Primary  Examiner  granting  Allfree's  motion  for  dissolution  of 
the  interference.  The  petition  was  heard  on  October  12,  1905,  and 
the  motion  on  NovembeV  22,  1905.  On  January  2,  1906,  decision 
upon  these  actions  was  suspended  to  await  the  decision  of  the  Ex- 
aminers-in-Chief  upon  a  rehearing  of  an  appeal  to  them  in  this  case. 
The  decision  of  the  Examiners-in-Chief  upon  the  rehearing  has  now 
been  rendered  and  the  case  has  been  called  up  by  Allfree  for  decision 
upon  the  present  petition  and  motion. 

The  Primary  Examiner  held  that  the  interference  should  be 
dissolved  as  to  each  count  of  the  issue  upon  the  grounds  of  non- 
interference in  fact  and  lack  of  right  on  the  part  of  Sarver  to  make 
the  claims.  Sarver  appealed  from  this  decision  to  flie  Examiners- 
in-Chief,  who  dismissed  the  appeal  as  to  non-interference  in  fact  for 
want  of  jurisdiction  and  affirmed  the  Primary  Examiner  as  to 
Sarver's  lack  of  right  to  make  the  claims  except  as  to  count  1, 
which  count  they  held  Sarver  entitled  to  claim.  Sarver  has  taken 
no  appeal  from  the  decision  of  the  Examiners-in-Chief,  nor  did  he 
appeal  to  me,  within  the  time  fixed  for  that  purpose,  from  the  deci- 
sion of  the  Primary  Examiner  upon  interference  in  fact.  Sarver 
appears,  therefore,  to  have  acquiesced  in  the  conclusion  that  he  is 
not  entitled  to  claim  any  of  the  counts  of  the  issue  except  count  1, 
but  wishes  to  contest  as  to  this  count  the  conclusion  of  the  Primary 
Examiner  that  there  is  no  interference  in  fact.  The  present  petition 
and  motion  have  been  brought  to  secure  consideration  of  his  appeal 
to  me  upon  the  question  of  interference  in  fact. 

The  limit  fixed  for  appeal  from  the  decision  of  the  Primary  Ex- 
aminer was  May  29, 1905.  The  appeal  was  not  filed  until  September 
11,  1905.  I  find  no  good  excuse  for  the  delay.  It  is  urged  that 
Allfree  has  not  been  injured  by  the  delay  because  he  is  a  patentee. 
Parties  are  not  excused  from  compliance  with  the  requirements  of 
good  practice  because  in  their  opinions  opponents  are  not  thereby 
injured.  It  is  also  urged  that  confusion  existed  and  still  exists  as  to 
the  proper  course  of  appeal  upon  the  question  of  non-interference  in 
fact  and  that  Sarver's  appeal  to  the  Examiners-in-Chief  on  this 
ground  should  be  accepted  as  preserving  his  right  to  consideration. 
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These  contentions  cannot  be  accepted  as  sufficient  to  justify  me  in 
entertaining  the  appeal.  I  know  of  no  confusion  in  the  practice  at 
present  existing  as  to  the  proper  course  of  appeal  upon  the  question 
of  interference  in  fact.  Rule  124  seems  to  be  clear  and  unmistakable 
upon  this  point.  It  must  be  concluded  that  Sarver  is  not  entitled 
to  have  his  appeal  considered.  His  petition  and  motion  are  accord- 
ingly denied. 

I  am  of  the  opinion,  however,  that  though  Sarver  has  lost  his  right 
to  further  consideration  of  the  question  of  interference  in  fact  the 
circumstances  of  this  case  are  such  as  make  it  my  duty  to  consider 
this  question  upon  my  own  motion  as  an  exercise  of  the  supervisory 
authority  of  the  Commissioner  of  Patents  upon  matters  concerning 
the  proper  issue  of  a  patent.  Allfree  is  a  patentee,  and  count  1  of 
the  issue  of  the  interference  is  a  claim  appearing  in  his  patent.  Sar- 
ver has  made  this  claim  in  his  application,  and  the  Examiners-in- 
Chief  have  held  that  it  is  rightfully  made  there.  The  Primary  Exam- 
iner has  found  that  there  was  no  interference  in  fact  as  to  this  claim, 
and  his  decision  has  become  final,  unless  it  be  set  aside  by  an  exercise 
of  the  supervisory  authority.  In  the  absence  of  such  supervisory 
action  the  natural  and  expected  course  of  events  in  this  case  will  be 
dissolution  of  the  interference  and  the  issue  of  a  patent  to  Sarver 
containing  a  claim  identical  in  terms  with  a  claim  in  the  patent  of 
Allfree  and  without  a  judgment  that  he  is  a  prior  inventor.  It  is 
self-evident  that  such  a  result  is  undesirable.  The  purpose  of  the 
claim  is  to  define  the  invention  of  the  applicant  or  patentee  and  to 
distinguish  his  invention  from  the  inventions  and  devices  of  others. 
Where,  however,  the  same  language  is  used  by  different  parties  to 
define  different  inventions,  it  is  an  unavoidable  conclusion  that  they 
have  not  distinguished  their  inventions  from  each  other.  In  such 
cases  if  the  inventions  are  in  fact  different  and  each  party  has  a  right 
to  make  the  claim  the  language  of  the  claim  must  be  ambiguous  or 
indefinite  and  should  be  amended  to  clearly  distinguish  the  inventions 
before  the  issue  of  patents  thereon. 

I  am  of  the  opinion  that  two  patents  should  not  issue  with  iden- 
tical claims  except  in  those  cases  where  such  a  result  cannot  be  avoided 
without  detriment  to  the  rights  of  the  parties.  These  exceptional  cases, 
so  far  as  I  am  now  aware,  are  found  only  where  after  a  patent  has 
been  issued  to  one  party  another  party  is  adjudged  to  be  the  prior 
inventor  of  the  matter  claimed  therein  or  where  it  is  determined  that 
the  patentee  has  no  right  to  make  the  claims  of  his  patent.  It  has 
been  supposed  that  the  issue  of  two  patents  with  the  same  claims 
might  also  be  proper  in  those  rarely-occurring  cases,  mentioned  in 
Blackmore  v.  Hall,  (C.  D.,  1905,  561;  119  O.  G.,  2523,)  whfere  iden- 
tical terms  as  used  in  the  claims  by  the  different  parties  are  consid- 
ered to  have  distinctly  different  meanings  in  their  respective  appli- 
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cations;  .but  it  would  seem  from  the  reasoning  of  the  preceding 
paragraph  that  two  patents  should  not  be  issued  with  identical  claims 
even  in  these  rarely-occurring  cases. 

Since  in  the  present  case  there  has  been  no  judgment  of  priority 
of  invention  in  favor  of  Sarver  nor  any  determination  that  AUfree 
is  not  entitled  to  make  the  claim  in  his  patent,  which  is  count  1  of 
the  issue,  and  since  the  determination  of  the  Primary  Examiner  that 
there  is  no  interference  in  fact  as  to  this  count  was  based  on  no  ex- 
pressed conclusion  that  the  issue  is  indefinite,  requiring  modifica- 
tion to  clearly  distinguish  Sarver's  invention  from  that  of  Allfree, 
I  am  of  the  opinion  that  there  has  been  no  determination  by  this 
OfBce  justifying  the  issue  of  a  patent  to  Sarver  upon  count  1  and  t^at 
Sarver's  application  should  therefore  not  be  passed  to  issue  until  such 
determination  has  been  made  or  until  the  claims  thereof  have  been 
drawn  to  distinguish  in  terms  and  in  substance  from  the  subject- 
matter  of  the  patent  of  Allfree.  I  am  not  disposed,  however,  to  set 
the  action  of  the  Primary  Examiner  aside  or  to  direct  any  specific 
action  with  a  view  to  relieving  the  case  from  the  improper  condition 
in  which  it  is  believed  to  stand  without  affording  the  parties  an  op- 
portunity to  be  heard.  Proceedings  will  be  suspended  and  a  day  of 
hearing  fixed,  after  which  I  shall  dispose  of  the  case  in  such  manner 
as  may  then  seeiri  most  proper. 


HOWELX.   V.   £[£SS. 

Decided  March  28,  1906. 

(122  O.  G.,  2393.) 

1.  IirTEBFERBNCB— PUOBITT — ^DILIGENCE. 

Howeil  conceived  the  invention  in  the  spring  of  1900  and  made  a  model 
in  April,  1900,  which  he  immediately  showed  to  the  type-writer-manufac- 
turing company  for  whose  uae  the  improvement  was  primarily  intended. 
He  requested  the  company  to  adopt  the  invention,  but  they  did  not  agree  to 
do  so.  After  this  nothing  was  done  by  the  inventor  until  December,  1900, 
except  to  call  the  attention  of  one  of  the  company's  officers  during  the 
summer  of  1900  to  the  fact  that  nothing  had  been  done  with  the  invention. 
In  the  meantime,  in  September,  1900,  Hess  conceived  the  invention.  Held 
that  Howell  was  lacking  in  diligence. 

2.  Same — Same — Reduction  to  Pbacticb — Unauthorized  Agent. 

Where  an  inventor  designed  an  improvement  primarily  for  the  use  of  a 
certain  type-writer-manufacturing  company  and  unsuccessfully  negotiated 
with  them  with  respect  to  the  adoption  thereof  and  after  negotiations  were 
broken  off  the  company  reduced  the  invention  to  practice  without  the 
inventor's  knowledge  or  assistance,  Held  that  the  act  of  the  company  did 
not  inure  to  the  benefit  of  the  inventor,  as  there  was  no  relation  between 
them  of  principal  and  agent,  created  either  expressly  or  by  implication. 
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3.  Sam^^Same — Same — Easlieb  Application. 

An  applicant  will  not  be  deprived  of  the  benefit  of  a  prior  application  as  a 
constructive  reduction  to  practice  on  the  ground  that  a  device  made  in  ac- 
cordance with  such  application  would  be  inoperative  where  the  defect  is 
clearly  one  that  could  be  obviated  by  any  mechanic. 

Appeal  from  Examiners-in-Chief. 

TYPE- WRITING    MACHINE. 

Messrs.  Briesen  d'  Knauth  for  Howell. 
Mr.  Jacob  Felhel  for  Hess. 

AxLEN,  Commissioner: 

This  is  an  appeal  by  Howell  from  a  decision  of  the  Examiners-in- 
Chief  awarding  priority  of  invention  to  Hess. 

The  issue  is  as  follows : 

1.  In  a  type-wrtting  machine,  the  combination  of  a  type-bar  formed  with  a 
recess  therein,  and  a  dust-shield  for  the  bearing  of  said  type-bar,  said  shield 
being  adapted  to  be  received  within  the  recess  in  said  type-bar. 

2.  In  a  front-strike  type-writing  machine,  the  combination  of  a  type-bar 
segment,  a  series  of  segmentally-arranged  type-bars  pivoted  to  said  segment  and 
each  provided  with  a  recess  therein,  and  a  segmental  strip  that  covers  the  pivot- 
bearings  of  said  bars  and  is  adapted  to  extend  into  the  recess  In  each  type-bar 
and  constitutes  a  dust-guard  to  prevent  the  admission  of  dust  or  grit  to  said 
pivot-bearings. 

3.  In  a  type-writing  machine,  the  combination  of  a  pivoted  type-bar,  and  a 
dust-shield  to  prevent  the  admission  of  dust  to  the  pivot-bearing  of  the  type-l>ar, 
said  type-bar  being  formed  to  receive  the  dust-shield  when  the  bar  is  in  the 
printing  position  so  as  to  enable  the  shield  to  cover  the  pivot-bearing  and  not 
interfere  with  the  printing  movement  of  the  bar. 

4.  In  a  type-writing  machine,  the  combination  of  a  pivoted  type-bar  having  a 
notch  or  recess,  and  a  dust-shield  which  lies  within  said  recess  when  the  type-bar 
is  in  its  printing  position. 

5.  In  a  writing-machine,  the  combination  of  the  platen,  the  type-bar  segment 
type-bars  pivoted  therein  and  notched  or  bent  to  form  a  recess  in  their  front 
edges  adjacent  the  pivots  and  a  shield  or  guard  located  above  the  pivots,  the 
front  edge  of  which  enters  said  recesses  or  notches  as  the  type-bars  approach  the 
printing-point. 

6.  In  a  type-writing  machine,  the  combination  of  a  pivoted  type-bar  formed 
with  a  recess  therein,  and  a  dust-shleld  for  the  bearing  of  said  type-bar  located 
In  close  proximity  to  and  partially  inclosing  said  bearing,  said  shield  being 
adapted  to  be  received  within  the  recess  in  said  type-bar. 

The  essential  feature  of  the  construction  in  controversy  lies  in  a 
dust-shield  or  dust-guard  located  above  the  pivotal  points  of  the 
type-bars,  whereby  the  fine  particles  resulting  from  erasures  were 
prevented  from  falling  into  the  slots  in  which  the  type-bars  moved 
at  these  pivotal  points. 

The  application  of  Hess  here  involved  was  filed  June  30,  1903,  as  a 
division  of  a  prior  application  filed  August  28,  1901.     On  behalf  of 
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Howell  it  is  claimed  that  this  original  applicajion  does  not  show  an 
operative  device  and  that  Hess  is  therefore  not  entitled  to  the  benefit 
of  this  application  as  a  constructive  reduction  to  practice.  It  is  al- 
leged that  the  device  if  constructed  according  to  that  application 
would  be  inoperative,  because  the  dust-shield  is  in  such  a  position 
with  respect  to  the  platen  and  the  pivotal  point  of  the  type-bar  as  to 
prevait  the  type-bar  from  reaching  the  printing  position  without  com- 
ing into  contact  with  the  dust-shield.  While  it  appears  to  be  true 
that  the  type-bar  would  be  so  obstructed  by  the  dust-shield,  it  is  be- 
lieved that  any  mechanic  could  modify  the  construction  to  obviate 
this  difficulty  without  exercising  more  than  the  skill  of  his  calling. 
The  original  application  is  therefore  held  to  constitute  a  constructive 
reduction  to  practice.  Howell's  application 'was  filed  December  26, 
1901. 

It  is  believed  to  be  proved  beyond  question  that  Howell  conceived 
the  issue  and  embodied  it  in  the  model  in  evidence  as  "  Howell's  First 
Structure  "  in  the  spring  of  1900.  This  does  not  seem  to  be  seriously 
controverted.  Howell  does  not  claim  that  he  or  any  one  acting  for 
him  reduced  the  invention  to  actual  practice  until  after  Hess's  con- 
structive reduction  to  practice.  It  is  therefore  incumbent  on  Howell 
to  show  that  he  was  exercising  diligence  in  reducing  the  invention  to 
practice  at  and  before  the  time  Hess  entered  the  fieM. 

Hess  claims  to  have  conceived  the  invention  on  September  14, 1900, 
and  to  have  disclosed  it  to  one  Myers,  a  model-maker  and  machinist 
who  was  employed  by  him,  within  a  few  days  or  a  week  thereafter. 
At  this  time  Hess  gave  Myers  instructions  to  construct  a  model  in 
accordance  with  his  ideas,  and  in  a  few  days  thereafter  a  model  sub- 
stantially the  same  as  the  model  in  evidence  as  "  Hess  Exhibit  Hess 
Construction  "  is  alleged  to  have  been  produced.  This  model  shows 
a  key-lever  mechanism  including  a  pivoted  type-bar  having  a  recess 
or  bend  in  it  a  short  distance  from  its  pivot  and  just  above  the  pivot 
a  flat  plate  designed  to  catch  the  fine  particles  or  dust  caused  by  era- 
sures and  prevent  them  from  clogging  the  action  of  the  type-bar. 
This  flat  plate  or  dust-guard  was  placed  in  various  positions,  (Q.  9, 
p.  11;  Q.  48,  p.  67;)  but  within  a  short  time  after  it  was  first  made 
it  was  inclined  forwardly,  as  it  now  is,  (X-Q.  115,  p.  39,)  and  there- 
after remained  in  this  position  until  the  present  time.  The  testimony 
of  Hess  as  to  the  construction  of  this  model  and  the  date  of  its  con- 
struction is  fully  corroborated  by  Myers,  and  as  there  is  nothing 
to  cast  discredit  on  their  testimony  these  facts  must  be  taken  as 
established. 

It  is  contended  on  behalf  of  Howell  that  this  model  does  not  show 
the  invention  for  the  same  reasons  urged  against  the  original  appli- 
caticm  as  a  constructive  reduction  to  practice;  but  it  is  believed  that 
this  model,  taken  in  connection  with  the  disclosure  of  what  it  was 
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designed  to  represent,  as  testified  to  by  Hess  and  Myers,  shows  a  com- 
plete conception  of  the  invention  at  the  date  of  its  construction. 

It  is  therefore  necessary  for  Howell  in  order  to  prevail  in  this  inter- 
ference to  show  that  he  was  exercising  diligence  in  reducing  his  in- 
vention to  practice  at  and  before  the  latter  part  of  September,  1900. 

The  testimony  shows  that  Howell  conceived  the  invention  in  the 
early  spring  of  1900  and  made  a  model  embodying  his  conception  in 
April  of  this  year.  It  appears  that  the  desirability  of  *a  device  to  pro- 
tect the  slots  of  the  segment  of  the  Underwood  type- writer  in  which 
the  type-bars  were  pivoted  was  suggested  by  Stephen  T.  Smith,  the 
general  manager  of  the  Underwood  Typewriter  Company. 

Very  shortly  after  receiving  the  suggestion  Howell  devised  the 
model  "  Howell  First  Structure,"  which  clearly  shows  the  invention  in 
issue.  This  model  was  shown  by  Howell  to  Smith  and  to  Lee  S.  Bur- 
ridge  in  the  early  part  of  April,  1900.  (Folios  252,  281,  and  354.) 
According  to  Howell's  testimony,  on  the  same  day  that  he  showed  the 
model  to  Smith  and  Burridge  he  took  it  to  John  T.  Underwood,  who 
was  the  head  of  the  Underwood  Company,  and  left  the  same  with  him. 

Howell  heard  nothing  more  of  the  model  until  some  time  in  the 
summer,  when  it  was  returned  to  him  by  Mr.  E.  J.  Manning,  the  fac- 
tory superintendent  of  the  Underwood  Company.  Shortly  after  this 
Smith  returned  from  an  extended  western  trip  and  either  he  asked 
Howell  about  the  invention  (folio  358)  or  Howell  called  Smith's  at- 
tention to  the  fact  that  nothing  had  been  done  regarding  the  same. 
(Folio  263.)  Smith  thereupon  took  the  model  with  him  and  upon  a 
visit  of  Mr.  Manning  to  New  York  showed  it  to  him.  Mr.  Manning 
did  not  lilie  the  key-lever  mechanism.  Smith  testifies  that  he  then 
suggested  that  the  dust-guard  feature  be  adopted. 

Nothing  further  appears  to  have  been  done  about  the  invention 
until  the  latter  part  of  December,  1900,  (folios  359,  360,  403,  450,) 
when  Howell  received  a  message  from  Underwood  stating  that  he 
wished  to  see  him.  Howell  then  called  on  Underwood,  who  told  him 
that  his  patent  solicitors  had  reported  that  the  device  was  not  patent- 
able. (Folio  359.)  Howell  thought  the  device  was  patentable  and 
immediately  called  upon  the  patent  attorneys  who  had  made  the 
report.  Howell  testifies  that  at  this  interview  he  said  that  his  "  key- 
lever  mechanism  did  infringe  Mr.  Felbel's  patent  and  would  there- 
fore have  to  be  abandoned."  As  to  the  dust-guard  Howell  states 
that  Mr.  Smith,  the  patent  solicitor  whom  he  interviewed,  said  that 
"there  was  not  enough  there  to  apply  for  a  patent  alone."  (Folio 
361.)  Howell  then  saw  Mr.  Underwood,  and  in  regard  to  the  con- 
versation between  them  at  this  time  Howell's  testimony  is.  in  oart,  as 
follows : 

Mr.  Underwood  then  told  me  that  they  always  believed  in  treating  inventors 
right  who  were  trying  to  improve  the  Underwood  machine,  and  aslced  me  what 
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I  thought  would  be  proper  compensation  for  work  I  had  done  and  the  time  I 
had  spent  I  told  Mr.  Underwood  that  Inasmuch  as  my  key-lever  mechanism 
was  clearly  an  Infringement  I  did  not  think  It  right  that  I  should  be  paid,  and 
refused  all  compensation.     (Folios  361,  362.) 

After  this  Howell  took  the  model  to  his  home  in  Newark,  and  all 
negotiations  were  closed  until  November  30,  1901,  when  Underwood 
called  on  Howell  at  Burridge's  office,  reopened  the  matter,  and  as  a 
consequence  an  agreement  was  entered  into  in  which  Howell  agreed 
to  assign  the  invention  to  the  Wagner  Typewriter  Company,  a  com- 
pany closely  identified  with  the  Underwood  Company  and  which  may 
be  considered  the  same  as  the  Underwood  Company.  This  was  three 
months  subsequent  to  the  date  of  filing  of  Hess's  original  application. 

It  appears  from  the  testimony  that  Manning  disclosed  the  dust- 
guard  feature  to  the  foreman  of  the  factory,  who  endeavored  to  adapt 
the  invention  to  the  new  model  of  type-writing  machine  upon  which 
the  company  was  then  working,  and  as  a  result  a  segment  containing 
the  dust-guard  was  completed  about  March,  1901,  along  with  other 
parts  of  the  new  machine.  After  this  the  work  of  getting  the  new 
machine  on  the  market  was  actively  proceeded  with,  the  first  of  the 
new  machines,  which  is  in  evidence  as  "  Underwood  No.  5  Machine, 
Model  N,"  being  completed  about  November  1, 1901. 

From  this  testimony  it  appears  that  the  only  thing  which  Howell 
did  in  connection  with  the  invention  between  the  time  that  he  showed 
his  model  to  Smith,  Burridge,  and  Underwood  in  April,  1900,  and 
the  latter  part  of  December,  1900,  was  to  call  Smith's  attention  to 
the  fact,  in  the  summer  of  1900,  that  nothing  had  been  done  in  regard 
to  the  invention  and  authorize  him  to  again  show  it  to  his  company. 
In  the  meantime  Hess  conceived  the  invention — September,  1900 — 
as  shown  in  his  model  "  Hess  Exhibit  Hess  Construction."  It  ap- 
pears, therefore,  that  at  the  time  Hess  conceived  the  invention 
Howell  was  doing  absolutely  nothing  and  had  done  nothing  for  sev- 
eral months  previous  thereto.  In  fact,  the  only  act  done  within 
the  five  months  previous  thereto,  as  above  stated,  was  to  call  the 
attention  of  Smith  to  the  fact  that  nothing  had  been  done  with  the 
invention,  and  from  Howell's  own  testimony  it  appears  that  as  to 
this  matter  Smith  and  not  Howell  took  the  initiative.  (Folio  358.) 
Howell  did  not  at  any  time  take  any  steps  to  reduce  the  invention 
to  actual  practice  or  to  file  an  application.  It  is  true  that  he  had 
an  interview  with  the  Underwood  Company's  attorneys  in  the  latter 
part  of  December,  1900,  after  they  had  made  a  report  to  the  com- 
pany on  the  patentability  of  the  invention;  but  this  action  was  not 
done  at  his  request  or  with  his  knowledge,  and  he  can  scarcely  claim 
this  act  as  exhibiting  diligence  on  his  part ;  but  even  assuming  that 
he  could  claim  this  act  as  his  own  the  action  was  not  taken  until  after 
Hess  had  entered  the  field  and  is  therefore  of  no  avail. 
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The  Examiner  of  Interferences  and  Examiners-in-Chief  did  not 
deem  it  necessary  to  decide  whether  or  not  Hess  had  proved  a  concep- 
tion of  the  invention  at  the  time  claimed,  as  they  were  of  the  opin- 
ion that  whatever  diligence  Howell  may  have  exercised  his  efforts 
ceased  entirely  in  1900  and  that  the  acts  of  the  Underwood  Company 
subsequent  to  that  time  could  not  inure  to  his  benefit,  as  the  relaticm 
between  them  of  principal  and  agent  was  not  established.  This  view 
of  the  case  is  believed  to  be  correct.  After  the  negotiations  between 
Howell  and  the  Underwood  Company  ceased  in  December,  1900, 
the  latter  began  the  construction  of  a  new  model  machine  and 
incorporated  therein  the  invention  in  controversy.  This  work  was 
diligently  carried  on  until  the  machine  was  completed  about  No- 
vember 1, 1901 ;  but  the  evidence  appears  to  show  clearly  that  Howell 
did  not  expressly  authorize  them  to  do  this  work,  nor  is  there  any- 
thing to  show  an  implied  authorization.  It  appears  from  the  testi- 
mony that  Howell  was  not  consulted  in  any  way  during  the  progress 
of  the  work  of  the  Underwood  Company,  nor  did  he  even  know  what 
they  were  doing.  His  own  testimony  shows  that  after  his  last  inter- 
view with  them  he  had  given  up  the  idea  that  they  would  purchase 
his  invention,  and  there  is  nothing  to  show  that  he  did  an}rthing 
whatever  with  the  invention  after  this  time.  Under  these  circum- 
stances it  is  believed  that  Howell  is  not  entitled  under  the  law  to 
an  award  of  priority. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  to  Hess 
is  afjiTmed. 

Bliss  v.  McElroy. 

Decided  March  19,  1906, 

(122  O.  G..  2687.) 

1.  Interference — Reduction  to  Practice — Experimental  Test. 

Where  a  device  was  never  used  for  its  iutended  purpose  of  lighting  a 
car,  but  for  the  purpose  of  experiment  was  tested  in  the  basement  of  a 
building  and  after  the  test  was  laid  aside  and  another  system  of  lighting 
put  into  use.  Held  that  such  conduct  naturally  tends  to  discredit  the  alle- 
gation that  the  test  of  tlie  invention  was  a  success. 

2.  Same — Same — Presumption  from  Inactivity — Excuses. 

Where  a  device  was  tested  and  laid  aside  and  an  attempt  to  rebut  the 
presumption  that  the  test  was  unsuccessful  is  made  by  showing  that  the 
party  was  dependent  upon  his  father  and  It  was  i\ecessary  to  devote  his 
attention  to  inventions  which  would  malce  t>etter  financial  returns,  and  it 
appears  that  other  applications  were  filed  and  no  effort  was  made  to  secure 
the  adoption  and  use  practically  of  the  present  invention,  Held  that  the 
showing  is  insufficient. 

3.  Same — Testimony. 

Where  the  testimony  of  the  witnesses  on  the  part  of  Bliss  was  given  long 
after  the  event  and  is  by  no  means  satisfactory,  Held  that  priority  should 
be  awarded  to  McElroy. 
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Appeal  from  Examiners-in-Chief. 

AUTOMATIC   ELECTRIC   REGULATOB. 

Messrs.  Jones  <&  Addington  and  Mr.  Edwin  V.  H,  Tower ^  Jr.^  for 
Bliss. 

Messrs,  Ward  <&  Cameron  and  Mr.  Edward  M.  Bentley  for  Mc- 
Elroy. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  of  Interferences  awarding  pri- 
ority of  invention  to  McElroy  upon  an  issue  including  eight  claims 
relating  to  automatic  electric  regulators. 

McElroy  has  a  patent  granted  February  17,  1903,  upon  an  appli- 
cation filed  September  9,  1901.  Bliss's  application  was  filed  Sep- 
tember 10,  1904,  one  year  and  seven  months  after  the  issue  of  Mc- 
Elroy's  patent  and  three  years  after  McElroy's  filing  date.  The 
relations  of  the  parties  are  therefore  such  as  to  place  the  burden 
upon  Bliss  of  proving  his  case  beyond  a  reasonable  doubt.  Bliss 
admits  this  as  to  all  counts  save  counts  1  and  8,  and  as  to  these  counts 
contends  that  he  is  not  required  to  prove  his  case  beyond  a  reasonable 
doubt,  but  only  by  a  preponderance  of  evidence.  He  urges  that  the 
subject-matter  of  claims  1  and  8  was  disclosed  in  a  prior  application 
filed  by  him  on  February  26,  1902,  which  application  was  jjopending 
with  his  present  application  and  with  the  application  on  which 
McElroy's  patent  issued. 

The  same  evidence  is  presented  by  Bliss  as  to  all  counts,  and  it  is 
believed  that  it  is  no  more  sufficient  as  to  counts  1  and  8  than  as  to 
the  remaining  counts.  His  very  long  delay  in  asserting  claim  to  the 
invention  discredits  his  allegations  of  a  successful  test  of  the  inven- 
tion and  makes  it  necessary  to  resolve  against  him  any  doubt  in  the 
matter. 

McElroy  has  taken  no  testimony  and  relies  upon  his  filing  date, 
September  9,  1901.  Bliss  alleges  conception,  disclosure,  and  reduc- 
tion to  practice  early  in  1897.  His  alleged  reduction  to  practice 
consisted  in  a  test  of  "  Bliss  Apparatus  Exhibit  No.  3." 

This  device  was  never  used  for  the  purpose  of  lighting  a  car,  but 
for  the  purpose  of  experiment  was  tested  in  the  basement  of  a  build- 
ing. It  seems  to  have  been  laid  aside  after  the  test,  and  Bliss  devoted 
his  attention  to  other  inventions.  He  made  and  put  into  use  another 
car-lighting  system  and  filed  many  applications  relating  to  other 
inventions.  Such  conduct  naturally  tends  to  discredit  his  allegation 
that  his  test  of  this  invention  was  a  success.  To  rebut  the  presump- 
tion thus  raised,  Bliss  seeks  to  show  that  he  was  dependent  upon  his 
father  and  that  it  was  necessary  for  him  to  devote  his  attention  to 
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inventions  which  would  make  better  financial  returns.  As  pointed 
out  by  the  Examiner  of  Interferences,  however,  he  was  financially 
able  to  file  an  application  upon  this  invention  and  apparently  made 
no  effort  to  induce  any  company  to  adopt  and  use  practically  the 
present  invention.  In  other  words,  he  voluntarily  laid  it  aside  for 
several  years. 

To  overcome  the  presumption  thus  raised  the  evidence  should  be 
clear  and  convincing.  In  addition  to  his  own  testimony  Bliss  pro- 
duces the  testimony  of  Rooney,  Berresford,  and  his  brother,  John  L. 
Bliss.  Their  testimony  was  given  long  after  the  event  and  is  by 
no  means  satisfactory.  It  is  clearly  insufficient  to  invalidate  a 
patent  regularly  issued.  It  is  insufficient  to  prove  priority  even  as 
to  claims  1  and  8,  even  if  McElroy's  patent  is  not  to  be  regarded  as 
regularly  issued  as  to  those  claims. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  McElroy  is  afilrmed. 


LowRY  AND  Cowley  r.  Spoon. 

Decided  May  16,  1906, 

(122  O.  G.,  2687.) 

1.  INTEBFEBENCE — ^TESTIMONY — OpEBATIVENESS    OF     SENIOR     PaRTY'S     DEVICE. 

Whjre  the  Junior  party  failed  to  overcome  the  filing  date  of  the  senior 
party's  application  and  was  called  upon  to  show  cause  why  judgment 
should  not  be  rendered  against  him  and  thereupon  files  a  motion  for  leave 
to  take  testimony  relative  to  the  operatlveness  of  the  senior  party's  device. 
Held  that  permission  to  take  testimony  should  be  granted,  provided  a 
prima  facie  case  of  inoperativeness  is  made  out  and  a  satisfactory  show- 
ing Is  presented  that  the  proposed  evidence  is  of  a  proper  character. 

2.  Same — Inoperativeness — Motion  to  Take  Testimony — Jorisdiction. 

Where  a  motion  for  leave  to  take  testimony  to  show  that  the  device  of 
the  senior  party  to  an  interference  is  inoperative  is  filed.  Held  that  whether 
the  testimony  may  be  taken  should  be  determined  In  the  first  instance  by 
the  Examiner  of  Interferences. 

On  Petition. 

apparatus   for   compressing  fibrous  OB  otheb  materials. 

Mr.  Oliver  R.  Mitchell  and  Mr,  A.  V,  Cushman  for  Lowry  and 
Cowley. 
Mr.  Cyrus  Kehr  for  Spoon. 

Allen,  Commissioner: 

This  is  a  petition  by  Lowry  and  Cowley  from  the  action  of  the 
Examiner  of  Interferences  dismissing  their  motion  for  leave  to  take 
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testimony  relative  to  the  question  of  operativeness  of  the  press  dis- 
closed by  Spoon's  application. 

It  appears  that  Lowry  and  Cowley  failed  in  their  preliminary 
statement  to  overcome  the  filing  date  of  the  Spoon  application  and 
were  called  upon  to  show  cause  why  judgment  should  not  be  ren- 
dered against  them  on  the  record.  A  motion  to  dissolve  was  then 
brought  by  Lowry  and  Cowley  alleging,  among  other  reasons,  that 
Spoon  had  no  right  to  make  the  claims  of  the  issue,  as  he  does  not 
show  or  describe  an  operative  device.  The  motion  for  dissolution 
was  denied  by  the  Primary  Examiner  as  to  counts  1  and  2  and 
granted  as  to  count  3,  as  this  count  contained  matter  not  disclosed  by 
Spoon.  While  this  motion  was  still  pending,  the  present  motion  for 
leave  to  take  testimony  relative  to  the  operativeness  of  Spoon's  de- 
vice was  brought.  This  motion  was  dismissed  by  the  Examiner  of 
Interferences  for  want  of  jurisdiction  of  the  subject-matter  thereof. 
From  this  action  of  the  Examiner  of  Interferences  the  present  peti- 
tion is  taken.  The  Examiner  of  Interferences  states  as  a  ground  for 
dismissing  the  motion  that  his  authority  in  patent  cases — 
is  limited  under  the  present  practice  of  this  Office,  to  the  determination  of  the 
question  of  priority  of  invention  between  two  or  more  parties  claiming  the  same 
patentable  invention  and  in  so  far  as  be  has  control  of  tbe  matter  of  talcing  tes- 
timony. It  is  testimony  relating  to  priority  of  invention. 

If  the  testimony  relative  to  the  operativeness  of  Spoon's  device, 
should  such  testimony  be  authorized  and  taken,  is  to  be  considered  by 
the  Primary  Examiner  in  deciding  whether  the  interference  should  be 
dissolved,  as  has  been  permitted  in  certain  instances  in  the  past,  the 
Examiner  of  Interferences  should  not  have  jurisdiction  of  this  mo- 
tion. If,  however,  the  testimony,  in  case  it  is  taken,  is  to  be  consid- 
ered as  a  basis  for  judgment  upon  priority  of  invention,  the  motion 
should  be  decided  by  the  Examiner  of  Interferences. 

The  court  of  appeals  has  indicated  in  recent  cases  that  the  ques- 
tion of  a  party's  rights  to  make  the  claim  of  the  issue  of  an  inter- 
ference should,  under  certain  conditions,  be  considered  at  the  final 
hearing.  (AUen^  Commissioner  of  Patents^  v.  The  United  States 
of  America^  ex  rel.  Lowry  and  Planters  Compress  Company^  C.  D., 
1905,  643;  116  O.  G.,  2263;  Podlesak  and  Podlesak  v.  Mclnnemey^ 
posty  668;  120  O.  G.,  2127.)  In  my  decision  of  Miel  v.  Young  (ante^ 
124;  120  O.  G.,  1350)  it  was  stated  that  an  opponent's  right  to  make 
claims  might  be  questioned  upon  appeal  upon  priority  of  invention 
provided  a  holding  of  right  on  the  part  of  one  party  to  make  claims 
operates  to  deny  a  patent  to  another  party  who,  if  such  holding  be 
in  error,  is  the  first  inventor.  The  question  of  operativeness  is  equiv- 
alent to  the  question  of  right  to  make  claims  so  far  as  the  procedure 
under  consideration  here  is  concerned. 
H.  Doc.  641,  59-2 16 
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I  am  of  the  opinion  that  testimony  upon  ihe  operativeness  of  the 
device  disclosed  by  the  senior  party  should  be  accepted  and  con- 
sidered in  determining  who  is  the  prior  inventor  in  this  case,  provided 
a  prima  facie  case  of  inoperativeness  is  made  out  and  a  satisfactory 
showing  is  presented  that  the  proposed  evidence  is  of  a  character  to 
justify  opening  the  case  for  taking  testimony. 

Whether  testimony  may  be  taker  in  this  case  should  be  deter- 
mined in  the  first  instance  by  the  Examiner  of  Interferences, 

The  petition  is  granted. 


Browne  v.  Stroud. 

Decided  May  21,  1906, 

(122  O.  G.,  268a) 

1.  Interference — Motion  to  Dissolve — Aftidavits. 

Consideration  of  affidavits  on  motion  to  dissolve  an  interference  Is 
not  a  right  which  parties  are  entitled  to  demand. 

2.  Same — Same— Same. 

Ex  parte  affidavits  are  not  equivalent  to  testimony,  and  the  Office  Is  not 
bound  to  give  effect  thereto  in  determining  patentability. 

3.  Same— Same — Same. 

All  proper  rules  for  the  exclusion  of  voluminous  and  multitudinous  affi- 
davits should  be  applied  strictly. 

4.  Same— Same — Same. 

Where  affidavits  are  filed  by  any  of  the  parties  which  are  not  In  answer 
to  affidavits  filed  by  opponents,  they  must  ordinarily,  under  established 
practice,  be  served  upon  the  opponents  at  least  five  days  before  the  date 
of  hearing.  Affidavits  In  rebuttal  may  then  be  filed  by  opponents;  but 
such  affidavits  should  ordinarily  be  served  before  the  day  of  the  hearing. 
Ordinarily,  further  affidavits  should  not  be  necessary,  and  such  further 
affidavits  should  not  in  any  case  be  admitted  except  upon  a  satisfactory 
showing  excusing  the  delay  or  Justifying  the  admission  of  surrebuttal 
evidence. 

D.  Same — Same — Same. 

The  conclusion  of  the  Primary  Examiner  upon  the  character  of  an  affi- 
davit as  basis  for  Its  admission  or  exclusion  will  only  be  set  aside  in 
cases  of  clear  error,  and  extensive  affidavits  will  not  be  studied  upon  appeal 
to  determine  whether  proper  or  improper  unless  the  matters  urged  upon 
the  appeal  have  been  fully  urged  before  the  Primary  Examiner  and  the 
supposed  errors  In  his  decision  are  clearly  pointed  out  on  appeal. 

6.  Same — Same — Same. 

When  a  party  may  not  appeal  from  the  decision  on  the  motion,  he  may 
not  appeal  from  a  determination  upon  the  admissibility  of  affidavits.  The 
determination  in  such  cases  will  only  be  reviewed  upon  a  petition  making 
out  an  apimrent  case  of  abuse  of  discretion. 
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7.  Same — Operativeness  of  Opponent's  Device — ^Testimony. 

If  in  answer  to  an  order  to  show  cause  why  judgment  should  not  be 
rendered  on  the  record  a  party  makes  out  a  prima  facie  case  of  Inopera- 
tiveness in  his  opponent's  device  which  does  not  extend  to  his  own  and 
proposes  to  take  testimony  in  support  of  his  position,  so  far  as  is  now 
known  lie  will  be  authorized  to  do  so,  provided  a  satisfactory  showing  is 
made  that  the  proposed  testimony  is  of  a  character  to  Justify  such  action. 

On  Petition. 

TELEPHONE   SYSTEM. 

Mr.  Charles  Neave  and  Messrs.  Mauro^  Cameron^  Lewis  <&  Massie 
for  Browne. 
Mr.  George  L.  Cragg  and  Messrs.  Bacon  <&  Milans  for  Stroud. 

AiXEN,  Commissioner: 

This  is  a  petition  by  Browne  for  rehearing  of  his  appeals  filed 
March  10,  1906,  and  March  13,  1906,  from  decisions  of  the  Primary 
Examiner  regarding  the  admission  and  exclusion  of  certain  affidavits 
presented  upon  a  motion  for  dissolution.  This  petition  also  asks  for 
reconsideration  of  Browne's  petition  of  April  8,  1906,  for  the  admis- 
sion of  a  certain  affidavit. 

The  case  came  before  the  Primary  Examiner  upon  motion  by 
Browne  for  dissolution  on  the  ground  that  Stroud  has  no  right  to 
make  the  claims  in  issue  because  of  alleged  inoperativeness  of  the 
structure  illustrated  and  described  in  Stroud's  application.  Upon 
February  12,  1906,  Browne  filed  affidavits  attacking  the  operative- 
ness of  Stroud's  device.  Upon  February  15,  1906,  Stroud  filed 
affidavits.  On  February  20,  1906,  Browne  filed  another  affidavit 
On  February  21,  1906,  Stroud  filed  more  affidavits.  A  hearing  was 
had  upon  the  motion  on  February  23,  1906.  On  March  2,  1906, 
Browne  filed  more  affidavits.  Stroud  thereupon  filed  a  petition  with 
the  Primary  Examiner  that  the  affidavits  filed  by  Browne  on  March 
2, 1906,  be  not  considered.  The  Primary  Examiner  granted  the  peti- 
tion, and  Browne  appealed  from  this  action.  Browne  also  brought  a 
petition  before  the  Primary  Examiner  requiting  that  the  affidavits 
filed  by  Stroud  upon  February  21,  1906,  be  excluded  from  considera- 
tion. The  Primary  Examiner  denied  this  petition,  and  Browne  also 
appealed  from  this  action.  After  the  hearing  upon  these  appeals, 
but  before  decision  thereon,  Browne  presented  a  petition  before  me 
requesting  that  still  another  affidavit  which  accompanied  the  petition 
be  transmitted  to  the  Primary  Examiner  for  consideration  in  connec- 
tion with  the  motion  for  dissolution.  On  May  2, 1906, 1  affirmed  the 
decision  of  the  Primary  Examiner  in  the  case  of  each  appeal  and 
denied  the  petition  to  admit  the  additional  affidavit.  It  is  in  view 
of  these  decisions  that  the  present  petition  for  rehearing  and  recon- 
sideration hA3  been  filed. 
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The  present  petition  discloses  no  good  reason  why  it  should  be 
granted.  It  does  disclose,  on  the  other  hand,  that  Browne  is  in  error 
in  several  respects  in  his  conception  of  his  rights  and  of  the  proper 
practice  in  the  matter  of  filing  affidavits  upon  motions  for  dissolution. 

Consideration  of  affidavits  upon  motion  to  dissolve  is  not  a  ri^t 
which  parties  are  entitled  to  demand.  The  rights  of  parties  upon 
such  motions  extend  no  further  than  is  expressly  provided  by  the 
rules  of  practice.  The  court  of  appeals  pointed  out  in  the  case  of 
Allen^  Commissioner  of  Patents^  v.  The  United  States  of  America^  ex 
rel.  Lowry  and  Planters  Compress  Company^  (C.  D.,  1905,  643;  116 
O.  a,  2253,)  that— 

The  Commissioner  of  Patents  under  the  anthorlty  given  to  regulate  the  pro- 
ceedings In  the  Patent  Office,  is  clothed  with  power  to  regulate  all  the  inter- 
locutory proceedings  in  interference  eases  by  rules  not  inconsistent  with  law.  If 
he  deems  it  wise  to  provide,  after  the  interference  has  once  been  declared,  for 
remanding  the  interference  to  the  Primary  Examiner  for  the  purpose  of  an  inter- 
Idcutory  hearing  and  determination  of  a  motion  to  dissolve  It  for  any  reason 
which  he  considers  may  be  In  the  Interest  of  the  public  or  the  parties,  we  take 
it  that  he  has  full  power  to  do  so,  and  that  he  may  also  provide  that  such 
motions  may  or  may  not  In  some  or  all  respects  be  reviewed  by  the  appellate 
tribunals  of  the  Patent  Office  and  In  so  doing  he  is  not  thereby  depriving  any 
party  of  any  statutory  right  to  have  all  questions  passed  upon  at  final  hearing, 
and  on  appeals  therefrom,  which  are  necessary  for  correct  determination  of  the 
question  of  priority,  which  Is  the  sole  question  for  which  interferences  are 
declared. 

I  find  nothing  in  the  decision  of  that  court  in  the  later  case  of 
Podlesak  and  Podlesak  v,  Mclnnemey^  {post^  558;  120  O.  G.,  2127,) 
to  which  the  petitioner  refers,  which  is  contrary  to  the  conclusions 
expressed  in  the  earlier  case.  On  the  contrary,  it  is  believed  that  the 
later  case  simply  carries  forward  the  suggestions  made  in  the  earlier 
case,  that  questions  of  the  rights  of  parties  to  make  claims  should  be 
considered  in  the  final  determination  of  priority  and  upon  appeal 
from  such  determination  when  the  holding  upon  the  right  to  make 
the  claim  will  affect  the  correctness  of  the  conclusion  upon  priority. 

Ex  parte  affidavits  si*ch  as  have  been  filed  in  this  case  are  not  the 
equivalent  of  testimony,  and  the  Office  is  not  bound  to  give  effect  to 
'  the  same  in  determining  questions  of  patentability,  even  though  they 
are  received.  It  is  doubtful  whether  such  affidavits  serve  any  useful 
purpose  in  contested  cases,  whereas  it  is  certain  that  their  considera- 
tion is  a  great  burden  upon  the  Office  and  upon  the  parties  when  they 
are  filed  in  such  volume  as  in  the  present  case.  It  will  not  be  held 
here  that  such  affidavits  should  not  be  accepted  and  considered  when 
of  a  proper  character  and  when  filed  under  proper  conditions,  as 
neither  this  petition  nor  the  appeals  to  which  it  refers  call  for  de- 
cision upon  this  point.  It  is  pertinent  here,  however,  to  state  that 
all  proper  rules  for  the  exclusion  of  such  affidavits  will  be  applied 
strictly. 
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Where  affidavits  are  filed  by  any  of  the  parties  which  are  not  in 
answer  to  affidavits  filed  by  opponents,  they  must  ordinarily,  under 
established  practice,  be  served  upon  the  opponents  at  least  five  days 
before  the  date  of  hearing.  Affidavits  in  rebuttal  may  then  be  filed 
by  opponents;  but  such  affidavits  should  ordinarily  be  served  before 
the  day  of  the  hearing.  Ordinarily,  further  affidavits  should  not  be 
necessary,  and  such  further  affidavits  should  not  in  any  case  be  ad- 
mitted except  upon  a  satisfactory  showing  excusing  the  delay  or 
justifying  the  admission  of  surrebuttal  evidence.  The  conclusion  of 
the  Primary  Examiner  upon  the  character  of  an  affidavit  as  basis  for 
its  admission  or  exclusion  will  not  be  set  aside  except  in  cases  of  clear 
error.  Affidavits  as  extensive  as  those*  presented  here  will  not  be 
studied  upon  appeal  to  determine  whether  proper  or  improper  unless 
the  matters  urged  upon  the  appeal  have  been  fully  urged  before  the 
Primary  {Examiner  and  the  supposed  errors  in  his  decision  are  clearly 
pointed  out  on  appeal.  When,  as  is  the  position  of  the  petitioner 
here,  a  party  may  not  appeal  from  the  decision  on  the  motion,  he 
may  not  appeal  from  a  determination  upon  the  admissibility  of 
affidavits.  The  determination  in  such  cases  will  only  be  reviewed 
upon  a  petition  making  out  an  apparent  case  of  abuse  of  discretion. 

From  the  foregoing  it  is  believed  to  be  apparent  that  the  petitioner 
has  had  all  the  consideration  upon  his  appeals  and  prior  petition  to 
which  he  is  entitled. 

It  is  noted  that  the  following  statement  appears  in  the  present  peti- 
tion: 

If  we  were  to  have  an  opportunity  hereafter  to  Introduce  these  matters  by 
deposition,  it  would  not  be  of  much  importance  to  secure  the  admission  of  such 
affidavita    ♦    ♦    ♦ 

It  has  been  pointed  out  in  recent  decisions  to  which  the  petitioner 
refers  that  the  question  of  a  party's  right  to  make  claims  may  be  con- 
sidered in  connection  with  the  decision  upon  priority  where  the  de- 
termination of  such  question  may  affect  the  correctness  of  that  de- 
cision.   The  petitioner  states  that — 

*    *    *    it  is  not  the  present  practice  to  set  times  for  talcing  testimony  where, 
aside  from  his  right  to  make  the  claims  in  issue,  no  other  question  is  involved. 

No  reason  is*  seen  why  the  consideration  of  the  question  of  right  to 
make  claims  as  a  basis  for  decision  upon  priority  should  be  mate- 
rially different  where  no  other  question  is  involved  from  what  it  is 
where  other  questions  are  involved.  It  is  true  that  times  for  taking 
testimony  are  not  fixed  as  a  matter  of  course  where  the  allegation  in  a 
preliminary  statement  fails  to  antedate  the  filing  date  of  an  opponent ; 
but  if  in  answer  to  the  usual  order  issued  in  such  cases  a  party  makes 
out  a  prima  facie  case  of  inoperativeness  in  his  opponent's  device 
which  does  not  extend  to  his  own  and  proposes  to  take  testimony  in 
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support  of  his  position,  so  far  as  is  now  known  he  will  be  authorized 
to  do  so,  provided  a  satisfactory  showing  is  made  that  the  proposed 
testimony  is  of  a  character  to  justify  such  action. 
The  petition  is  denied. 


Ex  PARTE  R.  Steinbcke  Co(MPANT. 

Decided  April  10,  1906, 

(122  O.  a.  3011.) 

Labels — ^Regibtrabilitt — Shieli^s  of  Countbies. 

Held  that  a  label  upon  which  the  shields  of  certain  conntries  are  shown 
will  not  be  registered,  for  the  reasons  giren  in  ew  parte  Ball,  (O.  D.,  1902, 
102;  98  O.  G.,  2366.) 

On  Appeal. 

LABEL   FOB    CIOABS. 

Messrs.  Beeken  <&  Spaulding  for  the  applicants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  .the  Examiner  refusing  to  reg- 
ister a  label. 

The  label  contains  the  shields  of  the  United  States  and  Cuba,  and 
the  Examiner  refused  registration  on  this  ground,  citing  ex  parte 
Ball  (C.  D.,  1902, 102;  98  O.  G.,  2366)  and  ex  parte  The  BrandsviUe 
Fruit  Farm  Company,  (C.  D.,  1903,  103;  103  O.  G.,  660.)  The  ap- 
plicant urges  that  the  use  of  the  shields  in  his  label  affords  no  good 
reason  why  it  should  not  be  registered.  He  also  denies  the  authority 
of  the  Office  to  refuse  to  register  on  that  ground.  The  decision  in 
the  case  of  ex  parte  Ball,  supra,  is  believed  to  be  sound  both  in  points 
of  reason  and  authority. 

The  action  of  the  Examiner  is  affirmed. 


Thb  D.  Exlly  Company  v.  The  Theobald  &  Son  Co.  ik  Joseph 
Striebioh  v.  B.  Kuhl  &  Co.  v.  Sig.  &  Sol  H.  Freibero. 

Decided  April  11,  1906, 
(122  O.  G.,  3011.) 

TBADB'MaBK  iNTElFnEIfCB — INTERSIXENCE  IN  FaCT. 

Held  tbat  the  words  "  MiU  Sprint^*'  "  Mill  Stream/'  *'  MiU  View/*  and 
**  Mill  Brook  "  as  trade-marks  for  whisky  interfere. 

Appeal  on  Motion. 

TRADE-MARK    FOR    WHISKY. 

Mr,  Arthur  E.  Wailace  for  all  parties. 
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Al.len,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  dissolve  an  interference. 

Dissolution  is  sought  on  the  ground  that  the  marks  do  not  interfere. 
The  issue  as  stated  in  the  redeclaration  of  the  interference  in  the  words 
"  Mill  Springs,''  or  the  words  "  Mill  Stream,''  or  the  words  "  Mill 
View,"  or  the  words  "  Mill  Brook,"  for  whisky.  The  word  "  Mill  " 
is  of  such  importance  to  the  mark  in  each  case  and  the  remaining 
word  is  so  similar  in  meaning  in  the  different  cases  that  registration 
of  any  two  of  the  marks  would  be  likely  to  result  in  confusion  or  mis- 
take in  the  mind  of  the  public  or  to  deceive  purchasers.  I  am  in  no 
doubt  upon  this  point  in  spite  of  the  aflSdavits  to  the  contrary  which 
have  been  filed.    The  interference  should  therefore  continue. 

The  decision  of  the  Examiner  is  afprmed. 


Ex  PABTB   ROOEBS  &  HaVARD. 

Decided  April  17,  1906. 

(122  O.  a,  3011.) 
Tba  db-Mabks — Rboistbabujtt. 

Held  that  "Flneetlng"  Is  not  registrable  as  a  trade-mark  for  butcbMv 
meat 

On  Appeal. 

TRADB-MABK   FOB  BUTOHBB-MBAT. 

Messrs.  Dyrenforthy  Dyrenforth  cfe  Lee  for  the  appellants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Fineeting  "  for  butcher-meat. 

The  Examiner  held  that  the  word  as  pronounced  is  descriptive  of 
a  characteristic  of  the  goods  and  that  under  such  circumstances  it  is 
not  made  registrable  by  misspelling.  The  position  taken  by  the 
Examiner  is  sound,  and  his  action  is  affirm^. 


Ex  PARTE  Ambrosia  Chocolate  Company. 

Decided  AprU  18,  190S. 

(122  O.  a,  3011.) 

Labels — REOiSTRABn.iTY — Printed  Title. 

Held  that  a  mere  title  for  good»  printed  in  ordinary  type  with  ordinary 
printers*  ornamentation  is  not  registrable  as  a  label,  since  it  Is  not  an 
artistic  production,  required  in  its  production  no  exercise  of  the  creative 
p0#en  of  the  mind,  and  displays  no  originality  in  design. 
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On  Appeal. 

LABEL  FOB  CHOCOLATE. 

Mr.  Oeorge  Wetmore  Colles  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  a  label. 

The  label  is  correctly  described  in  the  Examiner's  statement  as 
follows : 

The  label  Is  printed  on  yellow  paper  and  comprises  the  words  **Ambrosia 
Premimu  Manufactured  by  Ambrosia  Chocolate  Co.,  Milwaukee,  Wis.*'  and 
words  descriptive  of  the  quality  of  the  goods  and  directions  for  the  use  thereof. 
All  the  words  are  in  ordinary  type,  except  the  word  "Ambrosia  "  in  the  name 
of  the  applicant,  which  is  in  a  peculiar  form  of  script  with  a  flourish  beneath. 
The  words  themselves  are  inclosed  within  a  common  style  of  printers'  border. 

It  is  not  contended  by  the  applicant  that  his  label  is  an  artistic 
production.  He  claims,  however,  that  it  should  be  registered  as  a 
result  of  intellectual  labor.  I  am  of  the  opinion  that  the  applicant's 
label  is  not  the  result  of  intellectual  labor  in  such  a  sense  as  will 
entitle  it  to  registration.  Its  production  required  no  exercise  of  the 
creative  powers  of  the  mind,  nor  does  it  display  any  originality  in 
design.  A  similar  case  was  considered  in  ex  parte  Baldwin  (C.  D., 
1902,  54;  98  O.  G.,  1706)  and  the  same  conclusion  reached. 

The  decision  of  the  Examiner  is  afjirmed. 


Newoomb  v.  Thomson. 

Decided  April  24,  1906. 

(122  O.  G.,  3012.) 

Interference — Motions  for  Dissolution — Appeals. 

Where  action  is  taken  by  the  Office  upon  motion 'to  dissolve  an  inter- 
ference from  which  an  appeal  may  be  taken  in  the  Interference  and  the  op- 
portunity for  such  appeal  is  neglected,  an  ex  parte  appeal  thereafter  upon 
the  same  matter  will  not  be  entertained. 

Same — Dissolution — ^Reinstatement. 

Where  an  interference  was  dissolved  for  non-patentability  of  the  Issue 
and  no  appeal  from  that  action  was  prosecuted  in  the  Interference,  but  an 
ex  parte  appeal  was  thereafter  taken,  upon  which  the  claims  in  issue  were 
found  patentable,  and  the  Examiner  reinstated  the  interference.  Held  that 
the  reinstatement  of  the  interference  should  be  set  aside  and  also  the  de- 
cision on  the  appeal. 

Appeal  on  Motion. 

ART  OF  generating  STEAM  OR  VAPOR. 

Messrs.  Kenyon  <&  Kenyan  for  Newcomb. 

Mr,  A.  G.  Davis  and  Messrs.  Lyons  cfe  Bissing  for  Thomson. 
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Allen,  Commissioner: 

This  is  an  appeal  by  Newcomb  from  a  decision  of  tlie  Examiner  of 
Interferences  denying  his  motion  to  vacate  an  order  reinstating  this 
interference. 

This  interference  was  originally  declared  January  13, 1903,  between 
a  patent  to  Newcomb  and  a  divisional  application  of  Thomson.  A 
motion  was  made  by  Newcomb  to  dissolve  the  interference  on  the 
grounds  that  Thomson  had  no  right  to  make  the  claims,  that  there 
was  no  interference  in  fact,  and  that  there  was  irregularity  in  the 
declaration  of  the  interference.  The  Primary  Examiner  granted  the 
motion  on  all  the  grounds.  An  appeal  was  taken  by  Thomson  to  the 
Examiners-in-Chief  upon  the  question  of  his  right  to  make  the  claims 
and  to  the  Commissioner  upon  the  other  questions.  Action  upon  the 
appeal  to  the  Commissioner  was  suspended,  the  appeal  to  the  Exam- 
iners-in-Chief  was  subsequently  withdrawn,  and  the  interference  was 
dissolved. 

The  Primary  Examiner  then  took  up  the  Thomson  application 
for  ew  parte  consideration  and  twice  rejected  the  claims  which  had 
been  involved  in  the  issue  on  the  ground  stated  in  the  decision  grant- 
ing the  motion  to  dissolve.  Thereupon  Thomson  took  an  appeal, 
ex  parte^  to  the  Examiners-in-Chief ,  who  reversed  the  decision  of  the 
Primary  Examiner.  In  view  of  this  decision,  holding  that  Thom- 
son had  a  right  to  make  the  claims  which  had  been  involved  in  the 
interference,  the  Examiner  of  Interferences  reinstated  the  interfer- 
ence and  set  times  for  taking  testimony.  Newcomb  then  made  his 
motion  to  vacate  the  official  action  reinstating  the  interference,  from 
the  denial  of  which  this  appeal  is  brought. 

I  am  of  the  opinion  that  the  proceedings  in  the  Thomson  applica- 
tion since  the  withdrawal  of  the  appeal  to  the  Examiners-in-Chief 
in  the  interference  were  contrary  to  the  evident  spirit  of  the  rules 
and  that  to  sustain  such  proceedings  would  be  in  opposition  to  the 
requirements  of  good  practice  and  to  the  interests  of  applicants  gen- 
erally. If  parties  can  waive  their  rights  of  inter  partes  appeal  in 
the  interference  and  then  proceed  by  ex  parte  appeals  to  try  the  same 
questions  which  they  could  have  tried  by  the  inter  partes  appeals, 
tile  provision  of  Rule  124  that  appeals  sfiaU  be  heard  inter  partes  is 
rendered  ineffective.  If  the  inter  partes  hearing  upon  appeal  is  to 
be  escaped,  the  usefulness  of  motions  for  dissolution  will  be  slight, 
except  in  those  cases  where  parties  voluntarily  take  the  inter  partes 
appeal.  Why  should  motions  be  brought  or  even  permitted  if  deci- 
sions granting  them  can  be  set  aside  upon  appeal  without  opportunity 
for  the  moving  parties  to  be  heard,  and  presumably  to  a  large  extent 
without  consideration  of  the  arguments  upon  which  the  conclusions 
appalled  from  are  based?  It  is  no  sufficient  answer  to  say  that  if 
the  decision  of  the  Primary  Examiner  is  reversed  the  motion  may  be 
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brought  again  when  the  interference  is  reinstated  or  redeclared.  If 
reinstated,  a  new  motion  brought  and  granted  would  presumably  be 
followed  by  another  ex  parte  appeal  and  another  reversal  of  the  deci- 
sion. There  would  be  no  logical  conclusion  to  such  proceedings,  and 
to  permit  them  would  be  absurd.  The  practice  of  permitting  motions 
for  dissolution  to  be  brought  is  believed  to  be  good.  If  appeals  upon 
these  motions  are  to  be  permitted,  the  prosecution  thereof  must  be 
inter  partes  to  save  the  whole  proceeding  upon  the  motion  from  be- 
coming farcical.  The  rules  at  present  do  provide  for  appeals,  and 
it  is  not  deemed  expedient  to  change  them  in  this  respect  at  the 
present  time. 

The  questions  raised  by  these  considerations  are  whether  this  Office 
must  entertain  an  ex  parte  appeal  where  the  right  of  inter  partes 
appeal  has  been  neglected  and  whether  it  must  recognize  as/ valid 
proceedings  upon  such  ex  parte  appeal  where,  as  in  the  present  case, 
one  has  been  taken  and  decided.  I  am  of  the  opinion  that  such  is 
not  the  case,  and  believe  that  the  OflSce  will  act  in  accordance  with 
sound  principles  and  within  its  authority  in  refusing  to  consider  ex 
parte  appeals  under  the  circumstances  of  the  present  case  and  in  set- 
ting aside  proceedings  in  connection  with  such  appeals  where  they 
have  been  taken  and  decided.  The  strongest  argument  in  support  of 
the  contrary  opinion  seems  to  lie  in  the  contention  that  parties  should 
not  be  put  to  the  delay  and  expense  of  the  inter  partes  appeal  to  each 
of  the  tribunals  of  the  Patent  OflSce  when  they  cannot  continue  the 
course  of  appeal  immediately  to  the  court,  but  must  return  to  the 
Primary  Examiner  and  after  all  take  the  course  of  ex  parte  appeal 
to  obtain  the  court's  decision.  It  does  not  seem  to  me,  however,  that 
the  <klay  and  expense  attending  the  full  prosecution  of  the  inter 
partes  appeals  is  so  great  an  evil  as  would  be  the  ineflfectiveness  of 
motions  for  dissolution  which  would  follow  upon  the  practice  which 
Thomson  desires  to  inaugurate  here. 

As  to  the  authority  of  the  OflSce  to  refuse  consideration  to  an  6a? 
parte  appeal  taken  after  neglect  of  the  regular  inter  partes  appeal 
and  to  set  aside  actions  based  upon  such  ex  parte  app^s  where  (me 
has  been  received  and  a  decision  rendered  little  need  be  said.  In  the 
first  place,  insistence  that  the  appeal  be  taken  inter  partes  is  not  a 
denial  of  the  right  of  appeal  to  the  court  of  appeals.  The  OflSce,  in 
view  of  the  refusal  of  the  court  to  receive  appeals  on  motions,  per- 
mits parties  after  the  course  of  inter  partes  appeal  has  been  exhausted 
to  repeat  the  course  pro  forma  ex  parte  in  order  that  no  rights  shall 
be  lost.  To  say  that  dismissal  of  the  ex  parte  appeal  where  the 
party  refuses  to  take  the  prescribed  inter  partes  appeal  is  a  denial 
is  not  true.  The  fact  in  such  cases  is  that  the  applicant  sacrifices 
his  right  by  failure  to  conform  to  a  manner  of  prosecuting  the  same 
prescribed  by  the  OflSce.    It  is  the  right  and  duty  of  the  OflSce  to 
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prescribe  ways  in  which  the  rights  of  parties  must  be  prosecuted,  and 
in  order  to  enforce  its  prescriptions  enacted  in  the  fulfilment  of  this 
duty  the  Office  undoubtedly  has  authority  to  hold  sacrificed  rights 
which  are  not  secured  by  prosecution  in  accordance  with  the  practice 
laid  down. 

Applying  these  principles  to  the  present  case,  it  may  be  stated 
that  Thomson  had  under  the  statute  a  right  of  appeal  from  any  final 
holding  against  him  upon  the  merits  of  his  application.  He  has, 
however,  no  statutory  right  to  ex  parte  consideration  of  the  appeal 
or  to  take  a  year  from  the  action  against  him  in  which  to  bring  the 
same.  In  view  of  these  facts  the  Office  may  properly  require  appeals 
from  decisions  on  motions  to  be  taken  within  reasonable  times  fixed 
in  each  case  and  to  prescribe  that  such  appeals  shall  be  heard  inter 
partes.  To  enforce  its  regulation  regarding  appeals  upon  motions, 
the  Office,  in  view  of  the  absence  of  statutory  right  of  applicants  to 
a  year  for  action  or  to  ex  parte  consideration,  is  justified  in  refusing 
to  receive  an  appeal  brought  after  the  time  fixed  therefor  in  the 
decision  on  the  motion  has  expired. 

It  is  believed  that  this  case  appears  in  a  different  aspect  when  it  is 
observed  that  the  procedure  contended  for  here  fits  as  well  with  the 
wishes  of  one  who  merely  desires  to  rid  himself  of  inter  partes  con- 
sideration upon  appeal  as  with  the  wishes  of  a  party  who  is  seeking 
to  escape  the  delay  and  expense  of  a  double  course  of  appeal.  The 
same  decision  must  be  made  for  both  kinds  of  contestants,  and  it 
is  more  important  to  defeat  the  undesirable  ends  of  parties  of  the 
latter  class  than  to  secure  the  desirable  results  sought  by  parties  of 
the  former  class. 

It  is  directed  that  the  reinstatement  of  the  interference  be  set  aside 
and  also  the  decision  of  the  Examiners-in-Chief  upon  appeal.  In 
view  of  the  fact  that  the  practice  herein  indicated  does  not  appear 
to  have  been  clearly  set  forth  heretofore,  the  Examiners-in-Chief 
will  rehear  inter  partes  Thomson's  appeal  from  the  final  re-rejection 
and  decide  the  same  upon  inter  partes  consideration  of  the  questions 
raised. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Newoomb  v.  Thomson. 

Decided  May  16, 1906. 

(122  O.  a,  3013.) 

INTEBFBKSNCB — MonONS   FOB   DISSOLUTION — APPEAL. 

Wbere  tbe  Examfner  finds  on  motion  to  dissolve  an  Interference  that  the 
init^eet-matter  In  issne  Is  not  patentable,  he  should  take  such  actions  in  the 
apirilcations  siibsequent  to  his  decision  as  will  put  them  in  condition  for 
the  statutory  appeal,  so  that  the  appeals  may  be  continued  directly  to  the 
court  of  appeals  without  the  necessity  of  a  second  course  of  appeal  through 
the  Patent  Ofllce. 
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Appeal  on  Motion. 

ART  OF  GENEBATINO  STEAM  OB  VAPOB. 

Messrs.  Kenyan  <&  Kenyan  for  Newcomb. 

Mr.  A.  G.  Davis  and  Messrs.  Lyans  <&  Bissing  for  Thomson. 

Allen,  Commissioner: 

The  following  decision  is  rendered  to  supplement  my  decision  of 
April  24,  1906,  in  view  of  certain  mistakes  in  the  statements  of  facts 
which  appear  in  said  decision. 

In  that  decision  it  is  stated  that  after  appeal  by  Thomson  from  the 
decision  of  the  Primary  Examiner  granting  Newcomb's  motion  for 
dissolution  and  withdrawal  by  Thomson  of  that  appeal : 

The  Primary  Examiner  then  took  np  the  Thomson  application  for  ex  parte 
consideration  and  twice  rejected  the  claims  which  had  been  involved  in  the 
issue  on  the  gronnd  stated  in  the  decision  granting  the  motion  to  dissolve. 
Thereupon  Thomson  took  an  appeal,  ex  parte,  to  the  Examiners-In-Chief,  who 
reversed  the  decision  of  the  Primary  Examiner.  In  view  of  this  decision,  hold- 
ing that  Thomson  had  a  right  to  make  the  claims  which  had  been  Involved  in 
the  interference,  the  Examiner  of  Interferences  reinstated  the  interference  and 
set  times  for  taking  testimony.  Newcomb  then  made  his  motion  to  vacate  the 
official  action  reinstating  the  interference,  from  the  denial  of  which  this  appeal 
is  brought. 

The  decision  also  refers  in  other  places  to  rejection  of  claims  and 
to  ex  parte  appeal  by  Thomson  to  the  Examiners-in-Chief.  There 
was,  in  fact,  however,  no  final  rejection  of  claims  in  the  application 
here  involved  and  no  ex  parte  appeal  by  Thomson  in  this  application. 
Such  proceedings  were  had  in  another  application  by  Thomson  upon 
related  subject-matter,  and  the  Examiner's  action  reinstating  this 
interference  was  based  upon  those  proceedings  in  the  other  applica- 
tion, as  appears  from  the  following  proceedings  had  in  Thomson's 
application  here  involved. 

After  Thomson's  withdrawal  of  his  inter  partes  appeal  in  this 
interference  the  Examiner  in  his  action  of  November  3,  1904,  in 
Thomson's  application  here  involved  rejected  the  claims  which  were 
included  in  the  interference.  The  succeeding  action  in  Thomson's 
application  was  a  letter  from  the  applicant  stating  as  follows : 

In  view  of  the  decision  of  the  Board  of  Examlners-in-Chief  In  the  parent 
application,  Serial  No.  646,752,  of  which  this  is  a  division,  and  which  decision 
was  rendered  on  July  13th,  1905,  It  is  requested  that  the  rejection  of  this  case 
as  per  Examiner's  letter  of  Noveml>er  3,  1904,  be  withdrawn ;  that  the  case  be 
adjudged  to  be  allowable  and  that  the  interference  with  Newcomb  be  redeclared. 

All  the  reasons  stated  by  the  Board  of  Examiners-In-Chlef  for  the  allowance 
of  the  claims  in  the  parent  case  are  applicable,  word  for  word,  to  this  case, 
as  the  EiXaminer  will  readily  understand. 
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The  Examiner  thereupon  wrote  the  following  letter  in  the  case : 

Response  to  letter  filed  July  20,  1905. 

In  view  of  the  decision  of  the  Board  of  Examiners-in-Obief  in  the  parent 
application  No.  646,752  of  which  this  is  a  division  the  ground  taken  in  Office 
action  of  Nov.  3,  1904,  has  been  reconsidered  and  the  claims  are  now  held  to  be 
allowable. 

The  interference  with  Newcomb  will  be  redeclared. 

And  the  present  interference  was  instituted  as  a  redeclaration  of  the 
prior  interference. 

It  was  my  intention  in  the  decision  to  which  this  is  a  supplement 
to  institute  a  practice  by  which  parties  must  appeal  inter  partes  and 
in  a  reasonable  time  where  there  has  been  a  holding  upon  motion 
for  dissolution  against  the  merits  of  their  cases,  if  they  would  appeal 
at  all,  and  it  was  also  my  intention  that  the  Examiner  should  take 
such  action  subsequent  to  his  decision  upon  the  motion  as  will  put  the 
cases  in  condition  for  the  statutory  appeal,  so  that  appeal  might 
be  continued  directly  to  the  court  of  appeals  without  the  necessity 
of  a  second  course  of  appeal  through  the  Patent  Office.  The  mis- 
takes of  fact  appearing  in  the  prior  decision  involve  no  change  in  the 
principles  involved  therein.  However,  since  there  has  been  no  final 
rejection  and  ex  parte  appeal  therefrom  by  Thomson  in  his  applica- 
tion here  involved  the  paragraph  of  the  prior  decision  next  pre- 
ceding the  conclusion  thereof  does  not  apply  to  this  case  and  is  with- 
drawn. In  the  place  thereof  it  is  directed  that  the  rejection  dated 
November  3,  1904,  in  Thomson's  application  here  involved  be  con- 
sidered in  full  force  and  eflFect  until  the  Examiner  is  convinced  that 
the  same  was  in  error  or  until  the  same  is  overruled  by  an  inter  partes 
appeal.  In  order  that  the  appeal  may  conform  to  that  provided  by 
the  statutes,  the  Examiner  will  fix  a  date  for  reconsideration  of  the 
rejection.  The  reconsideration  should  be  inter  partes^  and  if  there- 
after the  Examiner  is  still  of  the  opinion  that  the  rejection  is  sound 
he  should  make  the  same  final  and  fix  a  limit  of  appeal.  It  is  not 
intended  by  this  to  hold  that  corresponding  proceedings  in  another 
interference  may  not  take  the  place  of  such  proceedings  in  this 
interference. 

The  prior  decision  stands  subject  to  the  modifications  stated  herein. 


Drevet  Manufacturing  Company  v.  Liquozone  C!ompany. 

Decided  June  15,  1906, 

(122  O.  G.,  3014.) 

1.  Trade-Mabk  Opposition— Demubrer — Appeal. 

Held  that  there  is  no  right  of  appeal  from  the  decision  of  the  Examiner 
of  Interferences  overruling  a  demurrer  to  the  notice  of  opposition  to  the 
registration  of  a  trade-mark. 
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2.  Same — Same — Same. 

No  exception  to  the  rule  that  there  is  no  right  of  appeal  from  the  decision 
of  the  Examiner  of  Interferences  overruling  a  demurrer  io  trade-mark 
opposition  will  be  made  where  the  circumstances  are  not  of  such  an  unusual 
or  extreme  character  as  will  Justify  extraordinary  action. 

On  Petition. 

TBADB-MABK  FOB  GERMICIDAL  REMEDIES. 

Messrs,  Mason^  Fenwick  c&  Lavrrence  for  the  Drevet  Manufactur- 
ing Company. 

Messrs.  Rector  cfe  Hibhen  and  Messrs.  Bacon  <&  MUans  for  the 
Liquozone  Company. 

Allen,  Commissioner: 

This  is  a  petition  by  the  Liquozone  Company  praying  that  their 
appeal  from  the  decision  of  the  Examiner  of  Interferences  overruling 
their  demurrer  be  accepted  and  determined. 

The  petitioner  is  aware,  it  is  stated,  that  the  usual  equity  practice  is 
such  as  to  preclude  an  appeal  from  a  decision  overruling  a  demurrer, 
but  contends  that  this  practice  should  not  be  followed  in  the  Patent 
Office.  No  good  reason  is  found  in  support  of  this  contention.  The 
decision  of  the  Examiner  of  Interferences  aflFords  in  general  sufficient 
basis  upon  which  to  require  parties  to  proceed  with  the  pleadings. 
The  effects  of  the  occasional  errors  which  may  stand  uncorrected 
through  denial  of  an  appeal  in  these  cases  are  not  of  sufficient  impor- 
tance to  justify  the  burden  upon  the  parties  and  the  Patent  Office 
of  the  many  unfruitful  appeals  which  would  undoubtedly  be  taken 
if  the  practice  permitted  appeals. 

The  petitioner  requests  that  if  a  general  right  of  appeal  in  these 
cases  is  not  recognized  an  exception  be  made  in  this  case  as  an  exer- 
cise of  supervisory  authority.  The  circumstances  to  which  attention 
is  called  in  support  of  this  request  are  not  of  such  an  unusual  or 
extreme  character  as  would  justify  extraordinary  action. 

The  petition  is  denied. 


Booth,  Booth,  and  Flynt  v.  Hanan  and  Gates  v.  Map«ttatt^ 

Decided  April  2J^.  1906. 
(123  O.  G.,  319.) 

INTEBFEBENCE — MOTIONS  FOB  DISSOLUTION — INTEBFEBENCE  IN   FACT. 

Where  a  motion  for  dissolution  contains  no  positive  allegation  that  cer- 
tain terms  appearing  in  the  issue  have  such  distinct  meanings  when  read 
as  claims  in  the  different  applications  that  different  Inventions  are  repre- 
sented thereby,  Held  that  the  motion  contains  nothing  which  may  be  prop- 
erly urged  as  a  basis  for  dissolution  on  the  ground  that  there  is  no  Inter- 
ference in  fact 
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2.  Same — Same — Tbansmission — Same  Facts  Ubged  in  Sufpobt  of  Diffebent 

Gbounds. 
A  motion  for  dissolution  alleging  non-interference  in  fact,  in  addition 
to  lack  of  right  of  a  party  to  make  claims,  and  urging  the  same  facts  or 
reasons  in  connection  with  each  ground  should  not  be  transmitted,  in  view 
of  the  unnecessary  labor  and  delay  attending  such  double  consideratioD 
of  the  same  matter  both  before  the  Primary  Examiner  and  upon  appeals. 

3.  Same — Dissolution — Identical  Claims. 

Where  parties  have  made  the  same  claims,  the  interference  should  not 
be  dissolved  unless  it  is  shown  either  that  one  of  the  parties  has  no  right 
to  make  the  claims  or  that  the  language  of  the  claims  as  properly  used  in 
the  req>ectiye  applications  has  distinctly  different  meanings  therein. 

4.  Same — Same — No  Right  to  Make  Claims. 

Facts  which  will  support  the  ground  of  no  right  to  make  claims  relate 
to  extent  of  disclosure,  estoppel,  operativeness,  and  the  like  and,  if  estab- 
listied,  lead  to  rejection  of  the  claims  in  the  application  of  at  least  one  of 
the  parties. 

5.  Same — Same — Non-Interference  in  Fact. 

Facts  which  support  the  ground  of  non-interference  in  fact  relate  to  the 
meanings  of  words  and,  if  established,  should  lead  to  the  rejection  of  the 
claim  in  all  the  applications,  as  failing  to  define  the  invention  of  any  party 
from  the  different  inventions  of  the  other  parties. 

Appeal  on  Motion. 

FOLMNO-MACHINE. 

Messrs.  Crosby  <&  Chegory  for  Booth,  Booth,  and  Flynt 

Mr.  Nelson  W.  Howard  and  Mr.  A.  D.  Salinger  for  Hanan  and 

Gates. 
Messrs.  Southgate  &  Southgate  and  Messrs.  Davis  &  Davis  for 

Marshall. 

Alx^n,  Commissioner: 

This  is  an  appeal  by  Hanan  and  Gates  from  the  decision  of  the 
Examinfer  of  Interferences  refusing  to  transmit  that  part  of  their 
motion  to  dissolve  which  alleges  non-interference  in  fact. 

The  motion  for  dissolution  reads,  in  part,  as  follows: 

That  no  interference  in  fact  exists  between  the  party  Marshall  and  the  other 
two  parties,  since  the  claims  cannot  be  read  on  the  Marshall  construction  with 
the  same  meaning  as  upon  the  construction  of  the  other  two  parties,  but  if 
readable  at  all  on  the  Marshall  construction  define  a  different  invention  from 
that  of  the  other  two  parties. 

This  statement  contains  no  positive  allegation  that  certain  terms 
appearing  in  the  issue  have  such  distinct  meanings  when  read  as 
claims  in  the  diflFerent  applications  that  diflFerent  inventions  are  rep- 
re6ented  thereby  in  the  respective  cases.  Unless  a  party  is  prepared  to 
show  that  certain  terms  used  in  the  issue  have  such  distinct  meanings 
he  has  nothing  which  he  may  properly  urge  as  a  basis  for  dissolu- 
tion on  the  ground  that  there  is  no  interference  in  fact    Motions 
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to  dissolve  on  this  ground  are  not  in  proper  form  unless  they  contain 
specific  allegation  of  the  kind  mentioned. 

The  motion  for  dissolution  in  this  case  seems  to  have  been  based 
upon  the  ground  of  non-interference  in  fact,  in  addition  to  that  of 
lack  of  right  of  a  party  to  make  claims,  in  order  that  the  same  facts 
or  reasons  may  be  urged  in  connection  with  either  or  both  grounds ; 
but  this  is  exactly  what  a  party  should  not  be  permitted  to  do,  in  view 
of  the  labor  and  delay  attending  such  double  consideration  both 
before  the  Primary  Examiner  and  upon  appeals.  Where  parties 
have  made  the  same  claims,  the  interference  should  not  be  dissolved 
unless  it  is  shown  either  that  one  of  the  parties  has  no  right  to  make 
the  claims  or  that  the  language  of  the  claims  as  properly  used  in  the 
respective  applications  has  distinctly  diflFerent  meanings  therein. 
The  facts  which  will  support  the  former  ground  relate  to  extent  of 
disclosure,  estoppel,  operativeness,  and  the  like.  The  facts  which 
will  support  the  latter  ground  relate  to  the  meanings  of  words.  The 
former  ground,  if  established,  should  lead  to  rejection  of  the  claim 
in  the  application  of  at  least  one  of  the  parties.  The  latter  ground, 
if  established,  should  lead  to  rejection  of  the  claim  in  all  the  appli- 
cations, as  failing  to  define  the  invention  of  any  party  from  the 
different  inventions  of  the  other  parties.  The  facts  to  be  considered 
in  connection  with  the  different  grounds  are  essentially  distinct  and 
should  be  so  alleged  and  considered. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed. 


Lemp  v.  Randall  and  Bates. 

Decided  May  18,  1906. 

(123  0.  G.,  319.) 

9 

INTEBFEBENCE — MOTION  TO  DISSOLVE — INTERFERENCE  IN  FaCT. 

In  construing  the  issue  the  ianguage  used  should  not  be  given  a  forced 
meaning,  nor  should  It  be  given  a  meaning  founded  upon  specific  differences 
in  the  devices  of  the  parties  which  are  not  set  forth  in  the  issue. 

Appeal  on  Motion. 

APPARATUS  FOR  GENERATING  STEAM. 

Mr.  Albert  G.  Davis  and  Messrs.  Lyons  <&  Bissing  for  Lemp. 
Messrs.  Kenyon  <&  Kenyon  for  Randall  and  Bates. 

Allen,  Commissioner: 

This  is  an  appeal  by  Lemp  from  the  decision  of  the  Primary  Exam- 
iner denying  his  motion  to  dissolve  the  interference  brought  on  the 
grounds  that  there  is  no  interference  in  fact  and  that  the  declaration 
of  interference  was  irregular. 
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The  problem  of  interference  in  fact  as  to  counts  1  and  8  of  the 
issue  depends  for  its  solution  upon  whether  the  word  "  between  "  ap- 
pearing in  these  counts  has  the  same  meaning  when  the  counts  are 
read  as  claims  in  the  cases  of  the  different  parties.  Each  of  these 
counts  calls  for  compensating  means  between  certain  pumps  and  their 
driving  means.  That  the  device  of  each  party  has  all  of  the  elements 
mentioned  is  not  questioned ;  but  it  is  contended  by  Lemp  that  when 
read  in  his  case  the  counts  are  limited  to  the  location  of  the  compen- 
sating means  geometrically  between  the  pumps  and  their  driving 
means  and  that  when  read  in  the  case  of  Randall  and  Bates  the  same 
portion  of  these  counts  signifies  merely  that  the  compensating  means 
produces  its  effect  in  the  operation  of  the  driving  means  upon  the 
pumps.  The  first  part  of  this  contention  is  not  sound.  No  such 
function  is  apparent  for  the  geometrical  arrangement  of  parts  dis- 
closed by  Lemp  as  will  support  a  finding  that  the  counts  refer  to  this 
arrangement  when  read  in  his  case.  The  unforced  meaning  of  the 
language  used  is  that  the  compensating  means  accomplishes  its  effects 
in  the  action  of  the  driving  means  upon  the  pumps,  and  it  has  this 
meaning  when  read  in  either  application. 

The  contention  of  non-interference  in  fact  as  to  count  4  is  that  the 
limitation  therein — "  a  direct  connection  between  the  boiler  and  the 
pump  " — means  different  things  in  the  cases  of  the  respective  parties. 
No  rational  basis  is  found  for  this  contention.  It  is  founded  upon 
specific  differences  in  the  devices  of  the  parties  which  are  not  set  forth 
in  the  issue  and  which  are  therefore  not  of  consequence  here. 

As  to  the  contention  that  there  was  irregularity  in  the  declaration 
of  the  interference,  it  need  only  be  said  that  none  is  found. 

The  decision  of  the  Primary  Examiner  is  affirmed. 


Ex   PARTE   WURTZ. 

Decided  April  2k.  1906. 

(123  O.  G.,  320.) 

Assignment — Insanity  op  Inventob. 

The  deeds  and  contracts  made  by  insane  persons  before  they  are  ad- 
judged insane,  bnt  within  the  period  overreached  by  the  finding  of  the 
jury,  are  not  necessarily  void.  (Hughes  v.  Jones,  116  N.  Y.,  67;  Van 
Deusen  v.  Sweet,  51  N.  Y.,  378;   Banker  v.  Banker,  63  N.  Y.,  409.) 

Same — Same. 

Where  finding  of  a  jury  is  filed  adjudging  the  inventor  insane  at  the 
time  his  assignment  of  the  invention  was  executed  and  a  petition  is  filed 
that  the  assignment  be  disregarded  by  the  Patent  Office,  Held  that  the 
finding  of  the  jury  does  not  amount  to  a  determination  of  the  validity  of 
the  assignment  and  that  until  the  assignment  has  been  set  aside  by  a  com- 
petent tribunal  the  Office  must  give  full  effect  thereto. 

H.  Doc.  641,  59-2 17 
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On  Petition. 

PROCESS   OF   DISTILLING   COALS    AND   OTHER    HYDROCARBONACBOCJS    SUBSTANCES. 

Allen,  Commissioner: 

The  finding  of  the  jury  on  November  8,  1905,  adjudging  Henry 
Wurtz  to  be  insane  at  the  time  the  assignment  was  executed,  is 
not  regarded  as  sufficient  to  support  a  different  conclusion  from  that 
heretofore  reached.  The  deeds  and  contracts  made  by  insane  per- 
sons before  they  are  adjudged  insane,  but  within  the  period  over- 
reached by  the  finding  of  the  jury,  are  not  necessarily  void. 
{Hughes  v.  Jones^  116  N.  Y.,  67;  Van  Deiisen  v.  Sweety  51  N.  Y.,  378; 
Banker  v.  Banker^  63  N.  Y.,  409.)  The  finding  by  the  jury  in  the 
present  case  does  not  amount  to  a  determination  upon  the  validity 
of  the  assignment.  Until  the  assignment  has  been  set  aside  by  a 
competent  tribunal  the  Office  must  give  full  effect  thereto.  The 
effect  of  the  assignment  was  not  only  to  transfer  the  whole  title  of 
the  improvements  disclosed  in  the  application  to  the  assignee,  but 
also  to  confer  upon  it  the  entire  control  of  the  application.  {Read 
V.  Bowman^  2  Wall.,  591.)  The  American  Chemical  Reduction  Com- 
pany still  retains  the  title  to  the  invention  in  question  and  is  there- 
fore entitled  to  the  entire  control  of  the  application  and  to  prosecute 
the  application  as  owner. 

The  petition  is  denied. 


Ex  parte  Dixon. 

Decided  January  12, 1906, 

(123  0.  G..  653.) 

1.  Patentability — Invention — Carrying  Forward  Old  Idea. 

Where  the  prior  art  showed  that  it  was  old  to  warm  the  cars  of  a  train 
hy  circulating  through  radiators  of  each  ear  a  beat-distributing  liquid 
heated  either  by  a  stove  within  the  ear  or  steam  from  the  locomotive,  that 
It  was  old  to  heat  a  heat-distributing  liquid  by  electrical  energy  from  a 
convenient  source,  and  that  it  was  old  to  heat  a  heat-distributing  liquid 
through  the  agency  of  any  or  all  the  energies  from  convenient  sources,  it 
did  not  amount  to  invention  to  heat  a  ear  or  ears  by  means  of  a  circulating 
liquid  heated  by  divers  kinds  of  energy  situated  remote  from  the  car.  The 
change  involved  merely  the  carrying  forward  of  an  old  Idea. 

2.  Claims — Purporting  to  Cover  Process — Objectionable  in  Form. 

Claims  whieh  purport  to  cover  a  process,  but  which  describe  the  operation 
of  an  apparatus,  the  putting  together  of  an  apparatus,  and  perhaps  the 
apparatus  itself.  Held  to  be  objectionable. 
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Appeal  from  Examiners-in-Chief. 

ABT  OF  CAB-HEATING. 

Mr.  Joseph  Leicester  Atkins  for  the  applicant 

Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  deny- 
ing the  patentability  of  the  following  claims : 

1.  An  Improvement  in  the  art  of  car-heating  for  heating  the  car  or  cars  of 
a  train  that  is  adapted  to  be  driven  by  the  direct  application  of  any  one  of  a 
plurality  of  propulsive  energies,  such,  for  example,  as  steam  and  electricity, 
which  consists  of  a  system  wherein  the  circulation  of  a  circulatory  heating 
medium  within  a  car  is  uninterruptedly  produced  by  any  one  of  said  propulsive 
energies  when  employed  to  drive  the  car. 

2.  An  improvement  in  the  art  of  car-heating  which  consists  in  promoting  the 
circulation  of  a  circulatory  heating  medium  within  a  moving  car  through  energy 
of  divers  kinds  derived  from  sources  remote  from  said  car. 

3.  An  improvement  in  the  art  of  car-heating  which  consists  in  promoting  cir- 
culation of  a  circulatory  heating  medium  within  a  car  through  the  application 
of  steam  derived  from  a  remote  source,  when  steam  is  the  propulsive  agent 
employed  to  drive  the  car,  and  in  promoting  circulation  of  the  same  medium 
through  the  application  of  electricity  when  electricity  is  the  propulsive  agent 
employed. 

4.  An  improvement  in  the  art  of  car-heating  which  consists  in  providing  for 
the  circulation  of  a  circulating  heating  medium  within  a  car  through  the  instru- 
mentality of  any  of  variable  propulsive  agents  by  which  the  car  is  driven. 

5.  An  improvement  in  the  art  of  car-heating  which  consists  in  the  automatic 
mutation  of  the  heat-producing  energy  of  a  car  with  change  of  its  propulsive 
energy. 

6.  An  Improvement  in  the  art  of  car-heating  for  heating  the  car  or  cars  of  a 
train  that  is  adapted  to  be  driven  by  the  direct  application  of  any  one  of  a 
plurality  of  propulsive  energies,  such,  for  example,  as  steam  and  electricity, 
wherein  the  circulation  of  a  circulatory  beating  medium  within  a  car  may  be 
promoted  by  any  one  of  said  propulsive  energies  when  employed  to  drive  the 
car,  and  provision  is  made  for  mutation  of  the  means  of  promoting  said  circu- 
lation with  each  change  of  the  propulsive  energy. 

7.  An  Improvement  In  the  art  of  car-heating  which  consists  in  providing  a 
system  of  car-heating  in  which  each  car  of  a  train  of  cars  is  kept  heated  by  the 
circulation  within  each  car  of  a  circulatory  heating  medium  through  steam 
derived  from  a  source  remote  from  each  of  said  cars,  with  heating  means  de- 
rived from  a  remote  source  of  supply  whenever  the  steam-supply  of  the  train  is 
cutoff. 

8.  An  improvement  in  the  art  of  car-heating,  which  consists  in  operatively 
applying  to  the  circulatory  medium  confined  within  the  heating  system  of  a 
moving  car  heat  derived  from  a  stationary  source  of  supply  located  outside  of 
the  car. 

9.  An  improvement  In  the  art  of  car-heating,  which  consists  In  operatively 
applying  to  the  circulatory  medium  confined  within  the  heating  system  of  a  car 
electrical  energy,  and  converting  said  electrical  energy  Into  heat  where  it  comes 
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into  operative  proximity  to  said  tieating  system,   wlier^y  said  circulatory 
medium  is  heated  and  caused  to  circulate 

10.  An  improvement  in  the  art  of  car-heating,  which  consists  in  operatively 
applying  to  the  circulatory  medium  confined  within  the  beating  system  of  a  car 
electrical  energy  derived  from  a  generator  not  borne  on  said  car,  and  converting 
said  energy  into  heat  where  it  comes  into  operative  proximity  to  said  circulatory 
medium. 

The  references  are  the  patents  to  Towne,  January  2,  1894,  No. 
612,239;  Warren,  September  24,  1895,  No.  546,796;  Baker,  Septem- 
ber 21, 1897,  No.  590,470;  Casper,  February  21, 1899,  No.  620,086. 

The  invention  relates  to  the  art  of  car-heating,  and,  broadly  con- 
sidered, consists  in  promoting  circulation  of  a  circulating  medium 
within  a  moving  car  through  energy  of  divers  kinds  derived  from 
sources  remote  from  said  car.  Although  the  claims  purport  to  cover 
a  process,  it  appears  that  they  variously  cover,  as  the  Examiners-in- 
Chief  very  pertinently  observed,  the  operation  of  an  apparatus,  the 
putting  together  of  the  parts  of  an  apparatus,  and  perhaps  the 
apparatus  itself;  and  it  is  thought  that  the  claims  are  open  to  the 
further  objections  that  they  are  vague  and  indefinite  and  that  if  they 
cover  anything  more  than  a  mere  abstraction  or  a  principle  it  is 
because  they  are  drawn  to  the  function  of  the  apparatus,  which  is 
not  patentable. 

However,  the  idea  which  applicant  desires  to  cover  and  every- 
thing which  is  specified  in  the  claims  of  function,  result,  or  appa- 
ratus is  clearly  met  in  the  references  cited  against  them.  The  patent 
to  Towne  discloses  the  method  of  warming  the  cars  of  a  train  by 
heating  and  circulating  through  the  radiators  of  each  car  a  heat- 
distributing  liquid  by  either  a  stove  within  the  car  or  steam  from 
the  locomotive,  the  patent  to  Casper  discloses  the  method  of  warm- 
ing cars  by  heating  a  heat-distributing  liquid  by  an  electric  heater 
when  there  is  a  convenient  source  of  electrical  energy,  and  the  patent 
to  Warren  discloses  the  method  of  heating  a  heat-distributing  liquid 
through  the  agency  of  any  or  all  of  the  energies  from  convenient 
sources.  Therefore  the  appellant  was  not  the  first  to  disclose  the 
idea  of  utilizing  any  or  all  of  the  energies  from  convenient  sources 
for  a  particular  purpose;  neither  was  he  the  first  to  show  how  the 
particular  energies  employed  by  him  could  be  best  utilized  for  said 
purpose.  Since  the  patent  to  Warren  discloses  the  method  of  heat- 
ing from  a  number  of  sources  and  the  patent  of  Towne  discloses  the 
idea  of  heating  the  heat-distributing  liquid  from  two  sources  of 
energy,  all  that  this  applicant  did  was  to  carry  forward,  by  the  use 
of  old  instrumentalities,  the  idea  disclosed  by  Towne  in  the  way 
disclosed  by  Warren,  and  this  does  not  amount  to  invention. 

An  additional  ground  for  refusing  allowance  of  claims  1  and  5  is 
that  they  include  new  matter,  as  pointed  out  by  the  Primary  Exam- 
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iner.    It  may  be  observed,  moreover,  that  the  limitations  involving 
this  new  matter  are  really  limitations  relating  to  the  apparatus  and 
have  no  proper  place  in  a  process  claim. 
The  decision  of  the  Examiners-in-Chief  is  affimied. 


LovEjoY  V.  Cady. 

Decided  March  Si,  1906. 

(123  O.  G.,  654.) 

1.  INTEBFERENCE — PWOMTY — GENERIC   ISSUE. 

Where  the  issue  of  an  interference  is  generic  and  includes  the  specific  con- 
structions of  both  parties,  the  first  inventor  of  either  of  the  species  is  en- 
titled to  the  award  of  priority. 

2.  Claiub — GENEua 

A  claim  for  a  flexible  photographic  film  and  a  strip  of  black  paper  longer 
than  the  film,  including  **  means  whereby  one  end  of  the  film  is  attached 
to  the  black  paper,"  Held  to  be  generic  and  to  cover  the  devices  of  ^two 
interfering  parties,  one  of  whom  showed  the  film  attached  by  means  of  a 
flexible  piece  of  paper  and  the  other  of  whom  showed  tongues  upon  the  film- 
form  engaging  slots  in  the  black  strip. 

Appeal  from  Examiners-in-Chief. 

FLEXIBLE  PHOTOOBAPHIO  FILM. 

Mr.  Frederick  F.  Church  for  Lovejoy. 

Mr.  Phillips  Abbott  and  Messrs.  Foster^  Freeman  c&  Watson  for 
Cady. 

Alle^,  Commissioner: 

This  is  an  appeal  by  Cady  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interference  award- 
ing priority  of  invention  to  Lovejoy  upon  the  following  issue : 

A  flexible  photographic  film  and  a  strip  of  black  paper  longer  than  the  film, 
means  whereby  one  end  of  the  film  is  attached  to  the  black  paper  and  at  the 
pther  end  likewise  attached  thereto  in  such  manner  that  it  has  longitudinal 
movement  relative  thereto. 

Photographic  films  which  are  rolled  upon  spools  in  backing-strips 
of  black  paper  to  form  cartridges  for  loading  cameras  are  firmly 
attached  at  the  end  which  is  first  unrolled  to  the  backing-strip,  but 
were  at  one  time  to  a  large  extent  left  unattached  at  the  other  end. 
This  was  to  permit  the  unavoidable  creep  of  the  film  over  the  backing- 
strip  when  rolled  upon  the  receiving-spool  without  the  crowding  and 
bunching  which  would  occur  if  both  ends  were  firmly  fixed  to  the 
backing-strip.    In  order  that  the  film  might  be  properly  drawn  from 
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the  receiving-spool  when  developing  with  certain  machines,  it  became 
necessary  to  attach  to  the  backing-strip  in  some  manner  the  end  of  the 
film  which  had  been  left  free.  The  issue  relates  to  the  attachment  of 
the  film  to  the  backing-strip  at  the  end  which  was  at  one  time  left  un- 
attached in  such  manner  as  to  take  up  the  creep  of  the  film  and  pre- 
vent crowding  and  bunching. 

Cady  obtained  the  patent  upon  which  he  is  involved  in  the  inter- 
ference upon  May  6,  1903.  In  this  patent  the  end  of  the  film  last 
to  unwind  in  the  camera  is  cut  to  form  tongues  which  engage  slots  in 
the  backing-strip  and  move  therein  as  may  be  necessary  to  take  up  the 
motion  of  the  film  over  the  backing-strip  when  the  film  is  wound 
from  the  charging-spool  upon  the  receiving-spool.  Upon  July  14, 
1903,  Cady  obtained  a  patent  for  a  cartridge-film  in  which  the  con- 
nection between  the  film  and  the  backing-strip  at  the  end  of  the  film 
last  to  unwind  in  the  camera  was  effected  by  means  of  a  short  piece  of 
paper  fixedly  attached  at  one  end  to  the  otherwise  free  end  of  the 
film  and  at  its  other  end  to  the  backing-strip.  In  this  construction 
the  short  piece  of  paper  folded  on  itself  to  permit  the  necessary  move- 
ment of  the  end  of  the  film.  On  August  12,  1903,  Lovejoy  filed  an 
application  in  which  the  drawings,  description,  and  claims  of  Cady's 
later  patent  were  largely  duplicated,  and  an  interference  was  de- 
clared. Testimony  was  taken  and  judgment  was  rendered  thereon 
holding  Lovejoy  to  be  the  prior  inventor  of  the  subject-matter  there  in 
issue.  Upon  the  termination  of  that  interference  Lovejoy  copied  in 
his  application  claim  2  of  the  earlier  Cady  patent,  and  the  present 
interference  was  thereupon  declared  with  that  claim  as  the  issue. 
Ijovejoy  relies  in  this  case  upon  the  testimony  taken  in  the  prior  inter- 
ference. 

It  is  conceded  by  Cady  that  the  record  of  the  prior  interference 
established  a  date  of  invention  for  Lovejoy  as  to  the  subject-matter 
there  involved  earlier  than  the  date  of  invention  proved  by  Cady 
with  respect  to  the  subject-matter  of  the  present  interference.  It  is 
denied,  however,  by  Cady  that  the  proofs  produced  in  the  prior  inter- 
ference relate  to  the  subject-matter  of  invention  which  is  in  issue 
here.  The  position  of  the  parties  is  as  follows:  Cady  contends  that 
the  claim  in  issue  is  specific  to  an  invention  distinct  from  that  in- 
volved in  the  prior  interference  and  that  Lovejoy  has  therefore  pro- 
duced no  evidence  with  which  to  overcome  Cady's  proved  date  in  this 
case.  Lovejoy  contends  that  the  claim  in  issue  is  generic  to  the  spe- 
cific device  involved  in  the  prior  interference  and  to  the  different 
specific  device  shown  by  Cady's  patent  in  the  present  interference 
and  that  Lovejoy's  date  of  invention  in  that  interference,  concededly 
earlier  than  any  date  of  invention  proved  by  Cady  in  either  inter- 
ference, must  therefore  represent  a  date  of  invention  by  Lovejoy  of 
the  matter  in  issue  in  this  interference.    The  single  question  to  be 
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determined  here  is  therefore  one  of  the  breadth  and  meaning  of  the 
claun  in  issue. 

The  claim  provides  that  one  end  of  the  film  shall  be  "  attached  " 
to  the  black  paper  "  in  such  manner  that  it  has  longitudinal  move- 
ment relative  thereto."  Whether  the  issue  is  generic  to  the  two  de- 
vices shown  by  the  parties  in  their  cases  in  interference  or  is 
specific  to  the  device  shown  in  Cady's  patent,  where  the  claim  first 
appeared,  depends  entirely  upon  the  meaning  of  the  word  attached 
in  this  provision  of  the  claim.  The  film  is  undoubtedly  attached 
either  mediately  or  immediately  to  the  black-paper  backing-strip  in 
each  of  the  devices  included  in  this  interference.  In  Lovejoy's 
device  the  attachment  is  mediate  through  the  flexible  piece  of  paper. 
In  Cady's  device  the  tongues  upon  the  film  form,  with  the  slots  of  the 
backing-strip,  an  immediate  attachment,  as  Cady  contends.  But  I 
find  nothing  in  the  claim  as  read  in  the  case  of  either  party  to  limit  it 
to  one  of  these  forms  rather  than  to  the  other;  nor,  for  that  matter, 
is  there  anything  in  Cady's  specification  tending  to  give  the  claim 
the  specific  meaning  for  which  he  now  contends.  The  device  shown 
by  Cady's  patent  in  interference  and  that  shown  by  his  later  patent, 
which  device  is  the  same  as  that  shown  by  Lovejoy's  application  in 
interference,  are  specifically  different  means  for  accomplishing  the 
same  generic  result.  Undoubtedly  generic  claims  could  have  been 
drawn  to  cover  both  devices,  and  presumably  should  have  been 
drawn  if  the  state  of  the  art  permitted.  The  claim  in  issue  is  to  my 
mind  such  a  claim  beyond  the  shadow  of  a  doubt. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  Lovejoy  is  affirmed. 


Ex  PARTE  Cutler. 

Decided  April  18,  1906. 
(123  O.  G.,  655.) 

IinXBFEBBNCE — DECLARATION — WHEN   PROPER. 

Where  the  petitioner  was  aUowed  claims  found  In  a  patent  granted  to 
another  party  upon  an  application  filed  during  the  pendency  of  the  peti- 
tioner's application,  but  the  Examiner  refused  to  declare  an  Interference  on 
the  ground  that  the  terms  of  the  claims  mean  different  things  in  the  differ- 
ent cases  and  that  there  is  no  interference  in  fact,  Held  that  the  Examiner 
has  improperly  construed  the  plain  broad  terms  of  the  common  claims  in 
view  of  different  specific  structures  shown  by  the  parties  and  in  view  of 
different  specific  purposes  dwelt  upon  in  the  specifications  and  has  thereby 
imposed  upon  the  claims  specific  meanings  not  required  by  the  language 
of  the  claims  themselves,  that  the  claims  when  properly  read  are  undoubt- 
edly generic  to  the  two  disclosures,  and  that  interference  should  be  declared. 
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2.  Claims — Construction  of. 

The  practice  of  imposing  upon  claims  by  construction  meanings  which  are 
not  clearly  set  forth  by  their  terms  Is  to  be  condemned. 

3.  Same — Same.^ 

Held  that  in  this  Office  a  claim  which  is  broadly  drawn  will  be  broadly 
read  and  that  if  a  narrow  meaning  is  desired  it  must  be  secured  by  limita- 
tions expressed  in  the  claims. 

4.  Same — ^To  Bs  Bboadly  Construed. 

Held  that  no  better  method  is  known  for  securing  the  benefits  of  uni- 
formity and  certainty  in  the  construction  of  claims  and  at  the  same  time 
giving  effect  to  the  undoubted  intent  of  the  parties  drawing  them  than  to 
give  invariably  to  each  claim  the  broadest  meaning  which  can  be  imposed 
upon  it  without  violence  to  the  language  used  therein. 

5.  Same — ^Two  Patents  With  Same  Claims  Improper. 

Where  it  is  proposed  to  issue  two  patents  with  the  same  claims  on  the 
ground  that  the  claims  mean  different  things  in  the  two  cases,  Held  that 
such  a  course  would  be  Improper. 

6.  Same — Limitations  Should  Be  Embodied  in. 

Since  the  statutes  require  that  parties  shall  distinguish  their  inventions 
from  the  inventions  of  others  and  that  they  shall  particularly  point  out  and 
distinctly  claim  their  inventions,  Held  that  the  definition  of  the  invention 
and  the  distinctions  between  it  and  the  inventions  of  others  should  be  car- 
ried Into  the  claims. 

7.  Applications — Like  Claims — Practice. 

Where  different  parties  have  the  same  claims  and  each  has  proper  founda- 
tion for  them  in  his  application,  Held  that  either  the  inventions  which  these 
claims  represent  in  the  difTerent  cases  are  the  same  or  each  party  has  failed 
to  distinguish  his  Invention  from  that  of  the  other  party  and  that  In  the 
latter  event  the  claim  is  Indefinite  and  ambiguous  in  each  case  and  should 
be  rejected. 

On  Petition. 

LOCKING   device  FOR  THE  REMOVABLE   SECTIONS   OF  MAIL  CHUTES. 

Mr.  Frederick  F.  Church  for  the  applicant* 

Allen,  Commissioner: 

This  is  a  petition  that  the  Primary  Examiner  be  directed  to  declare 
an  interference. 

The  case  is  on  its  face  an  extraordinary  one.  It  has  been  consid- 
ered here  and  action  taken  for  the  purpose  of  correcting,  so  far  as 
possible,  what  seems  to  be  clear  and  serious  error  in  the  issue  and 
proposed  issue  of  the  patents  upon  certain  applications  without 
interference.  The  petitioner  is  an  applicant  for  patent  He  has 
made  claims  found  in  a  patent  which  was  granted  to  another  party 
upon  an  application  filed  during  the  pendency  of  the  petitioner's 
application.  The  Examiner  eventually  held  that  the  claims  were 
allowable  in  the  petitioner's  application,  but  he  has  refused  to  de- 
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clare  an  interference,  stating  that  the  terms  of  the  claims  mean  dif- 
ferent things  in  the  different  cases  and  that  there  is  no  interference 
in  fact. 

The  Examiner's  position  as  set  forth  in  his  letters  to  the  applicant 
and  statement  upon  the  petition  has  been  fully  considered  and  is 
thought  to  be  untenable.  He  has  construed  the  plain  broad  terms  of 
the  common  claims  in  view  of  different  specific  structures  shown  by 
the  parties  and  in  view  of  different  specific  purposes  dwelt  upon  in 
their  specifications  and  has  imposed  upon  these  claims  in  the  differ- 
ent cases  specific  meanings  which  are  not  required  by  the  language  of 
the  claims  themselves.  The  devices  of  the  parties  are  of  the  same 
general  character,  and  the  terms  of  the  claims  refer  to  corresponding 
parts,  having  to  some  extent  corresponding  functions  in  each  case. 
The  claims  when  properly  read  are  undoubtedly  generic  to  the  two 
disclosures,  and  an  interference  should  be  declared. 

I  have  had  occasion  in  a  previous  case  to  condemn  the  practice  of 
imposing  upon  claims  by  construction  meanings  which  are  not  clearly 
set  forth  by  their  terms.  {Briggs  v.  LUlie  v.  Cooke  v.  Jones  and 
Taylor,  C.  D.,  1905,  168;  116  O.  G.,  871.)  In  this  Oflice  a  claim 
which  is  broadly  drawn  will  be  broadly  read.  If  a  narrow  meaning 
is  desired,  it  must  be  secured  by  limitations  expressed  in  the  claims. 
No  better  method  is  known  for  securing  the  benefits  of  uniformity 
and  certainty  in  the  construction  of  claims  and  at  the  same  time  giv- 
ing effect  to  the  undoubted  intention  of  the  parties  drawing  them 
than  to  give  invariably  to  each  claim  the  broadest  meaning  which 
can  be  imposed  upon  it  without  violence  to  the  language  used  therein. 

Regarding  the  proposed  issue  of  two  patents  with  the  same  claims, 
which  has  been  proposed  here  as  perfectly  proper,  I  am  of  the  opin- 
ion that  such  a  course  would  be  improper,  even  if  the  claims  had,  as 
the  Examiner  believed,  different  meanings  in  the  two  cases.  The 
statutes  require  that  parties  shall  distinguish  their  inventions  from 
the  inventions  of  others  and  that  they  shall  particularly  point  out 
and  distinctly  claim  their  inventions.  The  definition  of  the  inven- 
tion and  the  distinctions  between  it  and  the  inventions  of  others 
should  be  carried  into  the  claims.  Where  different  parties  have  the 
same  claims  and  each  has  proper  foundation  for  them  in  his  applica- 
tion, either  the  inventions  which  these  claims  represent  in  the  differ- 
ent cases  are  the  same  or  each  party  has  failed  to  distinguish  his 
invention  from  that  of  the  other  party.  In  the  latter  event  the  claim 
is  indefinite  and  ambiguous  in  each  case  and  should  be  rejected. 

The  Examiner  is  directed  to  reconsider  his  action  refusing  to 
declare  the  interference  in  accordance  with  the  principles  set  forth 
herein.    TJie  petition  to  this  extent  is  granted. 


Digitized  by  VjOOQ IC 


250  DECISIONS    OF   THE   COMMISSIONER   OF    PATENTS. 

Ex  PARTE  Welch. 

Decided  March  27.  1906. 
(123  O.  a.  995.) 

1.  Patentability — Analogous  Use. 

Where  a  patented  device  disclosing  the  structure  claimed  had  been  used 
with  a  heating  medium  to  Increase  the  temperature  of  circulating  water 
and  a  cooling  medium  could  be  used  without  the  slightest  alteration  to  de- 
crease the  temperature  of  the  circulating  water,  Held  that  the  claims  to 
this  structure  as  a  cooling  device  are  without  invention. 

2.  Same — Substituting  One  Old  Means  fob  Anotheb. 

Where  a  patented  device  shows  a  fluid-cooler  having  its  tubes  separated 
by  spacing-wires  and  it  Is  old  in  the  art  to  separate  tubes  by  flanging  the 
ends,  Held  that  claims  including  the  flanged  ends  for  separating  the  tubes 
of  a  fluid-cooler  are  not  patentable,  especially  where  the  patentee  states  in 
his  description  that  the  flanged  ends  may  be  used  in  place  of  his  spacing- 
wires. 

Appeal  from  Examiners-in-Chief. 

FLUID-COOLEB  AND  PBOCESS  OF  MAKING  SAME. 

Messrs.  Parker  <&  Burton"  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  rejection  by  the  Primary  Examiner  of  all  the  claims  in 
this  case. 

The  claims  appealed  are : 

1.  The  process  of  making  a  fluid-cooler,  consisting  in  forming  a  plurality  of 
tubes  with  their  ends  expanded  beyond  the  intermediate  portion  and  of  a  form 
adapted  to  flll  an  area  on  being  assembled  closely  therein,  laying  said  tubes  side 
by  side  with  their  ends  against  each  other  and  soldering  their  ends  together 
from  the  outside  of  the  assembled  structure. 

2.  A  fluid-cooler,  consisting  of  a  plurality  of  tubes  with  their  ends  expanded 
beyond  their  intermediate  portion  into  a  form  adapted  to  fill  an  area  on  being 
assembled  closely  therein,  said  tubes  being  laid  side  by  side  with  their  ends 
against  each  other,  the  ends  of  said  tubes  being  soldered  together  frorii  the  out- 
side of  the  assembled  structure. 

3.  A  fluid-cooler,  consisting  of  a  plurality  of  tubes,  each  of  which  has  its  end 
expanded  beyond  its  intermediate  part,  the  said  tubes  being  assembled  with 
their  expanding  ends  in  contact  and  their  intermediate  surfaces  parallel  and 
having  their  expanded  ends  soldered  together  from  the  outside  of  the  assembled 
structure. 

The  references  are  patents  to  Steinmetz,  April  15,  1902,  No. 
697,560,  and  Maybach,  September  15,  1902,  No.  709,416. 

The  purpose  of  applicant's  invention  is  to  construct  a  cooler  for 
the  jacket- water  of  a  gas-engine  which  shall  be  cheap  to  make  and 
easy  to  repair.    This  has  been  accomplished  by  nesting  a  number  of 


Digitized  by  VjOOQ IC 


DB0I8I0KS   OF   THE   COMMISSIONER   OF   PATENTS.  251 

small  tubes  having  their  ends  expanded  and  shaped  so  as  to  fit  closely 
together  and  entirely  fill  and  close  the  side  faces  of  the  cooler.  This 
expanding  of  the  ends  of  the  tubes  spaces  the  tubes  from  each  other 
for  the  greater  portion  of  their  length,  so  that  the  water  to  be  cooled 
may  circulate  around  them.  The  tubes  are  held  in  place  by  having 
their  contacting  ends  soldered. 

The  Examiners-in-Chief  held  applicant's  device  to  be  anticipated 
by  the  Steinmetz  patent,  stating  "  it  was  self-evident  that  the  Stein- 
metz  structure  when  used  as  a  cooler  need  not  be  riveted  or  welded, 
but  might  be  soldered."  The  Maybach  cooler  was  referred  to  as 
showing  an  instance  where  solder  alone  was  used  to  connect  nested 
tubes. 

Applicant  urges  that  the  Steinmetz  patented  device  is  in  a  dif- 
ferent art  and  that  it  was  designed  with  a  different  object  in  view. 
These  contentions  are  thought  to  be  of  no  force  in  this  case.  The 
object  of  the  Steinmetz  device  is  to  change  the  temperature  of  water 
circulating  about  the  tubes.  It  is  true  that  Steinmetz  passes  a  heat- 
ing medium  through  his  tubes,  and  the  temperature  of  the  circulat- 
ing water  is  therefore  increased ;  but  without  the  slightest  alteration 
a  cooling  medium  may  be  passed  through  the  Steinmetz  tubes  and 
the  temperature  decreased.  Applicant  also  urges  that  it  would  be 
necessary  to  change  the  size  of  the  tubes  to  adapt  the  Steinmetz 
device  for  use  as  a  cooler  in  an  automobile.  Even  if  this  be  granted 
it  involves  merely  a  question  of  degree  and  does  not  involve  patent- 
able invention.  This  patent  clearly  anticipates  the  structure  defined 
in  the  appealed  claims. 

The  Primary  Examiner  also  found  applicant's  structure  antici- 
pated by  Maybach's  cooler,  holding  that  no  patentable  novelty  was 
involved  "  in  substituting  expanded  tube  ends  for  the  spacing- wires." 
I  am  of  the  opinion  that  the  Examiner  was  correct  in  this  conclu- 
sion when  it  is  considered  that  Maybach  himself  had  conceived  of 
the  idea  of  expanding  the  ends  of  his  tubes  as  a  substitute  for  the 
wires.  In  lines  72-80,  page  1,  of  the  Maybach  description  it  is 
stated: 

The  tubes  B  may  be  spaced  in  any  other  manner  besides  that  shown  in  the 
drawings,  and  instead  of  forming  the  screen  by  a  wire  networlj  ♦  ♦  ♦  the 
pipes  may  l>e  flanged  at  each  end  and  secured  together  at  the  ends,  so  as  to 
form  narrow  channels  between  the  pipes. 

This  disclosure  is  held  to  be  a  complete  anticipation  of  applicant's 
entire  invention. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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McLouGHLiN  Brothebs  v.  Flinch  Card  Co. 

Decided  ApHl  10,  1906, 

(123  O.  G.,  996.) 

Tb^db-Mabk  Opposition — ^Printing  Testimont. 

Where  printed  testimony  was  not  filed  until  twenty-one  days  after  the 
date  of  final  hearing  and  no  satisfactory  e^^cuse  is  presented  for  the  delay. 
Held  that  the  decision  of  the  Examiner  of  Interferences  dismissing  the  op- 
position should  he  affirmed. 

Appeal,  on  Motion. 

tbade-mabk  fob  games. 

Mr.  A.  Bell  Malcomson  for  McLoughlin  Brothers. 
Messrs.  Chappell  <&  Earl  for  Flinch  Card  Co. 

Allen,  Commissioner: 

This  is  an  appeal  by  McLoughlin  Brothers  from  the  decision  of  the 
Examiner  of  Interferences  dismissing  the  opposition  upon  the  de- 
fault of  McLoughlin  in  the  matter  of  printing  testimony. 

The  date  set  for  final  hearing  was  February  5,  1906.  The  printed 
record  of  McLoughlin  Brothers  was  not  filed  until  February  26, 1906. 
The  showing  made  by  McLoughlin  Brothers  to  excuse  the  delay  has 
been  reviewed  and  found  insufficient. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


MuLLER  V.  The  Schuster  Company. 

Decided  April  J7.  1906, 

(123  O.  a,  996.) 
Testimony. 

Testimony  of  parties  in  interest,  uncorroborated  by  circumstances,  or  the 
testimony  of  other  witnesses,  nnsupported  by  physical  evidence,  of  an  In- 
definite character,  affording  no  ground  for  satisfactory  cross-examination, 
and  taken  long  after  the  events  recited,  may  well  have  been  in  error  as  to 
the  facts  or  Intervals  of  time  stated  therein. 

Appeal  from  the  Examiner  of  Interferences. 

TBADE-MABK  FOB  BrTTEBS. 

Messrs.  Steuart  <&  Steuart  for  MuUer. 

Mr.  Arthur  E.  Wallace  for  The  Schuster  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  The  Schuster  Company  from  the  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  adoption  and  use 
of  the  word  "  Bismark  "  for  bitters  to  Muller. 
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The  Examiner  of  Interferences  found  from  the  evidence  that  Mul- 
ler  adopted  the  mark  as  early  as  January,  1892,  upon  a  package  of 
ground  roots  and  barks  bearing  directions  for  making  bitters  from 
these  materials  and  that  the  mark  has  been  in  continuous  use  since. 
It  also  appears  that  Muller  has  used  the  mark  upon  bottled  bitters 
since  1894.  It  appears  that  The  Schuster  Company  have  probably 
used  the  mark  since  1898  or  1899.  That  these  findings  are  correct 
it  not  disputed ;  but  it  is  contended  by  The  Schuster  Company  that 
their  date  of  adoption  and  use  is  carried  from  six  to  nine  years  back 
of  the  date  1899  by  the  testimony  of  their  witnesses,  Edward  L. 
Schuster  and  Carl  F.  Schuster.  The  Examiner  of  Interferences  held 
that  the  packages  of  ground  roots  and  barks  sold  by  Muller  in  1892 
were  goods  of  the  same  descriptive  properties  as  bitters  and  that  the 
testimony  of  the  Schusters  to  use  prior  to  the  year  1892,  when  Muller 
adopted  the  mark  for  these  packages,  was  insuflScient  to  establish  the 
fact. 

I  am  of  the  opinion  that  the  conclusions  of  the  Examiner  of  Inter- 
ferences are  correct.  The  Schusters  are  parties  in  interest.  Their 
testimony  to  use  prior  to  1898  is  uncorroborated  by  circumstances  or 
by  the  testimony  of  other  witnesses.  It  is  unsupported  by  physical 
evidence.  It  is  of  such  indefinite  character  as  aflFords  no  ground  for 
satisfactory  cross-examination.  The  assertions  made  are  so  general 
that  the  witnesses,  interested  and  testifying  long  after  the  events, 
may  well  have  been  in  error  as  to  the  facts  or  intervals  of  time  stated 
by  them.  I  am  furthermore  of  the  opinion  that  the  testimony  of 
the  Schusters  is  insufficient  to  establish  any  date  of  use  of  the  mark 
in  issue  prior  to  the  use  thereof  by  Muller  upon  bottled  bitters  in 
1894,  so  that  Muller  must  prevail  without  regard  to  whether  the  pack- 
ages of  ground  material  were  goods  of  the  same  descriptive  properties 
as  bitters. 

The  Schuster  Company  took  the  testimony  of  a  chemist  and  of  a 
physician  to  show  that  representations  made  by  Muller  in  printed 
matter  upon  his  label  axe  deceptive.  MuUer's  label  states,  among 
other  things,  that  these  bitters  benefit  the  kidneys  and  in  small  doses 
are  a  medicine  for  children.  The  contention  of  The  Schuster  Com- 
pany is  that  the  bitters  are  without  effect  upon  the  kidneys  and  that 
they  are  not  proper  medicine  for  children.  The  truth  of  these  con- 
tentions is  not  satisfactorily  established. 

The  decision  of  the  Examiner  of  Interferences  is  a-fflrmed^  and  pri- 
ority of  adoption  and  use  is  awarded  to  Muller. 
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Rice  &  Hochster  v.  Fishel,  Nessler  &  Co. 

Decided  April  26,  1906. 

(123  0.G.,997.) 

1.  Tbade-Mabks — Opposition — Change    in    Firm — Evidence    of   Transfer   of 

Title. 
Where  the  opposer  firm  was  originally  composed  of  two  members  and  sub- 
sequently another  member  was  admitted  and  there  is  no  direct  evidence  of 
transfer  of  title  from  the  old  firm  to  the  new,  Held  that  the  facts  proved 
raise  a  presumption  of  continuous  ownership  of  the  mark  by  the  present 
opponents  from  a  date  prior  to  that  of  the  applicant's  filing  date,  and  this 
is  sufficient  to  sustain  an  opposition  or  an  award  of  priority. 

2.  Same — Same — Sales  Confined  to  a  Single  State. 

It  is  not  necessary  in  order  to  sustain  an  opposition  or  a  judgment  of 
priority  that  sales  by  the  successful  party  shall  be  made  outside  of  a  single 
State. 

3.  Same — Goods  of  Same  Descriptive  Properties. 

Held  that  horn  hair-pins  are  goods  of  the  same  descriptive  properties  as 
combs,  hair-pins,  and  other  hair  ornaments. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MARK   FOR  COMBS,    HAIR-PINS,   ETC. 

Messrs.  Wise  c6  Lichtenstein  for  Rice  &  Hochster. 
Mr.  James  Hamilton  for  Fishel,  Nessler  &  Co. 

Allen,  Commissioner: 

This  is  an  appeal  by  Fishel,  Nessler  &  Co.  from  the  decision  of  the 
Examiner  of  Interferences  sustaining  the  opposition  of  Rice  & 
Hochster  to  registration  by  appellants. 

Fishel,  Nessler  &  Co.  filed  their  application  on  April  11,  1905. 
The  mark  shown  by  them  consists  of  the  representation  of  a  tortoise 
with  the  letters  "  F.  N.  &  Co."  upon  its  back  and  a  crescent  partly 
inclosing  the  tortoise,  with  the  word  "  Torshell "  upon  the  crescent. 
The  goods  stated  are  combs,  hair-pins,  and  other  hair  ornaments. 
They  took  no  testimony.  Rice  &  Hochster  took  the  testimony  of  two 
witnesses.  The  Examiner  of  Interferences  found  from  this  testi- 
mony that  Rice  &  Hochster  have  established  adoption  in  August, 
1897,  and  continuous  use  since  that  date  of  a  mark  for  hair-pins  and 
hair  ornaments  which  includes  the  representation  of  a  tortoise  having 
a  monogram  on  its  back.  He  held  that  Fishel,  Nessler  &  Co.  are  not 
entitled  to  registration  upon  their  application  in  view  of  such  use  of 
the  mark  of  Rice  &  Hochster.     No  error  is  found  in  this  conclusion. 

Several  distinct  contentions  are  made  upon  this  appeal  as  reasons 
why  the  appellants  are  entitled  to  registration,  notwithstanding  the 
evidence  produced  in  the  course  of  the  proceedings  in  opposition. 

The  difference  in  the  marks  of  the  appellants  and  appellees  is  urged 
as  showing  that  there  is  no  sufficient  conflict  upon  which  to  sustain 
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the  opposition.  I  am  of  the  opinion  that  the  tortoise  with  letters 
upon  its  back  in  the  applicants'  mark  causes  their  mark  to  resemble 
so  closely  the  mark  of  Rice  &  Hochster  as  found  in  the  latter's  Ex- 
hibit 3  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of 
the  public  or  to  deceive  purchasers. 

It  appears  that  the  firm  of  Rice  &  Hochster  was  originally  com- 
posed of  two  members  and  that  about  four  years  ago  another  member 
was  admitted.  Appellants  contend  that  in  view  of  this  change  and 
the  absence  of  direct  evidence  of  transfer  of  title  from  the  old  firm 
to  the  new  the  opposition  must  fail.  The  contention  is  of  no  force. 
The  facts  proved  raise  a  presumption  of  continuous  ownership  of  the 
mark  by  the  present  opponents  from  a  date  prior  to  that  of  the  ap- 
plicants' filing  date,  and  this  is  sufficient  to  sustain  an  opposition  or 
an  award  of  priority. 

It  is  contended  by  appellants  that  the  testimony  taken  by  appellees 
shows  the  latter's  use  of  the  mark  to  have  been  deceptive,  and  it  is 
urged  that  the  opposition  is  therefore  not  entitled  to  consideration  in 
view  of  the  principle  "  He  who  comes  into  equity  must  do  so  with 
clean  hands."  No  such  deception  is  found  in  the  facts  alleged  as 
would  justify  disregard  of  the  case  against  the  appellants  which  has 
been  made  out  in  this  proceeding. 

Appellants'  most  strenuous  attack  upon  the  sufficiency  of  the  proofs 
produced  by  the  appellees  is  based  on  the  alleged  failure  of  appellees 
to  establish  sales  by  them  outside  of  the  boundaries  of  a  single  State. 
It  is  not  necessary,  however,  to  sustain  an  opposition  or  a  judgment  of 
priority  that  sales  by  the  successful  party  shall  be  made  outside  of  a 
single  State.  The  ownership  of  the  mark  by  an  opposer  or  inter- 
ferant,  although  the  use  of  the  mark  by  him  has  been  confined  to  a 
single  State,  is  undoubtedly  sufficient  under  section  5  of  the  Trade- 
Mark  Act  to  defeat  registration  by  a  subsequent  user  of  the  mark  and 
to  support  judgment  of  priority  to  the  prior  user.  No  reason  or 
authority  is  found  upon  which  to  base  a  different  conclusion.  The 
sufficiency  of  the  appellees'  proofs  to  establish  sales  even  within  the 
State  is  also  attacked.  Appellees'  proofs  are  regarded  as  sufficient  in 
this  r^pect  for  the  reasons  given  by  the  Examiner  of  Interferences. 

The  question  is  raised  whether  the  goods  upon  which  the  appellees' 
mark  was  used  have  the  same  descriptive  properties  as  those  upon 
which  the  applicants'  mark  is  alleged  to  be  used.  Appellees  state 
that— 

I'here  is  not  a  word,  except  the  testimony  of  the  party  in  interest  Rice,  to 
show  that  either  of  the  marics  claimed  by  the  appellees  has  been  used  on  goods 
other  than  horn  hair-pins. 

It  is  not  at  all  clear  that  any  further  testimony  than  that  of  Rice 
is  necessary  to  establish  the  fact.    However,  I  have  no  doubt  that 
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horn  hair-pins  are  goods  of  the  same  descriptive  properties  as  combs, 
hair-pins,  and  other  hair  ornaments  upon  which  use  of  the  mark  by 
appellants  is  alleged. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Rice  &  Hochster  v.  Fishel,  Nessler  &  Co. 

Decided  May  4,  1906. 

(123  O.  G.,  997.) 

1.  Tbadb-Mabks — Interference — Registrabiutt  or  Mark — Mark  Not  Within 

THE  Issue. 
Parties  are  not  entitled  to  bare  considered  as  a  matter  of  right  in  con- 
nection with  the  question  of  priority  the  registrability  of  the  mark  or  the 
conformity  of  a  mark  with  the  limitations  of  the  issue. 

2.  Same — Registration  Under  Act  of  1870 — Evidence  of  Ownership. 

Registration  under  the  unconstitutional  act  of  1870  is  not  prima  facie  evi- 
dence of  ownership  in  those  cases  where  the  certificate  of  registration  sets 
forth  that  the  mark  has  not  been  used  in  business. 

Petition  for  Rehearing. 

trade-mark  for  dry  goods. 

Messrs.  Wise  cfe  Lichtenstein  for  Rice  &  Hochster. 
Mr.  James  Hamilton  for  Fishel,  Nessler  &  Co. 

Allen,  Commissioner: 

This  is  a  petition  for  rehearing  of  the  appeal  of  Fishel,  Nessler 
&  Co.  from  the  decision  of  the  Examiner  of  Interferences  awarding 
priority  of  adoption  and  use  of  a  trade-mark  to  Rice  A  Hochster, 
upon  which  appeal  my  decision  of  April  26,  1906,  was  rendered. 

As  a  basis  for  this  petition  it  is  alleged  that,  so  far  as  appears  from 
the  decision,  certain  contentions  made  upon  the  appeal  were  not  con- 
sidered. The  contentions  referred  to  are,  firsts  that  Fishel,  Nessler 
&  Co.'s  mark  does  not  come  within  the  issue,  and,  second^  that  the 
issue  is  not  registrable  in  view  of  a  prior  registration. 

The  question  whether  the  mark  of  petitioner  comes  within  the 
issue  was  considered  in  rendering  the  decision  in  the  interference. 
In  the  decision  in  the  opposition  which  was  referred  to  in  the  deci- 
sion in  the  interference  and  rendered  the  same  day  it  was  stated  that 
the  marks  of  the  parties  so  nearly  resemble  one  another  as  to  be 
likely,  if  both  are  used,  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  and  to  deceive  purchasers.  It  was  also  pointed  out  in 
that  decision  that  the  goods  upon  which  the  marks  ar^  stated  to  be 
applied  by  the  various  parties  are  of  the  same  descriptive  properties. 
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The  contention  that  the  mark  of  Fishel,  Nessler  &  Co.  does  not  come 
within  the  issue  is  regarded  as  fully  disposed  of  by  these  portions  of 
the  prior  decisions. 

As  to  the  contention  that  the  marks  are  not  registrable  in  view  of 
a  prior  registration,  to  which  attention  was  called  on  the  appeal,  it 
is  noted  that  the  prior  registration  is  one  under  the  unconstitutional 
act  of  1870.  The  statement  of  said  registration  sets  forth  that  the 
mark  had  not  been  used  in  business,  though  the  registrant  proposed 
to  use  it.  Such  a  registration  is  not  prima  facie  evidence  of  owner- 
ship, as  was  pointed  out  in  Vanden  Bergh  c6  Co.  v.  Belmont  Co.^ 
(C.  D.,^1902,  179;  99  O.  G.,  1624.)  No  error  arose  through  the  fail- 
ure to  consider  this  registration  in  connection  with  the  appeal. 

It  may  also  be  stated  that  petitioner  is  not  entitled  to  considera- 
tion as  a  matter  of  right  in  connection  with  the  question  of  priority 
upon  either  of  the  contentions  which  he  now  asserts. 

The  petition  is  denied. 


GrooDwiN  V.  Smith. 

Decided  ApHl  SO,  1906, 

(123  O.  G.,  99a) 

1.  INTEBFEBENCE — MOTION      TO     DISSOLVE — MOVING      PaBTY'S      RIGHT     TO     MaKB 

Claims. 
Where  the  real  contention  of  the  appellant  is  that  he  has  no  right  to 
make 'the  claims  in  issue,  Held  there  is  no  reason  why  the  Office,  having 
once  decided  that  a  party  is  entitled  to  make  certain  claims,  should  recon- 
sider the  question  on  the  party's  own  motion. 

2.  Same — Same — Intebfebence  in  Fact. 

The  only  contentions  and  arguments  which  are  in  order  in  support  of 
motions  to  dissolve  interferences  for  non-interference  in  fact  where  the 
parties  have  made  the  same  claims  are  those  tending  to  show  that  the 
claims  have  different  meanings  in  the  cases  of  the  respective  parties,  not- 
withstanding a  perfect  right  upon  the  part  of  each  party  to  make  the  claims. 

3.  Same — Same — Ibbegl^labity. 

A  motion  to  dissolve  the  Interfereifce  on  the  ground  of  irregularity  In 
declaration  by  reason  of  uncertainty  in  the  meaning  of  the  counts  of  the 
issue  denied,  since  the  issue  appears  to  be  clear  and  definite. 

Appeal  on  Motion. 

coating-machine. 

Mr.  Joseph  H.  Freeman  for  Goodwin. 
Mr.  A.  M.  Pierce  for  Smith. 

Allen,  Commissioner: 

This  is  an  appeal  by  Goodwin  from  the  decision  of  the  Primary 
Examiner  denying  his  motion  for  dissolution  of  the  interference  as 
to  counts  8  and  9. 

H.  Doc.  641,  59-2 18 
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The  motion  was  based  upon  the  grounds  of  non-interference  in 
fact  and  irregularity  in  declaration.  It  was  denied  and  is  appealed 
as  to  each  of  these  grounds. 

The  real  contention  of  the  appellant  as  to  non-interference  in  fact 
is  that  he  has  no  right  to  make  the  claims  in  issue.  There  is  no 
reason,  as  was  pointed  out  in  Miller  v.  Perham^  {ante^  157;  121  O.  G., 
2667,)  why  the  Office,  having  once  decided  that  a  party  is  entitled 
to  make  certain  claims,  should  reconsider  the  question  on  the  party's 
own  motion. 

The  only  contentions  and  arguments  which  are  in  order  in  sup- 
port of  motions  to  dissolve  interferences  for  non-inter ferencer  in  fact 
where  the  parties  have  made  the  same  claims  are  those  tending  to 
show  that  the  claims  have  diflFerent  meanings  in  the  cases  of  the 
respective  parties,  notwithstanding  a  perfect  right  upon  the  part  of 
each  party  to  make  the  claims.  No  reason  is  found  for  believing 
that  the  issue  of  this  interference  may  rightfully  appear  in  the  case 
of  each  party  and  yet  represent  essentially  different  inventions  in 
their  respective  cases. 

Under  the  head  of  irregularity  in  declaration  it  is  urged  by  Good- 
win that  counts  8  and  9  are  uncertain  in  meaning.  I  find  nothing 
in  the  matters  to  which  attention  has  been  directed  to  support  this 
conclusion.  The  counts  are,  so  far  as  now  apparent,  clear  and  defi- 
nite. 

The  decision  of  the  Primary  Examiner  w  a^rmed. 


In  rk  Bradford  &  Hood. 

Decided  April  11,  1906. 

(123  O.  G.,  1283.) 

Assignments — Recording — B'ees. 

Ratifications  of  assignments  by  persons  not  appearing  as  parties  thereto 
are  subject  to  fees  for  recording^in  addition  to  those  charged  for  recording 
the  assignments. 

In  the  Matter  of  the  petition  of  Bradford  &  Hood  relative  to 
charges  for  recording  certain  deeds. 

Allen,  Commissioner: 

This  is  a  petition  for  relief  in  part  from  charges  made  in  connec- 
tion with  recording  certain  instruments. 

The  instruments  recorded  purport  to  be  transfers  by  a  trustee  of 
interests  in  certain  patents.  To  the  instruments  are  attached  rati- 
fications by  parties  who  are  now  alleged  to  be  the  beneficiaries  of  the 
trust.    The  Office  has  charged   for  recording  the  ratifications  as 
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though  they  were  separate  assignments.  The  petitioners  regard  this 
charge  as  unwarranted. 

The  alleged  beneficiaries  are  not  named  in  the  transfers  by  the 
trustee.  So  far  as  determining  whether  separate  fees  should  be 
charged  for  the  ratifications,  the  case  is  the  same  as  if  the  alleged 
beneficiaries  were  third  partis  and  their  ratifications  separate  as- 
signments. The  practice  of  collecting  a  separate  fee  under  the  cir- 
cumstances of  this  case  is  sound. 

The  petition  is  denied. 


Ex  PARTE  J.  W.  Howe  &  Son. 

Decided  AprU  18, 1906, 

(123  O.  G.,  1283.) 

1.  Labels — REGiSTBABnjTY — Abtistic  Value  or  Intellectual  Effobt. 

Labels  are  registrable,  in  conformity  witb  tbe  law  of  copyrights,  only  on 
the  ground  that  they  are  of  artistic  value  or  that  they  are  useful  as  the 
products  of  intellectual  effort 

2.  Same — Same — Same. 

No  nice  application  of  rules  will  be  made  in  the  Patent  Office  to  deter- 
mine the  degree  of  artistic  or  intellectual  merit  displayed  by  a  label,  but 
the  label  will  be  registered  as  a  matter  of  course  when  recognized  to  be  of  a 
character  which  is  commonly  regarded  as  the  result  of  artistic  or  intel- 
lectual effort  or  which  might  properly  be  so  regarded. 

On  Appeal. 

LABEL  FOB  MEDICINE. 

Mr.  James  W.  See  for  the  applicant. 

Allen,  Commissioyier: 

This  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  a  label. 

The  Examiner  in  his  statement  upon  the  appeal  says  of  the  label  as 
follows : 

The  label  presented  for  registration  in  this  case  involves  rectangular  panels 
printed  in  red  and  inclosing  groups  of  words  printed  in  black  and  in  red.  In 
two  of  the  panels  appear  the  letters  and  character  "  C  C  &  C  C  "  inclosed  in  a 
panel.  The  entire  label,  therefore,  would  appear  to  involve  merely  printed 
matter  and  printers*  ornamentation.  It  is  not  thought  that  the  label  has  any 
value  separate  from  the  article  of  manufacture  upon  which  it  is  to  be  used,  or 
any  *' possible  influence  upon  science  or  the  useful  arts."  It  Is  neither  an 
artistic  production  nor  an  intellectual  production. ' 

The  conclusions  thus  set  forth  are  believed  to  be  correct. 

In  view  thereof  refusal  to  register  was  proper. 

The  applicant  urges  that  there  is  no  warrant  of  law  for  requiring 
that  a  label  must  be  an  artistic  production  in  order  to  be  registrable. 
The  statute  provides  that  the  Commissioner  of  Patents  shall  have 
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control  of  the  registry  of  prints  and  labels  of  a  certain  class  and  that 
his  actions  shall  be  in  conformity  with  the  regulations  provided  by 
law  as  to  copyrights  of  prints,  except  as  to  fees.  Labels  are  regis- 
trable, in  conformity  with  the  law  of  copyrights,  only  on  the  ground 
that  they  are  of  artistic  value  or  that  they  are  useful  as  the  products 
of  intellectual  eflFort.  No  nice  application  of  rules  will  be  made  in 
(he  Patent  Office  to  determine  the  degree  of  artistic  or  intellectual 
merit  displayed  by  a  label,  but  the  label  will  be  registered  as  a 
matter  of  course  when  recognized  to  be  of  a  character  which  is 
commonly  regarded  as  the  result  of  artistic  or  intellectual  effort  or 
which  might  properly  be  so  regarded.  When  not  of  such  a  char- 
acter, however,  it  does  not  belong  to  the  class  of  things  for  which 
copyright  is  provided  and  should  not  be  registered  merely  because 
it  is  called  a  label.  I  do  not  doubt  the  authority  of  the  Patent  Office 
to  recognize  this  distinction. 

The  applicant  also  urges  that  his  label  does  display  artistic  merit. 
I  am  of  the  opinion,  however,  that  it  belongs  to  a  class  of  labels 
which  are  not  intended  for  the  production  of  artistic  effects  on  the 
beholder  and  which  do  not,  in  fact,  produce  any. 

The  action  of  the  Examiner  is  affirmed. 


Pym  v.  Hadaway. 

Decided  June  9,  1906, 

(123  O.  G.,  1283.) 

1.  INTERFEBENCG — ^MOTION   FOR  DiSSOLtJTION — INDEFINITE. 

Where  nineteen  unappUed  references  are  cited  as  a  reason  for  dissolu- 
tion of  an  interference  on  the  ground  of  non-patentability,  Held^  obviously 
bad  and  that  this  reason  for  dissolution  will  not  be  entertained  in  con- 
sidering the  motion. 

2.  Same — Same — ^Definite. 

Where  objection  to  the  motion  is  made  on  the  ground  that  non-patenta- 
bility of  the  issues  is  alleged,  not  generally,  but  to  one  of  the  parties,  Held 
that  the  objection  is  not  a  valid  one,  as  it  is  conceivable  that  the  claims 
might  have  such  different  meanings  In  the  cases  of  the  respective  parties 
as  to  be  patentable  In  one  case  and  not  In  the  other. 

3.  Same — Same — Refusal  to  Transmit. 

Where  a  motion  to  dissolve  on  the  grounds  of  non-interference  In  fact 
and  Irregularity  is  refused  transmission,  because  proper  reasons  for  dis- 
solution on  these  grounds  are  not  stated,  and  appellant  urged  that  he  will 
thereby  be  cut  off  from  appeal  In  case  a  decison  is  rendered  against  him 
on  the  remaining  grounds  of  the  motion  Held  that  this  is  exactly  what  the 
practice  is  intended  to  accomplish  and  that  if  a  party  has  no  reasons  to 
allege  In  his  motion  which  would  support  dissolution  upon  appealable 
grounds  he  should  not  be  permitted  to  waste  the  time  and  labor  of  his 
opponents  and  of  the  Office  with  appeals  which  can  have  no  other  object 
than  to  obtain  a  review  of  non-appealable  decisions. 
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Appeal  on  Motion. 

TACK-PULLEB   AND   NAIL-DBIYEB. 

Messrs,  Parker  <&  Burton  and  Mr.  George  H.  Maxwell  for  Pym. 
Mr.  Benjamin  Phillips  and  Messrs.  Phillips^  Van  Everen  &  Fish 
for  Hadaway. 

Allen,  Commissioner: 

This  is  an  appeal  tjy  Hadaway  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  Pym's  motion  for  dissolution  of  the 
interference. 

One  of  the  grounds  of  appeal  is  alleged  insuflSciency  of  the  showing 
made  by  Pym  in  excuse  of  delay  in  bringing  the  motion.  The  action 
of  the  Examiner  of  Interferences  accepting  the  showing  made  in  this 
case  falls  within  the  bounds  of  the  discretion  which  it  is  his  duty  to 
exercise  and  will  not  be  disturbed. 

The  motion  recites  the  following  grounds,  each  of  which  is  sup- 
ported by  statements  of  reasons :  • 

A.  That  the  applicant  Hadaway  has  no  right  to  make  the  claims  In  issue. 

B.  There  Is  no  Interference  In  fact 

C.  Each  and  every  count  of  the  issue  is  not  patentable. 

D.  That  there  has  been  such  irregularity  In  declaring  the  interference  as 
will  preclude  proper  determination  of  priority  of  invention. 

Appellant  objects  to  the  transmission  of  ground  A  on  account 
of  the  character,  of  reasons  numbers  10  and  11  thereunder.  Reason 
number  10  is  as  f  dlows : 

The  Hadaway  machine  shows  a  continuously-operating  tack-pulling  power- 
machine.  Continuously-operating  tack-pulling  machines  are  old,  as  in  Paquette, 
Fowler,  and  others.  Adjacent  Hadaway's  power-machine  is  a  foot-machine  for 
driving  stay-tacks.  The  old  way,  prior  to  Hadaway,  was  to  drive  the  tacks  by 
hand  instead  of  by  foot,  the  hand-driver  being  operated  close  to  the  tack-pulling 
machine  as  In  Hadaway,  so  as  to  enable  the  operator  to  drive  a  stay-tack  at  the 
instant  he  saw  the  leather  begin  to  slip  during  the  pulling  of  the  lasting-tacks. 
Both  of  these  old  separate  operations  of  pulling  lasting-tacks  and  intermittingly 
driving  stay-tacks  have  been  embodied  in  a  single  automatic  power-machine  In 
Pym's  applications,  but  in  Hada way's  disclosure  the  foot-machine  and  the 
power-machine  lack  the  necessary  common  actuator,  and  have  no  connecting 
means  or  mechanism  to  unite  them  into  a  single  machine,  or  into  one  power- 
machine.  Hadaway  simply  provides  a  foot-operated  tack-driving  machine  in 
lieu  of  the  old  hand-operated  tack-driving  machine.  The  foregoing  applies 
equally  to  each  count  of  the  issue. 

The  objection  made  to  this  reason  is  that  the  first  portion  thereof  is 
not  definite.  The  essential  allegations,  however,  are  those  which  are 
found  in  the  last  half  thereof,  which  are  definite.  This  reason  will 
be  entertained  in  the  consideration  of  the  motion. 

Reason  number  11  is  an  allegation  of  non-patentability  to  Had- 
away based  upon  nineteen  unapplied  references.  It  is  obviously  bad 
and  will  not  be  entertained  in  the  consideration  of  the  motion. 
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The  objection  urged  to  ground  C  is  that  non-patentability  of  the 
issues  is  alleged  therein,  not  generally,  but  to  Hadaway.  The  objec- 
tion is  not  a  valid  one,  as  it  is  conceivable  that  the  claims  might  have 
such  diflFerent  meanings  in  the  cases  of  the  respective  parties  as  to 
represent  patentable  subject-matter  in  one  case  and  non-patentable 
subject-matter  in  the  other. 

Grounds  B  and  D  allege,  respectively,  non-interference  in  fact  and 
irregularity  in  declaration.  No  proper  reasons  for  dissolution  upon 
either  of  these  grounds  are  stated.  They  should  not  have  been  trans- 
mitted, and  were  only  transmitted  by  the  Examiner  of  Interferences 
through  oversight,  as  is  shown  by  his  request  for  jurisdiction  of  May 
24,  1906.  It  is  urged  by  Pym  that  he  will  be  cut  off  from  appeal  if 
these  grounds  are  not  transmitted  and  a  decision  is  rendered  against 
him  upon  the  remaining  grounds.  This  is  exactly  what  the  practice 
is  intended  to  accomplish.  If  a  party  has  no  reasons  to  allege  in  his 
motion  which  would  support  dissolution  upon  appealable  grounds,  he 
should  not  be  permitted  to  waste  the  time  and  labor  of  his  opponents 
and  of  the  OflSce  with  appeals  which  can  have  no  other  object  than  to 
obtain  a  review  of  non-appealable  decisions. 

The  decision  of  the  Examiner  of  Interferences  is  reversed  as  to 
grounds  B  and  D  of  the  motion  and  is  affirmed  as  to  grounds  A  and  C 
thereof;  but  reason  number  11  under  ground  A  will  not  be  considered. 


Ex  PARTE  Sides. 

Decided  April  18,  1906, 

(123  O.  G.,  1G63.) 

Labels — Reoistbabiijty — Printed  Matter  and  Printers'  Ornamentation. 

Held  that  a  label  comprising  merely  printed  matter  and  printers*  orna- 
mentation which  are  not  artistic  productions  sliould  not  be  registered. 

On  Appeal. 

LABEL  FOR  BLANK  RECORIVROOK  FOR  THE  USE  OF  SICK  COMMITTEES  AND  SECRETARIES, 

ETC. 

Mr.  Ira  J,  Sides  pro  se. 

AliiEN,  Commissioner : 

That  is  an  appeal  from  the  action  of  the  Examiner  refusing  to 
register  a  label. 

The  position  of  the  Examiner  is  set  forth  in  his  statement  as 
follows : 

The  copies  of  the  label  on  file  include  merely  printed  matter  and  printers' 
ornamentation.    They  are  not  artistic  productions  and,  therefore,  under  the  aa- 
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thority  of  the  rulings  of  the  Commissioner  in  ew  parte  Baldwin  (98  O.  Q.. 
1706.)  and  ex  parte  Houghton  (99  O.  G..  1623,)  And  the  decision  of  the  United 
States  Supreme  Ck)urt  in  Higgina  v.  Keufel  (56  O.  G.,  1139,)  it  is  submitted  that 
registration  should  be  refused. 

The  label  is,  in  fact,  as  described  by  the  Examiner,  and  refusal  of 
registration  was  correct. 

The  applicant  requests  the  return  of  the  fee  in  the  event  that  the 
Examiner  is  sustained.  Rule  45  provides  that  the  fee  may  be  re- 
turned under  such  circumstances,  and  it  is  so  ordered. 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PARTE  Myers. 

Decided  April  20,  1906. 

(123  O.  G.,  1663.) 

Abandonment  and  Revival — Showing  of  Ueasons  fob  Delay. 

Where  the  sliowing  of  unavoidable  delay  presented  to  secure  the  revival 
of  an  application  apparently  abandoned  through  absence  of  proper  action 
within  the  period  allowed  for  the  same  relates  to  matters  outside  of  the 
Office  and  is  not  verified  and  no  proper  action  is  filed  and  the  excuse  for 
delay  does  not  cover  tiie  entire  i)eriod  the  delay  will  not  be  held  unavoidable. 

On  Petition.  %. 

EVAPOBATOB-COOLEB. 

Mr.  Claude  L.  McKesson  for  the  applicant 

Allen,  Commissioner: 

This  is  a  petition  that  the  application  be  regarded  as  pending  and 
not  abandoned. 

An  amendment  was  iBled  a  few  days  before  the  close  of  the  year 
following  the  Office  action.  The  Examiner  held  that  the  amendment 
was  not  responsive  in  extent.  It  is  conceded  by  the  applicant  that 
such  is  the  case ;  but  it  is  requested  that  the  delay  be  regarded  as  un- 
avoidable in  view  of  a  showing  made.  The  showing  relates  to  matters 
outside  of  the  Office  and  is  not  verified,  nor  has  a  proper  amendment 
been  filed.  Delay  will  not  be  held  unavoidable  under  these  cir- 
cumstances. Moreover,  the  excuse  made  does  not  cover  the  whole 
period. 

The  petitio7i  in  denied. 
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Ex  PABTE  Frederick  R.  West's  Nephews. 

Decided  April  26,  1906. 

(123  O.  G..  1663.) 

Tbadb-Mabks — Material  Differences. 

A  mark  consisting  of  the  words  and  cliaracter  "  Blaclc  &  Bine,"  printed 
along  the  diagonal  line  of  division  between  a  black  portion  and  a  blue 
portion  of  a  rectangular  label.  Held  to  differ  sufficiently  from  the  registered 
mark  "  Black  &  White  "  to  prevent  confusion  or  deception. 

On  Appeal. 

TRADE-MARK   FOR   SCOTCH    WHISKY. 

Mr.  A.  Parker-Smith  for  the  applicants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  for  Scotch  whisky,  which 
is  described  as  follows : 

*  *  *  the  words  and  character  "  Black  &  Blue  "  printed  along  the  diagonal 
line  of  division  between  a  black  portion  and  a  blue  portion  of  a  rectangular 
label. 

The  refusal  is  based  upon  the  registered  trade-mark  to  James 
Buchanan,  No.  37,852,  February  25, 1902,  which  consists  of  the  words 
"  Black  &  White  "  used  on  whisky. 

These  marks  are  not  believed  to  resemble  each  other  so  closely  as 
to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public 
or  to  deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Kinney  v.  Goodhue. 

Decided  June  11,  1906, 

(123  O.  G.,  1663.) 

1.  Interference — Motion  for  Dissolution— Interference  in  Fact. 

Where  a  motion  is  made  to  dissolve  the  interference  on  the  ground  of 
non-interference  in  fact,  Held  that  the  only  question  to  be  considered  is 
whether  the  language  of  the  issue  supports  different  meanings  with  equal 
propriety  in  the  applications  of  the  respective  parties. 

2.  Same — Same — Appellant's  Right  to  Make  Claim. 

The  right  of  the  appellant  to  make  the  claim  of  the  issue  will  not  be 
considered,  for  reasons  stated  in  Miller  v.  Perham,  {ante,  157;  121  O.  G., 
2667.) 

On  Appeal. 

manure-spreader. 

Messrs.  Shepherd  d&  Parker  for  Kinney. 

Messrs.  Offleldj  Towle  <f*  Linthicum  for  Goodhue. 
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AiiLEN,  Commissioner: 

This  is  an  appeal  by  Goodhue  seeking  dissolution  of  interference 
upon  the  ground  that  there  is  no  interference  in  fact 

The  only  question  to  be  considered  upon  this  appeal  is  whether  the 
language  of  the  issue  supports  diflFerent  meanings  with  equal  pro- 
priety in  the  applications  of  the  respective  parties.  I  find  that  it 
does  not.  If  there  is  no  interference  in  fact  between  the  devices  of 
the  parties,  as  appellant  contends,  it  is  because  the  issue,  with  the 
single  meaning  which  it  properly  supports,  does  not  apply  to  the 
device  of  one  of  the  parties — i.  ^.,  that  party  has  no  right  to  make 
a  claim  corresponding  thereto.  An  affirmative  decision  upon  the 
ri^t  of  the  appellee  to  make  the  claims  is  not  appealable.  (Rule 
124.)  The  right  of  the  appellant  to  make  the  claims,  which  seems 
to  be  the  real  question  upon  which  decision  is  sought,  will  not  be 
considered,  for  the  reasons  given  in  Miller  v.  Perham^  {ante^  157 ;  121 
O.  G.,  2667.) 

The  decision  of  the  Primary  Examiner  refusing  to  dissolve  the 
interference  is  affirmed. 


PODLESAK   AND   PoDLESAK    V.   McInNERNEY. 

Decided  April  19,  1906, 
(123  O.  G.,  1989.) 

1.  INTEBFEBENCE— Same  Claims  and  Diffebent  Inventions — Failtjbe  to  Define. 

Where  each  of  two  applicants  for  patent  has  made  a  claim  in  identical 
language  and  the  claim  reads  without  violence  to  the  proper  natural 
meaning  of  Its  terms  upon  the  devices  disclosed  by  each  party,  but  the 
patentable  invention  which  this  claim  is  supposed  to  represent  is  found 
only  in  the  device  of  one  of  the  parties,  Held  that  the  claim  fails  to  define 
the  invention. 

2.  Claims — Constbuction — Unexpbessed  Limitation. 

Where  a  claim  had  been  construed  to  involve  the  unmistakable  dis- 
tinctions between  an  applicant's  device  and  the  device  of  the  reference, 
but  the  claim  does  not,  in  fact,  express  these  distinctions  by  its  terms.  Held 
that  the  claim  should  not  be  regarded  as  further  limited  than  its  language 
requires. 

3.  Same — Same — Intebpbeted  Bboadly. 

No  better  method  of  construing  claims  is  perceived  than  to  give  them  in 
each  case  the  broadest  interpretation  which  they  will  support  without 
straining  the  language  in  which  they  are  couched. 

Reference  from  Court  of  Appeals. 

electbical  igniteb  fob  gas-engines. 

Messrs.  H.  J.  and  Emil  Podlesak  and  Messrs.  Shepherd  <&  Parker 
for  Podlesak  and  Podlesak. 

Messrs.  Williamson  cfe  Merchant  and  Messrs.  Pennie  cfe  Golds- 
borough  for  Mclnnemey. 
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Allen,  Commissioner: 

This  case  has  been  remanded  to  me  by  the  court  of  appeals  for 
further  consideration  as  to  identity  of  invention. 

The  decision  remanding  the  case  sets  forth  at  some  length  the  his- 
tory of  the  interference  in  the  Patent  Office,  so  that  reference  to  the 
decision  Podlesak  and  Podlesak  v.  Mclnnemey  {post^  558;  120  O.  G., 
2127)  will  take  the  place  here  of  a  full  statement  of  facts.  The  inter- 
ference was  before  the  court  upon  appeal  from  my  decision  awarding 
priority  of  invention  to  Mclnnerney  upon  count  2  of  an  issue  the 
other  counts  of  which  had  been  otherwise  disposed  of  before  the  case 
came  finally  before  me  for  decision.  The  court  found  upon  con- 
sideration of  the  proofs  that  the  award  of  priority  to  Mclnnemey 
was  correct,  providing  Mclnnerney  has  a  right  to  make  the  claim 
and  providing  there  is  interference  in  fact  between  the  inventions 
of  the  parties.  After  some  discussion  of  the  questions  of  right  to 
claim  and  interference  in  fact  the  Court  stated : 

We  conclude,  though  not  without  some  doubt,  that  Mclnnemey  has  the  right 
to  malce  the  claim  which  is  the  Issue  of  the  interference,  if  that  claim  be 
broadly  construed. 


While  "tV'e  consider  that  an  error  has  been  committed  in  this  case  we  hesitate 
at  least  until  the  Patent  Office  has  further  opportunity  to  consider  this  question 
to  hold  that  there  is  no  interference  In  fact 


We  feel  constrained  to  remand  the  case  to  the  Commissioner  of  Patents  for 
further  consideration  as  to  Identity  of  invention. 

An  error  has  undoubtedly  been  committed.  Its  location  is  not  diffi- 
cult after  consideration  of  the  facts  to  which  attention  is  directed  by 
the  following  extracts  from  the  court's  decision : 

It  will  be  remembered  that  the  Primary  Examiner  held  the  issue  to  be  un- 
patentable; that  the  Examiners-in-Chief  reversed  him  upon  the  ground  that 
this  issue  when  construed  in  the  light  of  the  specification  required  that  the 
"blow"  referred  to  in  the  claim  must  be  a  "contacting  blow,"  and  that  the 
device  of  the  reference  brought  the  electrodes  into  contact  without  any  blow  by 
the  armature.  It  was  upon  such  a  narrow  construction  that  the  claim  was 
held  patentable  over  the  reference.  It  is  the  "  contacting  blow  "  which  appar- 
ently gives  novelty  to  the  issue.  What  this  "  contacting  blow  "  is  must  be  de- 
termined by  a  reference  to  the  appellants'  specification.     •     ♦     ♦ 

The  "  contacting  blow  '*  is  referred  to  in  appellants'  specification  as  the  blow 
which — 

"causes  the  contact-points  to  come  together,  driving  out  from  between  them 
any  soot  or  dirt  that  may  have  accumulated  from  the  explosion  of  the  charge 
in  the  engine-cylinder."     ♦     ♦     ♦ 

We  think  neither  part>'  is  entitled  to  a  claim,  for  the  featur^  here  In  con- 
troversy, which  shall  dominate  the  other.'    It  would  seem  that  the  claims  pre- 
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sented  by  both,  and  made  the  issue  of  this  interference,  should  be  so  re-formed 
that  each  should  have  a  specific  claim  provided  each  can  draw  a  claim  that 
avoids  the  reference. 

Each  of  two  applicants  for  patent  has  made  a  claim  in  identical 
language.  The  claim  reads  without  violence  to  the  proper  natural 
meaning  of  its  terms  upon  the  devices  disclosed  by  each  party ;  but 
the  patentable  invention  which  this  claim  is  supposed  to  represent  is 
found  only  in  the  device  of  one  of  the  parties.  Clearly  under  these 
circumstances  the  claim  fails  to  define  that  invention. 

The  whole  difficulty  seems  to  be  one  of  construction  of  the 
issue.  The  uncertainty  arises  in  connection  with  the  words  "  con- 
tacting blow."  In  the  device  of  each  party  a  blow  is  given  by  an 
armature  to  a  movable  electrode  for  the  purpose  of  obtaining 
electrical  contact.  To  this  extent  the  structures,  operations,  and  re- 
sults of  the  two  devices  are  the  same.  The  words  "  contacting  blow  " 
as  used  in  the  issue  refer  to  this  common  matter  and  have,  so  far  as 
I  am  able  to  determine,  exactly  the  same  significance  when  read  in 
either  case.  It  is  true  that  the  blow  is  given  under  specifically  diflFer- 
ent  conditions  in  the  two  cases,  and  the  whole  purpose  of  the  Podle- 
saks  in  regard  to  the  contacting  blow  of  their  device  may  be  beyond 
anything  sought  by  Mclnnerney.  Nevertheless,  had  the  parties  cre- 
ated their  respective  devices  entirely  without  knowledge  of  prior 
devices  each  would  have  been  an  inventor  of  means  whereby  an  arma- 
ture strikes  a  movable  electrode  to  secure  a  contact.  To  this  extent  the 
respective  devices  present  the  same  subject-matter  of  invention  and, 
except  for  prior  devices,  would  be  capable  of  supporting  a  generic 
claim.  The  claim  in  issue  is  to  my  mind  such  a  claim.  It  defines 
matter  common  to  the  two  cases;  but  that  matter  is  not  patentable  in 
view  of  the  prior  art. 

This  claim  was  rejected  by  the  Primary  Examiner  upon  the  patent 
to  Tirrell.  The  rejection  was  set  aside  by  the  Examiners-in-Chief. 
In  this  action  the  Examiners-in-Chief  referred  to  the  sj)ecification 
of  Podlesak  and  Podlesak,  and  they  undoubtedly  construed  the  claim 
to  involve  the  unmistakable  distinctions  between  their  device  and  the 
device  of  the  reference  The  claim  does  not  in  fact,  however,  express 
these  distinctions  by  its  terms,  and,  as  was  pointed  out  in  the  preceding 
paragraph,  I  perceive  no  good  reason  why  it  should  be  regarded  as 
further  limited  than  its  language  requires.  Regarding,  therefore,  the 
words  "  contacting  blow  "  to  include  any  stroke  which  results  in  a 
contact  and  looking  upon  the  issue  as  generic  to  the  devices  of  each 
party  it  is  clearly  met  in  the  Tirrell  device,  and  should  be  rejected 
thereon  in  each  application.  In  distin^ishing  their  inventions  from 
this  reference,  if  they  have  inventions  not  anticipated  thereby,  the 
parties'  presumably  will  distinguish  their  devices  from  one  another. 


Digitized  by  VjOOQ IC 


268  DECISIONS   OP   THE  COMMISSIONER  OP  PATENTS. 

The  allowance  of  two  patents  with  the  same  claim  will  be  avoided 
and  the  result  secured  which  is  expressed  in  the  decision  of  the  court 
in  the  following  words : 

If,  as  we  think,  the  claim  read  in  the  light  of  their  specification  means  one 
thing,  and  the  same  claim  read  in  the  light  of  appellee's  specification  means 
another  the  same  phraseology  should  not  be  employed. 

In  support  of  the  position  taken  herein  upon  the  scope  of  the  claim 
in  issue  it  is  urged  that  a  more  definite  method  of  determining  the 
meaning  of  claims  is  necessary  than  that  pursued  by  the  Examiners- 
in-Chief  in  this  case  in  order  to  avoid  just  such  confusion,  with  its 
attendant  useless  delay,  labor,  and  expense,  as  has  occurred  here.  No 
better  method  of  construing  claims  is  perceived  than  to  give  them  in 
each  case  the  broadest  interpretation  which  they  will  support  without 
straining  the  language  in  which  they  are  couched.  This  method 
would  seemingly  give  more  uniform  and  satisfactory  results  than  are 
obtained  by  methods  largely  in  vogue— such,  for  example,  as  that  of 
importing  limitations  from  the  specification  according  to  the  exigen- 
cies of  the  particular  situation  in  which  the  claim  may  stand  at  a 
given  moment.  The  method  suggested  also  seems  to  have  the  ad- 
vantage of  according  in  its  results  with  the  probable  intentions  of  the 
inventor  at  the  time  when  the  claim  is  drawn.  In  presenting  claims 
to  the  Office  the  object  constantly  sought  is  breadth.  Where  a  lim- 
ited meaning  is  intended  when  a  claim  is  drawn,  what  possible  objec- 
tion can  there  be  to  imposing  that  meaning  unmistakably  upon  the 
claim  by  its  express  terms?  That  a  claim  which  does  not  carry  its 
true  meaning  upon  its  face  misleads  those  aflFected  by  the  patent  in- 
stead of  guiding  them  as  to  its  true  scope  is  alone  suJBcient  reason 
why  the  Patent  Office  should  refuse  to  recognize  proposed  limitations 
of  claims  which  have  not  been  clearly  expreSvSed  therein. 

However,  whether  the  claim  in  issue  shall  be  broadly  or  narrowly 
construed  is  a  question  which  may  be  worked  out  hereafter  in  the  ex 
parte  prosecution  of  the  applications.  One  thing  is  clear  at  this  time 
and  that  is  the  anticipation  by  the  reference  to  Tirrell  of  all  subject- 
matter  of  invention  common  to  the  parties  to  this  proceeding  so  far 
as  the  same  has  been  pointed  out  in  the  claims  presented.  There  is 
therefore  no  interference  in  fact  upon  any  patentable  invention,  and 
the  interference  is  accordingly  dissolved.  The  case  is  remanded  to 
the  Primary  Examiner  for  further  action  upon  the  applications  in 
accordance  with  the  views  indicated  herein. 
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Smith  v.  Slocum. 

.  Decided  April  19,  1906. 

(123  O.  G.,  1990.) 

INTERFEBENCB— Dissolution— Applicant  v.  Patentee — Applicant  Allboino 
Non-Patentability. 
Where  applicant  moves  for  dissolution  upon  ground  of  non-patentability 
and  his  opponent  is  Involved  upon  a  regularly- issued  patent  and  the  motion 
is  brought  after  the  expiration  of  the  time  for  taking  testimony  and  no 
testimony  has  been  taken,  Held  that  the  practice  announced  in  Lipe  v. 
Miller  (C.  D.,  1904,  114;  109  O.  G.,  1068)  should  not  be  followed  and  that 
the  case  should  proceed  to  judgment. 

Appeal  on  Motion. 

BOCK-DBILL. 

Messrs.  F.  G.  Dieterich  <&  Co,^  for  Smith. 
Messrs.  Kay^  Totten  &  Winter  for  Slocum. 

Allen,  Commissioner: 

This  is  an  appeal  by  Smith  from  the  decision  of  the  Examiner 
of  Interferences  denying  a  motion  to  dissolve  an  interference. 

The  motion  was  brought  by  Smith  in  answer  to  an  order  to  show 
cause  why  judgment  should  not  be  rendered  against  Smith  on  ac- 
count of  his  failure  to  take  testimony.  The  motion  is  based  upon  the 
ground  that  the  issue  is  not  patentable  by  reason  of  a  newly-discov- 
ered reference;  but  it  is  requested  that  dissolution  be  ordered  under 
the  practice  of  Lipe  v.  Miller  (C.  D.,  1904,  114;  109  O.  G.,  1068) 
and  other  decisions  holding  that  an  interference  between  an  applica- 
tion and  patent  would  be  dissolved,  upon  the  motion  of  the  applicant 
alleging  non-patentability,  without  a  determination  of  the  fact. 
Smith  is  an  applicant  here,  and  Slocum  is  involved  upon  a  regularly- 
issued  patent ;  but  the  period  in  which  motions  for  dissolution  should 
be  brought  had  long  expired  when  Smith's  motion  was  presented. 
The  time  set  for  taking  testimony  had  also  expired  and  Smith  had 
taken  none.  The  reasons  which  support  the  practice  of  dissolving 
an  interference  between  an  applicant  and  patentee  upon  the  appli- 
cant's contention  that  the  issue  is  not  patentable  without  determina- 
tion of  the  fact  do  not  justify  dissolution  under  these  circumstances. 
The  case  is  ready  for  judgment,  which  should  be  rendered,  since  no 
better  showing  is  presented  than  a  mere  allegation  that  the  issue  is 
not  patentable. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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Becker  and  Patitz  v,  Edwards. 

Decided  April  2.5,  1906. 

(123  O.  G.,  1990.) 

1.  Interference — Motion  for  Dissolution — Limit  of  Appeal — Extension. 

The  Primary  Examiner  has  no  authority  to  extend  the  limit  of  appeal 
from  his  decision  upon  motion  brought  after  said  limit  has  expired. 

2.  Same — Same — Rehearing. 

The  Primary  Examiner  has  no  authority  to  grant  a  motion  for  rehearing 
filed  after  the  limit  of  appeal  from  his  decision  has  expired. 

3.  Same — Same — Transmission. 

The  Examiner  of  Interferences  properly  refused  to  transmit  to  the 
Primary  Examiner  motions  which  the  Primary  Examiner  has  no  authority 
to  decide. 

Appeal  on  Motion. 

ore-roasting  furnace. 

Mr.  G.  F.  De  Wein  for  Becker  and  Patitz. 

Messrs,  Spear^  Middleton^  Donaldson  <&  Spear  for  Edwards. 

Allen,  Commissioner: 

This  is  an  appeal  by  Becker  and  Patitz  from  the  decision  of  the 
Examiner  of  Interferences  refusing  to  transmit  to  the  Primary  Ex- 
aminer a  motion  to  extend  the  limit  of  appeal  from  the  Primary 
Examiner's  decision  of  June  5,  1905,  on  a  motion  for  dissolution  and 
also  a  motion  to  rehear  the  motion  for  dissolution. 

The  Examiner  of  Interferences  refused  to  transmit  the  first  motion, 
as  the  limit  of  appeal  set  by  the  Primary  Examiner  had  expired,  and 
hence  the  Primary  Examiner  had  no  authority  to  extend  said  limit. 
The  second  motion  was  refused  transmission,  as  the  Examiner  of 
Interferences  had  no  authority  to  transmit  such  a  motion,  and  the 
Primary  Examiner  had  no  authority  to  grant  the  motion  if  trans- 
mitted. The  action  of  the  Examiner  of  Interferences  refusing  to 
transmit  the  motions  was  correct,  for  reasons  stated  by  him. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Bechman  v.  Southgate. 

Decided  March  13.  1906, 

(12:^  O.  G.,  2300.) 

Patentability — Anticipation. 

Held  that  a  claim  to  a  printing-press  comprising  three  printing-couples, 
together  with  means  for  perfecting  webs  thereby,  is  not  anticipated  by  a 
press  which  comprises  four  couples  so  arranged  that  a  web  conld  not  be 
perfected  by  the  operation  of  three  couples. 
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2.  Claims — CJonsteuction  of. 

Held  that  a  claim  to  a  printing-press  comprising  three  printing-couples 
arranged  in  parallel  planes  is  properly  readable  upon  a  structure  wherein 
two  of  the  couples  are  arranged  in  one  plane  and  the  third  couple  in  another 
plane  parallel  to  the  first,  the  claim  not  specifying  that  each  couple  shall 
be  in  a  different  plane  from  each  of  the  others. 

S.   INTEBFEBENCE  IN   FaCT. 

Where  the  claim  includes  a  deflector  as  an  element  and  the  deflectors 
shown  by  the  parties  to  the  Interference  are  specifically  different  but  such 
differences  are  not  involved  in  the  interference  issue.  Held  that  there  is  no 
basis  in  this  fact  for  a  dissolution  of  the  interference. 

Appeal  from  Examiners-in-Chief. 

PBINTINO-PBESS. 

Messrs.  Alexander  cfe  Dowell  for  Bechman. 
Messrs,  Southgate  <£  Southgate  for  Southjg^ate. 

Allen,  Commissioner: 

This  is  an  appeal  by  Bechman  from  the  decision  of  the  Examinei-s- 
in-Chief  awarding  priority  of  invention  to  Southgate  upon  an  issue 
expressed  in  the  following  counts : 

1.  A  printing-press  comprising  three  jirinting-couples  arranged  in  parallel 
planes,  each  couple  consisting  of  a  bed  and  coacting  cylinder,  and  means  for 
feeding  webs  through  said  couples,  to  be  perfected  thereby. 

2.  A  printing-press  comprising  three  stationary  type-beds  arranged  in  parallel 
planes,  and  three  reciprocating  cylinders  coacting  with  the  beds;  with  means 
for  feeding  webs  through  the  press  so  that  they  shall  be  perfected  thereby  at 
each  operation  of  the  press. 

3.  The  combination  in  a  web-printing  press  of  three  stationary  form-beds,  a 
traveling  Impression-cylinder  coacting  with  each  of  said  form-beds,  a  single 
reciprocating  mechanism  for  actuating  all  of  said  cylinders,  web-guides,  a  de- 
flector and  web-manipulating  mechanisms. 

4.  The  combination  of  a  web-prlnting  press  of  three  stationary  form-beds,  a 
traveling  impression-cylinder  coacting  with  said  bed,  a  reciprocating  mechanism 
for  actuating  said  impression-cylinders,  connections  whereby  one  of  said  im- 
pression-cylinders may  be  thrown  out  of  operation  and  the  other  two  kept  in 
operation,  web-guides  and  web-manipulating  mechanisms. 

5.  The  combination  in  a  web-printing  press  of  three  stationary  form-beds,  a 
pair  of  carriers  in  which  two  Impression-cjiinders  are  journaled,  a  reciprocating 
mechanism  for  said  carriers,  a  second  set  of  carriers,  in  which  a  third  impres- 
sion-cylinder is  journaled,  means  for  connecting  and  disconnecting  the  two  sets 
of  carriers,  and  suitable  web  guides  and  manipulating  mechanisms. 

Southgate  relies  upon  the  filing  of  his  application  in  interference 
on  November  30,  1896,  to  establish  his  conception  and  reduction  to 
practice  of  the  invention  in  issue  at  that  date.  Bechman  in  his  pre- 
liminary statement  claims  to  have  conceived  the  invention  in  i&sue 
and  to  have  reduced  it  to  practice  in  the  year  1893.  The  only  evi- 
dence oflfered  in  support  of  this  claim  of  early  invention  by  Bechman 
relates  to  a  machine  known  in  the  case  as  the  "  Commercial  Bulletin 
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Press,"  designed  and  constructed  by  Bechman  in  that  year.  That 
machine  did  not  include  the  invention  in  issue,  as  will  be  pointed  out 
below,  and  is  of  no  avail  to  Bechman  here.  Bechman  has  no  other 
proofs  of  priority,  and  the  decision  of  the  Examiners-in-Chief  must 
therefore  be  aflSrmed  unless,  as  is  contended  by  Bechman,  the  inter- 
ference should  be  dissolved. 

The  contentions  seriously  urged  by  Bechman  on  this  appeal  are, 
first,  that  the  issue  if  construed  broadly  enough  to  cover  matter  com- 
mon to  the  cases  of  both  parties  is  not  patentable  over  the  "  Com- 
mercial Bulletin  Press,"  to  which  reference  has  already  been  made, 
and,  second,  that  the  issue  if  construed  to  distinguish  patentably 
over  the  "  Commercial  Bulletin  Press  "  is  so  narrow  that  no  inven- 
tion common  to  the  cases  of  both  parties  is  covered  thereby.  The 
questions  of  interference  in  fact  and  patentability  of  the  issue  were 
raised  by  Bechman  upon  motion  to  dissolve  the  interference  under 
Rule  122,  and  the  motion  was  overruled  as  to  each  ground.  I  have, 
nevertheless,  considered  with  care  on  this  appeal  the  contentions 
of  Bechman  regarding  the  construction  of  the  issue  in  order  to 
determine  whether  there  is  anything  in  the  record  of  this  case,  as 
there  was  in  the  case  of  Podlesak  and  Podlesak  v.  Mclnnemey^  {post^ 
558;  120  O.  G.,  2127,)  necessitating  limitation  of  the  claims  in  the 
respective  applications  to  specific  non-interfering  features  of  the  ma- 
chines disclosed  by  the  diflFerent  parties.  I  find  upon  such  considera- 
tion that  each  count  in  the  issue  clearly  defines  subject-matter  distinct 
from  the  "  Commercial  Bulletin  Press."  I  also  find  that  this  sub- 
ject-matter is  common  to  the  applications  of  the  respective  parties 
and  has  been  claimed  by  each  of  them  and  that  it  has  been  held  to  be 
patentable  by  the  tribunal  of  this  Office  authorized  to  make  such 
determination.  Nor  does  it  appear  that  the  claims  corresponding 
to  the  counts  of  the  issue  when  allowed  were  construed  to  mean  any- 
thing different  from  what  they  clearly  state  or  to  include  anything 
which  is  not  common  to  both  applications. 

Counts  1  and  2  of  the  issue  are  drawn  to  a  printing-press  having 
three  printing-couples,  each  comprising  a  stationary  type-bed  and  a 
reciprocating  cylinder  coacting  therewith.  These  counts  also  state 
that  the  three  printing-couples,  or  the  three  type-beds,  shall  be 
arranged  in  parallel  planes  and  that  there  shall  be  means  for  feed- 
ing the  webs  through  the  couples  or  through  the  press,  so  as  to  be 
perfected  thereby.  The  "  Commercial  Bulletin  Press "  had  four 
printing-couples.  It  could  not  employ  three  of  these  couples  in 
printing  a  perfected  web  without  also  employing  the  fourth.  A 
press  comprising  three  printing-couples  and  perfecting  thereby  is 
therefore  a  distinct  machine  from  the  "  Commercial  Bulletin  Press." 
The  distinction  was  held  to  be  a  patentable  one  by. the  Examiner 
upon  the  motion  for  dissolution  in  disposing  of  the -contention  by 
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Bechman  that  counts  1  and  2  were  not  patentable  in  view  of  Reissue 
Patent  No.  12,016  to  Wood  for  a  four-bed  press.  No  good  reason 
appears  for  reviewing  the  Examiner's  conclusion  upon  this  point 
Bechman  cannot  prevail  upon  priority  and  should  no  more  be  per- 
mitted to  continue  his  opposition  to  the  patentability  of  the  counts 
than  should  one  of  the  general  public  be  permitted  to  take  such  steps. 
The  reasons  for  this  conclusion  have  been  fully  stated  in  other  cases 
and  need  not  be  repeated  here.  {Sohey  v.  RoUclau\  C.  D.,  1905,  523; 
119  O.  a,  1922;  Potter  v.  Mcintosh,  ante,  56;  120  O.  G.,  1823.)  In 
fact,  opposition  to  the  patentability  of  counts  1  and  2  comes  with  bad 
grace  from  Bechman.  The  claims  corresponding  thereto  were  origi- 
nally made  by  him,  presumably  with  knowledge  of  his  own  prior 
machine,  the  "  Commercial  Bulletin  Press,"  and  with  knowledge 
that  he  was  not  entitled  to  claim  that  machine  by  reason  of  public 
use.  These  claims  were  also  advanced  after  the  citation  by  the  Ex- 
aminer of  the  four-bed  press  of  the  Wood  patents,  and  their  allow- 
ance was  secured  in  the  ex  parte  prosecution  of  the  application 
upon  the  following  contention  by  Bechman : 

The  claims,  as  now  presented,  are  clearly  distinguished  from  Wood's  patent — 
which  shows  two  two-bed  presses  mounted  one  over  the  other — (or  a  four- 
bed  press,)  useless  to  i)erfect  on,  unless  the  four  beds  are  employetl,  to  pn)- 
duc-e  large  papers.  Applicant  does  not  claim  four  beds,  nor  wish  to  make  such 
a  press,  his  press  is  complete  with  three  beds  and  three  cylinders;  and  this  is, 
we  believe,  entirely  novel,  and  therefore  allowance  of  amended  claims  is  re- 
quested. 

It  is  also  evident  upon  inspection  of  the  applications  that  the  lim- 
itations which  distinguish  counts  1  and  2  from  the  "  Commercial 
Bulletin  Press  "  and  from  other  four-bed  machines  correctly  describe 
the  devices  of  each  party  and  that  these  limitations  have  the  same 
meaning  in  each  case.  Bechman'^s  contention  to  the  contrary  is  based 
upon  the  fact  that  two  of  the  three  printing-beds  of  Southgate's 
machine,  as  shown  in  the  application  drawing,  are  in  the  same  plane, 
whereas  in  Bechman's  case  each  of  thjB  three  beds  occupies  a  different 
plane;  but  the  issue  does  not  call  for  beds  in  three  planes,  nor  does  it 
specify  that  each  bed  shall  occupy  a  different  plane.  The  three  beds 
of  Southgate  are  located  in  two  parallel  planes,  and  the  issue  is  sat- 
isfied thereby  both  in  terms  and  in  spirit.  Moreover,  there  is  nothing 
in  the  mere  location  of  the  beds  of  a  three-couple  press  in  three  dif- 
ferent planes  to  constitute  this  were  it  involved  by  the  issue — a  dis- 
tinction of  consequence  between  the  two  machines.  This  is  rendered 
apparent  by  the  fact  that  either  one  of  the  two  Southgate  beds  which 
are  shown  as  in  one  plane  might  be  raised  or  lowered  in  the  practical 
construction  of  the  press  without  change  in  the  principle  or  in  the 
mode  of  operation  of  the  machine.  Bechman  dwells  in  his  argument 
upon  the  specific  differences  between  the  Bechman  and  Southgate 

H.  Doc.  641,  59-2 19 
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machines  and  upon  differences  of  function  resulting  therefrom;  but 
the  issue  is  not  limited  to  these  differences  by  its  terms,  and  there  is 
nothing  in  the  record  to  indicate  that  it  has  ever  been  regarded  as  so 
limited  by  construction.  On  the  other  hand,  the  statement  herein- 
above quoted,  which  was  made  by  Bechman  in  the  ex  parte  prosecu- 
tion of  his  application,  shows  that  counts  1  and  2  were  presented  by 
him  to  cover  the  broad  subject-matter  defined  by  their  terms  and  upon 
which  his  machine  clearly  interferes  with  that  of  Southgate. 

Count  3  includes  a  deflector.  Bechman  contends  that  he  has  noth- 
ing in  his  machine  equivalent  to  the  deflector  of  Southgate.  Each 
party  in  the  design  of  a  three-bed  press  has  found  it  desirable  to  shift 
one  of  the  webs  (the  strips  upon  which  the  press  is  printing)  laterally 
at  one  point.  In  each  case  this  shifting  is  done  to  enable  the  web 
to  be  passed  over  a  perfecting-bed,  which  is  offset  from  the  vertical 
plane  passing  through  the  first  impression-bed  in  line  with  the  travel 
of  the  web  thereover.  Each  party  employs  diagonally-arranged  bars 
to  effect  the  shifting.  The  term  deflector  seems  to  define  this  com- 
mon subject-matter  properly.  The  deflectors  may  differ  in  many 
respects  in  the  two  cases,  but  the  differences  are  in  no  way  involved 
by  the  issue  and  form  no  basis  for  dissolving  the  interference. 

Counts  4  and  6  so  clearly  read  upon  the  two  cases  as  to  require 
little  comment  here.  Bechman  seeks  to  avoid  judgment  against  him 
as  to  them  by  urging  the  adoption  of  a  construction  for  the  terms 
thereof,  "  web-guides  "  and  "  web-manipulating  mechanisms,"  which 
is  altogether  forced  and  unwarranted. 

An  application  of  the  doctrine  of  Bechman  v.  Wood  (C.  D.,  1899, 
453  and  459 ;  89  O  .G.,  2459  and  2462)  has  been  urged.  That  doctrine, 
however,  seems  to  have  no  application  here,  for  Southgate  presented 
claims  drawn  upon  the  generic  invention  of  the  issue  with  his  original 
application  and  seems  to  have  continuously  asserted  his  right  to  such 
claims  ever  since. 

The  decision  of  the  Examiners-in-Chief  affirming  the  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  invention  to 
Southgate  as  to  each  of  the  counts  of  the  issue  is  afllrmed. 


In  re  The  Kellogg  SwrrcHBOARD  &  Supply  Company. 

Decided  April  17,  1906. 

(123  O.  G.,  2310.) 

Access  to  Assigned  Application. 

Held  that  where  an  assignee  of  the  entire  interest  requests  that  the  in- 
'  ventor  be  excluded  from  access  to  the  application  the  request  should  be 
complied  with,  even  though  the  assignee  states  no  reason  for  his  request, 
and  that  the  inventor  will  be  granted  access  to  the  application  only  on  the 
presentation  of  reasons  satisfactory  to  the  Commissioner.  Ex  parte  Mao- 
Laughlin  (C.  D..  1891,  68;  55  O.  G..  864)  overruled  to  the  extent  indicated. 
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In  the  Matter  of  the  petition  of  The  Kellogg  Switchboard  & 
Supply  Company  to  prevent  William  W.  Dean  and  others  from  in- 
specting a  certain  application  for  patent. 

Mr.  Cvrtis  B,  Camp  for  William  W.  Dean. 

Allen,  Commissioner: 

This  is  a  petition  by  The  Kellogg  Switchboard  &  Supply  Company 
that  William  W.  Dean  and  others  be  excluded  from  inspection  of  an 
application  for  patent. 

Dean  is  the  inventor  of  the  devices  represented  by  the  application 
in  question,  and  The  Kellogg  Switchboard  &  Supply  Company  is  the 
assignee  of  th6  entire  interest  therein.  Affidavits  have  been  filed  by 
the  assignee  setting  forth  special  circumstances  in  support  of  the  con- 
tention that  the  inventor  should  be  excluded.  These  circumstances 
are  urged  as  justifying  the  action  sought  by  the  petition,  notwith- 
standing ex  parte  MacLaughlin^  (C  D.,  1891,  68;  55  O.  O.,  864,) 
wherein  Commissioner  Mitchell  said : 

♦  *  *  I  have  never  been  able  to  satisfy  myself  that  public  policy  will 
permit  the  Office  to  allow  an  assignee  to  prosecute  an  application  wholly  from 
the  sight  of  the  inventor  if  the  latter  wishes  to  keep  himself  informed  as  to  the 
proceedings. 

I  am  of  the  opinion  that  the  inventor  should  be  excluded  when  the 
assignee  of  the  entire  interest  so  requests  without  the  necessity  of  a 
showing  of  reasons  by  the  assignee  why  such  action  should  be  taken. 
Where  the  inventor  has  transferred  to  another  all  right  to  the  inven- 
tion, it  is  difficult  to  see  why  he  should  ordinarily  be  allowed  to  keep 
himself  informed  of  the  proceedings  any  more  than  should  a  mere 
stranger.  In  the  case  of  Duncan  d;  Duncan  (C.  D.,  1904,  79;  109 
O.  G.,  805)  the  statement  was  made: 

It  is  doubtful  if  the  Office  should  refuse  to  permit  the  inventor  or  his  agent 
to  see  his  application  after  assignment  if  he  has  good  reason  for  wishing  to 
see  it     ♦     ♦    ♦ 

This  statement  is  considered  correct;  but  before  access  to  an  applica- 
tion by  an  inventor  is  granted,  when  the  assignee  of  the  entire  inter- 
est objects  thereto,  the  inventor's  reasons  should  be  presented  and 
approved  by  the  Commissioner.  Ex  parte  MacLaughliny  supra^  is 
overruled  to  the  extent  indicated. 
The  petition  is  granted. 
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Ex   PARTE   KlUSSMANN. 

Decided  April  20,  1906. 

(123  O.  G.,  2311.) 

Abandonment  and  Revival — Unavoidable  Delay. 

Where  action  is  intentionally  delayed  until  near  the  close  of  the  period 
allowed  for  action  and  through  accident  the  action  is  not  then  taken,  but 
is  further  delayed  until  after  that  period  has  expired,  the  failure  to  act 
within  the  proper  period  is  not  unavoidable,  and  the  application  is  aban- 
doned. 

On  Petition. 

musical  instrument. 

Mr,  James  L,  Nonia  for  the  applicant. 

Allen,  Commissioner : 

This  is  a  petition  that  delay,  in  prosecuting  an  application  be 
regarded  as  unavoidable  and  that  the  application  receive  action  as 
a  pending  case. 

The  application  was  rejected  on  November  3,  1904,  and  no  action 
was  taken  by  the  applicant  prior  to  the  filing  of  this  petition  on 
March  8,  1906.  In  excuse  of  the  delay  it  is  stated  in  the  aflSdavit 
filed  with  the  petition  that  the  attorney's  file  became  misplaced.  It 
seems,  however,  from  the  facts  alleged  in  the  affidavit  that  action  by 
the  applicant  was  intentionally  delayed  until  near  the  close  of  the 
year  following  the  rejection.  In  such  cases  the  applicant  assumes  the 
risk  of  such  accidents  as  occurred  in  this  case  and  must  bear  the  con- 
sequences. 

The  petition  is  denied. 


Herbst  V,  Records  and  Goldsborough  v.  The  Rothenbero  Company. 

Decided  May  P,  J906. 

(123  O.  G.,  2311.) 

1.  Trade-Mark  Interference — Motion  to  Take  Surrebuttal  Testimony. 

Where  in  support  of  a  motion  for  leave  to  take  surrebuttal  testlmonj 
surprise  is  alleged,  but  the  testimony  which  is  alleged  to  have  caused  sur- 
prise relates  to  facts  which  could  well  have  been  investigated  and  disposed 
of  by  the  party  bringing  the  motion  in  the  original  preparation  of  his  case 
or  when  talcing  his  testimony-in-chief.  Held  that  surrebuttal  testimony  wiU 
not  be  authorized  merely  that  a  party  may  strengthen  his  case  upon  finding 
that  the  case  made  out  against  him  in  his  opponent's  rebuttal  testimony  Is 
stronger  than  he  anticipated. 
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2.  Same — Same. 

Where  a  party  wishes  to  take  surrebuttal  testimony,  Held  that  so  far  as 
the  specific  allegations  of  fact  api)earing  in  the  rebuttal  testimony  of  the 
opposite  party  may  be  false  there  could  have  been  no  anticipation,  and  sur- 
rebuttal testimony  to  contradict  the  same  shoxild  be  authorized  upon  a 
sufficient  showing;  but  this  showing  should  be  clear  and  specific  in  order 
that  it  may  be  determined  whether  the  proposed  additional  testimony  is  of 
the  character  which  may  properly  be  admitted. 

Appeal  on  Motion. 

TBADE-MARK   FOB   WHISKY. 

Messrs.  Bacon  <&  Milans  for  Herbst. 

Messrs,  Steuart  &  Steiiart  for  Records  and  Goldsborough. 

Mr,  Nicholas  A.  Acker  for  The  Rothenberg  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  The  Rothenberg  Company  from  the  decision 
of  the  Examiner  of  Interferences  denying  its  motion  for  leave  to  take 
surrebuttal  testimony. 

The  motion  sets  forth  various  matters  brought  out  in  the  rebuttal 
testimony  of  the  party  Herbst  with  respect  to  which  the  introduction 
of  surrebuttal  testimony  is  desired.  The  motion  is  accompanied  by 
the  affidavit  of  one  of  the  attorneys  for  The  Rothenberg  Company  al- 
leging surprise  and  the  ability  to  produce  evidence  rebutting  the 
eflFect  of  those  portions  of  the  testimony  of  Herbst  and  his  witnesses 
in  which  the  surprise  is  alleged  to  reside. 

The  showing  made  is  not  sufficient  to  justify  the  motion.  The  tes- 
timony which  is  alleged  to  have  caused  surprise  apparently  relates  to 
the  title  of  The  Rothenberg  Company.  The  facts  set  forth  therein, 
so  far  as  shown,  seem  to  be  largely  such  as  could  well  have  been  in- 
vestigated by  The  Rothenberg  Company  in  the  original  preparation 
of  its  case.  Under  such  circumstances  these  facts,  so  far  as  they 
are  tf ue  and  call  for  explanation,  should  have  been  disposed  of  by 
The  Rothenberg  Company  when  taking  its  testimony-in-chief.  Sur- 
rebuttal testimony  will  not  be  authorized  merely  that  a  party  may 
strengthen  his  case  upon  finding  that  the  case  made  out  against  him 
in  his  opponent's  rebuttal  testimony  is  stronger  than  he  anticipated. 

So  far  as  the  specific  allegations  of  fact  appearing  in  rebuttal  testi- 
mony of  Herbst  may  be  false,  there  could  have  been  no  anticipation 
by  The  Rothenberg  Company,  and  surrebuttal  testimony  to  contra- 
dict the  same  should  be  authorized  upon  a  sufficient  showing.  The 
showing,  however,  in  such  cases  should  be  clear  and  specific,  so  that 
the  Office  may  have  some  assurance  that  the  proposed  additional  tes- 
timony is  of  the  character  which  may  properly  be  admitted.  From 
the  showing  which  has  been  made  in  this  case  it  cannot  be  determined 
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whether  it  is  proposed  to  produce  witnesses  to  deny  the  allegations 
made  in  the  testimony  taken  by  Herbst  or  whether  it  is  proposed  to 
set  up  such  oflFsetting  and  explanatory  facts  as,  if  presented  at  all, 
should  have  appeared  as  part  of  The  Rothenberg  Company's  case  in 
chief.  In  view  of  the  insufficiency  of  the  showing  the  denial  of  the 
motion  was  proper. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed. 


Hall  and  Ruckel  v.  Ingram. 

Decided  May  26, 1906, 
(123  O.  G.,  2312.) 

TbADE-MaBES — INTEBFEBENCE  IN  FaCJT. 

Held  that  the  word  "Zodenta"  as  a  trade-mark  for  toilet  preparations 
does  not  so  nearly  resemble  the  word  **  Sozodont "  as  to  be  likely  to  cause 
confusion  or  mistake  in  the  mind  of  the  public. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK   FOB  DENTIFRICE. 

Mr.  S.  0.  Edmunds  for  Hall  and  Ruckel. 

Mr.  James  Whittemore  and  Messrs.  Bacon  cfe  MUans  for  Ingram. 

Allen,  Commissioner: 

This  is  an  appeal  by  the  opposers,  Hall  and  Ruckel,  executors  of 
the  estate  of  William  Henry  Hall,  deceased,  from  the  decision  of  the 
Examiner  of  Interferences  sustaining  the  demurrer  of  the  applicant, 
Ingram,  and  dismissing  their  opposition. 

The  application  is  for  registration  of  the  word  "  Zodenta  "  as  a 
trade-mark  for  toilet  preparations,  and  particularly  dentifrices.  The 
opposition  sets  up  the  use  of  the  word  "  Sozodont "  by  opposers  as 
a  trade-mark  upon  goods  of  the  same  character.  The  applicant  de- 
murred to  the  opposition  on  the  ground  that  the  marks  are  so  dis- 
similar that  no  confusion  or  conflict  will  result  from  the  use  of  both. 
I  am  of  the  opinion  that  the  differences  between  the  two  marks  are 
more  striking  than  the  features  which  they  have  in  common  and  that 
the  applicant's  mark  does  not  so  nearly  resemble  that  of  the  opposers 
as  to  be  likely  by  its  use  to  cause  confusion  or  mistake  in  the  mind  of 
the  public  or  to  deceive  purchasers. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 
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DURYEA  AND  WhTTE  V.  BiCE. 
Decided  AprU  25,  1906. 
(123  O.  G.,  2627.) 

1.  INTERFEBENCE — PREFERENCE  UNDEB  RULE  126 — ^WHEN  APPEAL  IS  PERMITTED. 

When  it  is  contended  that  under  the  provisions  of  Rules  126  and  139  a 
right  of  appeal  lies  to  the  Examiners-in-Chief  from  the  decision  of  the 
Primary  Examiner  on  a  reference  under  Rule  126,  Held  that  these  rules 
provide  that  appeals  may  be  taken  as  in  other  cases,  that  the  other  cases 
referred  to  are  those  provided  for  in  Rule  124,  and  that  under  the  latter 
rule  no  appeal  is  permitted  from  the  decision  of  the  Primary  Examiner 
affirming  the  applicant's  right  to  make  the  claim. 

2.  Same — Same — Confuctinq  Decisions — Practice. 

Held  that  the  proper  practice  when  a  case  is  referred  to  the  Primary 
Examiner  upon  suggestion  by  the  EiXaminers-in-Ghief  of  lack  of  right  of  a 
party  to  make  claims  and  the  Primary  Examiner  disagrees  with  the  con- 
clusions of  the  Examiners-in-Chief  is  to  refer  the  case  to  the  Commissioner. 

On  Motion. 

self-contained  power-drill. 

Mr.  James  R.  Tovmsend  and  Messrs.  Dyrenforth^  Dyrenforth  <& 
Lee  for  Duryea  and  White. 
Mr.  Fred  E.  Tasker  for  Rice. 

AiiLEN,  Commissioner: 

This  is  a  motion  by  Duryea  and  White  to  vacate  the  judgment  ren- 
dered in  my  decision  dated  March  10, 1906. 

The  same  questions  are  raised  by  this  motion  as  were  raised  by  the 
petition  of  Duryea  and  White  filed  February  28,  1906.  These  ques- 
tions were  fully  disposed  of  in  my  decision  of  March  10,  1906,  and, 
so  far  as  appears,  there  was  no  error  in  the  conclusions  reached. 

Duryea  and  White  contend  that  they  have  a  right  of  appeal  to  the 
Examiners-in-Chief  from  the  decision  of  the  Primary  Examiner  on 
the  reference  under  Rule  126.  They  base  this  contention  upon  Rules 
126  and  139.  These  rules  provide  that  when  a  case  is  remanded  to 
the  Primary  Examiner  for  decision  appeals  may  be  taken  as  in  other 
cases.  The  other  cases  referred  to  are  those  provided  for  in  Rule  124. 
The  decision  of  the  Primary  Examiner  affirmed  Rice's  right  to  make 
claims,  and  under  the  latter  rule  no  appeal  is  permitted.  The  proper 
practice  when  a  case  is  referred  to  the  Primary  Examiner  upon  sug- 
gestions by  the  Examiners-in-Chief  of  lack  of  right  of  a  party  to 
make  claims  and  the  Primary  Examiner  disagrees  with  the  conclu- 
sions of  the  Examiners-in-Chief  is  to  refer  the  case  to  the  Commis- 
sioner for  decision,  as  was  done  in  this  case. 

The  question  of  priority  of  invention  has  been  decided  by  each  of 
the  tribunals  of  this  Office  whose  duty  it  is  to  consider  that  question. 
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The  Examiners-in-Chief  in  their  decision  announced  their  opinion 
upon  the  question  of  Rice's  right  to  make  the  claims  in  issue.  My 
decision  upon  priority  was  based  in  part  upon  a  determination  of  the 
same  question.  I  am  unable  to  perceive  what  useful  result  could 
possibly  .be  secured  by  renewed  consideration  of  the  case  by  the 
Examiners-in-Chief.  The  interference  seems  to  have  had  all  the 
consideration  to  which  it  is  entitled  in  the  Patent  Office  and  to  be  in 
proper  condition  for  appeal  to  the  court  of  appeals,  which  appeal 
should  be  taken  at  once  or  further  prosecution  of  the  interference 
abandoned. 

The  above  motion  and  the  motion  by  Duryea  and  White  for  sus- 
pension of  proceedings,  which  accompanies  the  same,  are  denied. 


Robinson  v.  Thresher. 

Decided  March  29,  1906. 

(123  O.  G.,  2627.) 

1.  Intfrfebence — Reduction  to  Practice — Evidence  of. 

Where  the  award  of  priority  dei)ends  upon  the  sufficiency  of  the  proofs  of 
successful  reduction  to  practice  by  one  of  the  parties.  Held  that  the  Wit- 
nesses who  testify  to  the  success  of  tests  and  operations  of  machines  should 
give  clear,  full,  and  ffpeciflc  statements  as  to  all  essential  facts  and  that  in  a 
case  of  this  kind  it  is  not  sufficient  for  the  witnesses  to  state  that  a  machine 
was  tested  and  found  satisfactory.  The  opinions  of  witnesses  that  a  ma- 
chine contained  the  issue  and  their  conclusions  from  observation  that  its 
operation  was  successful  are  entitled  to  some  weight ;  but  wherever  iK)ssible 
the  observed  facts  should  be  fully  stated,  so  tliat  the  tribunal  trj-ing  the 
case  may  judge  the  reasonableness   of  the  opinions  and  conclusions  stated. 

2.  Same — Same — Same. 

Where  changes  were  made  during  the  tests  in  the  principal  elements  of 
the  invention  and  explanations  are  furnished  in  the  testimony  why  some 
of  the  various  changes  were  made,  Held  that  these  explanations,  if  full  and 
satisfactory,  would  not  take  the  place  of  the  complete  and  detailed  descrip- 
tion of  the  tests  of  the  invention,  which  information  is  shown  to  be  neces- 
sary, both  by  the  fact  that  the  changes  were  made  and  by  the  nature  of  the 
changes,  to  an  intelligent  estimation  of  the  alleged  success  of  the  early 
operation  of  the  invention 

3.  Same — Same — Same — Successfut    Operation  Generally  Necessary  to  EJs- 

TABLisn  Actual  Reduction  to  Practice. 
Where  it  Is  contended  that  the  possibility  of  successful  operation  of  the 
invention  in  Issue  is  so  obvious  that  demonstration  by  successful  operation 
of  a  machine  embodying  the  same  is  not  essential  to  reduction  to  practice. 
Held  that  practical  demonstration  by  successful  operation  should  be  dis- 
pensed with  only  in  those  cases  where  the  Inventions-  are  extremely  simple. 
Seemingly  i)erfect  theoretical  demonstrations  are  not  infrequently  shown 
to  be  worthless  when  tested  by  actual  conditions,  and  it  is  probably  for 
that  reason  that  the  law,  save  for  a  few  exceptional  cases,  regards  success- 
ful operation  of  the  invention  an  essential  point  of  actual  reduction  to 
practice. 
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4.  Same — Chabacteb  of  Proof  Requibed  of  Party  Bearing  the  Burden  of 
Producing  Evidence. 
Held  that  It  is  the  duty  of  any  party  to  an  interference  proceeding  upon 
whom  the  burden  of  producing  evidence  may  fall  to  discharge  that  duty,  if 
he  would  prevail,  by  proofs  full,  clear,  and  specific  of  the  essential  features 
of  his  case,  or.  If  such  proofs  cannot  be  produced,  to  furnish  satisfactory 
reasons  in  excuse ;  otherwise  he  must  ordinarily  lose,  for  specific  inferences 
cannot  be  drawn  with  any  reasonable  degree  of  certainty  from  the  general 
statements  of  witnesses  in  these  cases,  nor  should  the  burden  of  disproving 
the  truth  of  specific  matters  claimed  by  a  party  to  be  deducible  from  the 
testimony  which  he  has  produced  be  placed  upon  an  applicant  where  said 
party  or  his  witnesses  have  not  by  specific  statements  in  their  testimony 
affirmed  the  truth  of  such  matters. 

Appeal  from  Examiners-in-Chief. 

ELECTRIC   MOTOR  AND  BRAKE. 

Mr,  Albert  G,  Davis  for  Robinson.     {Mr.  Arthur  A.  Buck  of 
counsel.) 
Messrs,  Church  <&  Church  for  Thresher. 

AijjBN,  C ommissi&ner : 

This  is  an  appeal  by  Thresher  from  the  decision  of  the  Examiners- 
in-Chief  awarding  priority  of  invention  to  Robinson  upon  an  issue 
expressed  in  the  following  counts : 

1.  The  combination  with  an  electric  motor,  its  shaft  and  inclosing  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  brake-wheel  on  the  shaft 
between  the  heads,  a  surface  with  which  said  wheel  co<)i)erates,  a  spring  for 
effecting  engagement  between  the  wheel  and  Its  cooperating  surface,  and  an 
electromagnet  for  holding  the  same  out  of  such  engagement  against  the  tension 
of  the  spring. 

2.  The  combination  with  an  electric  motor,  its  shaft  and  inclosing  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  brake-wheel  longitudinally 
movable  on  the  shaft  betwt»en  the  heads,  a  fixed  friction-surface  with  which 
said  wheel  cooperates,  a  spring  for  moving  the  wheel  longitudinally  of  the 
shaft  and  into  contact  with  its  cooperating  fixed  friction-surface,  and  an  electro- 
magnet for  holding  the  wheel  out  of  engagement  with  said  coiiperatlng  surface. 

3.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  Inclosing 
casing  embodying  heads  having  tarings  for  the  shaft  located  betiv^een  the  arma- 
ture and  one  of  the  heads  of  the  casing. 

4.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  Inclosing 
casing  embodying  heads  having  bearings  for  the  shaft,  of  a  magnetically- 
released  friction-brake  for  the  shaft  l(Kated  betw(»en  the  armature  and  one  of 
the  heads  of  the  casing,  and  an  electromagnet  for  releasing  the  brake  located 
on  the  head  and  controlled  from  the  motor-actuating  circuit. 

5.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  inclosing 
casing  embodying  heads  having  bearings  for  the  shaft,  of  a  friction  brake-wheel 
mounted  to  move  longitudinally  of  the  shaft  and  between  the  armature  and 
head  of  the  casing,  a  fixed  friction-surface  with  which  the  wheel  co()perates,  a 
clamping-disk  between  the  wheel  and  head,  springs  acting  on  the  disk  to  move 
the  wheel  into  engagement  with  Its  co<)perating  fixed  friction-surface,  and  an 
electromagnet  in  the  head  for  moving  the  disk  against  the  tension  of  its  springs 
to  release  the  wheel. 
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6.  The  combination  with  an  electric  motor,  its  sliaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  magnetically-controlled 
friction-brake  for  the  shaft  located  between  the  armature  and  one  of  the  heads, 
and  an  electromagnet  for  controlling  said  brake  having  its  coil  recessed  into 
the  inner  face  of  the  head. 

7.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  magnetically-controlled 
friction  brake-wheel  on  the  shaft  between  the  armature  and  one  head,  a  rela- 
tively fixed  ring  on  the  inner  side  of  said  wheel,  and  means  for  securing  the 
ring  and  head  together  whereby  the  head  and  friction-brake  may  be  removed 
as  a  body. 

8.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  friction-ring  between  the 
head  and  casing,  a  brake-wheel  movable  longitudinally  of  the  shaft  between 
the  head  and  ring,  springs  for  moving  the  wheel  into  engagement  with  the  ring, 
an  electromagnet  for  moving  the  wheel  in  the  opposite  direction,  and  means  for 
securing  the  ring  and  head  together. 

The  invention  in  issue  relates  to  automatic  friction-brakes  for 
electric  motors  of  a  type  in  which  the  brake  is  held  unapplied, 
against  the  pressure  of  springs,  by  an  electromagnet  energized  by 
the  motor-operating  current.  If  the  current  fails  or  is  shut  off,  the 
magnet  becomes  non-effective  and  the  springs  apply  the  brake  to 
prevent  further  rotation  of  the  motor-shaft  in  either  direction. 
When  the  current  is  made  again,  the  brake  is  acted  upon  by  the 
magnet  to  release  the  motor-shaft  and  permit  further  operation 
thereof.  It  appears  from  the  record  of  this  case  that  devices  having 
these  characteristics  and  functions  were  known  and  used  before  the 
invention  in  issue  was  conceived  by  either  party.  The  invention  in 
issue  is  therefore  restricted  to  certain  novel  details  of  construction 
set  forth  in  the  various  counts  of  the  issue,  of  which  details  the  most 
important  seems  to  be  the  location  of  the  brake  within  the  casing  of 
the  motor  or,  as  expressed  in  the  issue,  upon  the  motor-shaft  and 
between  the  heads  of  the  motor-casing,  in  which  heads  said  shaft 
is  journaled. 

Thresher  is  involved  in  this  proceeding  upon  a  patent  issued 
August  18,  1903,  on  an  application  file*  June  17,  1903.  Robinson 
is  an  applicant.  His  application  in  interference  was  filed  April  22, 
1904.  Robinson  filed  an  application  upon  April  3,  1903,  for  patent 
upon  a  device  the  same  as  the  invention  in  issue,  except  that  no  refer- 
ence was  made  in  that  application  to  an  electric  motor,  nor  was  one 
shown.  After  the  issue  of  Thresher's  patent  Robinson  made  certain 
of  the  claims  thereof  in  his  earlier  application.  An  interference  was 
declared,  which  was  dissolved  by  the  Primary  Examiner  on  March 
14,  1904,  upon  motion  by  Thresher,  for  the  reason,  among  others,  that 
Robinson  had  no  right  to  make  the  claims  in  issue,  as  these  claims 
were  limited  to  an  electric  motor.  Robinson  took  no  appeal  from  this 
decision,  but  filed  his  application  here  involved,  whereupon  the 
present  interference  was  declared.    At  first  glance  it  seems  unrea- 
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sonable,  in  view  of  the  large  portion  of  the  present  invention  dis- 
closed in  Robinson's  earlier  application,  that  he  should  bear  the 
burden  ordinarily  imposed  upon  an  applicant  who  seeks  to  prove 
priority  against  a  patentee  of  proving  his  case  beyond  reasonable 
doubt.  Upon  consideration,  however,  it  seems  clear  that  the  electric 
motor,  through  its  appearance  in  the  issue,  must  be  considered  as  a 
material  portion  of  the  invention  in  controversy  and  that  the  earlier 
Robinson  application  can  therefore  have  as  little  effect  upon  the 
burden  of  proof  in  this  interference  as  it  would  if  it  disclosed  only 
wholly-unrelated  inventions.  Robinson  must,  therefore,  to  prevail 
here  establish  his  priority  over  the  patentee  Thresher  by  proof  carry- 
ing conviction  beyond  any  reasonable  doubt. 

Robinson  seems  to  have  fully  established  that  he  conceived  the 
invention  in  issue  and  disclosed  it  to  others  before  Thresher's  claimed 
date  of  disclosure,  and  there  appears  to  be  no  contention  by  Thresher 
to  the  contrary.  Robinson  has  offered  evidence  for  the  purpose  of 
proving  that  he  reduced  the  invention  to  practice  in  June  of  the  year 
1902,  or  thereabout,  by  the  construction  and  operation  of  a  machine. 
If  this  evidence  is  regarded  as  Satisfactory,  Robinson  must  prevail 
as  the  first  to  conceive  and  the  first  to  reduce  to  practice,  for  Thresher 
does  not  claim  to  have  reduced  to  practice  until  September  20, 1902.  If 
this  evidence  is  foimd  insufficient,  however.  Thresher  must  prevail  re- 
gardless of  the  character  of  his  own  proofs,  for  Robinson  has  offered  no 
evidence  that  can  be  accepted  as  proving  reduction  to  practice  by  him 
at  any  other  time  prior  to  the  filing  of  Thresher's  application  upon 
June  17,  1903,  and  he  has  produced  no  showing  of  consequence  that 
he  was  diligent  subsequent  to  the  tests  conducted  in  June  and  July 
of  1902.  The  question  of  originality  was  touched  upon  in  the  proofs 
taken  by  Robinson ;  but  the  evidence  upon  this  question  is  admitted 
by  him  to  be  unsatisfactory,  and  no  serious  contention  seems  to  be 
made  thereon.  The  single  question  to  be  determined  upon  this  appeal 
seems,  therefore,  to  be  whether  Robinson's  proofs  regarding  the  con- 
struction and  successful  operation  in  June  of  the  year  1902,  or  there- 
about, of  a  machine  embodying  the  issue  are  sufficient  to  satisfy  the 
requirements  of  this  case.  The  Examiners-in-Chief  decided  this 
question  in  the  affirmative;  the  Examiner  of  Interferences  in  the 
negative.  I  am  of  the  opinion  that  the  conclusion  of  the  Examiner 
of  Interferences  was  correct. 

In  his  preliminary  statement  Robinson,  after  reference  to  drawings 
of  "  a  motor  embodying  the  invention  in  issue,"  sets  forth — 
that  said  motor  was  completed  some  time  between  June  7,  1902,  and  June  13, 
1902,  and  constitutes  the  first  embodiment  of  the  invention   in  a   full-size 
machine. 

and  he  further  declares — 

that  on  the  13th  day  of  June,  1902,  the  said  motor  was  successfully  operated 

and  tested  in  the  works  of  the  General  Electric  Ck)mpany.  r^^^^T^ 
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No  further  statement  regarding  operation  or  tests  of  the  original 
machine  is  made  in  this  instrument.  It  appears  from  the  testimony 
(Robinson's  record,  p.  113,  Qs.  7-11)  that  the  motor  tested  upon  June 
13, 1902,  was  not  provided  with  the  principal  elements  of  the  friction- 
brake,  and  therefore  afforded  no  test  or  operation  whatever  of  the 
invention  in  issue.  This  discrepancy  emphasizes  in  this  ease  the  gen- 
eral necessity  of  requiring  from  witnesses  who  testify  to  the  success 
of  tests  and  operations  of  machines,  clear,  full,  and  specific  statements 
as  to  air  essential  facts.  In  a  case  of  this  kind  it  is  not  sufficient  for 
the  witnesses  to  state  that  a  machine  was  tested  and  found  successful. 
The  opinions  of  witnesses  that  a  machine  contained  the  issue  and 
their  conclusions  from  observation  that  its  operation  was  successful 
are  entitled  to  some  weight ;  but  wherever  possible  the  observed  facts 
should  be  fully  stated,  so  that  the  tribunal  trying  the  case  may  judge 
the  reasonableness  of  the  opinions  and  conclusions  stated.  Clear, 
full,  and  specific  statements  regarding  Robinson's  alleged  reduction 
to  practice  are  not  afforded  by  his  record.  Robinson  and  witnesses 
called  by  him  have  alleged  generally  the  construction  and  successful 
operation  of  a  machine,  and  some  of  the  circumstances  have  been 
referred  to;  but  the  essential  details  regarding  the  alleged  successful 
operation  have  been  left  largely  to  speculation.  Robinson's  evidence 
of  reduction  to  practice  is  not  only  meager  and  unsatisfactory,  but  is 
offset  by  considerable  evidence  in  his  own  record  indicating  that  the 
operation  of  the  invention  was  not  successful  at  a  time  to  avail  him 
here. 

A  machine  embodying  the  invention  in  issue  was  undoubtedly  made 
by  Robinson,  and  tests  upon  a  machine  of  this  general  character  were 
made  in  June,  1902,  or  thereabout.  The  witnesses  testifying  re- 
garding the  operation  of  a  machine  are  Robinson,  M.  W.  Day,  and 
Lamb.  Robinson,  after  stating  that  a  motor  was  built  in  accordance 
with  a  certain  drawing  showing  the  invention  of  the  issue,  (Q.  14,) 
testified  regarding  the  operation  of  a  machine  as  follows,  (Robin- 
son's record,  pp.  24  and  25 :) 

Q.  24.  Were  any  tests  made  on  the  completed  motor  with  brake  attached  and 
if  so  when? 

A.  The  motor  was  first  assembled  without  the  frictlon-oone,  armature-disk, 
or  enerKizing-coil  of  the  cone-brake  owing  to  the  delay  In  getting  eastings,  and 
preliminary  heat  run  was  made  on  the  motor  without  the  eone-brake;  also 
core  loss  tests.  The  motor  was  given  a  serial  number.  No.  59,249,  which  is 
stamped  on  the  magnet-frame  of  the  motor  and  the  first  tests  were  made  oa 
testing  record  58,810.  I  do  not  remember  the  actual  date  of  test,  but  it  was 
on  or  previous  to  June  8,  1902.  After  the  first  tests  were  made,  the  motor  was 
returned  to  No.  10  where  the  brake  was  fitted  up  complete  and  the  machine 
was  returned  to  the  testing  department  where  the  motor  was  tested  with  the 
brake.    The  date  of  this  test  can  be  obtained  from  the  testing  recofds. 

Q.  25.  Were  you  present  at  any  of  these  tests? 

A.  I  was  present  when  the  first  heat  test  was  made,  when  particular  note 
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was  nmde  of  commutatioD  of  the  motor.  I  was  also  present  when  the  first 
tests  were  made  of  the  cone-brake. 

Q.  26.  What  was  the  nature  of  the  test  made  with  the  cone-brake? 

A.  A  heat  mn  was  made  on  the  energlzing-coil  to  see  whether  the  heating 
would  be  within  the  guaranteed  limit  and  the  braking  effect  of  the  brake  was 
taken  by  starting  up  the  motor  with  the  circuit  of  the  magnet-coll  broken. 
During  the  beat  test  on  the  brake  the  motor  was  connected  up  to  run  as  a  shunt- 
motor,  the  energizing  brake-coils  being  separately  excited,  so  that  the  brake  was 
released  during  the  operation  of  the  motor.  After  the  first  heat  tests  on  the 
brake-coil,  it  was  found  that  the  temperature  rise  of  the  coll  by  the  resistance 
was  above  the  guarantee  and  a  second  coil  was  wound  up  to  obviate  this  trouble 
but  it  was  later  decided  to  return  to  the  original  coil  and  to  reduce  the  heating 
in  the  coll  by  making  connection  at  the  motor-starting  panel  by  which  a  resist- 
ance was  cut  into  the  brake-circuit  after  the  motor  had  been  started  up. 

Q.  27.  Do  you  remember  approximately  when  the  tests  to  which  you  refer 
took  place? 

A.  It  was  sometime  during  the  month  of  June,  1002,  but  for  the  actual  date 
of  the  test  I  would  refer  you  to  the  testing  records  which  are  on  file  in  our 
data  department 

It  is  clear  that  the  details  of  the  test  set  forth  in  this  testimony  are 
SO  meager  as  to  preclude  any  satisfactory  conclusion  by  the  trier  of 
the  case  whether  the  various  elements  of  the  issue  were  operated  and 
whether  these  elements,  if  operated,  demonstratec^  their  capability 
for  practical  use.  It  appears,  moreover,  from  the  answer  to  question 
26  that  difficulties  were  encountered  and  that  changes  were  made  to 
remedy  them. 

M.  W.  Day  in  his  answer  to  question  6,  page  103,  stated : 

♦  ♦  *  Tests  were  made  on  the  motor  and  brake  and  with  very  slight 
modifications  it  was  found  satisfactory. 

He  testified  further,  (Robinson's  record,  pp.  108,  110,  and  HI:) 

Q.  25.  How  many  tests  of  this  machine  were  made  when  it  was  first  tested, 
if  you  know,  and  what  was  the  character  of  these  tests? 

A.  I  cannot  tell  the  number  of  tests  without  consulting  my  records,  but 
tests  were  made  to  determine  the  heating,  efficiency,  and  speed  of  the  motor 
and  also  the  operation  of  the  brake. 

Q.  26.  Were  you  present  at  any  of  these  tests? 

A.  Probably,  but  1  cannot  remember  definitely. 

Q.  27.  Do  you  know  when  these  tests  were  made? 

A.  Yes.  As  I  remember  the  first  tests  were  made  in  June,  1902,  and  the 
other  tests  a  few  weeks  later. 

X-Q.  35.  When  this  first  Robinson  motor  and  brake  was  first  tested  'vas  the 
revoluble  cone-disk  of  the  brake  in  place  in  the  motor? 

A.  I  am  not  sure.  As  I  remember  the  brake  was  not  complete,  but  I  do  not 
know  what  particular  parts  were  lacking. 

X-Q.  36.  For  the  purpose  of  testing,  excepting  for  the  braking  effect  of  the 
brake,  it  was  not  necessary  that  the  revoluble  disk  be  in  place,  was  it? 

A.  It  was  not. 

RD.  Q.  38.  How  long  after  the  first  test  on  the  motor  was  it  when  the  motor 
and  brake  was  tested  with  all  the  parts  complete? 

A.  I  am  uncertain  without  reference  to  records  but  think  that  it  was  between 
one  and  two  months. 
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RD.  Q.  39.  Please  consult  your  records. 

A.  I  remember  of  having  made  some  objection  to  the  shop  on  account  of 
the  length  of  time  required  to  fit  up  a  motor  with  braise  that  had  been  pre- 
viously sent  to  the  testing-room  and  operated.  I  was  under  the  impression 
that  this  referred  to  this  particular  motor.  I  have  looked  at  Exhibit  Na  44 
without  confirming  them  to  my  other  records  and  find  that  record-sheet,  Na 
25,919,  shows  a  test  of  brake-coil  dated  June  28,  1902,  and  record-sheet  58310, 
shows  test  of  June  13,  1902,  on  the  motor.  Apparently  my  recollection  of  delay 
of  completion  was  in  another  case. 

RD.  Q.  40.  Please  examine  your  other  records  referred  to  in  answer  39  and 
tell  me  whether  or  not  you  are  able  to  fix  the  date  when  the  motor  and  brake, 
Exhibit  No.  13,  was  tested  with  all  its  parts  complete. 

A.  I  find  from  my  letter-book  that  a  note  was  sent  from  my  office  to  Mr. 
Phllbrook,  June  17,  1902,  requesting  the  machine  which  was  then  in  test  with- 
out the  brake  to  be  assembled  with  brake  as  soon  as  these  tests  were  completed. 
On  June  27,  1902,  a  note  was  sent  from  my  office  to  Mr.  Phllbrook  stating  that 
as  a  result  of  a  test  on  the  brake-coil  the  size  of  wire  should  be  changed.  I 
did  not  find  the  statement  concerning  the  completion  of  the  brake  tests  and 
cannot  state  definitely  the  time  of  completion  of  test  except  by  reference  to  the 
testing  records,  which  are  in  evidence  as  Exhibit  No.  44. 

The  witness  was  evidently  largely  dependent  for  his  information 
upon  the  exhibits  of  record  which  have  been  placed  in  evidence,  and 
these  records  do  not  give  the  full  information  regarding  the  tests 
which  should  be  furnished  in  a  case  of  this  kind.  From  Day's 
answer  to  redirect  question  40  it  appears  that  the  test  of  June  27, 
1902,  the  only  test  definitely  referred  to  by  the  witnesses  in  which  the 
machine  tested  was  provided  with  brake  elements,  was  not  entirely 
successful  and  necessitated  changes.  From  the  concluding  sentence 
in  the  answer  of  the  witness  to  this  question  it  appears  that  he  had 
no  knowledge  of  the  completion  of  the  brake  tests ;  yet  these  are  the 
only  tests  with  which  we  are  concerned  in  this  case. 

The  remaining  witness  to  the  operation  of  a  machine,  Lamb,  tes- 
tifies that  one  hundred  and  fifty  motors  provided  with  a  brake  hav- 
ing the  principal  elements  of  the  invention  in  issue  were  tested  be- 
tween June,  1902,  and  July,  1903.  (Qs.  3-6,  Robinson's  record,  pp. 
112  and  113.)  He  states  that  the  first  test,  according  to  the  records, 
was  made  on  June  13,  1902,  and  that  he  personally  inspected  the 
motor  and  noted  at  the  time  that  it  ran  satisfactorily  under  the 
given  condition,  (Q.  7;)  but  it  appears  from  his  succeeding  testi- 
mony (Qs.  8-10)  that  the  motor  tested  was  not  provided  with  the 
major  portion  of  the  invention  in  controversy.  The  witness  then 
states  that  the  motor  was  tested  with  the  brake  parts  on  June  27, 
1902,  and  testifies  concerning  this  test  as  follows,  (Robinson's  rec- 
ord, pp.  114  and  115 :) 

Q.  13.  Please  state  just  what  this  test  consisted  of. 

A.  The  motor  was  run  for  two  hours,  on  a  circuit  of  eighty  volts  on  the 
line,  without  load.  The  brake-coil  was  connected  across  the  line  having  eighty 
yolts  on  the  coll ;  temperature  rise  by  thermometer  and  also  by  resistance  was 
ascertained  concerning  the  coll.    Note  on  this  test  It  required  sixty  volts  to 
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draw  the  malleable  plate  against  the  pressure  of  the  steel  spring.  This  shows 
that  all  of  these  parts  were  applied  to  that  motor  at  the  time  this  test  was 
made. 

Q.  14.  I  note  that  in  answering  the  last  question  you  referred  to  sheet  No. 
78,061  of  Exhibit  44.  What  do  you  know  about  this  sheet  and  when  did  you 
first  see  it? 

A.  This  sheet  was  made  up  by  Mr.  Fitzpatriclt,  who  did  the  testing  at  the 
time,  under  my  supervision.  I  personally  inspected  the  operation  of  the  motor 
and  brake  and  noted  on  the  record-sheet  that  the  operation  was  satisfactory. 
It  was  our  custom,  at  that  time,  when  testing  any  apparatus  which  we  found 
not  satisfactory  to  note  It  on  our  testing-sheets.  My  signature  under  "  Mach. 
Ran.  O.  K."  on  the  third  page  of  this  sheet,  near  the  bottom,  signified  that  the 
operation  was  satisfactory,  otherwise  I  should  have  noted  any  defects  under  the 
column  marked  "  Defects  noted." 

Q.  15.  Who  wrote  the  words  "  Mach.  Ran.  O.  K?  " 

A.  I  wrote  the  words  "  Mach.  Ran.,  O.  K." 

Q.  16.  When  did  you  write  these  words  and  place  your  signature  on  this 
sheet? 

A.  These  sheets  are  required  to  be  turned  Into  the  calculating-room  of  the 
testing  department  not  later  than  one  or  two  days  after  the  tests  have  been 
made.  From  this  I  would  say  that  I  signed  this  sheet  not  later  than  the  day 
after  the  test  was  made. 

The  statement  of  the  witness  upon  the  record-sheets  made  at  the  time 
of  the  test  that  the  machine  operated  successfully  is  not  acceptable 
as  a  satisfactory  substitute  for  specific  information  as  to  the  details 
of  the  test  upon  which  his  conclusion  was  based.  Lamb  also  testifies 
as  follows  to  tests  subsequent  to  that  of  June  27,  1902,  (Robinson's 
record,  pp.  115,  116:) 

Q.  17.  Were  there  any  other  tests  made  on  the  brake  in  this  motor,  after  the 
test  of  June  27,  1902? 

A.  There  were  quite  a  number  of  tests  made  on  this  brake  after  this  date, 
such  as  hoisting  test,  by  lifting  a  weight  of  two  hundred  and  fifty  pounds  and 
throwing  oCT  the  controller  when  weight  was  suspended  in  the  air. 

Q.  18.  When  was  this  hoisting  test  made,  and  just  what  were  the  connections 
of  the  motor-windings  and  the  brake-coil  during  the  tests? 

A.  The  brake-coll  during  the  hoisting  test  was  connected  across  the  line,  but 
outside  of  the  controller,  so  that  when  the  controller  was  thrown  In  the  "  off  ** 
position  the  brake-coll  was  open-circuited,  giving  the  brake  a  chance  to  operate, 
throwing  the  controller  on  again,  releasing  the  friction  plates,  and  so  on,  was 
method  of  test,  these  tests  being  tried  intermittently  on  and  off  to  try  the  endur- 
ance of  the  brake.  No  readings  were  asked  for  by  the  engineers  on  this  test, 
hence  there  being  no  record  of  this  test  being  made  at  that  time. 

Q.  20.  In  answering  question  18,  I  note  that  you  did  not  state  when  the  hoist- 
ing test  was  made.    Please  state  now  when  this  test  was  made. 

A.  I  cannot  remember  the  exact  date  that  we  made  these  tests  with  the  weight 
attached,  except  that  it  was  during  the  month  of  July,  1902. 

These  statements  regarding  tests  subsequent  to  June  27,  1902,  are 
lacking  in  suflBciency  of  detail  and  in  corroboration.  They  seem  to 
have  been  of  the  character  which  were  required  by  the  nature  of  the 
machine  herein  involved;  but  the  results  cannot  be  satisfactorily 
determined  from  the  meager  information  given.    The  fact  that 
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such  additional  tests  were  made  is  an  indication  that  the  prior  tests 
of  June  27,  1902,  upon  which  Robinson  has  mainly  relied  for  proof 
of  satisfactory  operation,  were  not  conclusive.  In  view  of  the  weak- 
ness of  the  evidence  regarding  the  test  of  June  27,  1902,  this  indica- 
tion must  be  given  considerable  weight. 

In  addition  to  the  testimony  thus  far  considered  there  is  con- 
siderable testimony  regarding  a  motor  which  was  placed  in  evidence 
as  Robinson's  Exhibit  No.  13.  This  motor  was  not  produced  at  the 
hearing;  but  its  place  is  fully  filled  for  the  purposes  of  this  case  by 
Robinson's  Exhibits  Nos.  14  to  17,  inclusive,  which  represent  the 
motor  and  brake  as  it  appeared  when  the  testimony  was  taken. 
These  exhibits  disclose  the  invention  in  issue,  and  Robinson  places 
considerable  stress  upon  their  value  as  evidence  of  his  alleged  pri- 
ority in  reduction  to  practice.  The  history  of  the  machine  produced 
as  Exhibit  No.  13  is  such,  however,  when  taken  in  connection  with 
the  unsatisfactory  character  of  Robinson's  other  proofs  regarding 
reduction  to  practice,  as  to  raise  inferences  strongly  unfavorable  to 
Robinson.  Regarding  this  machine,  Robinson  testifies  as  follows, 
(Robinson's  record,  p.  25:) 

Q.  27.  Do  you  remember  approximately  when  the  tests  to  which  you  refer 
tooli  place? 

A.  It  was  some  time  during  the  month  of  June,  1902,  but  for  the  actual  date 
of  the  test  I  would  refer  you  to  the  testing  records  which  are  on  file  In  our 
data  department. 

Q.  28.  What  became  of  this  motor  after  the  tests  were  completed? 

A.  Several  experimental  tests  were  made  both  with  the  cone-brake  sub- 
stituting bronze  cone-plate  and  we  also  tried  the  use  of  wooden  friction-seat  in 
the  cone-plate.  The  motor  was  then  used  for  experimental  tests  with  a  mechan- 
ical brake  which  was  attached  to  the  pinion  end  of  the  motor,  and  after  these 
experimental  tests  were  made,  the  machine  was  sent  to  our  storage  building, 
No.  90. 

Q.  29.  Where  is  the  machine  at  the  present  time? 

A.  I  believe  it  is  in  the  photograph- house. 

In  answer  to  question  33  Robinson  states  that  the  armature  now  in 
the  motor  is  not  the  same  as  that  originally  tested  and  that  after  the 
removal  of  the  original  armature  the  idea  was  to  use  the  motor  for 
making  experimental  tests  upon  the  cone-brake  of  the  issue  and  upon 
other  devices  which  were  thereafter  fitted  to  the  motor.  He  also 
states  that  the  cone-plate  in  the  exhibit  is  not  the  original  casting 
used  during  the  tests  in  June,  1902,  the  original  casting  being  of 
malleable  iron  and  including  the  friction-seat  as  an  integral  part, 
whereas  the  cone-plate  now  in  the  exhibit  is  of  bronze  and  is  fitted 
with  a  wooden  friction-seat  made  in  sections.  In  the  same  answer 
he  says  that  the  brake-wheel  or  friction  cone-disk  and  the  clamping- 
ring  of  the  original  brake  were  removed  and  have  been  mislaid  and, 
further,  that  he  cannot  state  whether  the  magnet-coil  and  brake- 
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springs  in  the  machine  now  are  those  originally  in  the  machine,  as 
considerable  testing  was  done  in  connection  with  these  parts.  It  thus 
appears  that  the  tests  made  were  much  more  extensive  than  the  tes- 
timony of  the  witnesses  directly  concerning  them  would  indicate,  and 
it  is  also  seen  that  changes  were  made  during  the  tests  in  the  prin- 
cipal elements  of  the  invention  which  are  not  referred  to  by  the  wit- 
n^ses  in  their  descriptions  of  the  tests.  Similar  testimony  is  given 
by  M.  W.  Day  and  by  Lamb.  (Robinson's  record,  pp.  107-109,  Qs. 
23,  28-31;  pp.  115  and  116,  Q.  19.)  Explanations  are  furnished  in 
the  testimony  why  some  of  the  various  changes  which  have  been 
referred  to  were  made ;  but  these  explanations,  if  full  and  satisfac- 
tory, would  not  take  the  place  of  the  complete  and  detailed  descrip- 
tion of  the  tests  of  the  invention,  which  information  is  shown  to  be 
necessary,  both  by  the  fact  that  the  changes  were  made  and  by  the 
nature  of  the  changes,  to  an  intelligent  estimation  of  the  alleged  suc- 
cess in  the  early  operation  of  the  invention. 

Robinson  has  also  offered  testimony  to  the  construction  by  him 
or  by  his  assignee  of  a  large  number  of  motors  similar  to  that  in 
evidence  as  Exhibit  No.  13.  He  states  (p.  40,  Q.  45)  that  after 
the  first  machines  had  been  tested  fifty  motors,  the  same  in  all  par- 
ticulars as  the  one  originally  tested,  except  for  some  slight  changes 
mentioned,  were  completed  for  various  Government  vessels  and  that 
since  that  date  several  hundred  of  this  design  of  motor  and  brake 
have  been  shipped.  Similar  statements  are  made  by  Day.  (Page 
107,  Q.  21,  and  p.  109,  Q.  32.)  This  testimony  is  of  no  assistance 
in  determining  whether  Robinson  demonstrated  that  the  invention 
was  capable  of  practical  operation  before  Thresher's  date  of  reduc- 
tion to  practice.  The  construction  of  these  machines  was  after  the 
first  machine  had  been  tested,  and  the  tests  and  changes  of  consider- 
able magnitude  in  the  brake  elements  of  the  first  machine  seem  to 
have  continued  to  July,  1903,  (Robinson's  record,  p.  50,  X-Q.  77; 
p.  110,  X-Q.  37;  p.  113,  Q.  6,)  whereas  Thresher's  application  was 
filed  on  June  17,  1903. 

The  contention  has  been  made  by  Robinson,  and  seems  to  have 
been  assented  to  by  the  Examiners-in-Chief,  that  the  possibility 
of  successful  operation  of  the  invention  in  issue  is  so  obvious  that 
demonstration  by  successful  operation  of  a  machine  embodying  the 
same  is  not  essential  to  reduction  to  practice.  This  contention  is, 
in  my  opinion,  clearly  unsound.  It  is  believed  that  practical  demon- 
stration by  successful  operation  should  be  dispensed  with  only  in 
those  cases  where  the  inventions  are  extremely  simple.  Seemingly 
perfect  theoretical  demonstrations  are  not  infrequently  shown  to  be 
worthless  when  tested  by  actual  conditions.  It  is  probably  for  that 
reason  that  the  law,  save  for  a  few  exceptional  cases,  regards  suc- 

H.  Doc.  641,  59-2 20 
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cessful  operation  of  the  invention  an  essential  part  of  actual  reduc- 
tion to  practice.  The  wisdom  of  the  law  in  this  respect  is  indicated 
in  the  present  case  by  the  amount  of  testing  carried  on  and  the 
changes  made  by  Robinson  before  the  invention  was  placed  in 
machines  sent  out  for  practical  service. 

The  insufficiency  of  Robinson's  evidence  of  reduction  to  practice, 
which  has  been  pointed  out  in  considerable  detail  herein,  and  the  evi- 
dence indicating  that  he  had  not,  in  fact,  successfully  operated  the 
invention  at  a  date  which  would  avail  him  in  his  proceeding,  which 
has  also  been  referred  to,  force  me  to  conclude  that  the  Examiners-in- 
Chief  were  in  error  in  their  conclusion  for  Robinson.  It  is  believed 
to  be  the  duty  of  any  party  to  an  interference  proceeding  upon  whom 
the  burden  of  producing  evidence  may  fall  to  discharge  that  duty, 
if  he  would  prevail,  by  proofs  full,  clear,  and  specific  of  the  essential 
features  of  his  case,  or,  if  such  proofs  cannot  be  produced,  to  furnish 
satisfactory  reasons  in  excuse.  If  he  fails  to  do  one  or  the  other  of 
these  things,  he  must  ordinarily  lose,  for  specific  inferences  cannot  be 
drawn  with  any  reasonable  degree  of  certainty  from  the  general  state- 
ments of  witnesses  in  these  cases;  nor  should  the  burden  of  disprov- 
ing the  truth  of  specific  matters  claimed  by  a  party  to  be  deducible 
from  the  testimony  which  he  has  produced  be  placed  upon  an  op- 
ponent where  said  party  or  his  witnesses  have  not  by  specific  state- 
ments in  their  testimony  affirmed  the  truth  of  such  matters.  The 
witnesses  in  this  case  were  intelligent,  educated,  and  experienced 
along  the  lines  of  their  testimony,  and,  so  far  as  appears,  Robinson 
could  have  produced  as  witnesses  all  persons  who  were  connected  with 
his  development  of  the  invention.  No  satisfactory  excuse  is  given 
why  more  definite  evidence  was  not  produced.  It  is  a  natural  infer- 
ence that  further  evidence  if  produced  would  have  been  harmful 
rather  than  beneficial  in  its  effect  upon  Robinson's  case,  and  this 
inference  is  strengthened  by  the  evidence,  to  which  attention  has  been 
called,  that  the  operation  of  the  invention  in  the  year  1902  was  not 
satisfactory. 

The  decision  of  the  Examiners-in-Chief  is  reversed^  and  priority  of 
invention  is  awarded  to  Thresher. 


Brown  v.  IIodgkinson. 

Decided  April  18,  1906. 

(123  O.  G.,  2973.) 

Interference — Rule  126 — Change  of  Practice. 

Where  the  senior  party  to  an  interference  is  an  applicant  for  reissue  and 
presents  no  evidence  of  possession  of  the  invention  in  issue  at  a  date 
earlier  than  the  filing  of  the  junior  party*s  application  exc^t  the  original 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONER   OF   PATENTS.  291 

applicatloD  for  the  patent  upon  which  the  reissue  application  is  based  and 
the  Examiner  of  Interferences  is  of  ttie  opinion  that  the  original  appliea- 
*tion  does  not  disclose  the  invention,  Held  that  he  should  make  his  opinion 
the  basis  of  a  judgment  upon  priority  of  invention  instead  of  directing 
attention  to  the  matter  under  Rule  126,  as  has  previously  been  the  practice. 

2L  Same — Same. 

As  stated  by  the  court  of  appeals  in  Podleaak  and  Podlesak  v.  Mclnner- 
ney,  (post,  558;  120  O.  G.,  2127,)  a  decision  holding  erroneously  that  one 
party  has  a  right  to  malce  claims,  if  not  set  aside,  will,  under  conditions 
similar  to  those  in  the  present  case,  result  in  the  grant  of  a  patent  to  one 
who  is  not  the  first  inventor,  and  in  such  a  case  the  question  should  not  be 
finally  determined  by  the  Primary  Examiner  who  declarefd  the  interfer- 
ence, but  should  be  decided  by  the  Examiner  of  Interferences  and  made 
the  basis  of  his  decision  on  priority  of  invention. 

3.  JuBisDicnoN  OF  Commissioner. 

Held  that  the  Ck>mmissioner  has  general  jurisdiction  over  all  cases  pend- 
ing in  the  Patent  Office,  except,  perhaps,  so  far  as  jurisdiction  for  particu- 
lar purposes  may  reside  in  particular  tribunals,  and  he  has  authority  to 
recall  the  jurisdiction  «iven  to  the  Primary  Examiner  under  Rule  126  and 
to  restore  jurisdiction  to  the  Examiner  of  Interferences. 

On  Motion. 

VALVE-CONTROLLED  MECHANISM. 

Mr.  EUis  Spear  and  Mr.  Thomas  F.  Sheridan  for  Brown. 

Mr.  Wesley  G.  Carr  and  Mr.  Jonathan  S.  Green  for  Hodgkinson. 

Allen,  Commissioner: 

This  is  a  motion  by  Brown  to  remand  the  interference  to  the  Ex- 
aminer of  Interferences  for  the  entry  of  judgment  in  accordance  with 
the  opinion  of  the  Examiner  of  Interferences  dated  December  1, 1905. 

The  opinion  of  the  Examiner  of  Interferences  dated  December  1, 
1905,  was  a  decision  upon  motions  by  both  parties.  Hodgkinson's 
motion  was  for  judgment.  Brown's  motion  asked  that  the  inter- 
ference be  remanded  to  the  Primary  Examiner  for  further  considera- 
tion of  the  right  of  Hodgkinson  to  make  the  claims  in  issue.  Hodg- 
kinson is  an  applicant  for  reissue.  The  Examiner  of  Interferences 
pointed  out  that  Hodgkinson's  only  evidence  of  possession  of  the 
invention  in  issue  at  a  date  earlier  than  Brown's  established  date 
must  be  sought  in  the  original  Hodgkinson  application  for  the  patent 
of  which  reissue  is  now  sought,  and  he  held  that  this  invention  was 
not  disclosed  by  that  application.  In  view  of  this  conclusion  he 
called  my  attention  to  the*  matter  under  Rule  126  and  denied  Hodg- 
kinson's motion  for  judgment.  I  thereupon  remanded  the  case  to 
the  Primary  Examiner  for  consideration  and  decision  upon  the 
matters  to  which  attention  was  called  by  the  Examiner  of  Inter- 
ferences. Brown  is  now  of  the  opinion  that  the  conclusions  expressed 
by  the  Examiner  of  Interferences  would  form  a  proper  basis  for  entry 
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of  judgment  of  priority  of  invention  in  his  favor  and  brings  the 
present  motion  to  secure  such  action. 

In  certain  cases,  like  the  present  case,  the  decision  upon  matters 
to  which  attention  is  called  under  Rule  126  has  an  effect  similar 
to  a  determination  which  of  the  parties  is  the  prior  inventor.  The 
question  is  whether  it  would  not  be  an  improvement  upon  the  present 
practice  if  the  Examiner  of  Interferences  in  these  cases  would  make 
his  opinion  the  basis  of  a  judgment  upon  priority  of  invention 
instead  of  calling  attention  to  the  supposed  facts  under  Rule  126. 
I  am  of  the  opinion  that  it  would  be  an  improvement,  for  the  follow- 
ing reasons :  As  was  pointed  out  by  the  court  of  appeals  in  the  case 
of  Podlesak  and  Podlesak  v.  Mclnnemy^  (post^  558 ;  120  O.  G.,  2127,) 
a  decision  holding  erroneously  that  one  party  has  a  right  to  make 
claims,  if  not  set  aside,  will,  under  certain  conditions  similar  to  the 
supposed  conditions  of  the  present  case,  result  in  the  grant  of  a 
patent  to  one  who  is  not  the  first  inventor  and^in  the  loss  of  a  patent 
by  one  who,  as  between  the  parties,  is  the  first  and  only  inventor  of 
the  matter  in  issue.  The  court  said,  further,  in  the  same  decision 
that  such  a  question  should  manifestly  not  be  finally  determined  by 
the  Primary  Examiner  who  declared  the  interference.  To  refer 
^such  a  question  to  the  Primary  Examiner  under  Rule  126  is  exactly, 
therefore,  what  is  discountenanced  by  the  court,  for  under  long- 
established  practice,  sound  in  principle  as  a  general  proposition,  the 
affirmative  decision  of  the  Primary  Examiner  upon  matters  of  merits 
thus  referred  to  him  is  final.  If  matters  are  made  the  basis  of  a 
judgment  of  priority  of  invention  instead  of  being  referred  to  the 
Primary  Examiner,  the  defeated  party  will  have  the  right  of  appeal, 
and  this  will  be  true  though  the  decision  involves  an  affirmation  of 
the  successful  party's  right  to  make  claims.  Clearly  a  party  whose 
right  to  a  patent  is  denied  by  an  affirmance  of  another's  right  to 
make  claims  should  be  permitted  to  contest  the  decision  against  him 
through  the  full  course  of  appeal,  and  I  see  no  more  direct  and 
desirable  mode  of  securing  this  result  than  by  making  the  decision 
one  upon  priority  of  invention. 

There  is  another  reason  why  the  right  of  a  party  to  make  claims, 
where  an  affirmance  will  determine  adversely  the  right  of  another 
party  to  a  pateiit,  should  be  considered  at  final  hearing  as  a  question 
of  priority  of  invention  instead  of  upon  reference  under  Rule  126  as 
a  question  of  dissolution.  In  the  former  case  the  course  of  appeal 
is  direct  through  the  various  tribunals  of  this  Office  to  the  court  of 
appeals,  if  that  court  will  entertain  that  question  when  so  presented. 
I  am  led  to  believe  that  the  question  will  be  so  entertained  from  the 
decisions  in  the  cases  of  Allen^  Commissioner  of  Patents,  v.  The 
United  States  of  America,  ex  rel.  Lowry  and  Planters  Compress 
Company,  (C.  D.,  1905,  643;  116  O.  G.,  2253,)  and  Podlesak  and  Pod- 
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lesak  V.  Mclnnemey^  {post^  558;  120  O.  G.,  2127.)  When  the 
question  is  treated  under  Rule  126,  a  holding  that  there  is  no  right  to 
make  claims  is  appealable  through  the  various  tribunals  of  this  Office, 
and  if  not  disturbed  thereupon  the  interference  is  dissolved,  since  the 
court  of  appeals  will  not  entertain  an  appeal  upon  the  reference. 
The  party  whose  right  to  claim  is  denied  may  return  to  the  Primary 
Examiner  and  institute  another  course  of  appeal  through  this  Office 
in  order  that  he  may  have  his  appeal  to  the  court  After  all  the 
court  may  reverse  the  conclusion  of  the  Office,  and  the  other  inter- 
ferant  may  in  the  meantime  have  obtained  his  patent.  There  seems 
to  be  no  room  for  question  which  of  these  courses  is  the  better. 

Hodgkinson  questions  my  authority  to  entertain  Brown's  motion 
on  the  ground  that  when  I  referred  the  case  to  the  Primary  Examiner 
I  lost  jurisdiction  thereof.  The  head  of  this  Office  has  general  juris- 
diction of  all  cases  pending  herein,  except,  perhaps,  so  far  as  juris- 
diction for  particular  purposes  may  reside  in  particular  tribunals. 
In  the  present  case  jurisdiction  for  a  particular  purpose  was  dele- 
gated to  the  Primary  Examiner.  Jurisdiction  of  other  questions — 
such,  for  example,  as  those  raised  by  Brown's  motion — remained  with 
me.  Nor  do  I  doubt  my  authority  to  recall  the  jurisdiction  given  to 
the  Primary  Examiner.  In  the  first  place,  action  under  Rule  126, 
in  view  of  which  the  reference  was  ordered,  is  made  entirely  discre- 
tionary by  the  language  of  the  rule  itself.  In  the  next  place,  the 
supervisory  authority  of  the  Commissioner  is  clearly  sufficient  to 
support  my  action  herein  taken  withdrawing  the  jurisdiction  of  the 
Primary  Examiner  and  remanding  the  case  to  the  Examiner  of 
Interferences.  It  may  be  also  pointed  out  here  that  Rule  126  pro- 
vides for  remanding  cases  only  to  secure  consideration  of  matters 
not  relating  to  priority.  I  am  satisfied  from  the  consideration  devel- 
oped herein  that  certain  of  the  matters  in  view  of  which  the  case  was 
referred  to  the  Primary  Examiner  do  relate  to  priority,  and  it  is 
these  matters  which  I  desire  to  have  considered  by  the  Examiner  of 
Interferences  as  a  basis  for  judgment  of  priority  to  be  rendered  by 
him. 

It  is  ordered  that  the  jurisdiction  of  the  Primary  Examiner  be 
withdrawn  and  that  the  case  be  remanded  to  the  Examiner  of  Inter- 
ferences, who  is  authorized  to  render  judgment  of  priority  of  inven- 
tion according  to  his  convictions  in  view  of  such  evidence  as  is 
properly  before  him,  including  the  applications  and  patents  of  the 
parties.  The  Examiner  of  Interferences  will  not  consider  questions 
regarding  Hodgkinson's  right  to  his  reissue  patent  which  do  not 
affect  the  determination  of  priority  of  invention.  Consideration  of 
these  questions  is  reserved  until  the  question  of  priority  has  been 
fully  finally  determined,  unless  otherwise  hereafter  directed. 

Brown's  motion  is  granted  to  the  extent  specified. 
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SCHOONMAKER  V.  SiNTZ. 

Decided  AprU  19,  1906. 

(123  O.  G.,  2974.) 

1.  INTEBFEBENCE — PbELIMINABY   STATEMENT. 

Held  that  a  preliminary  statement  which  contains  no  allegations  regard- 
ing models,  reduction  to  practice,  or  extent  of  use  should  not  be  accepted, 
but  an  amended  statement  containing  the  allegations  specified  In  Rule  110 
should  be  required. 

2.  Same — Same. 

Held  that  the  requirement  for  an  amended  preliminary  statement  con- 
taining allegations  regarding  the  making  of  models,  reduction  to  practice 
and  extent  of  use,  which  allegations  had  been  omitted  from  the  original 
preliminary  statement,  will  not  necessarily  result  merely  in  the  filing  of 
an  amended  statement  containing  an  allegation  that  no  model  or  machine 
had  been  made,  and,  furthermore,  such  an  allegation  would  be  useful  as 
notice  to  the  opposing  party  and  the  Oflice. 

Appeal  on  Motion. 

gas-engine. 

Messrs.  Munn  &  Co,  for  Schoonmaker. 
Mr.  W,  Preston  Williamson  for  Sintz. 

Allen,  Commissioner: 

This  is  an  appeal  by  Schoonmaker  from  the  decision  of  the  Exam- 
iner of  Interferences  denying  his  motion  that  the  senior  party,  Sintz, 
be  required  to  file  an  amended  preliminary  statement 

It  appears  that  this  interference  was  originally  declared  Septem- 
ber 26,  1905,  and  that  owing  to  the  inaccessibility  of  the  applicant 
Sintz,  who  had  removed  to  Panama,  the  time  for  filing  hi3  statement 
was  extended  to  December  1,  1905.  Sintz's  statement  when  filed  was 
found  to  contain  no  allegation  regarding  models,  reduction  to  prac- 
tice, or  extent  of  use.  The  Examiner  of  Interferences,  however,  in 
view  of  the  delay  which  had  occurred  and  the  further  delay  which 
would  be  necessary  if  Sintz  was  required  to  amend  his  statement,  ap- 
proved the  statement  as  filed.  Schoonmaker  then  brought  his  motion 
that  Sintz  be  required  to  amend  his  statement  to  supply  the  allega- 
tions omitted. 

The  Examiner  of  Interferences  holds  that  since  the  statement  as 
filed  by  Sintz  has  been  approved  Sintz  will  be  restricted  thereby  in 
his  proofs  to  the  matters  which  have  been  alleged.  He  also  holds  that 
to  grant  the  present  motion  can  only  have  the  effect  of  requiring  Sintz 
to  supplement  his  present  statement  by  another  statement  under  oath 
that  he  never  made  a  model  or  machine. 

Rule  110  is  specific  in  regard  to  the  allegation  of  dates  of  models 
and  reduction  to  practice  and  of  the  extent  of  use.  The  rule  requires 
that  these  dates  and  the  extent  of  use  be  set  forth,  or,  if  there  has  been 
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no  model,  reduction  to  practices,  or  use,  that  such  facts  be  specifically 
disclosed.  Sintz's  statement  obviously  fails  to  meet  the  requirements 
of  the  rule  and  should  not  have  been  accepted  until  attention  had 
been  called  to  its  defects  and  opportunity  had  been  given  for  amend- 
ment The*  objection  should  have  been  made  before  the  parties  weVe 
permitted  to  inspect  the  statements  of  their  opponents.  Not  having 
been  made  then,  however,  it  should,  in  view  of  all  the  circumstances 
of  this  case,  be  made  now. 

It  is  not  clear  that  the  only  effect  of  requiring  perfection  of  the 
statement  at  this  time  would  be  to  obtain  the  allegation  of  Sintz  that 
he  never  made  a  model  or  a  machine.  Should  Sintz  in  response  to 
the  order  to  amend  his  statement  aver  that  he  has  made  models  or  re- 
duced to  practice  or  used  the  invention,  such  averments  would  be  ac- 
cepted if  supported  by  a  satisfactory  showing  why  they  were  not  pre- 
viously presented.  Furthermore,  if  no  other  effect  is  secured  by  the 
requirement  to  amend  than  allegations  by  Sintz  that  he  has  not  made 
models,  reduced  to  practice,  or  used  the  invention  the  requirement 
will  not  have  been  made  in  vain.  The  Office  and  the  party  Schoon- 
maker  will  thereby  be  assured  that  the  questions  of  models,  reduc- 
tion to  practice,  and  extent  of  use  have  been  brought  home  to  Sintz 
and  that  the  likelihood  of  an  amended  statement  appearing  after  tes- 
timony is  ^ken  has  thereby  been  reduced. 

The  party  Sintz  is  in  no  position  to  complain  of  an  order' requiring 
a  new  statement  in  view  of  the  failure  of  his  statement  on  file  to  meet 
the  plain  provisions  of  the  rule.  It  is  not  intended  to  hold  by  any- 
thing stated  in  this  decision  that  original  statements  should  not  be 
accepted,  with  proper  restrictions,  where  a  party  shall  fail  or  refuse 
to  file  an  amended  statement  when  called  upon  to  do  so. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Anderson  v.  Vrooman. 
Decided  May  16,  1906, 
(123  O.  G.,  2975.) 
I NTERFERENCB — ISSUE — I NDEFINITE. 

Where  the  Issue  includes  elements  designated  **  side  wings  and  the  central 
portion  of  the  belt "  and  neither  party  uses  this  expression  In  his  specifica- 
tion, but  one  of  the  parties  uses  the  word  "  wings  "  to  define  the  support  of 
the  outer  edge  of  the  belt,  while  the  Examiner  holds  that  the  words  "  side 
wings  "  have  reference  to  the  side  portions  of  the  belt,  Held  that  the  term 
is  vague  and  Indefinite  and  that  the  Interference  should  be  dissolved  as  to 
this  count  on  the  ground  of  Irregularity  In  the  declaration  and  that,  as  the 
Bxamlner  thinks  that  the  claim  is  patentable  as  understood  by  him,  the 
Interference  should  be  suspended  and  the  parties  permitted  to  substitute 
for  the  present  claim  one  containing  In  place  of  the  limitation  above  quoted 
the  words  "  side  portions  and  the  central  portion  of  the  belt" 
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Appeal  on  Motion. 


CONVEYER. 


Messrs,  Dyrenforth^  Dyren forth  <&  Lee  for  Anderson. 
Mr.  Edwin  E.  Vrooman  pro  se. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Primary  Examiner  re- 
fusing to  dissolve  this  interference  as  to  certain  counts  on  the  grounds 
of  non-interference  in  fact  and  nourpatentability. 

There  is  no  appeal  from  the  Examiner's  action  holding  that  the 
counts  are  patentable,  and  therefore  the  sole  question  to  be  deter- 
mined is  whether  the  counts  in  question  mean  the  same  when  applied 
to  the  structure  of  each  party. 

Count  1  of  the  issue  recites,  among  other  elements,  "  side  wings 
and  the  central  portion  of  the  belt."  It  is  urged  by  appellant  that 
the  words  "  side  wings  "  do  not  have  the  same  meaning  as  applied  to 
the  different  disclosures  of  the  parties.  These  words  as  used  in  this 
count  are  not  found  in  the  specification  of  either  interferent.  Vroo- 
man refers  to  the  parts  which  support  the  outer  edge  of  the  belt  as 
"wings; "  but  as  the  Examiner  construes  this  count  these  parts  are 
not  the  "  side  wings  "  of  said  count.  The  Examiner  holds  that  this 
expression  refers  to  the  side  portions  of  the  belt.  I  am  of  the  opinion 
that  these  terms  are  too  vague  and  indefinite  to  point  out  with  cer- 
tainty any  particular  structure  in  either  device  and  that  the  inter- 
ference should  be  dissolved  as  to  this  count  on  the  ground  of  irregu- 
larity in  declaration.  Care  should  be  exercised  in  forming  the  issue 
of  an  interference  that  the  terms  used  by  the  parties  have  a  clear, 
definite,  and  common  meaning  in  each  application.  If  necessary,  this 
should  be  brought  about  by  suggesting  a  claim  to  each  party  contain- 
ing the  common  interfering  matter.  In  the  present  case  the  Exam- 
iner states  that  the  expression  "  side  wings  "  in  the  count  means  the 
"  side  portions  "  of  the  belt.  If  so  worded,  the  count  would  be  clear 
and  definite  and,  in  the  opinion  of  the  Examiner,  patentable. 

In  view  of  these  facts  the  following  claim  is  suggested  to  each  of 
the  parties: 

In  a  conveyer,  the  combination  with  the  side  portions  and  the  central  iiortlon 
of  the  belt,  of  means  actuated  by  a  load  for  moving  the  side  portions  relatively 
to  the  central  portion. 

Proceedings  are  suspended  for  twenty  days,  and  the  parties  are 
required  to  make  the  suggested  claim  within  this  time.  Failure  to 
make  this  claim  within  the  time  fixed  will  operate  as  a  disclaimer,  as 
under  Rule  96.  Upon  the  incorporation  of  said  claim  in  each  appli- 
cation the  same  will  be  substituted  for  present  count  1  of  the  issue. 
The  present  claims  corresponding  to  count  1  of  the  issue  when  the 
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cases  become  ex  parte  will  be  refused  each  party  on  the  ground  of 
indefiniteness. 

The  Examiner  stated  that  there  was  no  interference  in  fact  as  to 
count  8,  but,  evidently  through  inadvertence,  denied  the  motion  as  to 
this  count. 

The  remaining  counts  when  the  terms  thereof  are  given  the  ordi- 
nary meanings  which  they  convey  to  a  person  skilled  in  the  art  to 
which  this  invention  appertains  are  readable  upon  the  structure  of 
each  party  with  the  same  meaning  and  cover  interfering  subject- 
matter. 

The  decision  of  the  Examiner  denying  the  motion  as  to  counts  1 
and  8  is  reversed  and  is  ofjirTned  as  to  the  remaining  counts. 


Ex    PARTE    PiNDER. 

-      Decided  May  28,  1906. 

(123  O.  G..  2975.) 

Application  fob  Reissue — Assionee*s  Consent — Filing  Date. 

Where  an  application  for  reissue  of  a  patent  which  has  been  assigned 
was  not  accompanied  by  the  written  assent  of  the  assignee,  but  subse- 
quent to  the  filing  of  the  application  the  assignee  reassigned  to  the  inventor, 
Held  that  the  date  of  filing  of  the  complete  application  as  entered  upon 
the  file-wrapper  should  be  changed  from  the  date  upon  which  the  first 
papers  were  received  to  the  date  upon  which  the  abstract  of  title  was  filed 
showing  retrausfer  to  tlie  inventor. 

On  Motion. 

ore-concentbatob. 

Mr.  George  H.  Strong  and  Mr.  T.  Walter  Fowler  for  the  applicant 

Allen,  Commissioner: 

This  is  a  motion  that  my  decision  upon  the  reference  of  the  Exam- 
iner be  set  aside  and  that  a  rehearing  be  granted  thereon  and  that 
the  applicant  be  permitted  to  appear  in  opposition  thereto. 

The  reference  by  the  Examiner  directed  attention  to  the  fact  that 
the  application,  which  is  one  for  reissue,  did  not  when  filed  or  at  any 
subsequent  time  show  assent  thereto  by  the  assignee,  but  that  at  a  date 
subsequent  to  the  filing  of  the  application  the  invention  was  reas- 
signed by  the  assignee  to  the  inventor.  In  view  of  the  facts  it  was 
directed  that  the  date  of  filing  of  the  complete  application  as  entered 
upon  the  file-wrapper  be  changed  from  the  date  upon  which  the  first 
papers  were  received  to  the  date  upon  which  the  abstract  of  title  was 
filed  showing  retransfer  of  the  invention  to  the  inventor.  It  appears 
that  a  copy  of  the  Examiner's  request  was  mailed  to  the  attorney 
upon  April  27,  1906.    The  decision  was  not  made  thereon  until  May 
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21, 1906.  Opposition  to  the  change  requested  should  have  been  made 
before  the  decision  was  rendered,  if  at  all..  In  view  of  the  failure  to 
present  the  objections  earlier  oral  hearing  will  not  be  granted. 

Rule  86  provides  that  the  application  for  reissue  by  the  inventor 
must  be  accompanied  by  the  written  assent  of  the  assignee.  The  rule 
hjis  the  force  and  effect  of  a  statute  while  it  stands.  In  view  thereof 
the  change  made  in  date  of  filing  of  tjie  application  was  proper.  As 
to  the  contention  that  the  applicant  will  suffer  irreparable  injury  by 
reason  of  the  change,  it  is  not  thought  that  any  such  effect  will  fol- 
low, since  the  facts  regarding  the  filing  of  the  various  papers  are 
apparent  upon  the  record  and  are  not  altered  in  character  or  effect 
by  the  change  in  question.  As  to  the  contention  regarding  the  condi- 
tional nature  of  the  assignment,  attention  is  called  to  Rule  199,  pro- 
viding as  follows : 

Assignments  which  are  made  conditional  on  the  performance  of  certain  stip- 
ulations, as  the  payment  of  money  if  recorded  in  the  Office,  are  regarded  as 
absolute  assignments  until  canceled  with  the  written  consent  of  botli  parties 
or  by  the  decree  of  a  competent  court  The  Office  has  no  means  for  determin- 
ing whether  such  conditions  have  been  fulfilled. 

The  motion  is  denied. 


Locke  v,  Crebbin. 

Decided  April  2h,  1906. 

(124  O.  G.,  .SI 7.) 

1.  Interference — Right   to    Make    Cij^tm — Supervisory    Power   of    Commis- 

sioner. 
Held  that  since  the  question  of  the  right  of  a  party  to  make  the  claims  in 
issue  may  be  contested  at  the  final  hearing  on  priority  there  is  no  occasion 
for  the  exercise  of  the  Commissioner's  supervisory  power  to  review  the 
ruling  of  the  Primary  Examiner  affirming  a  party's  right  to  malce  such 
claims. 

2.  Interference  in  Fact. 

Held  that  in  interpreting  claims  their  terms  should  be  given  the  natural 
meaning  that  would  be  conveyed  to  a  person  skilled  in  the  art  and  that  in 
determining  the  question  of  Interference  in  fact  the  issue  should  not  l>e 
construed  to  have  a  more  limited  meaning  than  necessitated  by  its  terma. 
(Townsend  v.  Copeland  v.  Robinson,  C.  D.,  1905,  559;   119  O.  G..  2523.) 

3.  Interference — Irregularity  in  Declaration. 

Where  neither  of  the  applications  in  interference  was  ready  for  aUow- 
ance,  but  the  decision  of  the  Commissioner  on  appeal  affirming  the  rejection 
of  certain  claims  of  one  of  the  applications  had  become  final,  and  said 
application  was  not  open  for  prosecution,  but  merely  awaited  the  cancela- 
tion of  the  rejected  claims,  Held  not  such  an  irregularity  as  to  preclude  a 
proper  determination  of  the  question  of  priority  or  to  warrant  dissolution 
of  the  interference  until  one  of  the  applications  was  in  condition  for  allow- 
ance. 
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4.  Samb — Same. 

Held  that  the  failure  of  the  Examiuer  to  include  in  the  issue  claims 
which  he  thinl^s  do  not  patentably  differ  therefrom  did  not  constitute  an' 
irregularity.     {Oally  v.  Burton,  ante.  7;   120  O.  G.,  325.) 

Afpeax,  on  Motion. 

BASKET- MAKING    MACHINE. 

Messrs.  Baldwin^  Damdson  cfc  Wight  for  Locke. 
Mr.  E.  G.  Siggera  for  Crebbin. 

Allen,  Commissioner: 

This  is  an  appeal  by  Locke  from  the  decision  of  the  Primary  Ex- 
aminer refusing  to  dissolve  the  interference. 

The  motion  for  dissolution  was  based  on  all  four  grounds  stated  in 
Rule  122,  and  it  is  Locke's  purpose  to  obtain  a  review  of  the  Exam- 
iner's decision  as  to  all  these  grounds.  Locke  admits  that  he  has  no 
right  of  appeal  from  the  Examiner  holding  that  the  claims  of  the 
issue  are  patentable  and  that  Crebbin  has  a  right  to  make  the  claims, 
but  urges  that  I  use  my  supervisory  power  in  the  present  case,  inas- 
much as  the  circumstances  are  extraordinary.  There  appears  to 
be  nothing  extraordinary  in  the  position  taken  by  the  Examiner. 
Appellant  admits  that  there  is  a  difference  in  the  unitary  structure 
defined  by  the  issue  over  the  prior  art,  and  the  Examiner  is  of  the 
opinion  that  this  difference  amounts  to  invention.  The  right  of 
Crebbin  to  make  the  claims  corresponding  to  the  issue  may  be  urged 
at  the  final  hearing  on  the  question  of  priority.  {Miel  v.  Youngs 
ante  J 124 ;  121  O.  G.,  1350.)  Clearly  there  is  no  call  for  the  exercise  of 
my  supervisory  authority  in  the  present  case,  and  Locke's  appeal  on 
the  question  of  patentability  and  the  right  to  make  the  claims  is 
dismissed. 

Locke  also  urged  in  support  of  his  motion  for  dissolution  that  no 
interference  in  fact  existed  between  the  claims  of  the  respective 
parties,  because — 

♦  ♦  ♦  the  applicants  are  not  pioneers  in  any  sense,  and  should  either  be  lim- 
ited strictly  in  their  claims  to  their  specific  mechanism,  or  if  the  claims  are  broad 
In  terms  they  should  be  given  a  limited  interpretation  and  when  so  Interpreted 
mean  different  things  in  the  two  applications. 

Appellant's  contention  is  not  well  founded.  It  has  been  decided  by 
the  Primary  Examiner  that  the  claims  in  their  present  form  are 
patentable  and  do  not  need  further  limitations.  In  interpreting  the 
claims  their  terms  should  be  given  the  natural  meaning  that  they 
would  convey  to  a  person  skilled  in  the  art  to  which  the  invention 
appertains.  In  the  case  of  Townsend  v.  Copeland  v.  Robinson 
(C.  D.,  1905,  659;  119  O.  G.,  2523)  it  was  stated: 

In  determining  the  question  of  interference  in  fact  the  counts  of  the  issue  will 
not  be  construed  in  view  of  the  prior  art  to  have  more  limited  meanings  than 
are  necessitated  by  the  limitations  they  expressly  include. 
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Each  of  the  claims  corresponding  to  the  respective  counts  of  the 
issue  includes  the  term  "  means,"  qualified  only  by  a  statement  of  func- 
tion. It  is  true,  as  urged  by  appellant,  that  the  specific  embodiment 
of  this  means  in  the  two  applications  is  different;  but  the  function 
defining  the  means  in  these  claims  is  common  to  the  interfering  appli- 
cations, and  there  is  therefore  interference  in  fact  between  the  claims 
corresponding  to  the  counts  of  the  issue. 

Locke  further  urged  that  there  had  been  such  irregularity  in  declar- 
ing the  interference  as  would  preclude  a  proper  determination  of  the 
question  of  priority.  In  support  of  this  ground  it  was  stated  that 
neither  of  the  applications  involved  in  the  interference  was  in  con- 
dition for  allowance  at  the  time  the  interference  was  declared.  Tech- 
nically this  is  true.  The  Locke  application  had,  however,  been  before 
me  on  appeal  involving  the  question  of  patentability  of  certain 
claims.  The  decision  of  the  Examiners-in-Chief  holding  that  these 
claims  were  not  patentable  was  affirmed,  and  the  limit  of  appeal  from 
my  decision  had  expired  before  the  interference  was  declared.  This 
application  was  not  open  for  further  prosecution  before  the  Office 
and  was  waiting  the  cancelation  of  the  rejected  claims  to  place  the 
application  in  condition  for  allowance.  While  it  would  have  been 
the  better  practice  not  to  have  declared  the  interference  until  at  least 
one  of  the  applications  involved  was  ready  for  allowance,  neverthe- 
less there  was  no  such  irregularity  in  declaring  this  interference  as 
would  preclude  a  proper  determination  of  the  question  of  priority 
and  warrant  the  dissolution  of  the  interference. 

Appellant  urged  as  a  further  ground  for  dissolution  that  claims 
10  and  13  of  the  Crebbin  application  should  have  been  included  as 
counts  of  the  issue.  The  Examiner  is  of  the  opinion  that  these  claims 
do  not  paten tably  differ  from  the  issue,  and  in  his  letter  to  Crebbin 
instituting  the  interference  stated  that  these  claims  would  be  held 
subject  to  the  issue.  The  failure  to  include  these  claims  as  counts 
of  the  issue  did  not  constitute  an  irregularity.  {Gaily  v.  Burton^  anie^ 
7;  120  O.  G.,  325.) 

Appellant  also  urged  that  there  had  been  irregularity  in  declaring 
the  interference,  as  certain  claims  alleged  by  Locke  to  be  made  by 
another  party  before  this  Office,  but  a  stranger  to  this  interference, 
should  have  been  suggested  to  Crebbin.  Two  of  these  claims  appear 
in  Locke's  application,  but  have  been  determined  to  be  not  patentable 
to  Locke.  I  am  unable  to  find  that  this  contention  has  any  bearing 
whatever  on  the  question  of  irregularity  in  declaring  the  present 
interference. 

The  decision  of  the  Primary  Examiner  refusing  to  dissolve  this 
interference  is  affirmed. 


Digitized  by  VjOOQ IC 


DECISIONS  OP  THE  COMMISSIONER  OP  PATENTS.  801 

Ex  PARTE  Baldwin. 

Decided  May  19,\i906. 

(124  O.  G..  3ia) 
Gatbat. 

Where  the  drawing  of  a  caveat  was  in  pencil,  Held  that,  though  it  is 
desirable  that  drawings  of  caveats  should  be  executed  in  a  medium  of 
permanent  character,  it  is  not  necessary  for  the  Office  to  refuse  to  file 
such  a  caveat  on  the  day  it  is  received.  It  is  sufficient,  if  the  invention 
can  be  understood,  for  the  Examiner  to  require  whatever  amendments  may 
be  necessary  and  to  notify  the  party  that  notice  of  interfering  applications 
will  be  withheld  until  the  requirements  are  complied  with. 

Bequest  for  Instructions. 

8TEAM-MOTOB. 

Mr.  «/.  S.  Barker  for  the  caveator. 

Alxen,  Commissioner: 

This  case  is  before  me  upon  reference  from  the  Primary  Examiner 
requesting  instructions. 

The  question  presented  is  whether  a  caveat  which  has  been  for* 
warded  by  the  application  clerk  to  the  Examiner  shall  be  returned 
to  the  application  clerk  to  await  the  filing  of  a  new  drawing,  in  view 
of  the  fact  that  the  drawing  filed  is  in  pencil.  The  drawings  of 
caveats  should  be  executed  in  a  medium  of  permanent  character.  It 
is  not  necessary,  however,  in  order  to  obtain  this  result  that  the 
OflSce  refuse  to  file  the  caveat  on  the  day  it  is  received.  It  is  sufficient, 
where  the  invention  can  be  understood  from  the  papers  filed,  for  the 
Examiner  to  require  whatever  amendments  may  be  necessary  and  to 
notify  the  party  that  notice  of  interfering  applications  will  be  with- 
held until  the  requirements  are  complied  with. 


International  Silver  Company  v.  William  A.  Sogers,  Limited. 

Decided  June  22,  1906. 

(124  O.  G.,  3ia) 

1.  Tbade-Mabk — OpposmoN. 

Held  that  In  order  to  defeat  registration  of  a  trade-mark  under  the  pro- 
viso of  section  5  of  the  act  of  February  20,  1005,  relative  to  exclusive  use 
for  ten  years  prior  to  the  passage  of  the  act  it  is  not  necessary  that  the 
identical  mark  should  have  l)een  used  by  others  than  the  applicant  The 
use  of  a  mark  which  so  nearly  resembles  that  of  the  applicant  as  to  cause 
confusion  in  tlie  mind  of  the  public  or  to  deceive  purchasers  is  sufficient  to 
bar  such  registration.  (Ex  parte  Star  Distillery  Co.,  C!  D.,  1905,  4»3; 
119  O.  G.,  964;  Cahn,  Belt  d  Co.,  post,  027;  122  O.  G.,  354.) 
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2.  Same — Same. 

Held  that  the  words  "  Wm.  A.  Rogers "  are  so  similar  to  "  Wm.  Rogers 
Mfg.  Co."  and  **  Wm.  Rogers  &  Son  '*  as  to  be  likely  to  cause  confusion  or 
mistake  in  the  mind  of  the  public  or  to  deceive  purchasers. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MABK    FOB    SILVER-PLATED   FLAT    WARE,    HOLLOW    WARE»    AND    TABLEWARE. 

Messrs.  Bartlett^  Brownell  cfe  Mitchell  for  International  Silver  Com- 
pany. 

Messrs.  Warfield  c&  Duell  for  William  A.  Rogers,  Limited. 

Allen,  Commissioner: 

This  is  an  appeal  by  the  International  Silver  Company  from  the 
decision  of  the  Examiner  of  Interferences  sustaining  the  demurrer  of 
William  A.  Rogers,  Limited,  and  dismissing  the  notice  of  opposition. 

William  A.  Rogers,  Limited,  is  an  applicant  for  registration  of  the 
name  "  Wm.  A.  Rogers "  as  a  trade-mark  for  silver-plated  ware. 
The  application  alleges  continuous  ufee  of  the  mark  since  the  year 
1894.  The  International  Silver  Company  oppose  registration  of  the 
mark  "  Wm.  A.  Rogers  "  to  the  applicant,  alleging  that  the  opponent 
and  its  predecessors  have  continuously  used  the  names  "  Wm.  Rogers 
Mfg.  Co."  and  "  Wm.  Rogers  &  Son  "  since  the  year  1876  as  trade- 
marks for  silver-plated  ware.  The  applicant  demurred  to  the  notice 
of  opposition  on  the  grounds  (1)  that  the  applicant's  mark  "Wm. 
A.  Rogers "  does  not  so  closely  resemble  opponent's  marks  "  Wm. 
Rogers  Mfg.  Co."  and  "  Wm.  Rogers  &  Son  "  as  to  cause  confusion  in 
the  mind  of  the  public  or  to  deceive  purchasers;  (2)  that  it  does  not 
appear  from  the  notice  of  opposition  that  the  mark  "  Wm.  A.  Rogers  ^ 
was  not  in  actual  and  exclusive  use  as  a  trade-mark  of  the  applicant 
and  its  predecessors  for  ten  years  next  preceding  the  passage  of  the 
act  of  February  20,  1905.  The  Examiner  of  Interferences  overruled 
the  demurrer  as  to  the  first  ground  and  sustained  it  as  to  the  second 
ground,  dismissing  the  notice  of  opposition.  The  action  of  the  Ex- 
aminer of  Interferences  sustaining  the  demurrer  as  to  the  second 
ground  is  the  basis  of  this  appeal. 

I  conclude,  with  the  Examiner  of  Interferences,  that  the.  mark  of 
the  applicant  and  the  marks  set  up  by  opposer  are  so  similar  as  to  be 
likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public  or  to 
deceive  purchasers,  but  having  so  concluded  I  must  disagree  with  his 
finding  that  the  applicant  is  entitled  to  registration  notwithstanding 
anything  contained  in  the  notice  of  opposition.  The  position  of  the 
Examiner  of  Interferences  sustaining  the  demurrer  as  to  the  second 
ground  is  that  prior  use  of  similar  marks  by  another  party  is  not  a 
bar  to  registration  where  the  application  is  made  \mder  the  ten-year 
clause  of  section  5  of  the  Trade-Mark  Act,  and  the  mark  is  one  of  the 
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non-technical  character  for  the  registration  of  which  the  ten-year 
clause  provides.    This  clause  is  as  follows : 

♦  ♦  ♦  nothing  herein  shall  prevent  the  registration  of  any  mark  used  by 
the  applicant  or  his  predecessors,  or  by  those  from  whom  title  to  the  mark  is 
derived,  in  commerce  with  foreign  nations  or  among  the  several  States,  or  with 
Indian  tribes,  which  was  in  actual  and  exclusive  use  as  a  trade-mark  of  the 
applicant  or  his  predecessors  from  whom  he  derived  title  for  ten  years  next 
preceding  the  passage  of  this  act 

To  be  entitled  to  registration  under  this  clause  the  mark  must  have 
been  in  exclusive  use  for  the  period  stated.  I  think  there  can  be  no 
reasonable  doubt  that  absolute  identity  with  marks  used  by  others 
is  not  necessary  to  defeat  exclusive  use.  When  the  difference  be- 
tween marks  are  insignificant,  trifling,  or  not  readily  distinguishable, 
the  marks  are  the  same  for  all  practical  purposes,  and  it  is  not  rea- 
sonable to  believe  that  the  intent  of  the  law  is  to  register  on  the 
ground  of  exclusive  use  where  practically  the  same  mark  has  been 
used  by  others.  Having  concluded  that  absolute  identity  is  not  re- 
quired to  defeat  exclusive  use,  it  becomes  necessary  to  determine 
what  degree  of  similarity  is  necessary  in  order  to  have  that  result. 
The  only  logical  test,  in  my  opinion,  to  be  applied  in  determining 
whether  two  marks  are  so  similar  that  the  use  of  one  will  defeat  ex- 
clusive use  of  the  other  is  the  test  given  by  the  statute  for  determining 
what  marks  are  so  similar  that  ownership  and  use  of  one  by  one  party 
will  defeat  registration  of  the  other  by  another  party.  This  test  is 
whether  the  marks  so  nearly  resemble  one  another  as  to  be  likely  to 
cause  confusion  or  mistake  in  the  mind  of  the  public  or  to  deceive 
purchasers.  When  marks  are  so  similar,  they  are  practically  one  and 
the  same  mark. 

My  conclusion  herein  is  in  accordance  with  my  conclusion  in  ex 
parte  Star  Distillery  Company,  (C.  D.,  1905,  493;  119  O.  G.,  964,) 
and  both  conclusions  are  supported  by  the  decision  of  the  court  of 
appeals  in  the  case  of  Cahriy  Belt  cfi  Company,  {post,  627;  122  O.  G., 
354,)  where  it  was  held  that  a  mark  had  not  been  in  exclusive  use  by 
appellants,  in  the  sense  of  the  ten-year  proviso  of  the  statute,  by 
reason  of  the  fact  that  this  mark  was  a  simulation  of  another  known 
mark.     The  language  of  the  Court  is  as  follows : 

The  application  in  this  case  admits  that  the  mark  we  are  now  considering  is  a 
simulation  of  the  arms  or  seal  of  the  State  of  Maryland,  with  variations  it  Is 
tme,  but  still  a  simulation  of  the  coat-of-arms  of  Maryland.  The  coat-of-arms 
of  Maryland  was  never  in  the  exclusive  use  of  the  applicants  during  any  period, 
nor  could  the  applicants  ever  acquire  an  exclusive  use  as  a  trade-mark  of  the 
State  coat-of-arms.  In  the  sense  of  this  proviso,  the  applicants  bad  the  actual 
bat  never  had  the  exclusive  use  of  this  simulation  of  the  Maryland  coat-of-arms, 
and  for  this  reason  the  appellants'  trade-mark  sought  to  be  registered  does  not 
come  within  the  last  proviso  of  the  fifth  section. 
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The  conclusion  of  the  Examiner  of  Interferences  is  based  in  part 
upon  the  case  of  Rogers  v.  TFm.  Rogers  Mfg.  Co,^  (70  Fed.  Rep., 
1019,)  where  the  Court  refused  to  restrain  the  defendant  from  using 
the  name  "  Wm.  A.  Rogers  "  upon  the  ground  that — 

♦  ♦  ♦  the  affidavits  do  not  contain  sufficient  facts  to  Justify  the  conclu- 
sion that  Rogers  was  using  his  name  unfairly  or  dishonestly  in  the  business  in 
which  he  was  entitled  to  use  it 

I  do  not  find  in  this  decision  holding  that  the  complainant  could 
not  stop  the  defendant  from  using  his  name  as  a  trade-mark,  anything 
to  support  the  conclusion  that  the  defendant  is  entitled  to  register  that 
mark,  and  thereby  stop  others  from  using  it  and  similar  marks.  The 
decision  appears  to  be  that  the  complainant  had  not  a  trade-mark 
right  which  he  could  enforce  against  the  defendant,  and  not  that 
the  defendant  had  a  trade-mark  right  or  other  right  of  exclusive 
use. 

The  decision  of  the  Examiner  of  Interferences  sustaining  the  de- 
murrer and  dismissing  the  notice  of  opposition  is  reversed. 


Blackford  v.  Wilder. 

Bedded  June  25,  1906. 

(124  O.  G.,  319.) 

1.  Interference — Priority — Res  Ad.tudicata — Final  Hearing. 

Where  it  is  contended  by  B.  that  the  present  interference  should  be  dis- 
posed of  by  application  of  the  doctrine  of  res  adjudicata  or  estoppel  by 
reason  of  the  judgment  in  a  former  interference  involving  the  same  appli- 
cations, Held  that  for  reasons  similar  to  those  stated  in  Potter  v.  Mcin- 
tosh {ante,  1721;  122  O.  G.,  1721)  and  Sohey  v.  Holsclaw  (C.  D.,  1905, 
523;  119  O.  G.,  1922)  this  question  will  not  be  considered  upon  appeal  on 
priority  of  invention. 

2.  Same — Patentability  of  the  Issue  Over  Prior  Interference  Not  Consid- 

ered AT  Final  Hearing  on  Priority. 

Where  the  question  involved  in  the  contention  of  B.  relates  to  the  patent- 
ability of  the  present  issue  over  the  subject-matter  of  the  issue  of  the  former 
interference,  and  not  to  the  right  of  W.  to  make  the  claim  by  reason  of  the 
nature  of  this  disclosure  in  his  application,  Held  that  the  question  is  not 
In  the  class  indicated  in  Pohle  v.  McKnight,  (C.  D.,  1905,  549;  119  O.  G., 
2519,)  Kilbourn  v.  H inter,  (ante,  161 ;  122  O.  G.,  729,)  and  Podlesak  v.  Mo- 
Innerney  {post,  558;  120  O.  G..  2127)  as  subject  to  consideration  in  deter- 
mining the  award  of  priority. 
8.  Same — Res  Adjudicata — Same. 

Held  that  the  primary  purpose  of  Rule  127  and  of  the  doctrine  of  estop- 
pel in  interference  cases  Is  to  save  the  successful  party  In  one  interference 
the  trouble,  expense,  and  delay  of  again  contesting  the  same  subject-matter 
with  the  same  opponent  and  that  where  B.  after  raising  the  question  of  res 
adjudicata  at  the  proper  time  and  exhausting  his  remedies  without  avail 
proceeded  to  take  testimony  the  question  of  right  to  the  claim  should  be 
awarded  to  the  prior  inventor  of  the  subject-matter  of  the  Issue  as  dis- 
closed by  the  evidence  taken. 
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4.  Same — Priority — Exhibit — ^Disclosure  of  Invention. 

Where  the  issue  of  the  present  interference  Is  broader  with  respect  to  the 
igniting  member  than  the  prior  interference,  a  holding  that  the  testimony 
shows  ttiat  **  Exhibit  E  '*  was  provided  with  the  igniting  member  of  the  issue 
of  this  interference  is  not  Inconsistent  with  the  holding  of  the  court  in  the 
former  interference  that  said  exhibit  did  not  disclose  the  invention  of  that 
interference. 

Appeal  from  Examiners-in-Chief . 

OIL-BURNER. 

Mr.  A.  S,  Pattison  for  Blackford. 

Messrs.  Spear^  Middleton^  Donaldson  <&  Spear  for  Wilder. 

Allen,  Commissioner: 

This  is  an  appeal  by  Blackford  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Wilder  upon  the  following  issue : 

1.  In  an  oil-burner,  the  combination  with  an  oil-holding  trough  having  a 
contracted  lower  part  and  an  enlarged  upper  part,  the  lower  part  of  the  trough 
being  adapted  to  contain  a  body  or  column  of  oil  when  in  normal  operation  and 
the  upper  part  forming  a  vaporizing-chamber  to  vaporize  the  oil  from  its  free 
surface  and  means  located  In  the  trough  for  igniting  or  starting  the  vaporiza- 
tion of  the  oil,  of  perforated  combustion-tubes  forming  an  uninterrupted  con- 
tinuation of  the  vapor-chamber  and  adapted  to  cause  the  vapors  arising  from 
the  surface  of  the  oil  to  bum  with  a  blue  flame  by  admixture  with  the  air. 

2.  In  an  oil-burner,  the  combination  with  an  oil-holding  trough,  the  lower 
part  of  the  trough  being  adapted  to  contain  a  body  or  column  of  oil  when  in 
normal  operation,  and  the  upper  part  forming  a  vaporizing-chamber  to  vaporize 
the  oil  from  Its  free  surface  and  means  located  In  the  trough  for  igniting  or 
starting  the  vaporization  of  the  oil,  of  perforated  combustion-tubes  forming  an 
uninterrupted  continuation  of  the  vapor-chamber  and  adapted  to  cause  the 
sapors  arising  from  the  surface  of  the  oil  to  bum  with  a  blue  flame  by  admix- 
ture with  the  air. 

The  applications  involved  in  the  present  interferences  were  in- 
volved in  a  prior  interference,  Nol  20,427,  upon  a  different  issue,  in 
which  the  Court  of  Appeals  of  the  District  of  Columbia  awarded 
priority  to  Blackford.  {Blackford  v.  Wilder,  C.  D.,  1903,  567;  104 
O.  G.,  578.)  In  said  prior  interference  the  court  agreed  with  the 
majority  of  the  Examiners-in-Chief  in  the  conclusion  that  Blackford 
was  the  first  to  reduce  to  practice  the  invention  of  that  interference 
in  his  Exhibit  D  in  November,  1896.  The  Examiners-in-Chief  and 
the  court  of  appeals  found  that  Wilder's  Exhibit  E  when  the  case 
was  before  them  was  incomplete  and  did  not  have  a  "  vertically- 
disposed  lighting  member."  Wilder  claimed  that  Exhibit  E  when 
filed  in  the  Patent  Office  contained  a  wick,  but  that  it  became  dis- 
placed between  the  time  the  case  was  before  the  Examiner  of  Inter- 
ferences and  the  time  it  was  considered  by  the  Examiners-in-Chief. 

H.  Doc.  641,  59-2 21  C  c^c^n\o 

Digitized  by  VjOOQ  Ic 


806  DECISIONS   OF   THE   COMMISSIONEK   OF   PATENTS. 

He  brought  a  motion  before  the  court  of  appeals  that  an  investigation 
be  instituted  as  to  the  alleged  loss  and  recovery  of  the  missing  mem- 
ber of  Exhibit  E  and  that  a  rehearing  be  granted.  In  denying  this 
motion  the  court  held  {Blackford  v.  Wilder^  C.  D.,  1903,  573;  104 
O.  G.,  580)  that  the  matter  of  the  wick  should  have  been  settled  in  the 
Patent  Office  before  appeal  was  taken  to  the  court,  also  that  the  ques- 
tion of  priority  turned  upon  the  fact  whether  Exhibit  E  contained  a 
lighting  member  of  the  specific  character  called  for  by  the  issue  at  the 
time  of  the  alleged  reduction  to  practice  in  1896,  and  not  at  the  time  it 
was  introduced  in  evidence,  and  that  the  evidence  failed  to  establish 
satisfactorily  this  essential  fact. 

Upon  the  conclusion  of  the  interference  and  the  resumption  of  ex 
parte  proceedings  in  the  Patent  Office,  Wilder  presented  a  claim  not 
limited  to  the  specific  form  of  igniting  member  of  the  former  inter- 
ference, but  which  he  alleged  was  based  on  his  Exhibit  E,  and  he 
requested  the  institution  of  an  interference  proceeding  for  the  pur- 
pose of  contesting  the  question  of  priority  of  the  invention  of  said 
claim.  After  some  amendment  this  claim  was  held  patentable  by 
the  Primary  Examiner,  was  suggested  to  Blackford  under  Rule  96, 
and  became  count  1  of  the  present  interference.  Count  2  of  the  issue 
was  first  made  by  Blackford  and  was  suggested  to  Wilder  for  inter- 
ference purposes. 

Blackford  strenuously  contends  that  the  present  interference  should 
be  disposed  of  by  application  of  the  doctrine  of  res  adjvdicata' or 
estoppel  by  reason  of  the  judgment  in  the  former  interference.  This 
question  was  properly  raised  by  Blackford  before  the  taking  of  testi- 
mony by  motion  to  dissolve  the  interference  under  Rule  122.  The 
Primary  Examiner  in  his  decision  denying  the  motion  recognized  that 
Rule  127  prohibits  the  declaration  of  a  .second  interference  between 
the  same  contesting  parties  upon  the  same  invention  and  that  a  sec- 
ond interference  between  the  same  applications  should  be  declared 
only  in  rare  cases  and  under  verj  exceptional  circumstances.  He 
pointed  out  wherein  the  issue  of  the  present  interference  covers  a 
different  invention  from  that  of  the  prior  interference.  He  held  that 
the  claims  are  patentable  to  Wilder  and  that  Wilder  has  a  right  to 
make  the  claims  forming  the  issue,  notwithstanding  the  decision  in 
favor  of  Blackford  in  the  former  interference.  From  this  decision 
Blackford  took  appeals  to  both  the  Examiners-in-Chief  and  the  Com- 
missioner. The  Examiners-in-Chief  held  that  under  Rule  124  they 
were  without  jurisdiction  to  consider  the  appeal,  and  Blackford  peti- 
tioned the  Commissioner  that  they  be  directed  to  entertain  said  ap- 
peal. This  petition  of  Blackford  was  denied  and  his  appeal  dis- 
missed by  the  Acting  Commissioner  upon  the  ground  that  under  Rule 
124  no  appeal  lies  from  the  favorable  decision  of  the  Primary  Exam- 
iner affirming  the  patentability  of  the  claim  or  the  applicant's  right 
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to  make  the  same  and  that  there  was  no  occasion  for  reviewing  the 
Examiner^s  action  by  the  exercise  of  supervisory  power. 

For  reasons  similar  to  those  stated  in  my  decisions  in  Potter  v. 
Mcintosh  {ante,  183;  122  O.  G.,  1721)  and  Sohey  v.  Holsclaw  (C.  D., 
1905,  523;  119  O.  G.,  1922)  this  question  will  not  be  considered  upon 
this  appeal  on  priority  of  invention. 

It  is  to  be  noted  that  the  question  involved  in  the  contention  of 
Blackford  relates  to  the  patentability  of  the  present  issue  over  the 
subject-matter  of  the  issue  of  the  former  interference,  and  not  to 
the  right  of  Wilder  to  make  the  claim  by  reason  of  the  nature  of 
the  disclosures  in  his  application.  The  question  is  therefore  not 
in  the  class  indicated  in  my  decision  in  PohU  v.  McKnight  (C.  D., 
1905,  549;  119  O.  G.,  2519)  and  Kilboum  v.  Himer  {ante,  161;  122 
O.  G.,  729)  and  by  the  court  in  the  case  of  Podlesak  v.  Mclnnemey 
{post,  558;  120  O.  G.,  2127)  as  subject  to  consideration  in  determin- 
ing the  award  of  priority.  The  court  of  appeals  in  the  case  cited 
states: 

If  it  be  incorrectly  held  that  such  party  has  a  right  to  make  the  claim 
priority  may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  sub- 
stantial right  In  that  he  is  not  given  a  claim  where  he  necessarily  Is  the  prior 
inventor,  his  adversary  never  having  made  the  Invention. 

Moreover,  the  primary  purpose  of  Rule  127  and  of  the  doctrine 
of  estoppel  in  interference  cases  is  to  save  the  successful  party  in 
one  interference  the  trouble,  expense,  and  delay  of  again  contesting 
the  same  subject-matter,  with  the  same  opponent.  Having  raised 
the  question  of  res  adjudicata  at  the  proper  time  and  exhausted  his 
remedies  without  avail,  Blackford  proceeded  to  take  testimony,  and 
the  question  of  the  right  to  the  claims  should  now  be  awarded  to 
the  prior  inventor  of  the  subject-matter  of  the  issue  as  disclosed  by 
the  evidence  taken. 

In  the  present  interference  both  parties  took  testimony  and  Wilder 
introduced  in  evidence  the  "  Transcript  of  Eecord  "  to  the  court  of 
appeals  in  the  former  interference.  Upon  this  evidence  both  the 
Examiner  of  Interferences  and  the  Examiners-in-Chief  awarded 
priority  of  the  invention  of  this  interference  to  Wilder  upon  the 
ground  that  he  was  the  first  to  reduce  the  invention  of  the  issue  to 
practice  in  his  Exhibit  E  in  April,  1896. 

The  invention  of  this  interference  relates  to  oil-burners  in  which 
the  vapor  rising  from  a  trough  is  burned  between  vertical  perforated 
c©mbustion-tubes.  The  trough  in  the  burner  contains  a  body  or 
column  of  oil  when  in  normal  operation,  and  vaporization  takes 
place  directly  from  its  surface.  This  burner  is  to  be  distinguished 
from  the  old  wick-burner,  where  the  oil  is  drawn  up  by  capillary 
attraction  and  is  vaporized  from  the  end  of  the  wick,  also  from  the 
vapor  type  of  burner,  where  the  oil  is  vaporized  immediately  and 
the  trough  contains  no  material  body  of  oil.  ^  . 
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Count  1  differs  from  count  2  merely  in  the  limitation  "  having  a 
contracted  lower  part  and  an  enlarged  upper  part "  to  the  trough. 

The  issue  of  the  interference  is  broader  than  the  prior  interference 
in  respect  to  the  igniting  means,  but  narrower  in  other  respects. 

In  the  former  interference  the  court  of  appeals  based  its  decision 
in  favor  of  Blackford  on  the  finding  that  his  Exhibit  D  was  com- 
pleted and  successfully  operated  in  November,  1896.  If  this  exhibit 
has  an  oil-bowl  and  embodied  that  issue  of  that  interference,  it  un- 
doubtedly is  a  reduction  to  practice  of  the  present  invention.  Start- 
ing with  this  exhibit,  the  burden  is  therefore  on  Wilder  to  establish 
either  a  prior  reduction  to  practice  or  a  prior  conception,  coupled  by 
due  diligence,  with  a  subsequent  reduction  to  practice. 

The  only  exhibits  alleged  to  have  been  made  prior  to  November, 
1896,  when  Exhibit  D  was  completed,  and  the  only  ones  which  require 
consideration  are,  for  Wilder,  Exhibit  E,  alleged  to  have  been  made 
in  April,  1896,  and,  on  the  part  of  Blackford,  Exhibits  C  and  A, 
alleged  to  have  been  made  in  January  and  February,  1896,  resjjec- 
tively. 

It  has  been  found  in  both  this  and  the  prior  interference  that  these 
exhibits  were  made  at  these  dates,  as  alleged.  The  dates  of  these 
exhibits  are  not  contested;  but  the  controversy  relates  to  whether 
these  exhibits  embody  the  invention  and  were  successful  reductions 
to  practice  of  the  invention  on  the  dates  they  were  made. 

Concerning  Wilder's  Exhibit  E,  the  evidence  satisfactorily  estab- 
lishes that  it  was  made  in  April,  1896.     Blackford  contends — 

that  the  evidence  now  presented  on  behalf  of  Wilder  fails,  in  precisely  the  same 
way  as  his  former  proofs  failed,  to  establish  by  means  of  Exhibit  E,  an  embodi- 
ment of  the  Invention. 

In  the  former  interference  the  Examiners-in-Chief  and  the  Court 
of  Appeals  held  that  Exhibit  E  did  not  disclose  the  invention  of  that 
interference  for  the  reason  that  the  evidence  failed  to  show  that  it 
contained  a  lighting  member  of  the  specific  character  called  for  by 
the  issue  of  that  interference  at  the  time  of  the  alleged  reduction  to 
practice  in  April,  1896. 

In  its  decision  on  priority  the  Court  said,  (C.  D.,  1903,  567;  104 
O.  G.,578:) 

As  Wilder's  Exhibit  D  was  not  constructed  until  after  Blackford's  aforesaid 
construction  and  reduction  to  practice,  his  right  of  judgment  of  priority  neces- 
sarily depends  uix)n  his  Exhibit  E  constructed  in  April.  1896. 

We  cannot  agree  with  the  Commissioner,  that  this  exhibit.  In  Its  condition 
when  produced  and  In  the  light  of  the  entire  evidence  relating  to  It,  embodied 
the  special  Issue  of  the  interference  in  its  construction  and  oi)eratlon.  The 
difference  of  opinion  between  the  tribunals  of  the  Patent  Office  respecting  thU 
exhibit  proceeds  substantially  from  their  conflicting  views  as  to  the  breadth  of 
the  issue  of  the  declaration  of  interference. 

From  one  point  of  view,  the  exhibit  answers  the  required  purpose  because  It 
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shows  the  specified  oil-trough  with  the  contracted  lower  portion  as  defined  in 
the  issue. 

From  the  opposing  point  of  view,  it  is  wholly  insufficient,  because  of  the  want 
of  evidence  to  show  that  it  had  in  combination  the  vertically-disposed  lighting 
member,  seated  in  the  contracted  lower  portion  of  the  trough  and  extending 
upward  with  a  vapor-space  at  its  side,  which  is  called  for  specifically  in  the 
three  first  counts  and  substantially  in  the  fourth  one. 

In  the  decision  on  the  motion  for  a  rehearing  the  Court  stated, 
(C.  D.,  1903,  573;   104  O.  G.,  580:) 

All  agreed,  as  they  were  bound  to  do,  that  a  wick  or  lighter  was  necessarily 
used  in  Exhibit  E,  but  disagreed  as  to  the  requirement  of  the  issue  in  respect 
of  its  specific  character.    ♦    ♦    ♦ 

We  concurred  in  this  view  of  the  Examiner-in-Chief  as  to  the  narrowness 
and  the  essential  elements  of  the  invention  of  the  issue,  and,  hence,  reversed  the 
decision  opposed  thereto.  The  question  of  priority  dei>ended  then  and  was 
made  to  turn,  upon  the  fact  whether  Exhibit  E  contained  a  lighting  member  of 
the  requisite  character  at  the  time  of  alleged  construction  and  reduction  to 
practice  in  1806,  and  not  uiK)n  what  it  may  have  shown  In  July,  1900,  when 
it  was  exhibited  in  the  course  of  taking  the  depositions  in  this  proceeding. 
We  found  no  sufficient  evidence  in  the  record  of  this  essential  fact,  and  a  care- 
ful reexamination  has  not  changed  that  conclusion. 

It  thus  appears  that  the  court  did  not  hold  that  Exhibit  E  had 
no  igniting  member,  but  that  the  evidence  did  not  show  that  it  had 
the  one  called  for  by  the  issue  of  that  interference  in  April,  1896. 
It  is  to  be  noted  that  the  present  issue  is  broader  than  the  issue  of  the 
former  interference  in  respect  to  the  igniting  member.  While  the 
present  issue  is  satisfied  with  ^^  means  located  in  the  trough  for 
igniting  or  starting  the  vaporization  of  the  oil,"  count  1  of  the  issue 
of  the  former  interference  called  for  "  a  vertically-disposed  lighting 
member  seated  in  the  liquid-containing  portion  and  extending  up- 
ward between  the  walls  of  the  enlarged  vapor-receiving  portion  to 
form  a  vapor-space  at  the  side  of  the  lighting-chamber."  Counts 
2,  3,  and  4  of  the  former  issue  call  for  a  lighting  member  of  substan- 
tially similar  character. 

The  testimony  in  this  interference  of  Wilder  and  his  corroborating 
witness  conclusively  establishes  that  Exhibit  E  was  provided  with 
the  igniting  member  of  the  issue  of  this  interference  when  operated 
in  April,  1896. 

Blackford  further  contends  that  Exhibit  E  is  not  provided  with 
the  combustion-tubes  called  for  by  the  issue  and  that  the  evidence 
fails  to  show  that  Wilder  used  tubes  of  the  character  called  for  in 
1896.  However,  Brooks  (Q.  70)  and  H.  P.  Wilder  (Q.  17)  testify 
that  combustion-tubes  similar  to  "  Wilder's  Exhibit  Combustion 
Secti<m  for  Wickless  Stove  "  were  used  with  Exhibit  E  in  1896.  It 
appears  from  the  testimony  of  W.  H.  Wilder  (pp.  54  and  107  of 
record)  that  the  combustion-tubes  of  the  issue  were  well  known  in 
1896,  and  he  states  that  he  used  a  variety  of  tubes  and  that  he  ''  used 
the  tubes  in  most  of  the  experiments  loose  or  separated."     (Q.  8.) 
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The  testimony  of  Brooks  (Q.  45)  and  of  Wilder,  (p.  50,)  to  the 
effect  that  after  perfecting  the  bowls  they  still  had  to  develop  the 
chimney  or  combustion-section,  clearly  refers,  as  appears  from  the 
same  answers,  to  chimneys  or  combustion-tubes  that  would  not  in- 
fringe the  patents  covering  the  ones  in  common  use  at  that  time. 

The  testimony  is  found  to  establish  that  Wilder's  Exhibit  E  as 
tested  in  April,  1896,  embodied  the  invention  of  the  issue  and  was  a 
reduction  to  practice  of  the  invention  by  Wilder  at  that  time. 

To  succeed  in  this  interference,  it  is  therefore  necessary  for  Black- 
ford to  go  back  of  Wilder's  reduction  to  practice  in  Exhibit  E  in 
April,  1896.  Blackford  has  two  exhibits,  C  and  A,  which  were 
made  in  January  and  February,  1896,  respectively.  The  Examiner 
of  Interferences  and  the  Examiners-in-Chief,  however,  found  that 
these  exhibits  do  not  embody  the  invention  of  the  issue. 

Concerning  Exhibit  C,  which  was  also  introduced  in  evidence  in 
the  former  interference,  the  decisions  of  the  tribunals  which  con- 
sidered this  exhibit  at  all  have  uniformly  been  in  both  interferences 
that  it  belongs  to  the  wick  type  of  burner  and  does  not  disclose  the 
invention  of  the  issue.  Blackford's  contention  in  the  present  .inter- 
ference that  his  Exhibit  C  belongs  to  the  wickless  or  free-oil  burner 
type  is  discredited  by  his  testimony  in  the  former  interference,  as 
follows : 

Q.  88.  What  object  did  you  have  in  view  when  making  Exhibits  "  D  "  and  "  C 

A.  That  was  to  lessen  the  cost  of  a  wicls-stove  by  doing  way  with  the  majority 
of  materials  used  in  making  the  wick-tubes.  My  idea  being  to  use  as  short  a 
tube  as  could  be  made  and  operated. 

Q.  89.  And  did  this  lead  you  into  the  subject-matter  of  interference? 

A.  It  did. 

Q.  90.  Well  do  you  consider  Exhibit  "  C  "  as  the  wick  type  of  stoves? 

A.  I  should  consider  it. 

Q.  91.  What  kind  of  wick  is  Exhibit  "  C  "  ? 

A.  Indestructible  widj. 

From  the  construction  and  mode  of  operation  of  this  exhibit  it 
appears  evident  that  Blackford's  testimony  in  the  former  inter- 
ference was  correct  and  that  Exhibit  C  embodies  the  primary  features 
and  was  intended  as  a  wick-burner.  This  exhibit  is  held  not  to  em- 
body the  invention  of  the  issue. 

In  regard  to  Blackford's  Exhibit  A  it  is  apparent  at  once  that  the 
oil-holding  trough  does  not  have  "a  contracted  lower  part  and  an 
enlarged  upper  part,"  as  called  for  by  count  1  of  the  issue.  The 
shield  inserted  in  the  trough  readily  permits  the  oil  to  pass  under 
and  through  it,  and  in  no  sense  does  it  form  one  wall  of  the  oil-hold- 
ing trough.  Count  2  differs  from  count  1  in  the  omission  of  this  lim- 
itation as  to  the  nature  of  the  oil-holding  trough. 

The  evidence  in  behalf  of  Blackford  concerning  his  Exhibit  A  has 
been  carefully  analyzed  in  the  decision  of  the  Examiner  of  Inter- 
ferences, and  the  material  testimony  concerning  this  exhibit  is  quoted 
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in  the  decision  of  the  Examiners-in-Chief.  It  is  unnecessary  to  re- 
peat it  here.  I  agree  with  the  conclusion  reached  by  these  tribunals 
that  the  evidence  fails  to  establish  that  this  exhibit  embodies  that 
portion  of  the  issue  which  reads — 

the  lower  part  of  the  trough  being  adapted  to  contain  a  body  or  colamn  of  oil, 
when  in  normal  operation  and  the  upper  part  forming  a  vaporizing-chamber  to 
vaporize  the  oil  from  its  free  surface. 

Moreover,  the  construction  of  the  exhibit,  the  breadth  and  shallow- 
ness of  the  bowl,  and  the  presence  of  the  shield  tend  to  indicate  that 
this  burner  belongs  to  the  vapor  type  of  burner. 

The  testimony  that  this  burner  was  an  experimental  device,  that 
no  attempt  was  made  to  place  it  on  the  market,  and  that  no  other 
burners  like  it  were  made,  but  that  Blackford  turned  to  other  forms 
of  burners,  indicates  that  Exhibit  A  was  not  regarded  as  a  success- 
ful reduction  to  practice,  even  if  it  be  assumed  to  disclose  the  inven- 
tion of  the  issue. 

It  is  found  that  Wilder  is  entitled  to  the  award  of  priority  of  in- 
vention of  the  issue  of  this  interference,  and  the  decision  of  the 
Examiners-in-Chief  is  affl?nned. 


TOWNSEND  V.  COPELAND  V.  RoBINSON. 
Decided  April  18,  1906. 

(124  O.  G.,  G23.) 

1.  Intebfebsnce — Motion  to  Amend  Appucation — Tbansmission. 

Where  in  a  three-party  interference  one  of  the  parties  moves  before  the 
Examiner  of  Interferences  for  the  transmission  to  the  Primary  Examiner 
of  an  accompanying  motion  to  amend  his  application  by  adding  claims  which 
cannot  be  made  by  one  of  the  other  parties  to  the  interference,  Held  that 
the  motion  should  not  be  transmitted. 

2.  Same— Same — Same. 

Where  before  testimony  has  been  taken  one  of  tbe  parties  moves  for  the 
transmission  to  the  Primary  Examiner  of  a  motion  to  amend  the  issue  by 
adding  new  counts  thereto  and  the  other  parties,  both  of  whom  have  pre- 
sented similar  motions,  do  not  object,  Held  that  the  motion  should  be 
transmitted. 

Appeal  on  Motion. 

BICYCLE. 

Mr,  T.  Hart  Anderson  and  Mr,  Melville  Church  for  Townsend. 
Mr.  Gales  P.  Moore  for  Copeland. 
Mr.  William  Robinson  pro  se. 

Allen,  Commissioner: 

This  is  an  appeal  by  Kobinson  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  to  the  Primary  Examiner  two 
motions  to  amend  his  application. 
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The  motions  are  in  substance  as  follows : 

(1)  That  he  be  permitted  to  amend  his  application  by  inserting 
therein  two  claims  which  were  the  issue  of  a  prior  interference  be- 
tween Townsend  and  Copeland. 

(2)  That  he  be  permitted  to  amend  his  application  by  adding 
thereto  three  claims  which  he  alleges  are  patentable  and  readable 
upon  the  applications  of  all  three  parties  and  that  these  claims  be 
made  additional  counts  of  the  present  interference  or  that  a  new  in- 
terference be  declared  between  the  parties  to  the  present  interference 
upon  these  claims. 

As  to  the  first  motion,  it  appears  from  a  decision  of  the  Primary 
Examiner  rendered  in  this  interference  that  Copeland  cannot  make 
the  proposed  claims.  These  claims  cannot,  therefore,  be  included 
in  this  interference,  and  for  this  reason  the  transmission  of  the 
motion  was  properly  denied. 

As  to  the  second  motion,  it  is  to  be  noted  that  the  transmission 
thereof  does  not  appear  to  be  seriously  opposed  by  the  other  parties. 
Copeland  and  Townsend  have  presented  motions  to  amend  the  issue. 
In  view  of  these  facts  and  the  fact  that  no  testimony  has  yet  been 
taken  this  motion  should  be  transmitted. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed  as  to  the 
first  motion  and  reversed  as  to  the  second  motion. 


Ex  PARTE  Thomas. 

Decided  May  16,  1906. 
(124  O.  G.,  623.) 

Abandonment — Action  on  Formal  Objections. 

Where  the  Examiner  In  his  letter  Anally  rejecting  the  claims  of  an  appli- 
cation raised  for  the  first  time  a  number  of  formal  objections  and  the  appli- 
cant replied  by  curing  the  objections  in  part  and  traversing  the  ExamiDer's 
action  as  to  the  remainder,  whereupon  the  Examiner  repeated  the  objections 
not  cured  and  the  applicant  subsequently  cured  the  remaining  formal  objec- 
tions. Held  that  the  application  is  not  abandoned,  notwithstanding  that  the 
applicants  last  action  above  referred  to  was  made  more  than  a  year  after 
the  final  rejection  of  the  claims. 

Same — Same. 

Where  the  Examiner  acts  on  formal  objections  after  the  final  rejection  of 
the  claims,  Held  that  the  applicant  is  entitled  to  a  year  from  the  Examiner's 
action  in  which  to  cure  the  objections,  and  In  the  absence  of  any  ruie  or 
practice  to  the  contrary  he  should  likewise  be  allowed  this  year  in  which  to 
appeal  to  the  Examiners-in-Chief  or  to  cancel  the  rejected  claims. 
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On  Petition. 

MOP  OB  WIPES. 

Messrs.  Burton  <&  Burton  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  that 
this  application  is  abandoned  for  failure  to  make  responsive  action 
within  the  year  allowed  by  law. 

It  appears  that  the  Examiner  in  his  action  of  August  9,  1901, 
placed  certain  claims  under  final  rejection  and  also  raised  for  the 
first  time  a  number  of  formal  objections  to  the  claims  and  disclosure. 
On  February  13,  1905,  applicant  replied  by  curing  the  objections  in 
part  and  traversing  the  Examiner's  action  as  to  the  remaining  objec- 
tions. The  Examiner  on  April  6,  1905,  repeated  the  formal  objec- 
tions which  had  not  been  cured.  On  October  16,  1905,  more  than 
a  year  from  the  date  of  the  final  rejection,  but  within  the  year  from 
the  Examiner's  action  of  April  6,  1905,  applicant  filed  an  amend- 
ment curing  the  formal  objections.  The  Examiner  then  notified, 
the  applicant  that  his  case  became  abandoned  August  9,  1905,  one 
year  from  the  final  rejection,  by  failure  to  make  an  action  responsive 
to  said  rejection. 

Applicant  contends  that  he  could  not  take  his  appeal  to  the 
Examiners-in-Chief  from  the  final  rejection  until  all  formal  objec- 
tioiils  had  been  cured,  as  Rule  134  requires  all  proper  and  interme- 
diate questions  relating  to  matters  not  affecting  the  merits  of  the 
invention  to  be  settled  before  a  case  can  be  appealed  to  the  Exam- 
iners-in-Chief. It  is  urged  that  his  actions  subsequent  to  the  final 
rejection  show  that  he  was  proceeding  in  good  faith  to  meet  the 
formal  requirements  of  the  Examiner  and  that  therefore  his  case 
did  not  become  abandoned  August  9,  1905. 

I  am  of  the  opinion  that  applicant's  contentions  are  of  some  force. 
Under  Rule  134  appeal  cannot  be  taken  until  all  formal  questions 
relating  to  matters  not  affecting  the  merits  of  the  invention  have 
been  settled.  The  Examiner's  actions  on  matters  of  this  character 
are  not  final,  but  subject  to  review  upon  petition  after  the  question 
has  been  twice  acted  upon.  Where  formal  objections  are  raised  for 
the  first  time  when  the  claims  are  placed  under  final  rejection,  to 
hold  that  these  objections  must  be  cured  within  the  year  from  said 
final  action  may  result  in  depriving  an  applicant  of  his  right  to 
reconsideration  and  petition  from  the  Examiner's  ruling.  Appli- 
cant's action  of  February  13,  1905,  cured  in  part  the  objections  raised 
by  the  Examiner  in  the  final  action  on  the  claims  and  traversed 
the  Examiner's  requirements  as  to  the  others.  This  action  was  re- 
sponsive to  the  requirements  of  the  case,  and  manifestly  the  applicant 
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is  entitled  to  a  year  from  the  Examiner's  action  of  April  6,  1905, 
repeating  certain  of  the  objections,  in  which  to  take  a  petition 
or  to  cure  the  said  objections.  In  the  absence  of  any  rule  or  prac- 
tice to  the  contrary  the  applicant  should  likewise  be  allowed  this 
year  in  which  to  take  his  appeal  to  the  Examiners-in-Chief  or  to 
cancel  the  rejected  claims  and  put  his  case  in  condition  for  allowance. 
Said  year  has  now  expired ;  but  in  view  of  the  circumstances  of  this 
case  applicant  is  given  a  period  of  twenty  days  in  which  to  file  his 
appeal  or  to  cancel  the  rejected  claims.  Upon  failure  to  take  such 
action  within  the  period  stated  this  case  will  be  considered  aban- 
doned. 

The  petition  is  granted 


Gibbons  v.  Peller. 

Bedded  May  2U  1906, 
(124  O.  G..  624.) 

1.  Interfebence — Pbiobity — Diligence. 

An  inventor  who  delays  the  filing  of  an  application  for  more  than  two 
years  and  who  fails  to  take  any  other  steps  to  protect  his  rights  is  lacking 
In  diligence,  and  a  plea  of  poverty  cannot  be  accepted  as  a  sufficient  ex- 
cuse for  the  delay  where  it  appears  that  he  was  possessed  of  sufficient 
means  to  file  an  application  for  another  invention  and  to  take  out  foreign 
patents  thereon. 

2.  Same — Same — Evidence. 

Where  a  claimant  to  the  inventorship  of  a  device  sees  such  device 
offered  for  sale  in  the  open  market,  and  at  the  time  makes  no  claim  that  he 
is  the  inventor  thereof  and  fails  to  file  an  application  within  a  reasonable 
time  and  files  it  finally  only  at  the  solicitation  of  another,  the  presumption 
is  strong  that  be  did  not  make  the  invention  at  the  time  claimed. 

Appeal  from  Examiners-in-Chief. 

BUCKLE. 

Mr.  Robert  W,  Killgore  for  Gibbons. 
Messrs,  Seymovr  <&  Earle  for  Peller. 

Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  affirm- 
ing a  decision  of  the  Examiner  of  Interferences  awarding  priority  of 
invention  to  Peller,  the  senior  party. 
The  issue  is  stated  in  two  counts,  which  read  as  follows : 
1.  In  a  rustless  suspender-buckle  the  combination  with  a  frame  having  an 
upper  and  a  lower  side  with  an  opening  between  the  same,  of  a  lever  pivoted 
to  the  upper  side  of  the  frame  in  position  to  have  its  clamping  edge  coact 
with  the  upper  edge  or  top  of  the  lower  side  of  the  frame,  and  a  piece  of  web- 
bing having  its  lower  reach  attached  to  the  lower  side  of  the  frame  and  its 


Digitized  by  VjOOQ IC 


DECISIONS  OF   THE  OOMMISSIONEB   OF  PATENTS.  815 

upper  reach  passed  from  front  to  rear  through  the  said  opening  and  engaged 
by  the  clamping  edge  of  the  lever  which  deflects  It  over  or  approximately  over 
the  upper  edge  or  top  of  the  lower  side  of  the  frame. 

2.  In  a  rustless  buckle,  the  combination  with  a  frame  having  an  upper  and 
a  lower  side  with  an  opening  between  them,  the  lower  side  of  the  frame  being 
wider  than  the  upper  side  to  form  a  flnger-piece,  of  a  lever  pivoted  to  the 
smaller  upper  side  of  the  frame  in  position  to  have  its  clamping  edge  coact 
with  the  upper  edge  or  top  of  the  wider  lower  side  of  the  frame,  and  a  piece 
of  webbing  having  its  lower  reach  attached  to  the  lower  side  of  the  frame 
and  Its  upper  reach  passed  from  front  to  rear  through  the  said  opening  and 
ffligaged  by  the  clamping  edge  of  the  lever  which  deflects  it  over  or  approxl- 
nuately  over  the  upper  edge  or  top  of  the  lower  side  of  the  frame,  whereby 
the  upper  reach  of  the  webbing  is  brought  into  or  approximately  into  line 
with  the  lower  resLCh  of  the  webbing  on  the  back  of  the  buckle  when  the  web- 
bing is  under  draft  as  In  use. 

The  issue  covers  a  slide-buckle  for  suspenders  and  the  like  having 
a  lever  which  holds  the  webbing  by  deflection  rather  than  by  a 
clamping  action  and  having  a  back  which  is  covered  by  the  webbing, 
so  that  no  metal  part  comes  into  contact  with  the  shirt  of  the  wearer. 
Because  of  the  latter  feature  the  buckle  is  called  a  "  rustless  "  buckle. 

Peller  is  the  senior  party  to  the  interference,  his  application  having 
been  filed  on  January  8,  1902.  Gibbons  filed  his  application  March 
21,  1903.  Gibbons  claims  to  have  conceived  and  disclosed  the  inven- 
tion in  issue  in  November,  1900,  and  to  have  reduced  it  to  practice 
between  December,  1900,  and  the  fall  of  1902.  Peller  claims  con- 
ception in  July,  1901,  and  disclosure  and  reduction  to  practice  in 
September,  1901. 

The  Examiner  of  Interferences  found  that  Peller  had  proved  re- 
duction to  practice  in  December,  1901,  that  Gibbons's  evidence  did 
not  clearly  show  that  he  conceived  the  invention  before  Peller's 
reduction  to  practice,  or,  assuming  that  he  did  conceive  prior  to  that 
date,  that  he  did  not  reduce  to  practice  until  afterward,  and  that  he 
was  lacking  in  diligence.  The  Examiners-in-Chief  took  substantially 
the  same  view  of  the  case. 

In  the  view  which  I  take  of  the  case  it  is  unnecessary  to  consider 
the  testimony  tending  to  establish  conception  and  reduction  to  prac- 
tice by  Peller  prior  to  the  filing  of  his  application.  In  order  for 
Gibbons  to  prevail  in  this  contest,  it  is  necessary  for  him  to  prove  a 
reduction  to  practice  prior  to  January  8,  1902,  or  a  prior  conception 
and  later  reduction  to  practice  coupled  with  diligence. 

Gibbons  claims  to  have  conceived  the  invention  and  disclosed  the 
same  to  two  persons,  M.  L.  Rothschild  and  L.  Rothschild,  in  Novem- 
ber, 1900.  L.  Rothschild  and  M.  L.  Rothschild  were  the  president 
and  vice-president,  respectively,  of  the  Connecticut  Web  Company,  of 
Bridgeport,  Conn.,  manufacturers  of  buckles  and  other  trimmings, 
of  whom  Gibbons,  as  the  manager  of  the  Gibbons  Manufacturing 
Company,  of  Baltimore,  bought  supplies.     It  appears  that  Gibbons 
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met  the  Rothschilds  by  appointment  in  November,  1900.  Gibbons 
states  that  at  this  interview  he'^told  the  Rothschilds  that  he  desired 
to  put  on  the  market  a  buckle  so  covered  with  the  webbing  that  it 
would  not  rust  or  come  into  contact  with  the  shirt  and  soil  the  same. 
In  order  to  show  them  what  he  wanted,  he  took  a  buckle  which  was 
then  on  the  market  and  reversed  the  lever  and  showed  them  "  how  to 
rove  the  web  to  prevent  the  buckle  coming  in  contact  with  the  shirt" 
(Gibbons,  Q.  5.)  The  buckle  used  at  this  time  was  like  "  Peller  Ex- 
hibit Double  Lever  Buckle,"  (Gibbons,  Q.  5;  Rothschild,  Q.  6,) 
which  now  has  its  large  lever  reversed,  as  described  by  Gibbons, 
(Gibbons,  Q.  5;  Rothschild,  Q.  6,  X-Q.  48,)  and  it  was  webbed  in  the 
way  illustrated  by  this  exhibit.  (Rothschild,  X-Q.  49.)  It  was 
noticed  by  Gibbons  at  this  time  that  when  this  buckle  was  so- webbed 
it  hung  at  An  angle,  so  as  to  make  its  use  impracticable.  For  this 
reason  he  asked  M.  L.  Rothschild  (Rothschild,  Q.  19)  to  make  him  a 
mqdel  which  would  obviate  this  difficulty.  Gibbons  did  not  tell 
Rothschild  how  to  construct  the  buckle  to  obviate  the  difficulty.  In 
answer  to  cross-question  210  he  states : 

I  never  contended  that  in  exact  words  I  requested  Mr.  Rothschild  to  make 
the  buckle  exactly  as  he  did  construct  it,  but  submit  that  the  only  logical  oat- 
come  of  what  I  did  say  to  him  that  would  be  practicable  Is  the  buckle  upon 
which  he  applied  for  a  patent 

Rothschild's  idea  of  what  Gibbons  disclosed  to  him  is  indicated  by 
his  answer  to  question  5,  in  which  he  states  that — 

Mr.  Gibbons  told  us  that  he  wanted  to  bring  out  a  new  budcle  which  was  to 
be  made  so  that  the  back  of  the  buckle  would  be  covered  with  web  and  not 
soil  the  shirt  He  explained  his  idea  to  me  by  taking  a  buckle  and  reverslDg 
the  lever,  which  I  helped  him  to  do  with  a  penknife.  He  then  stated  that  the 
buckle  he  had  in  view  must  be  so  constructed  that  there  was  very  little  roetfli 
in  the  back,  so  that  the  web  would  lay  firm.  I  told  him  at  the  time  I  thoagbt 
we  could  readily  make  a  buckle  for  him  to  answer  his  purpose.  He  also  stated 
that  he  preferred  a  buckle  that  required  no  sewing  of  web.  In  other  words, 
made  so  that  the  web  would  be  attached  to  the  buckle  in  the  manner  of  a  double- 
back  or  clench-back  buckle. 

From  this  statement  and  the  answers  to  questions  7,  8,  and  cross- 
questions  36,  38,  and  68  it  appears  that  Rothschild  understood  that 
Gibbons  wanted  a  double-back  or  clench-back  buckle  having  less 
metal  in  the  back  than  "  Peller  Exhibit  Double  Lever  Buckle.'' 
Rothschild  states  that  the  Connecticut  Web  Company  made  samples 
embodying  the  invention  in  the  fall  of  1901,  but  he — 

eould  not  get  a  buckle  that  would  still  further  comply  with  Gibbons*8  idea  so 
as  to  make  it  a  double-back  or  clench-back  without  leaving  a  little  metal  to 
show  in  the  back  and  bold  the  web  against  the  back  part  of  the  buckle. 

This  testimony  seems  to  indicate  clearly  that  Gibbons's  idea  was 
to  produce  a  buckle  which  had  the  "  rustless  "  feature  of  the  issue, 
but  which  did  not  have  the  other  essential  idea — ^namely,  a  lever 
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cooperating  with  the  top  edge  of  a  bar  in  such  a  way  as  to  deflect  the 
web  over  it,  and  thus  hold  it  by  "  deflection  "  rather  than  by  clamp- 
ing or  clenching.  The  scope  of  the  idea  which  Gibbons  had  in  mind 
when  he  had  his  conversation  with  Rothschild  is  also  shown  in  cer- 
tain correspondence  which  Gibbons  had  with  the  Connecticut  Web 
Company  and  M.  L.  Eothschild  in  November,  1901.  In  a  letter  of 
November  9  Gibbons  says : 

win  you  please  advise  me  on  what  grounds — In  face  of  your  promise  to  treat 
tbe  whole  matter  confidentially — ^you  have  made  a  buckle  embodying  my  claim 
(thus  betraying  my  confidence)  and  now  send  it  out  to  us  among  others  with 
"  patent  applied  for?  *' 

Strangely  enough,  Gibbons  cannot  recall  the  construction  of  which 
he  complained  at  this  time,  (Gibbons,  X-Q.  235;)  but  that  the  com- 
plaint was  directed  against  the  construction  shown  in  "  Teller's 
Exhibit  Marconi  Buckle  "  seems  evident  from  the  fact  that  this  buckle 
was  put  on  the  market  about  this  time,  that  it  was  stamped  "  patent 
applied  for,"  (Rothschild,  X-Q.  144,)  that  it  was  the  first  buckle  for 
which  the  Connecticut  Web  Company  had  applied  for  a  patent, 
(Rothschild,  X-Q.  145,)  and  that  at  that  time  this  company  put  out 
no  other  buckle  marked  "  patent  applied  for."  (Rothschild,  X-Q. 
146.)  Gibbons  was  therefore  of  the  opinion  that  the  "Marconi 
Buckle  "  embodied  the  idea  which  he  had  in  November,  1900,  and  of 
which  he  spoke  to  Rothschild  at  the  November  interview.  Com- 
parison of  this  buckle  with  the  issue  is  sufficient  to  show  that  it  does 
not  embody  the  invention  in  controversy.  There  is  no  other  evidence 
of  conception  prior  to  Feller's  filing  date,  and  it  must  be  therefore 
concluded  that  Gibbons  had  no  conception  of  the  invention  in  issue 
prior  to  the  filing  of  Feller's  application. 

The  conclusion  that  Gibbons  did  not  conceive  the  invention  in  issue 
as  claimed  by  him  is  much  strengthened  because  of  his  inability  to 
describe  the  invention  and  by  consideration  of  his  conduct  subse- 
quent to  his  alleged  conception.  Although  he  was  repeatedly  asked 
to  state  what  the  construction  in  issue  is,  he  w^as  utterly  unable  to  do 
so,  and  although  he  saw  buckles  on  the  market  in  the  fall  of  1901  or 
spring  of  1902  (Gibbons,  X-Q.  243)  sold  by  the  Yale  Suspender 
Company  he  made  no  claim  whatever  to  any  one  that  such  buckle 
embodied  his  invention,  nor  did  he  file  his  application  for  patent 
until  March  21, 1903,  and  then  only  at  the  solicitation  of  Mr.  O'Brien, 
the  receiver  of  the  Gibbons  Manufacturing  Company.  (Gibbons, 
X-Q.  43,  X-Q.  61.)  Moreover,  the  Connecticut  Web  Company  itself, 
to  whose  officers  he  claims  to  have  disclosed  the  invention,  put  out  a 
buckle  in  the  summer  of  1902  embodying  the  issue,  of  which- he  must 
have  known ;  but  it  does  not  appear  that  he  made  any  protest  to  them 
regarding  the  manufacture  of  the  buckle  as  he  did  with  respect  to  the 
"  Marconi  "  buckle. 
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Gibbons  alleges  in  his  preliminary  statement  that  the  invention  was 
reduced  to  practice  for  him  by  M.  L.  Rothschild  between  November, 
1900,  and  the  fall  of  1902.  Rothschild  did  not  furnish  the  models  for 
Gibbons,  as  Gibbons  requested  him  to  do ;  but  he  claims,  testifying  for 
Gibbons,  that  in  1900  he  made  a  buckle  like  "Gibbons'  Exhibit 
Buckle  of  Original  Disclosure,"  which  was  the  outcome  of  what 
Gibbons  disclosed  to  him  at  the  interview  in  November,  1900.  He 
also  testifies  that  he  placed  the  buckle  in  one  of  the  drawers  of  his 
desk  and  left  it  there  and  that  it  was  removed  by  the  president  or 
secretary  of  the  Connecticut  Web  Company  in  190i.  (Rothschild, 
RD.  Q.  231.) 

The  secretary  of  the  company,  Louis  Neuberger,  admits  having 
opened  the  desk  and  gives  a  very  satisfactory  reason  for  so  doing. 
He  states,  however,  that  he  saw  no  sample  buckle  of  any  description 
and  removed  nothing  except  a  pass-book.  (Peller's  record,  p.  7.) 
This  denial  substantially  destroys  the  effect  of  Rothschild's  testimony 
with  regard  to  this  model.  Moreover,  when  the  surrounding  circum- 
stances and  the  conduct  of  Rothschild  are  considered  one  is  forced 
to  conclude  that  his  testimony  is  of  little,  if  any,  value.  Notwith- 
standing the  fact  that,  as  he  claims.  Gibbons  disclosed  the  invention 
to  him  in  November  and  requested  him  to  furnish  him  models  thereof 
and  that  shortly  thereafter  he  made  the  model  "  Gibbons  Exhibit 
Buckle  of  Original  Disclosure,"  he  did  not  furnish  the  models  to 
Gibbons;  but,  on  the  other  hand,  the  Connecticut  Web  Company,  of 
which  he  was  vice-president,  put  a  buckle  embodying  the  issue  on  the 
market  in  1902  without  any  reference  whatever  to  the  rights  of  the 
inventor.  In  addition  to  placing  a  buckle  on  the  market  he  joined 
with  one  Cleary,  an  employee  of  the  Connecticut  Web  Company, 
in  filing  an  application  for  patent  for  the  invention  in  controversy, 
dated  October  28,  1902.  This  conduct  reduces  the  weight  to  be  given 
to  his  testimony  almost  to  a  negligible  amount.  In  explanation  of 
his  having  joined  with  Cleary  in  filing  this  application  Rothschild 
states  (Rothschild,  Q.  20)  that— 

nt  that  time,  I  was  under  the  impression  that  the  word  "  inventor  "  referred  to 
the  iieople  who  brought  out  the  article. 

But  this  explanation  is  not  satisfactory  in  view  of  his  admission  that 
he  had  prior  to  that  time  taken  out  a  number  of  patents  (Q.  26)  and 
must,  therefore,  have  been  more  or  less  familiar  with  the  elementary 
principles  of  patent  law. 

But  assuming  that  this  "  Buckle  of  Original  Disclosure  "  was  made 
at  the  time  claimed  by  Rothschild  and  that  its  construction  by 
Rothschild  inures  to  Gibbons's  benefit,  it  is  nevertheless  no  aid  to 
Gibbons's  case,  because  it  does  not  embody  the  invention  in  issue,  and 
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therefore  shows  neither  a  conception  nor  reduction  to  practice.  The 
issue  is  specific    It  calls  for  a  buckle  with- — 

a  frame  having  an  upper  and  a  lower  side  with  an  opening  between  the  same, 
of  a  lever  pivoted  to  the  upper  side  of  the  frame  in  position  to  have  its  clamping 
edge  coact  with  the  ui)|)er  edge  or  top  of  the  lower  side  of  the  frame — 

which  is  not  found  in  this  exhibit.  The  device  in  issue  has  a  lever 
pivoted  about  the  top  edge  of  the  lower  side  of  the  frame,  while  the 
lever  in  the  exhibit  is  pivoted  to  ears  in  the  same  plane  as  the  frame 
of  the  buckle.  This  is  a  vital  distinction,  as  it  is  this  construction 
which  brings  about  the  result  of  holding  the  web  by  deflection  rather 
,  than  by  a  clamping  action. 

Furthermore,  this  exhibit  can  be  considered  nothing  but  an  aban- 
doned experiment,  as  it  was  never  used  and  was  laid  away  in  a  drawer 
to  remain  for  nearly  four  years,  to  be  brought  to  light  only  by  the 
exigencies  of  this  interference  proceeding. 

If  the  exhibit  "  Gibbons  Buckle  of  Original  Disclosure  "  is  not  a 
reduction  to  practice,  it  is  clear  that  Gibbons  did  not  reduce  the 
invention  to  practice  until  after  the  filing  of  Peller's  application. 
This  being  so.  Gibbons  is  not  entitled  to  an  award  of  priority,  even 
though  it  be  assumed  that  he  was  the  first  to  conceive  the  invention, 
because  he  was  not  exercising  diligence  when  Peller's  application 
was  filed  on  January  8,  1902.  Although  he  claims  to  have  conceived 
the  invention  in  November,  1900,  he  made  no  attempt  to  file  an 
application  therefor,  but,  on  the  other  hand,  in  December,  1900,  filed 
an  application  covering  a  different  construction  of  buckle  which  he 
deemed  more  valuable.  He  also  took  out  patents  in  three  different 
foreign  countries  for  the  latter  invention.  While  in  answer  to  redi- 
rect question  253  he  stated  that  Mr.  Julian  W.  Tyler,  of  Richmond, 
Va.,  paid  for  these  foreign  patents,  it  appears  in  answer  to  re-cross 
question  269  that  he  sold  forty  per  cent,  of  the  revenue  which  he 
should  derive  from  these  patents  for  $600,  out  of  which  only  about 
three-fourths  went  to  pay  for  the  foreign  patents.  The  proof  of 
Gibbons's  inability  to  file  the  domestic  application  or  to  take  other 
steps  for  the  protection  of  his  rights  is  deemed  insufficient. 

It  is  further  urged  on  behalf  of  Gibbons  that  Feller  was  not  the 
inventor  of  the  buckle  shown  in  his  application,  as  shown  by  the 
testimony  of  Maltby,  the  secretary  of  the  Waterbury  Buckle  Com- 
pany, to  the  effect  that  at  one  time  during  the  negotiations  between 
Peller  and  the  Waterbury  Buckle  Cbmpany  Peller  intimated  that 
he  was  not  the  real  inventor  of  the  construction  shown  in  his  appli- 
cation involved  in  this  interference.  It  is  only  necessary  to  read 
the  testimony  of  this  witness  to  realize  that  Peller  did  not  deliber- 
ately deny  tJiat  he  was  the  inventor,  but  rather  that  other  parties 
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were  of  the  opinion  that  his  brother  was  the  real  inventor  and  that 
he  would  interest  himself  with  these  parties  unless  an  agreement 
was  made  with  him  for  a  royalty  which  the  Waterbury  Buckle  Com- 
pany considered  excessive.  In  executing  the  application  in  interfer- 
ence Peller  swore  that  he  was  the  inventor,  and  this  oath  is  not 
overcome  by  the  threat  made  by  him  to  Maltby  in  order  to  secure 
better  terms. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  DeLAVOYE. 

Decided  May  23,  1906. 

(124  O.  G.,  626.) 

1.  Rejection — Statement  of  Reasons. 

Where  an  applicant  asked  for  further  explanation  of  the  EiXaminer*R 
reasons  for  rejection,  stating  that  he  did  not  feel  that  he  had  obtalnel 
from  the  Examiner  **  all  his  reasons  or  any  good  reasons  for  the  rejection,'* 
and  the  Examiner  stated  that  he  had  no  other  reasons,  and  it  appeared 
that  the  reasons  already  given  were  stated  clearly  and  sufficiently.  Held 
that  the  question  whether  **good  reasons  for  rejection"  had  been  given 
should  be  determined  in  the  first  Uistance  on  appeal  to  the  Examiners-In- 
Chief. 

2.  Oath. 

Where  the  original  oath  accompanying  the  application  contained  no 
statement  of  venue,  Held  that  the  applicant  should  either  file  a  new  oath 
provided  with  a  venue  or  should  furnish  the  affidavit  of  the  notary  who 
administered  the  original  oath  stating  where  that  oath  was  administered. 

On  Petition. 

TICKET. 

Mr.  Charles  McC.  Chapman  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  his  actions 
on  the  claims  now  in  the  case  have  not  been  made  full  and  com- 
plete, also  that  the  original  oath  filed  with  the  application  is  not 
defective. 

The  Examiner  in  his  first  action  rejected  the  claims,  stating  his 
reasons  for  rejection.  In  response  to  this  action  applicant  asked  for 
an  explanation  of  the  rejection.  The  Examiner  restated  his  grounds 
for  rejection,  whereupon  the  claims  were  canceled  and  four  substi- 
tute claims  presented,  which  are  the  present  claims  in  the  case.  These 
claims  were  rejected  "  on  the  references  and  for  the  reasons  already 
given,"  the  rejection  being  accompanied,  however,  by  an  explanation 
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of  the  Examiner^s  position  as  to  one  of  them.  Applicant  then  asked 
for  further  explanation  of  the  reasons  for  rejection,  stating  that  he 
did  not  feel  that  he  had  obtained  from  the  Examiner  ^^  all  his  reasons 
or  any  good  reasons  for  the  rejection.''  Applicant  also  asked  for 
final  action.  The  Examiner  made  his  next  action  final,  but  gave 
no  further  explanation.  It  is  from  the  Examiner's  refusal  to  state 
his  reasons  for  rejection  more  fully  that  this  petition  is  taken. 

The  Examiner  states  that  he  has  no  other  reasons  for  rejection  to 
give.  I  am  of  the  opinion  that  the  reasons  given  are  stated  clearly 
and  sufficiently.  Whether  the  Examiner  has  given  ^^good  reasons 
for  rejection  "  must  be  determined  in  the  first  instance  on  appeal  to 
the  Examiners-in-Chief. 

The  Examiner  has  required  a  new  oath,  as  the  original  oath  is  de- 
fective in  that  the  statement  of  venue  has  been  omitted.  No  reason 
appears  why  proper  evidence  should  not  be  furnished  that  the  oath 
was  administered  within  the  territorial  jurisdiction  of  the  notary. 
Such  evidence  should  consist  of  the  affidavit  of  the  notary  who  ad- 
ministered the  original  oath,  stating  where  the  oath  was  adminis- 
tered, or  applicant  may,  if  he  desires,  file  a  new  oath  provided  with  a 
venue. 

The  petition  is  denied. 


Ebc  PARTE   RiCHABDS. 

Decided  June  22,  1906. 
(124  O.  a,  627.) 

1.  ABAlVDONMEllT—StTFFICIENCT  OF  AMENDMENT. 

A  strained  constmction  should  not  be  placed  upon  an  amendment  in  order 
tbat  it  may  save  the  application  from  abandonment  but  it  should  be  con- 
strued according  to  the  intent  of  the  applicant  as  determined  from  a  con- 
sideration of  the  whole  instrament. 

2.  Same — ESxcube  fob  Insufficient  Action. 

Where  affidayits  are  filed  to  the  effect  that  an  error  in  an  amendment  was 
due  to  a  stenographer's  failure  to  write  the  amendment  as  directed,  but  the 
affidavits  contain  no  statement  relative  to  the  precise  nature  of  the  mistake 
and  do  not  show  that  the  intended  action  would  have  been  responsive,  Held 
tbat  the  showing  is  insofficioit  to  warrant  favorable  action  on  a  petition 
that  the  applicant's  action  be  regarded  as  responsive. 
8.  EUme— Same. 

Where  the  delay  over  the  year  permitted  for  action  was  slight  and  there 
is  doubt  as  to  whether  the  entire  delay  was  unavoidable,  and  where  the  peti- 
tion was  accompanied  by  an  amendment  which  places  the  case  In  condition 
fbr  allowance.  Held  that  the  doubt  will  be  resolved  in  the  applicant's  favor. 

H.  Doc.  641,  59-2 ^22 
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On  Petition. 

PANTOORAPHIC   MITXTNG- MACHINE. 

Mr.  Francis  11.  Richards  pro  se. 

Allen,  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Primary  Examiner  hold- 
ing this  application  to  have  become  abandoned  through  lack  of  proper 
prosecution  and  refusing  entry  to  an  amendment  filed  subsequently 
thereto. 

An  examination  of  the  record  of  this  application  indicates  clearly 
that  the  Examiner's  position  is  correct.  The  amendment  which  was 
held  insufficient  directed,  among  other  things,  that  claims  26,  27,  and 
37  be  rewritten,  that  claims  26  to  33,  inclusive,  37  to  48,  inclusive,  52, 
54,  57,  61,  and  62  be  erased,  and  it  further  directed  as  follows: 

Rewrite  the  remaining  claims  to  read  as  follows  : 
after  which  followed  two  claims,  which  were  numbered  41  and  42* 
Since  there  were  only  two  claims  of  a  higher  number  ihaai  those 
previously  referred  to,  the  Examiner  inferred  that  it  was  applicant's 
intent  to  substitute  two  claims  (41  and  42)  for  claims  63  and  64, 
and  the  amendment  was  entered  in  this  way.  It  is  now  urged  by 
petitioner  that  the  Examiner  should  have  taken  the  words  "  remain- 
ing claims  "  to  mean  not  only  claims  63  and  64,  but  all  of  claims 
26  to  64,  inclusive,  to  which  reference  was  not  otherwise  made,  in 
which  event  claims  26  to  64  would  have  been  replaced  by  the  five 
claims  of  the  amendment  numbered  26,  27,  37,  41,  and  42.  Such  a 
construction  of  the  amendment  obviously  would  have  been  improper. 
A  strained  construction  should  not  be  placed  upon  an  amendment 
in  order  that  it  may  save  the  application  from  abandonment,  but  it 
^ould  be  construed  according  to  the  intent  of  the  applicant  as 
determined  from  a  consideration  of  the  whole  instrument.  Not  only 
is  it  clear  from  the  amendment  itself  that  it  was  not  appli<:ant's 
intent  to  substitute  five  new  claims  for  claims  26  to  64,  but  that  such 
is  the  fact  is  acknowledged  in  this  petition.  The  Examiner's  con- 
struction of  the  amendment  was  the  only  construction  of  which  it 
was  fairly  susceptible. 

It  is  further  urged  that  the  insufficiencies  of  the  an^endment  were 
due  to  an  error  of  the  stenographer  in  failing  to  write  tlw  amend- 
ment as  directed,  and  affidavits  executed  by  such  stenographer  and  by 
the  one  who  dictated  the  amendment  have  been  filed  tending  to  show 
what  the  error  was.  These  affidavits  fail  to  disclose  that  sudi  specific 
changes  were  directed  to  be  made  as  would  constitute  a  proper  and 
complete  response  to  the  Examiner's  action.  The  affidavit  of  the 
stenographer  avers  that  "the  record  was  therefore  handed  to  me 
with  certain  claims  marked  for  me  to  rewrite  as  amended ;"  but  it 
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is  not  stated  what  th^se  claims  were  or  how  they  were  to  be  amended, 
and  it  does  not  therefore  appear  that  the  amendment  which  was 
actually  directed  to  be  made  was  responsive  to  the  Examiner's  actior. 
For  these  reasons  the  petition  that  the  applicant^  action  prior  to 
the  petition  be  regarded  as  responsive  is  denied. 

Petitioner  has  filed  an  amendment  with  this  petition  and  requests 
that  if  the  Examiner's  position  be  sustained  this  amendment 'be 
entered  and  the  case  be  passed  to  issue.  The  Examiner  has  reported 
that  the  proposed  amendment  will  place  the  case  in  condition  for 
allowance.  In  view  of  this  fact  and  the  fact  that  the  delay  over  the 
year  is  slight  the  doubt  upon  the  question  wh^her  the  total  delay 
was  unavoidable  is  resolved  in  the  applicant's  favor,  and  the  Ex- 
aminer is  therefore  directed  to  enter  such  proposed  amendment  and 
pass  the  application  to  issue. 

The  petition  is  granted  to  this  extent. 


BoMHARD  V.  United  States  Graphite  Company. 

Decided  July  10,  1906. 

(124  O.  G..  627.) 

Tkade-Mabk  Opposition — Rbtubn  op  Fee. 

Where  notice  of  opposition  was  filed  and  an  interference  was  declared 
between  the  application  of  the  opposer  and  the  opposed  application,  Held 
that  tlie  opposition  fee  would  not  be  returned. 

Ok  Rbquist. 

TBADE-MABK  FOB  STOVE-POLISH. 

Mr.  George  W.  Colles  for  Bomhard. 

Mr.  George  B.  WUlcox  for  United  States  Graphite  Company. 

Moose.  Acting  Commissioner: 

This  is  a  request  by  Bomhard  for  withdrawal  of  his  notice  of  oppo- 
sition to  the  registration  of  a  trade-mark  by  the  United  States 
Graphite  Company. 

The  notice  of  opposition  was  filed  June  4,  1906.  The  request  for 
withdrawal  was  filed  June  25,  1906.  The  reason  given  for  with- 
drawal is  that  an  interference  has  been  declared  between  an  applica- 
tion for  registration  by  the  opposer  and  the  application  of  the 
United  States  Graphite  Company. 

In  requesting  withdrawal  of  his  notice  of  opposition  the  opposer 
states: 

it  being  understood  that  the  fee  paid  for  filing  such  notice  of  opposition  will  be 
returned. 
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It  does  not  appear  that  the  fee  paid  in  connection  with  the  notice  of 
opposition  was  a  payment  by  actual  mistake,  in  excess,  or  one  not 
required  by  law,  nor  does  it  appear  that  the  payment  was  caused  by 
neglect  or  misinformation  on  the  part  of  the  Office,  The  request 
for  return  of  the  fee,  on  the  other  hand,  seems  to  be  due  to  a  mere 
change  of  purpose  after  payment,  such  as  is  the  case  where  a  party 
desires  to  withdraw  his  application  for  registration  or  to  withdraw 
an  appeal.  In  view  of  these  facts  and  of  the  provisions  of  Rule  70 
the  fee  cannot  be  returned. 

As  the  fee  cannot  be  returned  and  as  the  request  for  withdrawal 
of  the  notice  of  opposition  is  made  conditional  upon  the  return  of 
the  fee,  the  notice  of  opposition  stands  unwithdrawn. 


Ex  PARTE  Dawson,  Halliwei^  &  Company. 

Decided  July  31,  1906, 

(124  O.  G.,  628.) 

Tbade-Mabks — Foreign  Applicant — Registration  Abroad  for  Diffibbiit 
Goods. 
Where  the  applicant  for  registration  of  a  trade-mark  resides  In  a  foreign 
country  and  the  symbol  which  forms  the  mark  has  been  registered  by  him 
in  that  country  only  as  a  trade-mark  for  different  goods  from  those  for 
which  the  registration  is  sought  in  this  country,  Held  that  the  registration 
sought  cannot  be  had  in  this  country. 

On  Appeal. 

TRADE-MARK    FOR    HANDKERCHIEFS,    DRESS    GOODS,    SATEENS,    ETa 

Mr.  Joseph  L.  Levy  and  Mr.  Howard  A.  Coombs  for  the  appellants. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  the  trade-mark  registration  sought  by  the  above-entitled 
applicants. 

The  trade-mark  is  stated  in  the  application  to  consist  of  the  word 
"  Excelda."  The  class  of  merchandise  to  which  the  mark  is  appiro- 
priated  is  stated  there  to  be  dry  goods,  and  the  particular  description 
of  goods  upon  which  the  mark  is  stated  to  have  been  used  is  hand- 
kerchiefs. The  applicants  are  located  in  England.  Section  4  of 
the  Trade-Mark  Act  provides,  in  part,  that — 

*  *  *  registration  shall  not  be  issued  for  any  mark  for  registration  of 
which  application  has  been  filed  by  an  applicant  located  in  a  foreign  country 
until  such  mark  has  been  actually  registered  by  the  applicant  in  the  country 
in  which  he  is  located. 
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To  show  that  they  are  entitled  to  registration  in  accordance  with 
this  provision  of  the  law,  the  applicants  have  filed  a  certificate  of 
r^stration  in  Great  Britain  of  the  word  "  Excelda  "  as  a  trade-mark 
in  class  38  in  respect  to  articles  of  clothing. 

The  Examiner  states  that  trade-marks  for  handkerchiefs  are  regis- 
tered in  Great  Britain  in  classes  24,  25,  27,  28,  31,  and  32  of  the 
British  classification,  according  to  the  material  of  which  they  are 
made  and  to  whether  they  are  in  the  piece  or  not  in  the  piece,  and 
be  states  that  in  no  single  instance  is  a  handkerchief  classified  in  class 
38,  Articles  of  clothing.  The  reasons  and  authorities  upon  which 
these  conclusions  are  based  are  given  in  his  statement  upon  the  appeaL 
No  contention  by  the  applicants  is  found  that  these  conclusions  are 
in  error,  and  they  are  therefore  accepted  here  as  correct  without  fur- 
ther consideration.  The  Examiner's  position  in  refusing  registration 
is  that  the  same  is  sought  in  this  country  for  handkerchiefs,  whereas, 
so  far  as  appears,  the  mark  has  not  been  registered  by  the  applicants 
for  these  goods  in  the  country  in  which  they  are  located. 

The  position  taken  by  the  Examiner  is  believed  to  be  correct. 
There  can  be  no  federal  trade-mark  right  in  this  country  in  a  word 
or  symbol  separate  from  the  goods  upon  which  it  has  been  used.  The 
limitation  of  the  application  in  this,  case  to  handkerchiefs  as  the 
goods  upon  which  use  has  been  had  forms  as  essential  a  feature  of 
the  mark  for  which  registration  is  sought  as  does  the  word  ^'  Ex- 
celda.^' This  mark  cannot  properly  be  said  to  have  been  registered 
in  a  foreign  country  by  a  registration  of  this  word  which  does  not 
cover  the  use  of  the  same  upon  these  goods. 

The  action  of  the  Examiner  of  Trade-Marks  refusing  registration 
is  at 


SlEBBRT  V.  BliOOMBERG. 
Decided  July  SI,  1906. 

(124  o.  G..  ess.) 

PuBUC  Use— Prima  Facie  Case— Insufficiency  of  Affidavtts. 

Where  affidaTits  state  the  conclusions  of  the  witnesses  largely  to  the  ex- 
clusion of  the  facts  and  the  facts  given  are  not  recited  with  particularity 
and  certainty  and  a  portion  of  the  showing  made  is  hearsay,  Held  that  a 
prima  fade  case  of  public  use  is  not  made  out. 

Same — Same — Sebtice  of  Affidavits — Witnesses  and  Expenses. 

Where  a  petition  and  affidavits  are  filed  seeking  public-use  proceedings, 
but  It  does  not  appear  that  they  have  been  served  upon  the  applicant  and 
are  not  accompanied  by  an  offer  to  produce  the  witnesses  nor  to  bear  the 
expense  of  investigation.  Held  that  the  proceeding  wUl  not  be  instituted. 
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On  PimnoN. 

BU8F¥NI>BBa 

Mr.  John  P.  Croaadale  for  Siebert. 
Mr.  Robert  B.  Killgore  for  Bloomberg. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  Bloomberg  seeking  suspension  of  proceedings 
in  the  interference  and  institution  of  public-use  proceedings. 

Bloomberg  is  a  patentee.  In  his  preliminary  statement  he  alleges 
public  use  of  the  invention  more  than  two  years  prior  to  the  filing  date 
of  Siebert's  application.  The  petition  is  supported  by  the  affidavits 
of  Bloomberg  and  two  others. 

The  affidavits  fail  to  make  out  a  prima  facie  case  of  public  use  of 
the  invention  in  interference  more  than  two  years  prior  to  Siebert's 
filing  date.  They  state  the  conclusions  of  the  witnesses  largely  to  the 
exclusion  of  the  fiacts  upon  which  such  conclusions  are  based.  Where 
facts  are  given,  they  are  not  recited  with  sufficient  particularity  and 
certainty.  A  portion  of  the  showing  is  also  Objectionable  as  mere 
hearsay.  This  Office  should  not  institute  a  proceeding  which  may 
uselessly  consume  the  time  and  labor  of  all  parties  upon  such  a 
showing. 

Moreover,  it  does  not  appear  that  copies  of  the  petition  and  affida- 
vits have  been  served  upon  the  applicant,  nor  is  any  offer  found  to 
produce  the  witnesses  and  bear  the  expenses  of  the  Office  in  con- 
ducting the  investigation.  The  lack  of  service  is  alone  sufficient  rea- 
son for  denying  the  petition,  and  public-use  proceedings  are  not 
ordinarily  instituted  except  upon  an  offer  of  the  character  mentioned. 

The  petition  is  denied. 


Wickers  and  Furlong  v.  McKee. 

Decided  April  24,  1906, 
(124  O.  G..  905.) 

1.  INTEBFEBENCE — REDUCTION  TO   PRACTICE. 

Where  the  object  of  the  invention,  as  clearly  appears  ttom  the  applica- 
tions and  testimony  of  the  various  parties  to  the  interference.  Is  to  pro- 
duce a  graduated  printing-plate  which  will  practically  do  away  with  the 
necessity  for  "  make-ready  "  on  the  platen  or  Impression-cylinder.  Held  that 
a  partially-graduated  plate  which  will  produce  satisfactory  prints  only 
when  used  in  cmiectlon  with  **  make-ready "  do^  not  disdose  "the  inven- 
tion and  is  not  a  reduction  to  practice  thereof. 

2.  Same — Same — Practical  Test  Necessary. 

Where  the  invention  consists  of  a  plate  graduated  in  such  a  manner  as 
to  obviate  the  necessity  for  **  make-ready,"  Held  that  to  establish  a  reduc- 
tion to  practice  requires  that  the  plate  be  subjected  to  actual  printing 
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tests  without  tbe  use  of  **  make-reaily,*'  since  a  flat  plate  priuted  with  an 
overlay  will  produce  the  same  imprint  as  a  graduated  plate. 
3.  Same — Right  to  Make  Claim — May  Be  Considebed  in  Awabdino  Pbiobity. 
Under  the  circumstances  set  forth  in  Pohle  v.  McKnight  (C.  D.,  1906, 
649;  119  O.  G.,  2519)  and  Podlesak  and  Podlesak  v.  Mclnnemey  (po«t,  558; 
120  O.  O.,  2127)  tbe  question  of  the  right  of  a  party  to  make  a  claim  may 
be  an  aueiUary  queatioa  to  be  considered  in  awarding  t>riority  of  inyention. 

Appeal  from  Examiners-in-Chief. 

MANUFACTUEE    OF    FBINTING-BLOCKSk 

Sfr.  John  T.  Canavan  and  Messrs.  Griffin  &  Bemhard  for  Wickers 
and  Furlong. 

Messrs,  Brown  d&  Seward  and  Mr,  Jacob  Felhel  for  McKee.  {Mr, 
Walter  F,  Rogers  of  counsel.) 

AujcN,  Vommissumer: 

This  is  an  appeal  by  the  joint  applicants,  Wickers  and  Furlong, 
frcwtt  the  deeisicm  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  McKee  upon  the  following  issue : 

1.  A  printlng-bieck  having  an  uneven  printing  face  or  surface,  parts  of  said 
printincr-sarface  being  raised  to  correspond  to  tlie  darkly-evaded  parts  of  the 
sttbjeet  to  be  printed*  and  other  parts  of  its  printing-surface  being  depressed  to 
correiq;Kmd  to  the  liglUer-sluided  parts  of  the  subject  to  be  printed,  vbe  whole 
surface-level  of  the  block  being  a  printing-surface  but  having  uneven  or  facial 
differences  in  its  plane. 

2.  A  print hig-surface  having  the  sections  thereof,  which  are  designed  to  print 
tlie  darker  shades,  permanently  elevated  above  the  levels  of  the  sections 
adapted  to  the  lighter  shades. 

3.  A  printing-surface  having  the  sections  thereof,  which  are  designed  to  print 
the  darker  shades,  permanently  elevated  above  the  levels  of  the  sections 
adapted  for  the  lighter  shades,  these  levels  being  graded  one  into  the  other. 

4.  A  printhig-surface  having  sections  thereof  which  are  designed  to  print  the 
darker  shades  permanently  elevated  above  the  levels  of  the  sections  adapted 
for  the  Ughler  shades^  the  levels  being  graded  one  into  ttie  other  from  the  per- 
manentiy-eldvated  parts  to  the  lightest  printing  shade. 

5.  The  herein-described  process  of  producing  printing-surfaces  wliich  consists 
first  in  forming  a  relief  printing-surface  in  a  yielding  material  and  then  pro- 
ducing a  graded  printing-surface  by  applying  different  degrees  of  pressure  to 
various  sections  thereof  and  so  as  to  produce  permanent  graded  alterations  in 
tlie  surface  ia  pn^let. 

e.  The  herein-described  process  of  producing  printing-surfaces  which  con- 
sists in  first  forming  a  relief  printing-surface  in  a  tliln  plate,  and  then  applyhig 
different  degrees  of  pressure  to  various  sections  thereof,  thereby  producing  per- 
manent differences  in  profile  in  said  plate,  the  levels  of  which  are  in  corre- 
spoodeioee  with  the  darkness  of  the  shades  to  be  printed  by  the  sections. 

The  invention  in  controversy  is  a  graduated  printing-plate  and  the 
process  by  which  it  is  made.  A  graduated  printing-plate  has  the 
printing-surface  in  different  planes,  according  to  the  various  tones 
of  the  picture,  the  portion  of  the  printing-surface  that  produces  the 
darker  tones  being  elevated  above  the  portions  that  produce  the  light 
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and  intermediate  tones.  The  different  levels  of  the  printing-sur&ce 
in  the  process  of  printing  exert  varying  degrees  of  pressure  on  the 
paper,  thereby  producing  an  imprint  having  several  tones  or  shades. 

With  the  ordinary  plate  having  its  printing-surface  in  one  plane 
the  same  effect  is  produced  by  the  use  of  what  is  known  in  the  art 
as  a  "  cut-overlay?'  This  "  cut-overlay  "  is  made  of  various  thick- 
nesses of  paper  applied  to  the  portion  of  the  platen  or  impression- 
cylinder  of  the  press  which  registers  with  the  plate,  whereby  the 
paper,  which  is  to  form  the  darker  portions  of  the  print,  is  forced 
with  greater  pressure  against  the  plate.  The  object  of  the  invention 
is  to  do  away  with  this  "  cut-overlay  "  by  graduating  the  printing- 
surface  or  putting  the  "  make-ready  "  into  the  surface  of  the  plate. 

Three  general  methods  of  producing  a  graduated  printing-surface 
are  involved  in  the  various  issues  of  this  series  of  interferences :  first, 
by  pressing  against  the  back  of  the  plate  a  "  cut-overlay  "  or  relief 
form  with  raised  parts  corresponding  to  the  dark  portions  of  the 
picture ;  second,  by  forcing  against  the  face  of  the  plate  a  "  reverse 
overlay  "  or  relief  form  with  projecting  parts  corresponding  to  the 
light  portions,  and,  third,  by  producing  in  the  back  of  the  plate 
itself  a  series  of  depressions  and  elevations  corresponding  to  the  li^t 
and  dark  portions  and  then  forcing  the  metal  toward  the  face  of  tiie 
plate  to  produce  similar  elevations  and  depressions  in  the  printing- 
surface  of  the  plate. 

These  inventions  form  the  subject-matter  of  a  series  of  six  inter- 
ferences, all  of  which  were  decided  adversely  to  Wickers  and  Fur- 
long, the  junior  party,  by  both  of  the  lower  tribunals.  In  each  of 
these  interferences,  involving  originally  from  two  to  four  parties, 
Wickers  and  Furlong  was  the  only  party  who  took  an  appeal  from 
either  the  decision  of  the  Examiner  of  Interferences  or  the  Exam- 
iners-in-Chief. 

Because  of  the  allied  character  of  the  inventions  of  these  interfer- 
ences and  the  fact  that  the  same  application  in  some  instances  is 
involved  in  several  of  the  interferences  the  conclusions  reached  in  the 
present  interference  and  the  reasons  therefor  apply  generally  to  the 
other  interferences  of  the  series. 

In  all  of  the  interferences  of  this  series  the  Examiner  of  Interfer- 
ences found  that  Wickers  and  Furlong  conceived  the  inventions  in 
the  summer  of  1897,  but  did  not  reduce  them  to  practice  prior  to  the 
filing  of  their  application  on  January  22,  1902,  and  that  they  were 
not  diligient  in  reducing  to  practice.  In  each  of  the  four  interfer- 
ences involving  the  application  of  McKee  he  found  that  McKee  both 
conceived  and  reduced  the  inventions  to  practice  in  August,  1900,  and 
he  awarded  priority  of  invention  in  his  favor  on  the  ground  that 
Wickers  and  Furlong,  although  the  first  to  conceive,  were  the  last  to 
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reduce  to  practice  and  were  lacking  in  diligence  at  the  time  McKee 
entered  the  field. 

The  Examiners-in-Chief,  while  of  the  opinion  that  Wickers  and 
Furlong  had  not  proved  a  date  of  conception  prior  to  that  of  McKee, 
assumed  that  they  were  the  first  to  conceive  and  reached  the  same 
conclusions  as  the  Examiner  of  Interferences. 

These  conclusions  are  believed  to  be  in  accord  with  the  evidence. 

Wickers  and  Furlong  state  their  contention  on  page  3  of  their 
brief  as  follows: 

We  believe  the  errors  in  the  decisions  of  the  Examiners-In-Chlef  are  founded, 
mainly,  on  first,  a  misapprehension  of  the  real  invention  in  controversy;  sec- 
ond, a  false  position  with  reference  to  what  constitutes  a  reduction  to  practice 
of  such  invention,  and,  third.  In  accepting  the  testimony  of  the  witness  Gates 
as  establishing  McKee's  alleged  early  disclosure  and  reduction  to  practice. 

If  the  Examiners-in-Chief  held  that  the  object  of  the  inventions  of 
these  interferences  was  to  ^^substantially  do  away  with  the  making 
ready  "  on  the  platen  or  impression-cylinder  and  that  to  come  within 
the  terms  of  the  issue  a  "plate  must  be  produced  by  the  processes 
described,  of  such  a  character  that  the  make-ready  is  substantially 
dispensed  with."  They  found  that  all  the  early  experiments  of 
Wickers  and  Furlong  fell  short  of  accomplishing  this  result 

Wickers  and  Furlong  contend  that — 

If  the  plate  is  so  fuUy  graduated  as  to  produce  the  required  number  of  tones 
distinctly,  then  the*  overlay  on  the  platen  or  impression-cylinder  may  be  dis- 
pensed with  entirely;  but  where  the  plate  is  not  graduated  to  this  complete 
degree,  slight  or  partial  overlaying  on  the  platen  or  impression-cylinder  may  be 
resorted  to  for  the  purpose  of  enhancing  the  tones  of  the  imprint,  as  desired. 

The  above  contention  of  Wickers  and  Furlong  as  to  the  nature  of 
the  invention  differs  somewhat  from  their  original  contention  ex- 
pressed in  their  brief  (p.  3)  before  the  Examiner  of  Interferences,  as 
follows  : 

The  object  of  the  invention  is  to  produce  a  printing-plate,  either  an  electro- 
type or  an  original,  containing  an  illustration,  of  such  character  that  it  can  be 
printed  from  what  the  use  of  the  make-ready,  formerly  used  on  the  press, 
and  yet  secure  in  the  printed  picture  a  correct  representation  of  the  dark,  inter- 
mediate and  light  tones. 

This  original  view  of  Wickers  and  Furlong  as  to  the  liature  of  the 
invention,  practically  adopted  by  the  Examiners-in-Chief,  is  be- 
lieved to  indicate  correctly  the  nature  of  the  invention  as  set  forth  in 
the  applications  and  testimony  of  the  respective  parties. 

The  application  of  Wickers  and  Furlong,  No.  90,811,  states: 

The  method  now  practiced  in  printing  from  etched  or  engraved  plates  is,  first 
to  even  the  plate  by  underlying,  after  which  the  overlay  is  adjusted  to  the 
pressore-cylinder  so  as  to  give  more  pressure  on  the  darker  parts  and  less  upon 
the  lighter.    This  making  ready  is  more  or  less  elaborated  according  to  the 
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character  of  the  work,  requires  artistic  judgment  and  much  mechanical  skill  on 
the  part  of  the  operator,  and  consumes  a  great  deal  of  time,  besides  which  the 
pressure  and  plate  cylinders  are  thrown  out  of  adjustment  Also,  unless  both 
cylinders  are  of  exactly  the  same  sisse  throughout,  there  results  an  unequal 
wear  upon-  the  plates.  Our  method  of  producing  a  graduated  printing-surface 
does  away  almost  entirely  with  making  ready  and  obviates  the  necessity  of  an 
overlay  on  the  cylinder  or  on  the  plate,  thus  saving  much  time  and  expenaa 

McKee's  application  states : 

The  main  object  of  my  invention  is  to  dispense  entirely  with  the  work  of 
"making  ready"  or  of  "underlaying"  and  "overlaying"  and  to  make  the 
necessary  corrections  (or  cure  the  defects)  in  the  plates  themselves,  and  ao, 
that  after  treatment  of  the  plates  they  may  be  placed  on  the  press  and  the  print- 
ing directly  proceeded  with. 

♦  *  *  *  *  «i  4b 

So  far  as  my  knowledge  extends,  no  printing-plate  of  this  description  has 
ever  before  been  produced,  and  in  consequence  of  my  improvements  in  the  plate 
it  will  be  seen  that  all  the  objectionable,  expensive  and  difficult  work  of  "  mak- 
ing ready  "  may  now  be  entirely  difii)ensed  with,  although  I  may  add  here  that 
if  after  the  making  of  the  plate  the  pressman  should  at  any  time  during  the 
course  of  the  printing  therefrom  desire  to  change  the  character  of  impressions 
by  further  lightening  or  increasing  the  same  he  may  for  such  purpose  "  under- 
lay "  or  "  overlay  "  in  the  usual  manner,  but  ordinarily  the  plates  may  be  made 
at  the  outset  to  conform  exactly  to  what  is  required  by  the  pressman  or  to 
what  is  demanded  by  the  nature  of  the  plate  to  be  worked  from. 

The  applications  of  Upham  and  Albert,  originally  included  in  this 
interference  and  still  involved  in  some  of  the  interferences  of  the 
series,  state  that  the  object  of  the  invention  is  to  graduate  the  print- 
ing-surface of  the  plate  in  such  manner  «s  to  render  the  use  of 
"  overlays  "  or  "  make-ready  "  unnecessary. 

Consideration  of  the  testimony  in  behalf  of  Wickers  and  Furlong 
leads  to  the  same  conclusion  concerning  the  nature  of  the  invention. 

Wickers  testifies  that  their  object  was  to  "  do  away  entirely  with 
the  overlay,'*  (Q.  225;)  also,  "that  while  the  graduated  printing- 
surface  was  apparent  in  all  our  experiments,  the  planes  of  the  sur- 
faces were  not  depressed  and  the  angles  at  the  different  levels  were 
not  as  sharp  as  we  desired,"  and  that  they  continued  their  experi- 
ments in  1899  in  an  endeavor  "  to  produce  a  graduated  printing- 
surface  that  would  be  commercially  practicable."    (Qs.  208  and  206.) 

Furlong  testifies: 

The  object  of  producing  graduates  on  the  surface  of  a  printing-plate  is  to 
do  away  to  a  large  extent  and  for  all  practical  purposes  entirely  with  an 
overlay  on  the  impression-cylinder  of  the  printing-press.     ♦     ♦     »     (X-Q.  396.) 

The  testimony  of  both  Wickers  and  Furlong  indicates  that  they 
regarded  their  efforts  to  produce  commercially-successful  graduated 
plates  as  unsuccessful  experiments  up  to  about  the  time  they  filed 
their  application,  when  they  first  produced  plates  that  were  printed 
from  without  the  use  of  overlays.    Wliile  admitting  (p.  12  of  brief) 
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that  their  ultimate  object  was  to  dispense  with  the  overlay,  Wickers 
and  FurlcMig  contend  that,  although  in  their  early  plates  they  fell 
short  ol  attaining  their  object,  they  nevertheless  made  an  invention 
in  dispensing  with  a  portion  of  the  usual  overlay.  Such  invention, 
however,  providing  any  was  made,  was  not  the  invention  of  these 
interferences  as  defined  above*  Moreover,  it  is  seriously  doubted, 
even  if  Wickers  and  Furlong  succeeded  in  their  experiments  in  doing 
away  with  any  considerable  portion  of  the  usual  overlay,  whether 
they  made  any  real  advance  in  the  art  or  produced  a  useful  invention. 
These  early  plates  cannot  be  used  without  some  overlay,  and  there  is 
no  evidence  as  to  how  much  overlay,  can  be  omitted.  Beyond  the 
uncorroborated  statement  of  Wickers  (Q.  225)  that  these  plates  were 
"^  a  distinct  aid  to  the  pressman  "  there  is  no  evidence  that  partial 
graduations  in  a  plate  are  of  any  service  to  the  printer.  On  the 
contrary,  it  appears  probable  that  the  overlay-cutter  can  build  up 
his  overlay  for  a  perfectly  flat  plate  more  readily  than  for  a  plate 
improperly  graduated,  on  account  of  the  difficulty  in  estimating  how 
much  graduation  the  latter  plate  really  possesses.  Had  Wickers  and 
Furlong  produced  anything  of  practical  advantage  in  their  partially- 
g^duated  plate,  it  would  undoubtedly  have  gone  into  general  use 
at  the  establishment  of  their  employer,  the  '^  De  Vinne  Press." 

Considering  the  reduction  to  practice  of  .the  invention,  it  is  evi- 
dent that  in  an  invention  of  this  character  some  test  is  necessary. 
Whether  the  plate  is  a  satisfactory  plate  for  printing  purposes  and 
is  graduated  according  to  the  tone  values  and  whether  the  process 
is  capable  of  producing  such  a  plate  can  be  told  only  by  subjecting 
the  plate  to  the  printing  test  under  the  conditions  of  actual  use.  To 
establish  satisfactorily  that  the  plate  embodies  the  invention  found 
abQve  to  be  the  subject  of  this  interference,  the  plate  must  be  printed 
from  without  the  use  of  '^  cut-overlays."  Since  a  flat  plate  printed 
with  an  overlay  will  produce  the  same  imprint  as  a  graduated  plate, 
printing  from  a  plate  with  an  overlay  will  not  establish  that  the 
plate  has  any  graduation  whatever.  Some  of  the  early  plates  treated 
by  Wickers  and  Furlong  and  in  which  they  state  that  no  perceptible 
graduation  was  produced  were  printed  from  with  the  use  of  the  usual 
overlays. 

Of  the  many  plates  introduced  in  evidence  by  Wickers  and  Furlong 
it  is  not  claimed  (p.  26  of  the  brief)  that  any  were  made  and  printed 
from  without  overlays  prior  to  December  21, 1901,  the  date  on  which 
McKee  filed  his  application,  or,  in  fact,  prior  to  their  constructive 
reduction  to  practice  by  the  filing  of  their  application  January  22^ 
1902,  except  the  plate  "  Exhibit  F  F,"  None  of  the  other  plates, 
therefore,  requires  consideration.  Concerning  this  plate  Wickers  tes- 
tifies (Q.  368  et  aeq.)  that  he  produced  graduations  in  the  original 
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plate  "  Exhibit  D  D  "  by  means  of  the  overlay  **  Exhibit  E  E  '^  in 
October,  1902,  (he  probably  means  1901,)  that  "  Exhibit  G  G  "  is  an 
electrotype  made  from  D  D  before  treatment,  and  "  Exhibit  F  F  "  is 
an  electrotype  made  from  the  same  plate  after  treatment  ^  Exhibit 
G  G,"  he  states,  is  a  hand-press  proof  taken  from  an  electrotype  be- 
fore treatment  and  ^^  Exhibit  II"  after  treatment  He  says  that  a 
duplicate  of  the  plate  F  F  was  used  without  overlays  in  printing  the 
cut  on  page  486  ("  Exhibit  K  K  ")  of  the  Century  Magazine  for  Feb- 
ruary, 1902,  ("  Exhibit  J  J.") 

Furlong  testifies  that  the  electrotype  used  in  printing  page  486  of 
the  Century  Magazine  for  February,  1902,  was  made  from  an  original 
plate  treated  about  two  months  previous  to  the  date  of  the  magazine, 
(Qs.  203-205.)  He  does  not  know  whether  an  overlay  was  used  on 
the  impression-cylinder  in  printing  from  this  plate.  (X-Qs.  884 
and  377.) 

The  witnesses  Boyer,  (Q.  102),  Liecty,  (Q.  34,  X-Q.  101,)  and 
Foster  (Q.  145)  recall  merely  having  seen  or  worked  on  plates  F  F 
and  G  G,  but  cannot  tell  when  they  were  made. 

The  witness  Ball  was  a  printer  in  the  "  De  Vinne  Press  ^  establish- 
ment, where  Wickers  and  Furlong  were  also  employed  in  the  foundry 
department.  He  states  that  the  cut  on  page  486  of  the  Century 
Magazine  for  February,  1902,  was  printed  from  a  plate  having  a 
graduated  surface,  (Q.  35;)  but  he  cannot  state  positively  whether  it 
was  printed  with  or  without  the  use  of  an  overlay.  (Qs.  36  and  40; 
X-Qs.  60  and  61.)  He  also  states  that  it  is  the  practice  in  printing 
the  Century  to  '^  begin  to  run  the  edition  off  the  presses  six  weeks  or 
two  months  before  the  date  of  the  magazine.''     (Q.  42.) 

Strenkert,  another  printer  at  the  '^  De  Vinne  Press,"  states  that  he 
printed  the  illustration  on  page  486  of  the  Century  for  February, 
1902,  but  that  he  does  not  remember  whether  an  overlay  was  used. 
(Q.  13.) 

In  view  of  the  fact  that  Wickers  and  Furlong  are  joint  applicants 
and  that  their  testimony  is  uncorroborated,  it  is  found  that  this  testi- 
mony is  insufficient  to  establish  that  graduated  plates  D  D,  F  F,  or 
G  G  were  actually  made  and  printed  from  without  overlays  prior  to 
the  filing  of  the  applications  of  either  McKee  or  Wickers  and  Fur- 
long. 

Wickers  and  Furlong  have  failed  to  establish  that  they  acutally 
reduced  the  invention  to  practice  prior  to  their  constructive  reduc- 
tion to  practice  by  the  filing  of  their  application  on  January  22, 
1902.  Being  the  last  to  reduce  to  practice,  they  can  prevail  in  these 
interferences  only  by  proving  that  they  were  the  first  to  conceive  and 
were  diligently  endeavoring*  to  reduce  the  invention  to  practice  from 
a  time  prior  to  the  entry  of  their  rivak  in  the  field. 
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In  their  preliminary  statement  Wickers  and  Furlong  claim  a  con- 
ception of  the  invention  of  all  the  interferences  in  August,  1897,  and 
the  Examiner  of  Interferences  found  that  they  were  entitled  to  this 
date.  Wickers  and  Furlong  do  not  in  their  present  brief  (p.  6) 
claim  a  conception  of  the  invention  of  interference  No.  22,404  or  of 
counts  2,  3,  and  4  of  interference  No.  22,405  prior  to  January  or  Feb- 
ruary, 1900.  The  Examiners-in-Chief,  without  stating  the  basis  for 
their  conclusion,  were  of  the  opinion  that  in  the  present  interference 
Wickers  and  Furlong  have  failed  to  prove  a  date  of  conception  prior 
to  October,  1901,  and  in  the  remaining  interferences  prior  to  their 
filing  date,  January  22, 1902. 

In  view  of  the  fact  that  Wickers  and  Furlong  in  all  of  the  inter- 
ferences were  the  last  to  reduce  to  practice  and  were  unquestionably 
lacking  in  diligence,  it  is  unnecessary  to  determine  their  date  of  con- 
ception of  the  invention. 

The  evidence  shows  that  Wickers  and  Furlong  commenced  a  series 
of  experiments  in  1897,  which  were  carried  on  at  intervals  up  to 
the  time  they  filed  their  application.  These  experiments  were  made 
during  the  ordinary  hours  of  employment  when  the  regular  work 
was  slack.  During  busy  times  the  experiments  were  dropped,  often 
for  months  at  a  time. 

Furlong  testifies : 

X-Q.  284.  In  tbe  years  1807  to  1901  Inclusive,  abont  tiow  many  hoars  a  week 
did  you  devote  to  inventions  of  these  interferences? 

A.  A  very  small  fraction  of  my  time. 

X-Q.  236.  What  definite  fraction? 

A.  I  couldnt  state  any  definite  fraction  as  to  that 

X-Q.  28a  More  than  an  hoar  a  week? 

A.  Oh,  it  might  average  an  boor  a  week,  .some  weeks  more  and  some  weeks 
less. 

Wickers  states : 

X-Q.  544.  About  wliat  proportion  of  your  time  personally  was  spent  on  experi- 
menting in  order  to  prodace  a  satisfactory  printing-plate  according  to  the 
method  of  this  interference  in  the  years  1896,  1899  and  1900? 

A.  Probably  on  an  average  of  an  hoar  a  week. 

X-Q.  545.  Did  yoa  work  on  the  originals  and  overlays  during  every  week  of 
that  time? 

A.  I  did  not 

X-Q.  646.  Did  yoa  ever  discontinue  the  experimenting  for  a  period  of  three 
months  daring  that  time? 

A.  I  don't  remember  that  I  did. 

The  delay  was  not  of  a  compelling  nature;  >  but  the  work  was  car- 
ried on  intermittently  to  suit  their  business  convenience.  Both 
Wickers  and  Furlong  were  in  receipt  of  good  salaries,  and  poverty 
does  not  enter  as  a  factor  in  the  case. 

Activity  on  the  part  of  Wickers  and  Furlong  dates  from  the  fall 
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of  1901,  when  McKee  disclosed  his  invention,  at  least  in  part,  to 
Furlong  by  treating  some  plates  in  his  presence  and  sending  him 
proofs  from  the  plates.  In  the  "  McKee  Exhibit  Furlong  Letter," 
admittedly  written  on  October  16,  1901,  Furlong  congratulates  Mc- 
Kee on  the  success  of  his  process.  The  diligence  of  Wickers  and 
Furlong,  apparently  incited  by  the  knowledge  of  the  invention  of 
their  rival,  did  not  begin  until  long  after  the  entry  of  all  their  rivals 
into  the  field. 

In  considering  the  case  of  McKee  a  detailed  analysis  of  his  volu- 
minous record  is  deemed  unnecessary,  since  if  limited  to  a  con- 
structive reduction  to  practice  on  his  filing  date,  December  21,  1901, 
he  must  prevail,  because  of  the  subsequent  reduction  to  practice  and 
lack  of  diligence  of  Wickers  and  Furlong. 

From  a  consideration  of  his  evidence,  however,  it  is  found  that 
the  testimony  of  himself,  corroborated  by  that  of  the  witness  Gates, 
entitles  him  to  a  date  of  conception  and  reduction  to  practice  in 
August,  1900.  A  plate,  "  McKee's  Exhibit  Gates  Plate,"  embodying 
the  invention  and  made  by  McKee  in  August,  1900,  also  a  magazine, 
**  Exhibit  Farm  Journal "  for  September,  1900,  having  a  page 
printed  from  said  plate,  have  been  introduced  in  evidence.  Wickers 
and  Furlong  claim  that  the  testimony  of  Gates  is  discredited  by 
discrepancies  between  it  and  the  testimony  of  McKee.  His  testi- 
mony, however,  is  found  to  be  worthy  of  belief  and  to  differ  from 
that  of  McKee  only  in  such  minor  details  as  would  be  expected 
from  the  interval  of  time  that  had  elapsed  since  the  occurrences 
took  place.  The  testimony  of  McKee,  Greenway,  G.  P.  Gottrell,  and 
E.  H.  Gottrell  and  the  "  McKee  Exhibit  Furioag  Letter  "  show  that 
McKee  again  reduced  the  invention  to  practice  in  October,  1901. 

Wickers  and  Furlong  have  raised  the  question  of  the  right  of 
McKee  to  make  certain  claims  forming  counts  of  the  issues  of  these 
interferences.  These  questions  were  raised  for  the  first  time  before 
the  Examiners-in-Ghief,  but  they  refused  to  make  the  desired  recom- 
mendation, under  Rule  126. 

The  Gourt  of  Appeals  of  the  District  of  Golumbia  in  the  case  of 
Podlesdk  and  Podlesak  v.  Mclnnemey  {post^  558;  120  O.  G.,  2127) 
held  that  the  question  of  the  right  of  a  party  to  make  a  claim  may 
be  an  ancillary  question  to  be  considered  in  awarding  priority  of 
invention. 

In  my  decision  in  the  case  of  Pohle  v.  McKnigkt  (G.  D.,  1905,  549; 
119  O.  G.,  2519)  certain  reasons  are  set  forth  why  the  question  of  the 
right  to  make  the  claims  may  be  considered  as  a  bams  for  an  award 
of  priority  rather  than  a  dissolution  of  the  interference. 

The  right  of  McKee  to  make  the  claims  questioned  by  Wickers  and 
Furlcmg  will  be  given  consideration  as  ancillary  to  the  questioii  of 
priority. 
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Wickers  and  Furlong  oontend  (p.  45  of  brief)  that  McKee  is  not 
entitled  to  make  claims  5  and  6  of  the  present  interference  for  the 
"reason  that  his  specification  does  not  describe,  nor  does  his  testi- 
mony show,  the  step  of  forming  a  relief  printing-surface  in  a  yielding 
material."  In  this  Wickers  and  Furlong  are  clearly  in  error.  On 
page  5  of  his  specification  McKee  refers  to  his  plate  as  yielding  and 
resilient,  and  on  page  16  he  states  that — 

It  should  be  borne  in  mind  that  owing  to  the  copper  shell  on  the  face  of  the 
electrotype-plate,  the  plate  has  a  certain  amount  of  resiliency.     ♦     ♦     ♦ 

Wickers  and  Furlong's  copper  plate  and  M cKee's  electrotype-plate 
are  both  "  yielding  material,"  differing  at  most  merely  in  degree. 

Wickers  and  Furlong  also  contend  that  McKee  cannot  make  the 
process  claims  forming  counts  of  this  or  the  companion  interferences 
because  he  heats  his  plate  as  a  step  in  his  treatment,  while  these  counts 
are  silent  as  to  the  step  of  heating  the  plate.  McKee's  ^)ecification 
states: 

The  next  preferred  Btep  in  the  mode  of  treatment  of  the  plate  Is  to  subject 
the  plate,  while  still  in  register  with  the  matrix,  to  the  action  of  heat  and 
pressure,  so  as  to  enable  the  projections  on  the  back  of  the  plate  to  be  forced 
forward  as  It  were,  and  similar  projections  forced  Into  the  hollows  or  depres- 
sions iu  the  matrix  at  the  face  of  the  plate. 

Obviously  the  purpose  of  the  heat  is  to  soften  the  plate  and  permit 
the  work  to  be  accomplished  with  less  pressure.  On  page  18  he 
states: 

1  do  not  wish  to  be  limited  to  each  and  all  the  steps  of  the  complete  process 
to  which  I  prefer  to  subject  the  plate,  for  some  of  such  steps  may  be  used 
without  others. 

Apparently  the  step  of  heating  is  no  more  essential  to  McKee's 
process  than  to  that  of  Wickers  and  Furlong  and  may  be  omitted  if 
greater  pressure  is  applied.  That  McKee  did  not  consider  his  inven- 
tion as  limited  to  a  process  inckiding  this  step  is  shown  by  the  fact 
that  his  application  as  filed  contained  claims  without  this  step. 

Wickers  and  Furlong  further  contend  that  McKee's  plates  do  not 
have  even  and  level  backs,  as  called  for  by  certain  counts  of  these 
interferences.  The  specification  of  McKee,  however,  distinctly  states 
(p.  6)  that  "  the  back  of  the  plate  will  simultaneously  be  pressed  true 
or  even."  The  testimony  to  which  Wickers  and  Furlong  direct  atten- 
tion obviously  refers  to  the  condition  of  the  plate  at  an  intermediate 
stage  in  its  treatment. 

McKee  clearly  has  a  right  to  make  the  claims  corresponding  to 
the  counts  mentioned. 

The  evidence  clearly  establishes  that  McKee  was  the  first  to  reduce 
to  practice  the  invention  of  this  interference,  both  actually  and  con- 
structively, and  is  entitled  to  prevail,  even  if  it  be  assumed  that  he 
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was  the  last  to  conceive,  in  view  of  the  lack  of  diligence  on  the  part 
of  Wickers  and  Furlong. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  McKee  is  affirmed. 


Klepetko  v.  Becker. 

Decided  May  21,  1906. 

(124  O.  G.,  90a) 

INTEEFEBENOB — INTERFEBENGE  IN   FACT. 

Where  it  is  urged  that  if  the  claims  are  literally  constmed  they  are  not 
patentable  in  view  of  a  certain  specified  patent,  and  for  this  ireason  they 
must  be  limited  by  construction  to  the  specific  device  shown  by  the  respective 
parties,  and  that  as  so  limited  there  is  no  interference  in  fact.  Held  that 
this  argument  requires  a  comparison  of  the  counts  with  the  prior  art  to 
determine  whether  they  are  patentable,  that  the  question  of  patentability 
cannot  be  thus  raised  on  a  motion  to  dissolve  alleging  non-interference  In 
fact,  but  that  the  patentability  of  the  counts  must  be  taken  as  established, 
and  that  the  only  question  open  for  consideration  is  the  identity  of  the 
subject-matter  claimed. 

Appeal  on  Motion. 

BOASTINO-FUBNACB. 

Mr.  EmU  Starek  for  Klepetko. 
Mr.  G.  F.  De  Wein  for  Becker. 

Allen,  Commissioner: 

This  is  an  appeal  by  Klepetko  from  a  decision  of  the  Primary  Ex- 
aminer holding  that  there  is  an  interference  in  fact. 

The  appeal  purports  to  relate  to  all  the  counts  of  the  issue,  four  in 
number;  but  as  the  Primary  Examiner  held  that  Becker  had  no  right 
to  make  counts  3  and  4  and  as  the  limit  of  appeal  set  by  the  Primary 
Examiner  on  the  question  of  the  right  to  make  the  claims  has  ex- 
pired without  appeal  having  been  taken  the  decision  that  Becker  has 
no  right  to  make  counts  3  and  4  has  become  final,  and  the  question  of 
interference  in  fact  as  to  these  counts  is  a  moot  question  and  will  not 
be  considered. 

Counts  1  and  2  clearly  read  on  both  constructions ;  but  it  is  urged 
by  appellant  that  if  the  claims  are  literally  construed  they  are  not 
patentable  in  view  of  a  certain  specified  patent,  and  for  this  reason 
they  must  be  limited  by  construction  to  the  specific  device  shown  by 
the  respective  parties,  and  that  as  so  limited  there  is  no  interference  in 
fact.  This  argument  requires  a  comparison  of  the  counts  with  the 
prior  art  to  determine  whether  or  not  they  are  patentable  in  their 
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present  form.  The  question  of  patentability  cannot  be  thus  raised 
on  a  motion  to  dissolve  alleging  non-interference  in  fact.  On  a 
moticm  of  this  kind  the  patentability  of  the  counts  as  presented  must 
be  taken  as  established,  the  only  question  open  for  consideration 
being  the  identity  of  the  subject-matter  claimed.  The  subject-matter 
claimed  appears  to  be  identical  in  the  two  cases,  and  it  is  therefore 
held  that  there  is  an  interference  in  fact. 

The  decision  of  the  Primary  Examiner  is  affirmed. 


William  H.  Baker,  Syracuse,  Inc.  v.  Walter  Baker  and  Company. 

Decided  May  26,  1906. 
(124  O.  G.,  909.) 

1.  Tbade-Mabks — OpposmoN — Verification. 

Held  that  the  verification  required  by  section  6  of  the  act  of  February  20, 
1905,  is  the  aflSdavit  of  the  person  filing  the  notice  of  opposition. 

2.  Same — Same — Same. 

Held  that  a  notice  of  opposition  unaccompanied  by  the  required  verifica- 
tion is  ineffectual,  and  if  the  verification  Is  not  filed  within  the  period  of 
thirty  days  mentioned  in  section  6  of  the  act  of  February  20,  1905,  the  re- 
sult is  the  same  as  though  no  notice  of  opposition  had  been  filed. 

3.  Same — Same — Date  of  Filing. 

Held  that  the  complete  notice  of  opposition  must  be  filed  within  thirty 
days  of  the  date  of  publication  of  the  trade-mark  and  that  the  failure  to  file 
a  verification  within  that  period  cannot  be  cured  by  filing  such  verification 
subsequently. 

Appeal  from  Examiner  of  Interferences. 

tbade-mabk  fob  cocoa,  etc. 

Mr,  D.  R.  Cobb  and  Messrs,  Meyers^  Cushman  db  Rea  for  William 
H.  Baker. 

Messrs.  Putnam  c&  Putnam  for  Walter  Baker  and  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  William  H.  Baker,  Syracuse,  Inc.  from  the  de- 
cision of  the  Examiner  of  Interferences  dismissing  his  notice  of  oppo- 
sition upon  motion  by  the  applicant,  Walter  Baker  and  Company, 
for  the  iTiason  that  no  proper  notice  of  opposition  was  filed  within 
thirty  days  after  publication  of  the  mark  in  the  Official  Gazette. 

The  only  paper  filed  by  the  opposer  as  a  notice  of  opposition  within 
thirty  days  following  the  publication  of  the  mark  was  not  sworn  to 
or  accompanied  by  any  affidavit.  The  Examiner  pf  Interferences 
H.  Doc.  641,  59-2 23 
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held  that  this  paper  failed  therein  to  comply  with  the  provision  of 
section  6  of  the  Trade-Mark  Act  requiring  the  notice  of  opposition 
to  be  verified.  He  also  held  that  correction  of  the  defect  after  the 
expiration  of  the  thirty  days  following  publication  was  not  permis- 
sible. It  was  upon  these  grounds  that  he  dismissed  the  notice  of 
opposition. 

The  appellant  claims  that  the  verification  required  by  the  statute 
for  notice  of  opposition  is  not  an  affidavit,  but  merely  an  undertaking 
upon  the  part  of  the  opposer  to  establish  his  allegations.  Section  6 
of  the  Trade-Mark  Act  provides  in  part : 

Any  person  who  believes  he  would  be  damaged  by  the  registration  of  a  mark 
may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds  therefor, 
in  the  Patent  Office  within  thirty  days  after  the  publication  of  the  mark  sought 
to  be  registered,  which  said  notice  of  opposition  shall  be  verified  by  the  person 
filing  the  same  before  one  of  the  officers  mentidhed  in  section  2  of  this  act 

The  portion  of  section  2  to  which  reference  is  made  in  the  above 
quotation  is : 

The  verification  required  by  this  section  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to  administer  oaths,  or,  when  the 
applicant  resides  in  a  foreign  country,  before  any  minister,  charge  d'affaires, 
consul  or  commercial  agent  holding  commission  under  the  Government  of  the 
United  States,  or  before  any  notary  public,  judge,  or  magistrate  having  an 
official  seal  and  authorized  to  administer  oaths  In  the  foreign  country  in  which 
the  applicant  may  be  whose  authority  shall  be  proved  by  a  certificate  of  a 
diplomatic  or  consular  officer  of  the  United  States. 

I  think  there  can  be  no  reasonable  doubt  that  the  verification  con- 
templated by  the  statute  is  the  affidavit  of  the  person  filing  the  oppo- 
sition. 

The  appellant  also  contends  that  the  verification  required  by  the 
statute  need  not  be  filed  within  the  thirty  days  within  which  the 
notice  must  be  filed,  but  may  be  supplied  later.  This  contention,  in 
my  opinion,  is  based  upon  a  strained  and  unreasonable  construction 
of  the  statute.  The  verification  is  made  by  the  law  essential  to  the 
notice.  It  would  seem  that  until  the  verification  is  supplied  the  no- 
tice would  be  ineffective  and  that  if  the  notice  does  not  become  effect- 
ive within  the  thirty  days  the  result  would  be  the  same  as  though  no 
notice  had  been  filed  within  that  period.  The  applicant's  contention 
that  the  statute  must  be  construed  otherwise  is  based  in  part  upon 
the  assumption  that  the  requirement  of  a  verification  which  must  be 
filed  with  the  notice  of  opposition  is  an  unreasonable  one.  The  as- 
sumption is  unwarranted.  If  thirty  days  is  too  short  a  period,  under 
some  circumstances,  in  which  to  file  a  complete  notice  of  opposition, 
the  difficulty  lies  in  the  provision  that  the  notice  must  be  filed  in  that 
time  and  not  in  the  necessity  that  it  must  comprise  a  verification 
when  filed. 
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The  necessity  for  verification  is,  in  my  opinion,  disposed  of  ad- 
versely to  appellant  by  the  decision  of  the  court  of  appeals  in  the 
case  of  Martin  v.  Martin  and  Bowne  Company^  {post^  642;  122 
O.  G.,  734.)  Upon  the  question  of  hardship,  due  to  limitation  of 
the  time  within  which  a  complete  notice  of  opposition  mvist  be  filed 
to  thirty  days,  the  following  remarks  of  the  Court  in  that  case  are 
pertinent  here : 

The  intent  of  the  law-makers  is  to  be  found  in  the  plain  lan^age  of  their 
enactment.  Considerations  of  inconvenience  and  hardship  growing  out  of 
the  brief  period  allowed  for  the  opposition,  or  the  absence  of  the  damaged 
party,  as  was  the  case  here,  may  well  operate  upon  the  makers  of  the  law,  but 
cannot  Justify  a  judicial  addition  to  the  letter  of  the  statute.  {Ohio  Nat, 
Bank  v.  Berlin,  33  W.  L.  R.,  726,  and  cases  cited.) 

•  *****• 

The  right  to  oppose  the  registration  of  a  trade-mails  conferred  by  the  sec- 
tion under  consideration  is  a  special  one,  and  though  deprived  of  its  assertion 
by  the  enforcement  of  the  letter  of  the  statute,  the  appellant  is  not  deprived  of 
his  right  of  property  in  the  trade-mark  sought  to  be  registered  by  the  appellee, 
if  as  a  matter  of  fact  and  law  he  is  the  true  owner.  Aside  from  the  usual 
remedies  at  law  and  in  equity  for  the  protection  or  recovery  of  property  rights, 
he  may  possibly  obtain  a  remedy  through  a  declaration  of  interference  under 
section  7,  or  by  a  proceeding  for  cancelation  under  section  13. 

It  is  alleged  as  one  of  the  grounds  of  appeal  that  the  Examiner  of 
Interferences  erred  in  not  suggesting  a  bar  to  the  registration  by 
the  applicant.  Failure  of  the  Examiner  of  Interferences  to  call 
attention  to  alleged  bars  is  not  appealable  error.  The  matter  of  call- 
ing attention  to  supposed  bars  is  entirely  one  of  discretion.  Having 
determined  that  William  H.  Baker,  Syracuse,  Inc.  was  without  stand- 
ing as  an  opposer,  the  Examiner  of  Interferences  properly  refused 
to  consider  the  evidence  and  take  action  thereon. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Clark. 
Decided  September  6,  1906, 

(124  O.  G.,  910.) 

Namb  of  Appucant. 

Where  different  forms  of  the  applicant's  name  appear  in  the  preamble 
and  signature  to  the  specification,  one  of  them  presumably  a  corruption  or 
nickname,  Held  that  an  aflEidaTit  should  be  required  stating  which  is  the 
correct  form  of  the  applicant's  name.  Where  the  incorrect  form  appears 
in  the  preamble,  correction  should  be  made  by  amendment  Where  the 
abbreviated  form  or  nickname  appears  in  the  signature,  the  patent  may 
issue  after  the  filing  of  the  affidavit  above  referred  to. 
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On  Reference. 

ATTACHMENT   FOB    NEWSPAPER-PRESSES. 

Messrs.  OWeara  rf?  Brork  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  case  has  been  referred  to  me  by  the  Primary  Examiner  for 
instructions  relative  to  the  necessity  for  requiring  the  applicant  to 
file  an  affidavit  setting  forth  his  correct  name. 

The  applicant's  signature  wherever  written  by  him  in  person  is 
"  Charlie  Egbert  Clark."  In  the  body  of  the  oath,  petition,  and  pre- 
amble to  the  specification  the  name  appears  as  "  Charles  E.  Clark," 
and  the  signature  to  the  drawing,  which  is  by  attorney,  is  "  C.  E. 
Clark." 

In  ex  parte  Gentry,  (C.  D.,  1888, 115;  44  O.  G.,  822,)  decided  July 
26,  1888,  the  signature  "  N.  Kate  Gentry  "  appeared  in  the  petition, 
specification,  and  oath,  and  the  Examiner's  requirement  that  a  new 
oath  signed  with  the  full  name  of  the  applicant  be  furnished  was 
approved  by  the  Commissioner,  reference  being  made  in  the  decision 
to  Rule  40,  which  then,  as  now,  required  that  full  names  be  given.  On 
the  authority  of  Gaines  et  al.  v.  Stiles  (14  Peters,  322)  it  was  held  that 
the  insertion  or  omission  of  the  middle  name  or  initial  was  imma- 
terial and  that  the  full  first  given  name  and  surname  were  necessary 
to  constitute  compliance  with  the  rule. 

Order  No.  581,  issued  January  4,  1889,  contains  the  following  pro- 
visions : 

It  is  hereby  directed  that  all  applications  which  disclose  the  fall  name  of  the 
applicant  in  the  preamble  of  the  i9>ecifieation  will  be  received  and  considered 
as  a  suflacient  compliance  with  Rule  40  of  the  Rules  of  Practice. 

On  January  4,  1890,  Order  No.  600  was  issued,  the  terms  of  which 
are  as  follows : 

When  the  full  first  name  of  the  applicant  does  not  appear  either  in  his  sig- 
nature or  in  the  preamble  to  the  specification,  the  Examiner  will  in  his  first 
official  letter  require  an  amendment  supplying  the  omission,  and  he  will  not 
pass  the  application  to  issue  until  the  omission  has  been  supplied,  unless  an 
affidavit  shall  have  been  filed  setting  forth  that  the  full  first  name  of  the 
applicant  is  the  one  originally  given  by  him. 

In  the  decision  in  ex  parte  Smith  and  Kimble,  (C.  D.,  1901,  231; 
97  O.  G.,  2533,)  rendered  on  December  3,  1901,  the  Commissioner 
afiirmed  the  Examiner's  requirement  in  a  case  where  the  first  name 
"  Fred  "  appeared  that  the  applicant  give  his  full  first  name  file  an 
affidavit  to  the  effect  that  the  name  already  of  record  was  his  full 
name. 

It  was  held  by  the  Commissioner  in  ex  parte  Boston  Fountain  Pen 
Company,  (C.  D.,  1905,  225;  116  O.  G.,  2531,)  decided  May  31, 1905, 
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that  the  signature  to  the  drawing  and  the  statement  in  a  trade-mark 
application  should  correspond.  The  discrepancy  which  raised  the 
questicm  in  this  case  consisted  in  the  fact  that  the  abbreviation  ''  Co.'' 
was  used  in  the  signature  to  the  statement,  while  in  the  signature  to 
the  drawing  the  word  "  Company "  was  written  out  in  full.  In 
connection  with  the  applicant's  statement  in  that  case  that  "  Co."  is 
a  well-understood  abbreviation  of  the  word  "  Company  "  and  that 
such  an  abbreviation  would  not  render  a  legal  instrument  invalid  it 
was  held  that  no  contention  had  been  raised  by  the  Office  that  a  regis- 
tration upon  the  application  as  filed  would  be  invalid,  but  that  the 
cases  cited  by  the  applicant  showed  that  the  question  had  been  raised 
at  various  times  and  that  it  was  one  of  the  fimctions  of  the  Patent 
Office  to  avoid  uncertainty  in  instruments  issued  by  it.  In  this  view 
it  was  held  that  the  authorities  cited  justified  the  requirement  made 
by  the  Examiner. 

There  are  nimierous  decisions  {Am.  c6  Eng.  Encycl.  of  Law^  Vol. 
21,  p.  809)  to  ih^  effect  that  courts  will  take  judicial  notice  of  ordi- 
nary and  commonly-used  abbreviations  and  equivalents  of  Christian 
names.  As  was  stated,  however,  in  the  decision  in  ex  parte  Boston 
Fountain  Pen  Company^  aupra^  the  cases  referred  to  show  that  where 
names  have  been  differently  written  questions  have  arisen  requiring 
judicial  decision,  and  it  is  one  of  the  functions  of  this  Office  to 
prevent  such  uncertainty  in  connection  with  the  instruments  which 
the  law  authorizes  it  to  issue. 

The  Examiner  is  of  the  opinion,  which  is  correct,  that  the  appli- 
cation meets  the  requirements  laid  down  in  ex  parte  Gentry  and 
Order  No.  600.  It  seems  quite  evident  that,  as  required  by  the  order 
referred  to,  the  applicant  has  given  his  full  first  name  in  either  the 
preamble  or  signature  to  the  specification,  but  it  is  impossible  to 
determine  which  of  the  two  names  given  is  his  true  name.  This 
uncertainty  should  be  eliminated  prior  to  the  issue  of  a  patent.  It 
may  be  that  "  Charlie  "  is  the  applicant's  proper  given  name  and 
not  an  equivalent  for  "  Charles."  In  order  to  avoid  any  uncertainty 
on  this  point,  the  applicant  should  be  required  to  furnish  an  affidavit 
stating  whether  his  first  name  is  "  Charles  "  or  "  Charlie."  If  his 
name  is  "Charles,"  the  patent  may  go  to  issue  without  amendment. 
If  his  name  is  "Charlie,"  he  should  be  called  upon  to  amend  the 
name  as  it  appears  in  the  preamble  to  the  specification. 

In  addition  to  the  requirements  of  the  orders  above  referred  to 
that  the  applicant's  full  first  name  appear  in  the  preamble  or  the 
signature  to  the  specification  and  that  in  those  cases  where  the  name 
given  is  apparently  an  abbreviation  or  a  nickname  an  affidavit  be 
furnished  to  the  effect  that  the  name  given  is  the  applicant's  full 
name,  it  will  be  necessary  in  those  cases  where  different  forms  of  a 
name  appear  in  the  preamble  and  signature  to  the  specification,  one 
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of  them  presumably  a  corruption  or  nickname,  to  require  an  affidavit 
stating  which  is  the  correct  form  of  the  applicant's  name.  Where 
the  incorrect  form  appears  in  the  preamble,  correction  should  be  made 
by  amendment.  Where  the  abbreviated  form  or  nickname  appears 
in  the  signature,  the  patent  may  issue  after  the  filing  of  the  affidavit 
above  referred  to. 


Sherwood  v.  Drewsen. 

Decided  ApHl  16,  1906. 
(124  O.  G.,  1205.) 

1.  Evidence — Conduct  Speaks  Stbongeb  Than  Wqbdb. 

Where  it  Is  claimed  that  a  party  made  an  invention  at  a  certain  time, 
but  he  continued  thereafter  to  experiment  upon  other  inventions  for  secur- 
ing the  same  ultimate  results,  and  full  records  and  reports  made  at  the 
time  do  not  mention  the  invention  in  issue,  and  patents  were  taken  out 
upon  the  other  inventions,  but  no  application  was  then  filed  upon  the  in- 
vention in  issue.  Held  that  the  conduct  of  the  inventor  at  the  time  is 
stronger  evidence  against  his  claim  to  invention  than  is  the  testimony  of 
himself  and  witnesses  in  favor  of  the  same. 

2.  Pbiobity — Conception. 

Where  experiments  were  made  which,  in  the  light  of  present  knowledge, 
seem  to  suggest  the  invention  in  Issue,  but  it  appears  that  such  Invention 
was  not,  in  fact,  presented  to  the  minds  of  those  familiar  with  them.  Held 
that  such  experiments  do  not  show  conception  of  the  invention. 

3.  Same — Reduction  to  Practice — Concession  Contbaby  to  Evidence. 

Where  the  evidence  shows  that  there  was,  in  fact,  no  reduction  to  prac- 
tice of  the  invention,  but  the  attitude  of  the  parties  amounted  to  concession 
that  the  invention  was  reduced  to  practice  in  the  course  of  the  work,  Held 
that  the  Office  cannot  shut  its  eyes  to  the  facts  where  they  are  clear  upon 
the  record  and  accept  as  true  an  unsound  conclusion  of  law  which  the  par- 
ties are  entirely  Incompetent  to  make,  and  this  is  true  even  though  each 
party  has  waived  his  right  to  object  to  such  acceptance  by  having  urged 
the  same. 
Appeal  from  Examiners-in-Chief. 

PROCESS  OF  PBEPABINO  FIBER  STOCK. 

Messrs.  Ofjieldj  Towle  ds  Linthicum  for  Sherwood. 
Mr.  J.  E.  Ilmdon  Hyde  and  Messrs.  Foster^  Freeman  <&  Watson 
for  Drewsen. 

Allen,  Commissioner: 

This  is  an  appeal  by  Sherwood  from  the  decision  of  the  Examiners- 
in-Chief  awarding  priority  of  invention  to  Drewsen  upon  an  issue 
expressed  in  the  following  counts : 

1.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks,  which  consists  In:  (1)   cooking  said 
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stalks  contlniioiisly  in  a  single  cooking  liquor  which  contains  the  ordinary 
chemical  reagents  used  to  produce  cellulose  from  vegetable  fibers  for  a  suffi- 
cient length  of  time  to  separate  the  fibers  of  the  shell  and  the  pith-cells  from 
their  incrustaceous  matter;  (2)  separating  the  fibrous  matter  from  the  pith- 
cells  by  washing  and  screening;  (3)  collecting  the  fibrous  materials  and  the 
pith-cells,  substantially  as  described. 

2.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks,  which  consists  in;  (1)  cooking  said 
stalks  continuously  in  a  single  cooking  liquor  containing  a  caustic  alkali  for  a 
sufficient  length  of  time  to  separate  the  fibers  of  the  shell  and  the  pith-cells 
from  their  Incrustaceous  matter;  (2)  separating  the  fibrous  matter  from  the 
pith-cells  by  washing  and  screening;  (3)  collecting  the  fibrous  material  and 
the  pith-cells,  substantially  as  described. 

8.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks  which  consists  in;  (1)  cutting  or  other- 
wise dividing  the  stalks  into  pieces;  (2)  cooking  said  stalks  continuously  in 
a  single  cooking  liquor  which  contains  the  ordinary  chemical  reagents  used 
to  produce  cellulose  from  vegetable  fibers  for  a  sufficient  length  of  time  to  sepa- 
rate the  fibers  of  the  shell  and  the  pith-cells  from  their  incrustaceous  matter; 
(8)  separating  the  fibrous  matter  from  the  pith-cells  by  washing  and  screen- 
ing; (4)  collecting  the  fibrous  material  and  the  pith-cells,  substantially  as 
described. 

4.  The  process  of  preparing  materials  for  paper-making  from  cornstalks, 
sugar-cane  and  analogous  pithy  stalks  which  consists  in;  (1)  cutting  or  other- 
wise dividing  the  stalks  into  pieces;  (2)  cooking  said  stalks  continuously  in 
a  single  cooking  liquor  containing  a  caustic  alkali  for  a  sufficient  length  of  time 
to  separate  the  fibers  of  the  shell  and  the  pith-cells  from  their  Incrustaceous 
matter;  (3)  separating  the  fibrous  matter  from  the  pith-cells  by  washing  and 
screening;  (4)  collecting  the  fibrous  material  and  the  pith-cells,  substantially 
as  described. 

Both  parties  made  preliminary  statements  and  filed  proofs.  Sher- 
wood claims  conception,  disclosure,  and  reduction  to  practice  of  the 
invention  in  the  latter  part  of  the  year  1902.  His  application  for 
patent  was  filed  in  June,  1904.  Drewsen  claims  to  have  conceived 
the  invention,  disclosed  it  to  others,  and  reduced  it  to  practice  during 
the  months  of  April,  May,  and  June  of  1903.  His  application  was 
filed  July  9,  1903.  The  Examiner  of  Interferences  found  that 
Sherwood  has  at  least  established  conception  of  the  invention  in 
September,  1902,  and  that  Drewsen  has  failed  to  establish  concep- 
tion at  any  time  prior  to  disclosure  to  him  by  Bonfield  in  June,  1903. 
He  also  found  that  Bonfield  had  obtained  his  knowledge  of  the 
invention  from  Sherwood  and  that  Sherwood  should  prevail  as 
the  first  and  only  one  of  the  two  parties  to  invent  the  process  in 
issue.  The  Examiners-in-Chief  found  that  there  was  no  reduction 
to  practice  of  the  invention  by  either  party  prior  to  the  filing  of 
their  applications  in  issue  and  that  there  was  no  disclosure  of  the 
invention  to  Drewsen  by  Bonfield.  They  also  state  that  it  is  im- 
possible to  determine  from  the  record  when  Sherwood  made  the 
invention,  if  he  ever  made  it,  before  the  date  of  his  application. 
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By  this  statement  I  understand  them  to  mean  that  no  conception  of 
the  invention  by  Sherwood  is  found  prior  to  his  apj)lication  date. 

The  relations  of  the  parties,  the  character  of  the  invention,  and 
the  nature  of  the  proof  taken  lend  themselves  readily  to  several 
different  views  of  the  case,  some  favorable  to  one  party  and  some 
to  the  other.  After  prolonged  consideration,  however,  no  uncertainty 
is  felt  in  pronouncing  the  conclusion  of  the  Examiners-in-Chief  in 
favor  of  the  senior  party,  Drewsen,  to  be  correct.  The  reasons  and 
discussion  of  the  case  given  in  their  decision  are  approved  for  the 
most  part  as  sound  and  sufficient.  In  view  of  the  full  treatment  of 
th^  case  by  the  Examiners-in-Chief  reference  will  be  made  here  only 
to  the  more  essential  features. 

Proper  estimation  of  the  relevance  of  the  proofs  in  this  case 
requires  clqser  attention  than  usual  to  the  exact  nature  of  the  inven- 
tion defined  by  the  issue.  The  object  of  the  invention  is  the  prepara- 
tion of  pulp  from  cornstalks  and  from  plants  of  a  similar  character 
for  the  manufacture  of  paper.  These  stalks  comprise  a  hard  shell 
portion  and  a  soft  pith  portion.  The  shell  can  be  reduced  by  cook- 
ing with  chemicals  under  pressure  to  long  hair-like  ceUs  from  which 
soft  flexible  paper  is  produced.  The  pith  can  be  similarly  reduced 
to  short,  granular,  or  ovoidal  cells  which  form  a  hard  brittle  paper. 
These  facts  were  known  to  the  parties  prior  to  the  times  at  which 
they  claim  to  have  conceived  the  invention  in  issue.  It  was  supposed, 
however,  by  the  parties  prior  to  conception  or  knowledge  of  the 
present  invention  that  the  stalks  could  not  be  reduced  in  a  single 
cooking  operation  without  destruction  of  the  pith-cells  by  the  strong 
chemicals  and  long  cooking  required  for  reduction  of  the  hard  sheU 
portion.  In  accordance  with  this  belief  Sherwood  at  the  time  when 
he  claims  to  have  made  the  invention  separated  the  shell  and  pith 
portions  as  effectually  as  possible  before  cooking  in  a  machine  which 
he  had  invented  for  that  purpose,  and  these  portions  were  separately 
cooked  and  made  into  paper  in  the  experimental  plant  which  he  was 
then  operating.  Drewsen,  in  pursuance  of  the  same  belief,  conceived 
a  so-called  "  two-cook  "  process  in  which  the  stalks  are  cooked  under 
such  conditions  as  to  reduce  the  pith  to  pulp  and  loosen  it  from  the 
shell.  The  shell  is  then  mechanically  separated  from  the  pith-pulp 
and  itself  reduced  to  pulp  by  further  cooking.  By  the  present  inven- 
tion it  is  intended  to  accomplish  with  a  single  cooking  operation  the 
reduction  of  the  stalk,  both  shell  and  pith,  to  the  individual  cells. 
This  is  the  step  of  cooking  in  a  single  cooking  liquor  which  appears 
in  each  of  the  counts  of  the  issue.  After  reduction  of  the  stalk  to 
pulp  the  two  kinds  of  cells  are  separated  by  washing  and  screening, 
the  fibrous  cells  of  the  shell  collecting  upon  the  screens  of  a  beater 
and  the  ovoidal  cells  of  the  pith  passing  through  the  meshes  thereof. 
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This  is  another  step  included  in  each  count.  The  collection  of  shell- 
cells  and  pith-cells  is  also  included  as  a  step  in  each  count.  I  am  of 
the  opinion  that  there  could  be  no  conception  of  this  process  by  either 
party  until  the  possibility  was  fully  appreciated  of  reducing  stalks 
or  portions  thereof  c(»nprising  both  pith  and  shell  by  a  single  cooking 
operation  into  the  elementary  cells  of  both  pith  and  shell  and  of 
separately  colleeting,  uninjured  and  in  condition  for  paper-making, 
a  substantial  portion  of  the  total  number  of  cells  of  <6ach  kind.  There 
could  likewise  be  no  reduction  to  practice  until  the  possibility  of 
securing  each  of  these  results  in  the  manner  stated  was  demonstrated 
by  practical  tests. 

All  of  the  proofs  of  both  parties  are  grouped  around  the  work  of 
Sherwood  at  the  experimental  plant  in  Chicago  in  the  last  part  of 
the  year  1902  and  about  the  work  of  Sherwood,  Drewsen,  and  the 
witness  Bonfield  at  the  Cumberland  mill  in  Maine  in  the  months  of 
April,  May,  and  June  of  1903.  Sherwood  at  the  Chicago  plant  in 
1902  was  separating  the  pith  and  shell  of  the  cornstalk  bodily  with 
his  depithing-machine,  separately  cooking  and  washing  each  portion 
and  making  it  into  paper.  The  work  was  experimental  and  was  done 
for  a  company  organized  to  develop  the  commercial  possibilities  of 
the  cornstalk.  Sherwood  was  assisted  in  this  work  by  the  witness 
Bonfield  and  by  one  Miller.  The  witness  Brand  visited  the  plant 
from  time  to  time  on  account  of  his  private  interest  in  work  of  that 
character.  Wallace^  Drewsen's  witness,  was  also  present  during  a 
part  of  the  work,  and  Drewsen  himself  paid  a  short  visit  to  the  plant. 
Systematic  records  of  the  work  were  made,  and  after  it  was  completed 
an*  elaborate  report  of  what  had  been  done  was  prepared  for  the  com- 
pany by  Bonfield.  It  is  in  the  course  of  the  work  at  this  plant  that 
Sherwood  claims  to  have  conceived  the  invention  and  reduced  it  to 
practice.  His  testimony  is  briefly  as  follows :  The  separation  of  shell 
and  pith  by  his  depithing-machine  was  by  no  means  perfect.  As  a 
result  his  cooks  of  the  shell  always  included  a  certain  amount  of  ad- 
hering pith.  He  observed  that  pith  cells  were  carried  off  in  the 
waste  water  fr<nn  the  washer  and  beater  in  which  the  pulp  was  treated 
after  the  cooking  operation  had  been  completed.  He  occasionally 
collected  these  escaping  pith-cells  in  a  bucket  and  made  them  into 
sheets  of  paper  on  a  hand-screen.  (Sherwood's  record,  p.  6,  Q.  5; 
p.  14,  Q.  46.)  He  is  corroborated  by  Bonfield  and  Brand,  and  it  is 
stipulated  that  Miller,  if  called,  would  testify  to  the  same  effect. 
(Sherwood's  record,  pp.  56-^9,  Qs.  lY-24;  pp.  87-^9,  Qs.  28-130.) 
This  testimony  has  the  appearance  at  first  glance  of  establishing  at 
least  conception  of  the  invention ;  but  upon  further  consideration,  in 
the  light  of  what  was  done  by  the  parties  at  that  time  and  later,  I 
am  convinced  that  no  one  at  the  Chicago  plant,  so  far  as  shown,  had 


Digitized  by  VjOOQ IC 


346  DBGISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

any  appreciation  whatever  of  the  process  in  issue.  It  is  a  case  where 
conduct  speaks  with  greater  force  than  words. 

If  Sherwood  had  surmised,  at  the  time  when  he  says  he  conceived 
and  completed  this  invention,  that  the  separation  of  pith  and  shell 
as  they  occur  in  the  cornstalk  could  be  effected  by  a  single  cooking 
operation,  and  that  the  two  kinds  of  cells  could  be  separately  col- 
lected thereafter  in  proper  condition  for  the  production  of  paper, 
it  is  inconceivable  that,  located  as  he  was,  with  the  necessary  appa- 
ratus at  hand  and  the  incentive  to  investigate,  he  would  not  have 
tested  the  conception  upon  stalk  from  which  the  pith  had  not  been 
already  removed  as  effectually  as  his  machine  could  remove  it.  It  is 
inconceivable  that  in  his  position  he  should  have  rested  content  to 
make  now  and  then  a  single  sheet  of  paper  upon  a  hand-mold  from  a 
few  cells  occasionally  collected  in  a  bucket  for  that  purpose  if  he 
had  supposed  for  an  instant  that  he  could  so  collect  and  utilize  all 
the  pith-cells  without  the  mechanical  depithing  and  separate  cooking 
operations  which  he  was  then  employing  and  which  he  continued 
to  employ  to  the  close  of  the  work.  It  is  signiiScant  and  leading  to 
the  same  conclusion  that  no  record  of  the  alleged  invention  was  made 
in  the  notes  taken  at  the  time  and  that  there  was  no  mention  of  it 
in  the  detailed  report  which  Bonfield  prepared  for  the  company  on 
January  16,  1903.  (Drewsen's  record,  p.  121,  letter  to  the  National 
Fibre  and  Cellulose  Company.)  Furthermore,  Sherwood  applied 
for  patent  on  December  1,  1902,  upon  the  process  carried  on  in  the 
Chicago  plant  The  patent  was  obtained;  but  no  mention  is  made 
therein  of  collecting  pith-cells  after  the  cooks  of  shell.  On  the  other 
hand,  the  separation  of  shell  and  pith  by  the  machine  and  the  sep- 
arate cooking  of  the  pith  are  emphasized.  (Patent  720,851,  February 
17,  1903,  to  Sherwood,  Drewsen's  record,  p.  24.) 

The  testimony  of  Sherwood  and  that  of  his  witnesses  has  the  ap- 
pearance of  being  honestly  given.  It  may  well  be,  however,  that 
the  facts  are  substantially  as  they  state  and  yet  that  Sherwood  had 
no  conception  of  the  invention  in  issue  at  that  time.  Sherwood's 
collection  of  cells  in  a  bucket  and  the  production  of  paper  on  the 
hand-mold  appear  more  in  the  light  of  a  casual  observance  of  an 
interesting  phenomenon  than  as  the  conscious  performance  of  part  of 
a  definite  process.  It  does  not  appear  that  Sherwood  suspected  that 
the  cells  which  he  could  collect  from  the  waste  water  of  his  beater 
after  a  cook  of  his  depithed  material  represented  any  considerable 
proportion  of  the  total  amount  of  pith  which  had  been  cooked  with 
the  shell.  His  impression  had  been  that  pith-cells  were  destroyed 
in  cooking  shell,  and  there  is  nothing  to  show  that  his  opinion  was 
changed  by  the  occasional  collection  of  a  few  pith-cells  escaping 
undamaged  in  the  waste  water.    It  is  true  that  Sherwood's  wit- 
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nesses  affirm  that  he  did,  in  fact,  conceive  the  invention  at  that  time; 
but  their  testimony  is  practically  of  no  value  in  this  respect.  Their 
sympathies  were  evidently  strong  for  Sherwood,  and  it  is  natural 
for  them,  testifying  long  after  the  events  and  in  the  light  of  their 
present  knowledge,  to  find  the  invention  in  occurrences  unappreciated 
at  that  time.  Sherwood  was  evidently  on  the  verge  of  conceiving 
the  invention;  but  there  is  no  satisfactory  evidence  that  any  idea 
thereof  ever  did  cross  his  mind.  Under  such  circumstances  the  de- 
ductions from  his  conduct  must  control.  It  is  held,  therefore,  that 
Sherwood  did  not  conceive  the  invention  in  the  year  1902. 

In  April  of  1908  Sherwood,  Drewsen,  and  Bonfield  went  to  a  paper- 
mill  at  Cumberland,  Me.,  where  Drewsen  had  secured  the  privilege 
of  testing  on  a  larger  scale  the  possibilities  of  the  cornstalk  for  paper- 
making.  The  parties  worked  here  under  Drewsen's  directions  until 
the  end  of  May.  It  is  during  this  period  that  Drewsen  claims  to  have 
conceived  the  invention  and  to  have  made  a  first  reduction  to  prac- 
tice. It  is  clear  from  the  testimony,  however,  that  there  was  no  re- 
duction to  practice  here  of  the  invention  in  controversy  at  the  time 
aUeged,  and  there  is  no  evidence  that  any  one  even  conceived  it  dur- 
ing this  work.  The  experiments  were  similar  to  those  at  the  Chicago 
plant.  Stalk  depithed  by  Sherwood's  machine  was  used  exclusively 
except  for  two  cooks  in  which  Drewsen  tried  to  carry  out  his  two- 
cook  process  and  failed. 

At  the  end  of  May  Sherwood  and  Drewsen  left  the  Cumberland 
mill.  Bonfield  remained  to  finish  up  some  material  remaining  on 
hand.  Drewsen  testifies  that  Bonfield  fully  reduced  the  invention 
to  practice  in  his  work  there  during  June,  1903,  and  that  this  reduc- 
tion to  practice  was  Drewsen's  in  view  of  suggestions  and  instruc- 
tions alleged  to  have  been  given  by  Drewsen  before  leaving.  Sher- 
wood also  claims  the  credit  of  Bonfield's  work  in  June,  1903,  for 
similar  reasons.  It  is  not  necessary  to  consider  the  questions  raised 
in  the  testimony  and  briefs  regarding  the  relations  of  the  parties, 
nor  is  there  any  reason  for  discussing  the  question  of  suggestions 
and  instructions  from  the  parties  to  Bonfield.  The  evidence  shows 
clearly  that  the  alleged  reduction  to  practice  was  in  point  of  fact  no 
reduction  to  practice  at  all  of  the  present  invention.  If  there  could 
be  any  doubt  upon  this  point,  reduction  to  practice  by  Bonfield 
might  be  accepted  as  conceded  by  the  parties  from  their  attitude  now 
or  when  testifying  alleging  that  the  invention  was  completed  in  the 
course  of  Bonfield's  work.  The  Office  cannot,  however,  shut  its  eyes 
to  the  facts  where  they  are  clear  upon  the  record  and  accept  as  true 
an  unsound  conclusion  of  law  which  the  parties  are  entirely  incom- 
petent to  make,  and  this  is  true  even  though  each  party  has  waived 
his  right  to  object  to  such  acceptance  by  having  urged  the  same. 
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In  the  work  at  the  Cumberland  mill  it  appears  that  the  escape  of 
pith-cells  from  the  beater  after  the  cooks  of  the  shell  with  the  ad- 
hering pith  left  by  the  depithing-machine  was  noticed  to  a  greater 
extent  than  during  the  Chicago  experiments.  Here,  as  there,  how- 
ever, the  facts  brought  out  in  the  testimony  show  no  appreciation 
by  either  Sherwood  or  Drewsen  that  the  pith-cells  which  escaped 
uninjured  mighjt  represent  such  a  pr€q>ortion  of  the  total  amount  of 
pith  cooked  as  would  render  feasible  their  collection  as  part  of  a 
process  of  separating  and  preparing  both  pith  and  shell  in  a  single 
cooking  operation. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  Drewsen  is  affirmed. 


Ex  PARTE  Duncan,  Prichard,  and  Macauley. 

Decided  ApHl  21.  1906. 

(124  O.  G.,  1207.) 

1.  Claim — Foundation  in  Obiginal  Disclosure. 

Where  mechanism  defined  as  an  '*  actuating  connection  '*  includes  as  one 
of  its  elements  a  cross-pin  which  serves  as  a  latch  to  hold  other  parts  of 
the  mechanism  In  place.  Held  that  no  valid  reason  exists  why  the  "  actuat- 
ing mechanism"  and  the  'Match"  should  not  be  independently  recited  in 
the  claim. 

2.  Same — Same. 

Where  a  part  defined  as  a  "  latch  "  is  carried  by  bearings  in  one  part  of 
the  mechanism  and  merely  rides  in  a  slot  in  a  part  termed  a  **  mold-blade," 
Held  that  a  claim  specifying  that  the  latch  is  mounted  on  the  mold-blade  Is 
not  supported  by  the  disclosure. 

Appeal  from  Examiners-in-Chief. 

TYPE-CASTING    MACHINE. 

Messrs.  Church  cfe  Church  for  the  appellants. 

Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  holding  that  no  basis 
exists  in  the  original  disclosure  for  the  structure  defined  in  the  f<J- 
lowing  claim : 

36.  In  a  type-mold  such  as  described,  provided  with  a  sectional  inokl-bla<fe 
and  in  combination  therewith  a  latch  mounted  upon  one  mold-blade  section  In 
position  to  engage  a  shoulder  on  the  other  section  when  their  casting-faces  are 
in  alinement,  and  an  actuating  connection  coupled  with  one  mold-blade  section. 

Applicants'  invention  resides  in  a  type-mold  having  as  one  of  its 
elements  a  sectional  mold-blade.    The  mechanism  for  moving  the 
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mold-blade  for  ejecting  the  type  from  the  mold  and  for  returning  it 
to  casting  position  is  said  to  be  the  same  as  that  shown  in  Patent  No. 
625,998,  upon  which  applicants'  device  is  an  improvement.  This 
mechanism  includes  a  slide,  indicated  at  2  in  Figure  1  of  applicants' 
drawings,  and  this  slide  carries  a  "  cross-pin  "  which  is  described  in 
the  patent  as  "  passing  through  the  arms  of  the  slide  and  the  perfora- 
tion in  the  rear  of  the  mold-blade."  Applicants'  improvement  re- 
sides in  making  the  mold-blade  in  sections  and  in  the  means  for  mov- 
ing the  upper  section  forward  relatively  to  the  lower  section,  whereby 
the  upper  portion  of  the  mold-cavity  may  be  cut  off.  As  a  means 
for  moving  this  upper  section  of  the  mold-blade,  applicants  make  use 
of  the  cross-pin,  which  also  is  an  element  of  the  mechanism  for  actu- 
ating the  mold-blade  to  eject  the  type  from  the  mold.  This  cross- 
pin  is  provided  with  cam-faces  which  engage  shoulders  on  the  upper 
mold-blade  section,  whereby  when  said  cross-pin  is  moved  endwise 
the  mold-blade  sections  are  moved  relatively  to  each  other. 

The  Examiners-in-Chief  have  found  that  this  cross-pin  is  the 
latch  recited  in  the  claim,  but  hold  that  there  is  no  other  element 
which  may  be  regarded  as  "an  actuating  connection  coupled  with 
one  mold-blade  section."  The  actuating  connection  referred  to  evi- 
dently comprises  the  cross-pin  and  the  means  for  moving  the  same 
laterally  to  eject  the  type.  It  appears,  therefore,  that  the  cross-pin 
serves  not  only  as  a  latch  to  hold  one  section  of  the  mold-blade  rela- 
tively to  the  other,  but  also  as  one  element  of  the  actuating  connection 
which  ejects  the  type.  No  valid  reason  is  apparent  why  the  actuat- 
ing connection  and  one  of  its  elements  should  not  be  independently 
recited  in  the  claim.  The  function  of  said  element  is  distinct  from 
that  of  the  actuating  connection. 

I  am  not  convinced,  however,  that  the  latch  may  be  considered  as 
being  ^^  mounted  upon  one  mold-blade  section,"  as  stated  in  this  claim. 
The  latch  or  cross-pin  is  described  by  applicants  as — 

*  *  *  movable  in  its  bearings  and  caused  to  act  upon  the  upper  section  10, 
to  advance  and  retract  it  as  desired.    In  the  present  embodiment  the  cross-pin 

12  is  longitudinally  movable  and  is  formed  in  cross-section  with  a  straight 
section  13  riding  in  a  slot  14  in  the  lower  mold-blade  section  11. 

It  seems  clear  from  applicants'  disclosure  that  the  bearings  for  the 
latch  are  formed  in  the  arms  of  the  slide  2  and  the  straight  section 

13  of  the  latch  merely  rides  in  the  slot  in  the  mold-blade.  Manifestly 
the  latch  is  "  mounted  upon  "  the  slide  and  not  on  the  mold-blade, 
as  required  by  this  claim. 

The  decision  of  the  Examiners-in-Chief  holding  that  no  basis 
exists  in  the  <M*iginal  disclosure  for  the  structure  defined  in  this 
claim  is  affirmed* 
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Kreao  V,  Geen. 

Decided  May  18,  1906. 

(124  O.  a,  1208.) 

INTEBFEBENCE — OBIGINALITY — BUBDBN   OF  PBOOF. 

In  an  interference  between  an  application  and  a  patent  granted  prior  to 
the  filing  of  the  application  the  burden  is  upon  the  applicant  to  prove  his 
case  beyond  a  reasonable  doubt,  and  where  the  question  is  one  of  originality 
and  the  evidence  on  behalf  of  the  applicant  is  not  convincing  priority 
should  be  awarded  to  his  opponent 

Appeal  from  Examiners-in-Chief . 

BBUSH. 

Messrs.  Osgood  <&  Davis  for  Kreag. 
Mr^  Frederick  F.  Church  for  Geen. 

Allen,  Commissioner: 

This  is  an  appeal  by  G^en  from  a  decision  of  the  Examiners-in- 
Chief  awarding  priority  of  invention  to  Kreag.    The  issue  is: 

1.  In  a  brush,  a  back,  a  felt  pad,  and  a  pad-cover  having  free  side  edges  and 
constituting  a  brushing-surface,  said  pad  being  compressed  near  its  ends  by 
fastening  devices  and  the  parts  l)etween  the  fasteners  of  the  pad  and  the  proxi- 
mate ends  of  the  brush  still  further  compressed  by  the  cover  fastened  to  the 
said  ends. 

2.  In  a  brush,  a  bacic,  a  felt  pad  and  a  pad-cover  constituting  a  brushing- 
surface,  said  pad  having  fluted  edges,  whereby  said  edges  are  made  more  com- 
pressible. 

3.  In  a  brush,  a  back,  a  plurality  of  felt  pads,  and  a  pad-cover  constituting  a 
brushing-surface,  said  pads  having  fluted  edges,  whereby  said  edges  are  made 
more  compressible. 

4.  In  a  brush,  a  wooden  back  having  the  overhanging  end  extensions,  a  plu- 
rality of  felt  pads  tacked  to  the  back  near  its  ends,  a  pad-cover  consisting  of  a 
strip  of  animal  skin  with  its  natural  covering,  said  pads  l)elng  narrower  than 
the  back  and  narrower  than  the  strip  and  having  fluted  edges,  and  fastening 
devices  securing  the  strip  to  the  back  under  the  extensions,  said  natural  cover- 
ing of  the  strip  of  skin  extending  outside  of  the  back,  both  at  its  sides  and  ends. 

The  Examiner  of  Interferences  awarded  priority  of  invention  to 
Green. 

Geen  is  a  patentee,  his  patent,  No.  771,725,  having  been  granted  on 
October  4,  1904,  about  seven  weeks  prior  to  the  filing  of  Kreag's  ap- 
plication. The  burden  is  therefore  upon  Kreag  to  prove  his  case 
beyond  a  reasonable  doubt. 

The  invention  is  a  very  limited  one.  The  file  of  GJeen's  applica- 
tion discloses  that  all  the  claims  were  twice  rejected  by  the  Primary 
Examiner.  On  appeal  to  the  Examiners-in-Chief  the  Examiner  was 
affirmed  as  to  the  rejection  of  claims  1  and  2  and  reversed  as  to  the 
remaining  claims.    The  rejected  claims  read  as  follows: 

1.  In  a  brush,  a  back,  a  felt  pad  and  a  pad-cover  constituting  a  brushing- 
surface  and  consisting  of  a  strip  of  skin  with  its  wool  said  strip  l)eing  secured 
to  the  ends  of  the  back  and  having  free  side  edges  extending  beyond  the  fdt* 
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2.  In  a  brash,  a  t>ack,  a  felt  pad  and  a  pad  coyer-strip  constituting  a  brash- 
Ing-Borface  said  cover-strip  being  secured  to  the  ends  of  the  back  under  over- 
hanging extension  thereof  and  having  free  side  edges. 

Comparing  these  claims  with  the  counts  of  the  issue,  it  will  be  seen 
that  count  1  depends  for  its  patentability  on  the  pad  ^^  being  com- 
pressed near  its  ends  by  fastening  devices  and  the  parts  between  the 
fasteners  of  the  pad  and  the  proximate  ends  of  the  brush  further 
compressed  by  the  cover  fastened  to  the  said  ends  "  and  that  counts 
2,  3,  and  4  depend  for  their  patentability  upon  the  edges  of  the  pads 
being  fluted  or,  as  it  is  called  by  the  witnesses,  ^^  pinked." 

The  case  presents  the  question  of  originality  rather  than  priority. 
Kreag  claims  to  have  first  conceived  the  invention  and  disclosed  it 
to  Green  with  the  idea  of  having  Geen  make  or  assemble  the  brushes 
while  he  (Kreag)  placed  them  on  the  market  and  to  have  employed 
Geen  for  the  purpose  of  making  a  practical  brush  after  his  ideas. 
Geen  acknowledges  that  he  had  no  conception  of  the  invention  prior 
to  a  conversation  which  he  had  with  Kreag  relative  to  brushes  suit- 
able for  a  particular  polish  which  was  then  manufactured  by  Kreag, 
but  claims  that  Kreag  had  no  idea  of  means  for  accomplishing  the 
desired  result  and  relied  entirely  upon  him  to  produce  a  brush  suit- 
able for  his  purpose. 

The  Examiner  of  Interferences  held  that  the  alleged  disclosures 
by  Kreag  to  Geen,  even  if  considered  as  proved,  did  not  include  cer- 
tain specific  features  of  the  invention,  and  for  this  reason  awarded 
priority  to  Geen  as  to  all  counts.  The  Examiners-in-Chief  found 
that  the  testimony  of  each  of  the  parties  with  respect  to  the  making 
of  the  invention  so  flatly  contradicted  that  of  the  other  that  the 
questions  presented  must  be  determined  from  the  surrounding  cir- 
cumstances and  the  admissions  of  the  parties,  and  they  found  that 
although  it  did  not  appear  that  Kreag  disclosed  to  Geen  all  the 
features  called  for  by  the  counts  Geen  was  employed  by  Kreag  to 
perfect  the  invention,  in  view  of  which  it  was  incumbent  upon  Geen 
to  show  that  he  made  the  invention  independently  of  Kreag  and  not 
as  a  direct  result  of  what  Kreag  disclosed  to  him.  They  held  that 
Green  had  not  sustained  this  burden  and  on  this  ground  awarded 
priority  to  Kreag  on  the  first  count.  They  also  awarded  priority  to 
Kreag  on  the  second,  third,  and  fourth  counts,  which  include  the 
^  fluting  "  of  the  edges  of  the  felt  pad,  on  the  ground  that  it  was  a 
feature  ancillary  to  the  main  invention  set  forth  in  count  1. 

Kreag  was  the  vice-president  of  the  American  Chemical  and  Manu- 
facturing Company,  of  Rochester,  N.  Y.  This  company  was  engaged 
in  the  manufacture  of  a  shoe-polish  known  as  ^^Shinola,"  and  the 
company  is  therefore  referred  to  in  the  record  as  the  "Shinola 
Company." 

Kreag  found  that  none  of  the  brushes  on  the  market  was  very 
satisfactory  for  use  with  ^^  Shinola  "  polish,  and  that  the  best  of  these 
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could  not  be  purchased  at  a  satisfactory  prioe.  He  desired,  diere- 
fore,  to  get  up  a  more  satisfactory  and  at  the  same  time  a  cheaper 
brush.  With  this  end  in  view  he  conferred  with  his  neighbor,  Geen. 
Geen  was  the  manager  of  one  of  the  factories  of  the  Fred  S.  Todd 
Company,  shoe  manufacturers,  and  a  stockholder  and  director  of  this 
company.  By  trade  he  was  a  "  cutter,  designer,  and  fitter."  It  Beesm 
also  that  he  was  a  mechanic  and  the  inventor  of  what  was  known  as  a 
"  Colonial  Tongue,"  which  he  made  and  sold  through  the  salesman 
of  his  company  in  the  spring  of  1902. 

With  regard  to  the  disclosures  of  the  inv^ition  to  Qeem  Kreag 
alleges  that  in  the  early  part  of  September,  1902,  he  invited  Geen  to 
come  to  his  house,  which  he  did,  and  that  at  this  time  he  showed 
Geen  a  brush  made  by  Parks  and  Parks,  which  was  apparently 
placed  in  evidence  and  marked  "  Kreag  Exhibit  Na  6,^^  but  which 
does  not  now  appear  among  the  numerous  exhibits  on  file.  As  under- 
stood, however,  "  Exhibit  No.  6  "  was  precisely  the  same  in  con- 
struction as  "  Kreag  Exhibit  No.  4."  Kreag  alleges  that  in  G^een'8 
presence  he  tore  the  wool  skin  from  this  exhibit  to  see  if  there  was  any 
padding  underneath.    He  further  testifies  as  follows: 

Finding  there  was  none,  I  stated  to  Mr.  Geen  that  the  brush  that  I  had  in 
mind  to  manufacture  would  be  made  from  a  block  about  the  length  of  the 
l)lock  used  by  the  manufacturer  of  the*  Marvel  shiner,  which  I  here  produce*  as 
Kreag  Exhibit  No.  5,  with  a  felt  pad  fastened  onto  this  block  with  nails  or 
tacks,  and  with  a  wool  skin  stretched  over  this  felt  and  fastened  to  the  block 
after  recesses  had  been  cut  at  the  ends  of  this  block  making  it  convenient  for 
the  wool  skin  to  be  tacked  at  each  end  of  the  brush.     (Kreag,  Q.  25.) 

It  further  appears  that  on  September  25,  1902,  Kreag  wrote  a  let- 
ter to  the  Western  Felt  Works,  of  Chicago,  for  samples  of  felt  which, 
he  indicated,  he  desired  for  use  in  making  brushes  for  the  purpose  of 
"  filling,"  rather  than  as  a  polishing-surface.  About  a  week  after 
this  letter  was  written  he  had  a  call  from  the  local  representative  of 
the  Western  Felt  Works,  who  brought  with  him  samples  of  felt, 
which  samples  are  in  evidence  as  "  Kreag's  Exhibits  9  and  10." 
Kreag  testifies  that  he  took  a  part  of  the  sample  9  and  showed  it  to 
Geen  and  instructed  him  to  remove  the  bristles  and  felt  of  a  "  Mar- 
vel Shiner,"  to  "  make  undercuts  in  each  end  on  the  under  side,  in 
the  same  manner  as  these  undercuts  are  made  in  Elreag  Exhibit  Na 
11,"  and— 

*  *  *  to  tack  or  nail  the  f^lt  piece  to  the  blodc  (from  which  he  had  removed 
the  hair  and  the  felt,)  and  instructed  him  to  get  a  piece  of  wool  skin  of  suffi- 
cient size,  and  to  cut  it  about  two  inches  wide,  and  of  sufficient  length  to  tac^ 
one  end  of  this  wool  piece  to  the  undercut  at  one  end  of  the  brush,  to  pull  the 
wool  skin  over  the  felt  pad  to  the  other  end  of  the  brush  and  to  tadc  It  to  the 
other  undercut  on  the  otiier  end  of  the  brush.  This  Mr.  Qeen  did,  and  the 
brush  known  as  Kreag  Exhibit  No.  11  is  the  brush  made  from  the  brush-block 
and  the  felt  that  I  gave  Mr.  Geen,  and  the  wool  that  he  had  purchased  hlmaelC. 
(Kreag,  Q.  39.) 
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This  is  the  extent  of  the  disclosure  which  Kreag  alleges  he  made  to 
Geen. 

Assuming  that  Kreag  made  the  above  disclosures  to  Green  prior  to 
any  conception  by  Green,  he  has  not  proved  disclosure  of  the  specific 
invetion  in  issue,  as  the  disclosure  made  did  not  include  any  statement 
as  to  the  point  where  the  tacks  securing  the  felt  to  the  back  were  to  be 
inserted,  so  as  to  compress  the  felt  at  its  ends,  or  that  the  wool  skin 
was  to  be  stretched,  so  that  "  the  parts  between  the  fasteners  of  the 
pad  and  the  proximate  ends  of  the  brush  "  should  be  further  com- 
pressed, or  as  to  the  "  fluting  "  or  "  pinking  "  of  the  sides  of  the  pad ; 
But  if  the  discrepancy  between  what  was  disclosed  by  Kreag  to  Green 
and  the  specific  features  of  the  invention  in  issue  be  disregarded  or 
if  these  features  be  considered  as  substantially  involved  in  that  which 
was  disclosed  Kreag  has  still  failed  to  prove  disclosure  beyond  a 
reasonable  doubt,  for  the  reason  that  all  his  testimony  is  flatly  con- 
tradicted by  Green  and  the  surrounding  circumstances  do  not  make 
out  a  clear  case  in  his  favor. 

The  evidence  tends  to  show  that  Kreag  did  not  make  the  dis- 
closure to  Geen,  as  alleged.  Kreag's  preliminary  statement  alleges 
that  the  first  count  of  the  issue  was  embodied  in  a  full-sized  brush 
about  October  25,  1902.  In  his  testimony  Kreag  states  that  the 
brush  "  Kreag  Exhibit  No.  11 "  is  the  first  brush  made  by  Geen  from 
ideas  which  Kreag  gave  him.  This  brush,  Kreag  claims,  was  made 
the  latter  part  of  September  or  the  first  part  of  October,  1902,  from 
a  piece  of  felt  which  Kreag  cut  from  the  sample  piece  of  felt  brought 
to  him  by  Waterman,  the  local  representative  of  the  Western  Felt 
Works,  the  remainder  of"  which  is  in  evidence  as  Kreag  Exhibit  No.  9. 
Kreag  testifies  positively  to  taking  this  piece  of  felt  from  a  sample 
of  which  Kreag  Exhibit  No.  9  is  a  part.  This  is  contradicted  by  his 
own  witness.  Waterman,  who  states  that  Kreag  Exhibit  Nos.  9  and  10 
(sample  pieces  of  felt)  had  been  in  his  possession  ever  since  he 
received  them  after  showing  them  to  Kreag,  (Waterman,  X-Q.  4,) 
that  they  appear  to  be  the  same  now  as  when  they  were  sent  to  him, 
and  that  they  are  now  substantially  the  same  in  size  as  samples 
usually  submitted.  (X-Q.  6.)  The  correctness  of  the  last  state- 
ment is  strengthened  by  the  production  of  the  envelop  in  which  the 
samples  were  sent,  the  size  of  which  envelop  makes  it  seem  quite  im- 
probable that  either  of  the  samples  was  ten  inches  long,  as  stated  by 
Kreag.  Furthermore,  the  samples  are  now  of  equal  size,  and  it  is 
more  probable  that  two  samples  submitted  at  the  same  time  would 
be  of  the  same  size  rather  than  of  widely-differing  sizes.  The  weight 
of  the  evidence  indicates  that  Kreag  Exhibit  No.  11  was  not  made 
from  a  piece  of  felt  which  Kreag  gave  to  Geen,  as  £[reag  claims. 

Kreag's  testimony  regarding  reduction  to  practice  of  the  first 
count  on  October  25,  1902,  is  remarkable  for  its  inconsistency  and 
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tends  to  weaken  his  testimony  regarding  disclosure  to  Green. 
Although  Kreag  now  relies  on  "  Kreag  Exhibit  No.  11 "  as  a  reduc- 
tion to  practice,  which  he  claims  was  made  the  latter  part  of  Septem- 
ber or  first  part  of  October,  1902,  this  brush  seems  to  have  been  over- 
looked or  disregarded  in  the  preliminary  statement,  for  he  t^tifies 
that  the  statement  does  not  refer  to  Exhibit  No.  11,  but  to  "  Kreag 
Exhibit  No.  21,"  (Kreag,  X-Q*  43,)  which  was  not  made  until  July, 
1903.  In  another  part  of  his  testimony  (X-Q.  58)  he  states  that  it 
refers  to  Exhibit  No*  14,  which  was  not  made  before  February,  1903. 
In  still  another  part  of  his  testimony  he  testifies  that  the  statement 
did  not  refer  to  any  brush  which  had  been  offered  in  evidence.  (X-Q. 
68.) 

The  evidence  fails  to  show  clearly  and  beyond  a  reasonable  doubt 
that  Green  was  employed  by  Kreag  to  make  the  invention,  or  that 
Geen  was  employed  by  Kreag  for  any  purpose  at  the  time  the  in- 
vention was  made.  Geen  claims  that  at  the  first  conversation  between 
him  and  Kreag  regarding  a  suitable  brush  to  use  with  "  Shinola  " 
polish  Kreag  asked  him — 

*  *  *  to  produce  one  or  make  one,  stating  that  should  I  produce  a  suitable 
brush  for  the  use  of  paste  polish,  that  there  was  a  large  field  for  the  same,  and 
that  he  could  market  them  and  my  business  would  be  to  make  them  at  all  times. 
I  immediately  set  to  work  with  some  different  kinds  of  brushes  which  I  had 
and  which  Mr.  Kreag  gave  me;  about  the  3d  of  September,  I  had  formed  an 
Idea  of  a  brush  and  had  completed  and  made  a  back  by  the  6th  of  September 
when  I  ordered  a  shearling  for  the  same  which  I  placed  upon  this  back  having 
a  felt  pad  about  the  12th  of  September,  1902.     (Geen's  record,  p.  6,  Q.  23.) 

The  first  brush  above  referred  to  is  Geen's  Exhibit  No.  1,  and  the 
second  is  Kreag's  Exhibit  No.  11. 

When  these  brushes  were  completed  the  invention  was  completed, 
and  unless  Kreag  can  show  that  Geen  was  employed  by  him  at  this 
time  the  fact  of  later  employment  is  immaterial.  We  may  assume 
that  Kreag  furnished  the  brush-backs  of  the  exhibits  "  Geen's  Ex- 
hibit No.  1  "  and  "  Kreag's  Exhibit  No.  11,"  but  it  is  clear  from 
"  Geen's  Exhibit  No.  2,  Krautwurst  &  Draper  Bill,"  that  Geen  'paid 
for  the  first  shearling,  a  part  of  which  was  used  for  the  covering  or 
polishing-surface  of  these  exhibits.  While  the  remainder  of  the 
shearling  was  used  to  make  other  brushes  for  which  Kreag  paid, 
there  is  no  evidence  to  contradict  Geen's  testimony  that  no  charge 
was  ever  made  for  these  first  brushes,  and  the  circumstances  do  not 
warrant  such  a  conclusion.  Geen  also  claims  to  have  furnished  the 
felt  for  these  brushes,  and  the  evidence  on  this  point  is  all  in  favor 
of  Geen,  since  Kreag  could  not  have  given  him  a  piece  of  felt  taken 
from  "  Kreag  Exhibit  No.  9,"  as  Kreag  claims,  for  the  reasons  above 
stated  in  the  consideration  of  Kreag's  alleged  disclosure  to  Gksen. 
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On  behalf  of  Ereag  much  stress  is  laid  upon  an  indorsement  made 
by  Geen  on  a  bill  presented  to  Kreag  for  the  first  brushes  and  daubers 
made  by  him  as  showing  that  Geen  was  paid  for  the  work  done  at  the 
time  the  invention  was  made.    This  indorsement  is  as  follows : 

The  above  includes  experimenting  also  extra  cost  of  brash  with  red  pinlcing 
and  daubers  with  gray  felt,  but  no  charge  for  trimming. 

This  bill  includes  daubers  as  well  as  brushes,  and  Geen  explains 
that  the  indorsement,  which  was  made  by  him  at  Kjeag's  request, 
was  intended  to  cover  extra  work  done  by  him  in  making  the  first 
articles  specified  in  this  bill,  such  as  finding  out  where  to  get  materials 
suitable  for  the  purpose,  extra  work  in  shellacking,  cutting  felt,  etc. 
There  is  nothing  on  this  bill  or  the  indorsement  thereon  or  in  the 
bills  placed  in  evidence  as  "  Kreag's  Exhibit  No.  31  and  32,"  on  which 
reliance  is  also  placed,  to  prove  that  Geen  was  paid  for  the  materials 
used  in  the  first  brushes  made  by  him  embodying  the  issue  or  the 
work  done  in  producing  the  same.  Geen  satisfactorily  accounts  for 
all  money  received  from  Kreag  as  payment  for  work  done  after  the 
completion  of  the  invention,  arid  it  is  therefore  concluded  that  the 
evidence  fails  to  show  clearly  that  Geen  was  employed  by  Kreag  at 
the  time  the  invention  was  conceived  and  reduced  to  practice. 

There  is  no  question  but  that  Geen  was  the  first  to  make  a  brush 
embodying  the  invention.  Inasmuch  as  Kreag  has  failed  to  show 
by  clear  and  convincing  evidence  that  Geen's  reduction  to  practice 
was  realized  through  a  disclosure  by  Kreag  to  him  and  since  the 
testimony  does  not  raise  the  presumption  that  Kreag  was  in  posses- 
sion of  the  invention  by  clearly  showing  the  employment  of  Geen  to 
work  out  the  invention,  Geen  ,is  entitled  to  an  award  of  priority  as 
to  count  1  of  the  issue. 

The  evidence  appears  to  show,  and  both  tribunals  seem  to  agree, 
that  Geen  was  the  first  to  produce  the  "  fluted  "  or  "  pinked  "  edge 
forming  the  distinguishing  feature  of  counts  2,  3,  and  4;  but  the 
Examiners-in-Chief  held  that  this  was  a  feature  ancillary  to  the 
main  invention  expressed  in  count  1,  and  as  Kreag  was  entitled  to  an 
award  of  priority  on  this  count  he  was  therefore  entitled  also  to 
counts  2,  3,  and  4;  but  as  I  cannot  agree  with  the  conclusions  of  the 
Examiners-in-Qiief  that  Kreag  is  the  inventor  of  count  1  priority  is 
awarded  to  Geen  as  to  all  counts. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Kreeig  is  reversed. 
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TOWNSEND  V.  CoPEIiAND  V.  ROBINSON. 
Decided  June  22,  1906. 
(124  O.  G.,  1210.) 

1.  Interference — Motion  to  Dissolve — ^Transmission  of. 

Where  a  motion  to  dissolve  was  brought  more  than  seven  months  after 
the  time  fixed  by  the  rules  and  the  excuse  for  the  delay  was  that  the  at- 
torney was  so  busy  with  other  business  matters  that  he  could  not  sooner 
bring  the  motion,  Held  insufficient  to  account  for  the  long  delay. 

2.  Same — Same — Same. 

Where  it  is  urged  that  even  though  the  showing  in  excuse  of  the  delay 
in  bringing  a  motion  to  dissolve  be  regarded  as  insufficient  the  motion 
should  nevertheless  be  transmitted  in  view  of  the  fact  that  no  testimony 
has  yet  been  taken  and  that  there  is  a  motion  to  amend  now  pending  before 
the  Examiner,  Held  that  these  circumstances  are  not  controlling  and  that 
the  provision  of  Rule  122  requiring  motions  to  l>e  brought,  if  possible,  within 
a  time  fixed  is  conducive  to  orderly  procedure  and  mu^t  be  enforced. 

Appeal  on  Motion. 

BICYCLE. 

Mr.  T.  Hart  Anderson  and  Mr.  Melville  Church  for  Townsen<L 
Mr.  Gales  P.  Moore  for  Copeland, 
Mr,  William  Robinson  pro  se. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences refusing  to  transmit  Copeland's  motion  to  dissolve  the  interfer- 
ence on  the  ground  that  the  claims  in  issue  are  not  patentable  and 
that  the  party  Robinson  has  no  right  to  make  them.  The  transmis- 
sion of  the  motion  is  not  opposed  by  Townsend. 

Eobinson  has  brought  a  motion  to  dismiss  this  appeal,  which  is  de- 
nied, for  the  reason  that  the  appeal  was  properly  taken  under  the 
rules  governing  the  practice  of  this  Office. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  to 
dissolve  on  the  ground  that  it  was  brought  more  than  seven  months 
after  the  time  fixed  by  the  rules  and  that  the  excuse,  which  was  in 
substance  that  the  attorney  for  the  moving  party  was  so  busy  with 
other  business  matters  that  he  could  not  sooner  bring  the  motion,  was 
insufficient  to  account  for  the  long  delay.  In  this  holding  the  Ex- 
aminer was  right.  It  is  urged  that  even  though  the  showing  in  itself 
may  be  regarded  as  insufficient  the  motion  should  nevertheless  be 
transmitted  in  view  of  the  facts  that  no  testimony  has  yet  been  taken 
and  that  there  is  a  motion  to  amend  now  pending  before  the  Ex- 
aminer which  has  not  yet  come  on  for  hearing.  Appellant  contends 
that  under  these  circumstances  the  transmission  of  the  motion  will 
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not  be  attended  by  delay  to  the  opposing  party  and  the  usual  rea- 
sons for  refusal  to  transmit  do  not  apply.  The  contention  is  un- 
sound. There  is  no  reason  to  believe  that  proceedings  upon  the 
motion  for  dissolution,  if  transmitted,  would  terminate  with  those 
upon  the  motion  to  amend,  nor  is  the  fact  controlling  that  testimony 
has  or  has  not  been  taken.  The  provision  of  Rule  122  requiring 
motions  to  be  brought,  if  possible^  within  a  time  fixed  is  conducive  to 
orderly  procedure  and  must  be  enforced. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PABTE  Block  Bbothers  Clothing  Compant. 
Decided  June  16, 1906, 

(124  0.  G.,  1521.) 
Trade-Masks — Descriptivb. 

The  word  **  Worthmore  "  refused  registration  as  a  trade-mark  for  shoes 
on  the  ground  that  it  is  descriptive. 

On  Appeal. 

TBADE-MABK   FOR  SHOES. 

Mr,  James  J.  Sheehy  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "Worthmore"  as  a  trade-mark  for 
shoes. 

The  Examiner's  action  was  based  upon  the  ground  that  the  word 
is  descriptive.  It  is  clear  that  the  words  "worth  more"  are  so 
naturally  and  obviously  applicable  to  merchandise  in  the  course  of 
every-day  business  and  ordinary  advertising  that  they  cannot  be 
appropriated  as  a  technical  trade-mark.  The  undoubted  right  of 
others  to  use  the  words  "  worth  more  "  defeats  the  applicants'  claim 
to  trade-mark  rights  in  their  assemblage  into  the  word  "Worth- 
more."  The  joined  words  so  closely  resemble  the  separated  words 
that  they  are  practically  one  and  the  same  therewith,  so  far  as  ques- 
tions of  trade-mark  rights  are  concerned. 

The  action  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  PARTE  Wickers  and  Furlong. 

Decided  June  22,  1906, 
(124  O.  Gm  1521.) 

1.  Related  Applications — Rejection  on  Issues  of  Interferences  Involviiiq 

Copending  Applications  for  Same  Invention. 
Where  appellants  have  a  copending  application  which  discloses  the  same 
process  as  the  application  containing  the  appealed  claims  and  they  are  so 
related  that  the  claims  of  either  application  could  be  made  in  the  other  and 
there  is  no  proper  line  of  division  between  them,  and,  moreover,  the  steps 
of  the  complete  process  of  the  appealed  claims  not  claimed  in  the  copending 
application  are  claimed  in  a  second  copending  application  of  appellants  and 
the  claims  of  the  copending  applications  form  the  issues  of  certain  inter- 
ferences, Held  that  the  issues  of  these  interferences  constitute  a  proper 
ground  upon  which  to  reject  the  appealed  claims. 

2.  Same — Same. 

Where  certain  limitations  affecting  the  scope  of  the  claims  appealed  are 
not  found  in  the  interference  issues  upon  which  the  claims  were  rejected, 
but  these  differences  are  not  considered  patentable  distinctions,  Held  that 
the  claims  were  properly  rejected. 
8.  Disclosure  in  Application — Res  Adjudicata. 

Where  certain  of  the  appealed  claims  stand  rejected  on  a  British  patent 
to  Weinwurm  and  it  is  contended  by  appellants  that  one  step  of  the  process 
is  not  disclosed  in  said  patent,  but  the  Assistant  Commissioner  found  that 
Weinwurm's  United  States  application  disclosed  said  step,  and  it  is  con- 
ceded that  the  disclosures  in  the  application  and  patent  are  identical.  Held 
that  the  question  of  the  disclosure  in  the  patent  is  res  adjudicata,  since  no 
appeal  lies  from  the  Assistant  Commissioner  to  the  Commissioner. 

Appeal  from  Examiners-in-Chief. 

PROCESS   OF    making   PRINTING-PLATES. 

Mr.  John  T.  Canavan  and  Messrs.  Griffin  <6  Bemhard  for  the  ap- 
pellants. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
aflSrming  the  rejection  by  the  Primary  Examiner  of  the  following 
claims : 

1.  The  method  of  making  printing-plates  which  consists  in  photographing 
the  subject  to  be  printed  on  the  front  and  on  the  back  of  a  metallic  plate,  such 
photographs  being  in  register  with  each  other;  etching  both  surfaces  of  the 
plate;  and  deflecting  ttie  metal  of  the  plate  from  the  printing-face  toward  the 
back  and  producing  a  graduated  printing-surface  on  the  front  of  the  plate. 

2.  The  method  of  making  printing-plates,  which  consists  in  photographing 
a  subject  to  be  printed  on  the  respective  faces  of  a  sensitized  plate;  etching 
both  faces  of  said  plate,  and  subjecting  the  plate  to  pressure  to  cause  eleva- 
tions and  depressions  to  appear  in  the  printing-surface  of  the  plate. 

3.  The  method  of  making  printing-plates  which  consists  in  sensitizing  both 
faces  of  a  metallic  plate ;  producing  photographic  prints  on  the  respective  faces 
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of  said  plate;  and  pressing  the  plate  to  cause  elevations  and  depressions  to 
appear  in  the  printing-surface  of  said  plate. 

4.  The  method  of  making  printing-plates,  which  consists  in  sensitizing  both 
Bides  of  a  metallic  plate;  exposing  said  plate  and  a  negative  to  the  light  and 
producing  photographic  prints  in  regist^  with  each  other  on  the  respective 
faces  of  said  plate;  etching  both  surfaces  of  the  plate,  and  forcing  the  metal 
from  the  front  toward  the  back  of  the  plate  to  cause  elevations  and  depressions 
to  appear  in  the  printing-surface  of  the  plate. 

5.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  tbe  respective  faces  of  a  metallic  plate ;  producing  in  the  back  of  the 
plate  elevations  and  depressions  at  predetermined  places  where  the  printing  is 
to  be  respectively  light  and  heavy,  and  subsequently  producing  similar  depres- 
sions and  elevations  in  the  printing-surface  of  the  plate  by  pressing  forward 
the  elevations  produced  in  the  back  of  the  plate. 

6.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  the  respective  faces  of  a  metallic  plate;  etching  both  faces  of  the 
plate  and  producing  on  the  back  thereof  elevations  and  depressions  at  prede- 
termined places  where  the  printing  is  to  be  respectively  light  and  heavy,  and 
pressing  the  plate  to  cause  such  elevations  and  depressions  to  appear  in  the 
etched  front  of  the  plate. 

7.  The  method  of  making  printing-plates  which  consists  in  photographing  a 
subject  on  the  respective  faces  of  a  metallic  plate;  etching  the  front  of  the 
plate;  etching  portions  of  the  back  of  the  plate  deeper  than  the  front  thereof 
and  producing  elevations  and  depressions  on  the  back ;  and  deflecting  the  metal 
of  the  plate  to  cause  the  elevations  and  depressions  of  the  back  to  appear  on 
the  etched  front  of  the  plate. 

8.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
etching  a  picture  of  a  subject  on  both  sides  of  a  metallic  plate,  and  successively 
etching  the  back  of  the  plate  to  produce  thereon  surfaces  in  different  levels 
corresponding  to  the  lights  and  shadows  of  the  subject 

9.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
successively  etching  away  various  portions  of  a  picture  of  a  subject  on  the 
back  of  a  metallic  plate  to  various  depths,  thereby  producing  thereon  surfaces 
in  different  levels  corresponding  to  the  lights  and  tones  of  a  picture  on  the  face. 

10.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
producing  on  th^  back  of  a  plate  a  picture  of  a  subject  to  be  printed ;  and  then 
subjecting  the  back  of  the  plate  to  successive  etchings  to  produce  thereon  ele- 
vations and  depressions  at  predetermined  places  opposite  to  the  places  on  the 
face  where  the  printing  is  to  be  respectively  light  and  heavy. 

11.  The  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
photographing  a  subject  to  be  printed  on  the  back  of  a  metallic  plate;  applying 
resist  to  said  back ;  etching  the  exposed  parts  of  the  plate ;  and  alternately  re- 
moving parts  of  the  resist  and  exposing  the  plate  to  an  etching  fluid  to  produce 
successive  gradations  in  level  of  the  back. 

12.  The  method  of  making  printing-plates  which  consists  in  etching  depres- 
sions upon  the  rear  side  of  a  plate  in  register  with  a  picture  which  has  been  pro- 
duced on  the 'front  side  of  the  plate,  and  subsequently  subjecting  the  plate  to 
pressure  to  produce  gradations  in  the  level  of  a  printing-surface  on  the  front  of 
said  plata 

13.  The  method  of  produoing  printing-plates  which  consists  in  photographing 
upon  the  face  of  the  plate  a  picture  to  be  printed,  photographing  upon  the  back 
of  the  plate  a  similar  picture  but  reversely  arranged  with  reference  to  the  pic- 
ture on  the  face  of  the  plate  and  in  register  with  it ;  etching  both  pictures  on  the 
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plate  the  one  on  tbe  back  being  etched  below  the  surface  in  parts  corresponding 
to  lighter  tones ;  and  subsequently  pressing  the  plate  from  the  back  to  produce 
gradations  in  the  level  of  a  printing-surface  on  the  etched  face  of  the  plate. 

14.  The  method  of  producing  printing-plates  which  consists  in  photographing 
upon  the  face  of  the  plate  a  picture  to  be  printed ;  photographing  a  similar  but 
reyersely-arranged  picture  on  the  back  of  the  plate  in  register;  etcMng  both 
fttces  of.  the  plate,  and  producing  on  the  back  of  the  plate  eleyations  and  de- 
pressions, and  then  pressing  the  elevated  portions  of  the  plate  toward  the  face 
thereof. 

15.  The  method  of  producing  printing-plates  which  consists  in  photographing 
a  picture  to  be  printed  upon  the  face  of  the  plate ;  photographing  a  similar  re- 
versely-arranged picture  on  the  back  of  the  plate  in  register  with  the  picture  on 
the  face ;  etching  both  faces  of  the  plate  and  then  further  etching  the  back  of 
the  plate  to  produce  elevations  and  depressions  thereon,  and  then  subjecting  the 
back  and  face  to  pressures  to  produce  gradations  in  the  level  of  the  etched  print- 
ing-surface on  the  face  of  the  plate. 

16.  The  improvement  in  the  art  of  making  prinjting-plates  which  consists  in 
etching  a  reversely-arranged  photograph  of  the  picture  in  a  graduated  manner 
BO  as  to  produce  elevations  and  depressions  on  one  face  of  the  plate,  and  then 
forcing  the  elevated  portions  of  the  plate  toward  the  face  thereof,  thereby 
graduating  the  levels  in  a  printing-surface  on  such  plate. 

17.  The  process  of  making  printing-plates  which  consists  In  producing  on  the 
bade  of  the  plate  a  reversely-arranged  facsimile  of  the  picture  to  be  printed 
upon  the  face  of  the  plate,  then  etching  the  back  of  the  plate  to  successively 
greater  depths  from  the  dark  to  the  high  lights,  and  subsequently  pressing  the 
depressed  portions  of  the  plate  toward  the  back  so  as  to  produce  gradations  in 
the  level  of  a  printing-surface  on  the  face  of  the  plate. 

18.  The  method  of  making  printing-plates  which  consists  in  producing  on  the 
face  of  the  plate  a  photograph  of  the  subject  to  be  printed ;  pliotographing  the 
subject  to  be  printed  on  the  back  of  the  plate  and  in  register  with  the  photo- 
graph on  the  front ;  etching  the  face  of  the  plate ;  etching  the  back  of  the  plate 
to  different  depths  in  a  graduated  manner ;  and  subjecting  the  plate  to  pressure 
to  produce  a  graduated  printing-surface  on  the  front  of  the  same. 

19.  The  process  of  making  printing-plates  which  consists  in  photographing 
reversely-arranged  pictures  in  register  with  each  other  on  the  front  and  back 
of  a  metallic  plate ;  etching  a  relief -surface  on  the  back  of  the  plate ;  and  then 
applying  pressure  to  the  back  and  front  of  the  plate,  thereby  producing  perma- 
nent  diffarences  in  profile  in  the  printing-surface  of  the  plate. 

20.  The  process  of  making  printing-plates  which  consists  in  photographing 
pictures  on  the  front  and  back  of  a  sensitized  plate;  etching  the  back  of  the 
plate  to  produce  depressions  and  elevations  corresponding,  but  arranged  re- 
versely to,  those  which  are  to  appear  in  the  face  of  the  plate,  and  then  pressing 
the  plate  to  produce  gradations  in  the  level  of  a  printing-surface  on  the  face  of 
the  plate. 

21.  The  method  of  preparing  printing-plates  which  consists  in  producing  an 
impression  or  picture  in  a  metallic  plate;  etching  the  plate,  and  subjecting  the 
plate  to  differential  pressures  whereby  a  graduated  printing-surface  is  produced 
on  a  face  of  said  plate. 

22.  The  method  of  preparing  printing-plates  which  consists  in  photograpliing 
a  picture  of  a  subject  to  be  printed  on  a  metallic  plate ;  producing  gradations 
in  the  thickness  of  said  plate,  and  subjecting  the  plate  to  pressure  to  thereby 
displace  the  metal  and  produce  a  graduated  printing-surface  on  the  plate. 

23.  The  method  of  preparing  printing-plates  which  consists  in  photogn^hing 
a  picture  of  a  subject  to  be  printed  on  a  metallic  plate ;  etching  the  plate ;  and 
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subjecting  the  plate  to  variable  pressures  whereby  a  graduated  printing-surface 
is  produced  on  a  face  of  the  plate. 

24.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  sensitizing  both  faces  of  a  metallic  plate,  and  photographically  printing  from 
a  single  negative  by  exposing  the  sensitized  surfaces  successively  to  light 
through  said  negative. 

All  of  the  claims  were  rejected  by  the  Primary  Examiner  and  the 
Examiners-in-Chief  on  the  issues  of  three  pending  interferences,  and 
particularly  upon  the  following  counts : 

No.  23,741,  Wickers  and  Furlong  v.  Weinwurm^  counts  1  and  2: 

1.  Tliat  improvement  in  the  art  of  preparing  printing-plates  which  consists  in 
photographing  the  picture  to  be  printed  upon  the  face  of  the  plate  and  in  photo- 
graphing upon  the  back  of  the  plate  a  similar  picture  but  reversely  arranged 
with  reference  to  the  picture  on  the  face  of  the  plate. 

2.  That  improvement  in  the  art  of  making  ready  printing-plates  which  con- 
sists in  producing  on  the  back  of  the  plate  a  reversely-arranged  facsimile  of  the 
picture  to  be  printed  upon  the  face  of  the  plate  and  in  then  etching  the  back  of 
the  plate  to  successively  greater  depths  from  the  dark  to  the  high  lights. 

No.  22,404,  Lammers  v.  Wickers  and  Furlong  v.  McKee^  count  2 : 

2.  That  improvement  in  preparing  printing-plates  which  consists  in  prepar- 
ing the  back  of  the  plate  with  depressions  and  elevations  corresponding  to 
those  which  are  to  appear  in  the  face  of  the  plate,  and  in  then  subjecting  the 
plate  to  pressure  and  causing  said  depressions  and  elevations  to  appear  in  the 
face  of  the  plate.  ^ 

No.  22,405,  Wickers  and  Furlong  v.  McKee^  count  2 : 

2.  That  improvement  in  the  art  of  preparing  printing-plates  which  consists 
in  producing  in  the  back  of  the  plate  depressions  &nd  elevations  at  predeter- 
mined places  where  the  printing  is  to  be  respectively  light  and  heavy,  and  then 
subsequently  producing  similar  depressions  and  elevations  in  the  face  of  the 
plate  by  pressing  forward  the  elevations  produced  in  the  back  of  the  plate. 

Claims  8,  9, 10, 11,  and  24  also  stand  rejected  on  the  British  patent 
to  Weinwurm,  No.  14,608  of  1901. 

The  invention  of  the  claims  appealed  covers  a  process  of  produc- 
ing a  graduated  printing-plate — ^that  is,  a  plate  having  the  printing- 
surface  in  different  planes,  according  to  the  various  tones  of  the  pic- 
tures, the  portion  of  the  printing-surface  that  produces  the  darker 
tones  being  elevated  above  the  portions  that  produce  the  light  and 
intermediate  tones. 

As  stated  on  page  2  of  the  application,  the  invention  is  as  follows : 

Broadly  stated,  our  process  involves,  first,  the  use  of  photography  in  securing 
pictures  in  register  with  each  other,  on  the  obverse  and  reverse  faces  of  a 
metallic  plate;  secondly,  etching  both  surfaces  of  the  plate,  one  of  such  sur- 
faces l>eing  etched  to  greater  deptlis  tlian  the  other  opposite  the  lighter  tones  of 
tlie  picture  and  thus  securing  a  desired  gradation  in  the  thickness  of  the  metal- 
lic plate ;  and  thirdly,  displacing  or  deflecting  the  metal  of  the  plate,  as  by  sub- 
jecting it  to  pressure,  so  as  to  force  the  thinner  parts  or  sections  from  the  front 
toward  the  badL  of  the  plate  and  thus  producing  prhiting-surface  havhig  cer- 
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tain  portions  or  sections  elevated  permanently  above  other  sections  thereof,  the 
outline  of  the  surface  being  uneven  or  irregular. 

The  complete  process  disclosed  in  this  application  is  the  same  as 
that  of  applicant's  case  No.  160,531,  involved  in  the  pending  inter- 
ference No.  23,741,  Wickers  and  Furlong  v.  Weinwurm.  The  claims 
of  the  two  applications  differ  somewhat  in  scope,  and  some  of  the 
appealed  claims  contain  steps  of  the  process  disclosed  but  not  claimed 
in  the  copending  application  No.  160,531.  The  claims  in  either  ap- 
plication could  be  made  in  the  other,  and  there  appears  to  be  no 
proper  line  of  division  between  them.  Moreover,  the  steps  of  the 
complete  process  of  the  appealed  claims  not  claimed  in  the  copending 
application  No.  160,531  are  claimed  in  another  copending  application 
of  these  appellants — namely,  No.  90,811,  involved  in  interferences  No. 
22,404  and  No.  22,405. 

Appellants  admit  (p.  16  of  brief)'  that  the  issues  of  these  interfer- 
ences stand  as  a  bar  to  the  allowance  of  any  claims  not  patentably 
different  from  said  issues ;  but  they  contend  that  the  appealed  claims 
are  so  distinguished. 

The  three  fundamental  steps  of  applicants'  process — (1)  photo- 
graphing the  pictures  on  both  sides  of  the  plates,  (2)  producing  gra- 
dations in  the  thickness  of  the  plate  by  etching,  and  (3)  subjecting 
the  plate  to  pressure  to  produce  elevations  and  depressions  in  the 
printing-surface,  mentioned  above  as  constituting  broadly  the  process 
of  applicants'  invention — are  all  included  in  claims  1, 2, 4,  6,  7, 13, 14, 
15, 18, 19,  20,  and  23.  Claims  5  and  22  also  include  these  three  steps, 
except  that  they  are  not  limited  to  etching  as  the  means  of  producing 
gradations  in  the  thickness  of  the  plate.  Claims  17  and  21  likewise 
include  the  same  three  steps,  except  that  they  are  not  limited  to  pho- 
tography as  the  means  of  producing  the  picture  on  the  plate. 

The  first  two  steps  of  these  claims — ^namely,  photographing  the 
subject  to  be  printed  on  the  two  sides  of  a  metallic  plate  and  then 
etching  the  plate — are  found  in  the  issue  of  interference  No.  23,741, 
while  the  third  step — of  pressing  the  plate  to  cause  elevations  and 
depressions  to  appear  in  the  printing-surface  of  the  plate — ^is  em- 
bodied in  count  2  of  interferences  No.  22,404  and  No.  22,405.  This 
latter  step  is  necessary  to  the  production  of  a  graduated  printing- 
plate  according  to  appellants'  process  and  is  an  essential  step  of  their 
complete  process  as  disclosed  in  all  of  their  applications  referred  to. 

The  counts  of  interferences  No.  22,404  and  No.  22,405,  noted  above, 
cover  broadly  the  process  of  producing  elevations  and  depressions 
on  the  back  of  the  plate  and  then  subjecting  the  plate  to  pressure  to 
cause  them  to  appear  on  the  face  of  the  plate.  The  issue  of  inter- 
ference No.  23,741  covers  the  process  of  producing  these  elevations 
and  depressions  upon  the  back  of  the  plate  by  photography  and  etch- 
ing, and  it  appears  to  cover  all  that  is  novel  in  the  process  of  the 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE  COMMISSIONER  OF  PATENTS.  363 

appellants'  claims  not  already  covered  in  the  issues  of  interferences 
No.  22,404  and  No.  22,405.  Appellants  have  merely  combined  the 
steps  of  their  complete  process  in  the  appealed  claims,  or,  in  other 
words,  have  substituted  for  the  broad  step  of  producing  elevations 
and  depressions  of  interferences  No.  22,404  and  No.  22,405  the  specific 
method  of  producing  these  elevations  and  depressions  forming  the 
issue  of  interference  No.  23,741.  To  do  this,  however,  clearly  does 
not  involve  invention  or  make  the  claims  patentable  to  appellants 
in  case  the  final  decisions  on  priority  of  invention  of  the  above  inter- 
ferences are  adverse  to  them. 

Certain  limitations  affecting  the  scope  of  the  claims  appealed  are 
not  found  in  the  interference  issues;  but  these  are  not  considered 
patentable  distinctions.  Some  of  the  claims  specify  etching  both 
surfaces  of  the  plate,  while  other  claims  call  for  successively  etching 
the  back  of  the  plate  or  etching  to  different  depths  in  a  graduated 
manner,  whereas  count  2  of  interference  No.  23,741  specifies  "  etching 
the  back  of  the  plate  to  successively  greater  depths  from  the  dark 
to  the  high  lights."  This  difference,  however,  is  not  regarded  as 
patentable. 

Claim  3  covers  the  two  steps  of  photographing  and  pressing,  and 
claims  12  and  16  include  only  the  steps  of  etching  and  pressing. 
All  of  these  steps  are  found  in  the  issue  of  interference  No.  23,741 
except  the  step  of  pressing,  which  is  disclosed  in  the  issue  of  inter- 
ferences No.  22,404  and  No.  22,405. 

Claims  8  and  9  cover  only  the  etching  of  the  plate  and  do  not 
paten tably  distinguish  from. count  2  of  the  issue  of  interference  No. 
23,741. 

Claim  11  covers  the  steps  of  photographing  and  etching  to  be  found 
in  counts  1  and  2  of  the  issue  of  interference  No.  23,741.  Claim  10 
covers  the  same  steps,  except  that  it  is  not  limited  to  photography  as 
the  means  of  producing  the  picture  on  the  plate. 

Claim  24  relates  to  photographing  prints  on  both  sides  of  the  plate 
by  exposing  them  successively  to  a  single  negative.  Count  1  of 
interference  No.  23,741  does  not  specify  whether  one  or  two  negatives 
are  to  be  used ;  but  the  distinction  is  not  regarded  as  material,  par- 
ticularly in  view  of  the  statement  on  page  7  of  the  specification  that 
either  one  or  two  negatives  may  be  employed. 

Certain  of  the  claims  include  the  step  of  sensitizing  the  plate;  but 
this  step  is  considered  as  implied  in  the  step  of  photographing  the 
picture  upon  the  plate  embodied  in  the  issue  of  interference  No. 
23,741.  Claims  21  and  23  call  for  subjecting  the  plate  to  "  differential 
pressures  "  and  "  variable  pressures,"  respectively.  It  appears  from 
appellants'  specification  that  these  pressures  result  from  the  elevations 
and  depressions  in  the  plate,  and  consequently  they  are  necessarily 
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present  in  the  process  defined  in  the  issues  of  interferences  No.  22,404 
and  No.  22,405. 

Claims  8,  9,  10,  11,  and  24  were  also  rejected  by  the  Primary  Ex- 
aminer on  the  British  patent  to  Weinwurm.  This  patent  contains  the 
same  disclosure  as  Weinwurm's  application  involved  in  interference 
No.  23,741.  Wickers  and  Furlong  strenuously  contend  that  the  step 
of  photographing  the  picture  upon  the  sides  of  the  plate,  included  in 
claims  11  and  24,  is  not  disclosed  in  this  patent  and  have  filed  affi- 
davits in  support  of  their  contention.  This  contention  was  fully 
considered  by  the  Assistant  Comnrissioner  in  interference  No.  23,741 
on  a  motion  to  dissolve  the  interference  and  on  a  rehearing  of  said 
motion.  The  affidavits  were  also  considered  by  him  in  connection 
with  a  motion  for  a  second  rehearing.  The  Assistant  Commissioner 
found  that  Weinwurm's  application  discloses  this  step.  The  disclos- 
ure in  Weinwurm's  application  and  patent  are  conceded  (p.  18  of 
brief)  by  appellants  to  be  identical,  and  it  follows  that  the  patent 
discloses  the  step  equally  with  the  application.  The  question  whether 
Weinwurm's  patent  discloses  the  step  of  photographing  the  picture 
upon  the  sides  of  this  plate  is  therefore  regarded  as  res  adjvdicata. 
Since  no  appeal  lies  from  the  Assistant  Commissioner  to  the  Commis- 
sioner, further  consideration  of  this  question  would  be  in  the  nature 
of  a  rehearing. 

I  have  carefully  considered  these  claims  as  to  all  subject-matter 
not  fully  determined  in  the  decisions  of  the  Assistant  Commissioner, 
and  I  am  of  the  opinion  that  claims  11  and  24,  as  well  as  claims  8,  9, 
and  10,  are  not  patentable  over  the  British  patent  of  Weinwurm. 

The  decision  of  the  Examiners-in-Chief  affirming  the  rejection  of 
the  claims  is  affirmed. 


Ex  PABTE  HOTT  BbOTHERS  &  COMPANT. 

Decided  July  16,  1906, 

(124  O.  G.,  1523.) 

Tbade-Mabks — Dbawino. 

The  trade-mark  as  shown  by  the  drawing  must  conform  strictly  to  that 
shown  by  the  specimens  in  so  far  as  the  drawing  purports  to  show  that 
mark. 

On  Petition. 

TBADE-MABK  FOB  MACHINES  FOB  WASHING  BOTTLES. 

Mr.  William  F.  HaU  for  the  applicants. 
MooBE,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
requiring  the  word  which  constitutes  the  applicants'  mark  to  be 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONEB   OF   PATENTS.  365 

shown  upon  the  drawing  in  the  same  manner  that  it  appears  ih-the 
specimens  which  have  been  furnished. 

A  different  style  of  letter  is  used  upon  the  drawing  from  that  ap- 
pearing on  the  specimens,  and  the  letters  are  arranged  in  a  straight 
line  upon  the  drawing,  whereas  upon  the  specimen  the  word  is  given 
a  curved  form.  The  petition  is  based  upon  the  contention  that  these 
variations  of  the  drawing  from  the  specimen  are  of  no  consequence  in 
law.  It  is  not  believed  that  the  Office  should  be  called  upon  to  decide 
this  question  when  the  same  can  be  avoided  by  causing  the  drawing  to 
conform  strictly  to  the  mark  as  used  in  so  far  as  it  purports  to  show 
that  mark.  The  practice  of  requiring  conformity  to  this  extent  is 
in  general  a  good  pne.  Compliance  therewith  involves  no  hardship 
upon  applicants,  and  no  reason  whatever  is  found  why  the  same 
should  not  be  complied  with  in  all  cases  and  why  all  controversy  over 
supposed  exceptions  should  not  be  thus  avoided. 

The  applicants  refer  to  the  case  of  the  Standard  Underground 
Cable  Company^  (post^  687;  123  O.  G.,  656;)  but  that  decision  was 
made  with  reference  to  a  different  question  from  the  one  raised  here. 
In  that  decision  it  was  held  that  the  drawing  need  not  show  all  of  the 
mark  shown  by  the  specimens ;  but  the  reasons  given  for  that  conclu- 
sion do  not  appear  to  extend  to  the  case  where  the  parts  of  the  mark 
which  the  applicant  has  chosen  to  show  upon  his  drawing  appear 
there  in  a  different  form  from  that  in  which  they  appear  upon  the 
specimens,  and  it  is  not  believed  that  the  decision  should  be  con- 
strued to  mean  that  such  a  variance  in  the  drawing  from  the  specimen 
should  be  permitted. 

The  petition  is  denied. 


James  Buchanan  &  Co.,  Ltd.,  v,  Frederick  R.  West's  Nephews. 

Decided  August  SI,  1906. 

(124  O.  G.,  1524.) 

Tbadb-Mabsb — OppodmoN — Dem  urseb. 

Where  on  appeal  from  tbe  refusal  of  the  Examiner  of  Trade-Marks  to 
register  the  words  *•  Black  &  Blue "  as  a  trade-mark  for  Scotch  whisky 
by  reason  of  the  previous  registration  of  the  words  "  Black  &  White " 
for  the  same  class  of  goods  it  was  decided  that  the  resemblance  between 
these  marks  was  not  such  as  to  preclude  registration  of  the  words  "  Black 
&  Blue,"  and  the  owner  of  the  mark  "Black  &  White"  then  filed  a 
notice  of  opposition  to  the  registration  of  the  words  "  Black  &  Blue,"  to 
which  the  applicant  demurred  on  the  ground  that  there  was  no  such  resem- 
blance between  the  marks  as  to  preclude  registration  of  his  mark,  Held 
that  the  decision  on  the  ex  parte  appeal  is  not  binding  in  the  disposition  of 
the  demurrer  In  the  inter  partes  proceeding,  for  the  reason  that  on  the  ear 
parte  appeal  it  was  necessary  to  decide  the  question  at  issue  without  the 
assistance  of  testimony,  while  on  the  demurrer  a  different  question   is 
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raised— Tlz.,  whether  the  testimony  of  witnesses  should  be  received  as  a 
gnide  in  determining  whether  the  marlcs  of  the  respective  parties  bear  such 
a  resemblance  as  to  cause  confusion  in  the  mind  of  the  public  or  deceive 
purchases. 

Appeal  from  Examiner  of  Interferences. 

TRADB-MABK   FOB  SCOTCH   WHISKY. 

Messrs.  Wise  <&  Lichtenstein  for  James  Buchanan  &  Co.,  Ltd. 
Mr.  A.  Parker  Smith  for  Frederick  R.  West's  Nephews. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  the  demurrer  of  the  applicants,  Frederick  R.  West's 
Nephews,  to  the  notice  of  opposition  of  James  Buchanan  &  Co., 
Limited. 

The  applicants'  trade-mark  consists  of  the  words  "  Black  &  Blue  " 
printed  along  the  diagonal  line  of  division  between  a  black  portion 
and  a  blue  portion  of  a  rectangular  label.  Upon  the  publication  of 
this  mark  in  the  Official  Gazette,  James  Buchanan  &  Co.,  Ltd.,  who 
have  registered  as  a  trade-mark  the  phrase  "  Black  &  White,"  filed 
their  notice  of  opposition.  The  parties  use  their  respective  marks 
upon  Scotch  whisky.  At  the  request  of  the  Examiner  of  Trade- 
Marks  the  opposition  proceedings  were  suspended  for  the  purpose  of 
rejecting  the  applicants  upon  the  opponent's  registration  of  the  words 
^  Black  &  White."  The  applicants  thereupon  appealed  to  the  Com- 
missioner, who  reversed  the  Examiner  of  Trade-Marks  and  held  that 
the  marks  did  not  resemble  each  other  so  closely  as  to  be  liable  to 
cause  confusion  or  mistake  in  the  mind  of  the  public  or  deceive  pur- 
chasers. The  opposition  proceedings  were  then  resumed,  and  a  hear- 
ing was  had  upon  the  demurrer  which  had  previously  been  filed  by 
the  applicants  and  in  support  of  which  it  was  contended  that  there 
was  no  such  resemblance  between  the  opponent's  mark  "  Black  & 
White  "  and  the  mark  "  Black  &  Blue  "  as  to  preclude  the  registration 
of  the  latter.    The  Examiner  of  Interferences  sustained  the  demurrer. 

The  question  presented  by  this  appeal  is  not  identical  with  that  con- 
sidered by  the  Commissioner  in  disposing  of  the  ex  parte  appeal  from 
the  refusal  of  the  Examiner  of  Trade-Marks  to  register  the  words 
"  Black  &  Blue  "  in  view  of  the  prior  registration  of  the  words  "  Black 
&  White."  Upon  the  ex  parte  appeal  the  question  presented  was 
whether,  in  the  absence  of  other  evidence,  the  marks  themselves  could 
be  considered  as  bearing  such  resemblance  that  their  concurrent  use 
by  different  parties  would  cause  confusion  or  mistake  in  the  public 
mind  or  deceive  purchasers.  In  the  ex  parte  proceeding  there  was 
no  possibility  of  securing  evidence  on  this  point.  The  question  now 
to  be  determined  is  whether  evidence  regarding  the  attitude  of  the 
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public  toward  the  marks  involved  would  have  weight  in  reaching  a 
conclusion  as  to  the  likelihood  of  the  resemblance  between  the  two 
marks  being  such  as  to  cause  confusion  in  the  public  mind  and 
whether  in  an  inter  partes  proceeding,  where  such  evidence  can  be  ob- 
tained, it  would  be  proper  to  refuse  to  receive  testimony  and  dispose 
of  the  case  on  demurrer.  The  fact  that  the  question  of  the  similarity 
of  the  marks  involved  in  this  proceeding  was  once  passed  upon  in  an 
ex  parte  proceeding,  where  the  testimony  of  witnesses  could  not  be 
secured,  does  not  exclude  the  possibility  that  such  "testimony  might 
have  weight  and  should  be  admitted  in  a  case  where  it  can  be 
obtained. 

The  courts  have  in  some  cases  passed  upon  the  question  of  infringe- 
ment in  trade-mark  cases  upon  demurrer,  and  in  other  cases  they  have 
reserved  this  question  for  consideration  after  the  introduction  of 
testimony.  {Collins  Cfiemical  <&  Mfg.  Co.  v.  Capital  City  Mfg.  Co.y 
C.  D.,  1890,  424;  52  O.  G.,  162;  42  F.  R.,  64;  Leidersdorf  v.  Flint, 
7  N.  W.,  252.)  I  am  of  the  opinion  that  the  present  case  is  one  in 
which  the  opponent  should  be  permitted  to  present  testimony,  if  it 
so  desires. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


KlLBOURN  V.  HiRNER. 

Decided  April  17,  1906. 

(124  O.  G.,  1841.) 

1.  InTEBTESENCE — ^DlLIOENCE. 

Work  upon  machines  not  embodying  the  invention  in  Issue  and  not  neces- 
sary for  the  development  of  that  invention  does  not  constitute  diligence. 

2.  Same — Disclosure  in  Afpucation. 

Where  the  issue  specifies  "means  for  narrowing  and  widening"  a  knit 
tube  and  certain  "  pickers  "  necessary  In  the  performance  of  this  operation 
are  not  shown  or  referred  to  in  the  application,  but  reference  is  made  to 
ordinary  stocking-knitters  in  which  it  is .  common  to  use  "  pickers,"  Held 
that  the  disclosure  is  sufficient  to  inform  those  skilled  in  the  art  that  the 
usual  **  pickers  "  are  to  be  used  and  that  the  disclosure  is  sufficient  to  sup- 
port the  issue. 

Appeal  from  Examiners-in-Chief. 

KNITTINO-MACHINE. 

Messrs.  WhitaJcer  &  Prevost  for  Kilboum. 
Messrs.  Fraley  <&  Puul  for  Himer. 

Allen,  Commissioner: 

This  is  an  appeal  by  Ealboum  from  the  decision  of  the  Examiners- 
in-Chief  awarding  priority  of  invention  to  Himer  upon  an  issue 
expressed  in  the  following  counts : 

1.  In  a  circular-knitting  machine  having  independent  needles  and  means  for 
narrowing  and  widening  the  back  of  the  knit  tube,  means  for  knitting  open- 
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work  and  plain  knitting  at  any  point  around  tbe  said  tube  and  means  for 
changing  the  open-work  on  the  back  of  the  tube  to  plain  knitting. 

2.  In  a  circular-knitting  machine  having  inedpendent  needles,  cam  mechanism 
to  cooperate  with  all  of  said  needles,  to  produce  tubular  work,  to  cooperate 
with  each  needle  of  a  continuous  portion  of  said  needles  to  form  narrowed  and 
widened  fabric,  and  to  operate  certain  needles  of  said  portion  without  causing 
them  to  knit,  thereby  forming  drop-stitch  work. 

Hirner  claims  to  have  conceived  the  invention,  to  have  disclosed 
it  to  others,  and  to  have  reduced  it  to  practice  in  March,  1901.  His 
application  was  filed  July  5,  1901.  Kilboum  claims  to  have  con- 
ceived the  invention  and  to  have  disclosed  it  to  others  in  August, 
1900.  He  claims  to  have  reduced  it  to  practice  in  September,  1901. 
His  application  was  filed  December  16,  1902.  Both  parties  took 
testimony.  , 

The  Examiner  of  Interferences  found  that  Kilboum's  proofs  upon 
prior  conception  were  too  indefinite  to  establish  the  fact.  He  also 
found  that  Kilboum  was  not  diligent  in  the  reduction  of  the  inven- 
tion to  practice  in  July,  1901,  when  Hirner's  application  was  fiiled. 
He  found  that  Hirner's  specification  contained  sufficient  basis  for 
the  claims  in  issue  and  awarded  priority  of  invention  to  Hirner 
without  consideration  of  the  latter's  proofs.  The  Examiners-in- 
Chief  reached  the  same  conclusion  as  the  Examiner  of  Interferences 
and  upon  the  same  grounds. 

No  error  is  found  in  the  conclusions  of  the  Examiners-in-Chief 
and  Examiner  of  Interferences. 

Kilboum  contends  upon  the  question  of  conception  that  his  dis- 
closure of  the  invention  testified  to  by  the  witnesses  L  W.  Elilboum 
and  Blood  is  almost  in  the  words  of  the  issue,  and  Uierefore  suffi- 
cient. The  terms  of  the  issue  are  broad;  but  a  specification  of 
means  is  nevertheless  set  forth  therein  which  is  much  more  definite 
than  anything  found  in  the  alleged  statements  of  disclosure  by  Kil- 
boum. Kilbourn's  contention  upon  the  question  of  diligence  is  that 
work  upon  machines,  which  he  regards  as  steps  to  the  machine  in 
issue  and  as  developments  of  the  same  original  conception,  must  be 
accepted  as  efforts  leading  to  his  eventual  reduction  to  practice  of 
the  machine  in  issue.  The  work  upon  the  other  machines  cannot  be 
so  regarded.  They  do  not  embody  the  present  invention,  and  it  was 
not  necessary  that  the  development  of  the  present  invention  should 
have  been  delayed  during  their  perfection. 

Kilboum  contends  here,  as  he  contended  before  the  Examiners-in- 
Chief  and  Examiner  of  Interferences,  that  Hirner  cannot  rightfully 
prevail,  because  his  application  fails  to  disclose  the  invention  in 
issue  and  because  his  proofs  do  not  include  it.  When  the  case  was 
first  taken  up  for  consideration  upon  this  appeal,  it  was  found  that 


Digitized  by  VjOOQ IC 


DECISIONS   OF   THE   COMMISSIONER   OF   PATENTS.  369 

Himer's  proofs  did  not  definitely  extend  to  any  mechanism  not  dis- 
closed by  his  application  and  that  his  application  did  not  show  certain- 
means  called  for  by  each  count  of  the  issue  or  specifically  mention 
the  same.  It  was  held  that  the  sufficiency  or  Himer's  disclosure  to 
support  the  claims  in  issue  should  be  considered  in  determining 
priority,  and  in  view  of  the  complex  nature  of  the  machines  upon 
which  the  issue  is  drawn  the  case  was  sent  to  the  Primary  Examiner 
to  obtain  from  him,  as  the  technical  expert  of  the  Office,  a  statement 
of  his  opinion  and  reasons  upon  the  question  of  disclosure  prior 
to  consideration  of  this  question  on  the  appeal.  The  Primary  Ex- 
aminer heard  the  parties  and  has  rendered  his  opinion,  which  is  now 
before  me.  He  has  given  a  clear  and  fair  discussion  of  the  facts  and 
concluded,  as  did  the  Examiners-in-Chief  and  Examiner  of  Inter- 
ferences, that  Himer's  disclosure  justified  the  claims  in  issue. 

After  careful  consideration  I  am  convinced  that  the  unanimous 
conclusion  expressed  by  the  three  opinions  which  have  been  written 
upon  the  sufficiency  of  Himer's  disclosure  is  sound.  Count  1  of  the 
issue  calls  for  "  means  for  narrowing  and  widening  the  back  of  the 
knit  tube."  Count  2  calls  for  "  cam  mechanism  *  *  *  to  co- 
operate with  each  needle  of  a  continuous  portion  of  said  needles  to 
form  narrowed  and  widened  fabric."  These  are  the  elements  which 
Kilbourn  contends  are  not  disclosed  by  Himer.  The  contention  is 
based  on  the  failure  of  Himer  to  show  or  refer  to  pickers  for  lifting 
and  lowering  the  needles  in  the  narrowing  and  widening  operations. 
In  Himer's  specification  as  filed,  however,  reference  is  made  to 
ordinary  stocking-knitters  and  to  a  cam  which  when  controlled  by 
proper  mechanism  may  be  used  as  a  pull-down  cam  to  lower  the 
needles  after  knitting  a  heel  or  toe  pocket  and  also  to  cams  which 
may  be  used  in  conjunction  with  other  mechanism  at  the  commence- 
ment of  the  formation  of  the  heel  and  toe  pockets  as  needle-raising 
cams.  These  references,  in  view  of  the  general  use  of  pickers  upon 
stocking-knitters,  would,  it  is  believed,  unmistakably  inform  those 
skilled  in  the  art  that  the  devices  shown  by  Hirner  are  to  be  used  in 
practice  with  the  usual  pickers  for  widening  and  narrowing.  An 
example  of  such  pickers  is  found  in  Patent  No.  471,220,  granted 
March  22,  1892,  to  Hirner.  The  discussion  of  the  sufficiency  of 
Himer's  disclosure  to  support  the  claims  which  is  found  in  the  report 
of  the  Primary  Examiner  is  believed  to  be  in  the  main  correct.  In 
view  thereof  further  discussion  of  the  question  here  is  unnecessary. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Hirner  is  afflrmedi 
H.  Doc.  641,  5»-2 ^25 
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LiZOTTE  V.  NeUBERTH. 

Decided  April  24,  1906. 

(124  O.  a,  1842.) 

1.  Intbrfebbnok — Motion  to  Dissolve — ^Transmission. 

Where  L.  moves  to  dissolve  on  the  ground  of  no  interference  in  fact  and 
in  support  of  this  ground  alleges  that  the  claims  in  issue  are  not  patent- 
able unless  given  a  construction  which  precludes  N.  from  making  them  in 
his  application,  Held  that  the  matters  alleged  do' not  involve  the  question 
of  non-interference  in  fact  and  that  the  motion  should  not  be  construed 
as  relating  to  the  question  of  right  to  make  the  claims  and  should  not  be 
transmitted  to  the  Primary  Examiner. 

2.  Same — Same — Same. 

Where  L.,  in  support  of  his  motion  to  dissolve  on  the  ground  that  N. 
lias  no  right  to  make  the  claims,  alleges  as  a  reason  tliat  N.'s  original  dis- 
closure is  insufficient  to  support  the  claims  and  that  his  specification  and 
claims  were  unduly  enlarged  and  broadened,  Held  that  in  the  absence  of 
any  indication  as  to  whether  L.'s  motion  is  directed  to  all  or  part  of  the 
claims  in  issue  and  in  the  absence  of  any  specific  statement  as  to  which 
elements  of  the  claims  are  not  supported  by  the  original  disclosure  the 
motion  stiould  not  be  transmitted  to  the  Primary  Examiner. 

Appeal  on  Motion. 

machine  fob  covebino  studs. 

Messrs.  J.  P.  <&  H.  J.  Livermore  and  Mr.  Charles  L.  Sturtevant 
for  Lizotte. 
Mr.  Nelson  W.  Howard  and  Mr.  Benj.  Phillips  for  Neuberth. 

Allen,  Commissioner: 

This  is  an  appeal  by  Neuberth  from  the  decision  of  the  Examiner 
of  Interferences  transmitting  to  the  Primary  Examiner  a  motion 
for  dissolution  filed  by  Lizotte. 

Lizotte's  motion  alleges  as  the  first  ground  for  dissolution  that  the 
claims  are  not  patentable  in  view  of  certain  references  cited.  Neu- 
berth does  not  oppose  the  transmission  of  the  motion  as  to  this 
ground. 

The  second  ground  for  dissolution  alleges  that  there  is  no  inter- 
ference in  fact.  The  facts  stated  upon  which  Lizotte  founds  this 
ground  for  dissolution  are  that  if  the  counts  of  the  issue  are  given 
a  certain  construction  they  are  not  patentable  and  if  construed  to  be 
patentable  then  Neuberth  cannot  make  the  claims  corresponding  to 
the  counts.  The  Examiner  of  Interferences  has  construed  this 
ground  of  the  motion  as  relating  to  the  right  of  Neuberth  to  make 
the  claims  and  as  so  construed  transmitted  the  motion.  While  one 
of  the  purposes  of  the  practice  of  requiring  motions  for  dissolution 
to  be  made  definite  and  clearly  indicative  of  the  points  upon  which 
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they  are  based  is  to  give  the  opposing  parties  information  as  to  the 
points  to  be  argued,  an  equally-important  purpose  is  to  relieve  the 
Office  from  the  burden  of  considering  motions  for  dissolution  which 
are  without  merit  and  brought  purely  for  the  purposes  of  delay. 
Still  another  purpose  is  to  restrict  the  arguments  to  facts  which  have 
a  material  bearing  upon  the  ground  for  dissolution  stated.  Mani- 
festly the  facts  which  are  alleged  in  this  case  in  support  of  the  motion 
for  dissolution  on  the  ground  of  non-interference  in  fact  have  no 
bearing  on  this  question.  No  reason  appears  for  construing  the 
allegation  of  non-interference  in  fact  to  the  right  to  make  the  claims, 
especially  as  the  right  to  make  the  claims  already  appears  as  the 
third  and  fourth  grounds  of  the  motion. 

It  is  urged  that  the  motion  to  dissolve  as  to  the  third  ground  should 
not  have  been  transmitted,  as  Lizotte  has  not  specified  the  feature  or 
features  upon  which  this  ground  is  based.  The  substance  of  this 
ground  for  dissolution  is  that  Neuberth  has  no  right  to  make  count 
7  of  the  issue,  provided  a  certain  construction  be  placed  upon  the 
term  "  studs,"  which  appears  in  this  count.  This  ground  for  disso- 
lution is  thought  to  be  sufficiently  definite. 

The  fourth  ground  for  dissolution  is : 

That  the  party  Neuberth  has  no  right  to  make  the  claims  because  his  original 
disclosure  is  insufficient  to  support  the  claims,  if  construed  to  cover  the  inven- 
tion as  applicable  to  studs  generically,  including  lacing-studs;  and  that  his 
specification  and  claims  were  unduly  enlarged  and  broadened  by  the  insertion 
of  new  matter  after  the  application  had  been  filed. 

The  motion  does  not  specify  whether  Lizotte  will  urge  in  his 
arguments  that  Neuberth  has  no  right  to  make  all  of  the  claims 
corresponding  to  the  counts  of  the  issue  or  some  particular  claim 
or  claims.  Neuberth  is  clearly  entitled  to  more  definite  information 
in  this  respect.  The  motion  further  states  that  the  original  dis- 
closure is  insufficient  to  support  the  claims,  but  does  not  specify 
which  element  or  elements  of  the  claims  are  not  supported  by  the 
original  disclosure.  It  is  not  to  be  supposed  that  all  of  the  elements 
of  the  claims  are  unsupported  by  the  original  disclosure,  and  there- 
fore the  particular  element  or  elements  should  be  designated.  The 
motion  also  states  that  the  specification  and  claims  have  been  unduly 
enlarged  and  broadened  by  the  insertion  of  new  matter.  The  new 
matter  should  be  identified.  It  is  clearly  unnecessary  to  cause  the 
opposing  party  to  search  through  the  records  of  his  case  to  determine' 
if  possible  wherein  the  alleged  new  matter  consists  when  the  matter 
in  question  may  be  pointed  out  with  very  little  labor  on  the  part 
of  the  moving  party. 

The  decision  of  the  Examiner  of  Interferences  transmitting  the 
motion  to  dissolve  on  the  four  grounds  stated  is  reversed  as  to  the 
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second  and  fourth  grounds,  and  Lizotte  is  given  fifteen  days  in 
which  to  amend  his  motion  to  accord  with  the  views  expressed  in  this 
decision. 


Ex  PARTE   VOLKMANN    AND   TrUAX. 

Decided  April  24,  1906, 
(124  O.  G..  1843.) 

PATENTABnJTT — ^ADDITION    AND   SUBTRACTION    OF   PaBTS — MECHANICAL    SKILL. 

To  increase  or  decrease  the  number  of  intermediate  gear-wheels  In  the 
train  of  gearing  of  a  timepiece  from  the  number  shown  in  the  reference 
to  accommodate  the  mechanism  to  the  size  of  the  case  and  still  maintain 
the  proper  value  between  the  rate  of  revolution  of  the  minute  and  hour 
hands  is  within  the  skill  of  the  mechanic  familiar  with  the  art  and  does  not 
involve  invention. 

Appeal  from  Examiners-in-Chief. 

TIMEPIECE. 

Messrs.  Munn  cfc  Company  for  the  appellants. 
Allen,  CoTnmissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  rejection  by  the  Primary  Examiner  of  the  following 
claims  in  the  above-entitled  application : 

1.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  forming  • 
part  of  a  dial-train,  a  minute-hand  arbor,  a  pinion  secured  on  said  arbor  and 
meshing  with  the  gear-wheel  of  the  dial-train,  an  arl>or,  a  pinion  loose  on  the 
arbor  and  carrying  a  gear-wheel,  a  second  pinion  on  the  arbor  and  carrying 
a  second-hand,  an  intermediate  gear  meshing  with  the  first-named  pinion  of 
the  said  arbor  and  the  pinion  of  the  minute-hand  arbor,  and  a  loosely-mounted 
pinion  meshing  with  the  gear-wheel  carried  by  the  pinion  on  the  second  arlwr 
and  carrying  a  gear-wheel  meshing  with  the  second-hand  pinion. 

2.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  carrying  a 
pinion  and  forming  a  part  of  a  dial-train,  a  minute-hand  arbor,  a  pinion  secured 
to  the  arl>or  and  meshing  with  the  gear-wheel  of  the  dial-train,  an  hour-hand 
gear-wheel  loose  on  the  minute-hand  arbor  and  meshing  with  the  pinion  carried 
by  the  gear-wheel  of  the  dial-train,  a  second  arbor,  a  pinion  loose  on  the  arbor 
and  carrying  a  gear-wheel,  a  second-hand  pinion  also  on  the  said  second  arbor, 
an  intermediate  gear  between  the  pinion  of  the  minute-hand  arbor  and  tbe 
pinion  of  the  second  arbor  carrying  the  gear-wheel,  and  a  loose  pinion  meshing 
with  the  gear-wheel  of  the  second  arbor  and  carrying  a  gear-wheel  meshing 

0  with  the  second-hand  pinion. 

3.  In  a  stem-setting  timepiece,  the  combination  of  the  minute-hand  arbor,  a 
pinion  secured  thereto,  a  gear-wheel  loose  on  the  arbor,  a  gear-wheel  meshing 
with  the  pinion  of  the  said  arbor  and  forming  part  of  a  dial-train,  said  gear- 
wheel being  provided  with  a  pinion  meshing  wth  the  gear-wheel  of  the  arbor,  ft 
setting  mechanism  for  the  said  gear-wheel,  a  pinion  carrying  a  second-hand,  and 
gearing  between  the  said  pinion  and  the  pinion  on  the  minute-hand  arbor. 

4.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  forming  a  part 
of  a  dial-train,  a  setting  mechanism  for  the  said  gear-wheel,  a  minute-hand  artK>r, 
a  pinion  secured  on  said  arbor  and  meshing  with  the  gear-wheel  of  the  dial- 
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train,  an  arbor,  a  pinion  loose  on  the  arlx>r  and  carrying  a  gear-wheel,  a  second 
pinion  on  the  arbor  and  carrying  a  second-liand,  an  intermediate  gear  meshing 
with  the  first-named  pinion  of  the  said  arbor  and  the  pinion  of  the  minute-hand 
arbor,  and  a  loosely-mounted  pinion  meshing  with  the  gear-wheel  carried  by  the 
pinion  on  the  second  arbor  and  carrying  a  gear-wheel  meshing  with  the  second- 
hand pinion. 

5.  In  a  stem-setting  timepiece,  the  combination  of  a  gear-wheel  carrying  a 
pinion  and  forming  a  part  of  a  dial-train,  a  setting  mechanism  for  the  said 
gear-wheel,  a  minute-hand  arbor,  a  pinion  secured  to  the  arbor  and  meshing  with 
the  gear-wheel  of  the  dial-train,  an  hour-hand  gear-wheel  loose  on  the  minute- 
hand  arbor  and  meshing  with  the  pinion  carried  by  the  gear-wheel  of  the  dial- 
train,  a  second  arbor,  a  pinion  loose  on  the  arbor  and  carrying  a  gear-wheel,  a 
second-hand  pinion  also  on  the  said  second  arbor,  an  intermediate  gear  between 
the  pinion  of  the  minute-hand  arbor  and  the  pinion  of  the  second  arbor  carrying 
the  gear-wheel,  and  a  loose  pinion  meshing  with  the  geai(-wheel  of  the  second 
arbor  and  carrying  a  gear-wheel  meshing  with  the  second-hand  pinioii. 

6.  In  a  stem-setting  timepiece,  the  combination  of  a  setting  mechanism  includ- 
ing a  pinion,  a  gear-wheel  forming  a  part  of  a  dial-train  and  with  which  the 
pinion  of  the  setting  mechanism  Is  adapted  to  mesh,  a  pinion  carried  by  the 
gear-wheel,  a  minute-hand  arbor,  a  pinion  secured  to  the  arbor  and  meshing  with 
the  gear-wheel  of  the  dial-train,  an  hour-hand  gear-wheel  loose  on  the  minute- 
hand  arbor  and  meshing  with  the  pinion  carried  by  the  gear-wheel  of  the  dial- 
train,  a  second  arbor,  a  pinion  loose  on  the  arbor  and  carrying  a  gear-wheel,  a 
second-hand  pinion  also  on  the  said  second  arbor,  an  intermediate  gear  between 
the  pinion  of  the  minute-hand  arbor  and  the  pinion  of  the  second  arbor  carrying 
the  gear-wheel,  and  a  loose  pinion  meshing  with  the  gear-wheel  of  the  second 
arbor  and  carrying  a  gear-wheel  meshing  with  the  second-hand  pinion. 

7.  In  a  stem-setting  timepiece,  the  combination  of  a  setting  mechanism  in- 
cluding a  pinion,  and  a  train  of  gearing  forming  a  part  of  a  dial-train  for 
operating  the  minute,  hour,  and  seconds  hands  and  with  the  first  wheel  of  which 
the  pinion  of  the  setting  mechanism  Is  adapted  to  mesh,  whereby  provision  is 
made  for  causing  the  seconds-hand  to  move  at  all  times  in  unison  with  the 
minute-hand,  whether  the  watch  is  running  or  Is  being  set. 

The  references  are  patents  to  Thommen,  December  4,  1883,  No. 
289,728;  Terstegen,  March  20,  1888,  No.  379,833;  Bovet  and  Bessire, 
January  29,  1889,  No.  396,914;  Crook,  January  5,  1897,  No.  574,669. 

The  specification  states  the  nature  of  the  alleged  invention  as 
follows : 

The  Invention  relates  to  watches,  clocks  and  like  timepieces,  and  Its  object  is 
to  provide  certain  new  and  useful  Improvements  In  timepieces  whereby  the  sec- 
onds-hand can^be  set  from  the  stem  and  at  any  point  desired,  and  the  seconds- 
hand  agrees  at  all  times  with  the  minute-hand. 

To  accomplish  this  result,  the  applicants  positively  connect  the 
minute-hand  with  the  seconds-hand  by  a  train  of  gearing  and  pro- 
vide a  setting  device  having  the  usual  mechanism  to  be  thrown  into 
engagement  with  the  train  of  gearing  for  shifting  the  hands. 

Claim  1  covers  the  train  of  gearing  connecting  the  minute  and  sec- 
onds hands,  while  claim  2  adds  to  this  the  gearing  connecting  the 
hour-hand  with  the  minute-hand.  The  Crook  reference  shows  the 
hour,  minute,  and  seconds  hands  positively  connected  by  a  train  of 


Digitized  by  VjOOQ IC 


874  DECISIONS  OP  THE   COMMISSIONEB  OF  PATENTS. 

gearing  substantially  the  same  as  that  called  for  in  these  claims,  ex- 
cept for  the  omission  of  the  intermediate  gear  H  and  the  pinion  I  and 
gear-wheel  N  carried  thereby.  As  stated  by  the  United  States  Cir- 
cuit Court  of  Appeals  in  the  case  of  New  Departure  Bell  Company  v. 
Bevin  Brothers  Manufacturing  Company^  (C.  D.,  1896,428;  75  O.  G., 
2196:) 

The  insertion  of  an  additional  gear  and  pinion  wheel  in  a  train  of  such  wheels 
arranged  to  transmit  motion  is  certainly  not  invention. 

To  increase  or  decrease  the  number  of  intermediate  gear-wheels  in 
the  train  to  accommodate  the  mechanism  to  the  size  of  the  case  and 
still  maintain  the  proper  ratio  between  the  rate  of  revolution  of  the 
minute  and  seconds  hands  is  believed  to  be  within  the  skill  of  a  me- 
chanic familiar  with  the  art.  The  device  of  the  application  appears 
to  possess  no  particular  advantage  over  that  of  the  reference. 

The  mechanism  called  for  in  claims  3  and  7  is  shown  in  the  patent 
to  Crook,  supray  except  the  setting  mechanism  for  shifting  the  hands. 
Similar  setting  mechanism,  however,  is  common  in  the  a^,  as  shown 
by  the  patent  to  Thommen.  To  apply  this  setting  device  to  operate 
the  mechanism  of  Crook  in  the  same  way  that  it  is  used  in  the  Thom- 
men device  clearly  does  not  involve  invention. 

Claims  4,  5,  and  6  include,  in  addition  to  the  mechanism  covered 
by  claims  3  and  7,  the  intermediate  gear  and  the  pinion  and  gear- 
wheel as  a  part  of  the  train  of  gearing.  In  distussing  claims  1  and  2, 
aupra^  it  was  held,  however,  that  these  elements  do  not  impart  pat- 
entability to  the  claims. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex   PARTE    HeRCULT. 

Decided  April  26,  1906, 

(124  O.  G.,  1843.) 
Reissue. 

Held  that  a  patent  upon  an  apparatus  cannot  be  reissued  for  the  purpose 
of  incorporating  claims  to  a  process. 

Appeal  from  Examiners-in-Chief. 

ELECTRIC   FUBNACE. 

/ 

Messrs.  A.  C.  Fraser  &  Company  for  the  appellant. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
refusing  to  allow  an  application  for  reissue  containing  the  following 
claims : 

1.  In  the  manufacture  of  soft  metals  such  as  chromium,  manganese  or  iron 
by  means  of  an  electric  furnace,  the  method  which  consists  in  plajing  two 
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separate  arcs  in  series  througb  an  insalating  layer  of  slag  between  the  metal  on 
the  one  hand,  and  the  two  carbon  electrodes  on  the  other  hand. 

2.  In  the  manufacture  of  metals  having  a  strong  affinity  for  carbon,  such  as 
chromium,  manganese,  iron,  or  the  like,  by  means  of  an  electric  furnace  with 
carbon  electrodes,  the  method  which  consists  in  submitting  the  charge  to  the 
heat  of  electric  arcs  between  the  electrodes  and  the  metal  itself,  and  regulating 
the  arcs  so  as  to  avoid  contact  of  the  electrodes  with  the  metal. 

3.  In  the  manufacture  of  metals  having  a  strong  affinity  for  carbon,  such  as 
chromium,  manganese,  iron  or  the  like,  by  means  of  an  electric  furnace  with 
carbon  electrodes,  the  method  which  consists  in  passing  the  current  from  one 
electrode  into  and  through  the  metal,  thence  through  another  electrode,  and 
regulating  the  position  of  each  electrode  separately,  so  as  to  avoid  contact 
thereof  with  the  metal. 

4.  In  the  manufacture  of  metals  having  a  strong  affinity  for  carbon,  such  as 
chromium,  manganese,  iron,  or  the  like,  by  means  of  an  electric  furnace  with 
carbon  electrodes,  the  method  which  consists  In  maintaining  a  layer  of  non- 
conducting slag  between  the  end  of  an  electrode  and  the  molten  metal,  so  as 
to  avoid  the  combining  of  the  carbon  of  the  electrode  with  the  metal. 

5.  In  an  electric  furnace,  the  combination  of  a  crucible  adapted  to  carry  a 
bath  of  molten  material,  two  electrodes  supported  above  it  and  connected  in 
series,  a  conductor  in  position  to  effect  contact  with  material  contained  in  the 
crucible  and  a  voltmeter  in  shunt  l)etween  one  of  said  electrodes  and  said  con- 
ductor, said  conductor  consisting  of  a  rod  passing  through  the  refractory 
material  of  the  crucible  and  projecting  outside  and  inside  of  tlie  same  whereby 
the  portion  of  the  rod  which  is  melted  is  replaced  by  molten  material  which 
fills  up  the  space  and  thus  insures  good  conductivity. 

The  application  is  for  the  reissue  of  a  patent  containing  a  single 
claim  directed  to  the  construction  of  an  electric  furnace.  The  claim 
of  the  patent  is  present  claim  5  of  the  reissue  application.  Claims  1, 
2,  8,  and  4  of  the  reissue  application  are  directed  to  the  process  of 
smelting  metals.  These  claims  have  been  refused  on  the  ground  that 
they  cover  a  different  invention  from  that  of  the  patent 

It  is  contended  by  appellant  that  a  reissue  may  be  granted  for  sub- 
ject-matter which  was  intended  to  be  claimed  in  the  original  patent. 
The  intention  to  claim  the  process  is  alleged  to  be  shown  in  the  pres- 
ent case  by  the  fact  that  the  process  covered  by  claims  1,  2,  3,  and  4  is 
described  in  the  patent.  It  is  stated  that  the  applicant,  being  a  for- 
eigner, was  of  the  impression  that  the  description  in  a  patent  deter- 
mined its  scope  and  that  therefore  the  patent  as  granted  covered  the 
process  described.  Having  discovered  that  the  patent  did  not  cover 
the  process  described,  patentee  now  comes  asking  for  a  reissued  pat- 
ent with  claims  to  the  process. 

The  question  of  whether  there  was  an  intention  to  claim  the  process 
in  the  original  patent  does  not  appear  to  have  any  material  bearing 
on  the  present  case.  It  is  clear  that  the  claim  of  the  patent  was  for 
a  machine,  and  it  is  well  established  that  a  patent  for  a  machine  will 
not  sustain  a  reissue  for  a  process.  The  Supreme  Court  in  the  case 
of  Heald  v.  Bice  (C.  D.,  1882,  215;  21  O.  G.,  1443)  has  stated  con- 
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cerning  the  reissue  of  a  machine  patent  for  the  purpose  of  claiming 
the  process  of  operating  that  machine : 

The  two  Inventions  are  distinct,  and  a  patent  originally  issued  for  one  can- 
not lawfully  be  surrendered  as  the  basis  for  the  reissue  of  the  other. 

In  the  case  of  James  v.  Campbell  (C.  D.,  1882,  67;  21  O.  G.,  337; 
104  U.  S.,  357)  the  same  Court  stated : 

Letters  Patent  for  a  machine  cannot  be  reissued  for  the  pun^se  of  claiming 
the  process  of  operating  that  class  of  machines ;  because,  if  the  claim  for  the 
process  Is  anything  more  than  for  the  use  of  the  particular  machine  patented. 
It  is  for  a  different  hiventlon. 

And  again  in  the  case  of  Wing  v.  Anthony  (106  U.  S.,  142:) 

It  is  quite  clear  that  the  original  patent  covers  a  mechanism  to  accomplish  a 
specific  result,  and  that  the  reissued  patent  covers  the  process  by  which  that 
result  Is  attained,  without  regard  to  the  mechanism  used  to  accomplish  it.  The 
reissue  Is,  therefore,  much  broader  than  the  original  patent,  and  covers  every 
mechanism  which  can  be  contrived  to  carry  on  the  process. 

The  patent  in  this  case  was  held  to  be  invalid ;  likewise  in  the  case 
of  Eachua  v.  Brownell  (C.  D.,  1885,  601;  33  O.  G.,  1265;  115  U.  S. 
429.)  The  original  patent  was  for  a  machine  and  was  construed  by 
the  Court  to  be  for  a  different  invention  from  that  of  the  reissued 
patent,  which  was  for  a  process.  It  is  believed  that  if  a  reissued  pat- 
ent be  granted  for  the  process  claimed  the  same  would  be  void.  The 
claims  are  therefore  refused. 

The  decision  of  the  Examiners-in-Chief  is  a-ffirmed. 


Ex  PARTE  E.  C.  Atkins  &  Compant. 

Decided  May  23,  1906. 

(124  O.  G.,  1844.) 

Trade-Mabk  Application — Division — Practice. 

The  question  of  division  of  an  application  for  registration  of  a  trade- 
mark will  not  be  reviewed  upon  petition.     It  must  be  presented  by  appeal. 

On  Petition. 

TBADIC-MABK  FOB  TOOLS  FOB  FITTING  AND  SHABPBNING  SAWS. 

Messrs.  Bradford  d*  Hood  for  the  applicants, 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
holding — 

The  applicant's  goods  as  presented  cover  files  and  saw-sets.  Manifestly  these 
goods  are  not  of  the  same  descriptive  properties  and  cannot  be  included  In  a 
single  application  in  the  form  presented. 
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The  portion  of  the  applicants'  statement  regarding  the  goods  to 
which  the  mark  is  appropriated  is : 

The  class  of  merchandise  to  which  the  trade-mark  is  appropriated  is  tools  and 
cutting  instruments,  and  the  particular  description  of  goods  comprised  in  said 
class  upon  which  said  trade-mark  is  used  is  tools  for  fitting  and  sharpening  saws. 

The  question  raised  by  the  Examiner  is  one  of  division ;  but  the 
applicants'  statement  of  goods  is  too  indefinite  to  permit  proper  deter- 
mination thereof.  The  specific  tools  upon  which  the  mark  has  been 
used  should  be  enumerated.  Moreover,  had  the  statement  furnished 
been  specific  the  question  of  division  would  not  have  been  decided 
upon  this  petition,  as  that  question  is  one  of  merits  and  must  be  pre- 
sented by  appeal. 

The  petition  is  dismissed. 


OuTCAULT  V.  The  New  York  Herald  Company. 

Decided  June  6,  1906, 

(124  O.  G.,  1844.0 

1.  Tbade-Mabkb — OpposmoN. 

Where  the  opposer  made  drawings  to  which  he  applied  the  words  "  Buster  " 
and  "Buster  Bro^n**  and  sold  them  to  The  New  York  Herald  CJompany 
and  the  latter  published  tlie  drawings,  Held  that  the  opposition  should  not 
be  dismissed  on  demurrer,  as  the  rights  of  the  parties  may  depend  upon 
facts  not  available  for  the  purpose  of  such  a  decision,  such  facts,  for  ex- 
ample, as  the  manner  in  which  the  mark  was  applied  by  The  New  York 
Herald  CJompany  and  the  relations  between  the  parties  at  the  time  the 
mark  was  adopted. 

2.  Same — Same. 

The  granting  of  a  preliminary  injunction  in  the  case  of  New  York  Herald 
Company  v.  The  Star  Company,  Held  not  to  govern  the  present  case,  for  the 
reason  that  the  affidavits  upon  which  that  decision  was  based  would  not, 
even  if  properly  in  the  record  of  this  case,  form  a  proper  basis  for  dismiss- 
ing the  opposition. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MABKS    FOB    COMIC    PUBLICATIONS,    BOOKS,    AND    COMIC    SECTIONS    OF    NEWS- 
PAPERS. 

Messrs.  Mason^  Fenwick  &  Lawrence  for  Outcault. 

Mr.  William  A.  Megrath  for  The  New  York  Herald  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  Outcault  from  the  decision  of  the  Examiner  of 
Interferences  sustaining  the  demurrer  of  the  New  York  Herald  Com- 
pany and  dismissing  the  notice  of  opposition. 
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The  New  York  Herald  Company  is  an  applicant  for  registration 
of  the  word  "  Buster  "  as  a  trade-mark  for  comic  sections  or  pages  of 
newspapers.  Outcault  is  an  opposer,  under  section  6  of  the  Trade- 
Mark  Act,  of  registration  to  the  applicant.  The  Examiner  of  Inter- 
ferences held,  after  consideration  of  affidavits,  briefs,  and  oral  argu- 
ments presented  in  connection  with  a  demurrer  by  the  applicant,  that 
the  opposer  has  not  presented  such  a  prima  facie  showing  as  to  war- 
rant continuation  of  proceedings.  It  is  from  that  decision  that  the 
present  appeal  has  been  taken. 

I  am  of  the  opinion  that  the  decision  of  the  Examiner  of  Interfer- 
ences is  in  error.  It  is  alleged  by  Outcault  that  he  created  from  week 
to  week  comic  drawings  having  certain  well-defined  characteristics 
and  that  he  applied  such  word  as  "  Buster  "  and  "  Buster  Brown  " 
thereto  and  sold  them  to  the  New  York  Herald  Company  and  that 
they  were  published  in  this  company's  newspaper  and  form  the  basis 
of  its  claim  to  registration.  Outcault  makes,  among  others,  the  fol- 
lowing contentions :  first,  that  the  use  of  the  mark  "  Buster  "  in  the 
newspaper  of  the  New  York  Herald  Company  was  not  as  the  title  or 
mark  of  a  newspaper  or  portion  thereof,  but  as  a  title  or  mark  for  the 
pictures  of  definite  characteristics  which  were  published  therein  from 
the  drawings  furnished  by  him ;  second,  that  the  New  York  Herald 
Company  has  no  right  to  the  mark  for  pictures,  because  that  right 
was  acquired  by  him  through  his  prior  adoption  of  the  mark  upon 
the  drawings.  If  these  contentions  are  soimd,  it  would  seem  that 
the  application  of  the  New  York  Herald  Company  should  be  rejected. 
Whether  they  are  sound  depends  upon  facts  which  are  not  available 
for  the  purposes  of  this  decision.  Such  facts,  for  example,  would  be 
the  manner  in  which  the  mark  was  applied  by  the  New  York  Herald 
Company  in  the  successive  editions  of  its  paper  and  the  relations  be- 
tween the  New  York  Herald  Company  and  Outcault  at  the  time  of 
adoption  of  the  mark.  I  am  satisfied  that,  so  far  as  can  be  deter- 
mined from  the  admission  of  Outcault,  it  is  possible  that  he  may  sus- 
tain, in  the  course  of  further  proceedings,  his  opposition  to  registra- 
tion by  the  applicant. 

In  arriving  at  a  contrary  conclusion  the  Examiner  of  Interferences 
referred  to  the  recent  decision  of  Judge  Lacombe  in  the  case  of  The 
New  York  Herald  Company  v.  The  Star  Company^  granting  an  in- 
junction pendente  lite  to  restrain  The  Star  Company  from  issuing 
the  trade-mark  "  Buster  Brown  "  as  a  title  or  heading  for  comic 
sections  of  newspapers.  In  that  decision  (which  has  been  sustained 
upon  appeal)  it  is  stated : 

It  is  not  disputed,  it  could  not  be  seriously  disputed  under  the  authorities, 
that  the  title  of  a  publication  may  become  a  trade-mark.    Who  was  the  first 
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I^ersoii  to  inyent  tbe  name  or  suggest  its  use  in  some  other  connection  is  not 
material,  the  question  is  "  Who  first  used  It  as  tbe  title  of  a  comic  section  of  a 
newspaper?  " 

A  comic  section  may  consist  of  a  single  page  as  well  as  of  four  pages;  It 
may  be  a  subsection  of  a  larger  section  also  comic,  but  is  none  the  less  a 
•'  section." 

And  it  was  found  to  be  positively  and  clearly  shown  by  affidavits 
that  the  New  York  Herald  Company  was  the  first  to  use  the  mark 
in  question  as  the  title  of  a  comic  section  of  a  newspaper.  The  affi- 
davits referred  to  by  Judge  Lacombe  would  not  form  a  proper 
basis  for  a  final  decision  here  dismissing  the  notice  of  opposition, 
even  if  they  were  properly  in  this  case.  The  Examiner  of  Inter- 
ferences found  in  Outcault's  affidavit  in  this  proceeding  an  admission 
that  the  New  York  Herald  Company  had  used  the  mark  as  the 
title  of  a  comic  section  of  a  newspaper.  I  do  not  find  that  such  an 
admission  is  made.  The  publication  in  the  applicant's  newspaper  of 
drawings  to  which  a  certain  mark  had  been  applied  which  is  ad- 
mitted, does  not  establish  that  the  mark  was  used  as  a  title  for  the 
paper  or  any  portion  thereof  so  as  to  establish  a  right  thereto,  not- 
withstanding any  right  which  might  have  been  acquired  by  others 
to  the  mark  for  the  pictures  per  se. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


TOWNSEND  V.   COPELAND   V.   RoBINSON. 

Decided  June  22, 1906, 

(124  O.  G..  1845.) 

iNTmFBBXNCE — MOTION  TO  AMEND  ISSUE — TRANSMISSION  OF. 

Where  a  motion  to  amend  the  Issue  was  hronght  long  after  the  time  speci- 
fied in  the  rules  and  no  excuse  was  given  for  the  delay,  but  the  motion  was 
transmitted  at  the  original  hearing  on  the  understanding  that  the  opposite 
parties  waived  objection  by  failure  to  oppose  transmission.  Held  on  rehear- 
ing that  in  view  of  vigorous  opposition  the  motion  should  not  be  trans- 
mitted. 
Same — Rehearing — Practice. 

Where  a  protest  was  filed  by  one  of  the  parties  against  consideration  upon 
rehearing  on  the  ground  that  due  notice  of  the  filing  of  the  motion  for 
rehearing  and  a  copy  thereof  were  not  served  upon  him.  Held  that  the  prac- 
tice does  not  require  notice  of  the  filing  of  the  motion  and  that  a  notice  by 
the  Office  of  the  time  and  place  of  rehearing  and  of  the  matter  to  be  recon- 
sidered is  sufficient 
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Appeal  on  Motion. 

BICYCUS. 

Mr.  T,  Hart  Anderson  and  Mr,  Melville  Church  for  Townsend. 
Mr.  Gales  P.  Moore  for  Copeland. 
Mr.  William  Robinson  pro  se. 

Allen,  Commissioner: 

This  case  comes  before  me  on  a  rehearing  of  the  appeal  by  Robin- 
son from  a  decision  of  the  Examiner  of  Interferences  denying  Rob- 
inson's motion  to  transmit  a  motion  to  amend  the  issue. 

Robinson's  motion  to  amend  the  issue  does  not  come  within  the 
provisions  of  Rule  109.  The  proposed  claims^  are  claims  not  made 
by  either  of  the  opposing  parties  and  were  asserted  by  Robinson  for 
the  first  time  in  this  motion.  The  motion  is  objectionable  in  that  it 
was  brought  long  after  the  time  specified  in  the  rules  for  bringing 
such  motions,  for  which  no  excuse  is  given.  Moreover,  it  is  the 
second  motion  which  Robinson  has  brought  to  amend  the  issue,  and 
no  reason  is  given  why  these  claims  could  not  have  been  embodied 
in  the  first  motion.  The  present  motion  to  amend  the  issue  was  trans- 
mitted by  my  prior  decision  upon  this  appeal  notwithstanding  these 
objections,  because,  as  then  understood,  Copeland  and  Robinson 
waived  the  objections  by  failure  to  oppose  transmission ;  but  my 
attention  has  been  directed  to  the  fact  that  these  parties  did  oppose, 
and  do  now  vigorously  oppose,  the  transmission  of  this  motion. 
This  opposition  puts  a  different  aspect  upon  the  question  of  trans- 
mission. The  objections  to  the  motion  to  amend  the  issue  are  of  a 
character  which  are  permitted  for  the  protection  of  the  parties. 
They  are  such  in  this  case  that  the  motion  should  not  be  transmitted 
when  they  are  not  waived  by  the  parties  interested  in  their  enforce- 
ment. 

Robinson  has  filed  a  protest  against  consideration  upon  rehearing 
on  the  ground  that  due  notice  of  the  filing  of  the  motion  for  rehear- 
ing and  a  copy  thereof  were  not  served  upon  him.  It  is  further  as- 
serted by  him  that  he  was  not  advised  until  the  rehearing  was  had 
to  what  appeal  the  same  pertained.  As  to  lack  of  notice  of  the  filing 
of  the  motion,  the  practice  does  not  require  that  notice  be  served 
of  a  motion  for  rehearing.  A  notice  by  the  Office  of  the  time  and 
place  of  rehearing  and  of  the  matter  to  be  reconsidered  is  sufficient 
In  this  case  it  appears  that  the  Office  gave  notice  that  a  rehearing 
of  an  appeal  on  motion  had  been  granted  and  that  such  rehearing 
was  fixed  for  a  date  six  days  subsequent  to  the  date  of  the  notice. 
This  notice  did  not  state  specifically  what  appeal  was  to  be  reheard ; 
but  as  only  one  appeal  on  motion  had  been  taken  and  disposed  of 
since  December",  1905,  the  particular  matter  referred  to  could  not  be 
in  serious  doubt.    Moreover,  the  fact  that  the  protestant  made  no 
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inquiry  of  the  Office  as  to  the  particular  matter  set  for  rehearing 
indicates  that  he  understood  to  what  the  notice  referred.  Further- 
more, as  all  parties  have  had  a  full  opportunity  to  argue  the  points 
involved  a  further  argument  is  unnecessary. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  trans- 
mit Robinson's  motion  to  amend  the  issue  is  affirmed. 


LowRY  AND  Cowley  v.  Spoon. 

Decided  September  21, 1906, 

(124  O.  G.,  1846.) 

1.    INTERFEBENCE — APPEAL  ON    MOTION. 

The  appellee's  motion  that  an  appeal  to  the  Commissioner  from  the 
decision  of  the  Examiner  of  Interferences  on  a  motion  for  leave  to  take 
testimony  be  dismissed  on  the  ground  that  the  question  is  reviewable  by 
the  Ck)mmis8ioner  only  after  having  been  passed  on  by  the  Examiners-in- 
Chief  denied. 
2   Same — Inoperativeness — Testimony. 

Where  a  party  moves  for  leave  to  take  testimony  relative  to  the  operative- 
ness  of  the  structure  described  in  his  opponent's  application,  Held  that  he 
should  not,  as  a  prerequisite  to  the  granting  of  the  motion,  be  required  to 
make  an  absolutely  conclusive  showing  of  inoperativeness  in  his  opponent's 
device. 

3.  Same — Same — Same. 

Where  a  party  to  an  interference  moves  for  leave  to  take  testimony  to 
support  his  allegation  that  the  structure  described  in  his  opponent's  applica- 
tion is  inoperative,  and  it  appears  that  it  would  be  a  matter  of  great  diffi- 
culty to  decide  the  question  of  operatlveness  from  a  mere  inspection  of  the 
application,  and  it  cannot  be  determined  that  a  decision  so  arrived  at 
would  be  the  same  as  the  conclusions  which  would  be  reached  in  the  light 
of  the  information  that  might  be  derived  from  witnesses  expert  in  the  art 
to  which  the  invention  relates,  Held  that  the  motion  for  leave  to  take  testi- 
mony should  be  granted. 

4.  Same — Motion — Appeal. 

Where  the  patentability  of  a  party's  claim  is  contested  on  final  hearing  as 
provided  in  Rule  130,  and  one  of  the  parties  moves  for  leave  to  take  testi- 
mony. Held  that  the  decision  of  the  Examineii  of  Interferences  on  the  mo- 
tion will  be  regarded  as  final  and  that  no  appeal  therefrom  will  be  enter- 
tained. 

Appeal  on  Motion. 

APPABATUS  FOB  BALING  FIBBOUS  OB  OTHEB  MATEBIAL. 

Mr.  Oliver  R,  Mitchell  and  Mr,  A,  V.  Cushman  for  Lowry  and 
Cowley. 
Mr.  Cyrus  Kehr  for  Spoon. 

Moore,  Acting  Commissioner: 

This  case  comes  before  me  on  appeal  by  Spoon  from  the  decision  of 
the  Examiner  of  Interferences  granting  Lowry  and  Cowley's  motion 
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for  leave  to  take  testimony  regarding  the  operativeness  of  the  struc- 
ture disclosed  in  Spoon's  application.  Lowry  and  Cowley  have 
moved  that  the  appeal  be  dismissed,  it  being  contended  that  the  ques- 
tion raised  by  the  appeal  is  not  properly  reviewable  by  the  Commis- 
sioner until  after  having  been  passed  on  by  the  Examiners-in-Chief . 
This  contention  is  clearly  untenable,  and  the  motion  is  denied. 

In  the  decisions  rendered  in  this  case  (antey  224;  122  O.  G.,  2687) 
and  in  Browne  v.  Stroud  (ante^  226 ;  122  O.  G.,  2688)  it  was  held  that 
where  the  question  of  priority  was  dependent  upon  the  operativeness 
of  the  device  disclosed  in  the  application  of  one  of  the  parties  and  the 
other  party  desired  to  take  testimony  relative  to  that  question  he 
should  be  required  to  make  a  showing  of  inoperativeness  in  his 
opponent's  device  not  extending  to  his  own  and  should  show  that  the 
testimony  which  he  proposed  to  take  was  of  a  character  to  justify 
such  action.  The  requirement  for  a  preliminary  showing  was  made 
for  the  reason  that  in  many  cases  the  question  of  operativeness  can  be 
determined  from  the  applications,  thus  rendering  the  expense  and 
delay  incident  to  taking  testimony  unnecessary.  It  was  not  intended 
that  a  party  desiring  to  raise  this  question  should  be  required  to 
make  an  absolutely  conclusive  showing  or  that  the  matter  should  be 
exhaustively  considered  by  the  Examiner  of  Interferences  and  again 
by  the  Commissioner  on  appeal.  To  require  such  a  showing  and  such 
a  consideration  of  the  question  would  subvert  the  purpose  for  which 
the  practice  was  instituted — viz.,  the  avoidance  of  unnecessary  ex- 
pense and  delay. 

Spoon's  machine  involved  in  this  interference  appears  from  the 
record  to  be  of  a  wholly  novel  type  and  designed  to  bale  cotton  by  a 
series  of  operations  radically  different  from  any  heretofore  per- 
formed, the  record  indicating  that  neither  Spoon  nor  any  one  else, 
so  far  as  known,  has  ever  built  a  machine  according  to  his  applica- 
tion. Lowry  and  Cowley,  in  support  of  their  motion,  presented  the 
affidavits  of  several  experts  relative  to  imperfections  which  they  think 
would  render  a  machine  built  in  accordance  with  Spoon's  application 
absolutely  inoperative.  An  inspection  of  the  Spoon  application  and 
the  record  of  this  and  related  interferences  in  which  the  same  ques- 
tion has  been  considered  indicates  that  it  would  be  a  matter  of  great 
difficulty  to  decide  the  question  of  operativeness  from  a  mere  inspec- 
tion of  the  application  and  that  it  cannot  be  determined  at  this  time 
that  a  decision  so  arrived  at  would  be  the  same  as  the  conclusions 
which  would  be  reached  in  the  light  of  the  iiiformation  that  might 
be  derived  from  witnesses  expert  in  the  art.  Gteorge  A.  Lowry,  who 
made  an  affidavit  in  support  of  the  motion,  stated  that  he  would  be 
able  to  demonstrate  by  mechanical  means  the  inoperativeness  of  the 
Spoon  severing  mechanism,  which  is  the  mechanism  involved  in  this 
interference.    If  such  evidence  can  be  produced,  it  would  be  unjust 
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to  proceed  to  a  final  determination  of  the  case  without  giving  Lowry 
and  Cowley  an  opportunity  to  take  testimony. 

The  contention  made  in  behalf  of  Spoon  that  the  question  of  the 
operativeness  of  his  mechanism  is  res  adjudicata  by  reason  of  the 
proceedings  in  other  interferences  is  clearly  untenable.  The  pro- 
ceedings in  those  interferences  are  not  a  part  of  the  record  of  this 
case,  the  parties  are  not  identical,  and  the  decisions  arrived  at  were 
in  some  instances  based  on  ex  parte  affidavits,  which  obviously  are 
an  insufficient  foundation  for  a  final  decision  in  a  contested  case. 

The  other  assignments  of  error  set  forth  in  the  brief  filed  in  behalf 
of  Spoon  have  been  considered  in  detail,'  but  no  reason  is  found 
therein  justifying  a  conclusion  different  from  that  arrived  at  by  the 
Examiner  of  Interferences. 

I  am  of  the  opinion  that  in  those  cases  where  the  patentability  of  a 
party's  claim  is  contested  on  final  hearing  before  the  Examiner  of 
Interferences,  as  provided  in  Eule  180,  whether  because  of  alleged 
inoperativeness  or  for  other  reasons,  and  one  of  the  parties  desires 
to  take  testimony  relative  to  the  matter  in  issue  the  question  of 
granting  leave  to  take  such  testimony  should  be  left  in  the  discretion 
of  the  Examiner  of  Interferences,  and  his  decision  on  that  question 
should  be  final.  In  the  future  no  appeals  will  be  entertained  from 
decisions  of  the  Examiner  of  Interferences  on  motions  for  leave  to 
take  testimony  relative  to  the  matters  referred  to  above. 

The  decision  of  the  Examiner  of  Interferences  is  affvrmed. 


Ex  PARTE  McNeil  and  Sturtevant. 
Decided  May  16,  1906. 

(124  O.  G.,  2177.) 

1.  Claims — Novelty  Must  Be  Specified. 

The  patentability  of  claims  cannot  properly  be  predicated  on  alleged 
differences  of  construction  which  are  not  specified  therein. 

2.  Patentabiutt— New  Use. 

Patentable  novelty  cannot  be  predicated  merely  on  a  difference  in  the 
relation  between  the  parts  of  a  mechanism  and  the  material  operated 
upon  by  such  mechanism.  There  Is  Involved  no  new  use  of  an  old  mech- 
anism. 

Appeal  from  Examiners-in-Chief. 

BEWINO-MACHINE. 

Mr.  Charles  L.  Sturtevant  for  the  applicants. 

Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  de- 
nying the  patentability  of  certain  claims  covering  a  trimmer  mechan- 
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ism  for  sewing-machines.  Eight  claims  are  presented  for  considera- 
tion; but  the  substance  of  all  of  them  is  well  represented  in  claims 
2  and  5,  which  are  as  follows : 

2.  In  a  sewing-machine,  the  combination  with  suitable  stitch-forming  mech- 
anism, a  work-support,  mechanism  for  feeding  a  plurality  of  thicknesses  of 
fabric  to  the  stitch-forming  mechanism,  a  trimming  mechanism,  comprising 
two  members,  one  operating  above  the  work-support  and  having  its  upper  sur- 
face serving  as  a  support  for  the  upper  layer  of  fabric  and  to  separate  the 
layers  of  fabric,  and  having  its  lower  edge  cooperating  with  the  other  trim- 
ming member  to  sever  the  lower  layer  of  fabric,  said  separating  member  of  the 
trimmer  deflecting  the  severed  edge  from  the  body  portion  of  the  fabric;  sul)- 
stantially  as  described. 

5.  A  sewing-machine  having  suitable  stitch-forming  mechanism  for  uniting 
two  layers  of  fabric,  a  work-support  and  a  trimming  device,  means  beneath  the 
work-support  for  operating  the  trimming  device,  said  trimming  device  includ- 
ing cooperating  cutting  members,  one  of  said  members  extending  upwardly  and 
forwardly  aiwve  the  work-support  and  having  a  forwardly-tapered  end  to 
penetrate  beneath  the  superposed  layers  of  fabric,  thereby  separating  said 
layers,  the  upper  edge  of  said  member  forming  a  support  for  said  upper  layer 
and  the  lower  edge  of  said  member  cooperating  with  the  other  trimming  mem- 
ber to  cut  the  lower  layer,  and  the  rear  portions  of  said  member  serving  to 
laterally  deflect  the  severed  portion  of  the  lower  layer;  substantially  as 
described. 

The  references  are  the  patents  to  Borton  et  aZ.,  March  28,  1882, 
No.  255,578;   Willcox,  June  28,  1887,  No.  365,716. 

The  mechanism  covered  by  the  claims  consists,  essentially,  of  a 
trimmer  for  sewing-machines  adapted  to  cut  oflF  the  edge  of  the 
lower  of  two  pieces  of  fabric  which  are  being  sewed  together,  adja- 
cent the  line  of  stitching,  the  trimmer  consisting  of  a  lower  fixed 
blade  and  a  movable  blade  pivoted  below  the  work-support,  but  ex- 
tending upwardly  and  forwardly  above  the  work-support,  such  upper 
blade  extending  between  and  separating  the  pieces  of  material  and 
supporting  the  upper  ply  while  it  reciprocates  up  and  down  to  cut 
the  lower  ply^ 

The  patentability  of  claims  1,  2,  and  3  was  considered  by  me  on 
an  appeal  from  a  decision  of  the  Examiners-in-Chief  on  a  motion 
to  dissolve,  and  in  the  decision  rendered  on  that  appeal  the  claims 
were  held  unpatentable  in  view  of  the  above  references.  Reconsider- 
ation discloses  no  reason  for  modifying  the  views  then  expressed. 
These  claims  are  therefore  held  to  be  unpatentable. 

Claims  4,  5,  6,  7,  and  8  are  also  believed  to  lack  patentable  novelty 
in  view  of  the  patents  to  Borton  et  al.  and  Willcox.  These  claims 
cover  a  work-support,  a  feeding  mechanism,  and  a  stitch-forming 
mechanism  in  combination  with  a  specific  construction  of  trimmer 
mechanism.  The  patent  to  Borton  et  al.  shows  a  trimmer  mechanism 
which  responds  to  the  structural  terms  of  the  claims  in  every  detail. 
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It  includes  an  upper  trimmer-blade  extending  above  the  work-sup- 
port upwardly  and  forwardly  and  has  a  cutting  edge  directed  down- 
wardly. Appellants  contend  that  the  claims  are  patentable  because 
the  trimmer  mechanism  shown  in  the  patent  was  not  intended  to  be 
used  to  support  a  part  of  the  material  operated  upon,  as  in  their 
device,  nor  could  it  be  so  used,  because  of  the  presence  of  a  presser- 
foot  of  such  a  construction  as  would  prevent  the  material  from  being 
lifted  and  held  in  the  manner  described  in  their  specification.  This 
contention  is  without  force  in  view  of  the  failure  of  the  claims  to 
include  the  presser-foot  and  the  differences  between  such  presser- 
foot  and  that  of  the  references,  upon  which  structural  differences  the 
differences  in  operation  seem  to  depend.  The  claims  appear  to  be 
drawn  upon  the  theory  that  the  differences  in  operation  are  due  to 
the  omission  of  the  presser-foot  of  the  reference;  but  the  fact  that 
appellants  use  a  presser-foot,  and  must  use  one,  shows  that  this 
theory  is  unsound. 

Nor  are  the  claims  patentable  on  the  ground  that  appellants  have 
found  a  new  use  for  the  old  trimmer  mechanism.  The  function  of 
appellants'  trimmer  mechanism  is  precisely  the  same  as  the  trimmer 
mechanism  shown  in  the  patent — that  of  trimming  or  cutting  the 
material  adjacent  the  line  of  stitching.  It  is  true  that  appellants 
arrange  the  fabric  to  be  stitched  in  a  way  different  from  that  contem- 
plated by  the  patentee;  but  this  arrangement  of  material  to  be 
operated  upon  does  not  change  the  function  or  character  of  the 
mechanism  itself,  and  for  this  reason  patentable  novelty  of  the 
mechanism  cannot  be  predicated  on  this  change.  Moreover,  the 
patent  to  Willcox  shows  the  material  arranged  in  the  same  way 
with  respect  to  a  trimmer  mechanism  having  a  similar  operation. 
Claims  4,  5,  6,  7,  and  8  are  therefore  considered  devoid  of  patentable 
novelty. 

The  decision  of  the  Examiners-in-Chief  is  aiflrmed. 


Ex  PARTE   S.    C.   HeRBST  IMPORTING  COMPANY. 
Bedded  June  11,  1906. 

(124  O.  G.,  217a) 

Tbade-Mabk — ^Anticipation. 

Held  that  the  words  "ChanceUor  Club"  as  a  trade-mark  for  cocktails 
would  be  confused  in  the  mind  of  the  purchasing  public  with  the  prior 
registered  mark  **  Club  Cocktails  "  for  the  same  class  of  goods,  and  regis- 
tration refused. 

H.  Doc  641,  5^2 21^ 
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On  Appeal. 

TRADE-MARK  FOR  ALOOHOUC  LIQUORS. 

Messrs.  Bacon  c&  Milans  for  the  applicant. 
Allen,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Chancellor  Club  "  as  a  trade- 
mark for  cocktails. 

The  Examiner's  action  is.  based  upon  the  registration  by  G.  F. 
Heublein  &  Bro.,  No.  28,441,  June  23,  1896,  of  the  words  "Club 
Cocktails"  as  a  trade-mark  for  mixed  drinks,  and  the  decision  in 
Jleublein  et  ah  v.  Adams  et  al.  (125  Fed.  Bep.,  782)  is  cited  in  sup- 
port of  his  position. 

I  agree  with  the  Examiner  that  the  words  "  Chancellor  Club  "  as 
a  mark  for  cocktails  would  be  confused  in  the  mind  of  the  purchas- 
ing public  with  the  prior  registered  mark  "  Club  Cocktails  "  for  the 
same  goods.  Sufficient  reasons  for  this  conclusion  are  set  forth  by 
Judge  Colt  in  the  decision  above  cited,  holding  "Club  Cocktails '^ 
to  be  infringed  by  '*  Boston  Club  Cocktails."  That  decision  does 
not  depend  exclusively  upon  grounds  of  unfair  competition,  as  the 
applicant  seems  to  contend.     It  is  stated  therein : 

Assuming,  however,  that  the  word  was  inDocently  adopted  by  the  defendants, 
it  still  remains  true  that  the  effect  of  such  adoption  must  be  upon  all  the  facts 
and  circumstances  disclosed  in  the  proofs,  to  deceive  the  public  and  injure  a 
rival  manufacturer. 

Nor  do  I  find  any  basis  in  the  full  opinion  rendered  in  that  case  for 
the  applicant's  suggestion  that  the  conclusion  reached  was  due  to  the 
geographical  significance  of  the  word  "  Boston  "  in  the  defendants' 
mark.  The  real  basis  for  the  decision  in  that  case,  to  my  mind,  is 
found  in  the  following  portion  thereof : 

The  word  "  Club  "  is  a  kind  of  catch-word  by  which  these  goods  are  known 
in  the  trade  and  among  consumers.     *     *     ♦ 

This  finding  with  regard  to  the  mark  of  the  complainant  (the 
registrant  here)  is  undoubtedly  correct  and  is  sufficient  to  justify  re- 
fusal of  the  registration  sought  by  the  applicant. 

The  decision  of  the  Examiner  of  Trade-Marks  ia  affirmed. 


Emmet  v.  Fullagar. 

Decided  July  21,  1906, 

(124  O.  G.,  2178.) 

1.   INTEBFEBENCE — REDUCTION  TO  PRACTICE — ^TEST  NECESSABY. 

Where  the  Invention  is  a  cover-strip  for  the  ends  of  the  hlades  of  a  tur- 
bine-wheel, Held  that  in  view  of  the  complex  conditions  under  which  the 
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device  operates  it  can  be  told  with  certainty  that  it  will  satisfactorily  per- 
form its  function  only  after  subjecting  the  device  to  tests  under  the  con- 
ditions of  actual  use. 

2.  Same — Same — EMdence  Insufficient. 

Where  the  evidence  shows  that  a  segment  of  a  turbine-wheel  was  con- 
structed as  an  experimental  device  and  was  subjected  to  certain  tests  to 
determine  the  strength  of  riveting,  but  there  is  no  evidence  as  to  the  nature 
of  these  tests  or  the  strain  to  which  the  riveting  was  subjected.  Held  insuf- 
ficient to  enable  a  determination  to  be  made  whether  the  testimony  that  the 
result  of  the  test  was  satisfactory  is  Justified  and  that  even  if  the  test 
demonstrated  the  suflaciency  of  the  riveting  it  did  not  demonstrate  the  prac- 
ticability of  the  invention. 

3.  Same — Evidence — Sufficiency  of  Objection. 

Where  objection  was  made  at  the  hearing  to  certain  alleged  working 
drawings  introduced  in  evidence  on  the  ground  that  they  are  blue-prints, 
and  therefore  secondary  evidence,  but  no  specific  objection  on  this  ground 
was  made  at  the  time,  but  merely  the  one  general  objection  at  the  close  of 
the  deposition  of  the  witness  during  whose  testimony  they  were  introduced, 
to  the  effect  that  the  deposition  of  the  witness  is  objected  to  as  being 
irrelevant  and  incompetent  and  that  this  objection  also  includes  the  exhibits. 
Held  that  this  objection  was  insufficient  to  entile  it  to  consideration. 

4.  Same — Right  to  Make  Claims — Basis  fob  Awabd  of  Pbioritt. 

In  view  of  the  holding  by  the  court  of  appeals  in  Podlesak  v.  Mclnnemey 
(post,  558;  120  O.  G.,  2127)  and  by  the  Commissioner  in  Pohle  v.  McKnight 
(C.  D.,  1905,  549;  119  O.  G.,  2519)  and  Kilboum  v.  Himer  (ante,  161;  122 
O.  G.,  729)  that  the  question  of  the  right  of  a  party  to  make  the  claims 
may  be  considered  aft  a  basis  for  an  award  of  priority,  the  right  of  F.  to 
make  the  claim  of  the  issue  is  given  consideration  and  it  is  found  that  his 
original  application  did  not  disclose  the  complete  invention  of  the  issue, 
that  consequently  he  has  no  right  to  the  claim  forming  the  issue,  and  that 
E.  is  therefore  entitled  to  the  award  of  priority. 

Appeal  from  Examiners-in-Chief. 

TUBBINE. 

Mr,  A.  G,  Davis  and  Messrs.  Dyer  <&  Dyer  for  Emmet.    {Mr, 
Richard  N,  Dyer  of  counsel.) 
Mr.  A.  S.  Pattison  for  FuUagar.    {Mr.  Charles  F.  Fitts  of  counsel.) 

Allen,  Commissioner: 

This  is  an  appeal  by  Fullagar  from  the  decision  of  the  Examiners- 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Emmet  upon  the  following  issue : 

As  an  article  of  manufacture,  a  cover  for  the  ends  of  turbine  blades  or 
buckets,  comprising  a  sheet  or  strip  of  metal  having  notches  or  slots  at  the  ends, 
and  two  or  more  openings  between  the  ends,  the  said  openings  having  parallel 
sides  and  curved  ends. 

The  subject-matter  of  the  invention  in  controversy  is  a  strip  of 
metal  having  notches  in  its  ends,  and  openings,  having  parallel  sides 
and  curved  ends,  at  intervals  between  the  ends  of  the  strip.    Said 
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strip  is  designed  to  serve  as  the  cover-plate  for  the  ends  of  turbine 
blades  or  buckets.  The  tenons  at  the  ends  of  the  buckets  pass  through 
the  openings  in  the  strip  and  are  riveted  down  to  hold  the  strip  in 
place. 

Fullagar,  the  senior  party,  has  a  patent,  No.  746,061,  issued  De- 
cember 8,  1903,  on  an  application  filed  September  16,  1901.  Enmiet 
filed  his  application  February  24, 1902.  The  applications  were  there- 
fore concurrently  pending,  and  Fullagar  is  entitled  to  no  advantage 
by  reason  of  his  patent. 

Fullagar,  a  foreign  inventor,  has  taken  no  testimony,  but  relies 
upon  his  record  date.  Enmiet  alleged  in  his  preliminary  statement 
a  date  of  conception  and  disclosure  in  February,  1901,  the  making 
of  a  model  in  March,  1901,  and  a  reduction  to  practice  in  June,  1901. 

The  Examiner  of  Interferences  awarded  priority  of  invention  to 
Fullagar  on  the  ground  that,  although  Emmet  was  the  first  to  con- 
ceive the  invention,  he  did  not  reduce  it  to  practice  until  after 
Fullagar's  filing  date  and  was  not  diligent  in  reducing  to  practice. 

The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner 
of  Interferences  and  held  that  Emmet  was  the  first  to  reduce  to 
practice,  as  well  as  the  first  to  conceive.  They  also  held  that  Fulla- 
gar's  application  as  filed  did  not  disclose  the  invention  of  the  issue 
and  that  even  if  Emmet  had  taken  no  testimony  he  would  still  be 
entitled  to  the  award  of  priority. 

I  am  of  the  opinion  that  the  decision  of  the  Examiner  of  Inter- 
ferences is  right  in  holding  that  the  evidence  fails  to  establish  satis- 
factorily a  reduction  to  practice  and  due  diligence  on  the  part  of 
Emmet,  but  that  the  decision  of  the  Examiners-in-Chief  is  correct 
in  finding  that  FuUagar's  original  application  did  not  disclose  the 
invention  of  the  issue  and  that  priority  of  invention  must,  therefore, 
be  awarded  to  Emmet. 

For  the  purpose  of  considering  the  question  whether  Emmet  has 
sustained  the  burden  cast  upon  him  by  reason  of  his  later  filing 
date  of  establishing  prior  reduction  to  practice,  or  subsequent  reduc- 
tion to  practice  coupled  with  diligence,  it  will  be  assumed  that 
Emmet's  original  application  disclosed  the  invention  of  the  issue, 
as  found  by  the  Examiner  of  Interferences. 

Fullagar  contends  that  Emmet's  proofs  are  defective  and  that  he 
has  failed  to  establish  definitely  a  date  of  conception  or  reduction 
to  practice  prior  to  the  filing  date  of  his  application,  also  that  the 
Examiners-in-Chief  erred  in  holding  that  Fullagar's  original  appli- 
cation does  not  disclose  the  invention  of  the  issue. 

The  testimony  of  Emmet  and  his  two  witnesses,  Mortensen  and 
Wilson,  is  believed  to  establish  satisfactorily  a  conception  of  the  in- 
vention by  Emmet  in  the  year  1901,  as  found  by  both  of  the  lower 
tribunals. 
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Emmet  testifies  that  he  is  the  chief  engineer  of  the  turbine  work 
of  the  General  Electric  Company  and  that  he  conceived  the  invention 
of  the  issue  in  January,  1901,  At  that  time  they  were  building  their 
first  large  commercial  turbines,  and  he  considered  the  methods  pre- 
viously used  with  turbines  of  this  type  mechanically  objectionable. 
He  states  (Q.  6)  that  he  gave  instructions  to  Mortensen,  the  foreman 
of  the  turbine  shop,  concerning  a  model  for  the  purpose  of  demon- 
strating the  mechanical  practicability  of  the  invention;  that  this 
model  was  made  in  February,  1901,  and  tested  to  determine  the 
strength  of  riveting,  after  which  Emmet  says  he  believes  the  model 
was  lost  or  thrown  away.     (Q.  8.) 

Emmet  further  testifies  that  at  the  time  he  conceived  the  invention 
of  the  issue  he  was  considering  also  the  case  of  a  cylindrical  tenon  at 
the  top  of  the  bucket,  as  well  as  the  approximately  square  one  shown 
in  his  application,  and  that  he  gave  instructions  to  Mortensen  as  to 
only  those  two  forms,  that  the  form  of  projection  on  the  sample  sec- 
tion made  by  Mortensen  was  the  same  as  described  in  the  applica- 
tion in  this  interference,  and  that  the  shape  of  the  projection  being 
approximately  square  it  was  alluded  to  as  a  square  projection.  (Q. 
16.) 

The  witness  Mortensen  testifies  that  on  January  19,  1901,  he  took 
charge  of  steam-turbine  work  for  the  General  Electric  Company 
(Q.  4)  and  that  Emmet  disclosed  the  invention  of  the  issue  to  him 
on  February  4,  1901.  He  fixes  the  date  by  his  note-book,  produced 
at  the  examination,  but  not  put  in  evidence,  in  which  he  says  the 
entries  were  made  on  the  dates  indicated  and  are  in  his  own  hand- 
writing in  every  instance.     (Q.  52.) 

Mortensen  further  testifies  as  follows : 

Q.  10.  If  you  have  any  note-book  entry  made  at  the  time  which  enables  you 
to  fix  the  date,  kindly  say  so  and  read  the  entry  on  the  record. 

A.  Under  date  of  February  4,  1901,  I  have  a  note  which  reads : 

**  Received  orders  from  Mr.  Emmet  and  Mr.  Curtis  to  make  two  segments 
for  a  bucket-wheel,  condenser  size,  of  500-kilowatt  turbine,  each  section  12 
inches  long,  to  be  provided  with  tets  for  band  in  sections." 

Q.  11.  This  note  In  your  note-book  appears  to  be  preceded  by  a  line  which 
may  have  some  bearing  on  the  subject.  Kindly  read  that  line  and  explain 
what,  if  any,  bearing  It  has. 

A.  It  reads  as  follows : 

"  Curtis  band  A".  O  tet,  Emmet  J"  Q"  The  round  is  designated  by  a  circle. 
The  square  is  designated  by  a  square. 

Q.  12.  Please  describe  more  fully  than  appears  from  your  note-book  entry 
the  construction  described  to  you  on  February  4,  1901,  particularly  that  indi- 
cated in  your  note-book  by  **  Emmet  Q  J"-" 

A.  Mr.  Emmet  on  February  4  instructed  me  to  produce  a  segment  of  a 
bucket-wheel,  with  backets  cut  and  with  a  projection  on  the  end  of  each  bucket 
Two  opposite  sides  to  be  determined  by  the  curvature  of  the  buckets ;  the  other 
two  opposite  sides  to  be  formed  as  a  ridge  in  the  middle  during  the  machining 
operation.    The  sides  to  be  parallel  with  the  sides  of  the  wheel. 
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Q.  13.  Your  memorandum  refers  to  "band  in  sections."  What,  If  any,  in- 
structions did  Mr.  Emmet  give  you  as  to  that? 

A.  I  was  instructed  to  malse  punchings  from  sheet-steel,  the  holes  in  same 
to  conform  to  shape  of  rlveting-tet  already  left  on  the  bucket-segment  and  to 
make  a  Joint  of  two  such  segments  of  bucket-covering,  the  Joints  to  meet  on 
the  middle  of  the  riveting-tet,  and  then  rivet  over  that  projected  through  the 
covering.    Well,  that's  about  all. 

Q.  14.  What  would  be  the  form  at  the  ends  of  the  covering-strip  if  made  in 
the  way  Mr.  Emmet  told  you? 

A.  The  ends  of  the  covering-strip  would  contain  one-half  of  the  shape  of  each 
individual  riveting-tet 

Although  the  character  used  in  the  note-book  indicates  a  square 
and  Mortensen  generally  refers  to  the  shape  of  the  tet  or  projection 
on  the  buckets  as  square,  when  asked  in  question  12  to  describe  the 
specific  combination  of  the  tet  he  had  referred  to  by  the  term 
"  square  "  his  answer,  quoted  above,  clearly  shows  that  he  meant  the 
construction  called  for  in  the  issue.  The  statement  "  two  opposite 
sides  to  be  determined  by  the  curvature  of  the  buckets"  in  said 
answer  refers  to  the  "  projection  "  in  the  preceding  line  and  no£  to 
the  "  bucket,"  as  contended  by  FuUagar.  This  answer  of  Mortensen, 
as  well  as  the  testimony  of  Emmet,  heretofore  noted,  clearly  refutes 
the  contentio^j  of  Fullagar  (p.  5  of  brief)  that  the  turbine-segment 
made  by  Mortensen  had  a  cover-strip  with  openings  actually  instead 
of  approximately  square,  or  as  called  for  by  the  issue. 

Mortensen  states  that  he  carried  out  Emmet's  instructions  and  that 
he  made  a  sketch  for  the  sample  ordered  by  Emmet  on  February  5, 
1901.  This  sketch,  introduced  in  evidence  as  "  Emmet's  Exhibit, 
Mortensen  Sketch  of  Feb.  5,  1901,"  bears  the  inscriptions  "  Experi- 
mental 500  KW  Turbine,  S.  O.  3751"  and  "  2-5-01-Mortensen." 
Mortensen  states  that  the  first  inscription  refers  to  the  first  500  kilo- 
watt turbine  built,  and  the  latter  indicates  the  date  of  the  sketch  and 
his  name.  (Qs.  21-23.)  He  says  that  within  the  following  three  or 
four  weeks  he  finished  a  sample  having  the  square  form  of  tet  and 
that  he  riveted  the  covers  himself  and  presented  it  to  Emmet,  that 
Emmet  told  him  "  to  make  a  test  for  strength  of  rivet,"  which  he  did, 
as  requested,  with  the  result  that  the  test  "was  satisfactory,  the 
strength  of  the  riveting  being  several  times  more  than  required," 
and  that  the  construction  of  bucket-cover  described  in  answers  to 
questions  13  and  14  "was  adopted  immediately  after  the  test  was 
made  for  manufacturing  purpose,  and  has  been  in  use  ever  since." 
(Qs.  32-34.) 

Although  the  sketch  mentioned  above  is  a  sectional  view  and  does 
not  show  the  shape  of  the  opening  in  the  cover-strip,  the  testimony 
of  Mortensen  makes  it  clear  that  they  were  of  the  form  called  for  in 
the  issue. 
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Concerning  this  sample,  the  witness  Wilson,  a  draftsman  for  the 
Greneral  Electric  Company,  testifies  that  Mortensen  came  to  his 
"  board  to  get  the  dimensions  of  buckets  for  the  purpose  of  making 
a  sample  bucket-cover,"  (Q.  15,)  that  he  saw  the  sample  Mortensen 
made,  and  that  later  Emmet  gave  it  to  him,  "  with  instructions  to  be 
put  on  all  future  turbines."  (Q.  17.)  Wilson  states  that  "  Emmet's 
Exhibit,  Working  Drawing  T-86,159  "  was  made  under  his  direction 
between  December  24, 1900,  and  April  19, 1901,  that  it  is  the  working 
drawing  of  the  wheel  details  of  a  500-kilowatt  turbine,  and  that  the 
bucket-covers  were  drawn  from  the  sample. 

The  Examiners-in-Chief  held  that  the  construction  of  this  sample 
cover-strip  was  a  reduction  to  practice  and  that  no  test  was  necessary 
on  account  of  the  simple  nature  of  the  invention. 

It  is  believed,  however,  that  this  invention  is  of  the  character  which 
requires  tests  under  the  condition  of  actual  use  to  constitute  a  reduc- 
tion to  practice.  In  practical  use  the  turbine  revolves  at  a  high  rate 
of  speed,  and  the  cover-strips  must  withstand  not  only  the  pressure 
of  the  steam,  but  a  high  centrifugal  force.  Moreover,  the  blades  and 
cover-strips  of  the  rotating  wheel  revolve  between  and  in  close  prox- 
imity to  fixed  rings  of  blades.  It  is  necessary,  therefore,  that  the 
cover-strips  and  blades  be  rigidly  held  in  place  and  that  there  be  no 
displacement  or  distortion.  The  invention  of  the  issue  is  not  a  com- 
plete turbine- wheel,  but  merely  a  cover  for  the  ends  of  turbine-blades, 
comprising  a  strip  of  metal  having  certain  specified  openings  and 
notches.  However,  since  the  purpose  of  the  strip  is  to  act  on  the 
cover  for  the  blades  of  the  turbine  it  must  be  capable  of  satisfactorily 
performing  its  functions  under  the  complex  conditions  of  actual  use. 
Whether  it  will  satisfactorily  do  this,  it  is  thought,  can  be  certainly 
ascertained  only  by  subjecting  the  device  to  tests  under  the  conditions 
of  actual  use.  The  fact  that  the  device  was  subjected  to  certain  tests 
shows  that  Emmet  considered  the  tests  necessary  to  demonstrate  the 
practicability  of  the  device.  {Gallagher  v.  Hien^  C.  D.,  1905,  624; 
116  O.  G.,  1330.) 

Were  these  tests  as  disclosed  by  the  evidence  sufficient  to  constitute 
a  reduction  to  practice  of  the  invention? 

The  evidence  shows  that  the  "  model  "  or  "  sample,"  consisting  of  a 
small  section  of  buckets  or  segment  of  a  turbine-wheel,  was  con- 
structed as  an  experiment  and,  as  stated  by  Emmet,  (Q.  14,)  "  for 
the  purpose  of  testing  the  strength  of  the  riveting  and  the  general 
practicability  of  the  method."  Emmet  states  that  "  the  model  was 
made  and  certain  tests  were  made  to  determine  the  strength  of  rivet- 
ing?" (Q«  ^0  but  he  says  nothing  of  the  nature  of  these  tests  or 
whether  they  were  satisfactory.  The  testimony  of  Mortensen  as  to 
the  testing  of  this  sample  device  is  very  meager  and  is  comprised  in 
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the  statements  ''  I  took  it  up  to  Mr.  Emmet,  and  he  told  me  to  make  a 
test  for  strength  of  rivet,  and  I  took  it  back  to  the  shop  and  did  as 
requested  and  sent  the  piece  back  to  Mr.  Emmet,"  (Q.  32,)  and  "  the 
result  was  satisfactory;  the  strength  of  the  riveting  being  several 
times  more  than  required."  (Q.  S3.)  The  facts  as  to  the  character 
of  this  test  are  set  forth  with  even  less  fullness  than  in  the  case  of 
Gallagher  v.  Hien,  (C.  D.,  1905,  624;  115  O.  G.,  1330.)  In  that  case 
the  Court  of  Appeals  of  the  District  of  Columbia  said: 

He  expresses  no  opinion  as  to  what  the  test  demonstrated  or  proved.  If 
anything,  nor  does  he  give  any  data  from  which  we  can  draw  the  conclusion 
that  the  test  proved  anything  of  value.  The  tests,  in  our  opinion  were  incon- 
clusive 'and  insufficient  upon  which  to  predicate  a  finding  that  they  proved 
the  practicability  of  the  invention. 

Although  Mortensen  states  that  the  result  was  satisfactory  and  the 
strength  of  riveting  more  than  required,  he  has  failed  to  state  the 
data  upon  which  he  based  his  opinion.  He  has  set  forth  no  facts, 
such  as  the  strain  to  which  the  rivets  were  subjected  or  what  he 
regarded  as  their  necessary  strength,  to  enable  the  court  to  determine 
whether  the  conclusion  is  justified  that  the  result  of  the  test  was 
satisfactory. 

Moreover,  even  if  the  test  demonstrated  the  suflBiciency  of  the  rivet- 
ing it  is  not  clear  that  this  demonstrated  the  practicability  of  the 
invention.  The  riveting  at  most  is  but  one  feature  to  be  considered 
in  determining  the  practicability  of  the  invention.  The  strength  of 
the  strip  itself,  the  necessity  of  maintaining  close-fitting  joints  be- 
tween the  several  cover-strips,  and  the  expansion  of  metal  when 
heated  by  steam  are  other  features  to  be  considered,  but  concerning 
which  the  testimony  is  silent. 

While  the  testimony  of  Mortensen  (Q.  34)  and  Emmet,  (Qs.  10 
and  23,)  that  this  form  of  cover-strip  was  at  once  adopted  after  this 
test  by  the  General  Electric  Company  as  their  standard  cover-strip 
and  has  been  applied  on  practically  all  the  turbines  built  by  it  since, 
tends  to  show  that  the  said  company  was  satisfied  theoretically  at  this 
time  that  the  invention  was  practical,  it  is  not  satisfactory  proof  of 
actual  reduction  to  practice. 

Emmet  apparently  did  not  claim  at  the  time  he  executed  his  pre- 
liminary statement  that  this  sample  device,  which  the  evidence  shows 
was  completed  in  March,  1901,  was  a  reduction  to  practice.  In  his 
preliminary  statement  he  alleged  that  he  "made  a  model  of  the 
invention  in  the  latter  part  of  the  month  of  March,  1901,"  and  that 
he  "  reduced  the  invention  to  practice  the  latter  part  of  the  month 
of  June,  1901." 

The  testimony  concerning  this  sample  or  model  shows  a  conception 
of  the  invention  by  Emmet  in  February,  1901,  as  alleged  in  his  pre- 
liminary statement,  but  fails  to  establish  a  reduction  to  practice. 
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Emmet  says  that  turbine-covers  of  this  construction  were  first 
made  for  commercial  use  in  connection  with  a  500-kilowatt  turbine, 
which  was  completed  about  October,  1901,  and  since  that  time  has 
been  and  is  still  in  operation  in  the  power  plant  of  the  Greneral  Elec- 
tric Company,  also  in  a  1, 500-kilowatt  turbine  begun  in  1901.  When 
shown  "Emmet's  Exhibit,  Working  Drawing  T-86,159,"  he  states 
that  it  is  the  working  drawing  showing  the  wheels  for  the  first  stage 
of  the  500-kilowatt  turbine  built  in  1901  and  that  it  shows  the  details 
of  the  bucket-cover;  also,  that  "Emmet's  Exhibit,  Working  Draw- 
ing T-86,159  "  is  the  working  drawing  for  the  wheels  of  the  first 
stage  of  the  1,500-kiloWatt  turbine.     (Qs.  25-27.) 

Mortensen  testifies  that  the  first  bucket-cover  sections  of  this  char- 
acter were  made  for  commercial  use  "  somewhere  around  March  4 
or  5,  1901."  He  says  that  he  is  enabled  to  fix  the  date  by  certain 
entries  under  date  of  March  4  and  March  5,  1901,  in  his  note-book 
concerning  punches  and  dies  which  were  first  used  in  punching 
covers  for  the  500-kilowatt  turbine.  He  states  that  the  first  500- 
kilowatt  turbine  was  completed  and  put  in  operation  in  October, 
1901,  and  has  been  used  ever  since  it  was  put  in  operation  in  the 
power-house  of  the  Schenectady  plant. 

Wilson  states  that  the  drawing  "  T-86,159  "  was  begun  by  him  on 
December  24,  1900,  and  finished  under  his  direction  by  N.  Ammens 
on  April  19,  1901,  that  the  drawing  is  a  working  drawing  and  shows 
the  wheel  details  of  the  500-kilowatt  turbine,  first  stage,  and  that 
parts  12,  13,  and  14  represent  the  bucket-covers,  (Q.  9;)  also,  that 
exhibit  "  T-86,159  "  was  made  on  June  12,  1901,  and  that  it  is  the 
working  drawing  of  the  next  turbine  built  and  shows  the  same 
bucket-cover  construction  as  drawing  "  T-86,159." 

These  exhibits  bear  the  names  of  the  draftsmen  and  dates  the  same 
as  given  by  Wilson.  That  these  drawings  show  the  invention  of  the 
issue  is  conceded  by  FuUagar.     (Page  9  of  brief.) 

These  so-called  working  drawings  T-86,159  and  T-86,195  were 
objected  to  at  the  hearing  on  the  ground  that  they  are  blue-prints, 
and  therefore  secondary  evidence.  They  were  introduced  in  evi- 
dence during  the  examination  of  the  witness  Wilson,  and  no  specific 
objection  on  this  ground  was  made  at  the  time.  In  so  far  as  any 
objection  was  made  to  these  exhibits  or  to  any  other  matter  during 
the  examination  of  this  witness,  it  appears  in  the  one  general  objec- 
tion at  the  close  of  the  deposition,  which  reads  as  follows : 

By  Mr.  Pattlson :  The  deposition  of  this  witness  is  objected  to  as  being  Irrele- 
vant, Incompetent  and  cross-examination  Is  waived.  This  objection  also  in- 
cludes the  exhibits. 

With  the  blue-print  exhibits  before  them  the  witnesses  Wilson  and 
Emmet  testify  that  they  are  the  working  drawings  for  the  turbines 
heretofore  mentioned.    FuUagar  assumes  that  they  are  blue-prints 

Digitized  by  VjOOQ IC 


894  DECISIONS  OP  THfi  COMBilSdlONKH  OF  ^A«BKTS. 

of  the  working  drawings  and  not  the  working  drawings  themselves, 
but  failed  to  develop  positively  the  truth  of  this  assumption  by 
cross-examination.  Although  Fullagar  was  represented  by  counsel 
at  the  examination,  cross-examination  was  waived  in  the  case  of 
each  witness. 

In  the  absence  of  impeaching  or  contradictory  testimony,  inherent 
improbabilities,  or  discrediting  circumstances  the  testimony  of  Em- 
met's witnesses  is  entitled  to  full  credit.  {Bradley  v.  Eccles^  138 
Fed.  Kep.,  911.)  In  the  recent  decision  of  the  Court  of  Appeals  of 
the  District  of  Columbia  in  Laos  and  Sponenburg  v.  Scott  {postj  621 ; 
122  O.  G.,  352)  the  Court  said: 

From  the  statement  of  the  witness,  opposing  counsel  might  reasonably  have 
apprehended  that  the  books,  if  called  for,  could  be  produced.  The  course  that 
he  pursued  In  refraining  from  pursuing  his  inquiry  concerning  the  boolt  entry 
was  one  that  would  have  suggested  itself  to  a  skilful  examiner  entertaining  the 
apprehension  before  suggested. 

Assuming  that  the  exhibits  are  blue-prints  of  the  original  working 
drawings,  as  contended  by  Fullagar,  the  question  is  presented  whether 
the  objection  of  Fullagar  noted  above  is  suflSciently  timely  or  specific 
to  entitle  it  to  consideration.  The  authorities  leave  no  room  for  doubt 
as  to  the  insufficiency  of  such  an  objection. 

In  the  case  of  Noonan  v.  Caledonia  Company^  (121  U.  S.,  393-400,) 
wherein  the  United  States  Supreme  Court  held  that  the  objection 
"  immaterial,  irrelevant  and  incompetent "  at  the  trial  did  not  include 
the  specific  objection  urged  later,  that  the  articles  of  •  incorporation 
were  not  sufficiently  authenticated  or  were  made  by  deputy  officers, 
the  Court  said : 

The  rule  is  universal  that  where  an  objection  is  so  general  as  not  to  indicate 
the  specific  grounds  upon  which  it  is  made,  it  is  unavailing  on  appeal  unless 
it  be  of  such  a  character  that  it  could  not  have  been  obviated  at  the  trial.  The 
authorities  on  this  point  are  all  one  way.  Objections  to  the  admission  of 
evidence  must  be  of  such  a  specific  character  as  to  indicate  distinctly  the 
grounds  upon  which  the  party  relies,  so  as  to  give  the  other  side  full  oppor- 
tunity to  obviate  them  at  the  time,  if  under  any  circumstances  that  can  be 
done. 

A  case  similar  to  the  present  one  is  that  of  Atkins  v.  Elwell^  (45 
N.  Y.,  753,  756,)  where  the  Court  said: 

It  is  now  sought  to  sustain  this  objection  on  the  ground  that  the  paper  read 
was  a  copy  and  not  the  original.  Such  does  not  appear  to  have  been  the 
explicit  objection  at  the  circuit  ♦  ♦  ♦  To  make  the  alleged  defect  in  the 
paper  itself  available  on  review,  the  attention  of  the  court  and  of  the  oppon- 
ents should  have  been  drawn  with  more  exactness  to  the  specific  ground  of 
the  objection  now  taken. 

In  Westinghouse  Electric  and  Manufacturing  Company  v.  Stanley 
Instrument  Company^  (133  Fed.  Rep.,  176,)  an  equity  case,  the 
Court  held : 

Inasmuch  as  the  respondent  did  not  make  specific  and  clear  objections  at  the 
time  when  it  should  have  made  them.  If  It  intended  to  rely  thereon,  we  give 

Digitized  by  VjOOQIc 


DECISIONS   OF   THE  C0MMIS8I0NEK   OP  PATENTS.  396 

no  weight  to  the  general  objection  interposed  at  the  close  of  Mr.  Page's  testi- 
mony, in.  the  following  language : 

"  Testimony  objected  to  in  whole  and  in  part,  as  incompetent  and  insufficient 
on  the  issue  of  priority  of  invention." 

In  no  view  of  the  rules  relating  to  objections  with  reference  to  testimony 
produced  in  Federal  courts,  can  one  sweeping  as  this  have  effect,  unless  it  is 
apparent  that  the  facts  intended  to  be  proved  in  whatever  form  produced, 
could  have  no  weight. 

To  the  like  effect  are  the  cases  of  Sigafua  v.  Porter^  (84  Fed.  Kep., 
430,  436;)  Hamilton  v.  Southern  Company^  (33  Fed.  Rep.,  562;) 
Fisher  v.  NeU,  (C.  D.,  1881,  144;  19  O.  G.,  603;  6  Fed.  Rep.,  89;) 
Doane  v.  Glenn^  (21  Wall.,  33,  35;)  Howard  v.  StUlwell  Company^ 
(139  U.  S.,  199,  206;)  International  Company  v.  Bennett^  (82  Fed. 
Rep.,  169.) 

But  a  single  case — that  of  the  circuit  court  in  Diamond  Drill  and 
Machine  Company  v.  Kelly  Brothers^  (120  Fed.  Rep.,  282,)  which 
appears  to  lay  down  a  contrary  ruling — is  cited  by  FuUagar. 

Although  the  500-kilowatt  turbine  was  not  introduced  in  evidence, 
entry  is  made  in  the  record  (p.  10)  of  the  offer  by  counsel  for  Emmet 
to  counsel  for  FuUagar  of  the  privilege  of  inspecting  it  in  the 
Schenectady  power  plant,  also  of  the  fact  that  counsel  for  FuUagar 
did  inspect  the  said  turbine.     (Page  11.) 

FuUagar  contends  (p.  11  of  brief)  that  although  his  counsel  in- 
spected the  turbine,  as  stated  in  Emmet's  record,  it  was  impossible 
to  see  whether  the  openings  in  the  buckets  had  curved  ends,  as 
called  for  in  the  issue,  on  account  of  the  expanded  ends  of  the  pro- 
jections. No  such  objection,  however,  appears  to  have  been  made  at 
the  time,  and  counsel  for  Emmet  states  in  his  brief,  (p.  23 :) 

♦  ♦  ♦  We  had  no  difficulty  in  determining  that  the  buclcet-covers  were  of 
the  construction  called  for  by  the  issue  and  identical  with  those  shown  in  the 
working  drawing  T-86,159. 

^  Concerning  the  completion  and  operation  of  this  turbine,  Emmet 
states  that  the  500-kilowatt  turbine  "  was  completed  about  October, 
1901,  and  since  that  time  has  been  in  operation  in  our  power-station," 
(Q.  11;)  that  the  bucket-covers  have  not  been  changed  since  1901, 
(Q.  20;)  also,  that  it  has  been  used  to  deliver  power  to  the  shop- 
circuits  of  the  General  Electric  Company  and  is  still  continued  in  use 
for  that  purpose.     (Qs.  29  and  30.) 

Mortensen  testifies  that  the  500-kilowatt  turbine  was  completed 
and  put  in  operation  in  October,  1901,  and  that — 

It  has  been  used  for  power-house  purposes;  to  what  extent  I  am  unable  to 
say.  In  the  old  power-house,  Schenectady  plant,  continuously  since  it  was  put 
in  operation.     (Qs.  46  and  47.) 

The  evidence  is  considered  to  establish  that  the  500-kilowatt  tur- 
bine embodied  the  invention  of  the  issue.  It  does  not,  however,  as 
satisfactorily  establish  that  the  turbine  was  completed  and  put  in 
operation  in  October,  1901.    Emmet  is  able  only  to  estimate  that  the 
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turbine  was  completed  about  October,  1901.  While  Morterisen  states 
that  it  was  completed  and  put  in  operation  in  October,  1901,  he  ap- 
pears to  rely  entirely  on  his  memory  as  to  a  date  three  and  a  half 
years  prior  to  the  time  the  testimony  was  given. 

There  is  no  positive  testimony  concerning  the  success  of  the  turbine 
when  first  put  in  operation  or  how  many  alterations  or  adjustments 
were  necessary.  Emmet  merely  states  that  the  bucket-covers  have 
not  been  changed  since  1901.  (Q.  20.)  The  testimony  of  Morten- 
sen  (Q.  34)  and  Emmet  (Q.  23)  that  this  form  of  bucket-cover  has 
been  used  continuously  and  in  large  numbers  on  their  turbines  smce 
it  was  adopted  on  the  500-kilowatt  turbine  indicates  the  ultimate 
success  of  the  invention ;  but  it  does  not  fix  the  date  of  the  successful 
operation  of  the  500-kilowatt  turbine. 

Assuming,  however,  that  the  invention  was  successfully  reduced  to 
practice  in  the  500-kilowatt  turbine  in  October,  1901,  the  earliest  date 
alleged  for  the  completion  and  operation  of  this  machine,  it  was  in 
the  month  following  Fullagar's  date  of  filing,  September  16,  1901, 
and  can  benefit  Emmet  only  in  case  he  was  exercising  diligence  at 
the  time  his  rival  entered  the  field. 

Emmet  states  that  the  work  on  the  500-kilowatt  turbine  built  in 
19Cfl  was  "  pushed  forward  as  rapidly  as  possible,"  (Q.  28;)  that  the 
work  was  "  carried  forward  on  a  rush  basis."     (Q.  13.) 

Mortensen,  in  answer  to  the  question  whether  the  work  on  the  first 
500-kilowatt  turbine  was  carried  on  vigorously  or  allowed  to  drag, 
states  that  "  it  was  carried  on  as  fast  as  possible."     (Q.  51.) 

Beyond  the  statement  of  Mortensen  that  "  a  standard  hand-press  " 
for  punching  the  cover-strips  was  received  on  June  24,  1901,  there  is 
no  testimony  as  to  facts  upon  which  the  exercise  of  diligence  may  be 
predicated.  It  is  possible,  if  the  facts  had  been  set  forth,  it  would 
satisfactorily  account  for  the  delay  of  nine  months,  from  February, 
1901,  to  October,  1901,  in  the  completion  of  the  turbine.  The  mere 
opinion  of  the  witnesses  that  the  work  was  "carried  on  as  fast  as 
possible  "  does  not  deny  but  that  interruptions  may  have  occurred  or 
the  worit  been  set  aside  for  the  prosecution  of  other  work  that  may 
have  been  considered  more  pressing.  There  is  no  evidence  whatever 
that  anything  was  being  done  on  or  about  the  time  Fullagar  entered 
the  field  on  September  16, 1901. 

It  is  found  that  the  eveidence  fails  to  establish  satisfactorily  actual 
reduction  to  practice  of  the  invention  of  the  issue  by  Emmet  prior  to 
his  constuctive  reduction  to  practice  by  the  filing  of  his  application 
on  February  24, 1902,  or  the  exercise  of  diligence  on  his  part  in  reduc- 
ing to  practice. 

The  Examiners-in-Chief  also  awarded  priority  of  invention  to 

►  Emmet  on  the  ground  that  Fullagar's  original  application  did  not 

disclose  the  invention  of  the  issue  and  that  Fullagar  is  therefore  not 
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entitled  to  the  record  date  of  filing  of  his  application,  September  16, 
1901,  as  a  date  of  constructive  reduction  to  practice. 

The  real  question  here  presented  is  the  right  of  Fullagar  to  make 
the  claim  forming  the  count  of  the  issue,  since  if  it  was  necessary  to 
insert  new  matter  by  amendment  as  a  basis  for  the  claim  of  the  issue 
Fullagar  has  no  right  to  the  claim. 

The  Court  of  Appeals  of  the  Di^rict  of  Columbia  in  the  case  of 
Podlesak  v.  Mclnnemey  {poat^  668;  120  O.  G.,  2127)  held  that  the 
question  of  the  right  of  a  party  to  make  a  claim  may  be  an  ancillary 
question  to  be  considered  in  awarding  priority  of  invention.  *  In  my 
decisions  in  the  cases  of  Pohle  v.  McKnight  (C.  D.,  1906,  649;  119 
O.  G.,  2619)  and  of  KUboum  v.  Himer  {ante,  161;  122  O.  G.,  729) 
certain  reasons  are  set  forth  why  the  question  of  the  right  to  make  the 
claims  may  be  considered  as  a  basis  for  an  award  of  priority  rather 
than  a  dissolution  of  the  interference. 

Under  the  practice  indicated  in  these  decisions  the  right  of  Ful- 
lagar to  make  the  claim  will  be  considered  as  ancillary  to  the  deter- 
mination of  the  award  of  priority. 

The  issue  calls  for  notches  or  slots  at  the  ends  of  the  cover-strip, 
and  openings  between  the  ends  of  the  strip  having  parallel  sides  and 
curved  ends.  No  mention  whatever  was  made  of  notches  at  the  ends 
of  the  strips  in  FuUagar's  original  specification,  nor  was  the  shape 
of  the  "  holes  k  "  given  in  said  specification.  All  reference  thereto 
has  been  inserted  by  amendment  since  the  application  was  filed. 
Openings  of  the  form  called  for  by  the  issue  are  shown  in  Fig. 
4  of  the  drawings;  but  no  notches  or  slots  are  shown,  the  figure 
indicating  that  the  ends  of  the  strip  are  broken  away.  Fig.  3  ap- 
parently ^ows  the  inner  strip  or  baflSer  provided  at  one  end  with  a 
notch  partially  encircling  the  blade ;  but  the  construction  of  the  other 
end  of  the  strip  is  not  shown.  The  side  view  of  the  device  in  Fig. 
1  shows  the  ends  of  the  inner  and  outer  strip  terminating  in  dif- 
ferent positions  with  respect  to  the  tenons,  while  each  of  these  ter- 
minates'in  a  different  relative  position  from  the  end  of  the  strip 
shown  in  Fig.  3.  This  fact  and  the  failure  to  mention  the  notch 
shown  in  Fig.  3  leave  it  uncertain  whether  the  termination  of  the 
end  of  the  strip  in  such  a  position  in  this  figure  as  to  show  a  notch 
rather  than  a  passage  was  anything  more  than  an  accident  of  the 
draftsman.  It  appears  certain  that  Fullagar  had  no  comprehension 
of  the  importance  of  the  notch  construction. 

Fullagar  contends  that  the  statement  in  the  original  specification, 
(p.  2,  lines  38-40,)  that  the  purpose  of  the  baffler  or  strip  is  to  "  pre- 
vent the  streams  of  the  working  fluid  while  passing  through  the 
turbine  from  spreading  radially,"  warrants  the  assumption  that  the 
other  end  of  the  strip  in  Fig.  3  is  intended  to  form  a  close  fit  with  the 
end  shown  and  must  therefore  also  be  provided  with  a  notch.    This, 
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however,  does  not  necessarily  follow,  for  one  end  of  the  strip  might 
be  provided  with  a  passage  instead  of  a  notch  and  lap  past  the  other 
end,  as  shown  in  FuUagar's  prior  patent.  No.  626,867,  mentioned 
in  the  Office  letter  of  March  23,  1903,  in  the  file  of  Fullagar's  patent 
involved  in  this  interference. 

To  hold  that  the  end  of  the  cover-strip  (not  shown  or  described  in 
the  original  FuUagar  application)  is  provided  with  a  notch  would  re- 
quire an  assumption  not  clearly  indicated  by  the  disclosure  and  nec^- 
sitate  a  departure  from  the  rule  followed  in  construing  Emmet's  testi- 
mony o*f  refusing  to  infer  facts  not  disclosed. 

In  Robinson  v.  Seelinger  (C.  D.,  1906,  640;  116  O.  G.,  1735)  the 
Court  of  Appeals  of  the  District  of  Columbia  said : 

However  this  may  be  the  case  must  be  decided  on  the  proofs  adduced  and  we 
are  not  authorized  to  supply  the  missing  linlES  and  base  a  decision  on  a  case  so 
made  up.  We  are  constrained  to  decide  the  case  upon  tlie  evidence  contained 
In  the  record,  leaving  the  appellant  to  any  other  remedy  the  law  may  give  him 
In  another  forum.  Should  this,  or  any  other  court,  predicate  its  decision  upon 
a  state  of  facts  not  disclosed,  but  only  thought  to  exist,  it  would  find  itself  in  an 
unknown  sea,  without  chart,  compass  or  rudder. 

The  records  of  the  cases  involved  in  this  interference  show  that 
Fullagar  did  not  originally  claim  any  particular  construction  of 
baffler  or  cover-strip.  On  January  26,  1903,  the  Primary  Examiner 
suggested  to  Fullagar  one  of  Emmet's  claims  for  the  purpose  of  an 
interference,  and  after  some  delay  Fullagar  finally,  on  April  28, 1903, 
made  the  suggested  claim  and  amended  his  specification  by  describing 
the  strip  as  provided  with  notches  in  its  ^nds  and  holes  of  the  form 
called  for  in  the  issue. 

An  interference  was  declared,  but  was  subsequently  dissolved  by 
the  Primary  Examiner.  The  issue  of  the  former  interference  was 
the  same  as  that  of  the  present  interference,  except  for  the  inclusion 
of  the  word  "  section  "  after  "  cover."  Upon  the  cancellation  of  the 
word  "  section  "  in  the  claim  by  Fullagar  his  application  was  allowed 
to  go  to  patent.  After  the  issue  of  the  patent  Emmet  copied  Fulla- 
gar's claim  16  and  demanded  the  present  interference. 

It  is  found  that  Fullagar's  original  application  did  not  disclose 
the  complete  invention  of  the  issue,  and  therefore  Fullagar  has  no 
right  to  the  claim  forming  the  issue  of  this  interference.  For  this 
reason  Emmet  is  entitled  to  the  award  of  priority. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Emmet  is  affirmed. 
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Johnson  y.  Mueseb. 

Decided  May  25, 1906. 

(124  O.  Gm  2588.) 

INTEBFEBENCE — CONCEPTION. 

Held  that  the  coDstnictioD  of  a  metal  bar  with  corrugated  sides,  the  rela- 
tive position  of  the  cormgations  on  the  respective  sides  being  accidental. 
Is  not  evidence  of  conception  of  the  invention  set  forth  in  a  claim  for  a 
metal  bar  provided  with  intermptions  in  the  surface  and  having  sabstan-> 
tiallj  the  same  cross-sectional  area  throughout  its  length. 

Appeal  from  Examiners-in-Chief. 

COBBUGATED  BAB. 

Messrs.  Carr  <&  Carr  and  Mr.  Edwin,  S.  Clarkson  for  Johnson. 
Mr.  William  R.  Baird  and  Mr.  Shipley  Brashears  for  Mueser. 

Ali^en,  Commissioner: 

This  is  an  appeal  by  Johnson  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Mueser. 

The  issue  is : 

1.  A  metal  bar  having  substantially  the  same  cross-sectional  area  throughout 
its  length,  for  use  as  a  core  to  he  embedded  in  concrete,  the  surface  of  all  of 
the  sides  of  which  Is  provided  with  a  large  number  of  interruptions  of  its 
continuity,  whereby  it  presents  a  8ut)stantially  continuous  but  actually  much 
interrupted  surface. 

2.  A  compound  bar  or  unit  of  construction  consisting  of  a  metal  bar  having 
substantially  the  same  cross-sectional  area  throughout  its  length  and  the  surface 
of  all  of  its  sides  provided  with  a  large  number  of  interruptions  of  its  continuity 
whereby  it  presents  a  substantially  continuous  but  actually  much  interrupted 
surface,  embedded  in  an  envelop  of  concrete. 

Mueser,  the  senior  party  to  the  interference,  has  taken  no  testimony 
and  is  therefore  relying  on  his  filing  date,  July  6,  1906,  for  his  date 
of  conception  and  reduction  to  practice.  Johnson  in  order  to  prevail 
must  establish  at  least  a  conception  of  the  invention  disclosed  by  the 
issue  prior  to  this  date. 

Johnson  has  alleged  <K)nception,  the  making  of  a  drawing,  and 
disclosure  on  October  1,  1898;  but  no  testimony  whatever  is  pre- 
sented to  support  these  allegations.  The  testimony  presented  by 
Johnson  does  establish  that  certain  corrugated  bars  were  made  in 
accordance  with  instructions  given  by  Johnson  in  the  fall  of  1898  and 
that  these  bars  were  placed  in  the  concrete  structure  of  the  Gratiot 
school  building  at  St.  Louis.  A  sample  of  these  bars  (Tudor  Sample 
Bar)  and  a  plaster  cast  and  wax  reproduction  (Johnson's  Exhibit 
Plaster  Cast)  of  the  bars  as  they  appear  in  the  Gratiot  building  are 
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presented  in  evidence.  The  Examiner  of  Interferences  held  that 
these  bars  do  not  embody  the  subject-matter  of  the  issue  of  the  inter- 
ference.   The  Examiners-in-Chief  reached  the  same  conclusion. 

I  am  also  of  the  opinion  that  these  bars  do  not  involve  the  inven- 
tion in  issue.  Johnson  in  his  testimony  admits  that  the  bar  illus- 
trated in  perspective  in  Figure  1  of  the  drawings  of  his  application 
is  an  improvement  upon  the  bar  which  was  employed  in  the  xx)nstruc- 
tion  of  the  Gratiot  school.  (X-Q.  35.)  In  describing  the  difference 
between  these  bars  Johnson  states,  (X-Q.  36:) 

The  bar  shown'  in  Fig.  1  has  what  I  would  caU  a  mathematicany-ezact  con- 
stant section,  whereas  the  bar  employed  In  the  Gratiot  school  had  only  an 
approximately  constant  section,  the  corrugations  being  shallow  and  short  and 
the  relative  position  on  the  same  on  the  different  sides  of  the  bar  being  alto- 
gether accidental,  so  that  it  had  a  constant  section  much  as  a  bar  of  quite 
rough  surface  would  have  a  constant  section,  but  would  nevertheless  vary 
considerably  or  at  least  might  vary  considerably  in  its  area  at  different 
points. 

One  of  the  essential  features  of  the  bar  forming  the  subject-matter 
of  this  interference  is  that  the  bar  shall  have  "  substantially  the  same 
cross-sectional  area  throughout  its  length."  It  is  clear  from  the 
testimony  and  Johnson's  own  statements  that  the  bars  used  in  the 
Gratiot  school  building  do  not  embody  this  structure. 

At  a  later  period  Johnson  made  another  bar,  (Mueser  Exhibit 
Johnson  Intermediate  Bar.)  (Johnson,  X-Qs.  47-48.)  This  bar 
differs  from  his  first  bar  in  that  the  ribs  are  much  narrower  than 
the  spaces  between  them.  It  clearly  does  not  embody  the  issue  of 
the  interference. 

Johnson  has  also  offered  in  evidence  a  certain  letter  which  is  shown 
to  have  been  written  by  him  to  his  attorney,  Carr,  between  January 
7  and  January  18, 1899.  (Carr,  Qs.  7-10;  Johnson,  Qs.  18-20;  X-Qs. 
21-24.)     This  letter  reads  in  part  as  follows: 

Of  course  there  is  also  the  limitation  that  the  bar  must  be  easily  made  or 
economical,  and  that  its  strength  should  be  injured  as  little  as  possible  by  the 
indentations. 

The  latter  consideration  has  also  received  attention  the  reduction  of  area 
not  being  allowed  to  exceed  twenty-five  per  cent  When  this  limit  is  not 
exceeded  there  has  been  very  little  loss  of  strength,  owing  to  the  fact  that 
the  indentations  are  so  short 

It  is  possible  that  Johnson  had  in  mind  at  this  time  the  necessity 
of  a  substantially  constant  cross-sectional  area  of  the  bar;  but  no 
suggestion  is  given  in  this  letter  of  any  particular  means  for  accom- 
plishing this  result.  This  evidence  falls  short  of  proving  conception 
of  the  invention  embodied  in  the  Johnson  application  and  made  the 
subject  of  this  interference. 
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As  the  testimony  fails  to  show  that  the  invention  in  issue  was 
conceived  by  Johnson  prior  to  his  filing  date  and  as  this  date  is 
subsequent  to  Mueser's  filing  date,  priority  was  correctly  awarded 
to  Mueser. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Weintraub  V,  Hewitt. 

Decided  June  U,  1906. 

(124  O.  O.,  2534.) 

Intebfebence — Motion  to  Dissolve — Appeal. 

Where  on  a  motion  to  dissolve  an  interference  and  tlie  argument  In 
support  thereof  it  is  contended  that  the  counts  of  the  issue  have  different 
meanings  In  the  applications  of  the  respective  parties,  but  the  question 
really  raised  relates  to  the  right  of  one  of  the  parties  to  make  the  claims 
in  issue,  J^eld  that  an  appeal  will  not  be.  entertained  from  the  Primary 
Examiner's  refusal  to  dissolve,  as  his  decision  was  in  effect  an  affirmative 
ruling  upon  a  party's  right  to  make  clalips. 

Appeal  on  Motion. 

ELECTRIC  LIGHTIIfG. 

Mr.  Albert  G.  Davis  for  Weintraub.     (Mr.  A.  D.  Lunt  of  counsel.) 
Mr.  Charles  A.  Terry  for  Hewitt. 

Allen,  Commissioner: 

This  is  an  appeal  by  Weintraub  from  the  decision  of  the  Primary 
Examiner  refusing  to  dissolve  the  interference. 

The  appeal  is  taken  from  the  Examiner's  decision  upon  the  grounds 
of  non-interference  in  fact  and  irregularity  in  the  declaration.  Upon 
consideration  of  the  arguments  it  is  apparent  that  the  only  question 
to  be  decided  is  whether  the  counts  of  the  issue  are  capable  of  sup- 
porting with  propriety  different  meanings  in  the  respective  cases  of 
the  parties.  It  is  found  that  they  are  not.  The  appellant's  argu- 
ment, though  in  the  form  of  one  upon  alleged  different  meanings  of 
the  counts,  is,  in  fact,  one  questioning  the  appellee's  right  to  make 
the  claims  corresponding  to  the  counts.  There  is  no  appeal  from  an 
affirmative  decision  upon  the  right  of  a  party  to  make  claims,  (Rule 
124,)  and  equivalent  consideration  is  not  to  be  obtained  by  present- 
ing the  contention  in  different  form  and  under  a  different  name. 

The  decision  of  the  Primary  Examiner  refusing  to  dissolve  the 
interference  as  to  certain  counts  enumerated  in  his  decision  is 
affirmed. 

H.  Doc.  641,  5^2 ^27 


Digitized  by  VjOOQ IC 


402  DECISIONS   OF   THE   COMMISSIONER   OF   PATENTS. 

Worcester  Brewing  Corporation  v.  Rueter  &  Company. 

Decided  July  21,  1906, 

(124  0.  G.,  2534.) 

1.  Tbade-Mabk  Interfebence — Evidence — Ibbelevant  Exhibit. 

An  exhibit  consisting  of  an  opinion  of  counsel  given  prior  to  the  proceed- 
ing that  the  mark  in  issue  would  not  infringe  a  certain  registration  Is  irrele- 
vant and  incompetent  and  should  be  struck  from  the  record. 

2.  Same — Same — Propeb  Rebuttal. 

An  exhibit  of  a  State  registration  by  the  applicants  which  included  tlie 
word  now  in  issue  and  a  statement  that  this  word  was  not  essential  to  the 
mark  there  registered  is  proper  rebuttal  evidence  for  the  opposer  where  the 
applicants  asserted  the  mark  so  registered  as  evidence  of  their  right  to  reg- 
ister the  mark  in  issue. 

Appeal  on  Motion. 

TBADE-MABK   FOB  ALE. 

Messrs.  Southgate  <&  Southgate  for  Worcester  Brewing  Corpora- 
tion. 

Mr,  George  H.  Maxwell  for  Rueter  &  Company. 

Allen,  Commissioner: 

This  is  an  appeal  by  Rueter  &  Company  from  the  decision  of  the 
Examiner  of  Interferences  denying  their  motion  that  the  rebuttal 
testimony  of  the  Worcester  Brewing  Corporation  and  the  exhibits 
introduced  therewith  be  struck  out. 

Rueter  &  Company  are  applicants  for  registration  of  the  word 
"  Sterling  "  as  a  trade-mark  for  ale.  The  Worcester  Brewing  Corpo- 
ration opposes  such  registration.  Both  parties  have  taken  testimony. 
Rueter  &  Company  introduced  evidence  of  the  use  by  them  of  a 
so-called  "  Official  Sign."  This  "  Official  Sign  "  is  a  fanciful  design 
bearing  inscriptions,  among  which  \^  ''  Sterling  Ale."  The  testimony 
and  two  exhibits  introduced  by  the  Worcester  Brewing  Corporation 
as  its  case  in  rebuttal  and  which  Rueter  &  Company  urge  should  be 
struck  out  are  claimed  by  the  Worcester  Brewing  Corporation  to 
relate  to  the  "  Official  Sign."  One  of  these  exhibits,  "  Rueter  &  Com- 
pany's Registered  Trade-Mark,"  is  a  certified  copy  of  a  registration 
by  Rueter  &  Company  with  the  Commonwealth  of  Massachusetts  of 
what  appears  to  be  the  "  Official  Sign  "  as  a  trade-mark  for  ale. 
The  other  exhibit,  "  Opinion  of  Counsel,"  is  a  written  opinion  by  the 
attorneys  for  the  Worcester  Brewing  Corporation,  dated  long  prior 
to  the  institution  of  the  present  proceeding,  to  the  effect  that  the 
aforesaid  registration  of  Rueter  &  Company  with  the  Commonwealth 
of  Massachusetts  would  not  be  infringed  by  others  using  the  word 
"  Sterling  "  in  connection  with  ale. 
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The  exhibit  "  Opinion  of  Counsel "  seems  to  be  wholly  irrelevant 
and  incompetent  Objection  was  duly  made  to  the  same  upon  that 
ground,  and  the  motion  that  it  be  struck  out  should  be  granted  The 
exhibit  "  Rueter  &  Company's  Registered  Trade-Mark  "  is  not  subject 
to  the  same  objections  and  is  proper  rebuttal  evidence.  In  the  sworn 
declaration  forming  part  of  that  r^stration  it  is  stated  that  the 
design  shown — 

may  be  encircled  by  a  rim  or  border  bearing  "  Rueter  and  CJompany,  Highland 
Spring  Brewery,  Boston,"  and  other  words  but  this  is  not  essential. 

Since  the  word  "  Sterling  "  is  one  of  "  the  other  words  "  appear- 
ing upon  the  registered  design,  it  would  seem  now  that  this  is  evi- 
dence which  should  be  considered  as  properly  responsive  in  character 
to  Rueter  &  Company's  assertion  of  their  "  Official  Sign  "  as  evidence 
of  their  right  to  registration  of  the  mark  in  issue. 

Questions  1,  2,  3,  and  4,  pages  61  and  62  of  the  Worcester  Brewing 
Corporation's  record,  and  their  answers,  except  all  of  the  answer  to 
question  4  following  the  word  "  one  "  in  line  3  thereof,  are  not  objec- 
tionable, and  the  decision  of  the  Examiner  of  Interferences  refusing 
to  strike  out  the  same  and  the  exhibit  "  Rueter  &  Company's  Regis- 
tered Trade-Mark  "  is  affirmed. 

The  remaining  questions  and  answers,  pages  62-65  of  the  same 
record,  relate  to  the  exhibit  "  Opinion  of  Counsel  "  and  are  improper. 
The  decision  of  the  Examiner  of  Interferences  refusing  to  strike  out 
this  portion  of  the  deposition  and  the  exhibit  **  Opinion  of  Counsel " 
is  reversed. 


Ex  PARTE  Richards. 

Decided  July  24,  1906. 
(124  O.G^  2534.) 

Abandonment  of  Application — Responsive  Action. 

Where  a  broadened  claim  was  presented  In  the  twenty-eighth  action  on  the 
ease,  taken  more  than  eight  years  after  the  case  was  filed,  and  the  broaden- 
ing of  the  claims  was  not  called  for  by  anything  in  the  previous  Office  action 
and* DO  statement  was  made  by  the  applicant  to  point  out  the  supposed 
patentable  novelty  in  the  case  or  how  the  amendments  avoided  the  refer- 
ences and  objections  and  no  other  action  was  taken  within  the  year  follow- 
ing the  previous  Office  action,  Held  that  the  case  Is  abandoned. 

Amendment — Explanation  of  Applicant's  Position. 

The  provisions  of  Rule  68,  requiring  applicants  In  amending  to  point  out 
all  patentable  novelty  and  to  show  how  amendments  avoid  the  references 
and  objections,  apply  as  well  to  amendments  presenting  new  claims  or 
omitting  limitations'  from  previous  claims  as  to  amendments  presenting  ad- 
ditional limitations. 
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3.  Same — Same. 

Rule  68,  requiring  a  statement  of  the  applicant's  position  in  presenting 
amended  claims,  is  not  satisfied  by  a  statement  filed  in  connection  witti  a 
prior  action  unless  the  amendment  in  question  is  accompanied  by  a  specific 
reference  to  the  prior  statement 

4.  Abandonment  of  Application — Responsive  Action — TrpoGRAPHiCAii  EIbbobb. 

Where  the  only  action  by  the  applicant  in  tlje  year  following  an  Office 
action  contains  errors  which,  if  the  amendment  be  accepted^  would  extend 
the  time  for  prosecution  by  the  applicant  another  year  for  no  purpose  bnt 
the  correction  of  the  errors,  the  case  should  be  regarded  as  abandoned 
until  a  proper  amendment  is  presented  with  a  showing  of  reasons  for  delay 
covering  the  entire  period  thereof. 

On  Petition. 

CRANK    mechanism. 

Mr.  Francis  Richards  pro  se. 

Allen,  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Primary  Examiner 
holding  the  application  to  be  abandoned. 

The  application  was  filed  on  January  12,  1898.  It  then  contained 
six  claims.  The  case  was  several  times  rejected  and  amended  prior 
to  December  9,  1902,  and  upon  that  date  a  substitute  specification 
and  fifty  claims  were  filed.  All  of  the  claims  were  rejected  on  De- 
cember 24, 1902,  some  upon  references  and  some  as  new  matter.  The 
next  action  by  the  applicant  was  taken  December  17,  1903.  It  com- 
prised an  argument  and  amendments  to  the  claims,  and  an  additional 
claim  was  substituted.  Upon  January  12,  1904,  all  the  claims  were 
rejected  on  the  references  of  record,  and  it  was  stated  that  the  mere 
selection  and  use  in  the  same  structure  of  devices  old  in  the  prior  art 
does  not  constitute  a  patentable  invention.  Upon  January  12,  1905, 
an  amendment  and  statement  were  submitted.  All  the  claims  were 
canceled  and  five  new  claims  inserted.  Upon  March  31,  1905,  claim 
1  was  rejected  for  want  of  identity  with  the  invention  of  the  original 
disclosure  in  that  certain  parts  were  incorrectly  set  forth  in  the  claim, 
and  the  remaining  claims  were  stated  to  be  allowable.  It  was  also 
stated  that  restriction  of  the  description  to  conform  to  what  was 
claimed  would  ultimately  be  necessary.  Upon  March  15,  1906,  the 
applicant  directed  certain  changes  in  the  description  and  slibmitted 
a  substitute  claim  1.  This  amendment  was  accompanied  by  no  fur- 
ther statement  of  the  applicant's  position  than  the  following : 

Applicant  has  amended  claim  1  to  cure  the  faults  allnded  to  by  the  Exam- 
iner and  has  amended  the  specification  and  drawings  to  comply  with  the  re- 
quirement of  restricting  the  same  to  the  invention  claimed. 

The  Examiner,  acting  upon  the  case  more  than  a  year  after  his 
action  of  March  31,  1905,  held  the  same  to  be  abandoned  under  Rule 
171  for  the  reason  that  the  applicant's  action  of  March  15, 1906,  wa3 
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not  such  as  the  condition  of  the  case  required.  This  petition  was 
brought  from  the  Examiner's  affirmance,  upon  reconsideration,  of 
this  finding  of  abandonment. 

I  am  of  the  opinion  that  the  finding  of  the  Primary  Examiner  is 
correct  for  two  reasons.  In  the  first  place  the  claim  offered  upon 
March  15,  1906,  as  a  substitute  for  claim  1,  rejected  as  new  matter, 
is  not  the  rejected  claim  with  such  changes  merely  as  were  necessary 
to  overcome  the  rejection.  In  addition  to  the  changes  made  to  free 
it  from  new  matter  the  new  claim  differs  from  the  rejected  claim  by 
the  omission  of  several  structural  limitations,  which  omissions,  so 
far  as  appears,  have  no  relation  to  the  question  of  new  matter  and  are 
in  no  wise  responsive  to  the  rejection  on  that  ground.  In  so  far  as 
the  new  claim  overcame  the  ground  of  rejection  of  the  prior  claim 
and  was  accompanied  by  a  statement  calling  attention  to  that  fact, 
it  constitutes  proper  action.  In  so  far  as  this  claim  involved  changes 
in  the  prior  claim  which  were  not  called  for  by  the  rejection  of  the 
prior  claim  and  was  not  accompanied  with  a  statement  by  the  appli- 
cant to — 

clearly  point  out  aU  the  patentable  novelty  which  be  thinks  the  case  presents 
in  view  of  the  state  of  the  art  disclosed  by  the  references  cited  or  by  the 
objections  made,  (Rule  68) — 

or  to — 

show  how  the  amendments  avoid  such  references  or  objections,  (same  rule) — 

the  action  was  improper  and  insufficient.  Under  section  4894  of  the 
Revised  Statutes  and  Rule  171  an  application  is  abandoned  which 
the  applicant  has  failed  to  prosecute  within  one  year  after  any  action 
therein  of  which  notice  shall  have  been  duly  given.  It  is  obvious 
that  action  by  an  applicant  must  be  a  proper  action  in  order  to  con- 
stitute the  prosecution  contemplated  by  the  statute,  and  it  is  so  stated 
in  the  rule.  If  this  were  not  so  the  statute  would  be  without  sub- 
stantial effect.  The  only  action  taken  by  the  applicant  in  the  year 
following  the  Office  action  of  March  31, 1905,  being  improper  in  part 
and  as  to  a  matter  of  consequence,  the  case  is  abandoned. 

The  applicant  contends  that  the  provisions  of  Rule  68,  requiring 
applicants  in  amending  to  point  out  all  the  patentable  novelty  and 
to  show  how  the  amendments  avoid  the  references  and  objections, 
do  not  apply  to  that  portion  of  his  proposed  amendment  omitting 
limitations  from  the  prior  claim.  The  distinction  relied  upon  is 
that  these  omissions  were  not  made  in  response  to  citation  of  refer- 
ences and  that  they  were  not  called  for  by  the  rejection  of  the  prior 
claim  or  by  any  objection  made  thereto.  His  contention  is,  in  effect, 
that  in  presenting  new  claims  which  are  not  mere  amendments  of 
prior  claims,  limiting  them  to  avoid  the  references  cited  against  them 
or  changing  {hem  to  remove  objections  made  thereto,  he  is  not  called 
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upon  to  furnish  a  statement  respecting  their  patentability,  but  may 
await  the  action  of  the  Office  thereon  before  furnishing  such  state- 
ment, as  he  might  have  done  had  the  claims  been  presented  with  the 
application  when  filed  or  before  action  was  first  taken  by  the  Office 
therein.  This  contention  is  believed  to  be  based  upon  a  narrow  and 
unreasonable  interpretation  of  the  rules.  It  is  a  liberal  practice  that 
permits  a  party  to  extend  the  prosecution  of  a  case  and  increase  the 
work  of  the  Office  to  the  detriment  of  other  applicants  by  presenting 
new  claims  after  action  by  the  Office  which  are  not  responsive  to  the 
Office  action  without  a  showing  why  they  were  not  earlier  presented. 
There  are  good  reasons  why  this  practice  should  be  continued;  but 
no  good  reason  is  found  why,  when  amendments  of  this  character 
are  made,  applicants  should  not  assist  the  Office  as  far  as  possible 
by  presenting  the  reasons  why  they  believe  the  newly-presented 
claims  are  allowable  in  view  of  the  state  of  the  art  and  possible 
objections  disclosed  by  the  record,  and  it  is  believed  that  they  are 
required  to  do  so  by  Rule  68. 

In  this  case  a  broadened  claim  is  presented  in  the  twenty-eighth 
action  on  the  case,  taken  more  than  eight  years  after  the  case  was 
filed.  The  invention  is  a  simple  one,  the  progress  of  the  case  has 
not  been  delayed  by  interference  proceedings,  and  no  new  references 
have  been  cited  for  more  than  three  years  prior  to  the  action  in 
question.  The  applicant's  reasons  for  presenting  the  new  claim  and 
for  regarding  it  as  allowable  were  capable  of  clear  and  brief  state- 
ment, as  is  shown  by  the  statement  thereof  in  his  brief  upon  this 
petition,  and  they  would  undoubtedly  have  been  of  considerable 
assistance  to  the  Office  in  acting  upon  the  claim.  But  the  applicant 
thinks  that  for  the  reasons  given  above  he  was  exempt  from  the 
requirement  of  the  rule  for  ordinary  cases,  and  entitled  to  withhold 
his  reasons  for  believing  the  new  claim  to  be  allowable  until  the 
Office  had  acted,  and  to  extend  the  prosecution  of  the  case  another 
year  before  furnishing  them,  if  he  so  desired.  Clearly  his  position 
is  without  merit. 

The  applicant  also  contends  that  the  requirement  for  a  statement 
of  his  position  upon  the  patentability  of  the  new  claim  is  met  by 
statements  forming  parts  of  his  prior  actions.  If  the  amendment 
now  in  question  had  been  accompanied  by  a  specific  reference  to 
prior  arguments  as  setting  forth  the  applicant's  position  with  respect 
to  the  new  claim,  this  contention  would  be  entitled  to  consideration. 
As  there  was  no  reference  of  this  kind,  the  contention  is  without 
weight.  The  Examiner  would  do  better  to  study  out  the  question 
of  the  patentability  of  the  claim  without  the  assistance  of  the  appli- 
cant's views  thereon  than  to  search  the  record  for  a  statement  which 
might  be  applicable. 
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^  second  reason  why  this  case  is  abandoned  is  that  the  proposed 
amendment  to  the  description  is  inadmissible  on  account  of  improper 
and  insufficient  directions  where  the  same  should  be  inserted.  It 
is  not  believed  that  parties  should  ordinarily  lose  their  cases  through 
typographical  errors  in  the  directions  for  entry  of  amendments.  On 
the  other  hand,  it  is  not  believed  that  extension  of  the  prosecution 
for  another  year  should  be  permitted  on  account  of  such  a  mistake. 
The  solution  of  the  difficuty  seems  to  lie  in  holding  cases  abandoned, 
where  an  error  of  this  kind  would  otherwise  operate  to  unduly  extend 
the  prosecution,  until  a  proper  amendment  is  presented  with  a  show- 
ing of  reasons  for  delay  covering  the  period  subsequent  to  the  Office 
action  in  response  to  which  the  amendment  is  made. 

The  petition  is  denied. 


Behrend  v.  Lamme  v.  Tinglet. 
Decided  August  4,  1906. 

(124  O.  G.,  2536.) 

1.  Interfebence — Pending. 

Held  that  an  interference  is  not  pending  within  the  meaning  of  Rnle 
128  prior  to  the  opening  and  approval  of  the  preliminary  statements. 

2.  Same — ^New  Refebenge. 

Where  prior  to  the  opening  and  approval  of  the  preliminary  statements 
the  Primary  Examiner  is  of  the  opinion  that  an  error  was  probably  com- 
mitted in  declaring  the  interference,  he  should  reconsider  his  action  declar- 
ing the  interference.  Such  reconsideration  should  be  ea?  parte,  and  in  the 
event  of  a  finding  that  the  interference  should  not  continue  the  action 
declaring  the  interference  shonld  be  withdrawn,  and  such  withdrawal  should 
be  noted  In  the  interference. 

Appeal  on  Motion. 

dtnamo-electbic  machine. 

Mr.  C.  E.  Lord  for  Behrend. 

Mr.  Wesley  G.  Carr  for  Lamme  and  Tingley. 

Moore,  Acting  Commissioner: 

This  case  is  before  me  upon  appeals  by  Lamme,  first,  from  the 
action  of  the  Examiner  of  Interferences  transmitting  the  case  to  the 
Primary  Examiner,  and,  second,  from  the  decision  of  the  Primary 
Examiner  denying  Lamme's  motion  for  return  of  the  case  to  the 
Examiner  of  Interferences. 

After  declaring  the  interference,  but  before  preliminary  statements 
were  opened,  the  Primary  Examiner  reqiiested  suspension  of  the 
interference  and  return  of  the  papers  to  him  for  consideration  of  a 
newly-discovered  reference.    The  request  was  approved  by  the  Ex- 
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aminer  of  Interferences.  The  Primary  Examiner  notified  the  parties 
that  several  references  would  be  considered  and  fixed  a  time  for  inter 
partes  hearing.  A  motion  was  thereupon  made  for  return  of  the  case 
to  the  Examiner  of  Interferences.  One  of  the  present  appeals  was 
brought  from  the  Primary  Examiner's  decision  denying  this  motion. 
The  other  appeal  is  brought  from  the  action  of  the  Examiner  of 
Interferences  granting  the  Primary  Examiner's  request  for  suspen- 
sion of  proceedings  and  transmission  of  the  case  to  him.  The  two 
appeals  present  substantially  the  same  questions  and  will  be  treated 
as  one. 

The  principal  question  raised  by  the  appeals  is  whether  the  Pri- 
mary Examiner  may  properly  reconsider  his  action  declaring  the 
interference,  with  a  view  of  its  dissolution.  Attendant  upon  this 
question,  if  it  be  answered  in  the  aflSrmative,  are  certain  questions  of 
procedure  to  be  followed  in  such  consideration. 

Appellant  contends  that  Rule  128,  providing  for  consideration  of 
the  patentability  of  the  issue  in  view  of  a  newly-discovered  reference, 
does  not  mean  that  such  consideration  shall  be  accorded  before  pre- 
liminary statements  are  opened  and  approved.  He  states  that  an  in- 
terference is  not  pending  within  the  meaning  of  Rule  128  prior  to  the 
opening  and  approval  of  the  statements.  With  these  contentions  I 
entirely  agree.  Rule  128  can  have  no  applicability  in  the  present 
case,  because  the  consideration  there  provided  for  must  be  inter 
partes^  and  there  can  be  no  proper  inter  partes  consideration  of  the 
question  of  dissolution  prior  to  access  to  opponents'  cases,  which  may 
only  be  permitted  after  approval  of  the  preliminary  statements. 
As  stated  by  appellant,  the  interference  is  not  pending  within  the 
meaning  of  Rule  128  prior  to  this  time. 

It  does  not  follow,  however,  from  the  above  considerations  that 
the  Primary  Examiner  may  not  reconsider  his  action  declaring  the 
interference  before  the  preliminary  statements  are  approved,  and  I 
am  of  the  opinion  that  he  should  do  so  whenever  he  is  of  the  opinion 
that  an  error  was  probably  committed  in  declaring  the  interference. 
Such  reconsideration,  like  the  original  consideration  leading  to  the 
declaration  of  the  interference,  should  be  ex  parte.  The  parties  are 
dependent  upon  the  Examiner's  judgment  in  the  matter  of  institut- 
ing an  interference.  No  reason  is  perceived  why  they  should  not 
also  be  dependent  thereon  for  its  continuance  or  discontinuance,  so 
long  as  they  have  not  been  committed  to  the  contest  by  the  opening 
of  their  dates  and  disclosures  to  their  opponents.  If  there  is  in 
fact  no  proper  interference,  the  opening  of  the  applications  and 
statements  should  be  prevented.  The  action  of  the  Examiner,  in 
the  event  of  a  finding  that  the  interference  should  not  continue,  is 
a  withdrawal  of  the  action  declaring  the  interference  rather  than 
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a  dissolution  of  an  i7iter  partes  proceeding.  If  after  such  with- 
drawal it  appears  that  the  same  was  based  upon  a  finding  unfavor- 
able to  the  merits  of  an  applicant's  case,  the  party  has  his  usual  reme- 
dies against  error  in  the  ex  parte  prosecution  of  his  application. 

The  Primary  Examiner  is  directed  to  withdraw  the  notice  of  hear- 
ing which  has  been  sent  out  and  to  determine  whether  the  interfer- 
ence should  continue  without  the  aid  of  argiunent  by  either  party. 
If  he  arrives  at  the  conclusion  that  it  should  not  continue,  he  will 
note  in  the  interference  the  withdrawal  of  the  declaration  thereof 
and  proceed  with  the  ex  parte  consideration  of  the  applications. 

The  decisions  appealed  from  are  affirmed.  * 


Hawley  and  Hoops  v.  D.  Auebbach  &  Sons. 

Decided  May  26,  1006, 

(124  O.  G.,  2901.) 

TBADB-BiABK  OPPOSmOl? — NOTICE  OF — AMENDMENT. 

Where  notice  of  opposition  was  filed  within  the  thirty  days  allowed  for 
that  purpose  and  such  notice  alleges  use  of  certain  marks  by  the  opposer 
for  several  years.  Held  that  an  amended  notice  setting  forth  the  specific 
dates  determining  the  period  which  was  referred  to  in  the  original  notice 
may  be  filed  though  the  thhrty  days  allowed  for  filhig  the  original  notice 
have  passed. 

Appeal  from  Examiner  of  Interferences. 

TRADE-MABK    FOB    CANDIES,    CHOCOLATES,    AND    BONBONS. 

Messrs.  Knight  Bros,  for  Hawley  and  Hoops. 
Mr.  Joseph  L.  Levy  and  Mr.  Howard  A.  Coombs  for  D.  Auerbach 
&  Sons. 

AixEN,  Commissioner: 

This  is  an  appeal  by  the  applicant,  D.  Auerbach  &  Sons,  from  the 
order  of  the  Examiner  of  Interferences  granting  the  opposers,  Haw- 
ley and  Hoops,  time  within  which  to  file  an  amended  notice  of  opposi- 
tion stating  the  date  of  adoption  and  use  of  the  mark  described  by 
them. 

The  contention  of  the  appellant  is  that  an  amended  notice  of  op- 
position stating  dates  of  adoption  and  use  of  the  trade-marks  relied 
upon  would  constitute  a  new  notice  of  opposition  and,  as  such,  is 
prohibited  in  this  case  at  this  time  by  the  provision  of  the  statute 
that  the  notice  of  opposition  shall  be  filed  within  thirty  days  after 
publication  of  the  mark  of  the  applicant  in  the  Official  Gazette. 
The  original  notice  of  opposition  alleges  use  of  certain  marks  by  the 
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opposer  '^  for  many  years.'^  To  furnish  in  an  amended  notice  the 
specific  dates  determining  the  period  which  was  referred  to  in  the 
original  notice  as  one  of  many  years  does  not  shift  the  origiiial 
ground  of  opposition  or  add  a  new  ground  thereto.  The  amendment 
in  such  case  falls  within  the  scope  of  the  original  notice.  An  amended 
notice  under  these  circumstances  does  not  amount  to  a  new  notice  and 
is  not  prohibited  by  the  provision  of  the  statute  requiring  original 
notice  to  be  filed  within  thirty  days  from  the  date  of  publication  of 
the  mark  in  the  Official  Gazette. 
The  order  of  the  Examiner  is  regarded  as  proper  and  is  affirmed. 


Ex  PARTE  National  Phonograph  Company. 

Decided  June  6,  1906. 

(124  O.  G.,  2901.) 

1.  Trade-Masks — Descbiptive  Wokd. 

The  word  "  Standard  "  has  a  descriptive  meaning  when  applied  to  phono- 
graphs. 

2.  Same — Same. 

Where  the  word  is  descriptive  as  applied  to  goods  of  the  character  for 
which  registration  Is  sought,  though  not  descriptive  of  the  particular 
articles  upon  which  the  applicant  uses  it,  registration  should  be  refused. 

On  Appeal. 

trade-mark  fob  phonoqrapha 

Mr.  Frank  L.  Dyer  for  the  appellant. 

AiJiEN,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  word  "  Standard "  as  a  trade-mark  for 
phonographs. 

The  Examiner  refused  registration  on  the  ground  that  the  mark  is 
descriptive.  He  calls  attention  to  the  following  definition  of  the 
adjective  standard  given  by  the  Century  Dictionary: 

Serving  as  a  standard  or  authority;  regarded  as  a  type  or  model;  hence, 
of  the  highest  order,  of  great  worth  or  excellence. 

He  also  calls  attention  to  the  following  decisions  in  which  it  was 
held  that  this  word  was  not  a  lawful  trade-mark:  ex  parte  Brown^ 
(indorsement  August  13,  1879;)  ex  parte  Cohn^  (C.  D.,  1879,  225; 
16  O.  G.,  680;)  ex  parte  Standard  Furniture  Company^  (54  MS. 
Dec,  67;)  ex  parte  Standard  Fashion  Company^  (C.  D.,  1899,  187; 
89  O.  G.,  189;)  Computing  Scale  Company  v.  Standard  Computing 
Company^  (118  Fed.  Eep.,  966.) 
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The  word  "  standard  "  has  a  descriptive  meaning  in  its  application 
to  goods  of  the  class  for  which  its  registration  is  sought  by  the  appli- 
cant. The  consequent  right  of  others  to  use  the  same  freely  on  such 
goods  defeats  the  applicant's  claim  to  trade-mark  rights  therein; 
and  such  claim  is  none  the  less  certainly  defeated  because  the  appli- 
cant, as  contended  by  him,  only  applies  the  word  to  machines  of  in- 
ferior desigit  and  which  are  not  in  any  sense  standards. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  BjBNTON. 
Decided  June  15,  1906. 

(124  O.  G^,  2001.) 
Tbade-Mabkb — ^Descbiptive. 

Held  that  the  words  "Catarrhal  Jelly"  as  a  trade-mark  for  medicinal 
preparations  are  descriptive,  as  before  decided,  (C.  D.,  1902,  322;  100  O.  G., 
2383,)  and  that  there  Is  nothing  in  the  present  trade-mark  statute  to  Jus- 
tify a  different  conclusion. 

On  Appeal. 

trade-mabk  fob  medicinal  pbeparati0n8. 

Messrs.  Paul  &  Paul  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  this  action  of  the  Examiner  of  Trade-Marks 
refusing  to 'register  the  words  "  Catarrhal  Jelly  "  as  a  trade-mark  for 
medicinal  preparations. 

The  registrability  of  the  mark  was  before  me  in  ex  parte  Kenyon^ 
(C.  D.,  1902,  322;  100  O.  G.,  2383,)  where  it  was  held  that  the  same 
is  descriptive  in  character  and  registration  was  refused.  It  is  stated 
by  the  applicant  that  the  question  is  again  presented  in  view  of  the 
amended  trade-mark  statute  and  in  view  of  additional  reasons  and 
authorities.  Nothing  is  found  in  the  present  statute  or  in  the  argu- 
ments and  authorities  now  presented  justifying  a  different  conclusion 
from  that  stated  in  my  previous  decision.  It  is  believed  to  be  self- 
evident  that  any  one  dealing  in  remedies  for  catarrhal  troubles  should 
not  be  prohibited  from  applying  the  word  "  catarrhal "  thereto  ex- 
cept under  special  circumstances  not  appearing  in  this  case  and  that 
if  the  remedy  was  in  the  nature  of  a  jelly  such  parties  should  be  per- 
mitted to  apply  to  their  goods  the  term  "  catarrhal  jelly  "  as  proprely 
and  naturally  descriptive  thereof. 

The  applicant  in  his  statement  alleges  continuous  use  of  the  mark 
for  more  than  ten  years  prior  to  the  passage  of  the  Trade-Mark  Act 
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now  in  force.     Since,  however,  there  is  no  proper  allegation  of  ei- 
elusive  use  of  the  mark  throughout  this  time,  the  question  whether 
the  mark  would  be  registrable  under  the  so-called  "  ten-year  "  pro- 
viso of  the  Trade-Mark  Act  is  not  before  me  and  is  not  decided. 
The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


In  re  Lanning. 

Decided  June  16,  1906. 

(124  O.  Q.,  2902.) 

Abandoned  Application — Access  to. 

Where  a  patent  purports  to  be  a  contlnnation  of  an  earlier  application 
and  contains  a  reference  to  that  effect.  It  Is  to  be  presumed  that  the  right 
of  the  public  to  inspect  the  earliei' application  was  affirmatively  determined 
by  the  issue  of  the  patent  with  such  reference  therein ;  but  where  a  patent 
contains  no  such  reference  and  a  petition  is  filed  for  access  to  abandoned 
applications  which  the  petitioner  says  are  probably  on  file  in  this  Office, 
Held  that  the  petition  should  not  be  granted,  if  at  all,  until  the  patentee 
has  had  an  opportunity  to  present  such  reasons  as  he  may  have  to  tbe 
contrary. 

In  the  matter  of  the  petition  of  Charles  D.  Lanning  to  inspect 
abandoned  application,  if  such  exists,  of  Howard  D.  Colman. 

Messrs.  Emery  cfe  Booth  for  the  petitioner. 

Allen,  Commissioner: 

This  is  a  petition  for  information  regarding  the  existence  of  an 
abandoned  application  for  the  invention  disclosed  in  Patent  Na 
672,636  and  for  access  to  such  application,  if  the  same  exists. 

The  petitioner  represents  that  he  is  financially  interested  in  inven- 
tions of  the  character  covered  by  the  patent.  He  states  that  it  ap- 
pears improbable,  in  view  of  the  record  of  the  patent,  that  the  inven- 
tion claimed  therein  was  first  presented  to  the  Office  in  the  applica- 
tion upon  which  the  patent  issued  and  that  it  is  probable  that  said 
invention  was  first  presented  in  a  prior  application  filed  by  the  same 
inventor  and  abandoned  in  favor  of  the  application  upon  which  the 
patent  issued. 

It  does  not  appear  that  the  petition  has  been  served  upon  the  pat- 
entee, and  it  is  not  believed  that  the  same  should  be  granted  until  he 
has  had  a  chance  to  appear  and  oppose  the  same.  Where  the  patent 
purports  to  be  a  continuation  of  an  earlier  application,  it  is  to  be 
presumed  that  the  right  of  the  public  to  inspect  the  earlier  applica- 
tion was  affirmatively  determined  by  the  issue  of  the  patent  with  such 
reference  therein ;  but  where,  as  in  the  present  case,  the  patent  con- 
tains no  reference  to  earlier  applications  the  pat^itee  should  be  given 
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opportunity  to  produce  such  reasons  as  he  may  have  at  his  command 
why  access  thereto  should  not  be  permitted. 
The  petition  is  denied. 


Ex  PABTB  Joseph  B.  Funke  Company. 

Decided  July  19,  1906, 
(124  O.  G.,  2902.) 

TrADB-BIaBK    APPUCATION — ^DlOLABATION — BXCLUSIYE    USK. 

A  statement  that  the  mark  has  heen  in  exclusive  use  for  ten  years  next 
preceding  Febmary  20,  1905,  when  the  Trade-Mark  Act  was  approved,  is 
not  sufficient  to  bring  the  case  under  the  ten-year  proviso  of  the  act,  as  the 
ten  years  referred  to  are  those  preceding  April  1,  1905,  when  the  act  went 
into  effect 

On  Petition. 

THADB-MASK  FOB  OHOODULTE  CBKA.HS,  RO. 

Mr.  George  Wetmore  Colles  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
objecting  to  the  declaration  forming  part  of  an  application  for  reg- 
istration of  a  trade-mark. 

The  application  purports  to  be  one  under  the  ten-year  proviso  in- 
cluded in  section  5  of  the  Trade-Mark  Act.     In  attempting  to  set 
forth  the  actual  and  exclusive  use  referred  to  in  this  proviso  the  appli- 
cant in  its  declaration  has  stated  that  such  use  has  existed — 
for  the  ten  years  next  preceding  February  20,  1905. 

It  is  to  this  statement  that  objection  has  been  made  by  the  Examiner. 
He  calls  attention  to  the  provision  of  the  statute  that  the  actual  and 
exclusive  use  shall  have  been — 
for  ten  years  next  preceding  the  passage  of  this  act,  (section  5) — 

and  also  to  Rule  30,  requiring  a  declaration,  and  to  Form  8  for  a  dec- 
laration, which  follow  the  statute  in  stating  that  the  use  of  the  mark 
shall  have  been  for  the  ten  years  preceding  the  passage  of  the  act. 
The  act  was  approved  February  20,  1905,  and  went  into  effect  upon 
April  1,  1905.  The  question  is  whether  the  statement  that  there  was 
actual  and  exclusive  use  for  ten  years  prior  to  the  date  of  approval 
meets  the  provision  of  the  statute  that  there  shall  have  been  such  use 
for  ten  years  preceding  the  date  of  passage. 

Except  for  a  technical  construction  of  the  words  "  next  preceding 
the  passage  of  this  act "  as  used  in  the  statute  the  two  expressions 
would  mean  the  same  thing  and  there  would  probably  be  no  necessity 
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for  objecting  to  the  applicant's  departure  from  the  wording  of  the 
rules  and  forms;  but  the  expression  "  passage  of  the  act "  as  usually 
construed  when  used  to  fix  a  date  in  a  statute  which  goes  into  effect 
upon  a  different  date  from  that  upon  which  it  is  enacted  or  approved 
refers  to  the  going  into  effect  of  the  act  and  not  to  its  approval.  That 
this  is  true  is  sufficiently  indicated  for  the  purposes  of  this  decision 
by  the  following  cases:  TJiompson  v.  Independent  School  Districts, 
etc.,  (70  N.  W.  Rep.,  1098,  and  the  cases  cited  therein;)  Harding  v. 
People^  (15  Pac,  727,  see  syllabus  in  44  American  Digest^  (Cent 
edition,)  2911,  p.  336  (g) ;)  Patrick  v.  Perryman^  (52  HI.  App.,  514, 
see  syllabus  in  44  American  Digest^  (Cent,  edition,)  2911,  p.  336 
(k) ;)  Harding  v.  People^  (10  Colo.,  387;  15  Pac.  Rep.,  727;)  StaU  v. 
Bemis,  (45  Neb.,  724;  64  N.  W.  Rep.  348.)  The  usual  rule  of  con- 
struction should  be  followed  in  the  present  case  unless  there  is  some 
reason  for  departure  therefrom.     No  such  reason  is  found. 

On  the  other  hand,  it  has  been  found  necessary  to  construe  the 
words  "  the  time  of  passage  of  this  act "  in  section  24  of  the  same  act 
to  mean  the  time  when  the  act  went  into  effect  in  order  to  carry  out 
the  undoubted  intention  of  the  law  that  applications  filed  after  Feb- 
ruary 20,  1905,  and  before  April  1,  1905,  might  be  amended  to  bring 
them  under  the  provisions  of  the  act.  A  construction  of  terms  found 
necessary  in  one  section  of  an  act  should  obviously  be  adopted  in  con- 
struing the  same  or  equivalent  terms  in  another  section  of  the  same 
act  where  no  good  reason  appears  why  a  different  construction  should 
be  adopted. 

It  is  believed  to  be  clear  from  the  preceding  discussion  that  the 
language  used  in  the  declaration  in  this  case  must  cover  actual  and 
exclusive  use  of  the  mark  by  the  applicant  for  the  period  of  ten  years 
next  preceding  April  1,  1906.  As  the  present  declaration  does  not 
cover  the  period  between  February  20,  1905,  and  April  1  of  the  same 
year  in  the  matter  of  actual  and  exclusive  use,  it  is  insufficient. 

An  additional  objection  to  the  applicant's  declaration  is  made  by 
the  Examiner  in  his  statement  upon  the  petition  which  does  not  ap- 
pear to  have  been  previously  raised  in  the  case.  An  argument  in  re- 
sponse thereto  has  been  submitted  in  the  applicant's  brief.  The  prac- 
tice of  raising  objections  for  the  first  time  in  the  statement  upon 
petition  is  not  approved.  To  entertain  such  objections  upon  the 
petition  where  argument  is  made  by  the  applicant  in  opposition  to 
them  would  impose  upon  the  Commissioner  labor  which  should  be 
performed  as  far  as  possible  by  the  Examiner.  The  additional 
objection  will  not  be  considered  upon  this  petition. 

The  petition  is  denied. 
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Rbichert  V.  Bbown. 

Decided  July  20,1906. 
(124  O.  a,^2903.) 

INTEBFCBENCE — IBREGULA.BITT  IN    DeCLABATION. 

Where  the  claims  of  the  parties  differ  In  phraseology  and  the  claims  of 
one  party  contain  expressions  not  found  in  the  claims  of  the  other  party, 
Held  that  the  intereferenee  should  be  dissolred. 

Appeal  on  Motion. 

HABNS8S   SNAP  AND  SLID& 

Mr.  Hubert  E.  Peck  for  Reichert. 
Messrs.  Oliphcunt  cfe  Young  for  Brown. 

AiiLEN,  Conrnvissioner: 

This  is  an  appeal  by  Reichert  from  the  decision  of  the  Primary 
Examiner's  refusing  to  dissolve  this  intereferenee  as  to  coimts  1,  2, 
and  8  on  the  ground  of  irregularity  in  the  declaration. 

It  appears  that  claims  1,  3,  and  5  of  the  Reichert  application  differ 
in  phraseology  from  claims  4, 5,  and  6  of  the  Brown  application,  with 
which  said  claims  are  inrolved  in  this  intereferenee.  The  counts  of 
the  issue  correspond  in  terms  with  the  claims  of  Brown. 

It  is  urged  by  Reichert  that  these  claims  not  only  differ  in  phrase- 
ology, but  that  they  also  differ  in  scope  from  the  respective  claims  of 
Brown,  and  that  therefore  this  interference  should  be  dissolved  as  to 
the  coimts  including  said  claims  <m  the  ground  of  irregularity  in 
declaration.  The  Examiner  is  of  the  opinion  that  Reichert's  claims 
are  substantially  the  same  in  scope  as  the  claims  of  Brown  and  has 
therefore  refused  to  dissolve  the  intereferenee. 

Comparing  claim  1  of  Reichert's  application  with  count  1  of  the 
issue,  which  is  claim  4  of  the  Brown  application,  it  is  seen  that  the 
words  "  at  the  outer  face  of  "  in  line  7  and  "  adjacent  said  bottom 
surface  of  the  slide  "  in  the  last  two  lines  of  this  count  are  not  found 
in  the  Reichert  claim.  There  are  similar  variances  between  Reich- 
ert's claims  3  and  5  and  counts  2  and  3,  in  which  they  are  respec- 
tively included. 

The  present  practice  requires  that  the  claims  of  parties  which  are 
to  be  involved  in  an  interference  shall  not  only  be  the  same  in  scope, 
but  that  they  shall  agree  as  to  phraseology.  The  purpose  of  Rule 
96  is  to  bring  about  this  imiformity  in  the  wording  of  the  claims 
which  are  to  be  included  in  the  same  count  of  the  issue  of  an  inter- 
ference. The  practice  is  a  good  one.  It  avoids  all  controversy  as  to 
the  non-identity  in  scope  of  the  claims  involved,  such  as  has  arisen 
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in  the  present  case.  No  reason  is  apparent  why  the  claims  of  Reich- 
ert  and  Brown  which  are  to  be  contested  in  this  interference  should 
not  be  brought  to  correspond  in  phraseology.  This  interference 
should  have  been  dissolved  as  to  counts  1,  2,  and  3  on  the  ground 
of  irregularity  in  the  declaration. 

The  motion  for  dissolution  also  included  the  non-patentability  of 
the  counts  of  the  issue.  It  is  requested  by  appellant  that  the  favor- 
able decision  of  the  Primary  Examiner  be  reviewed  under  my  su- 
pervisory authority.  No  reason  is  apparent  why  the  patentability 
of  counts  1,  2,  and  3  should  be  so  reviewed.  As  to  count  4,  however, 
both  contestants  concede  non-patentability,  and  as  it  is  the  sole  re- 
maining count  of  the  interference  the  patentability  thereof  will  be 
considered. 

The  patent  to  Drake,  which  is  urged  as  anticipating  count  4,  dis- 
closes every  element  of  the  count  save  possibly  the  element  "side 
walls."  In  the  Drake  structure  the  breast-strap  slide  has  a  single 
thickened  central  portion  which  is  provided  with  an  eye  to  receive 
the  transverse  pivot-pin,  while  in  the  structure  of  the  interferants 
the  breast-strap  slide  has  side  walls  with  eyes  for  the  same  purpose. 
The  mode  of  operation  /ind  the  function  of  the  parts  defined  in  coimt 
4  are  identical  with  those  of  the  Drake  device.  The  cutting  away 
of  the  central  portion  of  the  Drake  slide,  whereby  side  walls  are 
formed,  is  thought  to  be  entirely  within  the  skill  of  the  ordinary 
mechanic,  and  in  the  absence  of  any  new  use  the  Drake  patent  is  a 
full  anticipation  of  the  structure  defined  in  count  4  of  the  issue.  The 
Examiner  will  reject  this  coimt  as  being  devoid  of  invention  in  view 
of  the  Drake  patent. 

The  interference  is  dissolved  as  to  all  counts. 


McCoRMiCK  V,  Robinson. 

Decided  July  23,  1906, 
(124  O.  G.,  2903.) 

1.  INTEBFEBENCE — REDUCTION  TO  PBACTICE  BY  AGENT. 

Where  the  issue  of  the  interference  is  a  generic  claim  and  tbe  evld«ice 
shows  that  McCormicli  disclosed  the  specific  invention  disclosed  in  his  appli- 
cation to  a  third  party,  who  thereupon  reduced  to  practice  another  specific 
form  of  the  broad  invention,  Held  that  such  reduction  to  practice  Inures  to 
McCormick's  benefit  so  far  as  the  generic  invention  Is  concerned. 

2.  Combination  Claim. 

It  is  not  necessary  in  a  new  combination  of  old  elements  that  each  ele- 
ment should  modify  or  change  tbfe  mode  of  operation  of  all  the  others,  but 
only  that  the  combination  should  produce  a  new  and  useful  result  {tfa- 
tional  Cash  Register  Company  et  al,  v.  American  Cash  Register  Company^ 
C.  D.,  1893,  160;  02  O.  G.,  449.) 
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Appeal  from  Examiners-in-Chief. 

INDIVIDUAL- ACCOUNT-BOOK    SYSTEM. 

Messrs.  Paul  c6  Paul  for  McCormick. 

Messrs,  Or^cig  <&  Lane  and  3Ir.  Melville  Church  for  Robinson. 

Allen,  Commissioner: 

This  is  an  appeal  by  Robinson  from  the  decision  of  the  Examiners- 
in-Chief  aflfirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  McCormick. 

The  issue  is : 

1.  A  device  for  use  in  keeping  accounts  comprising  a  casing,  a  series  of  file- 
bolders  therein,  each  adapted  to  carry  loose  files,  and  an  indicator  for  each  file- 
holder  normally  in  a  position  tromx  which  it  must  be  moved  in  order  to  withdraw 
from  or  deposit  a  file  within  its  holder,  whereby  the  indicator  is  certainly 
changed  from  normal  to  indicating  position  whenever  access  is  had  to  said  file 
without  having  to  remember  to  make  such  change,  and  whereby  it  may  be  cer- 
tainly determined,  after  a  certain  period  at  a  glance  which  file-holders  have  been 
used  during  said  period.  , 

2.  A  device  for  use  in  keeping  accounts  comprising  a  casing,  a  series  of  file- 
holders  therein,  each  adapted  to  carry  files,  and  indicators  for  the  file-holders, 
each  normally  in  a  position  from  which  it  must  be  moved  in  order  to  withdraw 
from  or  deposit  a  file  within  its  holder,  whereby  the  movement  of  the  Indicator 
from  normal  position  is  not  dependent  on  the  memory  of  the  operator,  and 
whereby  after  a  certain  period  it  may  be  certainly  determined  at  a  glance  which 
file-holders  have  had  their  indicators  moved  from  normal  to  indicating  position 
during  said  period. 

The  application  of  McCormick  was  filed  February  16,  1905,  while 
that  of  Robinson  was  filed  January  12,  1904.  McCormick  in  order 
to  prevail  must  establish  his  case  by  a  preponderance  of  evidence. 
Robinson  alleges  conception  in  September,  1903,  and  a  disclosure 
and  reduction  to  practice  in  November,  1903,  while  McCormick  alleges 
conception  in  March,  1903,  followed  by  a  reduction  to  practice  in 
December,  1903.  The  Examiner  of  Interferences  found  that  Robin- 
son had  not  established  conception  or  reduction  to  practice  prior  to 
the  filing  of  his  application  and  that  McCormick  had  established 
conception,  disclosure  to  others,  and  a  reduction  to  practice  in  De- 
cember, 1903,  and  was  therefore  the  prior  inventor.  The  Examiners- 
in-Chief  reached  the  same  conclusion. 

I  am  of  the  opinion  that  the  conclusions  of  the  Examiners-in-Chief 
and  of  the  Examiner  of  Interferences  are  correct.  The  construction 
disclosed  by  Exhibit  1,  on  which  Robinson  relies  for  his  conception 
and  reduction  to  practice  prior  to  his  filing  date,  is  not  within  the 
Lssue  of  this  interference.  This  exhibit  shows  an  indicator  adapted 
to  be  moved  by  the  fingers  of  the  person  grasping  the  file-holder  to 
remove  it  from  the  casing.  The  file-holder  may,  however,  be  readily 
H.  Doc.  641,  59-2 ^28 
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removed  and  a  file  deposited  without  operating  the  indicator.  It 
does  not  therefore  satisfy  the  requirements  of  the  issue  that  the  indi- 
cator "  must  be  moved  in  order  to  withdraw  from  or  deposit  a  file 
within  its  holder."  The  testimony  of  Leibrock,  the  draftsman  who 
made  the  drawing  for  the  Robinson  application,  is  offered  to  show 
that  this  drawing  disclosing  the  issue  was  made  prior  to  December 
31,  1903,  (Q.  11;)  but  on  cross-examination  he  states  that  he  does 
not  know  whether  he  completed  the  drawing  prior  to  December  31, 
1903,  (X-Q.  15,)  nor  at  what  date  it  was  completed.     (X-Q.  16.) 

The  testimony  taken  on  behalf  of  McCormick  fails  to  establish 
conception,  as  alleged,  in  March,  1903.  The  testimony  does,  however, 
clearly  establish  a  conception  and  disclosure  early  in  December  of 
1903.  At  this  time  McCormick  disclosed  the  specific  invention  em- 
bodied in  his  application  to  one  Lumbard,  who  was  associated  with 
him  in  the  business  of  manufacturing  a  bookkeeping  system  devised 
by  McCormick.  (McCormick's  Record,  pp.  143-147.)  Hoopes  testi- 
fies that  McCormick  also  explained  the  invention  to  him  early  in  De- 
cember, 1903.  Lumbard  testifies  that  the  next  day  after  he  received 
the  disclosure  from  McCormick  he  made  the  file-holder  shown  in 
Exhibit  4.  Concerning  these  facts  there  appears  to  be  no  contro- 
versy. The  sole  question  in  this  connection  is  therefore  whether  the 
device  made  by  Lumbard  was  a  reduction  to  practice  of  the  generic 
invention  disclosed  to  him  by  McCormick  which  inured  to  the  benefit 
of  McCormick. 

In  the  device  made  by  Lumbard  as  shown  in  Exhibit  4  the  indi- 
cator is  mounted  upon  the  file-holder  in  such  position  that  the  open- 
ing of  the  file-holder  will  operate  the  indicator.  This  structure  dif- 
fers in  detail  from  the  disclosure  by  McCormick  to  him,  which  con- 
templated mounting  the  indicators  on  the  casing  in  such  position  that 
the  indicator  must  be  operated  in  order  to  withdraw  a  file-holder 
from  the  casing. 

Robinson  admits  (p.  6  of  his  brief)  that  the  efforts  of  Lumbard 
should  inure  to  the  benefit  of  McCormick  provided  the  work  of  Lum- 
bard was  merely  that  of  a  skilled  mechanic,  but  claims  that  it  was 
an  error  so  to  hold  when  what  Lumbard  did  involved  his  inventive 
faculties.  It  is  urged  in  support  of  this  contention  that  under  the 
well-established  practice  as  stated  by  the  Supreme  Court  in  the  de- 
cision of  Agmcam  Company  v.  Jordan  (7  Wall.,  583)  Lumbard  alone 
is  entitled  to  patent  the  device  made  by  him,  as  it  is  of  itself  a  com- 
plete invention,  and  that  therefore  the  Lumbard  structure  was  not 
a  reduction  to  practice  of  the  McCormick  invention. 

Appellant's  contention  is  thought  to  be  of  no  force.  Admitting 
that  Lumbard  is  entitled  to  patent  the  specific  structure  invented  by 
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him  in  carrying  out  his  own  conception,  it  is  not  seen  why  this  struc- 
ture does  not  at  the  same  time  contain  a  reduction  to  practice  of 
McCormick's  invention  which  shall  inure  to  McCormick  as  the  sole 
conceiver  thereof.  The  invention  in  issue  is  a  broad  one.  Each  count 
includes  a  casing,  a  series  of  file-holders,  and  an  indicator  for  each 
holder.  The  specific  form  or  location  of  the  indicator  is  not  stated. 
The  only  limitation  is  that  it  shall  be  normally  in  a  position  from 
which  it  must  be  moved  to  gain  access  to  the  file-holder.  Many  forms 
of  indicators  would  answer  this  purpose.  The  counts  of  the  issue 
read  equally  well  upon  a  device  including  the  indicator  located  as 
shown  in  Lumbard's  Exhibit  4,  McCormick's  application  drawings, 
or  Figures  3,  4,  5,  and  6  of  the  drawings  of  Robinson.  Lumbard's 
device  may  be  cheaper  to  make  and  an  improvement  upon  the  Mc- 
Cormick device;  but  there  is  no  change  in  the  operation  of  the  sys- 
tem as  a  whole.  It  is  well  established  where  a  different  form  of  in- 
vention is  made  and  tested  from  that  disclosed  by  an  applicant  in  his 
application  and  the  claims  are  sufficiently  broad  to  cover  both  forms 
that  the  form  made  and  tested  is  a  reduction  to  practice  of  the  broad 
invention.  {Wyman  v.  Donnelly,  C.  D.,  1903,  550;  104  O.  G.,  310.) 
Similarly,  the  embodiment  of  the  McCormick  invention  by  Lumbard 
in  structure,  although  of  a  different  specific  form,  is  a  reduction  to 
practice  of  the  broad  invention  for  McCormick. 

It  was  urged  by  counsel  for  Robinson  at  the  hearing  that  there  was 
no  proper  combination  between  the  casing  and  the  file-holder  in  the 
device  wherein  the  indicator  was  attached  to  the  file-holder.  It  does 
not  appear  that  this  contention  is  entitled  to  any  weight.  Tlie  main 
object  of  the  invention  disclosed  by  the  issue  is  to  provide  a  device 
whereby  it  may  be  determined  which  of  a  number  of  holders  em- 
ployed in  a  system  of  keeping  accounts  have  been  open  and  used  dur- 
ing the  day.  The  casing  becomes  an  essential  element  as  a  means  for 
supporting  the  number  of  holders  which  it  is  necessary  to  use  in  the 
system.  AATiile  it  may  be  true  that  there  is  no  direct  cooperation  be- 
tween the  indicator  and  the  casing  in  this  form  of  the  invention,  it 
is  not  necessary  in  a  new  combination  of  old  elements  that  each  ele- 
ment should  modify  or  change  the  mode  of  operation  of  all  the  others, 
but  only  that  the  combination  should  produce  a  new  tind  useful  re- 
sult as  a  product  of  the  combination.  {National  Cash  EecjiHter  Com- 
pany et  aL  V.  American  Cash  Regwtcr  Company^  C.  I).,  181)3,  160; 
62  O.  G.,  449.) 

McCormick  being  the  first  to  'conceive  and  the  first  (o  reduce  to 
practice  is  entitled  to  award  of  priority. 

The  decision  of  the  Examiners-in-Chief  in  a-ffirmeiL 
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Ex  PARTE  Strong  &  Garfield  Company/ 

Decided  ^September  i,  1906, 

(124  O.  G.,  2905.) 

Tbade-Mabks — Class  of  Merchandise  Required  by  Act  of  May  4,  1906. 

Section  1  of  the  Trade-Mark  Act  of  May  4,  lOOG,  construed  to  mean  that 
the  class  of  merchandise  specified  In  the  application  for  the  registration 
of  a  trade-mark  shall  be  one  of  the  classes  cf  merchandise  established  by 
the  Commissioner  under  section  2  of  said  act. 

On  Petition. 

trade-mark  for  leather  boots  and  shoes. 

Mr,  T,  Hart  Anderson  for  the  applicant. 

Moore,  Acting  CommwHioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  of  Trade- 
Marks  that  applicant  set  forth  the  class  of  merchandise  upon  the 
trade-mark  has  been  used  by  the  official  title  "  Class  36,  Leather  and 
leather  manufactures  not  otherwise  classified." 

As  filed  the  application  stated  the  class  of  merchandise  to  which 
the  trade-mark  is  appropriated  as  "  footwear,"  and  the  particular 
description  of  goods  upon  which  it  is  used  as  "  leather  boots  and 
shoes."  After  the  passage  of  the  act  of  May  4,  1900,  the  Examiner 
of  Trade-Marks  required  that  the  statement  of  the  class  of  mer- 
chandise be  changed  from  "  footwear  "  to  "  Class  36,  Leather  and 
leather  manufactures  not  otherwise  classified."  Instead  of  comply- 
ing with  this  requirement  applicant  changed  the  statement  of  the 
class  of  merchandise  to  read  "  boots  and  shoes."  Upon  a  repetition 
of  the  requirement  by  the  Examiner  applicant  refused  to  make  the 
change  and  brought  this  petition. 

The  contention  of  the  petitioner  is  that  there  i:s  no  authority  in 
law  for  the  requirement  of  the  Examiner  that  applicant  adopt  the 
title  of  some  one  of  the  various  classes  of  merchandise  established  by 
the  Commissioner  under  the  act  of  May  4,  1906;  but  it  insists  that 
an  applicant  should  be  free  to  choose  the  title  of  the  class  of  mer- 
chandise which  he  desires  to  adopt.  The  petitioner  admits  that  sec- 
tion 1  of  the  act  of  May  4,  1906,  requires  that  the  applicant  shall 
specify — 

♦     ♦     ♦     the  class  of  merchandise  and  the  particular  description  of  goods  com- 
prised in  such  class  to  which  the  trade-mark  Is  appropriated. 

and  that  section  2  of  said  act  requires^— 

That  the  Commissioner  of  Patents  shall  establish  classes  of  merchandise  for 
the  purpose  of  trade-mark  registration. 

It  contends,  however,  that  there  is  nothing  in  either  section  of  the 
statute  which  requires  that  an  applicant  designate  his  class  of  mer- 
chandise by  the  official  title  of  a  class  established  by  the  Commis- 
sioner of  Patents. 
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In  this  interpretation  of  the  statute  it  is  believed  that  the  petitioner 
is  in  error.     Section  2  of  the  act  of  May  4, 1006,  in  full  is  as  follows : 

See.  2.  That  the  Commissioner  of  Patents  shaU  establish  classes  of  merchan- 
dise for  the  purpose  of  trade-mark  registration,  and  shall  determine  the  particu- 
lar descriptions  of  goods  comprised  in  each  class.  On  a  single  application  for 
registration  of  a  trade-mark  the  trade-mark  may  be  registered  at  the  option 
of  the  applicant  for  any  or  all  goods  upon  which  the  mark  has  actually  been 
used  comprised  in  a  single  class  of  merchandise,  provided  the  particular 
descriptions  of  goods  be  stated. 

By  the  term  "  single  class  of  merchandise  "  in  the  second  sentence 
of  section  2  is  clearly  meant  one  of  the  "  classes  of  merchandise  " 
that  the  Commissioner  is  directed  to  establish  in  the  first  sentence 
of  section  2,  and  it  is  thought  to  be  likewise  the  intention  that  the 
"  class  of  merchandise  "  of  section  1  shall  be  one  of  the  "  classes  of 
merchandise ''  established  by  the  Commissioner  under  section  2. 
Moreover,  the  presumption  of  law  is  that  the  meaning  of  a  word 
repeatedly  used  in  a  statute  is  identical  in  all  places  unless  there  is 
something  to  show  that  another  meaning  is  intended.  (Am.  c^  Eng. 
Encycl,  of  Law^  vol.  26,  p.  610.) 

It  was  evidently  the  intent  of  Congress  in  section  2  of  the  act  of 
May  4,  1906,  amending  the  act  of  February  20,  1905,  to  define  the 
clause  "  class  of  merchandise  and  the  particular  description  of  goods 
comprised  in  said  class  to  which  the  trade-mark  is  appropriated  " 
occurring  in  section  1  of  the  above-mentioned  acts.  In  accordance 
with  the  provisions  of  this  section  seventy -two  classes  of  merchandise 
have  been  established.  These  comprise  the  official  classification  and 
are  the  only  classes  recognized  by  this  Office.  \ny  or  all  goods 
comprised  in  one  of  these  classes  upon  which  the  mark  has  been 
actually  used  may  be  claimed  in  a  single  application.  The  result  of 
this  classification  is  to  extend  greatly  the  variety  of  goods  that  may 
be  claimed  in  one  application  and  to  permit  a  single  application  to 
embrace  goods  of  different  descriptive  properties.  This  uniform 
classification  is  obviously  in  the  interest  of  applicants  as  well  as  a 
matter  of  Office  convenience. 

Applicant  has  specified  the  particular  description  of  goods  upon 
which  it  has  used  the  mark  as  ''  leather  boots  and  shoes,"  and  this  is 
all  the  registration  will  cover.  No  change  has  been  required  in  this 
statement.  \Vhether  the  class  within  which  these  goods  are  com- 
prised is  entitled  "  boots  and  shoes "  or  "  Class  36,  Leather  and 
leather  manufactures  not  otherwise  classified  "  does  not  appear  to 
be  of  any  consequence  to  petitioner.  Had  it  used  its  mark  on  leather 
goods  other  than  boots  and  shoes,  however,  the  official  classification 
would  be  in  its  interest,  since  it  would  permit  the  applicant  to  cover 
them  also  in  one  registration. 

The  petition  is  denied. 
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Ex  PARTE  Lyon. 

Decided  October  8,  X906. 
(124  O.  G.,  2905.) 

1.  Amendment — Proper  Action  to  Sa>'e  Application  from  Abandonment. 

Where  two  days  before  the  expiration  of  the  year  following  the  action  of 
the  Examiner  notifying  applicant  that  his  claims  stood  finally  rejected 
under  Rnle  182  he  filed  an  amendment  In  which  he  canceled  part  of  the 
claims  involved  in  the  Interference,  Inserted  one  new  claim,  and  requested 
a  reconsideration  of  the  Office  action  on  the  ground  that  the  subject-matter 
of  the  uncanceled  claims  was  not  shown  In  the  application  of  the  successful 
party.  Held  that  the  amendment  Is  a  proper  one,  and  the  case  is  not 
abandoned. 

2.  Rejection — Reconsideration  After  Rejection  Under  Rule  132. 

The  rejection  under  Rule  1.32  is  to  be  considered  as  a  rejection  in  an  ei 
parte  case  upon  a  new  ground,  and  applicant  Is  entitled  to  request  a  re- 
consideration and  to  point  out  why  the  rejection  Is  not  proper. 

On  Petition. 

vamp-folding  machine. 

Messrs.  Wright^  Brown^  Quinhy  &  May  and  Messrs,  Church  & 
Chvrch  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
application  to  be  abandoned. 

The  record^of  this  application  shows  that  on  April  4,  1905,  the 
Examiner  informed  applicant  that  as  the  result  of  an  adverse  de- 
cision in  an  interference  proceeding  all  of  his  claims  except  8  and  12 
stood  finally  rejected  in  accordance  with  Rule  132.  On  April  2, 
1906,  within  two  days  of  a  year  from  this  action,  applicant  filed  an 
amendment  in  which  he  canceled  all  but  eight  of  the  thirty-one 
claims  involved  in  said  interference,  inserted  one  new  claim,  and  re- 
quested a  reconsideration  of  the  Office  action  on  the  ground  that  the 
subject-matter  of  the  eight  uncanceled  claims  was  not  shown  in  the 
application  of  the  successfid  party  to  the  interference.  On  April  11, 
1906,  the  Examiner  advised  the  applicant  that  the  amendment  of 
April  2,  1006,  was  not  a  proper  response  to  the  Office  action  of  April 
4,  1905,  and  that  as  no  proper  action  had  been  made  by  applicant 
within  the  year  his  case  was  abandoned.  Upon  a  repetition  of  this 
action  by  tlie  Examiner  applicant  brought  this  petition. 

The  petitioner  contends  that  in  view  of  the  holding  in  ex  parte 
Harvey  (C.  D.,  1903,  21;  102  O.  G.,  621)  that  the  adverse  decision 
in  an  interference  proceeding  constitutes  a  new  ground  of  rejection 
he  is  entitled  to  ask  for  a  reconsideration  of  the  rejection  made  under 
Rule  132;  also,  that  under  the  provision  of  section  4909,  Revised 
Statutes,  he  has  the  right  to  appeal  from  such  rejection  only  after 
the  claims  have  been  twice  rejected. 
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The  Examiner  admits  that  after  the  rejection  provided  for  in  Rule 
132  the  applicant  may  amend  or  appeal;  but  he  takes  the  position 
that  after  the  said  rejection  he  has  no  authority  to  accord  a  recon- 
sideration. As  to  petitioner's  right  of  appeal  the  Examiner  is  of 
the  opinion  that  under  ex  parte  Schiipphaits  (C.  D.,  1902,  339;  100 
O.  G.,  2775)  he  could  have  appealed  direct  from  the  Office  action  of 
April  4,  1905,  notifying  him  that  his  claims  stood  finally  rejected 
under  Rule  132.  Under  the  ruling  of  the  Examiner,  however,  the 
applicant  would  lose  either  one  or  the  other  of  these  rights,  for  if 
he  desired  to  amend  some  of  the  claims  rejected  under  Rule  132  and 
insist  on  the  allowance  of  others,  as  in  the  present  case,  such  an 
amendment  would  be  refused  admission,  while  if  he  took  his  appeal 
direct  he  would  have  no  opportunity  to  amend. 

The  position  of  the  Examiner  is  considered  untenable. 

In  ex  parte  SchiipphauSj  supra^  the  Commissioner  stated : 

The  decision  on  priority  settles  some  of  the  most  important  questions  bearing 
upon  his  right  to  a  patent;  but  it  is  not  a  direct  decision  that  he  is  not  en- 
titled to  one. 

The  Court  of  Appeals  of  the  District  of  Columbia  in  Schupphaus 
V.  Stevens  (C.  D.,  1901,  365;    95  O.  G.,  1452)  said : 

The  contention,  on  behalf  of  the  appellant  that,  the  question,  whether  Stevens* 
application  discloses  or  covers  the  invention  of  the  issue,  is  necessarily  In- 
volved in  the  determination  of  the  claim  of  priority  of  invention,  has  no  sup- 
port in  any  diclsion  of  this  Court. 

As  indicated  in  the  above  decisions,  the  award  of  priority  in  the 
interference  settles  one  of  the  questions  involved  in  the  rejection  of 
the  claims  of  the  defeated  party;  but  it  does  not  necessarily  dispose 
of  all  such  questions.  Said  decisions  also  indicate  that  the  rejection 
under  Rule  132  is  to  be  considered  as  a  rejection  in  an  ex  parte  case 
upon  a  new  ground,  and,  as  stated  in  ex  parte  Schiipphaus^  supra — 

It  would  seem  that  the  applicant  would  under  the  rules  have  the  right  of 
appeal  from  such  a  rejection  as  well  as  from  any  other,  notwithstanding  the 
improbability  in  most  cases  of  obtaining  any  advantage  by  such  an  appeal.    • 

Section  4809,  however,  gives  him  this  right  only  after  the  claims 
have  been  twice  rejected. 

It  is  to  be  noted  that  the  interference  in  which  petitioner's  appli- 
cation was  involved  was  decided  prior  to  the  recent  modification  in 
practice  concerning  the  questions  that  may  be  considered  in  the  final 
decision  in  the  interference  and  with  regard  to  the  course  of  appeal 
announced  in  the  decision  of  the  Court  of  Appeals  of  the  District 
of  Columbia  in  Podlesak  and  Podlesak  v.  Mclnnemey  {post^  558; 
120  O.  G.,  2127)  and  in  the  edition  of  the  Rules  of  Practice  of  July 
31,  1906. 

It  is  held  that  the  amendment  of  April  2,  1906,  is  a  proper  one 
an'd  that  the  case  is  therefore  not  abandoned. 
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Ex  PARTE  AmS. 

Decided  July  23,  1906. 

(125  O.  G.,  347.) 

Reissue — Delay  In  Filing  Application — Excuse  Insufficient. 

Where  an  inventor  upon  the  Issue  of  a  patent  for  his  Invention  immedi- 
ately called  his  attorney's  attention  to  the  fact  that  the  claims  thereof  wej*e 
not  as  broad  as  his  Invention  and  the  attorney  advised  him  that  the  olaiui!» 
were  as  broad  as  they  could  hope  to  obtain  in  view  of  the  prior  art  and  the 
objections  of  the  Patent  Office  and  the  inventor  was  ignorant  of  the  remedy 
of  reissue  and  was  not  advised  thereof  by  the  attorney,  Held  that  these 
circumstances  do  not  constitute  a  sufficient  excuse  for  delay  of  more  than 
five  years  In  applying  for  a  reissue  seeking  broader  claims. 

Appeal  from  Examiners-in-Chief. 

sheet-metal  can. 
Messrs.  W.  II.  Doolittle  c5  Son  for  the  applicant. 

Allen,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  refus- 
ing the  allowance  of  the  following  claims  of  appellant's  reissue 
application : 

1.  a  metal  can  comprising  a  can-body  and  cover  and  Joined  by  a  crimijed  seam 
having  on  one  side  of  said  parts  at  the  seam  portion  a  permanently-fixed  com- 
position coating  forming  the  packing  means,  substantially  as  described. 

2.  A  metal  can  for  containing  food  products  having  a  can-body  and  its  cover 
Joined  by  a  crimped  Joint  composed  of  overlapped  and  tightly-closed  flanges  in 
combination  with  a  heat-resisting,  non-deleterious  composition  Inherently  adhe- 
sive in  application  and  fixed  to  the  neck  of  the  can  at  said  Joint  In  a  dry  coating 
or  iayer  and  forming  a  packing  between  said  flanges,  substantially  as  described. 

3.  An  air  and  water  tight  packing  for  a  Joint  for  a  sheet-metal  can-l)ody  and 
Its  cover  designed  for  food  products,  consisting  of  an  inherent  adhesive,  heat- 
resisting  non-deleterious  yielding  coating  dried  on  said  cover  and  independent 
of  the  can-body,  substantially  as  described. 

4.  In  a  Joint  for  a  metal  can-body  and  Its  cover,  a  fixed  coating  forming  a 
packing  for  said  Joint  and  plastered  on  one  of  said  parts,  said  coating  consisting 
of  an  adherent  and  packing  layer  affixed  to  the  article  and  an  outside  non- 
deleterious  and  heat-resisting  layer  or  film,  substantially  as  described. 

5.  The  combination  of  a  sheet-metal  can  with  a  fianged  and  countersunk  cover 
and  with  an  adhesive  coating  secured  to  the  cover,  and  consisting  of  rubl>er 
cement  and  an  asbestos  film,  substantially  as  and  for  the  purpose  specified. 

6.  A  sheet-metal  can  designed  for  packing  food  products,  comprising  a  can- 
body  and  a  cover,  said  body  and  cover  connected  by  a  lap-JoInt,  in  combination 
with  a  tight  packing  for  sealing  the  cover  and  body  independent  of  the  lap-JoInt, 
said  packing  consisting  of  a  non-deleterious,  heat-resisting  air-excluding  and  ad- 
hesive plastered  compound  extending  into  every  portion  of  the  lap-joint  and 
between  the  inner  surface  of  the  can-body,  and  the  neck  of  the  cover,  sub- 
stantially as  described. 
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The  original  patent  was  granted  November  3,  1896.  This  applica- 
tion for  reissue  was  not  filed  until  March  13,  1902.  The  Primary 
Examiner  rejected  the  claims  on  the  ground  of  laches  in  applying 
for  the  reissue  and  also  on  the  ground  that  they  were  anticipated 
by  the  prior  art.  Upon  appeal  the  Examiners-in-Chief  found  that 
the  claims  were  not  met  by  the  prior  art,  but  that  they  were  properly 
refused  on  the  ground  of  laches.  This  leaves  for  consideration  on 
this  appeal  only  the  question  of  laches. 

It  is  sought  by  the  reissue  to  enlarge  the  scope  of  the  claims.  As 
there  has  been  a  delay  of  more  than  five  years  in  applying  for  the  re- 
issue, appellant  is  not  entitled  to  the  allowance  of  his  claims  imless 
such  delay  is  excused  by  special  circumstances.  (In  re  Starkey^  C.  D., 
1903,  607;  104  O.  G.,  2150,  and  cases  cited  therein.)  As  an  excuse 
for  the  delay  appellant  sets  up  that — 

♦  ♦  •  at  the  time  said  Letters  Patent  were  issued  and  were  examined  by 
deponent  be  discovered  tbat  the  claim  thereof  was  limited  to  the  combina- 
tion of  a  sheet-metal  can  with  a  flanged  and  countersunk  cover  and  with  an 
adhesive  coating  secured  to  the  cover,  and  consisting  of  rubber  cement  and  an 
asbestos  film,  substantially  as  described ;  that  to  the  best  of  deponents  knowl- 
edge and  belief,  no  cans  for  food  similar  to  his  invention  having  been  ever 
made  prior  to  said  invention,  deponent  was  greatly  disappointed  that  his  patent 
was  not  Issued  to  a  better  advantage;  whereupon  he  Informed  his  attorneys 
that  therfe  were  other  ingredients  that  could  be  used  instead  of  rubber  ctnnent 
and  asbestos  to  constitute  the  affixing  and  packing  medium  and  the  heat-resisting 
and  non-deleterious  surface  respectively  and  that  therefore  the  claim  was  too 
narrow ;  whereui)on  his  said  attorneys  informed  dei)onent  that  said  claim  was  as 
broad  as  could  be  obtained  from  the  Patent  Office  in  view  of  the  previous  state 
of  the  art  and  the  objections  of  the  Patent  Office;  that  thereupon,  deponent, 
relying  upon  the  said  statement  of  his  attorneys  as  to  the  j)osltion  and  objec- 
tions of  the  Patent  Office,  and  being  entirely  Ignorant  of  the  remedy  of  a 
defective  patent  by  reissue  and  no  mention  of  such  a  remedy  having  been  made 
by  his  said  attorneys  took  no  further  steps  In  the  matter  but  very  reluctantly 
accepted  the  situation.     ♦     ♦     ♦ 

On  this  statement  of  facts  the  argument  is  advanced  that,  although 
appellant  was  of  the  opinion  when  he  received  his  patent  that  the 
claim  did  not  protect  his  invention,  the  fact  that  he  consulted  the 
attorney  who  acted  as  his  agent  in  procuring  his  patent  and  who 
informed  him  that  the  claim  was  as  broad  as  could  be  obtained  ex- 
cused him  from  taking  any  further  action  in  the  matter.  This  argu- 
ment is  believed  to  be  unsound.  The  circumstances  present  here  are 
very  like  those  before  the  United  States  Supreme  Court  in  the  case 
of  Wollerisak  v.  Sargent  &  Company,  (C.  D.,  1894,  164;  66  O.  G., 
1007;  151  U.  S.,  221,)  in  which  they  held  that  a  delay  of  several  years 
in  applying  for  a  reissue  after  knowledge  of  the  defects  of  the 
original  patent  could  not  be  excused  on  the  ground  that  counsel  ad- 
vised the  patentee  not  to  apply  for  a  reissue,  as  the  patentee  had 
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another  patent  which  covered  the  invention.  In  that  case  the  appli- 
cation for  reissue  was  delayed  because  counsel  was  of  the  opinion 
that  another  patent  adequately  covered  the  invention.  In  this  case 
the  application  was  delayed  because  counsel  was  of  the  opinion  that 
the  patent  already  covered  all  that  the  inventor  was  entitled  to 
claim.  It  seems  too  clear  for  argument  that  if  appellant,  relying  on 
his  own  knowledge,  believed  that  his  patent  inadequately  protected 
his  invention  and  failed  to  return  to  the  Office  in  due  season  he  would 
be  guilty  of  inexcusable  laches.  It  seems  equally  clear  that  he  can- 
not relieve  himself  from  responsibility  by  accepting  the  advice  of 
another. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


DUKESMITH  V.  CORRINGTON  ?'.  TURNER. 

Decided  July  2^,  1906. 

(125  O.  G.,  348.) 

1.  Intebference — Motion  to  Shift  Burden  of  Proof — Appeal. 

No  appeal  lies  from  a  decision  of  the  Examiner  of  Interferences  on  a 
motion  to  shift  the  burden  of  proof.     (Rule  122.) 

2.  Same — Motion  to  Require  New  Oath — Appeal. 

There  is  no  provision  in  the  rules  for  a  motion  before  the  Examiner  of 
Interferences  to  require  a  i)arty  to  file  a  supplemental  oath,  and  from  a 
decision  thereon  no  appeal  lies. 

3.  Same — Same — Jurisdiction  of  Examiner  of  Interferences. 

The  Examiner  of  Interferences  has  no  Jurisdiction  of  an  applicatioQ  in 
interference  to  require  the  filing  of  a  new  oath  therein. 

4.  Application — Defective  Oath — Defects   Cured   Without   Loss  op  Filing 

Date. 
Where  the  oath  accompanying  an  application  is  defective  in  that  It  does 
not  contain  the  required  averments  as  to  patents  and  printed  publications 
and  as  to  the  filing  of  foreign  applications,  but  the  application  was  received 
and  acted  upon  by  the  Examiner  and  an  interference  was  declared  therwn 
without  raising  any  objection  to  the  oath,  the  application  should  not  be 
declared  incomplete  pending  the  filing  of  a  proper  oath,  and  the  interference 
should  not  for  this  reason  be  dissolved.  There  Is  nothing  in  the  statutes 
or  the  rules  requiring  defects  in  an  oath  to  be  corrected  before  the  applica- 
tion Is  accepted  as  a  complete  application,  and  under  special  circumstances 
such  defects  may  be  cured  without  changing  the  filing  date. 

Appeal  on  Motion. 

fluid-pressure  brake. 

Messrs,  Kay^  Totten  cfe  Winter  for  Dukesmith. 
Mr.  Murray  Corrington  pro  se. 
Mr.  Edmund  A.  Wright  for  Turner. 
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Allen,  Commissioner: 

This  is  an  appeal  by  Corrington  from  the  decision  of  the  Examiner 
of  Interferences  denying  his  motions  to  shift  the  burden  of  proof,  to 
require  Turner  to  file  a  new  or  supplemental  oath,  and  to  suspend 
proceedings  pending  determination  of  the  motions. 

Rule  122  provides  in  part  that — 

Motion  to  sbift  the  burden  of  proof  should  be  made  before,  and  will  be  deter- 
mined by,  the  Examiner  of  Interferences.  No  appeal  from  the  decision  on  such 
motion  will  be  entertained,  but  the  matter  may  be  reviewed  on  appeal  from  the 
final  decision  upon  the  question  of  priority  of  Invention. 

The  appeal  from  the  decision  upon  burden  of  proof  is  dismissed. 

The  motion  that  the  Examiner  of  Interferences  require  Turner  to 
file  a  new  or  supplemental  oath  was  properly  denied,  as  the  Examiner 
of  Interferences  has  no  jurisdiction  of  the  applications  of  the  parties 
for  the  purpose  of  requiring  new  oaths  to  be  filed  therein.  This  mo- 
tion is  not  one  authorized  by  the  rules,  and  there  is  no  right  of  ap- 
peal from  the  Examiner's  decision  thereon.  The  appeal  taken  is 
dismissed. 

As  there  was  no  right  of  appeal  as  to  either  of  these  motions,  there 
was  no  error  in  the  decision  of  the  Examiner  of  Interferences  refus- 
ing to  suspend  proceedings  pending  decisions  upon  the  appeals  taken, 
and  the  same  is  affirmed. 

In  view  of  the  fact  that  the  question  of  a  new  oath  in  the  Turner 
application  could  have  been  raised  on  appeal  from  a  decision  by  the 
Primary  Examiner  upon  dissolution  of  the  interference  or  from  one 
by  the  Examiner  of  Interferences  refusing  transmission  of  the  mo- 
tion, had  the  motion  been  drawn  as  one  for  dissolution  under  Rule 
122,  and  in  view  of  the  fact  that  the  supposed  necessity  of  changing 
the  filing  date  of  the  Turner  application  to  the  date  upon  which  a 
new  oath  should  be  filed  therein  has  been  presented  by  Corrington  in 
a  very  carefully-considered  argument,  the  question  raised  will  be  dis- 
cussed here  to  the  following  extent.  The  oath  accompanying  Tur- 
ner's application  is  defective  in  the  following  respects:  It  refers  to 
the  invention  claimed  in  the  application,  where  it  should  refer  to 
the  invention  described  and  claimed.  It  fails  to  state  that  the  in- 
vention has  not  been  patented  or  described  in  any  printed  publica-  ' 
tion  for  more  than  two  years  prior  to  the  filing  of  the  application. 
It  fails  to  state  that  no  application  for  patent  has  been  filed  by  the 
assigns  of  the  applicant  in  foreign  countries  more  than,  twelve  months 
prior  to  the  application  in  this  country.  It  is  clear  that  a  new  oath 
should  be  required  before  the  application  is  passed  to  issue.  The 
question  now,  however,  is  whether  the  interference  should  be  dis- 
solved and  the  Turner  application  held  as  an  incomplete  application 
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pending  receipt  of  a  proper  oath.  Such  action  should  not  be  taken. 
The  application  papers  were  received  in  the  Office  long  prior  to  the 
declaration  of  this  interference.  They  were  given  filing  date  as  a 
complete  application  and  sent  to  the  Primary  Examiner,  who  acted 
upon  the  case  and  eventually  declared  this  interference.  In  all  this 
time  no  objection  was  made  to  the  oath.  There  are  good  reasons  for 
refusing  to  give  filing  dates  to  application  papers  until  various  for- 
malities have  been  complied  with  where  the  informalities  are  discov- 
ered by  the  Office  without  undue  delay;  but  where  the  application 
has  been  examined  and  considerable  time  has  elapsed  before  the  nec- 
essary corrections  are  required  there  should  be  no  change  in  filing 
date  except  in  those  cases  where  the  Office  is  clearly  without  authority 
to  entertain  the  application  until  the  corrections  are  made. 

So  far  as  now  appears  there  is  nothing  in  the  statute  or  rules  re- 
quiring the  defects  in  Turner's  oath  to  be  corrected  before  the  same 
is  accepted  as  a  complete  application.  Such  being  the  case,  the  cor- 
rection of  these  defects  is  an  ex  "parte  matter  which  may  be  attended 
to  after  termination  of  the  interference.  The  case  of  ex  parte  Brand j 
(C.  D.,  1898,  12;  82  O.  G.,  893,)  upon  which  Corrington  relies  as 
a  precedent,  was  overruled  in  so  far  as  it  seemed  to  support  his  posi- 
tion by  ex  parte  Becker  (C.  D.,  1901,  198;  97  O.  G.,  1597.)  In  the 
case  of  ex  parte  Sassin  {ante^  205 ;  122  O.  G.,  2064)  none  of  the  appli- 
cation papers  was  signed  by  the  applicant.  This  defect  is  believed  to 
stand  on  a  different  footing  from  those  in  the  present  case.  None 
of  the  cases  referred  to  by  Corrington  involves  the  principles  which, 
as  pointed  out  above,  are  regarded  as  controlling  under  the  condi- 
tions of  the  present  case. 

The  disposition  of  the  appeals  has  been  stated  in  the  first  portion 
of  the  decision  and  need  not  be  repeated  here. 


Dunbar  v.  Schellenger. 

Decided  July  27,  1906. 

(125  O.  G.,  348.) 

Interference — Evidence — Sufficiency  of  Corroborating  Testtmont. 

It  is  a  general  rule  that  the  unsupported  allegations  of  an  inventor  are 
Insufficient  to  establish  either  a  conception  or  a  reduction  to  practice;  but 
it  does  not  follow  that  corroborating  teslmony  must  extend  to  every  detail 
sought  to  be  established. 

Same — Same — Same. 

An  inventor's  testimony  relative  to  the  construction  and  operation  of  a 
specific  device  constituting  a  reduction  to  practice  is  corroborated  by  a 
single  witness.  Another  witness  claims  to  have  seen  a  similar  device  about 
the  same  time  constructed  by  the  Inventor  which  contained  the  Invention 
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in  isBue,  although  It  appears  that  it  was  not  the  identical  apparatus  which 
the  inventor  described.  Ueld  that  the  testimony  of  the  latter  witness 
tends  to  strengthen  the  testimony  of  the  inventor  that  he  reduced  the 
invention  to  practlc»e  at  the  time  claimed. 

3.  Same — Same — Failube  of  Corboborating  Wftness  to  Descbibe  Eveby  Fea- 

TUBE  OF  Invention. 
Where  a  corroborating  witness  assisted  in  the  operation  of  a  device 
alleged  to  be  a  reduction  to  practice  of  the  invention  in  issue  and  clearb' 
described  the  main  features  of  such  device  and  its  operation  and  it  appears 
that  the  device  could  not  oi)erate  as  described  unless  the  unidentified  fea- 
tures were  lilce  those  which  the  inventor  claims  were  embodied  in  the 
device  or  were  equivalents  thereof,  in  the  absence  of  evidence  showing  that 
the  inventor  knew  of  such  equivalent  devices  an  inference  arises  that  the 
unidentified  features  were  those  described  by  the  inventor. 

4.  Same — Pbiobity — Diugence. 

Where  an  inventor  immediately  after  reducing  his  invention  to  practice 
was  sent  by  his  employer  from  a  large  city  to  a  comparatively  small  town 
on  worlfi  which  it  was  supposed  would  require  about  sixty  days,  after  which 
the  inventor  expected  to  return  to  the  city  and  file  his  application,  but  be- 
cause of  unforeseen  delays  the  work  was  not  completed  for  about  four 
months,  and  after  his  return  to  the  city  he  took  immediate  steps  to  file 
his  application.  Held  that  he  was  not  lacking  in  diligence,  especially  in 
view  of  the  additional  circumstance  that  his  invention  related  to  a  highly 
technical  art,  a  knowledge  of  wliich  he  understood  was  not  possessed  by 
the  attorneys  in  the  town  where  he  was  then  located. 
6.  Same — Reopening  Pboofs — Lateb  Testimony  Tending  to  Discbedit  Eablier. 

Where  an  inventor,  testifying  in  his  own  behalf,  states  that  he  con- 
structed a  four-relay  telephone  system  upon  a  certain  date  and  he  subse- 
quently testifies  in  an  interference  between  entirely  diJTer^t  parties  that 
under  the  direction  of  one  of  said  parties  he  set  up  a  three-relay  telephone 
system  at  an  earlier  date  and  it  appears  that  some  of  his  claims  involved 
in  the  Issue  are  broad  enough  to  cover  both  systems.  Held  that  the  inter- 
ference will  not  be  reopened  for  the  taking  of  further  proofs  on  the  theory 
that  the  inventor's  later  testimony  tends  to  show  that  his  first  testimony 
was  false.  The  testimony  in  the  two  cases  is.  not  necessarily  inconsistent, 
as  the  inventor  was  testifying  to  the  construction  of  specific  devices  without 
regard  to  the  Ift-oad  invention  common  to  both. 
6.  Same — Same — Showing  Pbiob  Invention  by  Thibd  Pabty. 

An  interference  will  not  be  reopened  after  testimony  has  been  taken  and 
a  decision  on  priority  rendered  thereon  for  the  purpose  of  introducing  evi- 
dence tending  to  show  that  the  invention  in  issue  was  first  invented  by  a 
third  party. 

Appeal  from  Examiners-in-Chief. 

telephone  system. 

Messrs.  Jones  <&  Addington  and  Mr.  Robert  L.  Ames  for  Dunbar. 
Mr,  Charles  A.  Brown  and  Mr.  H.  A.  Seymour  for  Schellenger. 

Allen,  Commissioner: 

This  is  an  appeal  by  Dunbar  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Schellenger. 
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The  subject-matter  in  controversy  is  illustrated  by  the  following 
counts  of  the  issue. 

1.  The  combination  with  a  telephone-line,  of  a  source  of  electricity  and  a 
pair  of  relays  adapted  to  be  bridged  between  the  limbs  of  the  talking-circuit 
thereof,  a  switch  at  the  substation  and  a  switch  at  the  central  station  for  con- 
trolling the  circuit  through  said  relays,  and  a  signal  adapted  to  be  controlled  by 
the  conjoint  action  of  said  relays. 

2.  The  combination  with  a  pair  of  telephone-lines,  of  an  inductive  device 
through  which  the  same  are  adapted  to  be  united  for  conversation,  a  charging 
source  of  electricity  and  a  pair  of  relays  adapted  to  be  bridged  between  the  two 
limbs  of  each  of  said  lines,  one  pair  of  relays  being  individual  to  one  of  said 
lines  and  the  other  pair  being  individual  to  the  other  line,  switches  at  the  sub- 
stations and  at  the  central  station  for  controlling  the  circuit  through  said  relays, 
and  a  signal  controlled  by  the  conjoint  action  of  each  pair  of  relays. 

.  4.  The  combination  with  a  metallic  telephone-line,  of  a  pair  of  relays  and  a 
charglng-current  source  bridged  across  the  line  at  the  central  station,  a  third 
conductor  to  which  one  pole  of  the  current  source  Is  connected,  both  of  said 
relays  being  adapted  to  be  operated  over  the  metallic  teiephone-Iine.  and  one 
of  said  relays  being  adapted  to  be  operated  over  a  portion  of  said  line  and  third 
conductor. 

7.  In  a  telephone  system,  the  combination  with  a  telephone-line,  of  a  source 
of  electricity  at  the  central  office,  an  oi>erator*s  plug  and  a  pair  of  relays  asso- 
ciated therewith,  one  of  said  relays  being  energized  from  the  said  source  of 
electricity  as  long  as  the  said  operator's  plug  is  connected  with  the  said  line 
and  over  a  path  having  a  part  coincident  with  the  talking-circuit,  and  the  other 
relay  being  energized  as  long  as  the  said  operator's  plug  is  connected  with  the 
said  line  and  when  the  subscriber's  telephone  is  in  use,  and  a  signal  associated 
with  said  pair  of  relaj's,  the  circuit  of  said  signal  being  established  by  the  opera- 
tion of  the  first  of  said  relays  and  said  signal  being  rendered  inoperative  by 
the  oi)eration  of  the  second  of  said  relays. 

The  invention  in  controversy  relates  to  telephone-exchange  s}'s- 
tems,  and  more  particularly  to  the  supervisory  or  clearing-out  signal- 
ing apparatus  thereof.  In  accordance  with  this  invention  two  indi- 
cators, preferably  in  the  form  of  incandescent  lamps,  are  employed, 
which  are  controlled  by  four  relays  bridged  across  the  strands  of  a 
two-conductor  cord-circuit,  two  relays  being  used  for  each  lamp.  The 
talking-circuit  is  composed  of  a  metallic  telephone-line  and  the  two- 
conductor  cord-circuit,  and  the  ringing-circuit,  over  which  the  sub- 
scriber is  called,  is  composed  of  one  strand  of  the  cord-circuit,  one 
arm  of  the  telephone-line,  and  the  ground  at  the  subscriber's  station, 
the  circuit  being  completed  from  the  cord-circuit  through  a  storage 
battery  at  the  central  station  to  ground.  Condensers  are  inserted  in 
each  strand  of  the  cord-circuit. 

Schellenger's  application  was  filed  February  14, 1901,  and  Dunbar's 
application  was  filed  March  22,  1901. 

Dunbar  alleges  conception  and  disclosure  of  the  invention  in  No- 
vember, 1899,  and  the  making  of  drawings  and  actual  reduction  to 
practice  on  or  about  September  17,  1900.  Schellenger  alleges  con- 
ception, disclosure,  and  reduction  to  practice  in  August,  1900. 
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No  claim  is  made  on  behalf  of  Dunbar  that  the  proofs  show  a  con- 
ception and  disclosure  by  him  prior  to  September  17,  1900,  and  it  is 
admitted  that  his  first  proven  reduction  to  practice  was  in  December, 
1900.  These  dates  do  not  seem  to  be  disputed  by  Schellenger,  who 
seeks  to  prove  an  earlier  conception  and  reduction  to  practice. 

Both  the  Examiner  of  Interferences  and  the  Examiners-in-Chief 
found  that  Schellenger  had  proved  conception  and  reduction  to  prac- 
tice prior  to  September  17,  1900,  the  earliest  date  of  conception 
which  Dunbar  claims  to  have  proved.  They  found  also  that  even  if 
the  proofs  be  regarded  as  insufficient  to  prove  an  actual  reduction  to 
practice  for  Schellenger  prior  to  September  17,  1900,  or  at  a  later 
date  he  was  nevertheless  entitled  to  prevail  on  the  ground  that  he 
conceived  prior  to  that  time  and  was  exercising  diligence  when  Dun- 
bar entered  the  field  and  up  to  the  filing  of  his  application.  It  is 
believed  that  the  evidence  presented  fully  warrants  the  conclusion 
reached  by  the  lower  tribunals. 

During  the  year  1900  Schellenger  was  employed  by  the  Chicago 
Telephone  Company  and  the  American  Electric  Telephone  Com- 
pany, holding  positions  with  both  of  the  companies  from  May  23, 
1900,  when  he  started  to  work  for  the  American  Electric  Telephone 
Company,  until  the  first  part  of  August,  1900,  when  he  finally  left 
the  employ  of  the  Chicago  Telephone  Company.  Shortly  after 
entering  the  employ  of  the  American  Electric  Telephone  Company 
he  was  assigned  to  experimental  work,  which  gave  him  an  oppor- 
tunity to  make  experiments,  and  it  was  during  this  period  of  his 
employment  that  he  conceived  and  reduced  the  invention  to  practice. 

The  record  is  so  replete  with  evidence  of  Schellenger's  conception 
prior  to  S^tember  17, 1900,  that  it  is  deemed  necessary  tp  refer  to  it 
only  briefly. 

Although  the  record  contains  evidence  tending  to  show  that  Schel- 
lenger conceived  the  invention  in  July,  1900,  this  evidence  cannot  be 
considered  as  establishing  an  earlier  date  than  August  1,  1900,  as  the 
preliminary  statement  alleges  conception  in  August,  1900.  The  fail- 
ure to  allege  the  earlier  date  is  probably  due  to  the  fact  that  the  pre- 
liminary statement  was  executed  by  Schellenger's  assignee,  the 
Stromberg-Carlson  Telephone  Manufacturing  Company,  acting 
through  its  president,  E.  H.  Satterlee. 

Schellenger  testifies  that  on  August  15,  1900,  he  explained  to  J. 
Mayo  Lenz,  another  employee  of  the  American  Electric  Telephone 
Company,  the  invention  embodied  in  the  issue,  both  by  means  of  the 
apparatus  itself,  which  he  had  set  up  on  the  bench  where  he  did 
exf)erimental  work  for  his  employer,  and  by  means  of  a  sketch.  The 
sketch  which  he  showed  and  explained  to  Lenz  at  this  time  is  found 
in  his  diary,  which  has  been  introduced  in  evidence  and  is  known  as 
"  Schellenger's  Exhibit  No.   5,  Schellenger's  Diary,"    (Schellenger, 


Digitized  by  VjOOQ IC 


482  DECISIONS   OF   THE   COMMISSIONEB   OF   PATENTS. 

Qs.  18,  19,)  in  the  space  allotted  to  August  16,  1900.  The  sketch  is 
reproduced  opposite  page  16  of  Schellenger's  records  and  designated 
"  Schellenger  Exhibit  No.  6."  Schellenger  further  testifies  that  on 
the  same  day  he  showed  Lenz  the  sketch  found  on  page  31  of  a  note- 
book introduced  in  evidence  and  known  as  "  Exhibit  4,  Circuit  Sketch 
Book,"  and  explained  the  same  to  him.  (Schellenger,  Qs.  20,  21, 
22.)  This  testimony  is  fully  corroborated  by  Lenz.  (Lenz,  Qs.  28, 
17,  27.)  An  employee  of  the  Chicago  Telephone  Company,  Dewitz, 
testifies  that  about  the  middle  of  the  summer  of  1900  Schellenger 
disclosed  to  him  an  invention  which  he  claimed  to  have  made,  and  in 
order  to  show  precisely  what  Schellenger  disclosed  to  him  he  drew 
a  sketch,  which  has  been  introduced  in  evidence  and  is  known  as 
"  Schellenger's  Exhibit  No.  13,"  which  is  intended  as  a  reproduction 
of  a  sketch  made  by  Schellenger  at  the  time  of  the  disclosure.  An- 
other employee  of  the  American  Electric  Telephone  Company,  Gus- 
tav  F.  C.  Bauer,  testifies  fully  to  a  disclosure  of  the  invention  made 
by  Schellenger  to  him  prior  to  Labor  Day,  1900,  and,  in  a  sketch 
introduced  in  evidence  as  "  Schellenger's  Exhibit  X — Bauer  Sketch  " 
reproduces  what  Schellenger  disclosed  to  him  at  that  time.  There 
is  evidence  of  further  disclosure  to  Guy  E.  Martin,  O.  C.  Dennis, 
and  others,  which  need  not  be  discussed  in  detail.  It  is  sufficient 
to  say  that  these  various  sketches  and  the  testimpny  given  in  con- 
nection therewith  clearly  prove  that  Schellenger  had  fully  conceived 
and  disclosed  the  invention  of  the  issue  prior  to  September  17, 1900. 

The  question  of  Schellenger's  reduction  to  practice  i^  more  difficult 
of  solution.  The  evidence  upon  this  question  is  found  mainly  in 
the  testimony  of  Schellenger,  Lenz,  and  Bauer.  Le^z  and  Bauer 
both  testify  that  they  saw  apparatus  set  up  and  operating  prior  to 
September  17,  1900;  but  apparently  these  witnesses  did  not  see  the 
same  apparatus.  Schellenger's  and  Lenz's  testimony  refer  to  the 
same  apparatus;  but  it  does  not  appear  that  any  of  Schellenger's 
testimony  refers  to  the  apparatus  which  Bauer  saw. 

Schellenger  testifies  that  he  set  up  an  apparatus  comprising  the 
features  shown  in  "  Schellenger's  Exhibit  No.  7 — Sketch  made  in 
answer  to  Q.  30,"  and  explained  the  same  to  Lenz  on  August  15, 1900. 
(Schellenger,  Q.  30.)  He  is  able  to  fix  this  date  after  refreshing  his 
memory  by  reference  to  his  diary  (Schellenger's  Exhibit  No.  5)  and 
also  by  reference  to  other  circumstances  and  events.  He  explains 
in  detail  the  apparatus  which  he  operated  at  that  time  (Schellenger, 
Qs.  30,  45)  which  embodied  all  the  counts  of  the  issue,  and  if  his 
testimony  could  be  accepted  without  corroboration  it  would  clearly 
establish  a  reduction  to*  practice  on  the  date  stated. 

Schellenger's  testimony  is  corroborated  by  Lenz.  Lenz  testifies 
that  Schellenger  explained  the  invention  to  him  orally  and  by  means 
of  sketches  on  August  15, 1900,  and  that  at  the  same  time  he  showed 
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and  explained  to  him  an  apparatus  which  contained  the  features 
illustrated  on  page  31  of  Schellenger's  Circuit  Sketch  Book.  He 
described  the  different  parts  of  the  apparatus  which  he  saw — the  two- 
conductor  cord-circuit  attached  to  a  three-way  plug,  the  four  relays, 
two  of  which  w^ere  connected  to  the  sleeve-strand  and  two  to  the  tip- 
strand  of  the  cord-circuit,  the  storage  battery,  the  operator's  set,  the 
line-jacks,  two  condensei's,  two  supervisory  lamps  of  the  ordinary 
type,  two  switchboard-drops,  and  two  telephones.  (Lenz,  Qs.  8-14.) 
He  gave  a  clear  description  of  the  relations  of  the  principal  parts  by 
drawing  a  sketch  thereof,  which  w^as  introduced  in  evidence  and 
marked  "  Schellenger's  Exhibit  No.  3."  These  parts  were  full  size 
and  identical  with  like  parts  used  in  the  installation  of  commercial 
exchanges,  although  they  were  not  arranged  in  the  same  way  in  which 
they  would  be  arranged  in  a  commercial  installation.  Lenz  not  only 
saw  but  assisted  in  the  operation  of  this  device  and  testifies  that  he 
carried  on  a  conversation  over  the  line  and  that  the  operation  was 
successful.     (Lenz,  Q.  18.) 

Lenz  was  able  to  describe  generally  the  relations  of  the  parts,  but 
not  minutely.  For  example,  it  appears  that  he  was  not  able  to 
describe  over  what  circuits  the  relays  were  energized  at  the  different 
stages  in  the  operation  of  establishing  connections  for  conversation, 
(Lenz,  X-Q.  166,)  and  he  could  not  describe  precisely  how  the  lamp- 
circuits  were  connected  up.  (Lenz,  X-Q.  181.)  Because  of  defi- 
ciencies of  this  character  it  is  contended  by  counsel  for  Dunbar  that 
the  testimony  is  not  sufficient  to  prove  a  reduction  to  practice  for 
Schell^nger.  The  position  taken  by  appellant  seems  to  be  that  the 
testimony  adduced  to  corroborate  that  of  the  inventor  must  cover 
and  extend  to  every  feature  of  the  invention.  No  authority  has  been 
cited  to  sustain  this  contention,  and  it  is  believed  that  the  position  is 
untenable.  It  is  true  that  it  has  been  repeatedly  laid  down  as  a  rule 
that  the  unsupported  allegations  of  an  inventor  are  insufficient  to 
establish  either  a  conception  or  a  reduction  to  practice,  but  it  does 
not  follow  from  this  that  corroborating  testimony  must  extend  to 
every  detail  sought  to  be  established.  In  this  case  Lenz  testifies  that 
Schellenger  explained  to  him  on  August  15,  1900,  the  entire  inven- 
tion in  issue,  and  he  is  able  to  positively  state  that  he  saw  nearly 
eveiy  feature  of  the  invention,  and  especially  the  main  features 
thereof. 

He  testifies  that  he  assisted  in  the  operation  of  the  device  and 
that  the  operation  was  satisfactory.  He  describes  minutely  (Lenz, 
Q.  15)  how  the  relays,  the  supervisory  lamps,  and  other  parts  oper- 
ated. In  order  to  operate  as  stated  by  Lenz,  the  apparatus  must 
have  been  constructed  in  the  way  stated  by  Schellenger,  or  Schel- 
lenger must  have  adopted  other  devices  of  his  own  or  others  to  ac- 
complish the  same  results.  In  the  absence  of  anything  in  the  record 
H.  Doc  641.  59-2 29  ,.g.,,^^,  ,^  GoOgk 
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to  indicate  that  Schellenger  knew  of  other  apparatus  having  these 
same  features  the  inference  is  that  the  additional  features  which 
Lenz  could  not  identify  were  those  which  Schellinger  testified  were 
used.  Appellant  calls  attention  to  an  interference  declared  on  June 
23,  1903,  between  Schellenger,  one  Roberts,  and  another,  wherein 
similar  apparatus  was  in  issue  and  in  which  Roberts  was  held  to  be 
the  prior  inventor.  Roberts's  structure  thus  being  a  part  of  the 
prior  art,  appellant  contends  that  Lenz  and  the  other  witnesses  who 
testify  to  having  seen  an  apparatus  in  operation  possessing  the 
characteristic  features  here  in  issue  may  have  seen  the  Roberts  ap- 
paratus instead  of  Schellenger's  apparatus.  Assuming,  for  the  sake 
of  argument,  that  the  testimony  of  Lenz  and  other  witnesses  applied 
as  well  to  the  Roberts  structure  as  to  Schellenger's,  the  contention  is 
without  force,  because  there  is  absolutely  nothing  in  the  record  to 
show  that  either  Schellenger  or  any  of  the  witnesses  knew  of  the 
Roberts  device  at  the  time  they  claim  to  have  seen  Schellenger's  appa- 
ratus in  August,  1900.  The  interference  between  Roberts  and  Schel- 
lenger w^as  not  declared  until  June  23,  1903,  as  above  stated,  and  it 
must  be  presumed,  until  the  contrary  is  shown,  that  neither  Schel- 
lenger nor  any  of  his  witnesses  knew  of  the  Roberts  structure  prior 
to  that  time.  The  mere  fact  that  Roberts  was  found  to  be  the  prior 
inventor  raises  no  presumption  of  law  charging  S,chellinger  with 
knowledge  of  the  invention  at  the  date  established  in  the  interfer- 
ence. The  question  is  whether  or  not  Schellenger  or  his  witnesses 
in  fact  knew  of  the  Roberts  structure  in  August,  1900.  The  ques- 
tion is  one  of  fact,  and  no  presumption  of  law  enters  into  it.  ' 

Gustav  F.  C.  Bauer,  who  was  employed  by  the  American  Electric 
Telephone  Company  from  the  fall  of  1899  to  the  spring  of  1901,  also 
testifies  with  respect  to  a  reduction  to  practice  made  by  Schellenger. 
It  appears  that  he  was  employed  first  as  a  draftsman  and  later  in  con- 
nection with  the  construction  of  switchboards  and  upon  experimental 
work.  He  states  that  his  duties  as  draftsman  consisted  in  making 
drawings  of  circuits  and  apparatus  and  that  before  entering  the 
employ  of  this  company  he  had  studied  electricity  and  allied  subjects 
for  five  years.  This  training  enabled  him  to  fully  understand  the  in- 
vention which  he  alleges  Schellenger  explained  to  him.  He  testifies 
(Q.  7)  that  previous  to  Labor  Day,  1900,  Schellenger  showed  and 
explained  to  him  a  sketch  and  apparatus.  He  fixes  the  date  of  this 
disclosure  as  prior  to  Labor  Day  by  the  fact  that  Schellenger  left 
Chicago  at  that  time  for  St.  Joseph,  Mo.,  to  install  a  switchboard  for 
the  American  Electric  Telephone  Manufacturing  Company.  This 
witness  described  in  detail  and  made  from  memory  a  sketch  (Schel- 
lenger's Exhibit  X,  Bauer  diagram)  of  the  invention  disclosed  to  him 
by  Schellenger  at  the  time  above  stated.    (Bauer,  Qs.  9-11,  20;  X-Qs. 
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44r-54.)  Bauer's  description  corresponds  in  every  detail  to  the  inter- 
ference issue.  He  states  that  Schellenger  experimented  with  both 
the  talking  and  ringing  of  the  telephone  over  the  line  which  he  had 
set  up  (Q.  17)  and  that  the  apparatus  worked  well.     (Q.  19.) 

It  does  not  appear  that  any  of  Schellenger's  testimony  refers  to 
the  identical  apparatus  which  Bauer  claims  to  have  seen ;  but  this 
is  no  reason  for  disregarding  this  testimony.  No  reason  is  seen  why 
a  reduction  to  practice  might  not  be  established  by  a  single  disinter- 
ested witness;  but  this  question  need  not  be  decided  in  this  case. 
The  testimony  of  the  witness  that  the  inventor  showed  and  explained 
to  him  an  apparatus  embodying  the  invention  in  issue  about  the 
time  which  the  inventor  claims  to  have  set  it  up  and  operated  it  and 
about  the  time  another  witness  claims  to  have  seen  it  leads  the  mind 
strongly  to  the  conclusion  that  the  inventor  was  in  possession  of  the 
invention  and  that  he  successfully  reduced  it  to  practice  at  the  time 
claimed. 

Boylan  testifies  that  upon  Schellenger's  invitation  he  visited  the 
place  where  Schellenger  was  employed  about  the  middle  of  August, 
1900,  and  at  that  time  Schellenger  showed  and  explained  to  him  an 
apparatus  which  he  claimed  to  have  invented^  the  purpose  of  which 
was  to  eliminate  one  of  the  wires  of  the  three-wire  cord-circuit  at 
that  time  in  general  use,  and  that  it  was  to  be  used  in  a  common 
battery-circuit.  The  testimony  of  Boylan  tends  further  to  show 
that  Schellenger  reduced  the  invention  to  practice  prior  to  Labor 
Day,  1900. 

On  behalf  of  Dunbar  it  is  contended  that  if  the  testimony  in 
favor  of  Schellenger  be  accepted  at  its  face  value  it  nevertheless  does 
not  show  a  reduction  to  practice,  because  no  means  were  provided 
in  the  particular  line-circuit  which  Schellenger  chose  to  use  with  his 
cord-circuit  for  automatically  cutting  out  the  subscriber's  bell- 
circuits  when  connections  were  made  between  the  central  station  and 
substations  and  because  no  satisfactory  "busy  test"  had  been  de- 
veloped. These  contentions  are  believed  to  be  without  force  in  view 
of  the  fact  that  the  prior  art  reveals  means  which  may  be  used  for 
attaining  both  of  the  aforesaid  objects  and  that  the  counts  of  the  issue 
do  not  cover  or  include  these  features.  Said  features  are  not  abso- 
lutely necessary  to  the  operation  of  the  devices  claimed,  the  combina- 
tions of  the  issue  possessing  their  own  utilities  irrespective  of  them. 
In  other  words,  the  issue  is  directed  to  a  new  and  useful  invention 
which,  although  intended  to  be  an  element  of  a  telephone-exchange, 
nevertheless  possesses  its  own  characteristic  utility. 

Not  only  is  Schellenger  entitled  to  the  award  of  priority  on  the 
ground  that  he  was  the  first  to  conceive  and  the  first  to  reduce  to 
practice,  but  ^Iso  on  the  ground  that  he  was  exercising  reasonable 
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diligence  at  and  before  the  time  when  Dunbar  entered  the  field  and 
up  to  the  time  of  filing  his  application.  It  appears  that  shortly  after 
reducing  the  invention  to  practice  he  was  sent  to  St.  Joseph,  Mo.,  to 
assist  in  the  installation  of  a  telephone  system.  He  understood  that 
there  were  no  patent  attorneys  in  St.  Joseph  who  were  able  to  prop- 
erly prepare  complicated  electrical  cases,  and  he  thought  that  it 
would  be  better  to  wait  until  he  returned  to  Chicago  before  attempt- 
ing to  file  his  application.  (Schellenger  Qs.  41,  42,  and  X-Q.  34.) 
According  to  the  plans  of  the  company  they  expected  to  finish  the 
work  at  St.  Joseph  in  sixty  days ;  but  owing  to  unavoidable  events  it 
was  not  completed  for  about  four  months,  and  Schellenger  did  not 
return  to  Chicago  until  January  6,  1901.  Shortly  after  his  return  he 
took  steps  to  file  his  application.  In  the  latter  part  of  January 
or  first  part  of  February,  1901,  he  employed  O.  C.  Dennis  to 
make  a  drawing  (Dennis,  Qs.  32-57)  which  he  proposed  to  use  as  a 
part  of  an  application  for  patent.  Dennis  testifies  that  he  made  a 
drawing  similar  to  that  of  Schellenger's  application  involved  in  this 
interference  and  that  he  understood  that  it  was  to  be  used  as  a  part 
of  an  application.  It  appears  that  the  drawings  made  by  Dermis 
were  not  made  a  part  of  this  application,  but  that  other  drawings 
accompanied  the  application,  which  was  filed  about  two  or  three 
weeks  later.  It  is  believed  that  these  circumstances  constitute  a  suf- 
ficient excuse  for  Schellenger's  delay  in  filing  his  application. 

After  the  decision  of  the  Exaniiner  of  Interferences  on  the  question 
of  priority  and  pending  an  appeal  to  the  Examiners-in-Chief  Dunbar 
brought  a  motion  to  reopen  the  interference  for  the  purpose  of  intro- 
ducing into  the  record  a  deposition  given  by  Schellenger  in  a  later 
interference  between  different  parties,  which,  it  was  alleged,  showed 
that  Schellenger  was  not  the  inventor  of  certain  counts  of  this  inter- 
ference and  which  also,  it  is  alleged,  discredited  Schellenger,  as  it 
contained  allegations  contrary  to  those  made  in  the  present  case. 
The  Examiner  of  Interferences  refused  to  reopen  the  case,  and  upon 
appeal  from  that  decision  I  held  that  the  case  would  be  reopened,  if 
at  all,  only  for  the  admission  of  evidence  discrediting  Schellenger's 
testimony  and  that  whether  it  should  be  so  reopened  would  be  deter- 
mined when  the  case  came  before  me  for  final  hearing.  Upon  exam- 
ination of  the  deposition  in  the  later  interference  it  is  found  that 
Schellenger  testifies  that  one  Henry  P.  Clausen,  under  whose  direction 
Schellenger  was  working  while  in  the  employ  of  the  American  Elec- 
tric Telephone  Company,  was  the  inventor  of  a  certain  circuit  which 
Schellenger  referred  to  as  a  "  three-relay  system."  This  circuit  is 
specifically  different  from  the  "  four-relay  "  system  which  forms  the 
subject-matter  of  this  interference.  Assuming  for  the  purpose  of 
argument  that  some  of  the  counts  of  this  interference  are  broad 
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enough  to  cover  both  of  these  structures,  I  am  nevertheless  convinced 
that  such  testimony  does  not  materially  lessen  the  weight  to  be  given 
to  Schellenger's  testimony  in  this  interference.  It  must  be  remem- 
bered that  Schellenger  was  testifying  in  both  instances  with  respect 
to  specific  instructions — in  the  first  interference  with  respect  to  a 
"  four-relay  "  system  and  in  the  later  interference  with  respect  to  a 
*•  three-relay  "  system,  whose  circuits  differed  in  many  respects  from 
the  circuits  of  the  "  four-relay  "  system.  In  the  earlier  testimony 
Schellenger  testified  that  he  constructed  a  specific  device  upon  a  cer- 
tain date.  In  his  later  deposition  he  testified  that  Clausen  upon  a 
certain  date  set  up  a  different  apparatus.  There  is  no  inconsistency 
in  these  statements.  I  am  convinced  that  the  deposition  in  the  later 
interference  furnishes  no  substantial  basis  for  believing  that  the 
testimony  first  given  was  false.  The  only  real  effect  of  admitting 
this  testimony  would  be  to  show,  possibly,  that  some  of  the  counts  of 
this  interference  were  first  invented  by  a  third  party  and  not  by 
Schellenger.  As  stated  in  a  prior  decision  in  this  case,  this  question 
is  to  be  considered,  if  at  all,  after  the  final  determination  of  the 
question  of  priority.     The  motion  is  denied. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of  inven- 
tion to  Schellenger  is  afp-rmed. 


Ex  PARTE  United  States  Brewing  Company. 

Decided  October  12,  1906, 
(125  O.  G.,  352.) 

1.  Tbade-Mabks — ^The  Word  "  Savoy  "  Geoobaphicai* 

The  word  "Savoy"  Is  primarily  geographical  in  significance,  and  is 
therefore  not  registrable. 

2.  Same — Pabticulab  or  Distinctive  Manner  op  Printing. 

Where  it  Is  contended  that  the  word  "  Savoy "  as  a  family  name  is 
registrable  because  printed  in  script  on  a  diagonal  line  with  the  letters 
shaded  and  with  a  paraph  under  the  word.  Held  not  to  be  printed  in  such 
a  particular  or  distinctive  manner  as  to  entitle  it  to  registration. 

On  Appeal. 

TRADE-MARK  FOR  BEER. 

Messrs.  Dudley^  Browne  <&  Phelps  for  the  appellant. 

Moore,  Acting  Com/missioner: 

This  is  appeal  from  the  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  for  beer  which  consists  of  the  word 
"  Savoy  "  written  in  the  peculiar  and  distinctive  form  shown  in  the 
accompanying  drawing. 
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According  to  the  Century  Dictionary  the  term  "  Savoy,"  French 
"  Savoie,"  indicates  a  former  duchy,  now  divided  into  the  depart- 
ments of  Savoie  and  Haute-Savoie  in  France,  and  the  "  House  of 
Savoy  "  is  the  name  of  a  royal  family  of  Europe,  now  the  reigning 
house  of  the  kingdom  of  Italy.  Mention  is  also  made  of  the  Savoy 
Chapel  and  the  Savoy  Theater  in  London. 

The  word  "  Savoy  "  is  therefore  both  a  geographical  term  and  a 
family  name.  It  appears  to  be  primarily  geographical  in  signifi- 
cance, and  is  therefore  not  registrable.  (Sect.  5  of  Trade-Ma  A  Act 
of  February  20,  1905.) 

Moreover,  disregarding  the  geographical  significance,  as  a  family 
name  it  could  be  registered  under  the  provisions  of  section  5  of  the 
Trade-Mark  Act  only  in  case  the  word  is  "written,  printed,  im- 
pressed or  woven  in  some  particular  or  distinctive  manner  or  in 
association  with  a  portrait  of  the  individual."  Applicant  contends 
that  the  word  is  printed  in  such  a  particular  and  distinctive  manner 
as  to  entitle  it  to  registration.  This  contention  is  believed  to  be 
erroneous.  The  word  is  printed  by  applicant  in  script  on  a  diagonal 
line,  the  letters  are  shaded,  so  as  to  appear  in  perspective,  and  there 
is  a  paraph  under  the  word. 

Printing  in  script  is  an  ordinary  form  of  printing,  while  the  man- 
ner or  arrangement  of  the  printed  matter  used  by  applicant  is  not 
uncommon.  In  the  case  of  ex  parte  Featherstone  cfe  Co.^  (C.  D., 
1899,  29;  86  O.  G.,  1497,)  where  the  name  "Featherstone"  was 
printed  in  script  letters  in  a  diagonal  line  and  with  a  forwardly 
extending  understroke  or  flourish,  the  Commissioner  held : 

The  name  of  an  nppUcant  does  not,  In  my  opinion,  cease  to  be  merely  the 
name  of  the  applicant  because  It  Is  in  script  letters  and  disposed  diagonally. 
It  Is  an  attempt  to  appropriate  that  which  cannot  lawfully  be  appropriated 
against  others  of  the  same  name.  It  may  be  that  by  some  **  singularity  of 
formation  **  the  name  of  an  applicant  may  become  registrable,  but  the  pecalla^ 
ities  imparted  to  it  must  be  something  beyond  printing  It  in  script  type  and  in 
«  style  quite  common. 

While  the  above  decision  was  rendered  under  the  act  of  March  3, 
1881,  the  act  of  February  20,  1905,  does  not  appear  to  require  that 
the  name  be  printed  in  a  manner  any  less  particular  or  distinctive 
in  order  to  be  entitled  to  registration. 

The  registration  was  properly  refused  by  the  Examiner  on  the 
ground  that  the  term  is  geographical  and  also  because  as  a  family 
name  it  is  not  printed  in  a  particular  or  distinctive  manner.    The , 
decision  below  is  afjirmed. 
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Ex  PARTE  Dodge. 

Decided  July  20, 1906. 

(125  O.  G.,  665.) 

Claims — Elements  Positivelt  Included. 

Held  that  a  part  referred  to  for  the  purpose  of  defining  the  position  of 
other  parts  should  be  made  a  positive  element  of  the  claims. 

On  Petition. 

WASHING-MACHINE. 

Mr.  Henry  A,  Seymour  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  (a)  to  forward 
the  appeal  filed  in  this  case  to  the  Examiners-in-Chief  or  allow  the 
claims  and  (b)  that  the  objections  urged  to  the  claims  are  not  well 
taken  and  should  be  withdrawn. 

It  appears  that  the  Primary  Examiner  has  raised  objections  to  the 
form  of  certain  of  the  claims  and  has  also  raised  questions  involving 
the  merits  of  said  claims.  An  appeal  has  been  filed  to  the  Examiners- 
in-Chief ;  but  said  appeal  has  not  been  forwarded  on  accoimt  of  the 
formal  objections. 

Eule  134  provides  that  all  preliminary  and  intermediate  questions 
relating  to  matters  not  affecting  the  merits  of  the  invention  must  be 
settled  before  the  case  can  be  appealed  to  the  Examiners-in-Chief. 
This  rule  is  clearly  applicable  to  the  present  case,  and  the  formal  ob- 
jections should  be  relieved  before  the  appeal  is  forwarded. 

The  Examiner  has  o'bjected  to  the  use  of  the  terms  "mounting" 
and  "rotatable  mounting,"  as  found  in  several  of  the  claims,  on  the 
ground  that  it  is  not  clear  what  parts  are  referred  to  by  these  terms. 
The  Examiner  states  that  said  terms  are  not  found  in  the  description 
of  the  construction  claimed.  It  is  evident  that  the  Examiner  over- 
looked the  amendment  of  March  9,  1906,  to  the  last  line  on  page  5. 
This  amendment  refers  to  the  "  rotatable  mounting  for  the  operating- 
lever,"  and  following  is  a  description  in  detail  of  the  parts  of  the 
mounting.  This  description  is  thought  to  form  sufficient  basis  for  the 
use  of  the  terms  to  which  objection  is  made. 

Claim  6  is  held  by  the  Examiner  to  be  objectionable  in  form,  as  it 
is  not  clear  what  is  referred  to  by  the  term  "  pivotal  support  "  in  the 
last  line  of  said  claim.  This  claim  in  the  last  three  lines  reads,  in 
part,  "  a  pounder  attached  to  the  arm  of  said  lever  which  projects 
laterally  within  the  tub  from  its  pivotal  support."  No  "  pivotal 
support  "  is  previously  recited  in  the  claim.  If  the  pivotal  support  is 
to  be  referred  to  in  locating  the  parts,  it  should  be  made  a  positive 
element  of  the  claim. 
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Claims  9  and  20  have  been  objected  to,  as,  in  the  opinion  of  the 
Examiner,  they  are  indefinite.  There  is  apparently  no  indefiniteness 
in  these  claims.  The  elements  of  the  claims  are  set  forth  positively 
and  clearly,  and  the  objection  noted  by  the  Examiner  in  this  con- 
nection should  be  withdrawn. 

Many  of  the  claims  have  been  objected  to  as  being  incomplete. 
Incomplete  combination  of  elements  is  one  of  the  grounds  enumerated 
in  Rule  133  from  which  appeal  lies  to  the  Examiners-in-Chief.  The 
objection  is  clearly,  therefore,  one  of  merits  and  is  reviewable  in  the 
first  instance  by  the  Examiners-in-Chief. 

The  petition  is  granted  to  the  extent  indicated. 


Newell  i\  Clifford  v,  Eose. 

Decided  July  20,  1906. 

(125  O.  G.,  665.) 

1.  INTEBFERENCE^MOTION  TO  REOPEN  FOB  ADMISSION  OF  ADOmONAL  EVTOENCE. 

Where  motion  Is  made  to  reopeu  the  interference  for  the  admission  of 
alleged  '*  newly-discovered  evidence,"  but  it  appears  that  much  of  said  evi- 
dence is  not  properly  "  newly  discovered  "  and  that  no  satisfactory  excuse 
has  been  made  for  the  delay  in  bringing  the  motion,  Held  that  the  motion 
was  properly  denied. 

2.  Same — Same — Considebation    Not   Delayed  ,Until  Appeal   is   Taken  on 

Priority. 
Where  appeal  is  taken  from  the  adverse  decision  of  the  Examiner  of 
Interferences  on  motion  to  reopen  the  Interference  for  the  admission  of 
additional  evidence  after  a  decision  has  been  rendered  by  him  on  priority 
and  said  appeal  Is  accompanied  by  a  request  that  consideration  of  the  ap- 
peal on  the  motion  be  held  In  abeyance  until  the  case  reaches  the  Com- 
missioner on  appeal  on  priority,  Held  that  If  the  Interference  Is  to  be 
reopened  at  all  it  should  be  done  at  once  and  not  delayed  until  appellant 
has  had  an  opportunity  to  test  the  sufficiency  of  the  present  record  before 
the  various  appellate  tribunals. 

Appeal  on  Motion. 

water-cooler.  , 

Mr,  A.  S,  Pattison  for  Newell. 

Messrs,  Griffin,,  Bemhard  cfe  Cavanagh  and  Messrs,  Griffin  <&  Bern- 
hard  for  Clifford. 
Mr,  Willis  Fowler  and  Mr.  John  G.  Pennie  for  Rose. 

Allen,  Commissioner: 

This  is  an  appeal  by  Newell  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  to  reopen  the  above-entitled  inter- 
ference for  the  admission  of  further  evidence. 
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It  appears  that  testimony  was  taken  by  each  of  the  parties,  and 
upon  consideration  thereof  judgment  was  rendered  by  the  Examiner 
of  Interferences  in  favor  of  Clifford.  Both  Rose  and  Newell  filed 
an  appeal  from  that  decision  to  the  Examiners-in-Chief,  and  there- 
after Newell  filed  his  motion  to  reopen  the  interference  in  view  of 
alleged  "  newly-discovered  evidence,  exhibits  and  facts." 

Newell's  original  record  consists  of  the  testimony  of  two  witnesses 
in  addition  to  his  own.  He  now  wishes  to  take  the  testimony  of  some 
nineteen  new  witnesses  and  to  introduce  in  evidence  additional 
exhibits.  Some  of  this  proposed  evidence  would  have  been  inad- 
missible, even  in  Newell's  original  record,  under  the  decisions  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Lcms  and  Sponen- 
berg  v.  Scott  {post,  621 ;  122  O.  G.,  352,)  and  McCormick  v.  Clealy 
(C.  D.,  1898, 492 ;  83  O.  G.,  1514.)  Much  of  the  evidence  is  not  prop- 
erly newly  discovered,  since  Newell  had  knowledge  of  it  at  the  time 
his  original  testimony  was  taken,  or  could  have  obtained  knowledge 
of  it  if  he  had  diligently  searched  for  it.  For  example,  one  of  New- 
ell's original  witnesses,  A.  TV.  Cram,  testified  that  he  had  books  con- 
taining an  account  with  Newell  for  material  furnished  and  work  per- 
formed  on  Newell's  exhibit  water-coolers  and  promised  to  produce 
said  books.  Newell  now  desires  to  introduce  said  books  in  evidence, 
and  in  explanation  of  the  failure  to  do  so  originally  he  presents  the 
affidavit  of  Cram,  who  states  that  at  the  time  he  testified  he  searched 
in  the  place  where  his  effects  were  stored,  but  that  it  was  not  until 
recently  and  while  gradually  removing  the  stored  material  that  these 
books  were  found.  The  books,  however,  were  found  in  the  place 
where  they  were  supposed  to  be  and  evidently  would  have  been  found 
at  the  time  of  the  original  search  if  it  had  been  made  with  sufficient 
care  and  diligence.  Newell's  explanation  of  the  failure  to  take  the 
depositions  originally  of  McAree,  Russ,  and  Dugdale  is  that  at  the 
time  he  took  testimony  McAree  would  have  been  a  hostile  witness, 
Russ  was  sick,  and  Dugdale  was  called  out  of  town.  While  these 
reasons  might  have  been  sufficient  to  warrant  an  extension  of  Newell's 
original  time  for  taking  testimony,  they  are  clearly  insufficient  to  war- 
rant a  reopening  of  the  interference  at  this  stage  of  the  proceeding. 

The  showing  of  diligence  on  the  part  of  Newell  in  filing  the 
present  motion  is  insufficient.  Concerning  much  of  the  proposed 
evidence,  the  affidavits  presented  positively  show  that  Newell  had 
knowledge  of  it  for  months  before  he  brought  his  motion  to  reopen. 
The  final  hearing  in  this  interference  occurred  on  July  18,  1905,  and 
the  decision  of  the  Examiner  of  Interferences  was  rendered  on  Sep- 
tember 25,  1905.  Newell's  motion  to  reopen  was  not  filed  until  Feb- 
ruary 14,  1906.  The  fact  that  for  some  time  subsequent  to  the  date 
of  the  decision  of  the  Examiner  of  Interferences  the  interference 
was  suspended  to  investigate  the  question  of  a  bar  to  the  grant  of 
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a  patent  to  the  party  Rose  involved  in  this  interference  in  no  wise 
excuses  Newell's  delay  in  bringing  his  motion.  Moreover,  it  appears 
improbable  that  the  introduction  of  the  additional  evidence  would 
make  any  change  in  the  award  of  priority.  In  his  decision  on 
priority  the  Examiner  of  Interferences  held  that  Newell  had  failed 
to  establish  definitely  that  his  earlier  exhibit  coolers  were  made  in 
1899,  as  alleged.  He  was  of  the  opinion,  furthermore,  that  even  if 
this  date  was  assumed  to  be  satisfactorily  proved  Newell's  subse- 
quent conduct  raised  the  presumption  that  what  was  done  at  that 
time  amounted  to  merely  an  abandoned  experiment ;  also,  that  even 
if  Newell's  work  in  1899  could  be  considered  a  reduction  to  practice 
of  the  invention  his  delay  of  three  years  in  filing  his  application  and 
his  still  longer  delay  in  placing  the  invention  upon  the  market, 
together  with  the  fact  that  he  brought  the  period  of  delay  and  con- 
cealment to  an  end  only  after  he  learned  that  others  had  placed  the 
same  device  in  commercial  use,  would  work  a  forfeiture  of  his  rights. 
The  additional  evidence  which  Newell  desires  to  introduce  seems  to 
l>e  for  the  purpose  of  firmly  establishing  that  he  made  his  early 
coolers  in  1899 ;  but  if  successful  in  this  respect  it  appears  improbable 
that  it  would  overcome  the  presumption  of  abandonment  or  for- 
feiture arising  from  his  conduct. 

The  Examiner  of  Interferences  in  his  decision  denying  the  motion 
to  reopen  has  carefully  considered  each  piece  of  evidence  that  Newell 
desires  to  introduce  and  states  the  reasons  why  the  interference 
should  not  be  reopened  for  its  introduction.  I  am  of  the  opinion 
that  the  Examiner  of  Interferences  is  right  in  his  conclusions  and 
that  there  was  no  error  on  his  part  in  refusing  to  reopen  the  inter- 
ference. 

Appellant  apparently  considered  that  he  had  originally  taken  suffi- 
cient testimony  to  establish  his  case,  and  this  motion  appears  to  be 
for  the  purpose  of  meeting  certain  criticisms  and  supplying  possible 
defects  in  the  evidence  pointed  out  in  the  decision  of  the  Examiner 
of  Interferences.  While  still  maintaining  the  sufficiency  of  his  origi- 
nal record,  appellant  wishes  to  obtain  the  benefit  of  the  alleged  newly- 
discovered  evidence  should  it  be  finally  deemed  necessary  to  the  suc- 
cess of  his  case.     He  states  on  page  3  of  his  brief : 

Counsel  for  Newell  believes  the  evidence  to  be  newly  discovered,  and  that 
Newell  is  entitled  to  introduce  it  into  the  records,  should  it  be  found  necessary. 
It  is  also  believed  that  Newell  is  entitled  to  a  judgment  of  priority  on  the  origi- 
nal record,  and  since  opposing  counsel  has  made  strenuous  objection  to  tbe 
allowance  of  the  motion,  because  of  the  expense  to  which  their  clients  have 
been  subjected,  it  is  suggested  that  the  determination  of  this  motion  to  reopen 
be  held  In  abeyance  until  the  case  reaches  your  Honor  on  appeal  on  the  question 
of  priority,  whereupon  (If  then  necessary)  the  question  of  reopening  can  be 
taken  up. 
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In  support  of  his  request  that  action  on  this  appeal  be  held  in  abey- 
ance until  such  time  as  appeal  may  be  taken  to  this  tribunal  on  the 
question  of  priority  appellant  cites  the  action  taken  in  the  case  of 
Dunhar  v.  Schellenger^  {ante^  147;  121  O.  G.,  2663.)  It  was  not  the 
intention,  however,  in  the  case  cited  to  establish  any  change  in  the 
practice  in  regard  to  the  disposition  of  appeals  on  motions  to  reopen. 
In  that  case  Dunbar  desired  to  reopen  the  interference  for  the  pur- 
pose of  introducing  the  testimony  of  the  party  Schellenger  given  in  a 
copending  interference  and  which  was  alleged  to  be  inconsistent  with 
his  testimony  in  the  first  interference.  Both  of  the  depositions  were 
on  file  in  this  Office  and  would  require  consideration,  although  in 
^separate  interferences.  Under  these  peculiar  circumstances  it  was 
held  that  if  it  appeared  upon  consideration  of  the  entire  record  upon 
appeal  that  the  decision  of  priority  would  be  changed  by  the  intro- 
duction of  the  second  Schellenger  deposition  the  interference  might 
be  reopened  for  that  purpose. 

Manifestly,  however,  in  the  present  case  if  the  interference  is  to  be 
reopened  for  what  would  practically  amount  to  a  new  trial  it  should 
be  done  at  once  and  not  delayed  until  appellant  has  had  an  oppor- 
tunity to  test  the  sufficiency  of  this  present  record  before  the  various 
appellate  tribunals. 

Accordingly  the  request  of  appellant  for  postponement  of  action 
on  this  appeal  is  denied,  and  the  motion  has  been  considered  on  its 
merits. 

The  sixteenth  ground  of  Newell's  appeal  reads  as  follows: 

Sixteenth.  He  erred  In  stating  unnecessary  and  unwarranted  reflections  as 
to  tlie  party  McAree,  and  the  Commissioner  is  respectfully  requested  to  strike 
from  the  record  the  statements  contained  In  lines  G  to  14  Inclusive  page  9  of 
the  decision  of  the  Examiner  of  Interferences. 

From  a  careful  consideration  of  the  statements  made  by  Newell 
and  McAree  in  their  affidavits  I  am  of  the  opinion  that  the  inference 
drawn  therefrom  by  the  Examiner  of  Interferences  is  not  an  un- 
natural one.  No  good  reason  is  apparent  for  striking  it  from  the 
record,  and  the  request  is  therefore  denied. 

The  decision  of  the  Examiner  of  Interferences  denying  the  motion 
to  reopen  the  interference  is  affirmed. 


Feinberg  v.  Cowan. 

Decided  July  2h  1906. 

(125  O.  G.,  667.) 

1.  Interference — Reduction  to  Practice — Lack  of  Diuoence. 

Where  F.  conceived  the  invention  In  September,  1903,  and  reduced  it  to 
practice  in  May,  190i,  but  did  nothing  with  the  invention  between  Sep- 
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tember,  1903,  and  April,  1904,  while  C.  established  conception  and  reduction 
to  practice  in  MarcU,  1904,  Held  that  C.  is  the  prior  inventor. 
2.  Same — Same — Same — Excuse  Insufficient. 

Where  the  first  to  conceive  was  the  last  to  reduce  to  practice  and  was 
not  diligent  and  his  excuse  for  his  delay  is  that  he  was  so  busy  earning 
his  living  that  he  did  not  have  time  to  attend  to  the  matter,  also  that  he 
did  not  have  the  money  to  pay  for  having  the  device  made  and  did  not  wish 
to  borrow  it.  Held  insufficient  to  excuse  his  lack  of  diligence. 

Appeal  from  Examiners-in-Chief. 

fastening-clamp. 

Mr.  Joseph  L.  Levy  and  Mr.  Howard  A.  Coombs  for  Feinberg. 
Messrs.  Wilson  d*  Martin  for  Cowan. 

Allen,  Commissioner: 

This  is  an  appeal  by  Feinberg  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Cowan. 

The  issue  is: 

1.  In  a  device  of  the  class  described,  in  combination,  a  pair  of  angularly- 
disposed  legs  adapted  to  rest  against  the  outer  face  of  two  abutting  plates,  a 
member  attached  to  one  of  said  legs  and  having  an  inclined  extension  lying  in 
the  angle  between  said  legs,  and  a  clamping-block  attached  to  said  extension. 

2.  A  fastening  device  for  connecting-plates,  comprising  a  member  having 
angularly-disposed  legs,  a  stud  attached  to  one  of  said  legs  adapted  to  pass 
between  the  edges  of  said  plates  and  having  an  inclined  threaded  extension 
lying  in  the  angle  between  said  legs,  and  a  clamping  member  attaching  to  the 
same  and  engaging  the  faces  of  said  plates. 

The  Examiner  of  Interferences  found  that  Cowan  is  entitled  to 
March  25,  1904,  as  his  date  of  conception  and  reduction  to  practice 
and  that  Feinberg  had  established  conception  in  September,  1903,  and 
reduction  to  practice  not  earlier  than  May,  1904.  The  Examiners-in- 
Chief  reached  the  same  conclusion.  No  contention  as  to  these  facts 
was  made  at  the  hearing. 

From  these  facts  it  is  apparent  that  Feinberg  in  order  to  prevail 
in  this  interference  must  establish  that  he  was  exercising  diligence 
in  reduction  to  practice  at  the  time  when  Cowan  entered  the  field 
and  subsequently  thereto,  or  he  must  show  special  circumstances 
which  will  excuse  his  lack  of  diligence. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  found 
that  Feinberg  was  neither  diligent  nor  had  he  shown  circumstances 
which  would  excuse  his  inactivity.  I  am  of  the  opinion  that  the 
findings  of  the  Examiner  of  Interferences  and  Examiners-in-Chief 
are  correct 
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Feinberg  admits  that  he  did  nothing  with  the  invention  from 
September,  1903,  until  April,  1904.  (Q.  4.)  He  accounts  for  his 
delay  as  follows: 

Q.  27.  I  was  trying  to  find  a  man  who  would  make  up  the  model  for  me; 
I  did  not  know  any.  I  did  ask  some  people  and  they  told  me  I  could  find  a 
model-maker  in  Center  street,  but  they  did  not  give  me  a  name  or  address. 
I  was  so  busy  earning  my  living,  in  soliciting,  hunting  up  business,  taking 
orders,  that  I  did  not  have  time  to  attend  to  the  matter  in  that  period,  and 
one  of  the  main  reasons  why  I  didn't  do  anything  was  that  I  didn't  have 
any  money  to  do  it  with,  and  I  did  not  want  tp  borrow  the  money  to  have 
the  samples  made. 

That  Feinberg  was  busy  in  other  directions  and  could  not  find 
the  proper  man  who  was  qualified  to  make  his  device  is  no  excuse 
for  his  inactivity  in  perfecting  his  invention.  {Robinson  v.  Cope- 
land,  C.  D.,  1904,  664;  112  O.  G.,  501.)  The  invention  in  issue  is 
extremely  simple  and  would  involve  comparatively  little  expense 
in  reduction  to  practice.  But  even  if  it  were  necessary  for  Fein- 
berg to  borrow  the  money  with  which  to  construct  and  test  his 
device  the  mere  fact  that  he  "  did  not  want  to  "  cannot  excuse  him. 
In  my  decision  in  the  case  of  TvmhuU  v.  Curtis,  {ante,  67;  120  O.  G., 
2442,)  where  it  was  shown  that  the  conceiver's  financial  condition 
was  such  as  to  excuse  him  from  any  attempt  unaided  to  actually 
reduce  his  invention  to  practice,  it  was  stated : 

In  such  a  case,  however,  it  is  incumbent  on  the  conceiver  of  an  invention 
who  would  hold  the  field  to  enlist  the  aid  of  others  in  actual  reduction  to 
practice  or  to  file  an  application  for  a  patent. 

The  testimony  is  silent  as  to  any  effort  on  Feinberg's  part  to 
enlist  the  aid  of  others  at  the  time  Cowan  entered  the  field  and 
reduced  his  invention  to  practice. 

Cowan  must,  therefore,  be  held  to  be  the  first  inventor,  as  Fein- 
berg has  failed  to  show  diligence  in  reducing  his  invention  to 
practice  or  that  the  circumstances  were  such  as  to  excuse  his  lack 
of  diligence. 

The  decision  of  the  Examiners-in-Chief  awarding  priority  of 
invention  to  Cowan  is  affirmed. 


The  Wolf  Brothers  and  Company   ^^   Hamilton   Brown   Shoe 

Company. 

Decided  July  27,  1906. 

(125  O.  a,  667.) 

1.  Trade-Mabks — Priority — ^Title — Oral  Transfer. 

Held  that  In  determining  the  question  of  priority  of  adoption  and  use 
of  a  trade-mark  a  verbal  transfer  of  trade-mark  rights  should  be  regarded 
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as  effective  and  valid  and  capable  of  proof  by  testimony  to  the  fact  or  to 
other  facts  which  support  an  inference  of  sufficient  strength  that  such 
transfer  was  made. 

2.  Same — Same — Same — Same. 

Section  10  of  the  Trade-Mark  Act  providing  that  assignment  of  every 
registered  trade-mark  and  every  mark  for  the  registration  of  which  appli- 
cation has  been  made  must  be  by  an  instrument  in  writing  does  not 
prevent  a  party  from  proving  derivation  of  the  mark  from  predecessors 
in  an  oral  transfer  of  business  where  the  mark  was  not  registered  and 
no  application  for  registration  had  been  made. 

3.  Same — Opposition — Injury. 

Where  the  mark  of  the  applicant  is  so  similar  to  that  of  the  opi)oser 
as  to  be  likely  to  caune  confusion,  probable  injury  to  opposer  will  be 
presumed. 

4.  Same — Similabitt — **Amebican  Lady"  and  "American  Girl.** 

"American  Lady"  is  sufficiently  similar  to  the  mark  "American  GlrP 
to  make  registration  thereof  by  the  applicant  improper  in  view  of  the 
opposer's  ownership  of  the  latter  mark. 

5.  Same — Same — Finding  Independent  of  Testimony. 

A  finding  that  tA;\'o  marks  are  similar  may  be  based  upon  contemplation 
of  the  marks  aside  from  the  testimony  upon  the  question  of  actual  con- 
fusion.    (Lorillard  Company  v.  Peper,  86  Fed.  Rep.,  950.) 

Appeal  from  Examiner  of  Interferences. 

trade-mark  for  women's  high  and  low  cut  leather  shoes. 

Mr.  John  E.  Jones  and  Messrs.  Ilerrick  c6  Herrick  for  The  Wolf 
Brothers  and  Company. 
Messrs,  Bakewell  <£  Cornwall  for  Hamilton  Brown  Shoe  Company. 

Allen,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  the  opposition  of  The  Wolf  Brothers  and  Company 
to  registration  by  the  Hamilton  Brown  Shoe  Company  of  the  words 
"American  Lady  "  as  a  trade-mark  for  shoes. 

The  notice  of  opposition  alleges  ownership  by  The  Wolf  Brothers 
and  Company  of  the  trade-mark  "American  Girl "  for  shoes.  It  is 
also  alleged  therein  that  The  Wolf  Brothers  and  Company  will  be 
damaged  through  registration  by  the  Hamilton  Brown  Shoe  Com- 
pany of  "American  Lady  "  as  a  trade-mark  for  shoes  by  reason  of 
confusion  and  deception  arising  from  similarity  of  the  two  marks. 
The  Hamilton  Brown  Shoe  Company  in  its  answer  denied  that  The 
Wolf  Brothers  and  Company  owned  the  trade-mark  "American 
Girl  "  for  shoes,  or  that  they  would  be  damaged  through  registration 
by  the  Hamilton  Brown  Shoe  Company  of  the  mark  "American 
Lady  "  for  shoes,  or  that  there  is  such  similarity  between  the  marks 
"American  Girl  "  and  "American  Lady  "  as  would  cause  confusion  or 
deception   among  purchasers.    The   Wolf  Brothers  and   Company 
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have  taken  testimony  in  support  of  the  allegations  made  in  its  notice 
of  opposition.  No  testimony  was  taken  by  the  Hamilton  Brown 
Shoe  Company.  The  Examiner  of  Interferences  found  from  the 
testimony  that  the  words  "American  Girl "  had  been  in  continuous 
use  as  a  trade-mark  for  shoes  by  The  Wolf  Brothers  and  Company 
and  their  predecessors  from  whom  they  derived  title  since  the  year 
1896  or  1897,  which  is  long  prior  to  any  date  of  use  of  the  words 
*' American  Lady  "  claimed  by  the  Hamilton  Brown  Shoe  Company. 
The  Examiner  of  Interferences  also  found  that  the  testimony  showed 
confusion  in  the  minds  of  purchasers  between  the  terms  "American 
Girl "  and  "American  Lady  "  arising  from  their  similarity.  He  held 
that,  in  view  of  these  findings,  the  opposition  should  be  sustained. 

Consideration  of  the  arguments  of  the  Hamilton  Brown  Shoe  Com- 
pany discloses  no  error  in  the  findings  of  the  Examiner  of  Interfer- 
ences, and  his  conclusion  that  the  opposition  shoidd  be  sustained  is 
believed  to  be  correct. 

THE  WOLF  BROTHERS  AND   COMPANY'S  OWNERSHIP  OF  THE   MARK 
"  AMERICAN    GIRL." 

The  Hamilton  Brown  Shoe  Company  filed  their  application  for 
registration  of  "American  Lady  "  upon  May  5,  1905.  They  allege 
therein  use  of  this  mark  since  the  year  1900.  It  appears  from  the  evi- 
dence produced  by  The  Wolf  Brothers  and  Company  that  the  Hamil- 
ton Brown  Shoe  Company  was  using  this  mark  in  that  year,  (Rec, 
Appendices  D,  E,  and  F,  pp.  55-57;)  but  there  is  no  evidence  of 
earlier  use  of  the  mark  by  the  latter  company.  It  is  testified  that  the 
mark  "American  Girl "  was  adopted  in  the  year  1896  by  the  firm  of 
George  F.  Dana  Company,  that  later  in  the  same  year  the  Dana- 
Lytle  Shoe  Company  succeeded  to  the  business  of  George  F.  Dana  & 
Company,  that  the  Dana-Lytle  Shoe  Company  was  followed  by  a 
series  of  successors,  the  last  of  which  are  The  Wolf  Brothers  and 
Company,  and  that  the  mark  "American  Girl  "  was  continuously  used 
in  the  business  of  these  firms  and  corporations  from  the  date  of  its 
adoption  by  Gearge  F.  Dana  &  Company  in  1896  to  the  present  time. 
The  Hamilton  Brown  Shoe  Company  contends  that  this  testimony  is 
insufficient  to  establish  ownership  of  the  mark  "American  Girl "  by 
The  Wolf  Brothers  and  Company  for  two  reasons :  first,  that  there  is 
no  proper  evidence  of  transfer  of  the  trade-mark  rights  of  George  F. 
Dana  &  Company  to  the  Dana-Lytle  Shoe  Company,  and,  second, 
that  the  proofs  concerning  adoption  and  use  of  the  mark  by  George  F* 
Dana  &  Company  and  the  proofs  concerning  derivation  of  title  from 
that  company  are  not  entitled  to  consideration  by  reason  of  the 
failure  of  the  notice  of  opposition  to  allege  adoption  and  use  by  that 
company  and  derivation  therefrom. 
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The  alleged  defect  in  the  evidence  of  transfer  of  title  by  the 
George  F*  Dana  to  the  Dana-Lytle  Shoe  Company  resides  in  the  fail- 
ure to  show  that  such  transfer  was  made  in  writing.  The  position  of 
the  Hamilton  Brown  Shoe  Company  upon  this  point  is  not  well  taken. 
No  reason  is  perceived  why  in  a  case  of  this  kind  a  verbal  transfer  of 
trade-mark  rights  should  not  be  regarded  as  effective  and  valid  and 
be  capable  of  proof  by  testimony  to  the  fact  or  to  other  facts  which 
support  an  inference  of  sufficient  strength  that  such  transfer  was 
made.  There  is  no  question  in  this  case  of  the  rights  of  a  subsequent 
purchaser,  nor  is  there  any  question  of  the  fact  of  sale  by  a  party 
denying  the  same.  It  is  in  such  cases  that  the  reasons  for  requiring 
an  instrument  in  writing  apply.  They  are  believed  to  have  no  appli- 
cation to  the  present  case.  Section  10  of  the  Trade-Mark  Act  is 
referred  to  by  the  Hamilton  Brow:n  Shoe  Company,  providing  that 
the  assignment  of  "  every  registered  trade-mark  and  of  every  mark 
for  the  registration  of  which  application  has  been  made  ♦  ♦  * 
must  be  by  an  instrument  in  writing."  To  construe  this  provision  of 
the  law  as  applicable  to  the  present  case  would,  in  my  opinion,  be 
unreasonable,  even  if  the  terms  of  the  same  permitted  such  applica- 
tion, which  they  do  not.  This  section  is  expressly  limited  to  trade- 
marks which  have  been  registered  or  upon  which  application  for 
registration  has  be^n  made.  It  does  not  appear  that  the  marks 
involved  in  the  case  met  either  of  these  conditions  when  the  Dana- 
Lytle  Shoe  Company  succeeded  to  the  business  of  George  F.  Dana  & 
Company.  The  proof  of  derivation  of  title  is  regarded  as  fully 
sufficient  for  the  purposes  of  this  case. 

The  contention  that  the  proofs  regarding  George  F.  Dana  &  Com- 
pany and  derivation  of  title  by  the  Dana-Lytle  Shoe  Company 
from  that  company  are  beyond  the  allegations  made  in  the  pleadings 
is  also  of  no  assistance  to  the  case  of  the  Hamilton  Brown  Shoe  Com- 
pany. These  proofs  will  not  be  given  force  and  effect  for  one  pur- 
pose and  not  for  another.  If  accepted,  they  carry  the  title  of  The 
Wolf  Brothers  and  Company  back  to  the  adoption  of  the  mark  by 
George  F.  Dana  &  Company  in  1896.  If  rejected,  their  title  goes 
back  to  the  use  of  the  mark  by  the  Dana-Lytle  Company  later  in  the 
same  year. 


The  only  remaining  question  is  that  of  the  similarity  of  the  marks. 
The  Hamilton  Brown  Shoe  Company  contends  on  various  grounds 
that  The  Wolf  Brothers  and  Company  have  not  been  injured  and 
that  there  is  no  probability  that  they  will  be  injured  should  its 
application  for  registration  be  granted.  It  is  not  necessary  to  con- 
sider the  question  of  injury  here  further  than  to  determine  whether 
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the  mark  "American  Lady  "  is  so  similar  to  the  mark  "American 
Girl "  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of 
the  public  or  to  deceive  purchasers.  If  the  marks  are  found  to  be  so 
similar  as  to  be  likely  to  lead  to  such  confusion  and  mistake,  probable 
injury  to  The  Wolf  Brothers  and  Company  will  be  presumed. 

The  Wolf  Brothers  and  Company  have  taken  the  testimony  of 
several  witnesses  for  the  purpose  of  showing  confusion  in  the  trade 
and  among  purchasers  of  their  "American  Girl "  shoe  with  the 
"American  Lady "  shoe  of  the  Hamilton  Brown  Shoe  Company. 
This  testimony  is  strongly  attacked  by  the  Hamilton  Brown  Shoe 
Company  on  the  ground  that  it  is  hearsay  and  that  it  does  not  set 
forth  specific  instances  in  such  manner  as  to  aflford  opportunity  to 
it  for  investigation  and  rebuttal.  The  criticism  of  the  decision  of 
the  Examiner  of  Interferences  by  the  Hamilton  Brown  Shoe  Com- 
pany in  regard  to  the  subject  of  hearsay  testimony  is  unwarranted. 
Some  of  the  testimony  of  The  Wolf  Brothers  and  Company's  wit- 
nesses upon  the  subject  of  confusion  of  the  marks  was  hearsay;  but 
that  quoted  in  the  decision  of  the  Examiner  of  Interferences  is  not 
subject  to  this  objection.  It  is,  as  stated  in  the  Examiner's  decision, 
proper  evidence  under  the  well-known  exception  of  the  hearsay  rule 
admitting  statements  which  form  a  portion  of  the  res  gestce. 

The  testimony  upon  the  question  of  confusion  of  the  marks  has 
been  carefully  reviewed  and  is  found  to  be  of  considerable  probative 
force.  I  am  of  the  opinion  that  the  mark  "American  Lady  "  is  suffi- 
ciently similar  to  the  mark  "American  Girl  "  to  make  registration 
thereof  by  the  applicant  improper  in  view  of  The  Wolf  Brothers  and 
Company's  ownership  of  the  latter  mark.  In  reaching  this  conclu- 
sion I  am  guided  as  much  by  the  obvious  proximity  of  the  marks  in 
meaning  as  by  the  testimony  which  has  been  adduced  to  show  actual 
confusion.  The  word  "girl "  in  the  term  "American  Girl "  as  the 
same  is  ordinarily  used  is  not  restricted  in  meaning  to  a  child ;  nor 
is  the  word  "  lady  "  as  used  in  the  advertisement  of  shoes  believed  to 
convey  ordinarily  any  other  meaning  than  that  of  the  word  "wo- 
man." "American  Girl "  and  "American  Lady  "  are  believed,  there- 
fore, to  have  substantially  the  same  significance  when  used  as  trade- 
marks for  shoes.  These  expressions  are,  to  my  mind,  closer  than  the 
following  sets  of  expressions,  in  each  of  which  the  courts  have  found 
an  infringement :  "  Willoughby  Lake "  by  "  Willoughby  Ridge," 
{A.  F.  Pike  Manufacturing  Company  v.  Cleveland  Stone  Company^ 
C.  D.,  1888,  534;  45  O.  G.,  947;  35  Fed.  Rep.,  896;)  "  Canadian  Club 
Whiskey  "  by  "  Canadian  Rye  Whiskey,"  {Hiram  Walker  <&  Sons  v. 
Mikolas,  79  Fed.  Rep.,  955;)-"  Gold  Dust  "  by  "  Gold  Drop,"  (N.  K. 
Fairbanks  Company  v.  Luckely  King^  etc.  Soap  Company^  C.  D.,  1900, 
343;  92  O.  G.,  1437;  102  Fed.  Rep.,  327.) 

H.  Doc.  641,  59-2 30 
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Apropos  of  the  finding  made  herein  of  similarity  of  marks  frcnn 
contemplation  thereof  aside  from  the  testimony  to  actual  confusion 
is  the  following  statement  of  Mr.  Justice  Brewer  in  the  case  of 
Lorillard  Company  v.  Peper^  (86  Fed.  Rep.,  959  and  960,)  holding 
marks  dissimilar,  notwithstanding  testimony  which  taken  alone  might 
have  led  to  a  diflferent  conclusion : 

We  cannot  surrender  our  own  judgment  In  this  matter  because  others  may  be 
of  a  different  opinion,  or  because  it  happens,  In  isolated  instances,  that  some 
purchaser  was  so  careless  as  not  to  detect  the  differences. 

The  decision  of  the  Examiner  of  Interferences  sustaining  the  oppo- 
sition is  afjirmed. 


Heyne,  Hayward,  and  McCarthy  v.  De  Vilbiss,  Je. 

Decided  October  12,  1906. 
(125  O.  G.,  660.) 

1.  Interference — Motion  to  Dissolve — Definiteness. 

In  inaugurating  the  practice  of  requiring  definiteness  in  motions  to  dis- 
solve it  was  the  Intention  not  to  require  that  the  arguments  should  be  given, 
but  that  reasonable  notice  should  be  given  of  the  points  to  be  argued. 
These  facts  must  be  in  the  mind  of  the  moving  party  when  the  motion  is 
drawn,  if  It  is  one  brought  In  good  faith,  and  no  reason  is  known  why  his 
opponent  should  not  be  given  this  Information  before  the  hearing  for  his 
assistance  In  preparing  his  defense. 

2.  Same — Same — Same. 

Where  the  motion  to  dissolve  alleges  non-patentability  of  the  ten  counts  of 
the  issue  in  view  of  six  enumerated  patents,  Held  that  if  the  moving  party 
is  of  the  opinion  that  each  of  the  references  Is  an  anticipation  of  each  of  the 
claims  the  motion  should  so  state.  If  not,  the  motion  should  enumerate  the 
references  in  connection  with  the  claims  to  which  they  will  be  applied  in 
the  argument  If  the  contention  of  non-patentability  is  based  upon  the 
theory  of  aggregation  or  double  use  or  substitution  of  equivalents,  it  should 
appear  in  the  motion,  also  the  manner  in  which  It  Is  proposed  to  combine 
the  references. 

3.  Same — Same — Sufficiency  of  Notice. 

Where  the  transmission  of  a  motion  to  dissolve  Is  opposed  on  the  ground 
that  no  proper  notice  was  given  of  the  bringing  of  the  motion,  the  notice  of 
the  motion  having  been  signed  by  only  two  of  the  three  Independently- 
appointed  attorneys,  Held  that  the  objection  is  not  well  taken  and  that  the 
signature  to  a  notice  Is  sufficient  If  the  party  notified  understands  from  the 
signature  from  whom  or  in  whose  interest  the  notice  is  given. 

Appeal  on  Motion. 

vertical  lock. 

Mr.  J.  B.  Hayward  and  Mr.  R.  G.  Gtass  for  Heyne,  Haj'ward,  and 
McCarthy. 

Messrs.  Brown,  <&  Darhy  and  Messrs.  Brown^  Darby  <&  Hopkins  for 
De  Vilbiss. 
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Allen,  Commissioner: 

This  is  an  appeal  by  De  Vilbiss  from  the  decision  of  the  Examiner 
of  Interferences  granting  a  motion  to  transmit  a  motion  to  dissolve 
the  interference. 

The  transmission  of  the  motion  is  opposed  on  the  grounds,  first,  that 
it  was  too  indefinite,  and,  second,  that  no  proper  notice  was  given  of 
the  bringing  of  the  motion. 

The  motion  alleged  only  one  ground  for  dissolution — ^namely ,that 
the  issue  as  framed  was  not  patentable  in  view  of  certain  specified 
patents,  six  in  number.  There  are  ten  counts  in  the  issue.  It  is  urged 
that  in  addition  to  naming  the  patents  relied  on  as  anticipations  the 
motion  should  have  pointed  out  the  features  of  the  patents  which 
anticipate  the  several  counts.  In  inaugurating  the  practice  of  requir- 
ing definiteness  in  motions  to  dissolve  it  was  not  the  intention  to 
require  parties  to  give  their  arguments,  {Garcia  v.  Pons^  ante^  177; 
122  O.  G.,  1396,)  but  it  was  intended  that  the  opposite  party  should 
be  given  reasonable  notice  of  the  point  or  points  to  be  argued.  The 
present  motion  does  not,  in  my  opinion,  meet  this  requirement.  If 
the  moving  party  is  of  the  opinion  that  each  of  the  references  is  a 
substantial  anticipation  of  each  of  the  claims,  it  should  be  so  stated. 
If  not,  the  motion  should  enumerate  the  references  in  connection  with 
the  claims  to  which  they  will  be  applied  in  the  argument.  If  the  con- 
tention of  non-patentability  is  based  upon  the  theory  of  aggregation 
or  double  use  or  substitution  of  equivalents,  the  fact  should  appear 
in  the  motion,  and  the  manner  in  which  it  is  proposed  to  combine  the 
references  should  be  stated.  These  facts  must  be  in  the  mind  of  the 
moving  party  when  the  motion  is  drawn,  if  it  is  one  brought  in  good 
faith,  and  no  reason  is  known  why  his  opponent  should  not  be  given 
this  information  before  the  hearing  for  his  assistance  in  the  prepara- 
tion of  his  defense. 

With  regard  to  the  second  objection  the  record  discloses  that  the 
moving  party  is  represented  by  three  attorneys,  appointed  independ- 
ently, each  having  coequal  powers.  The  specific  objection  to  the 
notice  of  the  motion  is  that  it  was  signed  by  only  two  of  said  attor- 
neys, when  it  should  have  been  signed  by  all  of  them.  The  objection 
is  not  well  taken.  The  signature  to  a  notice  is  sufficient  if  the  party 
notified  understands  from  the  signature  from  whom  or  in  whose 
interest  the  notice  is  given.  It  is  obvious  that  the  signature  in  ques- 
tion fills  this  requirement. 

With  respect  to  the  sufficiency  of  the  notice  of  the  motion  the  deci- 
sion of  the  Examiner  of  Interferences  is  afjirmed.  With  respect 
to  the  form  of  the  motion  it  is  reversed. 
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Ex  PARTE  Hopkins. 

Decided  October  12, 1906. 

(125  0.  G.,  670.) 

Tbade-Masks — The  Word  "  Omental  "  Geogbaphic  in  Significance. 

A  mark  having  as  the  predominating  feature  the  words  "  Oriental  Cream  ** 
is  not  registrable,  since  the  word  "  Oriental "  is  geographical  in  significance. 

On  Appeal. 

tbade-mark  fob  skin-lotion. 

Mr.  Joseph  L.  Atkins  for  the  appellant. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  for  skin-lotion,  which  con- 
sistis  of  the  words  "  Oriental  Cream  "  associated  with  a  "  fantastic 
winged  figure." 

The  "  fantastic  winged  figure  "  is  small  and  indistinct.  In  one  of 
his  amendments  applicant  indicates  that  it  is  intended  to  represent 
"  an  eagle  holding  a  scroll  in  its  beak."  However,  the  figure  is  rela- 
tively so  small  as  to  leave  the  words  "  Oriental  Cream  "  the  predomi- 
nating feature  of  the  mark. 

The  Orient  is  a  term  used  to  indicate  the  East,  eastern  countries, 
and  specifically  the  regions  to  the  east  and  southeast  of  the  leading 
States  of  Europe.  {Century  Dictionary.)  The  term  "  Oriental  "  is  in 
general  use  in  commerce  to  indicate  goods  that  are  manufactured  in 
this  region — as,  for  example,  oriental  rugs.  As  applied  to  a  cream  it 
would  indicate  that  the  cream  came  from  the  Orient. 

The  registration  of  appellant's  mark  must  be  refused  in  view  of 
section  5  of  the  Trade-Mark  Act  of  February  20, 1905,  which  provides 
that  no  mark  consisting  merely  in  "  a  geographical  name  or  term, 
shall  be  registered  under  the  terms  of  this  act,"  and  of  the  decisions  of 
the  courts  holding  such  terms  as  "  Lackawanna  "  in  connection  with 
the  word  "  Coal,"  {Delaroare  &  H.  Canal  Co.  v.  Clark,  1  O.  G.,  279, 
13  Wall.,  311;)  "Columbia,"  {Columbia  Mill  Co.  v.  Alcorn,  C.  D., 
-1893,  672;  65  O.  G.,  1916;  150  U.  S.,  460;)  '^Old  Country"  and 
"  Our  Country,"  {Allen  B.  Wrisley  Co.  v.  Iowa  Soap  Co.,  122Fed. 
Rep.,  796,)  and  "  East  Indian  "  in  connection  with  "  Remedy  "  {Can- 
nell  V.  Reed,  128  Mass.,  477)  to  be  geographical  and  not  capable  of 
appropriation  as  trade-marks. 

The  decision  of  the  Examiner  of  Trade-Marks  is  aifirmed. 
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Golden  &  Company  v,  Hbitz  &  Company. 

Decided  September  20,  1906. 

(125  O.  a,  989.) 

1.  TeADE-MaBKS — INTEBFEBENCE — TESTIMONY  AS  TO  RIGHTS  OF  ThIBD  FABTIES. 

Held  that  in  interference  proceedings  instituted  under  tlie  Trade-Marlc 
Act  of  February  20,  1905,  testimony  relative  to  the  rights  of  parties  not 
involved  in  the  interference  may  be  admitted  and  considered  for  the  pur- 
pose of  determining  whether  either  of  the  parties  to  the  interference  is 
entitled  to  registration. 

2.  Same — Adoption  Pbiob  to  Abandonment  bt  Anotheb. 

Where  a  party  invokes  the  rule  laid  down  in  O^Rourke  v.  Central  City 
Soap  Company,  (C.  D.,  1886,  217;  35  O.  G.,  875,  26  Fed.  Rep.,  576,)  to  the 
effect  that  one  who  adopts  a  trade-mark  while  it  is  the  property  of  another 
cannot  acquire  a  good  title  thereto  by  the  abandonment  of  the  mark  by  the 
first  proprietor,  and  the  evidence  shows  that  both  parties  to  the  interference 
adopted  the  trade-mark  In  issue  at  a  date  when  it  was  the  property  of  a 
third  party.  Held  that  neither  of  the  parties  to  the  interference  is  entitled 
to  any  exclusive  right  in  the  mark  or  to  registration  of  the  same. 

3.  Same — Same. 

Where  both  the  interferants  adopted  the  trade-mark  In  issue  while 
the  same  was  the  property  of  a  third  party,  Held  that,  independ^itly  of  the 
ruling  in  O'Rourke  v.  Central  City  Soap  Company,  neither  party  can  acquire 
exclusive  rights  in  the  mark  upon  its  abandonment  by  the  third  party,  for 
the  reason  that  the  rightful  use  of  the  mark  by  the  interferants  com- 
menced at  the  same  time — namely,  at  the  date  of  the  third  party's  abandon- 
ment— and  priority  cannot  therefore  be  awarded  to  either  party. 

4.  Same — Same. 

Held  that  even  if  the  evidence  showed  that  one  of  the  interferants 
adopted  the  trade-mark  In  issue  before  and  the  other  after  the  abandonment 
by  the  original  rightful  owner  the  ruling  In  O'Rourke  v.  Central  City  Soap 
Company  would  not  warrant  the  registration  of  the  mark  to  either  party, 
for  the  reason  that  while  the  first  of  the  interferants  to  adopt  the  mark  is 
precluded  from  acquiring  any  exclusive  rights  by  the  ruling  in  the  case 
referred  to  he  still  is  entitled  to  use  the  mark  and  cannot  be  deprived  of 
that  right  by  another  later  to  adopt  and  use  it 

On  Appeal. 

tbade-mabk  fob  butteb. 

Messrs.  E.  G.  cfe  J.  H.  Siggers  for  Golden  &  Company. 
Messrs.  Higdon  c&  Longan  for  Heitz  &  Company. 

AiXEN,  Commissioner: 

This  case  comes  before  me  on  appeal  by  Golden  &  Company  from 
the  decision  of  the  Examiner  of  Interferences  to  the  effect  that 
neither  of  the  parties  to  this  interference  is  entitled  to  register  the 
representation  of  the  head  of  an  elk  as  a  trade-mark  for  butter. 

The  Examiner  of  Interferences  found  upon  the  evidence  that  Gol- 
den &  Company  adopted  the  mark  in  issue  as  early  as  May  9,  1903, 
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and  that  Robert  Heitz  &  Company  had  established  a  date  of  adoption 
and  use  as  early  as  the  spring  of  1898.  As  stated  by  the  Examiner 
of  Interferences,  the  evidence  of  the  parties  as  to  the  dates  of  adop- 
tion and  use  of  the  mark  is  clear  and  convincing  and  is  not  disputed. 
A  brief  reference  thereto  will  therefore  be  sufficient  for  the  purposes 
of  this  decision. 

George  P.  Sacks,  secretary  and  treasurer  of  Golden  &  Company, 
testifies  that  the  representation  of  the  head  of  an  elk  was  suggested 
by  him  as  a  trade-mark  for  butter  in  March,  1903,  at  which  time  he 
was  conected  with  the  firm  of  Chapin  &  Sacks.  It  appears  that  this 
firm  assigned  its  business  to  Golden  &  Company  on  March  7,  1904. 
(Qs.  1-8.)  Sacks  testified  that  the  mark  referred  to  had  been  used 
as  a  trade-mark  for  butter  by  Chapin  &  Sacks  and  Golden  &  Com- 
pany as  their  successors  continuously  since  May  9,  1903.  (Q.  50.) 
He  fixed  the  date  by  reference  to  correspondence  and  other  documents 
which  are  in  evidence. 

Sacks's  testimony  is  corroborated  by  that  of  A.  A.  Chapin,  for- 
merly senior  member  of  the  firm  of  Chapin  &  Sacks  and  now  a 
director  and  vice-president  of  Golden  &  Company;  A.  N.  Murphy, 
bookkeeper  for  Chapin  &  Sacks  and  Golden  &  Company;  George 
Seitz,  a  salesman  for  the  companies  referred  to;  D.  W.  Willson,  an 
editor  and  publisher,  of  Elgin,  HI.,  who  printed  butter-wrappers 
bearing  the  trade-mark  in  issue  for  Chapin  &  Sacks,  and  four  mer- 
chants who  dealt  in  butter  sold  them  by  Chapin  &  Sacks  and  Golden 
&  Company. 

Robert  Heitz  and  Harry  Rosenberger  testified  that  they  are  mem- 
bers of  the  firm  of  Robert  Heitz  &  Company,  of  St.  Louis,  Mo.,  and 
that  the  firm  is  the  successor  to  the  good-will  and  business  of  Robert 
Heitz.  Heitz  and  Frank  Johns,  a  porter  in  the  employ  of  the  firm, 
stated  that  the  mark  in  issue  was  applied  to  butter  as  a  trade-mark 
as  early  as  the  spring  of  1898.  Their  testimony  is  corroborated  by 
that  of  Rosenberger,  Thomas  W.  Segar,  a  stencil-maker,  John  J. 
Rotermund,  a  salesman  for  a  printing  and  stationery  company,  and 
several  others  who  had  business  relations  with  Robert  Heitz  and 
Robert  Heitz  &  Company. 

Golden  &  Company's  rebuttal  testimony  consists  of  the  depositions 
of  several  witnesses  relative  to  the  use  of  the  trade-mark  in  inter- 
ference by  parties  not  involved  in  this  proceeding. 

George  Compton,  of  Washington,  D.  C,  a  tnember  of  the  firm  of 
Compton  Brothers,  testified  that  about  fifteen  years  ago  the  firm 
adopted  the  representation  of  the  head  of  an  elk  as  a  brand  for 
butter.  (Qs.  6-9.)  He  could  not  produce  the  records  or  stencils 
made  and  used  at  the  time  the  mark  was  adopted,  as  they  had  been 
destroyed  by  a  fire  about  ten  years  ago.     (Qs.  13-15.)     He  did, 
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however,  introduce  in  evidence  a  stencil  which  he  says  was  made 
within  thirty  days  after  the  fire  referred  to  and  used  thereafter.  He 
was  positive  that  this  stencil  was  used  as  early  as  May  11,  1896, 
the  date  of  the  first  shipment  after  the  fire  of  which  the  firm  has 
any  record.  Compton  testified  that  the  use  of  the  mark  was  con- 
tinuous from  the  date  of  its  adoption  until  "  at  least  June,  1899." 
(Qs.  18-27.) 

Benjamin  F.  Compton,  also  a  member  of  the  firm  of  Compton 
Brothers,  corroborated  the  testimony  of  his  brother.  When  asked 
(Q.  30)  whether  the  firm  continued  the  use  of  the  elk's  head  as  a 
brand  for  butter  for  a  considerable  period  after  the  fire  of  May, 
1896,  he  replied :  ' 

I  Judge  up  to  about  tbree  years  ago. 

Henry  C.  Coburn,  of  Washington,  D.  C,  a  dealer  in  butter,  eggs, 
and  cheese,  testified  that  he  had  handled  a  brand  of  butter  known 
as  "Big  Elk,"  that  the  words  "Big  Elk"  were  stamped  on  the 
butter,  and  that  on  his  wagon  and  on  his  stall  in  the  Center  Market 
he  exhibited  the  representation  of  an  elk's  head.  Coburn  stated  that 
to  the  best  of  his  knowledge  and  belief  he  used  the  representation 
of  the  head  of  an  elk  as  a  distinguishing  mark  for  "  Big  Elk " 
butter  from  the  time  of  its  adoption,  about  twenty  years  ago,  until 
the  time  of  the  commission-house  fire.  This  is  the  fire  referred  to 
by  the  other  witnesses  as  occurring  in  1896. 

The  relevance  of  Coburn's  testimony,  which  is  not  corroborated, 
to  the  question  at  issue  in  this  case  is  not  apparent.  While  it  has 
been  held  that  in  order  to  obtain  title  to  a  mark  as  a  trade-mark  it  is 
not  necessary  that  it  be  physically  attached  either  to  the  goods  or  to 
the  package  containing  them  and  that  it  is  sufficient  to  inclose  in  the 
package  with  the  goods  a  card  bearing  an  imprint  of  the  mark,  {Ilay 
cfe  Todd  Manufacturing  Company  v.  Querns  Brothers  (C.  D.,  1899, 
25;  86  O.  G.,  1323 ;)  it  cannot  be  held  that  the  placing  of  a  mark  on  a 
market-stall  or  a  wagon  sufficiently  identifies  the  mark  with  the  goods 
sold  at  the  stall  or  carried  in  the  wagon  to  give  rise  to  any  rights 
under  the  trade-mark  law.  The  words  "  Big  Elk,"  which  he  stated 
were  stamped  on  the  butter,  are  not  involved  in  this  interference.  It 
does  not  appear,  moreover,  that  he  used  the  marks  referred  to  by  him 
after  the  year  1896,  or  that  he  claimed  any  rights  in  the  mark  in  issue 
at  the  time  it  was  adopted  by  the  parties  to  this  proceeding. 

William  S.  Detwiler  and  Michael  M.  Rouzer,  butter  merchants,  tes- 
tified that  about  fifteen  years  ago  they  bought  from  Compton  Brothers 
butter  in  tubs  marked  with  the  representation  of  an  elk's  head.  Det- 
wiler stated  that  he  continued  to  make  such  purchases  during  a  period 
of  about  two  or  three  years,  and  Rouzer  testified  that  his  purchases 
continued  until  two  or  three  years  after  the  1896  fire. 
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George  L.  Utermohle,  of  Baltimore,  Md.,  a  stencil-cutter,  testified 
that  in  1892  or  1893  he  made  for  Compton  Brothers  a  stencil  which  he 
described  as  having  the  words  "  Elk  River  "  at  the  top,  an  elk's  head 
in  the  center,  and  the  word  "  Creamery  "  and  the  firm-name  under- 
neath. He  stated  that  he  made  a  similar  stencil  for  Compton 
Brothers  in  1896  and  identified  the  stencil  in  evidence  as  the  one  made 
by  him  at  that  time. 

It  is  contended  by  Robert  Heitz  &  Company  that  an  interference 
proceeding  should  be  limited  to  the  question  of  priority  between  the 
parties  directly  involved  and  that  they  should  therefore  have  judg- 
ment in  their  favor  regardless  of  the  evidence  relative  to  the  adoption 
and  use  of  the  trade-mark  in  issue  by  Compton  Brothers.  In  the 
cases  of  Carey  v.  New  Home  Sewing  Machine  Company  (C.  D.,  1902, 
356;  101  O.  G.,  448)  and  Sroufe  &  Company  v.  Crown  Distilleries 
Company,  (C.  D.,  1901,  208;  97  O.  G.,  1836,)  which  arose  under  the 
Trade-Mark  Act  of  March  3,  1881,  it  was  held  that  questions  of 
ownership  were  collateral  matters  having  no  direct  bearing  on  the 
question  of  priority  and  should  be  reserved  for  ex  parte  consideration. 
The  act  under  which  these  decisions  were  made  contained  no  provi- 
sions relative  to  the  scope  of  interference  proceedings,  merely  provid- 
ing that — 

in  any  dispute  between  an  applicant  and  a  previous  registrant,  or  between  appli- 
cants, he  (the  Commissioner  of  Patents)  shall  follow,  so  far  as  the  same  may 
be  applicable,  the  practice  of  courts  of  equity  of  the  United  States  in  analogous 
cases. 

Section  7  of  the  act  of  February  20,  1905,  provides  that  in  inter- 
ference cases  the  Commissioner — 

shall  direct  the  Examiner  in  charge  of  Interferences  to  determine  the  question 
of  the  right  of  rcaistration. 

Section  7  also  provides  that  the  Commissioner — 

may  refuse  to  register  both  of  two  interfering  marks,  or  may  register  the  maris, 
as  a  trade-mark,  for  the  person  flrst  to  adopt  and  use  the  mark,  if  otherwise 
entitled  to  register  the  same. 

The  language  quoted  clearly  indicates  that  in  adjudicating  trade- 
mark interferences  it  is  not  mandatory  upon  the  Conmiissioner  of 
Patents  to  register  the  mark  to  the  party  who  of  those  directly  in- 
volved in  the  interference  was  the  first  to  adopt  and  use  the  mark  in 
issue.  The  question  of  the  "  right  of  registration  "  may,  and  often 
does,  involve  the  rights  of  parties  not  included  in  the  interference 
proceeding.  In  order  to  determine  whether  in  view  of  the  rights  of 
third  parties  the  Commissioner  should  "  refuse  to  register  both  of  two 
interfering  marks  "  and  for  the  purpose  of  determining  whether  that 
party  to  an  interference  who  as  against  the  other  parties  to  the  pro- 
ceeding was  the  first  to  adopt  and  use  the  mark -is  "  otherwise  entitled 
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to  register  the  same,"  it  is  necessary  that  evidence  of  the  character 
introduced  in  rebuttal  by  Golden  &  Company  be  received  and  con- 
sidered. I  am  of  the  opinion  that  the  contention  that  this  proceed- 
ing is  limited  to  a  consideration  of  the  question  of  priority  of 
adoption  and  use  between  the  parties  directly  involved  is  without 
weight. 

The  evidence  conclusively  shows  that  Compton  Brothers  adopted 
the  trade-mark  in  issue  in  the  early  90's  and  were  using  it  at  the 
time  of  its  adoption  by  Eobert  Heitz  &  Company.  The  precise  date 
upon  which  Compton  Brothers  discontinued  the  use  of  the  mark  is 
not  shown  by  the  testimony.  Benjamin  F.  Compton  testified  to  the 
effect  that  he  thought  the  firm  had  used  the  mark  up  to  about  three 
years  ago.  The  deposition  of  this  witness  was  taken  on  March  12, 
1906,  from  which  it  seems  that  he  intended  to  convey  the  impression 
that  the  use  of  the  mark  was  discontinued  about  March,  1903.  He 
does  not  testify,  nor  do  any  of  the  other  witnesses,  that  Compton 
Brothers  abandoned  the  trade-mark  at  this  time  or  at  any  other  time. 
It  is  well  established  that  mere  disuse  of  a  trade-mark  does  not  con- 
stitute abandonment.  As  above  stated,  the  evidence  shows  that  Gol- 
den &  Company  adopted  the  trade-mark  in  issue  as  early  as  May  9, 
1903,  and  they  have  introduced  evidence  relative  to  the  use  of  the 
mark  by  Compton  Brothers  for  the  purpose  of  invoking  against 
Robert  Heitz  &  Company  the  rule  laid  down  in  the  case  of  O'^Rourke 
V.  Central  City  Soap  Company,  (C.  D.,  1886,  217;  35  O.  G.,  875,  26 
Fed.  Rep.,  576,)  to  the  effect  that  a  person  cannot  appropriate  a  trade- 
mark belonging  to  another  and  afterward  acquire  a  good  title  by  the 
abandonment  thereof  by  the  first  proprietor.  Unless  it  appears 
from  the  evidence  that  Compton  Brothers  abandoned  the  trade-mark 
in  issue  prior  to  its  adoption  by  Golden  &  Company  the  rule  referred 
to  bears  with  equal  force  against  the  claims  of  both  of  the  parties 
involved  in  this  proceeding. 

The  Compton  brothers  were  voluntary  witnesses,  and  it  is  apparent 
from  their  testimony  that  they  were  friendly  to  Golden  &  Company. 
As  they  asserted  no  present  rights  in  this  trade-mark,  it  may  fairly 
be  assumed  that  they  have  abandoned  the  mark.  From  the  fact  that 
the  Comptons  were  friendly  to  Golden  &  Company  and  apparently 
willing  to  testify  freely  the  failure  to  interrogate  them  regarding  the 
precise  date  of  abandonment  of  the  trade-mark  gives  rise  to  a  strong 
presumption  that  such  testimony  if  given  would  have  been  unfavor- 
able to  Golden  &  Company.  The  Comptons  appeared  to  have  a 
clear  recollection  regarding  the  matters  upon  which  they  were  ques- 
tioned and  were  able  to  introduce  account-books  indicating  the  use 
of  the  trade-mark  in  issue.  From  this  it  appears  that  if  interrogated 
they  could  have  fixed  the  date  of  abandonment  and  could  have  given 
a  more  definite  statement  of  the  date  when  the  use  of  the  mark  was 
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discontinued  than  is  conveyed  by  the  words  "  I  judge  up  to  about 
three  years  ago."  This  testimony  is  insufficient  to  establish  that 
Compton  Brothers  gave  up  the  use  of  the  mark  prior  to  its  adoption 
by  Golden  &  Company.  As  mere  disuse  of  a  trade-mark  unaccom- 
panied by  the  intention  of  the  owner  to  abandon  it  does  not  constitute 
abandonment,  there  is  still  less  reason  to  assume  that  Compton 
Brothers  abandoned  the  mark  prior  to  May,  1903,  when  it  was 
adopted  by  Golden  &  Company.  There  is  nothing  in  the  record  to 
show  that  when  Compton  Brothers  discontinued  the  use  of  the  mark 
"  about  three  years  ago "  they  intended  to  abandon  it.  In  the 
absence  of  such  intention  there  was  no  abandonment  at  that  time. 
As  stated  in  the  case  of  Julian  v.  Hoosier  Drill  Company^  (78 
Indiana,  498,  American  Trade-Mark  Cases^  p.  567:) 

The  question  of  abandonment  Is  one  of  Intention,  and  the  burden  of  eet&h- 
lishing  It  lies  upon  the  party  who  affirms  it. 

Golden  &  Company  clearly  have  failed  to  sustain  this  burden, 
and  the  ruling  laid  down  in  O'^Rourke  v.  Central  City  Soap  Company 
therefore  applies  with  equal  force  to  both  parties  to  this  interference. 
In  that  case  the  Court  made  the  following  statement: 

In  the  case  under  consideration,  however,  the  question  Is  presented  whether 
a  person  may  appropriate  a  trade-marlc  belonging  to  another  and  subsequently 
acquire  a  good  title  thereto  by  the  abandonment  thereof  by  the  first  pro- 
prietor. 

•  •  •  «  «  •  • 

♦  ♦  ♦  If  it  be  once  conceded  that  a  person  may  acquire  a  good  title  to  a 
trade-mark  by  appropriation  without  the  consent  of  the  lawful  owner,  !t 
would  enable  a  manufacturer,  by  the  use  of  large  capital  or  superior  energy, 
to  drive  competitors  out  of  business  by  seizing  their  trade-marks,  and  using 
them  for  that  very  purpose,  provided  the  lawful  owner  Is  unable  or  unwilling 
to  assert  his  rights  by  resort  to  the  courts.  We  think  that  no  court  would 
hesitate  to  pronounce  against  a  title  so  obtained.  We  find  It  difficult  to  dis- 
tinguish such  a  case  in  principle  from  the  one  under  consideration,  as  it 
might  be  impossible  to  prove  that  the  lawful  owner  was  compelled  to  dis- 
continue by  reason  of  such  competition. 

We  see  no  objection  to  the  defendant  availing  Itself  of  this  defense.  To 
maintain  his  bill  for  an  Infringement  the  plaintiff  is  bound  to  show  an 
exclusive  right  to  the  use  of  this  trade-mark.  If  it  appear  that  the  words 
were  in  common  use  to  designate  the  article  of  manufacture,  or  if  the 
exclusive  right  to  use  them  was  vested  In  another,  we  apprehend  that  the 
plaintiffs  are  no  more  entitled  to  an  injunction  than  Is  the  patentee  of  au 
invention  who  fails  to  show  that  he  is  the  first  and  original  Inventor  of  the 
thing  patented.  {Wolfe  v.  Goulard,  18  How.,  Pr.  64;  Manhattan  Medicine  Co. 
V.  Wood,  C.  D.,  1878.  349 ;  14  O.  G.,  519 ;  Congress  d  E.  8,  Co,  v.  High  Rock  Co., 
57  Barb.,  526.) 

According  to  the  evidence  each  of  the  parties  to  this  interference 
was  at  the  time  of  adopting  the  mark  in  issue  a  trespasser  upon  the 
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rights  of  Compton  Brothers,  the  lawful  owner  at  that  time,  and 
could  not,  as  stated  in  the  passage  quoted,  acquire  an  exclusive  right 
to  the  mark  by  the  subsequent  abandonment  thereof  by  Compton 
Brothers.  As  neither  of  the  parties  to  this  proceeding  has  an 
exclusive  right  to  the  trade-mark  in  issue,  neither  of  them  is  entitled 
to  registration. 

It  appears,  moreover,  that  the  necessity  of  refusing  registration  to 
both  of  the  parties  to  this  interference  exists  independently  of  the 
ruling  of  the  court  in  O^Rourke  v.  Central  City  Soap  Company. 
Even  if,  contrary  to  the  ruling  of  the  court,  it  were  possible  for  a 
party  who  adopted  a  trade-mark  while  it  was  the  property  of  another 
to  acquire  the  exclusive  right  to  the  mark  upon  its  abandonment  by 
the  prior  owner,  neither  of  the  parties  to  this  interference  could  liave 
acquired  such  exclusive  right  or  be  entitled  to  an  award  of  priority 
in  this  proceeding,  for  the  reason  that  such  rights  as  the  parties  now 
have  accrued  at  the  same  instant — ^namely,  the  date  when  Compton 
Brothers  abandoned  the  trade-mark  here  in  issue.  An  award  of 
priority  could  not  be  made  between  two  parties  whose  title  came  into 
being  at  the  same  instant,  nor  could  such  an  award  be  based  upon  a 
wrongful  act  committed  by  one  of  the  parties  prior  to  the  date  when 
he  acquired  the  right  to  use  the  mark. 

Furthermore,  even  if  the  evidence  established  that  Compton  Broth- 
ers abandoned  the  mark  before  its  adoption  by  Golden  &  Company, 
but  subsequent  to  its  adoption  by  Robert  Heitz  &  Company,  it  could 
not  be  held  that  Golden  &  Company  were  entitled  to  registration. 
The  right  to  registration  and  the  exclusion  of  others  must  be  based 
upon  priority  of  adoption  and  use  over  others  who  may  be  using  the 
mark.  The  prior  adoption  and  continuous  use  of  the  mark  in  issue 
by  Heitz  &  Company  defeats  any  right  to  exclusive  use  which  might 
otherwise  have  arisen  in  Golden  &  Company  by  reason  of  their  adop- 
tion of  the  mark  after  its  abandonment  by  Compton  Brothers.  The 
use  by  Compton  Brothers  at  the  time  of  Heitz  &  Company's  adoption 
negatives  any  right  upon  the  part  of  Heitz  &  Company  to  exclude 
others,  but  does  not  deprive  Heitz  &  Company  of  the  right  to  use  the 
mark  after  the  abandonment  thereof  by  Compton  Brothers.  In 
O'^Rourke  v.  Central  City  Soap  Company  the  court  was  not  called 
upon  to  decide,  and  did  not  decide,  that  the  defendant  had  any  exclu- 
sive right  in  thfe  trade-mark  or  that  the  plaintiff  had  not  the  right  to 
use  the  mark. 

The  decision  of  the  Examiner  of  Interferences  is  aifirmed. 
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Ex  PARTE  HOFMANN. 

Decided  July  SI,  1906. 

(125  O.  G.,  991.) 

Appeal — New  Reference — ^Retdbn  of  Fee. 

Where  in  the  decision  of  the  Ck>mmi8sioner  a  new  reference  was  cited  to 
overcome  a  defect  In  point  of  date  in  one  of  the  references  previously  cited 
and  the  applicant  contends  that  he  would  not  have  prosecuted  the  appeal 
if  he  had  had  knowledge  of  the  new  reference,  Held  that  it  was  within 
the  applicant's  power  as  fully  as  it  was  in  that  of  the  Office  to  discover 
the  defect  in  the  reference  cited  and  that  the  case  is  not  one  Justifying  the 
repayment  of  the  appeal  fee& 

On  Petition. 

boasting-furnace. 

Messrs.  Foster^  Freeman  c6  Watson  for  the  applicant. 

MooBE,  Acting  Commissioner: 

This  is  a  petition  for  the  return  of  the  fees  paid  by  the  applicant 
upon  his  appeals  to  the  Examiners-in-Chief  and  the  Commissioner. 

The  appeals  were  heard  and  decided.  In  the  decision  of  the  Com- 
missioner a  new  reference  was  cited.  The  petition  states  that  had 
this  reference  been  cited  in  the  first  instance  no  appeals  would  have 
been  taken.  It  is  upon  the  ground  of  error  by  the  Office  in  failing 
to  cite  the  reference  before  appeal  that  the  request  for  return  of  fees 
is  based. 

The  new  reference  introduced  by  the  decision  of  the  Commissioner 
was  apparently  cited  to  overcome  the  defect  of  one  of  the  references 
previously  cited  in  point  of  date.  This  defect  was  evidently  over- 
looked by  the  tribunals  previously  passing  upon  the  case.  It  was 
the  duty  of  the  applicant  to  call  the  attention  of  the  Office  while 
the  case  was  before  the  Primary  Examiner  to  the  insufficiency  of  the 
reference  in  point  of  date.  Failing  to  do  so,  he  was  in  equal  error 
with  the  Office,  and  the  consideration  upon  appeals  and  the  payment 
of  fees  thereon  were  due  as  much  to  his  mistake  as  to  that  of  the 
Office.  Under  the  circumstances  it  is  believed  that  this  case  does 
not  present  such  a  case  of  neglect  or  misinformation  upon  the  part 
of  the  Office  as  is  contemplated  by  the  rule  providing  for  the  repay- 
ment of  money  and  that  the  fees  should  be  retained. 

The  petition  is  denied. 
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Ex  PARTE  Wallace. 

Decided  August  8,  1906. 

(126  O.  a,  992.) 
DiTisioN — ^Appeal. 

Proeecution  of  an  application  after  a  requirement  for  division  should 
take  the  form  either  of  an  appeal  to  the  Examiners-in-Chief  or  compliance 
with  the  requirement 

On  Petition. 

VENTILATINO   DEVICE   FOB   UNDEBGBOUND   BAILWAT8,   ETC. 

Mr.  C.  W.  Wallace  pro  ae. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  the  applicant  for  a  review  of  the  matter  con- 
sidered in  connection  with  his  petition  of  June  29,  1905,  for  a  review 
of  the  Examiner's  action  requiring  division,  which  petition  was 
denied  on  September  29,  1905.  A  petition  for  a  rehearing  was 
denied  on  February  7,  1906,  and  a  third  petition  relative  to  the  same 
matter  was  denied  on  April  20,  1906. 

The  records  show  that  the  Examiner  required  division  between 
process  and  apparatus  claims  on  August  2,  1905,  and  that  by  the 
terms  of  the  decision  of  September  29,  1905,  the  applicant  was 
informed  that  this  requirement  could  be  reviewed  only  upon  appeal 
to  the  Examiners-in-Chief.  The  applicant  has  not  adopted  this 
course,  but  has  taken  various  other  actions,  among  them  the  filing 
of  the  petitions  above  referred  to. 

As  the  present  petition  relates  to  substantially  the  same  matters 
considered  in  connection  with  the  former  petitions,  it  is,  in  effect,  a 
petition  for  a  rehearing.  The  record  discloses  no  reason  for  further 
reviewing  the  Examiner's  action.  As  previously  stated,  the  case 
awaits  action  responsive  to  the  requirement  for  division,  and  such 
action  must  take  the  form  either  of  compliance  with  the  requirement 
or  an  appeal  to  the  Board  of  Examiners-in-Chief. 

The  petition  is  denied. 


Clement  v.  Browne  v.  Stroud. 

Decided  August  25,  1906. 

(125  O.  G.,  992.) 

1.  Interference — ^Testimont — Opeeativeness. 

Where  on  a  motion  for  leave  to  take  testimony  relative  to  the  question 
of  operatlveness  it  appears  from  the  showing  made  in  support  of  the 
motion  and  from  proceedings  on  a  motion  to  dissolve  on  the  ground  of 
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Inoperativeness  that  the  determination  of  the  question  of  operativenen  is 
depeiident  upon  the  result  of  practical  tests,  Held  that  the  final  disposition 
of  the  case  should  not  be  based  upon  ew  parte  affidavits,  but  upon  testimony 
regularly  taken,  with  the  right  of  cross-examination. 

2.  Samb — Same — Same — Etfect  of  Decision  of  Examiner  on  Monon  to 
Dissolve. 
Upon  a  motion  before  the  Examiner  of  Interferences  for  leave  to  take 
testimony  for  the  purpose  of  establishing  that  the  structure  described  in 
a  party's  application  is  inoperative,  Held  that  while  the  Examiner  of 
Interferences  should  exercise  his  independent  Judgment  he  may  properly 
give  weight  to  the  views  expressed  by  the  Primary  Examiner  in  his 
decision  on  a  motion  to  dissolve  involving  the  same  question. 

8.  Same — ^Testimony  as  to  Opebativeness — Motion. 

When  in  support  of  a  motion  for  leave  to  take  testimony  <m  the  ques- 
tion of  operativeness  the  moving  party  has  made  out  a  case  of  inopera- 
tiveness of  his  opponent's  device  sufficient  for  the  purposes  of  his  motion 
and  has  sufficiently  indicated  the  character  of  the  testimony  which  he 
purposes  to  take,  but  has  failed  to  show  that  his  criticisms  do  not  apply  to 
his  own  structure  as  well  as  to  that  of  his  opponent,  it  was  held  that  the 
motion  should  not  be  granted,  and  the  case  was  remanded  to  the  Examinor 
of  Interferences  to  permit  the  moving  party  to  perfect  the  showing  in 
support  of  his  motion. 

Appeal  on  Motion. 

telephony. 

Mr.  Edward  E,  Clement  pro  se. 

Mr.  Chas.  Neave  and  Messrs.  Maiiro^  Cameron^  Levns  cfe  Mame 
for  Browne. 
Mr.  George  L.  Cragg  and  Messrs.  Bdcon  cfe  Milans  for  Stroud. 

Moore,  Acting  Commissioner: 

This  case  comes  before  me  on  appeal  by  Stroud  from  the  decision 
of  the  Examiner  of  Interferences  granting  a  motion  brought  by 
Browne  for  leave  to  take  testimony.  From  the  record  of  the  case  it 
appears  that  Browne  in  his  preliminary  statement  alleged  a  date  of 
conception  of  the  invention  in  issue  subsequent  to  the  filing  of  Stroud's 
application  and  that  the  Examiner  of  Interferences  issued  an  order 
calling  upon  him  to  show  cause  why  judgment  should  not  be  rendered 
against  him.  In  response  Browne  filed  a  motion  to  dissolve  the  inter- 
ference on  the  ground  that  Stroud  had  no  right  to  make  the  claims 
in  issue,  for  the  reason  that  the  structure  illustrated  and  described  in 
his  application  was  inoperative.  The  Primary  Examiner  considered 
the  motion  in  the  light  of  several  affidavits  filed  by  each  of  the  parties 
and  came  to  the  conclusion  that  Stroud's  specification  was  not  as  full, 
clear,  and  exact  as  it  might  have  been,  but  that  in  spite  of  the  defects 
he  was  unwilling  to  hold  that  the  structure  disclosed  was  inoperative. 
Thereupon,  in  accordance  with  the  practice  announced  in  Lowry  and 
Cowley  V.  Spoon  {ante^  224 ;  122  O.  G.,  2687)  and  in  the  decision  ren- 
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dered  in  this  interference  on  May  21,  1906,  {ante,  226;  122  O.  G., 
2688,)  Browne  filed  a  motion  before  the  Examiner  of  Interferences 
that  times  be  set  for  taking  testimony  relative  to  the  operativeness  of 
the  system  described  and  illustrated  in  Stroud's  application  and  the 
sufficiency  of  the  description  and  drawings  of  said  application.  This 
appeal  is  from  the  decision  of  the  Examiner  of  Interferences  grant- 
ing Browne's  motion. 

It  is  contended  on  behalf  of  Stroud  that  Browne  has  not  established 
such  a  case  of  inoperativeness  as  to  warrant  the  grant  of  the  motion, 
has  not  shown  that  the  arguments  advanced  against  Stroud's  case  do 
not  apply  equally  to  his  own,  and  has  not  shown  that  the  testimony 
whidi  he  proposes  to  take  is  of  a  character  to  justify  setting  times 
therefor.  In  the  decision  in  the  case  above  referred  to  it  was  re- 
quired that  all  of  these  matters  be  shown  as  a  prerequisite  to  the  tak- 
ing of  testimony  on  the  question  of  inoperativeness. 

An  examination  of  the  affidavits  and  briefs  filed  in  support  of  the 
motion  before  the  Examiner  of  Interferences  for  leave  to  take  testi- 
mony indicates  that  Browne  has  made  a  sufficient  showing  to  justify 
the  taking  of  testimony.  It  is  apparent  from  the  decision  of  the 
Primary  Examiner  on  Browne's  motion  to  dissolve  that  the  solution 
of  the  questions  presented  by  the  motion  was  attended  with  con- 
siderable difficulty.  After  discussing  the  matter  from  a  theoretical 
standpoint  the  Examiner  referred  to  certain  affidavits  filed  by  Stroud, 
in  which  it  is  alleged  that  affiants  had  made  a  practical  test  of  the 
system  described  in  Stroud's  application  and  found  it  to  be  opera- 
tive in  every  respect.  The  Examiner  then  remarked  that  in  the  face 
of  an  actual  demonstration  that  the  system  will  operate  a  theoretical 
discussion  of  reasons  why  the  system  will  not  operate  would  seem  to 
be  inconclusive.  This  language  strongly  indicates  that  testimony 
should  be  taken  on  the  question  of  operativeness.  If  the  final 
decision  on  priority  involves  the  question  of  the  operativeness  of  the 
system  described  in  Stroud's  application  and  that  decision  will  rest 
in  any  degree  upon  the  results  of  a  practical  demonstration,  the 
nature  and  results  of  that  demonstration  should  be  presented  to 
the  tribunals  of  this  Office  in  the  form  of  testimony  regularly  taken, 
with  the  right  of  cross-examination,  and  not  in  the  form  of  ex  parte 
affidavits.  While  in  a  proceeding  of  this  kind  the  parties  are  en- 
titled to  the  independent  judgment  of  the  Examiner  of  Interferences, 
he  is  warranted  in  and  should  give  great  weight  to  the  decision  of 
the  Primary  Examiner  relative  to  the  same  question.  It  is  for 
the  guidance  and  assistance  of  the  other  tribunals  of  the  Office  that 
Rule  130  provides  that  a  motion  to  dissolve  shall  be  a  condition  pre- 
cedent to  urging  before  the  Examiner  of  Interferences  that  an 
opponent's  claim  is  unpatentable. 
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The  affidayits  filed  by  Browne  sufficiently  indicate  the  character 
of  the  testimony  which  he  proposes  to  introduce.  These  affidavits 
are  directed  to  showing  that  a  system  constructed  according  to 
Stroud's  description  would  not  be  operative.  It  is  contended  on 
behalf  of  Stroud  that  by  the  terms  of  the  decision  made  in  this  case 
on  May  21,  1906,  (ante,  226;  122  O.  G.,  2688,)  Browne's  motion 
should  not  have  been  granted,,  for  the  reason  that  he  has  not  shown 
that  his  criticisms  of  Stroud's  system  do  not  apply  with  equal  force 
to  the  system  described  in  his  own  application.  In  the  decision  re- 
ferred to  it  was  stated  that  in  order  to  obtain  leave  to  take  testimony 
on  the  question  of  operativeness  a  party  must  make  a  showing  of 
inoperativeness  in  his  opponent's  device  which  does  not  extend  to  his 
own.  Browne  has  made  no  showing  relative  to  the  eflfect  on  his 
own  device  of  the  criticisms  which  he  has  directed  at  that  of  Stroud. 
This  requirement  cannot  be  dispensed  with.  If  neither  party  dis- 
closes an  operative  device,  there  is  no  interference.  Inasmuch,  how- 
ever, as  Browne  has  Satisfactorily  met  the  other  requirements  neces- 
sary to  the  taking  of  testimony  on  the  question  of  operativeness  and 
as  the  relation  of  his  criticisms  to  his  own  application  does  not  appear 
to  have  been  considered  in  the  prior  proceedings  in  the  case,  I  am  of 
the  opinion  that  a  further  opportunity  sliould  be  afforded  for  con- 
sidering this  question  and  that  Browne  should  be  permitted  to  make 
a  further  showing  relative  thereto,  if  he  so  desires,  as  requested  by 
his  counsel  at  the  hearing  and  in  his  brief. 

The  case  is  therefore  remanded  to  the  Examiner  of  Interferences 
for  this  purpose. 


In  re  Pilgrim  Paper  Company. 

Decided  October  6, 1906. 

(125  O.  G..  993.) 

1.  FOBEIGN  EXECUTOBS  AND  ADMINISTRATORS — CERTIFIED  COPY  OF  LETTERS  TESTA- 

HENTARY  Required. 
Where  assignments  executed  by  the  executor  of  pending  applications  are 
filed  for  record,  together  with  a  request  that  the  patents  Issue  to  the  assignee, 
and  attached  to  each  assignment  is  a  certificate  of  the  United  States  consul 
that  the  executor  was  properly  appointed,  but  no  certified  copy  of  letters  tes- 
tamentary has  been  filed,  Held  that  the  assignments  would  be  recorded  upon 
payment  of  the  proper  fees,  but  that  the  patents  would  not  issue  to  the 
assignee  In  the  absence  of  a  certified  copy  of  letters  testamentary  properly 
authenticated,  as  provided  In  section  4896,  Revised  Statutes. 

2.  Same — Same — Seci'ion  4896,-Revised  Statutes,  Construed. 

Section  4896  of  the  Revised  Statutes  Is  not  interpreted  to  mean  that  the 
certificate  of  a  diplomatic  or  consular  ofllcer  of  the  United  States  Is  neces- 
sarily all  the  proof  required  as  to  the  authority  of  a  foreign  executor  or 
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administrator;  but,  on  the  contrary,  It  Is  construed  to  mean  that  such  evi- 
dence is  essential  in  addition  to  such  other  evidence  as  may  be  deemed  neces- 
sary. A  certified  copy  of  the  letters  testamentary  are  required  In  the  case 
of  a  domestic  executor  or  administrator  in  order  that  the  Office  can  deter- 
mine the  powers  conferred  upon  the  executor  or  administrator,  and  it  is 
not  to  be  supposed  that  the  proof  should  be  any  less  rigid  in  the  case  of  a 
foreign  executor  or  administrator. 

Messrs.  Dunn  c6  Turk  for  the  petitioner. 

MooRE,  Acting  Commissioner,: 
This  is  a  petition — 

*  *  ♦  '  that  the  recording  of  such  assignments  he  directed,  and  that  It  be  also 
directed  that  the  patents  upon  said  applications,  when  granted,  be  Issued  to 
your  petitioner  as  assignee,  and  that  the  requirement  that  In  addition  to  the 
papers  presented  a  certified  copy  of  the  letters  testamentary  he  also  recorded  he 
dispensed  with. 

Petitioner  has  filed  for  record  in  this  Office  four  assignments  made 
to  it,  two  executed  by  Dr.  Edmund  Bousek,  executor  of  the  estate  of 
Christian  Esser,  and  two  by  said  Bousek  as  executor  of  said  Esser, 
and  by  Adolf  PoUak,  the  assignee  of  a  one-half  interest.  One  of 
these  assignments  refers  to  a  patent  and  the  others  to  pending  appli- 
cations. Two  of  the  applications  were  filed  by  Edmund  Bousek  as 
executor  of  the  estate  of  Christian  Esser,  deceased. 

Attached  to  each  assignment  is  a  certificate  bearing  the  signature 
and  seal  of  the  United  States  consul  to  the  effect  that  Dr.  Edmund 
Bousek  is  known  to  him,  that  the  signature  to  the  assignments  was 
acknowledged  by  the  said  Bousek,  and  that  Bousek  was  duly  ap- 
pointed by  the  K.  K.  Bezirksgericht,  a  court  of  competent  jurisdic- 
tion, on  January  20,  1905,  executor  of  the  estate  of  Christian  Esser, 
deceased,  that  he  thereafter  qualified  as  said  executor,  and  that  he  is 
duly  qualified  under  the  laws  of  the  Empire  of  Austria  to  administer 
upon  the  estate  of  the  said  Christian  Esser.  Two  of  these  assign- 
ments also  bear  a  certificate  from  the  "  K.  K.  Bezirksgerich't "  to  the 
effect  that  Dr.  Edmund  Bousek  was  appointed  executor  of  the  estate 
of  Christian  Esser,  deceased,  which  certificate  was  verified  in  turn  by 
the  presiding  judge  of  the  "  K.  K.  Kreisgerichts  "  and  of  the  "  K.  K. 
Oberlandesgerichts,"  and  the  latter  court  was  certified  to  by  the 
United  States  consul. 

No  certified  copy  of  the  letters  testamentary,  however,  has  been 
filed.  Petitioner  has  been  informed  by  the  Office  that  the  assign- 
ments would  be  recorded  upon  the  payment  of  the  proper  fees,  but 
that  the  patents  cannot  issue  to  the  assignee,  as  requested,  unless  a 
certified  copy  of  letters  testamentary  properly  authenticated,  as  pro- 
vided for  in  the  last  clause  of  section  4896  of  the  Revised  Statutes,  be 
recorded  in  this  Office  or  filed  in  the  said  applications. 
H.  Doc.  641,  59-2 31 
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Petitioner  contends  that  the  certificate  of  the  United  States  consul 
filed  is  a  full  compliance  with  the  requirement  of  section  4896  cff  the 
Revised  Statutes,  that — 

The  -authority  of  such  foreign  executor  or  administrator  shall  be  prored  by 
certificate  of  a  diplomatic  or  consular  officer  of  the  United  States. 

The  practice  of  this  Office  with  respect  to  the  filing  of  letters  of 
administration  of  an  executor  or  administrator  is  set  forth  in  a  deci- 
sion of  ex-Commissioner  Duell,  rendered  December  14,  1900,  (70  MS. 
Dec.,  229,)  which  states : 

A  certificate  of  the  probate  court  is  not  sufficient  evidence  on  which  to  iiermlt 
an  alleged  administrator  or  executor  to  prosecute  an  application  of  a  deceased 
person.  When  an  administrator  desires  to  Intervene  it  is  necessary  to  file  in 
each  case  certified  copies  of  the  letters  of  administration,  so  that  the  Office  can 
determine  for  itself  the  powers  and  duties  conferred  upon  such  admluistrator. 
The  request  that  the  executor  or  administrator  may  intervene  should  also  be 
signed  by  the  administrator  or  executor  and  not  by  an  attorney. 

This  decision  makes  no  distinction  between  a  domestic  and  a  for- 
eign executor  or  administrator  as  to  the  necessity  of  filing  a  certified 
copy  of  the  letters  of  administration. 

Section  4896  of  the  Revised  Statutes  was  amended  March  3,  1903, 
by  adding  thereto  the  following  section : 

The  executor  or  administrator  duly  authorized  under  the  law  of  any  foreign 
country  to  administer  upon  .the  estate  of  the  deceased  inventor  shall,  Ui  case 
the  said  inventor  was  not  domiciled  in  the  United  States  at  the  time  of  his 
death,  have  the  right  to  apply  for  and  obtain  the  patent  The  authority  of 
such  foreign  executor  or  administrator  shall  be  proved  by  certificate  of  a 
diplomatic  or  consular  officer  of  the  United  States. 

This  amendment  is  not  interpreted  to  mean  that  the  certificate  of 
a  diplomatic  or  consular  officer  of  the  United  States  as  to  the 
authority  of  a  foreign  executor  or  administrator  shall  necessarily 
be  all  the  proof  required  of  such  foreign  executor  or  administrator. 
On  the  contrary,  it  is  construed  to  mean  that  such  certificate  is  essen- 
tial in  addition  to  such  other  evidence  as  may  be  deemed  necessary. 
It  is  not  to  be  supposed  that  the  proof  of  the  appointment  of  such 
an  executor  or  administrator  and  of  his  powers  should  be  any  less 
rigid  than  in  the  case  of  one  domiciled  in  the  United  States.  As 
stated  in  the  above  decision,  the  certified  copy  of  the  letters  testa- 
mentary is  necessary  in  order  that  the  Office  can  determine  the 
powers  conferred  upon  the  executor  or  administrator.  It  is  noted 
that  at  the  same  time  that  section  4896,  Revised  Statutes,  was 
amended  a  corresponding  amendment  was  made  to  section  4892, 
Revised  Statutes,  to  the  effect  that  the  authority  of  the  foreign  official 
administering  the  oath  shall  be  proved  by  certificate  of  a  diplomatic 
or  consular  officer  of  the  United  States.  Petitioner  would  hardly 
contend,  however,  that  such  certificate  obviates  the  necessity  for 
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filing  a  copy  of  the  oath  with  the  application  papers  in  order  that 
the  OflSce  may  ascertain  for  itself  the  allegations  made  in  said  oath. 
As  stated  in  the  Office  letters  of  September  10,  1906,  the  writings 
will  be  recorded  in  their  present  form  upon  the  payment  of  the  addi- 
tional fee  required;  but  the  petition  that  the  patents  issue  to  peti- 
tioner as  assignee  and  that  the  requirement  of  a  certified  copy  of  the 
letters  testamentary  be  dispensed  with  is  denied. 


Sanders  v.  Hawthorne  v.  Hott. 
Decided  September  18,  1906, 

(125  O.  a,  1347.) 

Interference — Amendment  REFUSEa 

Where  the  Primary  Examiner  obtained  Jurisdiction  of  an  interference 
to  consider  the  patentability  of  the  issue  and  rejected  the  claims  in  issue, 
Held  that  the  Primary  Examiner  rightly  refused  to  enter  or  consider  an 
amendment  substituting  new  claims  for  those  rejected  prior  to  the  termina- 
tion of  the  interference. 

On  Petition. 

SOUND-BECOBD. 

Messrs.  Lyons  cfe  Bissing  for  Sanders. 
Messrs.  Emery  <&  Booth  for  Hawthorne. 

Messrs.  Briesen  <&  Knauth  and  Messrs.  Mauro^  Cameron^  Lewis  <& 
Mdssie  for  Hoyt. 

Allen,  Commissioner: 

This  is  a  petition  by  Sanders  from  the  action  of  the  Primary  Exam- 
iner refusing  to  enter  and  consider  an  amendment  offered  by  Sanders 
to  his  application  involved  in  the  interference. 

The  Primary  Examiner  obtained  jurisdiction  of  the  interference  to 
consider  the  patentability  of  the  issue  in  view  of  certain  newly-dis- 
covered references  and  rendered  a  decision  rejecting  the  claims  of 
each  party  corresponding  to  the  counts  of  the  issue.  Sanders  there- 
upon submitted  an  amendment  to  his  application  and  an  argument. 
The  amendment  directed  the  cancelation  of  his  claims  corresponding 
to  the  issue  and  the  substitution  in  place  thereof  of  certain  new  claims. 
The  Primary  Examiner  thereupon  took  up  the  case  for  reconsidera- 
tion under  Rule  124  as  amended  June  12,  1906,  and  finally  rejected 
the  claims  involved  in  the  interference,  fixing  a  limit  of  appeal.  He 
refused  to  enter  and  consider  the  amendment  proposed  by  Sanders 
prior  to  the  termination  of  the  interference.  It  is  from  this  refusal 
to  enter  and  consider  the  proposed  amendment  that  this  petition  is 
brought. 
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The  position  taken  by  the  Examiner  is  clearly  correct  and  the  only 
one  that  could  be  taken  without  probable  complication  of  the  inter- 
ference practice  to  an  intolerable  extent.  Amended  Rule  124  entitles  a 
party  to  a  rejection,  reconsideration,  and  final  rejection  of  such  claims 
involved  in  interference  as  have  been  made  the  object  of  an  adverse 
decision  upon  their  merits.  The  reasons  for  these' provisions  of  the 
rule  are  set  forth  in  the  cases  Newcomh  v.  Thomson^  {ante^  232  and 
235;  122  O.  G.,  3012,  and  122  O.  G.,  3013.)  This  rule  does  not 
authorize  amendment  of  the  claims  during  the  interference,  and  no 
good  reason  is  perceived  why  it  should.  On  the  contrary,  Rule  109 
(amended  June  12,  1906)  provides  that  amendments  will  not  be  per- 
mitted during  the  pendency  of  an  interference  without  the  consent  of 
the  Commissioner  except  as  provided  in  said  Rule  109  and  in  Rules 
106  and  107.  None  of  these  exceptions  has  any  application  to  the 
amendment  whose  entry  is  now  under  consideration. 

The  refusal  to  entertain  an  amendment  to  the  application  of  a 
party  in  interference  deprives  the  party  of  no  right  and  cannot,  so 
far  as  now  seen,  result  in  injury  or  hardship.  The  privilege  of 
amending  accorded  by  the  rules  and  statute  is  not  thereby  denied, 
but  is  suspended  for  good  and  obvious  reasons  until  the  interference 
has  terminated.  The  fact  that  there  has  been  a  "final  rejection" 
in  the  course  of  the  interference  should  not  be  taken  to  mean,  as  the 
applicant  seems  to  fear  it  may,  that  further  amendment  will  not  be 
permitted  except  as  an  act  of  grace  or  leniency.  Final  rejections  are 
given  under  Rule  132  and  in  cases  where  division  is  required  without 
closing  the  case  to  amendments,  and  Rule  68  provides  that  amend- 
ments affecting  the  merits  of  a  case  may  be  presented  after  the  case 
is  in  condition  for  appeal  or  after  appeal  has  been  taken  where  there 
are  good  reasons  why  they  were  not  earlier  presented.  The  exist- 
ence of  an  interference  and  the  rule  excluding  amendments  during 
the  same  are  evidently  good  reasons  why  amendments  should  not  be 
brought  until  the  interference  has  terminated. 

The  claims  upon  which  the  parties  are  put  in  interference  form  the' 
tie  which  holds  them  together  and  represent  the  foundation  of  the 
whole  proceeding.  Any  substitution  or  amendment  in  these  claims 
is  equivalent  to  their  abandonment  and  the  assertion  of  new  claims. 
Such  an  abandonment  should  be  effected  with  the  formalities  pre- 
scribed by  the  rules  and  should  result  in  the  termination  of  the 
interference  as  to  the  claims  affected  thereby.  Whether  the  new 
claims  are  allowable  and  whether  they  cover  interfering  subject- 
matter  or  whether  they  should  be  rejected  and  be  further  amended 
should  be  determined  in  the  course  of  ex  parte  consideration  of  the 
application. 

The  petition  is  denied. 
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KoTCE  V.  Kempshall. 

Decided  September  IS,  1906. 

(125  O.  G.,  1347.) 

1.  Intebfebence — Evidence — Admissibility  of. 

Where  R.  testified  that  certain  letters  of  K.  introduced  In  evidence  were 
receired  by  him  In  the  ordinajT  course  of  business,  that  he  is  familiar 
with  the  handwriting  of  K.,  and  that  these  letters  are  in  the  handwriting 
of  K.  and  the  signatures  are  K.*s,  Held  that  the  letters  are  sufficiently 
proved  and  are  properly  introduced  in  evidence. 

2.  Same — Same — Same. 

Where  neither  the  original  letters  nor  the  letter-press  book  are  intro- 
duced in  evidence,  but  certain  alleged  copies  of  letters  of  R.  to  K.  have 
been  introduced  as  exhibits,  but  no  one  has  testified  or  certified  that  the 
alleged  copies  are  true  copies  of  the  original  letters  or  of  the  letter-press 
copies.  Held  that  they  are  entitled  to  no  consideration. 

3.  Same — Same — Same. 

Where  K.  was  called  on  to  produce  the  original  letters  of  R.  to  K.,  but 
failed  to  do  so,  whereupon  R.  in  his  deposition  quoted  said  letters  from 
a  letter-press  book  and  testified  that  he  wrote  the  letters  and  that  all  the 
statements  contained  In  them  are  true,  but  the  letter-press  book  was  not 
introduced  in  evidence,  although  produced  at  the  examination,  and  coun- 
sel for  K.  was  given  the  privilege  of  examining  the  portions  of  said  book 
containing  copies  of  the  letters,  but  was  denied  access  to  the  entire  book. 
Held  that  R.  had  the  right  to  use  the  letters  In  his  letter-press  book  as  a 
means  of  refreshing  his  memory,  and  the  fact  that  he  did  not  Introduce 
his  letter-press  book  in  evidence  does  not  warrant  the  suppression  of  his 
testimony  concerning  said  letters. 

4.  Same — Failube  to  Rebut  Testimony — Evidence  of  Pbiobi^y. 

Where  K.  relied  upon  his  record  date  and  R.  took  testimony  and  claimed 
that  he  disclosed  the  invention  to  K.  before  the  latter  filed  his  applica- 
tion. Held  that  the  decision  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  Winslow  v.  Austin  (C.  D.,  1899,  301;  86  O.  G.,  2171)  is 
controlling  and  that  R.  Is  the  prior  inventor. 

5.  Same — Infebence  fbom   Delay  in   Filing  Application   Ovebbalanced  by 

Failube  of  Opponent  to  Deny  Chabges. 
Held  that  although  the  conclusion  to  be  drawn  from  the  fact  that  R. 
did  not  file  his  application  until  after  K.*s  failure  to  assign  his  patent 
to  the  company  (assignee  of  R.*s  application)  is  unfavorable  to  R.  the 
presumption  against  K.  from  his  failure  to  deny  the  charges  of  R.  is  of 
greater  weight  and  that  even  if  K.  was  not  the  inventor,  it  was  for  the 
interest  of  the  company  to  acquire  an  assignment  of  K.'s  patent  in  order 
to  avoid  possible  litigation. 

Appeal  from  Examiners-in-Chief. 

PLAYING-BALL. 

Messrs.  BakeweU  <&  Byrnes  and  Mr.  F.  W.  Bamaclo  for  Royce. 
Mr.  Francis  H.  Richards^  Mr.  Chester  A.  Weed^  and  Mr.  W.  W. 
Dodge  for  Kempshall. 
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AiiLEN,  Commissioner: 

This  is  an  appeal  by  Kempshall  from  the  decision  of  the  Exam- 
iners-in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences 
and  awarding  priority  of  invention  to  Royce. 

The  issue  is  as  follows : 

1.  A  playing-ball  comprising  a  center  piece  built  up  of  windings  of  elastic 
material,  fibrous  material  interspersed  in  said  windings,  and  held  under  pressure 
thereby,  a  layer  of  rubber  thereon,  and  a  suitable  inclosing  shell. 

2.  A  playing-ball  comprising  a  center  piece  built  up  of  a  continuous  winding 
In  miscellaneous  directions  of  cured-rubber  strip,  fibrous  material  interspersed  in 
said  windings,  and  a  suitable  inclosing  shell. 

3.  A  playing-ball  comprising  a  center  piece  built  up  of  a  continuous  winding  in 
miscellaneous  directions  of  cured-rubl)er  strip,  fibrous  material  interspersed  in 
said  windings,  said  strip  being  continued  into  windings  in  miscellaneous  direc- 
tions to  form  a  layer  over  said  center  piece,  and  a  shell. 

4.  A  playing-ball  comprising  a  center  piece  built  up  of  a  continuous  winding  in 
miscellaneous  directions  of  cured  rubber  strip,  fibrous  material  interspersed  in 
said  windings  said  strip  being  continued  into  tense  windings  in  mlscellaneons 
directions  to  form  a  tense  layer  over  said  center  piece,  and  a  shell. 

5.  A  playing-ball  comprising  a  center  piece  built  up  of  fibrous  material  suit- 
ably compressed  by  intermingled  windings  of  elastic  material,  and  a  suitable 
inclosing  shell. 

6.  A  playing-ball  comprising  a  center  piece  built  up  of  windings  of  hair  suit- 
ably compressed  by  intermingled  windings  of  elastic  material,  and  an  inclosing 
shell. 

7.  A  playing-ball  comprising  a  center  piece  built  up  of  fibrous  material  suit- 
ably compressed  by  intermingled  windings  of  cured  rubber,  a  suitable  layer  of 
highly-tensioned  cured  rubber  on  said  center  piece,  and  an  inclosing  shell. 

8.  A  playing-ball  comprising  a  center  piece  built  up  of  hair  suitably  com- 
pressed and  intermingled  in  windings  of  cured  rubber,  and  an  inclosing  shell. 

9.  A  playing-ball  comprising  a  center  piece  built  up  of  hair  suitably  inter 
mingled  and  compressed  by  windings  of  cured  rubber,  a  suitable  layer  of  cured 
rubber  on  said  center  piece  and  an  inclosing  shell. 

10.  A  playing-ball  comprising  a  center  piece  consisting  of  fibrous  material 
held  under  compression  by  intermingled  tense  windings  of  cured-rubber  strip. 

11.  A  playing-ball  having  a  center  piece  built  up  of  fibrous  material  held 
under  compression  by  and  intermingled  with  tense  windings  of  rubber  strip,  a 
layer  thereon  formed  by  continuing  the  said  strip-windings  under  high  tension 
in  miscellaneous  directions,  and  an  inclosing  shell. 

Kempshall  has  a  patent  issued  May  31,  1904,  on  an  application 
filed  December  14, 1903.  The  application  of  Royce  was  filed  Novem- 
ber 18,  1904,  subsequent  to  the  issue  of  Kempshall's  patent,  and  is  a 
copy  thereof. 

Kempshall  took  no  testimony  and  is  therefore  restricted  to  his 
record  date,  December  14,  1903.  Royce  took  testimony  in  support  of 
the  allegations  in  his  preliminary  statement  of  conception  in  Octo- 
ber, 1903,  and  a  disclosure  and  reduction  to  practice  in  November, 
1903. 
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The  invention  relates  to  golf-balls,  and  consists  in  substituting 
hair  interspersed  in  the  windings  of  a  rubber  strip  in  place  of  the 
separate  center  previously  used. 

Royce  and  Kempshall  are  brothers-in-law,  and  at  the  time  the 
invention  of  this  interference  was  made  they  were  secretary  and 
president,  respectively,  of  the  Kempshall  Manufacturing  Company, 
a  company  engaged  in  the  manufacture  of  *golf -balls.  Royce  claims 
to  have  disclosed  the  invention  to  Kempshall  and  to  have  sent  him 
golf-balls  embodying  the  invention  in  November,  1903.  Kempshall 
did  not  testify;  but  in  his  brief  (p.  4)  it  is  admitted  that  the  ques- 
tion involved  in  the  interference  is  cAe  of  originality  rather  than 
of  priority  and  that  each  party  did  not  independently  make  the 
invention. 

The  Examiner  of  Interferences  found  that  the  testimony  in  behalf 
of  Royce  does  not  establish  beyond  a  reasonable  doubt  that  Royce 
originated  the  ideas  embodied  in  the  ball.  He  found  that  the  conduct 
of  Royce  and  the  officials  of  the  Kempshall  Manufacturing  Company 
in  delaying  the  filing  of  the  Royce  application  for  a  year  after  the 
alleged  date  of  the  invention  and  for  six  months  after  they  had 
knowledge  of  the  filing  of  the  Kempshall  application,  also  the  fact 
that  the  Royce  application  was  not  filed  until  after  Kempshall  failed 
to  assign  his  patent  to  the  Kempshall  Manufacturing  Company, 
creates  a  presumption  that  Royce  was  not  the  inventor. 

The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner  of 
Interferences  and  awarded  priority  to  Royce.  They  found  that  Royce 
claimed  to  be  the  inventor  and  to  have  been  in  possession  of  the  inven- 
tion and  to  have  disclosed  it  to  Kempshall  prior  to  Kempshall's  filing 
date  and  that  he  is  corroborated  by  Crane,  that  Kempshall  does  not 
claim  to  have  disclosed  the  invention  to  Royce  or  deny  his  allegations, 
and  that  under  the  rule  of  law  applicable  in  such  cases  there  is  no 
warrant  for  holding  Kempshall  to  be  the  inventor. 

I  am  of  the  opinion  that  the  conclusions  reached  by  the  Examiners- 
in-Chief  are  correct. 

Before  considering  the  evidence  in  behalf  of  Royce  it  is  necessary 
to  determine  what  evidence  shall  be  considered  in  view  of  a  motion 
by  Kempshall  to  suppress  a  portion  of  said  evidence.  The  second 
part  of  said  motion  requests  that  "  Royce  Exhibits,  Royce  Letters 
Nos.  1  to  13  "  and  the  portions  of  Royce's  deposition  in  which  these 
letters  are  quoted  in  the  record  be  suppressed,  for  the  reason — 

that  the  letter-press  copies  of  said  letters  were  not  offered  in  evidence,  nor  the 
letter-press  book  containing  such  copies  placed  in  evidence,  nor  counsel  for 
Kempshall  permitted  to  inspect  or  examine  said  letter-press  book,  although 
demand  was  made  for  such  examination. 
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The  third  part  of  said  motion  requests  that  "  Royce  Exhibits, 
Kempshall  Letters  Nos.  1  to  9,"  together  with  the  portion  of  Royce's 
deposition  in  which  these  letters  are  read  into  the  record,  be  sup- 
pressed, for  the  reason — 

that  as  the  letter-press  copies  of  the  Royce  letters.  Exhibits  1  to  13,  were  not 
offered  In  evidence,  nor  the  letter-press  book  containing  such  letters  placed  In 
evidence,  nor  opened  to  the  inspection  of  counsel  for  Kempshall,  the  said  exhibits 
Kempshall  letters  1  to  0,  constitute  but  an  incomplete  and  fragmentary  part  of 
the  correspondence. 

In  my  decision  rendered  October  17,  1905,  (C.  I).,  1905,  461;  119 
O.  G.,  338,)  the  decision  of  tite  Examiner  of  Interferences  denying 
the  first  part  of  the  motion  and  postponing  action  on  the  second  and 
third  parts,  noted  above,  until  final  hearing  was  affirmed. 

Following  the  decision  of  the  Examiner  of  Interferences  on  pri- 
ority, in  which  he  held  that  it  would  be  improper  to  give  Royce  the 
benefit  of  the  letters  as  evidence,  but  denied  KempshalPs  motion  to 
strike  them  from  the  record,  Kempshall  filed  an  appeal  and  petition 
that  such  correspondence  be  striken  from  the  record.  In  my  de- 
cision dated  May  IG,  190G,  it  was  held  that  in  view  of  the  decision 
of  the  Examiners-in-Chief  rendered  in  the  meantime,  to  the  effect 
that  the  motion  to  strike  out  was  without  merit,  the  testimony  would 
not  be  striken  out  without  consideration  of  the  merits  of  the  motion, 
and  such  consideration  was  postponed  until  final  hearing  upon  the 
appeal  on  priority.  This  motion  is  therefore  given  consideration 
at  this  time. 

It  appears  that  during  the  fall  of  1903,  when  Royce  claims  to 
have  made  fhe  invention,  Kempshall  was  in  Boston,  while  Royce  was 
at  the  factory  of  the  company  in  Arlington,  N.  J.  Much  of  the 
record  for  Royce  consists  of  the  quotation  in  the  record  of  letters 
that  it  is  alleged  passed  between  Royce  and  Kempshall  at  this  time. 
Nine  letters,  which  Royce  states  he  received  from  Kempshall  in  the 
ordinary  course  of  business,  are  introduced  in  evidence.  Royce 
says  he  is  familiar  with  the  handwriting  of  Kempshall  and  that 
these  letters  are  in  the  handwriting  of  Kempshall  and  tliat  the 
signatures  are  those  of  Kempshall.  These  letters  of  Kempshall 
are  sufficiently  proved,  {Jones  and  Taylor  v.  Cooke^  C.  D.,  1905, 
689;  117  O.  G.,  1493,)  and  the  motion  to  suppress  them  and  the 
testimony  of  Royce  concerning  them  is  denied. 

The  original  letters  from  Royce  to  Kempshall,  however,  are  not 
in  evidence.  It  appears  from  an  entry  on  the  record  (p.  7)  that 
consul  for  Royce  called  on  consul  for  Kempshall  to  produce  the 
original  Royce  letters,  but  he  failed  to  do  so.  Counsel  for  Kempshall 
contends  (p.  43  of  brief)  that  the  notice  was  not  sufficient.  Inas- 
much, however,  as  this  objection  was  not  made  at  the  time  it  is  not 
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entitled  to  consideration.  Royce  during  the  taking  of  his  testimony 
read  into  the  record  the  letters  from  a  letter-press  book  in  his  pos- 
session. Counsel  for  Kempshall  objected  (p.  4  of  record)  to  the  in- 
troduction of  the  Royce  letters  unless  he  was  given  an  opportunity 
to  examine  the  letter-press  book  containing  the  same  and  unless  the 
letter-press  copy  was  actually  produced  in  evidence.  It  appears 
that  counsel  for  Kempshall  might  have  examined  the  letters  quoted, 
but  that  he  was  denied  access  to  the  entire  book.  The  letter-press 
book  was  not  offered  in  evidence;  but  Exhibits  1  to  13  offered  in 
evidence  purport  to  be  copies  of  said  letters.  Counsel  for  Kempshall 
objected"  (p.  8  of  record)  to  these  exhibits,  for  the  reason  that  they 
have  not  been  sufficiently  proved  and  that  they  are  not  the  letter- 
press copies  of  the  original  letters.  No  one  has  testified  or  certified 
that  these  exhibits  1  to  13  are  true  copies  of  the  original  letters  or  of 
the  letter-press  copies.     They  are  entitled  to  no  consideration. 

There  remains  to  be  considered  the  question  of  suppressing  the  por- 
tions of  Royce's  deposition  in  which  he  quotes  his  letters  to  Kemp- 
shall. Royce  testifies  that  he  wrote  these  letters  to  Kempshall  and 
that  all  the  statements  contained  in  them  are  true.  (X-Q.  12.)  Kemp- 
shall was  called  on  to  produce  the  original  letters,  but  failed  to  do  so. 
The  letter-press  book  containing  copies  of  the  letters  was  in  Royce's 
possession  at  the  time  he  testified,  and  it  is  not  claimed  by  counsel  for 
Kempshall  that  he  was  denied  access  to  these  copies,  but  that  he  was 
denied  the  privilege  of  examining  the  entire  book.  Kempshall  knew 
whether  the  testimony  of  Royce  concerning  these  letters  was  true  and 
was  in  a  position  to  disprove  it  if  false  by  producing  the  original 
letters  themselves.  In  view  of  this  testimony  and  under  these  circum- 
stances it  is  believed  that  Royce  had  a  right  to  use  the  letters  in  his 
letter-press  book  as  a  means  of  refreshing  his  memory,  and  the  fact 
that  he  did  not  introduce  this  letter-press  book  in  evidence  does  not 
warrant  the  suppression  of  Royce's  testimony  concerning  them. 
{McCormick  v.  Cleal,  C.  D.,  1898,  492;  83  O.  G.,  1514;  Laos  and 
Sponenhurg  v.  Scott,  post,  G21;  122  O.  G.,  353.) 

Concerning  his  conception  and  reduction  to  practice,  Royce  testi- 
fies as  follows : 

Q.  6.  When  did  you  conceive  the  invention  set  forth  in  those  counts? 

A.  During  the  month  of  October,  1903. 

Q.  7.  Did  you  at  that  time  malce  or  cause  to  be  made  any  golf-balls  embody- 
ing the  invention? 

A.  I  did. 

Q.  8.  Where? 

A.  In  our  factory  at  Arlington.  N.  J. 

Q.  9.  When  were  the  first  of  these  balls  made  at  the  factory  at  Arlington, 
N.  J.? 

A.  During  October,  1903. 
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He  states  that  they  were  called  the  "  Kempshall  Flyer  Click  Balls,'' 
(Q.  11,)  and  the  construction  he  gives  of  them  (Q.  12)  brings  them 
within  the  issue  of  this  interference.  He  says  these  balls  have  been 
made  continuously  and  in  large  quantities  since  October,  1903,  at  the 
Arlington  factory  under  his  direction.    (Q.  13.) 

Royce  testifies  concerning  his  disclosure  of  the  invention  to  Kemp- 
shall  and  the  absence  of  disclosure  by  Kempshall  as  follows: 

Q.  19.  Mr.  KempBhall,  In  his  preliminary  statement  in  this  Interference,  says 
that  the  manufacture  of  balls  embodying  this  Invention  was  began  and  carried 
on  by  the  Kempshall  Manufacturing  Company,  under  his  direction  as  presldeDt 
Did  you  ever  receive  any  directions  from  Mr.  Kempshall  to  b^ln  or  cari^  on  the 
manufacture  of  such  bails? 

A.  I  did  not 

Q.  20.  Could  such  balls  be,  or  have  been,  manufactured  at  the  factory  fu 
Arlington,  without  your  order? 

A.  They  could  not 

Q.  21.  At  about  the  time  you  invented  and  perfected  this  Click  ball,  did  yoa 
have  any  correspondence  with  Mr.  Kempshall  In  relation  to  the  same? 

A.  I  did. 

Q.  22.  When  did  you  first  write  to  Mr.  Kempshall  In  regard  to  this? 

A.  The  first  part  of  November,  1903. 

In  the  letter  which  Royce  claims  to  have  written  to  Kempshall  on 
November  2,  1903,  quoted  in  the  record  in  answer  to  question  23,  is 
the  statement : 

I  am  working  on  a  new  ball,  samples  of  which  I  hope  to  send  you  within  a 
few  days. 

In  the  letter  of  Royce  to  Kempshall  dated  November  9,  1903, 
quoted  in  answer  to  question  32,  is  the  statement: 

I  will  explain  to  you  fully  the  new  "  Click  "  ball  when  I  see  you,  and  I  think 
it  will  prove  Interesting  to  you.  I  cannot  very  well  give  you  the  particulars 
In  writing,  but  I  am  certain  that  If  the  ball  proves  what  I  think  it  will,  we  can 
make  It  In  large  quantities,  stamping  It  the  "  Click,"  and  save  at  least  |.25  per 
dozen  upon  the  cost  of  the  ball.  I  shall  be  anxious  to  hear  your  ophilon  and 
the  opinion  of  others  who  have  tried  the  ball,  at  the  first  possible  moment 

In  his  letter  to  Kempshall  quoted  in  answer  to  question  35  Royce 
refers  to  the  construction  of  the  ball  as  follows: 

The  peculiar  properties  of  the  hair  wound  under  tension  with  onr  rubber 
hheeiing  drawn  Into  a  cord,  and  then  wound  under  extreme  tension  to  tbe 
required  size,  makes  It  possible  for  us  to  wind  them  rapidly  and  still  obtain  tlie 
necessary  click. 

In  Kempshall's  letters  to  Royce,  the  originals  of  which  are  in  evi- 
dence, Kempshall  appears  as  the  critic  rather  than  the  inventor.  At 
first  he  is  skeptical  of  the  success  of  the  new  ball.  In  his  letter  to 
Royce  dated  November  11,  1903,  Kempshall  says: 

The  felt  center  and  the  thick  shell  will  certainly  get  us  into  trouble. 
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He  appears  to  have  finally  become  impressed  with  the  virtues  of 
the  new  ball  and  states  in  his  letter  to  Royce  dated  November  19, 
1903: 

Tbey  are  very  fine  balls  and  I  believe  if  they  could  float  In  water  they  would 
be  a  great  favorite  with  all  who  like  the  click  sound — 

and  in  his  letter  to  Royce  dated  December  15,  1903,  he  says: 

The  Click  ball  is  giving  excellent  satisfaction  here  and  you  deserve  great 
credit.  I  think  Mr.  Chapman  will  see  his  way  clear  to  continue  your  salary  at 
$6,000  per  year. 

In  answer  to  cross-question  12  Royce  testifies  that  all  the  statements 
contained  in  his  letters  are  true  and  in  cross-question  69  that  he  has 
produced  all  of  the  correspondence  had  with  Kempshall  relative  to 
this  matter. 

Royce  testifies  that  he  first  sent  one  of  these  balls  to  Kempshall  in 
the  early  part  of  November  or  the  latter  part  of  October,  1903. 
(X-Q.  78.)  Royce  states  that  he  came  to  think  of  using  hair  as  a 
center  for  a  golf-ball  by  experimenting  (X-Q.  77)  and  that  Kemp- 
shall never  suggested  to  him  the  use  of  hair  in  the  construction  of 
golf -balls  in  connection  with  rubber  sheeting.     (RD.  Q.  1.) 

Crane,  one  of  the  officials  of  the  Kempshall  Manufacturing  Com- 
pany, in  corroboration  of  Royce,  testifies  that  balls  composed  of  hair 
and  a  continuous  strip  of  rubber  sheeting  to  form  the  core  were  first 
brought  to  his  attention  by  Royce  in  the  fall  of  1903,  that  "  Royce 
was  requested  to  thoroughly  test  his  invention,"  and  that  it  was  the 
"  intention  of  the  company  to  have  the  ball  patented  after  its  utility 
had  been  shown." 

In  his  testimony  concerning  the  directors'  meeting  of  May  19, 1904, 
at  which  time  it  is  claimed  Kempshall  stated  that  he  had  applied  for 
a  patent  upon  this  invention,  Royce  says,  (Q.  48:) 

Later,  in  going  up  town  to  Thirty-third  street,  I  asked  him  why  he  should 
apply  for  a  patent,  knowing  It  to  he  my  invention.  He  stated  that  he  did  it 
as  a  matter  of  precaution ;  that  at  any  time  within  two  years  from  date  of  his 
application  for  patent  I  could  easily  prove  priority. 

Regarding  this  directors'  meeting,  Crane  testifies : 

The  merits  of  the  new  Click  ball  were  being  discussed  when  Mr.  Kempshall 
made  the  statement  that  he  had  applied  for  a  patent  I  at  once  asked  the  ques- 
tion how  it  was  possible  for  him  to  apply  for  a  patent  when  the  invention  was 
not  his.  ♦  ♦  ♦  I  then  stated  that  it  did  not  seem  to  me  that  It  was  a  ques- 
tion as  to  how  Mr.  Kempshall  could  protect  the  Interests  of  the  company,  but 
that  how  It  was  possible  for  him  to  swear  to  the  originality  of  an  invention 
which  was  not  his  own.  Mr.  Kempshall  replied  that  he  simply  did  it  as  a  pre- 
cautionary measure  to  protect  the  interests  of  the  company.  I  indignantly 
insisted,  however,  that  he  should  not  take  out  a  patent  for  an  invention  to  which 
he  could  not  swear  he  was  the  original  inventor. 
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It  thus  appears  that  Royce  clauns  to  have  made  the  invention  in 
the  fall  of  1903  and  to  have  disclosed  it  to  Kempshall ;  but  Kempshall 
did  not  testify  and  did  not  deny  the  claims  of  Royce.  In  his  letters 
to  Royce  Kempshall  does  not  claim  to  be  the  inventor  of  the  device, 
but  makes  several  statements  tending  to  show  that  he  regarded  Eoyce 
as  the  inventor. 

The  circumstances  of  this  case  are  very  similar  to  those  in  the  case 
of  Winslow  V.  Austin^  (C.  D.,  1899,  301 ;  86  O.  G.,  2171,)  and  the  de- 
cision  of  the  Court  of  Appeals  of  the  District  of  Columbia  in  that  case 
is  believed  to  be  controlling. 

Kempshall  in  his  brief  has  attempted  to  point  out  certain  differ- 
ences in  the  circumstances  of  the  two  cases.  These  differences,  how- 
ever, are  believed  to  be  immaterial.  The  same  principles  of  law 
appear  to  be  cleariy  applicable  to  the  two  cases. 

In  the  case  of  Winslow  v.  Attstin^  supra^  the  Court  held : 

Instead  of  a  resort  to  proof  of  the  facts  as  they  reaUy  existed  Winslow  has 
elected  to  rest  upon  a  technicality  or  the  prima  facie  effect  of  a  status  acquired 
in  the  Office  by  virtue  of  seniority  of  application  for  his  original  patent  This 
may  serve  in  some  cases,  but  it  is  not  always  safe  to  rest  exclusively  upon  it 
A  party  by  his  conduct  in  doing  acts  or  in  omitting  to  act  when  clrcumstanceB 
would  seem  to  require  action  may  often  furnish  evidence  more  convincing  in 
leading  to  a  conclusion  than  even  the  sworn  testimony  of  the  party,  and  that 
would  seem  to  be  the  case  here. 

The  Examiner  of  Interferences  placed  much  stress  upon  the  in- 
ference to  be  drawn  from  the  fact  that  Royce  did  not  file  an  appUca- 
tion  until  after  Kempshall's  failure  to  assign  his  patent  to  the  com- 
pany and  cited  the  case  of  Murphy  v.  Meissner^  (C.  D.,  1905,  592;  lU 
O.  G.,  1830.)  While  the  conclusion  to  be  drawn  from  this  fact  is 
imdoubtedly  unfavorable  to  Royce,  the  presumption  against  Kemp- 
shall from  his  failure  to  deny  the  charges  of  Royce  is  of  greater 
weight.  In  Winslow  v.  Austin^  supra^  the  Examiner  of  Interferences 
drew  the  same  inference  as  he  has  in  the  present  case,  and  upon  this 
point  the  Court  said : 

The  conclusion  of  the  Examiner  of  Interferences  was  in  favor  of  Winslow, 
but  his  conclusion  was  largely  based  upon  the  prima  facie  effect  secured  to 
Winslow  by  his  position  of  senior  party  upon  the  record  and  upon  the  fact  of 
the  assignment  taken  by  Austin  from  Licht  and  Keeney  of  interest  in  the 
Winslow  patent,  and  there  is  unquestionably  considerable  force  in  this  latter 
fact;  but  this  fact,  we  think,  ought  not  to  be  taken  as  an  admission  on  the 
part  of  Austin  that  he  in  reality  and  truth  had  no  claim  to  the  invention 
involved  in  the  present  issue  and  that  the  sole  and  exclusive  right  as  inventor 
was  in  Winslow.  As  very  properly  said  by  the  Examiners-in-Chief,  he  may 
have  obtained  the  assignment  as  an  easy  way  to  quiet  a  contest  or  in  order  to 
combine  in  himself  all  adverse  claims  to  the  contested  invention. 

Even  if  Kempshall  was  not  the  inventor  it  was  for  the  interest 
of  the  company  to  acquire  an  assignment  of  Kempshall's  patent,  to 
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which  they  appear  to  have  been  entitled,  in  order  to  avoid  all  possible 
litigation. 

The  testimony  in  behalf  of  Royce  and  the  circumstances  surromid- 
ing  the  case  are  found  to  establish  that  Royce  is  the  inventor  of  the 
subject-matter  of  this  interference. 

The  decision  of  the  Examiners-in-Chief  is  afirmed. 


KuGELE  IK  Blair. 

Decided  August  6,  1906. 

(125  O.  G..  1350.) 

1.  iNTERFiaUENCE — MOTION    UNDEB  RUUC  IO^—DeLAY  IN   FILING. 

Delay  In  obtaining  from  the  Patent  Office  copies  of  an  opponent's  file- 
wrapper  and  contents,  Held  a  sufficient  excuse  for  not  filing  a  motion  under 
Rule  109  within  the  period  named  in  the  rule. 

2.  Same — Cebtified  CJopy  op  Part  of  Appucation. 

Where  a  party  contends  that  the  operation  of  the  mechanism  shown  In 
the  drawing  of  his  opponent's  application  cannot  be  understood  from  the 
part  of  the  specification  included  in  the  copies  filed  In  accordance  with 
Rule  106,  Held  that  the  question  raised  should  be  decided  in  the  first 
instance  by  the  Primary  Examiner,  who  should  fix  a  day  for  hearing  the 
parties.     (RikerY.LaWyante.SQ;  120  O.  G.,  2757.) 

Appeal  on  Motion. 

LAMP. 

Mr.  Nicholas  M.  Goodlett^  Jr.  for  Kugele. 
Messrs.  Warfield  c6  Duell  for  Blair. 

Moore,  Acting  Commissioner : 

This  is  an  appeal  by  Blair  from  the  decision  of  the  Examiner  of 
Interferences  granting  a  motion  by  Kugele  to  transmit  the  case  to 
the  Primary  Examiner  for  the  consideration  of  an  amendment  under 
Rule  109  and  a  motion  by  Kugele  for  leave  to  inspect  and  obtain  a 
complete  copy  of  the  file- wrapper  and  contents  of  Blair's  application. 

It  appears  that  Kugele's  motion  to  amend  was  not  filed  until  four 
days  after  the  expiration  of  the  period  for  filing  motions  under  Rule 
109.  It  is  contended  on  behalf  of  Blair  that  the  showing  made  m 
excuse  of  the  delay  is  insufficient.  The  showing  in  question  consists 
in  an  affidavit  by  Nicholas  M.  Goodlett,  Jr.,  Kugele's  attorney,  to  the 
effect  that  he  was  unable  to  secure  from  the  Patent  Office  a  copy  of 
Blair's  file-wrapper  and  contents  until  July  12,  three  days  prior  to 
the  expiration  of  the  thirty  days  allowed  for  bringing  motions  under 
Rule  109.  The  excuse  is  considered  sufficient,  and  the  appeal  is 
denied. 
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Kugele  in  support  of  his  motion  for  leave  to  inspect  and  obtain  a 
complete  copy  of  Blair's  file-wrapper  and  contents  alleges,  in  effect, 
that  certain  elements  shown  in  Blair's  drawing  are  not  described  in 
the  certified  copy  of  part  of  Blair's  application  which  he  has  fil,ed  in 
accordance  with  Rule  105  for  use  in  the  interference  proceedings.  It 
is  contended  on  behalf  of  Kugele  that  the  mode  of  operation  of 
Blair's  device  cannot  be  understood  without  a  description  of  the 
elements  referred  to.  Whether  or  not  this  contention  is  sound  is  a 
matter  which,  as  stated  in  Riker  v.  Law^  (ante^  86;  120  O.  G.,  2757,) 
should  be  considered  in  the  first  instance  by  the  Primary  Examiner, 
who  will  fix  a  day  upon  which  the  parties  may  be  heard. 

The  case  is  remanded  to  the  Primary  Examiner  for  the  action 
indicated.  Pending  the  disposition  of  Kugele's  motions  to  amend 
and  for  leave  to  inspect  and  obtain  a  complete  copy  of  Blair's  file- 
wrapper  and  contents,  the  taking  of  testimony  is  suspended. 

To  the  extent  indicated  the  motion  is  granted. 


Steinmetz  v.  Thomas. 

Decided  August  8,  1906, 

(125  O.  G.,  1351.) 

Interference — ^Applications — Access  to. 

Where  Thomas's  application  involved  in  the  interference  was  filed  Ckitober 
19,  1904,  and  contained  a  statement  to  the  effect  that  it  was  a  division  of 
an  application  filed  Deceml)er  24,  1903,  and  Steinmetz  in  his  prellminaiy 
statement  alleged  conception  of  the  invention  during  the  period  between 
December  15,  1903,  and  April  2,  1904,  Held  that  Steinmetz  should  be  glv&i 
access  to  Thomas's  earlier  application. 

On  Petition. 

VAPOB-RECTIFIEB   SYSTEM. 

Mr.  Albert  G.  Daim  for  Steinmetz. 

Mr.  Charles  A,  Terry  and  Mr.  G.  H.  Stockhridge  for  Thomas. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  Steinmetz  that  he  be  permitted  to  obtain  a 
full  and  complete  copy  of  Thomas's  application  Serial  No.  186,489, 
filed  December  24,  1903,  of  which  the  application  involved  in  this 
interference.  Serial  No.  229,049,  filed  October  19,  1904,  is  alleged  to 
be  a  division. 

In  his  preliminary  statement  Steinmetz  alleged  conception  of  the 
invention  in  issue  during  the  period  between  December  15,  1903,  and 
April  2, 1904.  Times  have  been  set  by  the  Examiner  of  Interferences 
for  taking  testimony,  and  it  is  alleged  in  the  petition  that  Steinmetz's 
attorney  has  been  denied  access  to  Thomas's  earlier  application. 
Ordinarily  when  an  application  involved  in  an  interference  contains 
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a  statement  that  it  is  a  division  of  an  earlier  application  the  earlier 
application  is  thrown  open  to  the  inspection  of  the  opposing  party, 
and  no  reason  is  apparent  for  making  an  exception  of  the  present 
case.  The  principle  underlying  the  practice  is  that  judgment  against 
a  party  should  not  be  based  upon  a  record  to  which  he  is  not  given 
access.  Steinmetz's  allegation  that  he  conceived  the  invention  dur- 
ing the  period  between  December  15, 1903,  and  April  2, 1904,  is  some- 
what indefinite,  in  that  it  does  not  affirmatively  appear  that  such  con- 
ception took  place  prior  to  December  24,  1903,  the  date  of  filing  of 
Thomas's  earlier  application.  The  entire  period  mentioned  is,  how- 
ever, prior  to  the  filing  of  Thomas's-  later  application.  Therefore  if 
no  testimony  were  taken  judgment  against  Steinmetz  would  neces- 
sarily be  based  upon  Thomas's  earlier  application.  Serial  No.  186,489, 
in  which  event  Steinmetz  clearly  would  be  entitled  to  inspect  that 
application.  Furthermore,  Steinmetz's  allegation  of  conception  hav- 
ing beiBn  accepted  by  the  Examiner  of  Interferences  as  a  sufficient 
showing  to  warrant  the  setting  of  time  for  taking  testimony  Stein- 
metz should  be  permitted  to  see  Thomas's  earlier  application.  Obvi- 
ously it  would  be  imjust  to  compel  him  to  take  testimony  to  overcome 
an  application  which  he  had  never  seen  and  as  to  which  he  had  had 
no  opportunity  to  present  the  various  motions  provided  for  by  the 
Bules  of  Practice. 

The  petition  is  granted. 


In  RE  Belle  City  Malleable  Iron  Company. 

Decided  August  8,  1906, 
(126  O.  G.,  1351.) 

Copies  op  Pending  Appucation. 

Where  a  patent  contains  a  statement  that  it  is  a  division  of  a  pending 
application  and  suit  is  brought  on  the  patent,  Held  that  the  defendant 
should  be  permitted  to  obtain  copies  of  said  pending  application. 

In  the  Matter  of  the  petition  of  the  Belle  City  Malleable  Iron 
Company  for  certified  copy  of  certain  application  of  John  M.  Scott. 

Messrs.    Winkler^  Flanders^  Smithy  Bottum  <&    Vilas   and   Mr. 
WiUiam  G.  Henderson  for  the  applicant. 
Messrs.  Raymond  <&  Bamett  for  the  petitioner. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  the  Belle  City  Malleable  Iron  Company  that 
it  be  furnished  a  certified  copy  of  the  contents  of  the  file- wrapper  of 
a  certain  application  for  patent  filed  by  John  M.  Scott. 
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It  appears  that  Scott  has  brought  suit  against  the  Belle  City 
Malleable  Iron  Company  for  infringement  of  his  Letters  Patent 
No.  814,627  and  that  in  the  specification  of  the  said  patent  the  fol- 
lowing statement  occurs : 

This  application  is  a  dlyision  of  application  Serial  No.  197,477,  filed  March 
10,  1904. 

The  Belle  City  Malleable  Iron  Company  is  the  assignee  of  Patent 
No.  757,754,  granted  to  one  Edward  Laas  and  Hiram  H.  Sponenburg. 
This  patent  was  involved  in  an  interference  with  Scott's  application 
197,477.  This  interference  was  decided  in  favor  of  the  patent,  and 
thereupon  the  Belle  City  Malleable  Iron  Company  brought  suit  for 
infringement  of  Patent  757,754  against  John  M.  Scott  and  others. 
In  this  latter  suit  Scott  has  filed  a  cross-bill  purporting  to  come 
under  the  provisions  of  section  4915  of  the  Revised  Statutes.  In  the 
cross-bill  it  is  alleged  that  John  M.  Scott,  and  not  Laas  and  Sponen- 
burg, is  the  inventor  of  the  subject-matter  contested  in  the  inter- 
ference referred  to.  ** 

None  of  the  above  statements  of  fact  is  denied  by  Scott.  At  the 
hearing  on  the  petition  counsel  for  Scott  protested  against  the  grant 
of  the  petition.  His  protest,  however,  was  based  on  the  broad  ground 
that  to  grant  the  petition  would  be  a  violation  of  Scott's  right  to 
have  his  application  preserved  in  secrecy.  It  is  to  be  noted  that  the 
Belle  City  Malleable  Iron  Company  in  the  interference  proceedings 
above  referred  to  has  already  had  access  to  all  the  proceedings  which 
took  place  in  Scott's  application  Serial  No.  197,477  prior  to  the 
termination  of  the  interference.  No  reason  has  been  advanced  on 
behalf  of  Scott  for  making  a  distinction  between  this  case  and  others 
in  which  it  has  been  held  that  a  party  who,  in  a  patent  or  in  his 
testimony,  refers  to  a  pending  or  abandoned  application  cannot  there- 
after withhold  such  application  from  the  inspection  of  his  opponent 
(In  re  Patterson^  C.  D.,  1904,  91;  109  O.  G.,  1070;  m  re  Standard 
Plunger  Elevator  Company,  C.  D.,  1904,  423;  112  O.  G.,  1480; 
Metropolitan  West  Side  Elevated  Railroad  Co^npany  et  al.  v.  Siemem, 
C.  D.,  1898,  220;  85  O.  G.,  290.)  This  rule  applies  with  especial 
force  to  the  present  case  in  view  of  the  fact  that  Scott  has  filed  a 
cross-bill  for  the  purpose  of  again  contesting  the  question  of  priority 
as  to  certain  claims  of  the  application  which  he  seeks  to  withhold 
from  his  opponent's  view. 

The  petition  is  granted. 
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Kinsman  v.  Strohm. 

Decided  July  21, 1906, 

(125  O.  a,  1699.)  . 

1.  INTEBFEBENCE — ^TESTIMONY — ReBUTTAU 

Where  the  senior  party  took  no  testimony  and  the  junior  party  during 
the  time  set  for  rebuttal  took  testimony  for  the  purpose  of  showing  that 
the  senior  party's  application  had  been  improperly  reinstated  after  aban- 
donment, Held  that  such  testimony  was  properly  struck  out  by  the  Elxam- 
iner  of 'Interferences  as  improper  rebuttal. 

2.  Sahe — Abandonment  op  Application — ^Testimony. 

Where  the  junior  party  sought  by  petition  to  obtain  a  review  of  the  ques- 
tion of  the  abandonment  of  the  senior  party's  application  and  in  denying 
the  petition  it  was  stated  that  if  the  evidence  in  the  interference  justified 
such  a  course  the  question  would  be  reconsidered.  Held  that  the  action  of 
the  Examiner  of  Interferences  in  setting  times  for  the  taking  of  testimony 
relative  to  the  abandonment  of  the  senior  party's  application  was  correct 

3.  Same — Time  fob  Taking  Testimony — Appeal.  . 

Held  that  the  circumstances  above  referred  to  were  exceptional  and  that 
the  action  of  the  Examiner  of  Interferences  setting  times  for  taking  testi- 
mony was  reviewable  on  appeal.  {Ooodfellow  v.  Jolly,  C.  D.,  1905,  105; 
115  O.  G.,  1064,  and  Christensen  v.  McKenzie,  C.  D..  1905,  238;  117  O.  G., 
277,  distinguished.) 

Appeal  on  Motion. 

BAILWAY   signaling. 

Mr.  Chas.  S.  Champion  for  Kinsman. 
Messrs.  Connolly  Bros,  for  Strohm. 

Allen,  Commissioner: 

This  case  comes  before  me  (1)  upon  appeal  by  Kinsman  from  the 
decision  of  the  Examiner  of  Interferences  granting  a  motion  by 
Strohm  to  strike  out  testimony  and  (2)  upon  appeal  by  Strohm  from 
the  decision  of  the  Examiner  of  Interferences  granting  a  motion  by 
Kinsman  to  authorize  the  taking  of  further  testimony. 

(1)  It  seems  that  Kinsman's  testimony-in-chief  was  duly  taken, 
that  Strohm  took  no  testimony,  and  that  Kinsman  in  the  time  fixed 
for  taking  testimony  in  rebuttal  took  testimony  for  the  purpose  of 
showing  that  Strohm's  application  had  been  improperly  reinstated 
after  the  same  had  become  abandoned.  Counsel  for  Strohm  refused 
to  cross-examine  the  witnesses  upon  this  testimony  and  moved  that  the 
same  be  struck  out  as  improper  rebuttal  evidence.  Kinsman's  appeal 
is  from  the  decision  of  the  Examiner  of  Interferences  granting  this 
motion.  Kinsman  contends  that  the  application  of  the  senior  party 
to  an  interference  who  relies  thereon  to  establish  his  case  forms  part 
of  such  party's  case  in  chief  and  is  open  to  attack  by  the  junior  party 
in  presenting  his  case  in  rebuttal.  This  contention  is  not  sound.  It 
H.  Doc.  641,  59-2 32 
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is  by  reason  of  the  seeming  sufficiency  of  the  senior  party's  applica- 
tion to  support  an  award  of  priority  to  him  in  the  absence  of  testi- 
mony overcoming  the  same  that  the  junior  party  is  called  upon  to  pre- 
sent his  case  in  chief.  No  reason  is  perceived  why  any  distinction 
should  be  made  in  determining  when  the  evidence  should  be  presented 
between  that  which  is  intended  to  overcome  the  effect  of  the  senior 
party's  application  by  proving  a  date  of  invention  by  the  junior 
party  prior  to  the  date  of  such  application  and  that  which  is  intended 
to  secure  the  same  result  by  proving  the  senior  party  not  to  be  entitled 
to  a  date  of  invention  as  early  as  that  upon  which  his  application  was 
filed.  It  is  clear,  moreover,  that  testimony  of  the  character  of  that 
which  has  been  struck  out  by  the  Examiner  of  Interferences  should 
be  subject  to  rebuttal.  For  this  reason  and  by  reason  of  the  fact  that 
the  relevance  of  such  testimony  is  apparent  when  the  junior  party's 
case  is  presented  such  testimony  should  be  taken  as  a  part  thereof. 
This  conclusion  is  in  accordance  with  the  practice  indicated  by  the 
decisions  in  the  cases  of  Valley  v.  Wtcrts  (C.  D.,  1898,  138;  84  O.  G., 
985;)  and  Goldsmith  v.  United  Shirt  Vest  Company^  (C.  D.,  1905, 
511;  119  O.  G.,  1261.) 

(2)  At  one  time  during  the  ex  parte  prosecution  of  Strohm's  appli- 
cation no  action  was  taken  within  the  statutory  period.  A  petition 
was  taken  that  the  case  be  reinstated,  and  a  showing  was  made  of 
reasons  why  the  delay  should  be  considered  unavoidable.  In  grant- 
ing this  petition  it  was  stated : 

The  petition  and  accompanying  affidavits  are  sufficient  to  warrant  reinstate- 
ment of  the  application.  Sickness  and  iK>verty  are  disclosed,  and  as  the  inven- 
tion relates  to  a  well -developed  art,  I  think  no  harm  will  come  to  any  one  from 
the  restoration  of  the  ease. 

Kinsman  by  petition  in  this  interference  sought  a  review  of  the 
above  action  restoring  Strohm's  application  to  the  position  of  a  pend- 
ing case.  In  connection  with  this  petition  affidavits  were  filed  tend- 
ing to  show  that  Strohm  was  neither  sick  nor  in  poverty  during  the 
delay  in  acting  upon  his  application.  Kinsman's  petition  for  review 
was  denied;  but  in  the  decision  thereon  it  was  stated: 

♦  ♦  ♦  If  the  evidence  taken  in  the  interference  where  Strohm  has  the  right 
of  cross-examination  shows  that  the  allegations  made  in  the  affidavits  which 
lead  to  the  holding  that  the  case  was  not  abandoned  were  contrary  to  the  facts, 
the  matter  may  be  reconsidered. 

The  Examiner  of  Interferences,  referring  to  the  above  quotation, 
has  decided  that  times  should  be  fixed  wherein  testimony  may  be 
taken  by  Kinsman  relative  to  the  facts  referred  to  therein  and  testi- 
mony in  rebuttal  thereof  taken  by  Strohm.  Strohm's  appeal  is  taken 
from  that  decision. 

Kinsman  urges  that  the  appeal  should  not  be  considered  in  view  of 
the  practice  not  to  permit  appeals  from  decisions  fixing  or  extending 
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times  of  taking  testimony.  {Goodfellow  v.  J  oily  ^  C.  D.,  1905,  105; 
115  O.  G.,  1064;  Christensen  v.  McKemie,  C.  D.,  1905, 238;  117  O.  G., 
277.)  The  facts  set  forth  above  make  this  case  an  exceptional  one. 
In  my  opinion  they  are  such  as  to  require  that  the  appeal  be  consid- 
ered, and  it  has  been  considered. 

If  the  affidavits  upon  which  Strohm's  application  was  reinstated  as 
a  pending  case  misrepresented  the  facts,  the  reinstatement  should  be 
set  aside  and  the  application  treated  as  abandoned.  If  it  is  not 
abandoned,  Strohm  is  entitled  to  the  filing  date  of  his  application  as 
his  date  of  constructive  reduction  to  practice.  If  it  is  abandoned,  he 
is  not  entitled  to  the  benefit  of  its  filing  date  for  this  purpose.  Testi- 
mony upon  the  question  of  abandonment  is  therefore  pertinent  to  the 
question  of  priority  of  invention.  Except  in  the  matter  of  delay  the 
affidavits  filed  earlier  in  the  case  of  Kinsman  would  form  sufficient 
showing  for  permitting  such  testimony  to  be  taken  if  any  showing  as 
to  other  matters  should  be  regarded  as  necessary,  which  is  doubtful. 
The  question  of  delay  is  the  only  serious  one  presented  by  this  appeal, 
and  in  view  of  all  the  circumstances  it  is  believed  that  this  question 
should  be  resolved  to  permit  the  evidence  to  be  produced.  If  the 
truth  in  this  matter  is  hurtful  to  Strohm,  it  should  not  be  suppressed. 
In  such  event  he  is  in  no  position  to  urge  that  it  should  not  be  used 
against  him.  If  it  is  not  hurtful  to  his  case,  he  can  only  be  injured 
by  the  delay  and  expense  incident  to  taking  additional  testimony. 
The  record  of  Strohm's  application  offsets  any  objection  he  might 
urge  on  the  ground  of  delay.  As  the  proposed  testimony  is  limited 
to  a  single  restricted  subject  of  inqury,  the  expenses  in  connection 
therewith  will  probably  be  comparatively  small.  However  that  may 
be,  the  objection  of  expense  alone  is  not  sufficient  to  offset  the  reasons 
for  admitting  the  proposed  testimony  notwithstanding  the  delay 
which  occurred. 

The  decision  of  the  Examiner  of  Interferences  upon  each  of  the 
motions  is  afjirmed. 


Ex  PARTE  Adams-Randall. 

Decided  September  11,  1906* 

(125  O.  G.,  1700.) 

1.  INTEBFERENCE — PETITION  TO  RESTORE  JURISDICTION  OF  EXAMINER  OF  INTER- 
FERENCES— Practice. 
Where  petition  is  made  to  restore  the  Jurisdiction  of  the  Examiner  of 
Interferences  to  consider  certain  motions,  Held  that  copies  of  the  motions 
which  the  petitioner  desires  the  Examiner  of  Interferences  to  consider  and 
decide  should  accompany  the  petition,  and  service  of  the  papers  should  be 
made  upon  the  opposite  party  to  the  interference. 
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2.  Same — Same — Same. 

Where  petition  is  made  to  restore  the  jurisdiction  of  the  Examiner  of 
Interferences  to  consider  certain  motions,  the  form  merely  and  not  tlie 
merits  of  said  motions  will  be  considered  in  determining  the  petition,  since 
the  merits  of  the  motions  should  be  decided  in  the  first  instance  by  the 
Examiner  of  Interferenceis. 

On  Petition. 

TELEPHON  E-REPEATEB. 

Mr.  Jafnes  L.  Norris  for  the  applicant. 

Allen,  Commissioner: 

This  is  a  petition  by  Adams-Randall  that  the  jurisdiction  of  the 
Examiner  of  Interferences  be  restored  in  the  matter  of  interference 
No.  25,438,  Adams-Randall  v.  Lanning — 

to  permit  the  party  Adams-Randall  to  present  motions  to  vacate  judgment  for 
the  purpose  of  receiving  or  in  view  of  motions  to  dissolve  the  interferwice  on  the 
grounds  of  inability  of  Lanning  to  make  the  claims  of  the  interference  and  the 
inoperativeness  of  the  Lanning  apparatus. 

An  oral  hearing  is  requested  by  the  petitioner. 

Record  judgment  was  rendered  on  the  above-entitled  interference 
by  the  Examiner  of  Interferences  on  March  31,  1906,  in  favor  of 
Lanning,  the  senior  party,  for  the  reason  that  Adams-Randall 
alleged  in  his  preliminary  statement  a  first  introduction  into  this 
country  of  the  invention  in  issue  subsequent  to  the  filing  date  of 
Lanning.    No  appeal  was  taken  from  this  decision. 

Copies  of  the  motions  which  the  petitioner  desires  the  Examiner  of 
Interferences  to  consider  and  decide  should  accompany  the  motion 
to  restore  the  jurisdiction  of  the  Examiner  of  Interferences,  since 
it  is  not  customary  to  restore  the  jurisdiction  of  the  Examiner  of 
Interferences  for  all  purposes,  but  merely  for  the  purpose  of  con- 
sidering certain  specific  motions  and  for  such  actions  as  will  carry 
into  effect  the  decisions  upon  such  motions.  Service  of  the  motion 
papers  should  be  made  upon  the  opposite  party  to  the  interference. 

As  stated  in  the  case  of  Newell  v.  Clifford  v.  Rose^  {ante^  164;  122 
O.  G.,  730,)  the  form  merely  and  not  the  merits  of  said  motion  will  be 
considered  in  determining  the  petition  seeking  restoration  of  the  juris- 
diction of  the  Examiner  of  Interferences.  The  merits  of  the  motions 
should  be  decided  in  the  first  instance  by  the  Examiner  of  Inter- 
ferences. For  these  reasons  it  is  not  deemed  necessary  to  grant 
hearings  on  petitions  to  restore  the  jurisdiction  of  the  Examiner  of 
Interferences;  but  briefs  may  be  filed,  if  desired. 

Because  not  accompanied  by  the  motions  to  be  considered  by  the 
Examiner  of  Interferences  and  by  proof  of  service  of  them  upon  the 
opposite  party  to  the  interference  this  petition  to  restore  the  juris- 
diction of  the  Examiner  of  Interferences  is  dismissed  without 
prejudice. 
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KlRKEOAARD   AND  JeBSEN   V.   RlES. 
Decided  September  18,  190S. 

(126  O.  G..  1700.) 

1.  Irterfebence — Oeiginauty — SutitiESTioN  OF  Feature  or  Combination. 

Where  it  is  contended  by  R.  tbat  he  Bugge8ted  the  invention  in  issue  to 
K.,  but  K.  denies  that  R.  made  suggestions  to  him  relative  to  the  structure 
of  the  stopper  in  issue  except  as  to  the  narrow  slot,  and  it  is  shown  by  K. 
that  he  had  in  his  possession  prior  to  his  conversation  with  R.  a  patent  to 
one  Harris  showing  a  similar  slot,  Held  that  it  is  of  little  consequence 
whether  K.  obtained  a  suggestion  as  to  the  form  of  the  slot  from  R.  or 
from  the  Harris  patent,  as  this  feature  is  only  one  element  of  the  structure 
embodied  in  the  combination  defined  by  the  issue. 

2.  Same — ^Disclosube  of  Invention. 

Where  drawings  bearing  certain  dates  and  showing  all  the  features  of 
the  issue  are  offered  in  evidence  and  the  witnesses  to  the  drawings  testify 
tbat  their  names  were  placed  on  the  drawings  on  the  dates  given,  but  it 
does  not  appear  that  any  of  these  witnesses  understood  the  invention  in 
Issue  except  in  a  general  way  and  there  is  no  testimony  whatever  to  show 
the  condition  of  the  drawings  at  tbe  time  they  were  witnessed,  Held  that 
it  is  doubtful  if  these  drawings  can  be  considered  a  disclosure  of  the 
invention  in  issue  at  the  dates  they  bear. 
3^  Same — ^Reduction  to  Pbacticb — Lack  of  Diligence. 

Where  R.  was  the  last  to  reduce  to  practice  and  was  not  exercising 
reasonable  diligence  in  reducing  to  practice  at  the  time  his  rival  entered 
the  field,  he  cannot  prevail  in  the  interference  even  if  it  be  considered  tliat 
he  was  the  first  to  conceive  the  invention. 

Appeal  from  Examiners-in-Chief. 

bottle-stoppeb. 

Mr.  WiUiam  A.  Bosenbaum  for  Kirkegaard  and  Jebsen. 
Mr.  Charles  S.  Champion  for  Ries. 

Allen,  Commissioner: 

This  is  an  appeal  by  Ries  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Kirkegaard  and  Jebsen. 

The  following  counts  will  serve  to  illustrate  the  invention  in  issue : 

1.  a  bottle  or  Jar  stopper  comprising  a  metallic  cap  having  a  flexible  edge,  a 
ring  in  two  parts  embracing  said  edge  and  a  ball-shaped  lever  having  two  open- 
ings at  each  end,  one  of  which  is  eccentric  to  the  other,  said  openings  respectively 
engaging  the  extremities  of  the  parts  of  said  ring. 

•  •  •  •  •  •  • 

3.  A  bottle  or  Jar  stopper  comprising  a  cap  in  combination  with  a  clamping- 
ring  surrounding  said  cap  and  inseparably  secured  thereto,  and  a  cam-lever  or 
wrench  for  contracting  and  expanding  said  ring. 

•  ♦  ♦  •  •  •  • 

6w  A  bottle  or  Jar  stopper  or  closure  comprising  a  metallic  cap  containing 
packing  material,  in  combination  with  a  clamping-ring  surrounding  sai4  cap  and 
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a  cam-lever  or  wrench  for  contracting  and  expanding  said  ring  and  for  lifting 
the  cap  from  the  bottle. 

*  *  *  *  *  *  « 

8.  In  a  bottle  or  jar  stopper,  the  combination  with  a  metallic  cap  or  crown 
having  pendent  fingers  of  an  open  or  divided  clamping-ring  surrounding  the  same 
and  attached  to  fingers,  and  an  operating-lever  in  the  form  of  a  bail  having  a 
pivotal  bearing  at  each  side  of  the  cap  or  crown  and  provided  with  means  for 
contracting  and  expanding  said  ring  and  the  pendent  fingers  attached  thereto, 
said  bail  having  an  enlarged  central  portion  that  is  turned  up  or  folded  so  as 
to  provide  a  suitable  grip  for  the  fingers  or  hand. 

Ries's  application  was  filed  April  13,  1904,  and  Kirkegaard  and 
Jebsen's  application  was  filed  two  days  later. 

Kirkegaard  and  Jebsen  alleged  conception,  disclosure,  and  reduc- 
tion to  practice  December  4, 1903,  and  Ries  alleged  conception  in  1884 
or  1885,  making  of  drawings  and  disclosure  in  September,  1903,  and 
reduction  to  practice  in  October,  1903. 

The  invention  in  issue  relates  to  improvements  in  a  bottle-stopper 
invented  by  Kirkegaard  and  disclosed  in  Letters  Patent  No.  758,319, 
granted  April  26,  1904.  Kirkegaard  testifies  that  on  December  3, 
1903,  he  made  a  bottle-stopper  (Kirkegaard  and  Jebsen's  Exhibit  No. 
2)  embodying  the  invention  of  his  patent.  (Qs.  6-10.)  This  stop- 
per was  shown  to  Jebsen,  who  bought  an  interest  in  the  invention  it 
disclosed.  Kirkegaard  and  Jebsen  immediately  began  work  as  joint 
inventors  to  improve  upon  Kirkegaard's  original  structure.  It  was 
first  decided  to  inclose  the  divided  ring  within  a  bead  upon  the 
fiange  of  the  cap.  Upon  December  4,  1903,  two  stoppers  (Kirke- 
gaard and  Jebsen's  Exhibits  Nos.  3  and  4)  embodjring  this  improve- 
ment were  made  by  a  workman  named  Fiske  under  Kirkegaard's 
direction.  (Kirkegaard,  Qs.  49-53;  Fiske,  Qs.  6-16  and  26-31.) 
The  date  at  which  these  stoppers  were  made  is  further  substantiated 
by  the  testimony  of  Irenius,  a  mechanic  and  bookkeeper  in  Kirke- 
gaard's employ,  (Irenius,  Qs.  27-32,)  who  fixes  the  date  by  an 
account  opened  between  Kirkegaard  and  Jebsen  relating  to  the  man- 
ufacture of  bottle-stoppers.  About  the  middle  of  December,  1903, 
as  a  result  of  further  discussion  between  Kirkegaard  and  Jebsen,  the 
bail-shaped  lever  having  the  eccentric  slot  at  each  end  was  made. 
Three  stoppers  are  offered  in  evidence  embodying  this  improve- 
ment— Exhibits  Nos.  7,  8,  and  9.  These  exhibits  embody  all  the 
features  of  the  issue  and  constitute  reduction  to  practice  of  the 
invention  in  controversy. 

These  facts  are  practically  admitted  by  Ries,  except  perhaps  as  to 
the  dates.  It  is  contended,  however,  on  the  part  of  Ries  that  he 
invented  the  subject-matter  in  issue  long  prior  to  Kirkegaard  and 
Jebsen's  conception  and  reduction  to  practice. 
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Ries  alleges  that  he  conceived  the  invention  in  controversy  some 
time  late  in  1884  or  early  in  1885.  His  testimony,  however,  is  uncor- 
roborated and  is  incompetent  to  establish  conception  of  the  invention 
at  that  time.  He  alleges,  further,  the  making  of  drawings  and  dis- 
closure to  others  in  September,  1903,  also  reduction  to  practice 
in  October,  1903;  but  no  testimony  has  been  produced  to  support 
these  allegations.  Not  one  of  the  allegations  made  by  Ries  in  his 
preliminary  statement  has  been  substantiated  by  the  testimony  pre- 
sented by  him. 

It  is  also  contended  on  behalf  of  Ries  that  he  suggested  the  inven- 
tion in  issue  to  Kirkegaard  (Q.  46)  and  that  subsequently  he  de- 
scribed various  details  of  his  improvements  to  Irenius,  Petereit,  and 
Fiske,  who  were  employed  in  Kirkegaard's  shop,  Fiske  being  actively 
engaged  in  making  the  stoppers.     (Qs.  67  and  189.) 

Ejrkegaard  admits  discussing  with  Ries  the  structure  of  his  bottle- 
stopper  disclosed  in  his  patent,  but  denies  that  Ries  made  any  sug- 
gestions to  him  relative  to  the  structure  of  the  stopper  in  issue  except 
as  to  the  narrow  slot.  In  regard  to  this  feature  it  is  shown  by  Kirke- 
gaard that  he  had  in  his  possession  prior  to  his  conversation  with 
Ries  a  patent  to  one  Harris  in  which  a  cam-lever  having  a  narrow 
double-acting  slot  is  disclosed.  It  is  of  little  consequence  whether 
Kirkegaard  and  Jebsen  obtained  a  suggestion  as  to  the  form  of  the 
operating-slot  from  Ries  or  from  the  Harris  patent,  as  this  feature 
is  only  one  element  of  the  structure  embodied  in  the  combination 
defined  by  the  issue.  Furthermore,  Ries  on  cross-examination  (X-Q. 
271-337  and  351)  admits  that  Kirkegaard  independently  followed 
his  own  ideas  as  to  the  mechanical  details  and  acted  in  the  capacity 
of  a  subsequent  inventor. 

As  to  the  disclosure  to  the  workmen  in  Kirkegaard's  shop,  Petereit 
is  not  presented  as  a  witness,  and  Irenius  and  Fiske  both  deny  that 
Ries  ever  made  any  suggestion  or  disclosure  to  them  relative  to  the 
subject-matter  in  issue. 

Ries  testifies  further  that  shortly  after  his  first  conversation  with 
Kirkegaard  concerning  the  bottle-stopper  shown  in  Kirkegaard's 
Exhibit  No.  2,  which  is  the  bottle-stopper  of  the  Kirkegaard  patent, 
he  made  drawings  of  his  invention,  (Exhibits  Nos.  2  and  3.)  Thesis 
drawings  are  signed  by  Ries  and  witnessed  by  persons  who  testify' 
in  behalf  of  Ries. 

Exhibit  No.  2  shows  all  the  features  of  the  issue  except  the  two-part 
ring.  This  drawing  is  dated  November  27,  1903,  which  is  several 
days  prior  to  the  date  fixed  by  Kirkegaard  and  the  witnesses  called 
by  him  when  the  conversation  between  Ries  and  Kirkegaard  took 
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• 
place.    Exhibit  No.  3  shows  all  the  features  of  the  issue  and  is  dated 

December  4,  1903.  The  witnesses  to  the  drawings  are  stenographers 
who  were  accustomed  to  visit  the  office  of  Ries.  It  appears  from  the 
testimony  of  these  witnesses  that  their  names  were  placed  on  the 
drawings  at  the  dates  following  the  same.  It  does  not  appear,  how- 
ever, that  any  one  of  these  witnesses  understood  the  invention  in 
issue  except  in  a  general  way  that  the  invention  related  to  bottle- 
stoppers  which  could  be  taken  off  and  again  replaced.  There  is  no 
testimony  whatever  to  show  the  condition  of  the  drawings  at  the 
time  they  were  witnessed.  It  is  doubtful  if  these  drawings  can  be 
considered  a  disclosure  of  the  invention  in  issue  at  the  dates  which 
they  bear.     {Eastman  v.  Houston,  C.  D.,  1901,  386;  95  O.  G.,  2064.) 

When  it  is  considered  that  Ries  has  failed  to  substantiate  a  single 
allegation  set  forth  in  his  preliminary  statement  and  that  it  is  doubt- 
ful if  Ries  has  established  a  disclosure  by  his  drawings  Exhibits 
No.  2  and  No.  3,  and  also  that  subsequent  to  the  completion  of  the 
invention  by  Kirkegaard  and  Jebsen  Ries  drew  up  and  signed  a  con- 
tract wherein  it  is  admitted  that  Kirkegaard  and  Jebsen  are  the 
owners  of  any  Letters  Patent  that  may  be  granted  upon  the  inven- 
tion in  issue,  (X-Q.  304,)  it  must  be  concluded  that  Ries  is  not  the 
inventor  of  the  subject-matter  in  controversy. 

Granting,  however,  that  Ries  is  entitled  to  a  conception  of  the  in- 
vention in  issue  at  the  time  he  made  his  drawings.  Exhibits  No.  2 
and  No.  3  and  that  this  date  is  prior  to  the  date  of  conception  of 
Kirkegaard  and  Jebsen,  it  is  still  not  seen  how  Ries  can  prevail  in 
this  interference.  Ries  did  nothing  whatever  after  the  making  of 
his  drawings  in  November  and  December,  1903,  until  he  filed  his 
application  in  April,  1904.  Meanwhile  Kirkegaard  and  Jebsen  en- 
tered the  field,  conceived  the  invention  in  issue,  and  reduced  the  same 
to  practice.  It  is  well  settled  that  the  first  to  conceive  must  be  exer- 
cising reasonable  diligence  in  reduction  to  practice  at  and  after  the 
time  his  rival  appears  or  he  will  lose  the  benefit  of  his  previous  ex- 
ception. It  must  be  held,  therefore,  that  conceding  Ries  to  be  the 
first  to  conceive  the  invention  in  issue  he  did  not  exercise  due  dili- 
gence in  his  constructive  reduction  to  practice,  and  priority  is 
awarded  to  Kirkegaard  and  Jebsen. 
.The  decision  of  the  Examiners-in  Chief  is  afflrmed. 


Pym  v.  Hadaway. 

Decided  September  18,  1906. 

(125  O.  G.,  1702.) 

INTERFEBENCE — RiOHT  TO  MAKE   CLAIM — ^TeSTIMONY. 

Where  motions  were  brought  before  the  Examiner  of  Interferences  and 
Primary  Examiner  for  permission  to  talce  testimony  to  be  used  before  the 
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Primary  Examiner  lu  support  of  a  motion  to  dissolve  on  the  ground  tliat 
one  of  the  parties  bad  no  right  to  make  the  claim  in  issue,  Held  that  the 
motions  were  properly  denied. 
2.  Same — Same — Same. 

Where  a  party  desires  to  take  testimony  in  support  of  his  contention 
that  his  opponent  has  no  right  to  make  the  claim  in  issue,  Held  that  he 
should  proceed  in  accordance  with  Rlile  130  and  the  decisions  in  the  cases 
of  Loxcry  and  Cowley  v.  Spoon  (ante,  224;  122  O.  G.,  2687)  and  Browne  v. 
8troud,  {ante,  226;  122  O.  G.,  2688,)  first  prosecuting  his  motion  to  dissolve 
before  the  Primary  Examiner  and  subsequently,  if  necessary,  bringing  his 
motion  before  the  Examiner  of  Interferences  for  leave  to  take  testimoi^. 

Appeal  on  Motion. 

TACK-PULLEB  AND  NAIL-DHIVER. 

Messrs,  Parker  <&  Burton  and  Mr,  G,  H,  Maxwell  for  Pym. 
Mr.  Benjamin  Phillips  and  Messrs,  Phillips^  Van  Everen  &  Fish 
for  Hadaway. 

Allen,  Commissioner: 

This  case  comes  before  me  on  appeal  by  Pym  from  the  decision  of 
the  Examiner  of  Interferences  rendered  June  28,  1906,  dismissing  a 
motion  for  permission  to  take  testimony  relative  to  certain  proposi- 
tions to  be  considered  by  the  Primary  Examiner  on  a  motion  to  dis- 
solve and  likewise  dismissing  a  motion  for  the  transmission  of  the 
above  motion  to  the  Primary  Examiner,  and  also  on  appeal  by  Pym 
from  the  action  of  the  Primary  Examiner  dismissing  a  motion  similar 
to  that  brought  before  the  Examiner  of  Interferences  for  permission 
to  take  testimony. 

One  of  the  grounds  of  Pyin's  motion  to  dissolve  is  that  Hadaway 
has  no  right  to  make  the  claims  in  issue.  In  support  of  this  ground 
for  dissolution  it  is  alleged  on  behalf  of  Pym  that  certain  practices 
old  in  the  art  to  which  the  invention  relates  are  unknown  to  the 
Primary  Examiner  and  that  testimony  should  be  taken  in  order  to 
enable  the  Examiner  to  pass  upon  the  question  at  issue.  Rule  130  as 
now  in  force  contains  the  following  provisions : 

Where  the  patentability  of  a  claim  to  an  opponent  is  material  to  the  right  of 
a  party  to  a  patent,  said  party  may  urge  the  non-patentability  of  the  claim  to  his 
opponent  at  final  hearing  before  the  Examiner  of  Interferences  as  a  basis  for  the 
decision  npon  priority  of  invention,  and  upon  appeals  from  such  decision.  A 
party  shall  not  be  entitled  to  take  such  step,  however,  unless  he  has  duly  pre- 
sented and  prosecuted  a  motion  under  Rule  122  for  dissolution  upon  the  ground 
in  question,  or  shows  good  reason  why  such  a  motion  was  not  presented  and 
prosecuted. 

In  the  cases  of  Lovrry  and  Cowley  v.  Spoon  {ante^  224;  122  O.  G., 
2687)  and  Bro^^me  v.  Stroud  {ante,  226;  122  O.  G.,  2688)  it  was 
decided  that  where  a  party  makes  a  reasonable  showing  before  the 
Examiner  of  Interferences  of  inoperativeness  of  his  opponent's  device 
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and  that  showing  does  not  extend  to  his  own  structure  he  may  be 
permitted  to  take  testimony,  provided  that  the  proposed  testimony  is 
of  a  character  to  justify  such  action.  No  reason  appears  for  making 
any  distinction  between  a  case  where  a  party  alleges  that  his  oppo- 
nent's device  is  inoperative  and  one  where  it  is  contended  that  the 
opponent  has  no  right  to  make  the  claim  in  issue. 

If  Pym  desires  to  take  testimony  relative  to  the  matter  above  re- 
ferred to,  he  should  proceed  in  accordance  with  Rule  130  and  the 
decisions  above  referred  to,  first  prosecuting  his  motion  to  dissolve 
before  the  Primary  Examiner  and  subsequently,  if  necessary,  bring- 
ing his  motion  before  the  Examiner  of  Interferences  for  leave  to  take 
testimony. 

The  decisions  of  the  Examiner  of  Interferences  and  Primary  Ex- 
aminer are  afjvrmed. 


Ex  PARTE   KeNYON. 

Decided  August  1,  1906, 

(125  O.  G.,  1702.) 
Trade-Mabks — Amendment. 

Where  applicant  wishes  to  file  in  an  application  for  trade-mark  re^s- 
tration  an  amended  declaration  containing  a  statement  of  exclusive  use 
and  it  appears  that  the  application  as  originally  filed  contained  such  a 
statement,  but  that  it  was  canceled  upon  the  finding  that  applicant's  use  of 
the  trade-mark  had  not  been  exclusive,  and  applicant  thereupon  unsuc- 
cessfully sought  registration  of  the  mark  as  a  technical  trade-mark.  Held 
that  the  amendment  should  not  be  permitted. 

On  PETmoN. 

TRADE-MABK    FOB   MEDICINAL   PREPABATIONS. 

Messrs.  Pavl  cfe  Paul  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  is  a  petition  for  leave  to  file  in  an  application  for  trade-mark 
registration  an  amended  declaration  stating  that  the  mark  has  been 
in  exclusive  use  by  the  applicant  for  the  period  of  ten  years  next 
preceding  the  passage  of  the  act  of  February  20,  1905.  The  petition 
also  includes  a  request  for  rehearing  in  the  matter  of  the  appeal 
decided  June  15,  1906. 

It  appears  from  the  Examiner's  statement  that  the  history  of  this 
case  is,  in  part,  as  follows :  The  application  was  originally  filed  with 
a  declaration  containing  the  statement  of  exclusive  use  which  it  is  now 
desired  to  insert  by  amendment.  The  application  while  in  this  con- 
dition was  involved  in  an  interference.  In  the  course  of  the  inter- 
ference and  after  testimony  had  been  taken  and  a  decision  rendered 
by  the  Examiner  of  Interferences  the  case  was  remanded  to  the 
Primary  Examiner  to  determine  whether  the  applicant's  claim  of 
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ten  years'  exclusive  use  was  not  defeated  by  facts  established  in 
the  testimony  taken  in  the  interference.  The  Examiner  of  Trade- 
Marks  found  that  the  applicant's  use  of  the  mark  had  not  been  exclu- 
sive and  that  the  applicant  therefore  was  not  entitled  to  registration. 
These  conclusions  were  embodied  in  a  decision  and  a  limit  of  appeal 
set.  No  appeal,  however,  was  taken  within  this  limit.  The  appli- 
cant, on  the  contrary,  canceled  the  statement  of  exclusive  use  from 
his  application  and  sought  registration  of  his  mark  as  a  technical 
trade-mark.  The  Examiner  of  Trade-Marks  refused  such  registra- 
tion on  the  ground  that  the  mark  was  descriptive,  and  an  appeal  was 
taken  to  the  Commissioner,  who  affirmed  the  action  of  the  Examiner 
in  the  decision  of  June  15, 1906. 

In  view  of  the  applicant's  failure  to  appeal  from  the  decision 
against  him  upon  the  question  of  exclusive  use  rendered  in  the  inter- 
ference proceeding  and  in  view  of  the  subsequent  consideration  which 
has  been  accorded  to  this  case  by  the  Examiner  of  Trade-Marks  and 
the  Commissioner  at  the  instance  of  the  applicant,  with  all  claims 
to  registration  on  the  ground  of  exclusive  use  removed  therefrom, 
it  would  be  contrary  to  the  principles  of  good  practice  to  permit  him 
to  amend,  as  now  desired. 

The  petition  is  denied. 


SOOTT   V,   SOUTHGATE. 

Decided  August  Ih  ^906. 

(125  O.  G.,  1703.) 

Intebfebence — Motion  Under  Rule  109 — ^New  Matteb. 

Where  a  party  has  two  applications  involved  in  an  interference  and 
moves  under  Rale  109  for  the  addition  of  claims  to  one  of  his  applications 
and  the  stmctnre  disclosed  in  that  application  can  perform  the  function 
specified  in  the  claims  only  by  the  omission  of  a  part  and  the  application 
contains  no  reference  to  the  omission  of  that  part  or  to  the  function  set 
forth  in  the  claims,  Held  that  the  fact  that  the  applicant's  other  applica- 
tion discloses  the  idea  of  omitting  the  part  referred  to,  and  thus  securing 
the  function  described  in  the  claims,  affords  no  reason  for  granting  the 
motion,  and  Held  that  the  entire  dislosure  necessary  to  support  the  claim 
must  be  in  the  application  in  which  the  claim  is  made. 

Appeal  from  Examiners-in-Chief. 

DELIVEBY    MECHANISM. 

Mr.  Axel  F.  Beeken  for  Scott. 

Messrs.  Southgate  <&  Soxithgate  for  Southgate. 

MooRE,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  in  which  Scott's 
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motion  brought  under  Rule  109  to  add  certain  claims  to  one  of  his 
applications  involved  in  this  interference  was  denied. 

The  invention  is  an  improvement  in  the  delivery  mechanism  of  a 
printing-press.  The  function  of  this  mechanism  is  to  receive  the 
printed  sheet  and  deposit  it  upon  a  pile  at  one  side  of  the  printing- 
couple.  For  the  purposes  of  this  decision  it  is  not  necessary  to  discuss 
the  structure  in  detail.  The  particular  feature  upon  which  Scott's 
right  to  make  the  claims  in  question  in  his  application  Serial  No. 
248,589  depends  is  whether  he  has  shown  or  described  in  that  applica- 
tion means  for  depositing  the  printed  sheet  with  either  the  printed 
or  the  unprinted  side  up.  No  means  are  shown  in  the  applicatiou 
for  reversing  the  position  in  which  the  printed  sheet  is  deposited^ 
and  it  is  nowhere  suggested  that  the  applicant  contemplated  sudi  a 
mode  of  operation.  It  is  alleged,  however,  that  by  removing  a  cer- 
tain gear  this  function  could  be  accomplished  and  that  the  idea  of 
doing  this  is  described  by  the  applicant  in  his  companion  applica- 
tion, Serial  No.  249,214,  which  is  also  involved  in  this  interference, 
but  in  which,  for  other  reasons,  the  claims  under  consideration  cannot 
be  made.  Scott  contends  that  the  addition  of  these  claims  to  his 
application  Serial  No.  248,589  would  not  violate  the  rule  against  the 
insertion  of  new  matter,  for  the  reason  that  the  claims  merely  state  a 
function  not  before  mentioned,  but  inherent  in  the  mechanism  shown. 
This  contention  is  not  sound,  for  the  reason  that  the  function  does 
not  flow  from  the  mechanism  as  shown  and  described,  but  from  that 
mechanism  minus  one  of  its  parts.  As  there  is  no  suggestion  in  the 
application  relative  to  the  omission  of  this  part,  a  claim  specifying  a 
mode  of  operation  that  can  be  secured  only  when  said  part  is  omitted 
constitutes  new  matter.  The  fact  that  the  omission  of  the  part 
referred  to  and  the  resulting  function  are  described  in  application 
Serial  No.  249,214  affords  no  foundation  for  making  tlie  claims 
involved  in  this  motion  in  application  Serial  No.  248,589,  although 
it  might  be  that  as  a  matter  of  evidence  the  above  applications  con- 
sidered together  would  show  that  Scott  had  made  the  invention  speci- 
fied in  the  proposed  claims  at  the  time  those  applications  were 
executed. 

The  decision  of  the  Examiners-in-Chief  w  a-ffvrmed. 


Cheney  v,  Venn. 

Decided  September  21,  1906. 

(125  O.  G.,  1703.) 

1.  Appeal  to  the  Examinebs-in-C&ief — Fee. 

The  imyment  of  an  appeal  fee  in  conneetlon  with  an  appeal  to  tbe 
£3xaminers-in-Chief  from  tbe  rejection  of  claims  by  the  Primary  Examiner 
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does  not  obviate  the  necessity  for  the  payment  of  a  second  fee  in  case  an 
appeal  is  taken  to  the  Examiners-in-Cbief  from  the  finding  of  priority  by 
the  Examiner  of  Interferences. 

2.  Same — Same — Section  4909,  Revised  Statutes,  Constbued. 

Section  4909,  Revised  Statutes,  is  construed  to  mean  that  every  applicant 
for  a  patent  or  for  the  reissue  of  a  patent  any  of  the  claims  of  which  have 
been  twice  rejected  may  appeal  from  the  decision  of  the  Primary  Examiner 
to  the  Board  of  Examiners-in-Chief,  having  once  paid  the  fee  for  such 
appeal,  and  that  every  party  to  an  interference  may  appeal  from  the  deci- 
sion of  the  Examiner  in  charge  of  interferences  in  such  case  to  the  Board 
of  Examiners-in-Chief,  having  once  paid  the  fee  for  such  (latter)  appeal. 

3.  Same — ^Awabd  of  Puohity  and  Patentability  of  Claims  abe  Diffebent 

qxtestions. 
WTiile  the  award  of  priority  by  the  Examiner  of  Interferences  Is  ordi- 
narily a  ground  for  rejecting  claims  of  the  unsuccessful  party  by  the  Pri- 
mary Examiner,  it  is  a  different  question  from  that  of  the  patentability  of 
the  claims,  requires  the  consideration  of  entirely  different  subject-matter, 
and  gives  rise  to  a  different  class  of  api)eals. 

On  Petition. 

PBOCESS  OF  MAKING  LEATHEB  CUPS. 

Mr,  James  L.  N orris  for  Cheney. 

Messrs.  Brow7i  <&  Darby  and  Mr.  Charles  M.  Nissen  for  Venn. 

Moore,  Acting  Commissioner: 

This  is  a  petition  from  the  requirement  that  a  fee  of  $10  accompany 
an  appeal  filed  by  petitioner  to  the  Examiners-in-Chief  from  the  deci- 
sion of  the  Examiner  of  Interferences  awarding  priority  of  invention 
to  the  party  Venn  in  the  interference  Cheney  v.  Venn. 

It  appears  that  during  the  ex  parte  examination  of  Cheney's  appli- 
cation he  took  an  appeal  to  the  Examiners-in-Chief  from  the  final 
rejection  by  the  Primary  Examiner  of  certain  claims.  Having  paid 
an  appeal  fee  of  $10  when  said  ex  parte  appeal  was  taken,  Cheney 
contends  that  he  should  not  now  be  required  to  pay  a  second  fee  of 
$10  in  connection  with  the  present  inter  partes  appeal.  The  reason 
advanced  by  Cheney  in  support  of  his  contention  is  that — 

♦  ♦  ♦  the  decision  of  the  Examiner  of  Interferences  awarding  priority  of 
invention  to  the  party  Venn  on  the  alleged  interference  is  equivalent  to  a  rejec- 
tion of  the  claim  of  Cheney  in  view  of  the  application  of  the  party  Venn. 

The  matter  of  the  fee  that  must  accompany  an  appeal  to  the 
Examiners-in-Chief  is  prescribed  by  statute. 
Section  4909,  Revised  Statutes,  states : 

Sec  4909.  Every  applicant  for  a  patent  or  for  the  reissue  of  a  patent,  any  of 
the  claims  of  which  have  been  twice  rejected,  and  every  jwirty  to  an  interference, 
may  appeal  from  the  decision  of  the  Primary  Examiner,  or  of  the  Examiner  in 
charge  of  interferences  in  snch  case,  to  the  Board  of  Examiners-in-Chief ;  having 
once  paid  the  fee  fdr  such  appeal. 
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The  fee  for  such  appeal  is  fixed  by  section  4934,  Revised  Statutes, 
at  $10. 

Section  4909,  Revised  Statutes^  is  construed  to  mean  that  every 
applicant  for  a  patent  or  for  the  reissue  of  a  patent  any  of  the  claims 
of  which  have  been  twice  rejected  may  appeal  from  the  decision  of 
the  Primary  Examiner  to  the  Board  of  Examiners-in-Chief,  having 
once  paid  the  fee  for  such  appeal,  and  that  every  party  to  an  inter- 
ference may  appeal  from  the  decision  of  the  Examiner  in  charge  of 
interferences  in  such  case  to  the  Board  of  Examiners-in-Chief,  having 
once  paid  the  fee  for  such  (latter)  appeal. 

Wliile  it  is  well  settled  that  a  second  appeal  fee  is  not  required 
upon  taking  a  second  ex  parte  appeal  to  the  Examiners-in-Chief  from 
the  rejection  by  the  Primary  Examiner  of  an  applicant's  claims. 
(ex  parte  Thomson^  C.  D.,  1891, 138;  66  O.  G.,  1203;  ex  parte  Arms^ 
C.  D.,  1898, 144;  84  O.  G.,  1142,)  it  has  never  been  held  that  the  pay- 
ment of  an  appeal  fee  in  connection  with  an  appeal  from  the  rejection 
of  claims  by  the  Primary  Examiner  obviates  the  necessity  for  the 
payment  of  a  second  fee  in  case  appeal  is  taken  from  the  finding  of 
priority  by  the  Examiner  of  Interferences.  On  the  contrary,  the 
uniform  practice,  long  acquiesced  in,  has  been  to  require  a  second 
appeal  fee  in  case  of  the  last-mentioned  appeal. 

The  contention  of  petitioner  that  the  award  of  priority  to  his  op- 
ponent by  the  Examiner  of  Interferences  is  equivalent  to  a  rejection 
of  his  claims  involved  in  the  interference  is  not  considered  sound. 
While  it  is  true  that  the  finding  of  the  Examiner  of  Interferences  is 
ordinarily  aground  for  rejecting  claims  of  the  unsuccessful  party  by 
the  Primary  Examiner,  it  is  a  different  question  from  that  of  the  pat- 
entability of  the  claims  and  requires  the  consideration  of  entirely 
different  subject-matter.  In  an  interference  proceeding  the  question 
is  which  of  the  parties  involved  is  the  first  inventor  of  the  issue,  said 
issue  having  previously  been  found  patentable  by  the  Prinuuy 
Examiner. 

The  distinction  between  the  two  classes  of  appeals  is  recognized  in 
the  Rules  of  Practice.  Rule  133  prescribes  the  conditions  for  appeals 
from  the  Primary  Examiner,  while  Rule  146  provides  for  appeals  in 
interference  cases. 

Cheney's  petition  includes  a  request  for  a  rehearing  of  his  appeal 
on  the  question  of  interference  in  fact.  Petitioner  has  not  set  forth 
grounds  that  would  warrant  such  a  rehearing.  Both  parts  of  the 
petition  are  accordingly  denied. 
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Ex  PARTE  WaINWRIOHT. 

Decided  May  28,  1906, 
(126  O.  G.,  2047.) 

1.  Application — Examination  of — Explanation  by  Examines. 

Where  the  applicant  requests  that  the  Examiner  be  directed  ''  to  expound 
the  law  "  and  give  "  an  exact  definition  "  of  invention  as  it  applies  to  this 
case*  Held  that  the  Examiner  should  not  be  required  to  instruct  the  appli- 
cant upon  the  general  principles  or  definitions  of  the  patent  law  and  that 
the  specific  application  of  the  law  to  this  case  seems  to  have  been  suffi- 
ciently set  forth  by  the  Examiner. 

2.  Same — Same — Final  Rejection. 

Where  following  a  rejection  the  applicant  merely  requested  that  the  per- 
tinency of  the  references  be  i)ointed  out  as  a  guide  to  his  further  action. 
Held  that  a  final  rejection  following  such  action  was  not  based  upon  a  re- 
quest for  reconsideration  or  upon  any  action  by  the  applicant  which  would 
Justify  reconsideration  and  that  the  final  rejection  was  unwarranted. 

On  Petition. 

operation  of  thermodynamic  MonvE-PowEB  engines. 
Mr.  Jacob  F,  Wainwright  pro  se, 

Allen,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  refus- 
ing further  statement  and  explanation  of  his  reasons  for  rejection 
and  holding  the  claims  finally  rejected. 

The  Examiner  has  pointed  out  the  pertinence  of  the  references  and 
has  held  that  in  view  thereof  the  applicant's  disclosure  does  not  in- 
volve invention.  The  explanation  furnished  by  the  Examiner  seems 
to  be  as  clear  and  complete  in  these  respects  as  may  reasonably  be 
required.  The  applicant  requests  that  the  Examiner  be  directed  to 
"  expound  the  law  "  and  give  "  an  exact  definition  "  of  invention  as 
it  applies  to  this  case.  The  Examiner  should  not  be  required  to 
instruct  the  applicant  upon  the  general  principles  or  definitions  of 
the  patent  law.  The  specific  application  of  the  law  to  this  case  as 
understood  by  the  Examiner  seems  to  have  been  sufficiently  set  forth 
by  him. 

As  to  the  propriety  of  final  rejection  it  is  found  that  the  same  was 
not  based  upon  a  request  for  reconsideration  or  upon  any  action  by 
the  applicant  which  would  justify  reconsideraton  of  the  case.  Fol- 
lowing the  rejection  of  January  16,  1906,  the  applicant  merely  re- 
quested that  the  pertinence  of  the  references  be  pointed  out  as  a 
guide  to  his  further  action.  The  final  character  of  the  action  of 
March  5, 1905,  is  therefore  set  aside.  The  case  awaits  response  by  the 
applicant  to  the  rejection  contained  in  that  action. 
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The  petition  is  denied  as  to  the  requested  explanation  of  the  Exam- 
iner's position  and  is  granted  as  to  the  final  character  of  the  last 
rejection. 


In  re  Standard  Computing  Scai«  Co.  v.  Stimpson. 

Decided  September  11,  1906. 

(125  O.  a,  2047.) 

Copies  of  Abandoned  Applications  Referred  to  in  PAT^NTft, — Practice. 

Where  request  Is  made  to  inspect  or  to  be  fumisbed  with  a  copy  of  an 
almndoned  application  referred  to  in  a  patent  by  a  stranger  to  the  recDrd. 
Held  that  the  practice  requires  that  the  request  be  supported  by  a  showing 
of  reasons  why  access  to  the  abandoned  application  is  desired,  together 
with  proof  of  service  upon  the  applicant  of  the  papers  constituting  tbe 
request  and  showing. 

Mr,  Charles  H.  Fisk  for  Standard  Computing  Scale  Company. 

Allen,  CommissioTier: 

This  is  a  petition  by  the  Standard  Computing  Scale  Company, 
Limited,  of  Detroit,  Mich.,  that  it  "  be  permitted  to  inspect  and  be 
furnished  copies  of  all  or  any  portion  '^  of  an  alleged  abandoned 
application  of  W.  F.  Stimpson,  referred  to  in  the  record  of  said 
Stimpson's  patent,  No.  687,702,  issued  November  26,  1901. 

The  practice  respecting  petitions  of  this  kind,  as  set  forth  in  the 
case  of  in  re  Dyer  (C.  D.,  1903,  365;  106  6.  G.,  1508,)  requires  that 
the  requests — 

be  supported  by  a  showing  of  reasons  why  they  are  desired,  together  witb 
proof  of  service  upon  the  applicant  of  the  papers  constituting  the  request  and 
showing. 

See  also  in  re  Standard  Plunger  Elevator  Company^  (C.  D.,  19(H, 
423;  112  O.  G.,  1480.) 

The  petitioner  states  that  Stimpson  has  brought  suit  against  it 
upon  the  above-mentioned  patent  and  that  it  desires  to  introduce 
the  said  abandoned  application  in  evidence. 

The  petition,  however,  is  not  accompanied  by  proof  of  service 
upon  the  applicant.  For  this  reason  the  petition  is  dismissed  with- 
out prejudice. 
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Moore  o.  Hewitt. 

Decided  September  26, 1906. 
(125  O.  G..  2047.) 

1.  INTEBFERENCE — PBIORITY — EXPERIMENTAL  DEVICE. 

Where  the  evidence  indicates  that  several  years  prior  to  the  filing  of  hi& 
application  Moore  constructed  an  apparatus  conforming  to  the  interference 
Issue  and  that  the  apparatus  had  on  several  occasions  operated  momen- 
tarily in  the  manner  specified  in  the  issue,  Held  to  be  evidence  of  an  experi- 
mental device,  but  not  to  establish  a  reduction  to  practice  of  the  invention. 

2.  Same — Same — Abandoned  Experiment. 

The  imperfect  operation  of  the  lamps  made  by  Moore  and  the  fact  that 
he  did  not  file  his  application  until  seven  years  after  the  date  when  he 
claims  to  have  made  the  invention,  during  which  period  he  was  active  in . 
developing  other  inventions,  lead  to  the  conclusion  that  his  operations 
amounted  to  nothing  more  than  abandoned  experiments  and  that  he  Is 
entitled  to  no  date  of  invention  prior  to  the  filing  of  his  application. 

Appeal  from  Examiners-in-Chief. 

electric-tube  lamp. 

Mr,  Henry  O,  Towriseiid  for  Moore. 
Mr,  Charles  A,  Terry  for  Hewitt. 

Allen,  Commissioner: 

This  case  comes  before  me  on  appeal  by  Moore  from  the  decision  of 
the  Examiners-in-Chief  aflSrming  the  award  of  priority  made  by  the 
Examiner  of  Interferences  in  favor  of  Hewitt. 

The  invention  in  issue  is  defined  in  the  following  counts: 

1.  The  combination  with  an  electrical  translating  device  and  a  resistance 
device  in  series  therewith,  of  a  shunt  across  the  circuit  between  the  translathig 
device  and  the  reactance  device,  and  a  snap  or  quick-break  switch  in  said  shunt, 
the  reactance  device  being  placed  in  operative  relation  to  the  switch,  so  as  to 
operate  the  same  when  the  main  circuit  is  closed. 

2.  The  combination  with  an  electric  gas-lamp,  of  an  electromagnetically-actu- 
ated  circuit-interi*upter  having  its  contacts  In  multiple  with  the  lamp  and  its 
magnet  or  coils  in  the  supply-circuit  with  the  lamp -and  adapted  to  hold  the 
interrupter-contacts  open  by  the  current  flowing  through  the  lamp  while  the 
lamp  Is  In  action. 

3.  The  combination  with  an  electric  gas-lamp  connected  with  a  low-potential 
source  of  energy  through  a  circuit  of  self- induction  of  sufficient  value  to  furnish 
a  high-potential  current  proper  for  starting  said  lamp,  an  interrupter  for  said 
circuit  of  induction  having  its  contact  In  multiple  with  the  lamp,  and  an 
electromagnet  for  actuating  said  Interrupter,  said  electromagnet  having  its 
coils  connected  to  the  supply-circuit  and  adapted  to  hold  the  Interrupter-con- 
tacts open  by  the  current  flowing  through  the  lamp  while  the  lamp  is  in  action. 

Hewitt  filed  his  application  involved  in  this  interference  on  April 
11,  1902,  and  Moore's  application  was  filed  on  May  6  of  the  same 
H.  Doc.  641,  50-2 33 
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year.  As  originally  declared  the  interference  included  Henry  N. 
Potter,  who  filed  his  application  in  the  Patent  Office  on  May  28, 1901. 
Hewitt  introduced  in  evidence  a  certified  copy  of  his  Patent  Na 
788,802,  granted  September  15,  1903,  on  an  application  filed  April 
6,  1900,  which  was  found  by  the  Examiner  of  Interferences  to  dis- 
close the  invention  here  in  issue.  He  also  concluded,  for  reasons 
stated  below,  that  Moore  was  not  entitled  to  any  date  of  invention 
prior  to  the  filing  of  his  application,  and  therefore  awarded  priority 
to  Hewitt.  Potter  did  not  appeal  from  this  decision,  and  the  pro- 
ceeding is  therefore  now  limited  to  Moore  and  Hewitt. 
•  The  purpose  of  the  invention  is  to  afford  means  to  overcome  the 
negative-electrode  resistance  of  electric  gas-lamps.  These  lamps  con- 
sist of  a  glass  vessel  containing  air  at  low  pressure  or  other  gases. 
Within  the  glass  vessel  are  two  electrodes  connected  to  the  source  of 
electrical  current.  Lamps  of  this  character  oppose  a  high  resistance 
to  the  passage  of  the  electrical  current.  The  familiar  G^issler  tubes 
are  operated  by  means  of  the  intermittent  high-potential  discharge 
obtained  by  placing  them  in  the  secondary  circuit  of  an  induction- 
coil,  the  primary  circuit  being  provided  with  the  usual  interrupter. 
While  the  resistance  of  lamps  of  this  character  cannot  be  overcome 
by  a  current  of  low  potential,  it  has  been  found  that  such  a  current 
will  form  an  arc  between  the  electrodes  if  the  initial  resistance  is 
momentarily  broken  down  by  a  discharge  of  high  potential. 

On  October  22,  1895,  a  patent.  No.  548,576,  was  granted  to  Moore 
for  a  system  of  lighting.  The  system  described  in  the  patent  was 
designed  to  operate  by  means  of  the  intermittent  high-potential  dis- 
charges of  the  coil  of  an  electromagnet  acting  in  conjunction  with 
an  interrupter  or  vibrator.  Moore  claims  that  in  experimenting 
with  the  patented  device  the  lamps  arced,  due  to  the  flow  of  direct 
current  through  them,  at  which  time  the  armature  of  the  vibrator 
was  kept  coutinually  open.  This  is  the  mode  of  operation  of  the 
device  in  issue. 

Moore  has  introduced  testimony  relative  to  experiments  performed 
by  him  after  he  had  found  that  lamps  arranged  as  shown  in  his  1895 
patent  would  arc.  The  Examiner  of  Interferences  found  that  while 
some  of  Moore's  lamps  had  accidentally  arced  and  he  had  appreciated 
the  desirability  of  producing  a  light  on  that  principle  he  had  met 
with  poor  success  in  his  efforts  in  that  direction  and  beyond  a  few 
desultory  experiments  had  made  little  progress  until  he  learned  of 
Hewitt's  efforts  along  the  same  line.  The  Examiner  of  Interfer- 
ences, therefore,  came  to  the  conclusion  that  Moore  neither  conceived 
nor  reduced  the  invention  to  practice  prior  to  the  filing  of  his  appli- 
cation. He  further  found  that  even  if  the  evidence  were  considered 
sufficient  to  show  that  Moore  had  conceived  the  invention  at  the  time 
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claimed  by  him  he  had  not  exercised  the  diligence  necessary  to  entitle 
him  to  judgment  in  his  favor. 

While  the  Examiners-in-Chief  concurred  with  the  Examiner  of 
Interferences  in  awarding  priority  to  Hewitt,  they  based  their  con- 
clusion upon  different  grounds.  They  found  the  evidence  sufficient 
to  establish  that  Moore  reduced  the  invention  to  practice  in  1897  or 
1898,  but  held  that  his  conduct  showed  a  deliberate  concealment  of  the 
invention  of  such  a  character  as  to  prevent  him  from  securing  the 
benefit  of  his  reduction  to  practice  under  the  doctrine  stated  in 
Thomson  v.  Weston,  (C.  D.,  1902,  521;  99  O.  G.,  864,)  Oliuer  v. 
Felhel,  (C.  D.,  1902,  565;  100  O.  G.,  2384,)  Matthes  v.  Burt,  (C.  D.,  ^ 
1905,  574;  114  O.  G.,  764,)  and  GUman  and  Brown  v.  Hinson,  (C.  D., 
1905,414;  118  O.  G.,  1933.) 

The  evidence  indicates  that  several  years  prior  to  the  year  1900, 
when  Hewitt  made  the  invention  in  issue,  Moore  had  constructed 
apparatus  conforming  to  the  interference  issue  and  that  for  brief 
intervals  that  apparatus  had  operated  in  the  manner  set  forth  in  the 
issue.  Figure  1  of  the  drawing  of  Moore's  1895  patent  represents  the 
subject-matter  of  this  interference  as  well  as  it  does  the  invention 
claimed  in  that  patent.  The  armature  of  the  magnet  forming  part 
of  the  patented  apparatus  was  designed  to  oscillate  continuously 
between  the  terminals  B  and  C,  thus  giving  rise  to  high-potential 
intermittent  currents  by  which  the  lamps  were  operated.  Moore 
testified  (record,  p.  10)  to  the  effect  that  in  February,  1895,  while 
operating  lamps  similar  to  those  shown  in  his  patent  the  armature  of 
the  magnet  sometimes  remained  open,  due  to  the  fact  that  it  became 
continuously  energized  by  the  direct  current  flowing  through  the 
lamps  and  forming  an  arc  therein.  This  is  the  mode  of  operation 
upon  which  the  present  interference  is  based.  Several  electrical 
experts  are  said  to  have  been  present  on  the  occasion;  but  none  of 
them  was  called  as  a  witness.  Moore  referred  to  an  article  in  the 
periodical  EUctricity^  written  by  one  of  the  parties  present.  Nelson 
W.  Perry,  now  deceased.  The  article,  however,  contains  nothing 
relative  to  the  mode  of  operation  involved  in  the  interference,  merely 
mentioning  a  "  flame-like  excrescence  "  which  appeared  several  times. 

In  April,  1906,  Moore  lighted  the  meeting-hall  of  the  American 
Institute  of  Electrical  Engineers  with  vacuum-tubes  and  later  exhib- 
ited some  of  the  lamps  at  the  Electrical  Show  in  New  York  in  1896. 
Some  of  the  lamps  used  in  the  hall  of  the  American  Institute  he 
stated  were  provided  with  internal  electrodes  and  arced.  There  is  no 
corroboration  on  this  point.  Moore  referred  (Qs.  8,  25,  and  26)  to  a 
paper  presented  by  him  at  the  meeting  of  the  American  Institute  of 
Electrical  Engineers  in  April,  1896,  the  time  when  he  lighted  the  hall 
with  his  vacuum-lamps.     Nothing  corroborative  of  his  testimony 
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relative  to  the  arcing  of  the  lamps  is  found  in  this  paper.  On  the  con- 
trary, the  following  passage  indicates  that  he  did  not  have  this  mode 
of  operation  in  mind : 

Perihit  me  to  call  your  attention  once  more  to  the  key  of  the  whole  system, 
viz:  repeated  interruptions  of  an  electric  current  In  a  high  vacuum.  {Trans- 
actions of  the  American  Institute  of  Electrical  Engineers^  vol.  13,  p.  96.) 

Moore  testified  that  in  1897  he  constructed  other  lamps  designed  to 
arc  on  low  voltage  after  being  started  by  a  higher  voltage  and  that 
during  the  time  that  had  elapsed  he  had  made  several  forms  of  vibra- 
tors or  switches  and  had  resorted  to  a  rotary  switch  designed  to  in- 
crease the  capacity  of  each  individual  break.  The  rotary  switch  is 
illustrated  in  Fig.  2  of  the  drawing  of  Moore's  patent,  No.  548,576, 
referred  to  above.  This  form  of  break  does  not  come  within  the 
interference  issue.  Moore  stated  that  he  considered  the  rotary  break 
the  more  hardy  apparatus  of  the  two  and  used  it  in  his  first  trials  of 
the  1897  lamp,  but  also  caused  the  tubes  to  arc  with  the  vibrator  form 
of  switch.    The  vibrator  form  is  the  one  involved  in  this  interference. 

Moore  introduced  in  evidence  two  photographs  of  himself  and  two 
of  Senator  Depew,  alleged  to  have  been  taken  by  the  light  of  his  new 
lamps.  The  photographs  of  Mr.  Depew  are  said  to  have  been  made 
on  May  12, 1898,  at  the  Moore  Vacuum  Tube  Chapel  in  the  Electrical 
Show  in  Madison  Square  Garden.  It  appears,  however,  from  Moore's 
testimony  that  the  rotative  form  of  break  or  switch  was  used  in 
taking  the  photographs.  Whether  the  lamps  arced,  therefore,  and 
operated  on  continuous  current,  as  claimed  by  Moore,  or  were  ren- 
dered luminous  by  the  intermittent  induced  current,  the  mechanism 
used  in  taking  the  photographs  did  not  embody  the  subject-matter 
in  issue. 

Moore  stated  that  after  taking  the  first  photograph  above  referred 
to  in  December,  1897,  he  consulted  his  patent  attorney  with  refer- 
ence to  applying  for  a  patent,  but  that  upon  being  informed  that 
he  intended  to  further  perfect  the  device  his  attorney  advised  him 
to  delay  the  application.  In  May,  1898,  after  taking  the  photo- 
graphs of  Mr.  Depew,  Moore  again  consulted  his  attorney;  but  for 
the  reason  that  he  intended  to  further  perfect  the  apparatus  the 
attorney  again  advised  him  to  delay  his  application.  It  does  not 
appear  whether  Moore  intended  to  include  in  the  contemplated  pat- 
ent application  the  vibratory  switch  of  the  structure  in  issue  or 
the  rotary  form,  which  he  considered  more  hardy  and  used  in  taking 
the  photographs,  or  both.  Moore  testified  that  in  1899  he  lighted 
a  show-room  in  New  York  city  with  his  tubes  and  in  1900  succeeded 
in  lighting  vacuum-tubes  directly  from  a  generator  without  using 
any  form  of  break.    It  further  appears  from  his  testimony  that — 

in  the  fall  of  1901  he  invited  the  experts  of  an  electrical  company  to  witness 
an  exhibit  of  bis  latest  form  of  vacuum-tube  lighting,  and  tol4  them  ^hat  he 
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expected  to  produce  a  lamp  that  would  operate  on  low-voltage  direct-current 
circuits. 

In  making  this  statement  he  says  he  had  in  mind  his  direct-current 
arcing  vacuum-tube,  and  several  days  later  again  asked  his  patent 
attorney  whether  he  should  not  make  an  application  for  patent. 
His  attorney  asked  him  whether  he  could  prove  what  he  had  been 
doing,  and  upon  receiving  an  affirmative  reply  said : 

It  can  wait ;  go  ahead  and  perfect  It 

Early  in  1902  Moore  says  he  again  constructed  improved  forms  of 
internal  direct-current  arcing  tubes  and  immediately  adopted  his 
vibrator-switch  as  the  means  for  starting  these  tubes  in  practically 
the  same  manner  as  shown  in  his  application,  by  which  he  evidently 
intended  to  refer  to  the  application  involved  in  this  interference. 
Moore  testifies  that  he  constructed  about  one  hundred  tubes  in  1902 
prior  to  May  6,  when  he  filed  his  application,  and  that  practically 
all  of  them  were  started  by  the  vibrator  form  of  switch.     (Q.  8.) 

Moore  has  introduced  in  evidence  an  internal-electrode  lamp  (Ex- 
hibit A)  which  he  says  is  one  of  those  used  in  taking  the  Depew  pho- 
tographs, and  also  a  vibratory  switch,  (Exhibit  B.)  He  testified  that 
in  1897  he  used  the  rotating  switch  and  also  oscillating  or  vibrating 
switches,  among  them  the  one  designated  Exhibit  B,  for  starting 
lamps  similar  to  Exhibit  A.  (Record,  pp.  14  and  15.)  While  testi- 
fying Moore  made  a  sketch  (Exhibit  C)  showing  the  circuits  in  which 
Exhibits  A  and  B  were  used  and  fixed  the  date  when  the  apparatus 
was  so  used  by  a  memorandum  made  and  dated  on  December  11,  1897, 
(Exhibit  D.)  According  to  his  testimony  the  apparatus  operated 
in  accordance  with  the  terms  of  the  interference  issue.  (Qs.  13  to 
23.)  He  also  introduced  in  evidence  a  lamp  (Exhibit  G)  which  he 
states  was  constructed  prior  to  the  year  1897  and  operated  in  the 
manner  set  forth  in  the  interference  issue.  He  testified  that  in  his 
1895  experiment  the  lamp  arced  only  for  a  few  moments,  probably 
less  than  a  minute.  (X-Qs.  43-44.)  His  testimony  indicates  that 
none  of  the  lamps  arced  for  a  longer  period.  (X-Qs.  62,  71,  73,  80, 
96  to  102.) 

During  the  period  between  1895,  when  Moore  claims  to  have  made 
the  invention  in  issue,  and  May  6,  1902,  when  he  filed  the  application 
involved  in  this  interference,  he  filed  forty-two  applications  which 
matured  into  patents.  The  invention  here  in  issue  is  not  described 
in  any  of  these  patents.     (X-Qs.  31  to  34.) 

On  cross-examination  (X-Q.  74)  Moore  was  asked  if  the  lamp  in 
evidence  as  Exhibit  A  was  arcing  when  he  took  the  exhibit  photo- 
graphs. He  replied  that  it  was,  and  that  it  was  necessary  for  the 
tube  to  arc  in  order  to  give  a  light  bright  enough  to  take  such  photo- 
graphs in  the  time  in  which  they  were  taken. 

From  Moore's  testimony  on  cross-examination  it  appea^that  on 
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April  12,  1901,  he  witnessed  an  exhibition  by  Hewitt,  his  opponent 
in  this  case,  of  lamps  of  the  character  involved  in  the  issue;  but  it 
does  not  appear  that  the  circuit  arrangements  also  specified  in  the 
issue  were  seen  by  him  (X-Qs.  93-94)  or  that  such  circuit  arrange- 
ments were  present  in  Hewitt's  apparatus. 

Chauncey  D.  Warner,  an  electrical  engineer  in  Moore's  employ 
since  1897,  testified  to  the  use  of  Moore's  lamps  in  connection  with 
a  rotator  in  the  fall  of  1897.  He  also  testified  to  the  use  of  a  vibrator 
similar  to  Exhibit  B  and  made  a  sketch  (Moore  Exhibit  Warner 
Sketch)  of  apparatus  which  he  states  was  operated  in  the  fall  of  1897. 
The  apparatus  shown  in  the  sketch  embodies  the  interference  issue, 
and  Warner  testified  (Qs.  34  to  37)  that  it  operated  in  the  manner 
set  forth  therein.  Warner  testified  relative  to  the  Depew  photo- 
graphs, and,  like  Moore,  said  that  a  rotator  was  used  at  that  time, 
which  excludes  the  apparatus  then  used  from  the  terms  of  the  inter- 
ference issue. 

On  direct  examination  Warner  stated  that  he  saw  Exhibit  A 
operated  in  1897.  On  cross-examination  he  was  asked  how  he  rec- 
ognized Exhibit  A  as  the  lamp  he  saw  in  1897,  and  replied  that 
he  was  enabled  to  do  so  by  the  shape  of  the  electrode  and  the  num- 
ber of  platinum  wires  and  their  distribution.  When  asked  how 
many  wires  there  were,  he  replied  that  there  were  four  large  ones 
and  one  small  one  at  each  end.  He  admitted,  however,  that  he  did 
not  count  the  number  of  wires  before  identifying  the  lamp.  Upon 
being  shown  the  exhibit  he  found  that  it  had  ten  small  platinum 
wires  and  one  large  one  instead  of  the  number  he  had  stated.  It 
seems  that  Warner's  eagerness  to  testify  in  Moore's  favor  led  him 
to  make  the  mistake  of  attempting  to  identify  the  lamp  without 
first  observing  its  structure.  Warner's  testimony,  like  Moore's  was 
to  the  effect  that  the  tubes  arced 'for  a  period  of  not  over  a  minute 
(X-Qs.  32,  44,  45,  4G)  and  that  after  arcing  some  of  the  tubes  would 
not  do  so  again  until  they  had  rested  for  an  hour  or  so. 

Edwin  Moore  testified  that  he  was  in  the  employ  of  his  brother, 
the  junior  party  to  this  interference,  from  June,  1897,  to  May,  1899, 
with  the  exception  of  a  period  extending  from  some  time  in  the 
fall  of  1897  until  early  in  1898  and  a  vacation  during  the  year  1898. 
His  testimony  is  of  substantially  the  same  character  as  that  of  the 
other  witnesses.  He  described  the  operation  of  the  circuits,  stating 
that  the  induction-coil  acted  to  break  the  shunt-circuit  and  that  the 
induced  current  caused  by  the  break  flowed  through  the  lamp,  thus 
enabling  the  direct  current  to  form  an  arc.  When  the  direct  current 
ceased  for  any  reason,  he  stated  that  the  magnet  became  deenergized, 
causing  the  switch  to  close.  This  had  the  effect  of  reenergizing  the 
magnet  and  again  opening  the  switch,  thus  again  giving  rise  to  an 
induced  current  of  high  potential,  which  broke  down  the  resistance 
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of  the  lamp  and  enabled  the  arc  to  form  again.  (Q.  33.)  On  cross- 
examination  he  was  questioned  as  to  the  length  of  time  the  lamps 
were  operated,  the  frequency  of  the  cycles  referred  to  by  him  on 
direct  examination,  and  the  duration  of  the  arc.  He  replied  that 
they  never  operated  the  tubes  for  more  than  a  few  minutes  at  a 
time,  for  the  reason  that  the  flow  of  direct  current  had  a  tendency 
to  disintegrate  the  electrodes,  and  that  considerations  of  economy 
demanded  that  the  tubes  be  saved  as  much  as  possible.  He  was 
asked  to  state  the  longest  period  he  had  seen  one  of  the  tubes  oper- 
ate, and  replied  that  he  did  not  time  them  and  did  not  recall  the 
length  of  time.  He  was  asked  whether  he  was  willing  to  state  that 
he  had  seen  them  operate  for  a  period  of  one  second,  and  replied  in  the 
negative.  On  redirect  examination  he  stated  that  as  he  had  not 
timed  the  lamps  any  attempt  to  make  a  definite  statement  would  be 
a  mere  guess.  It  would  seem  that  the  period  during  which  the 
lamps  operated  must  have  been  very  short  in  order  to  render  it 
impossible  for  a  witness  to  say  whether  the  operation  continued  for 
as  long  as  a  second. 

From  the  evidence  it  appears  that  prior  to  the  year  1900,  when 
Hewitt  constructively  reduced  the  invention  to  practice,  Moore  had 
constructed  an  apparatus  embodying  the  structural  limitations  con- 
tained in  the  interference  issue  and  that  the  apparatus  had  on  several 
occasions  operated  momentarily  in  the  manner  specified  in  the  issue. 
It  does  not  appear,  however,  that.he  made  any  use  of  the  apparatus 
other  than  to  perform  a  few  experiments  with  it.  The  apparatus 
employed  in  taking  the  photographs  in  December,  1897,  and  May, 
1898,  did  not  embody  the  interference  issue,  and  the  only  significance 
of  the  photographs  is  their  bearing  upon  the  question  whether  he  had 
a  successful  arcing  lamp,  which  is  one  of  the  elements  of  each  count 
of  the  issue.  The  mere  fact  that  the  lamp  arced  occasionally  is  in- 
sufficient to  show  that  this  element  of  the  combination  in  issue  was 
operated  successfully.  It  appears  at  best  that  the  arc  lasted  for  only 
a  minute  interval  of  time,  that  the  lamps  deteriorated  so  rapidly  while 
arcing  that  considerations  of  economy  prevented  him  from  operating 
them  in  this  manner  except  on  rare  occasions,  and  that  after  securing 
such  action  a  few  times  he  could  not  secure  a  repetition  of  the  arc 
except  by  letting  the  lamp  rest  for  about  an  hour.  That  Moore  did 
not  at  the  time  regard  the  device  as  successful  is  strongly  indicated  by 
the  fact  that  he  filed  forty-two  applications  for  patents  on  other  in- 
ventions during  the  period  when  the  experiments  referred  to  were 
performed  and  did  not  apply  for  a  patent  on  the  invention  in  issue 
until  after  learning  that  Hewitt  was  working  along  the  same  lines. 

In  the  brief  submitted  to  the  Examiners-in-Chief  by  Moore  it  was 
stated  that  the  invention  in  issue  is  designed  for  the  purpose  of  start- 
ing the  direct  current  through  vapor-lamps,  and  it  was  argued  that 
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if  lamps  were  so  started  the  invention  was  reduced  to  practice,  regard- 
less of  whether  the  lamp  had  any  particular  degree  of  longevity  or 
occupied  any  particular  field  of  utility.  The  answer  to  this  is  that 
the  lamp  is  included  as  an  element  of  the  combination  specified  in  each 
of  the  claims  in  issue,  and  to  establish  reduction  to  practice  the  evi- 
dence must  embrace  all  of  the  elements.  {Blackford  v.  Wilder^  C.  D., 
1903,  667 ;  104  O.  G.,  578 ;  and  cases  cited.)  The  broad  ide^  that  con- 
tinuous current  of  low  potential  would  flow  through  lamps  of  the  kind 
involved  in  the  issue  after  the  resistance  had  been  broken  down  by  an 
initial  impulse  of  high  potential  was  not  discovered  by  Moore.  He 
admits  that  he  learned  of  this  phenomenon  from  J.  J.  Thompson's 
work.  Electricity  and  Magnetism,  So  far  as  the  lamp  itself  was  con- 
cerned, all  that  remained  to  utilize  this  phenomenon  was  to  construct 
a  lamp  which  would  withstand  the  destructive  effect  of  such  a  current 
According,  to  the  evidence  the  lamps  which  Moore  used  in  the  combi- 
nation in  issue  deteriorated  so  rapidly  that  he  used  them  only  experi- 
mentally and  was  prevented  by  considerations  of  economy  from  using 
them  extensively  even  in  his  experimental  work. 

The  imperfect  operation  of  the  lamps  made  by  Moore  and  the 
fact  that  he  did  not  file  his  application  until  seven  years  after  the 
date  when  he  claims  to  have  made  the  invention,  during  which 
period  he  was  active  in  developing  other  inventions,  lead  to  the  con- 
clusion that  his  operations  amounted  to  nothing  more  than  abandoned 
experiments  and  that  he  is  entitled  to  no  date  of  invention  prior  to 
the  filing  of  his  application. 

The  decision  of  the  Examiners-in-Chief  in  affirmed. 


Ex  PARTE  Hansen. 

Decided  September  20,  1906. 

(125  O.  Gm  20r)0.) 

Reissue — Same  Invention. 

Where  the  original  claims  were  directed  to  the  holding  and  adjusting 
means  alone  and  it  is  now  sought  to  insert  by  reissue  claims  covering 
broadly  the  combination  of  the  gage  with  the  holding  and  adjusting  means 
and  the  only  question  to  be  considered  is  whether  they  cover  the  '^sarne 
invention"  as  that  sought  to  be  secured  by  the  original  patent.  Held  that 
since  the  original  specification  indicated  an  intention  to  cover  such  mech- 
anism and  In  view  of  the  decision  of  the  Court  of  Appeals  of  the  District 
of  Columbia  In  the  case  of  Briede  (post,  677;  123  O.  G.,  322)  the  claim 
should  be  allowed. 
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Appeal  from  Examiners-in-Chief. 

MATRIX-TRUING   APPARATUS. 

Messrs.  Crosby  &  Gregory  for  the  applicant. 

Moore,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  refus- 
ing the  allowance  of  the  following  claims : 

8.  A  matrix-tming  apparatus  comprising  a  frame,  a  matrix-holder  momited 
in  said  frame,  means  supported  by  said  frame  for  indicating  the  depth  of  the 
matrix,  means  for  adjusting  the  matrix-holder  in  the  frame  to  bring  the  bot- 
tom of  the  matrix  into  truing  position. 

9.  A  matrix  apparatus  comprising  a  frame,  a  matrix-holder  mounted  In  said 
frame,  means  supported  by  said  frame  and  movable  in  fixed  relation  thereto 
for  indicating  the  depth  of  the  matrix  at  all  points,  means  for  adjusting  the 
matrix-holder  in  the  frame  to  bring  the  bottom  of  the  matrix  into  truing 
position. 

These  claims  are  sought  in  a  reissue  application,  and  the  only  ques- 
tion to  be  considered  is  whether  or  not  they  cover  the  "  same  inven- 
tion "  as  that  sought  to  be  secured  by  the  original  patent. 

The  invention  relates  to  a  device  for  truing  matrices  used  for 
casting  type  for  printing  in  a  type-casting  machine,  and  consists  of 
means  for  holding  and  adjusting  a  matrix  and  a  gage  for  determin- 
ing the  necessary  adjustments.  The  original  claims  were  directed 
to  the  holding  and  adjusting  means  alone,  and  it  is  now  sought  to 
insert  by  reissue  claims  covering  broadly  the  combination  of  the  gage 
with  the  holding  and  adjusting  means. 

It  is  believed  that  the  invention  now  sought  to  be  claimed  is  the 
"  same  invention  "  as  that  intended  to  be  claimed  in  the  original 
patent  within  the  meaning  of  the  statutes.  The  original  specifica- 
tion indicated  an  intention  to  cover  means  to  position  the  bottom  of 
the  character  or  impression  of  the  matrix  in  fixed  relation  to  a  stand- 
ard surface  of  the  matrix-holder,  and  as  it  appears  that  it  requires 
something  more  than  the  holding  and  adjusting  means  to  accomplish 
this  result  the  original  claims  seem  to  fall  short  of  the  measure  of 
protection  originally  sought.  From  these  considerations  and  in  view 
of  the  recent  decision  by  the  C!ourt  of  Appeals  of  the  District  of 
Columbia  in  the  case  of  Briede  {post^  677;  123  O.  G.,  322)  the  claims 
should  be  allowed. 

The  decision  of  the  Examiners-in-Chief  is  reversed. 
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TOWNSEND  V.  EhBET. 

Decided  September  26,  1906. 

(125  O.  G.,  2051.) 

1.  INTEBFESENCE — MOTION    TO    REINSTATE    INTEBFEBENCE    AND    EXTEND    LiMIT    OF 

Appeai. — Sufficiency  of  Showing. 
Where  the  Examlners-in-Ohlef  affirmed  the  decision  of  the  Primary  Ex- 
aminer dissolving  the  interference  and  set  a  limit  of  appeal  and  T.  filed  a 
motion  before  the  Examiner  of  Interferences  for  an  extension  of  said  limit 
of  appeal,  which  was  dismissed  on  the  ground  that  he  was  without  authority 
to  extend  the  limit  of  appeal  from  the  decision  of  the  Examiners-in-Chief,  ' 
Held  not  to  warrant  reinstating  the  interference  and  extending  the  limit 
of  appeal  to  include  an  appeal  subsequently  filed,  and  that  in  delaying  to 
file  his  appeal  and  in  filing  Instead  a  motion  for  extension  of  the  limit  of 
appeal  T.  assumed  the  rislc  of  the  possible  failure  of  said  motion. 

2.  Same — Patentability  of  Claims  Ajteb  Dissolution  of  Intebfebence  on 

Otheb  Gbounds  an  Ex  pabte  Question. 
Where  the  Examiners-in-Chief  on  appeal  affirmed  the  decision  of  the  Pri- 
mary Examiner  dissolving  the  interference  on  the  ground  that  T.  lias  no 
right  to  make  the  claims  and  annexed  to  their  decision  a  statement  that  In 
their  opinion  the  claims  were  not  patentable,  which  question  was  not 
involved  In  the  appeal.  Held  that  so  long  as  the  decision  stands  that  T.  has 
no  right  to  make  the  claims  the  question  of  patentability  of  the  claims  is  an 
ex  parte  one,  with  which  Townsend  has  no  more  concern  than  any  member 
of  the  general  public,  and  that  it  is  necessary  for  T.  to  take  his  appeal  and 
obtain  a  reversal  of  the  decision  dissolving  the  interference  before  he  has 
a  right  to  be  heard  concerning  the  patentability  of  the  claims. 

3.  Same — Appeals  Filed  Afteb  Expibation  of  Limit  of  Appeal — When  Enteb^ 

tained. 
It  is  the  practice  to  extend  the  time  for  appeal  to  include  appeals  filed 
after  the  expiration  thereof  only  under  unusual  and  exceptional  circum- 
stances. 

On  Motion. 

ALTEBNATINQ-CUBBENT  BLOCK-SIGNAL  SYSTEM. 

Mr.  Geo.  H.  Benjamin  and  Mr.  Eugene  C.  Brovm  for  Townsend. 
Mr.  Comelms  D.  Ehret  pro  se. 

Moore,  Assistant  Commissioner: 

This  is  a  motion  by  Townsend  that  the  above-entitled  interference 
be  reopened  and  reinstated  and  that  the  limit  of  appeal  from  the 
decision  of  the  Examiners-in-Chief  be  extended  to  include  the  date 
of  the  appeal  to  the  C!ommissioner  which  accompanies  the  motion. 

The  record  shows  that  the  Examiners-in-Chief  on  July  31,  1906, 
rendered  a  decision  afiuming  the  decision  of  the  Primary  Examiner 
dissolving  the  interference  as  to  counts  1  to  4  on  the  ground  that 
the  party  Townsend  has  no  right  to  make  the  claims  forming  said 
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counts  and  set  a  limit  of  appeal  to  expire  August  20,  1906.  Annexed 
to  the  decision  of  the  Examiners-in-Chief  is  the  following  statement : 

In  our  opinioD,  however,  the  claims  are  not  patentable  for  two  reasons: 
(1)  because  they  are  indefinite;  and  (2)  because  there  is  no  invention,  nothing 
but  the  sliiU  of  one  familiar  with  machinery  of  this  kind  in  proportioning  the 
resistances  of  the  rotor  of  a  motor  of  this  type,  Isnown  to  have  a  high  starting 
torque,  to  adapt  It  for  use  in  this  new  location. 

On  August  13, 1906,  Townsend  made  a  motion  before  the  Examiner 
of  Interferences — 

♦  ♦  ♦  that  the  limit  of  appeal  set  for  August  20th,  1906,  from  the  decision 
of  the  Examiners-in-Chlef  affirming  the  decision  of  the  Primary  Examiner  on 
Ehret*s  motion  to  dissolve,  be  suspended  until  after  final  decision  is  rendered 
upon  the  question  of  the  patentability  of  counts  1,  2,  3,  and  4,  raised  by  the 
Examiners-in-Chief  in  an  opinion  handed  down  with  the  above-mentioned  deci- 
sion July  31,  1906,  which  question  will  be  argued  before  the  Primary  Examiner 
on  a  day  later  than  the  above-mentioned  date  set  for  the  limit  of  appeal. 

This  motion  to  extend  the  limit  of  appeal  set  by  the  Examiners-in- 
Chief  was  dismissed  by  the  Examiner  of  Interferences  on  the  ground 
that  he  had  no  jurisdiction  to  entertain  the  question. 

In  the  affidavit  of  counsel  accompanying  the  present  motion  he 
states  that  the  former  motion  for  extension  of  the  limit  of  appeal 
was  brought  before  the  Examiner  of  Interferences,  since  the  Exam- 
iners-in-Chief were  not  sitting  at  the  time,  also  that — 

counsel  for  Townsend  decided  to  make  a  motion  for  the  extension  of  the  limit 
of  appeal  from  the  decision  of  the  Examiners-in-Chief  until  after  the  question 
of  the  patentability  of  the  issue  could  be  determined  before  the  Primary 
Examiner,  since  if  the  issue  was  found  to  t>e  unpatentable  an  appeal  to  the 
Conunissioner  upon  the  right  to  make  the  claim  would  be  useless. 

The  reasons  set  forth  do  not  warrant  reinstating  the  interference 
and  extending  the  limit  of  appeal  or  excuse  Townsend's  delay  in  filing 
his  appeal.  The  Examiner  of  Interferences  was  without  authority 
to  extend  the  limit  of  appeal  from  the  decision  of  the  Examiners- 
in-Chief. 

In  delaying  to  file  his  appeal  and  in  filing  instead  a  motion  for 
extension  of  the  limit  of  appeal  Townsend  assumed  the  risk  of  the 
possible  failure  of  said  motion.  It  cannot  be  assumed  that  the  Exam- 
iners-in-Chief, if  the  motion  had  been  properly  brought,  would  have 
granted  an  indefinite  extension  of  the  limit  of  appeal  upon  the  show- 
ing made;  nor  can  it  be  assumed  that,  if  the  extension  had  been 
granted,  the  Commissioner  would  have  referred  the  question  inter 
partes  of  the  patentability  of  the  claims  to  the  Primary  Examiner. 
This  question  was  not  involved  on  the  appeal  to  the  Examiners-in- 
Chief,  and  since  they  had  affirmed  the  decision  of  the  Primary  Ex- 
aminer dissolving  the  interference  on  the  ground  that  Townsend  had 
no  right  to  make  the  claims  it  was  unnecessary  for  them  to  recom- 
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mend  the  possibility  of  dissolution  on  additional  grounds.  It  may 
be  for  this  reason  that  the  Examiners-in-Chief  did  not  accompany 
their  statement  with  a  specific  recommendation.  So  long  as  the  de- 
cision stands  that  Townsend  has  no  right  to  make  the  claims  the 
question  of  the  patentability  of  the  claims  is  an  ex  parte  one,  with 
which  Townsend  has  no  more  concern  than  any  member  of  the  gen- 
eral public.  It  is  to  be  presumed  that  the  Office  would  take  proper 
action  ex  parte  on  the  statement  of  the  Examiners-in-Chief  without 
intervention  on  the  part  of  Townsend.  It  is  necessary  for  Townsend 
first  to  take  his  appeal  and  obtain  a  reversal  of  the  decision  dissolving 
the  interference  before  he  has  the  right  to  be  heard  concerning  the 
patentability  of  the  claims. 

Townsend's  argument  that  it  is  useless  for  him  to  appeal  on  the 
question  of  his  right  to  make  the  claim  until  it  is  settled  that  the 
claims  are  patentable  is  not  sound.  As  well  might  he  argue  that  it 
would  be  useless  for  him  to  contest  the  patentability  of  the  claims 
so  long  as  it  was  held  that  he  had  no  right  to  make  the  claims. 
{Story  V.  Criswell,  C.  D.,  1902,  262;  100  O.  G.,  683.) 

Townsend's  delay  of  ten  days  beyond  the  proper  time  for  filing 
his  appeal  is  not  satisfactorily  explained.  It  does  not  appear  why 
he  could  not  have  filed  his  appeal  at  the  same  time  that  he  filed  his 
original  motion  for  extension  of  the  limit  of  appeal.  It  is  the  prac- 
tice to  extend  the  time  for  appeal  to  include  appeals  filed  after  the 
expiration  thereof  only  under  unusual  and  exceptional  circumstances. 
{Brissenden  v.  Roeach,  C.  D.,  1905,  440;  118  O.  G.,  2253.)  The  rea- 
sons given  for  the  delay  in  filing  the  appeal  in  this  case  do  not  justify 
reinstating  the  interference  or  extending  the  limit  of  appeal  to  cover 
the  appeal  filed. 

The  motion  is  denied. 


BURSON    l\    VOGEL. 

Decided  September  25,  1906. 

(125  O.  Gm  2361.) 

Interfebence — Evidence — Admissibility  of. 

Where  a  diary  written  in  shorthand  was  introduced  in  evidence  by  the 
inventor  and  he  read  portions  of  it  into  the  record.  Held  that  the  state- 
ments quoted  from  the  diary  cannot  be  considered  as  evidence  of  the  facts 
therein  set  forth,  although  it  might  have  been  used  as  a  means  to  refresh 
the  witness's  recollection  or  as  evidence  of  a  past  recollection,  but  that  la 
order  to  be  admissible  on  the  latter  ground  it  would  have  been  necessary 
for  the  witness  to  give  some  evidence  respecting  the  time  the  entries  were 
made  relative  to  the  events  recorded  and  to  guarantee  that  the  record  accu- 
rately represented  his  knowledge  and  recollection  at  the  time. 
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2.  Same^Same — Sufficiency  of. 

Where  the  testimony  of  the  Inventor  and  his  two  witnesses  is  general, 
vague,  and  indefinite,  is  given  five  years  after  the  occurrence  of  the  events, 
and,  moreover,  indicates  that  the  machines  requirfed  considerable  changing 
and  bettering  of  parts,  Held  insufhclent  to  overcome  the  earlier  filing  date 
of  the  senior  party. 

Appeal  ftom  Examiners-in-Chief. 

SINGEING-MACHINE. 

Mr.  A.  O.  Behel  and  Messrs.  Meyers^  Cvshman  cS;  Rea  for  Burson. 
Mr.  Walter  W.  Calmore  and  Messrs.  Mason^  Fenwick  (&  Lawrence 
for  Vogel. 

Allen,  Commissioner: 

This  is  an  appeal  by  Burson  from  a  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  Vogel. 

The  issue  is  stated  in  twenty-two  counts,  which  are  fairly  repre- 
sented by  counts  1,  2,  11,  14,  and  22,  which  are  as  follows: 

1.  A  finishing-machine  embodying  stripping  means,  the  articles  to  be  treated 
being  mounted  on  supports  so  as  to  be  acted  on  by  said  means. 

2.  In  combination  with  means  for  treating  tubular  fabrics  supported  from 
within  upon  suitable  formers,  of  means  for  carrying  the  said  formers  with  the 
articles  to  be  treated  through  the  said  treating  means,  and  means  for  stripping 
the  said  articles  from  the  formers. 

11.  The  combination  with  singeing  means,  of  means  for  carrying  the  sup- 
ports holding  the  articles  to  be  singed  through  the  said  singeing  means,  means 
for  returning  the  supports  and  means  for  stripping  the  said  articles  from  their 
supports  on  their  return  movement 

14.  In  combination  with  means  for  singeing  stockings  or  like  articles  mounted 
upon  supports,  of  means  for  carrying  the  supports  with  the  articles  thereon 
through  said  singeing  means,  means  for  changing  the  direction  of  movement  of 
the  supports  after  they  have  passed  through  the  singeing  means,  and  means 
for  returning  the  supports. 

22.  In  combination  with  means  for  singeing  stockings  or  like  articles  mounted 
upon  supports,  of  means  for  carrying  the  articles  through  the  singeing  means, 
an  inclined  belt  located  in  the  path  of  movement  of  the  said  supports  for 
changing  the  direction  of  movement  thereof,  means  for  returning  the  supports 
to  a  point  adjacent  to  the  feed  end  of  the  machine,  and  means  for  stripping 
the  articles  from  their  supports. 

The  issue  relates  to  a  machine  for  singeing  stockings  and  like 
articles  and  stripping  them  from  their  supports.  It  has  been  the 
usual  practice  heretofore  to  mount  knit  stockings  on  a  flat  wooden 
form  by  inserting  the  form  into  the  stocking,  so  as  to  keep  it  in  a 
flattened  condition,  and  in  this  condition  to  pass  it  above  or  beneath 
a  gas  or  like  flame,  by  which  projecting  fibers  were  removed.  This 
operation  is  known  in  the  art  as  "singeing."  After  singeing  the 
stockings  were  stripped  from  their  supporting- forms  by  hand  opera- 
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tion.  It  was  the  purpose  of  the  invention  in  controversy  to  provide 
automatic  means  associated  with  a  singeing  device  for  doing  the  work 
formerly  done  by  hand. 

The  allegations  of  the  parties  in  their  preliminary  statements  are 
as  follows: 


Conception 
Drawings . . 
Disclosure.. 
Model , 


Bunon. 


Aognst*  1889 

December,  1899 

December  27, 1899 
None. 


Vt«el. 


July  2,1900 
July  7,1900 
July  8. 1900 
July  18, 1900 


Burson,  the  junior  party,  also  alleges  in  his  preliminary  state- 
ment— 

r».  That  lie  had  constructed  one  experimental  machine  as  early  as  January, 
1901. 

6.  That  he  has  had  constructed  two  machines  containing  the  invention  In  con- 
troversy. 

Vogel,  the  senior  party,  in  his  preliminary  statement,  also 
alleges — 

*  *  *  that  he  first  embodied  his  invention  in  a  full-sized  machine,  which 
was  completed  about  the  6th  day  of  April,  1901,  and  on  the  9th  day  of  April, 
1901,  the  said  machine  was  first  successfully  operated — 

and  that  other  machines  embodying  the  issue  of  the  interference 
were  completed  and  successfully  operated  on  September  22,  1903, 
and  April  20,  1904. 

Vogel's  application  was*  filed  May  28,  1902.  Burson's  application 
was  filed  April  17,  1903,  nearly  a  year  later.  The  burden  of  proof 
is  therefore  upon  Burson. 

The  Exaxminer  of  Interferences  found  that  Burson's  evidence 
established  for  him  a  conception  of  the  invention  as  early  as  July 
1,  1900,  and  a  reduction  to  practice  on  January  1,  1901.  He  further 
found  that  Vogel  conceived  the  invention  on  July  8,  1900,  and 
reduced  it  to  practice  in  April,  1901.  He  therefore  awarded  pri- 
ority of  invention  to  Burson.  The  Examiners-in-Chief  found  that 
the  evidence  failed  to  prove  a  date  of  conception  or  reduction  to 
practice  for  either  party  and  awarded  priority  to  Vogel  in  accord- 
ance with  the  record  dates. 

On  account  of  the  exceedingly  unsatisfactory  character  of  the 
proofs  I  am  disposed  to  agree  with  the  conclusions  of  the  Examiners- 
in-Chief. 

Burson  testified  that  he  conceived  the  invention  in  August,  1899, 
made  drawings  embodying  the  same  in  December,  1899,  and  dis- 
closed the  same  to  others  on  December  27,  1899,    There  is  no  cor- 
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roborating  evidence  as  to  these  dates.  He  further  testified  that  he 
began  the  construction  of  a  stripping-machine  in  January,  1900, 
upon  which  he  worked  from  time  to  time  until  it  was  completed. 
This  machine  is  in  evidence  and  is  known  as  "  Burson's  Exhibit 
Machine  No.  1."  It  embodies  those  counts  only  of  the  issue 
which  claim  the  stripping-machine  alone.  As  evidence  of  his  work 
on  this  machine  and  the  time  when  it  was  made  Burson  introduced 
into  evidence  a  diary  written  in  shorthand.  After  the  introduction 
of  the  diary  counsel  for  Burson  asked : 

Q.  8.  If  there  is  anything  written  in  this  diary  relating  to  the  invention 
here  in  controversy  you  may  read  the  same  to  the  notary  to  be  copied  hito 
the  record  of  this  case. 

In  answer  to  this  question  the  witness  read  a  large  number  of 
items,  and  they  were  copied  into  the  record.  These  items,  under 
dates  ranging  from  December  26,  1899,  to  July  28,  1900,  refer  to 
work  done  in  connection  with  a  stripper,  to  changes  made  in  its 
construction,  to  the  operation  thereof,  and  to  the  success  attending 
such  operation.  The  witness  stated  that  these  items  referred  to 
"  Burson's  Exhibit  Machine  No.  1."  It  seems  clear  that  the  state- 
ments quoted  from  the  diary  cannot  properly  be  considered  as  evi- 
dence of  the  facts  therein  set  forth.  The  diary  might  have  been 
used  as  a  means  to  refresh  the  witness's  recollection;  but  it  was  not 
so  used.  It  might  also  have  been  used  as  evidence  of  a  past  recol- 
lection ;  but  in  order  to  be  admissible  on  this  ground  it  would  have 
been  necessary  for  the  witness  to  give  some  evidence  respecting  the 
time  the  entries  were  made  relative  to  the  events  recorded  and  to 
guarantee  that  the  record  accurately  represented  his  knowledge 
and  recollection  at  the  time.  The  witness  was  not  asked  to  testify 
under  oath  to  the  accuracy  of  the  memoranda.  Accordingly  to  receive 
and  consider  such  evidence  would  be  a  violation  of  the  fundamental 
principle  of  evidence  requiring  that  all  evidence  be  given  under 
oath.  The  statements  copied  from  the  diary  will  therefore  not  be 
considered  in  the  disposition  of  the  case. 

Upon  the  question  of  conception  of  the  invention  it  is  to  be  observed, 
first,  that  Burson's  Exhibit  Machine  No.  1  embodied  certain  of  the 
counts  of  the  interference ;  but  it  is  evident  from  the  record  that  this 
exhibit  underwent  frequent  changes.  The  vital  elements  of  this 
device — ^the  parts  which  engage  the  stocking  to  strip  it  from  the 
form — are  admittedly  new  parts  put  in  place  since  the  declaration 
of  the  interference.  The  inventor  testified  that  the  parts  numbered 
52  and  55  on  the  photograph  of  Exhibit  Machine  No.  1  (which  photo- 
graph is  also  in  evidence)  were  lost  from  the  original  machine,  and 
the  parts  now  on  the  machine  are  as  "  nearly  like  the  originals  as 
myself  and  the  workman  who  were  engaged  on  the  original  machine 
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were  able  to  make  them."     (Burson,  Q.   11.)     He  further  states 
(X-Q.  136)  that  the  reconstruction — 

represents  the  latest  form  In  which  the  machine  was  operated  so  nearly  as  we 
could  figure  it  in  the  absence  of  the  original  piecea 

This  statement  is  affirmed  by  Westberg.     (Westberg,  Q.  4.) 
There  is  evidence  of  other  changes.     In  answer  to  the  request  to 

give  a  history  of  the  exhibit  in  question  Burson  testified  in  part  as 

follows : 

I  would  like  to  explain  here  that  the  work  done  on  this  machine  at  first  was 
of  a  very  crude  and  cheap  plan  and  the  object  being  to  test  rather  the  principles 
involved  in -the  invention  rather  than  to  make  at  first  a  practical  working 
machine.  In  an  experience  in  the  line  of  working  up  new  devices  extending 
over  nearly  a  half  century  I  have  found  this  plan  to  be  "advantageous.  This 
explanation  is  given  to  show  why  the  machine  is  spoken  of  so  often  as  being 
changed  and  being  improved.  These  changes  made  were  almost  exclusively  in 
the  line  of  better  workmanship,  the  machine  in  the  first  construction  having 
substautially  all  of  the  parts  shown  in  this  exhibit  It  was  worked  in  our 
factory  from  time  to  time  beginning  in  January  of  1900  and  when  any  of  the 
mechanism  failed  it  was  replaced.  In  what  is  referred  to  here  under  date  of 
July  10th,  1900,  as  "  the  new  machine "  was  simply  the  .first  machine  made, 
but  new  parts  were  put  ou  that  had  worn  out  or  proved  deficient,  and  this 
frame  as  shown  here  was  the  original  frame  made.  This  machine  was  operated 
from  time  to  time  until  it  had  established  in  our  minds  the  conviction  that  it 
was  practical  when  properly  made,  but  in  all  Its  operations  was  regarded  as  an 
experimental  machine.     (Burson,  Q.  9.) 

The  stripping  means  of  "  Burson's  Exhibit  Machine  No.  1 "  con- 
sists of  a  fixed  plate  52  and  three  spring-fingers  55,  whose  upper  ends 
are  fixed  to  a  part  of  the  frame  and  whose  lower  free  ends  extend 
into  proximity  to  the  fixed  plate  52.  Upon  cross-examination  Burson 
was  asked  to  specify  the  difference  between  Exhibit  No.  1  as  it  existed 
on  July  28,  1900,  and  machines  shown  in  Burson's  Exhibit  Photo- 
graph of  Machine  No.  2  and  Burson's  Exhibit  Photograph  of 
Machine  No.  3.  In  these  latter  machines  the  stripping  means  con- 
sists of  two  cylindrical  members  in  close  proximity,  the  upper  mem- 
ber being  stationary  and  the  lower  member  being  rotated  by  a  belt 
or  the  like.     In  answer  to  the  above  inquiry  the  witness  said : 

A.  There  is  a  difference  of  construction  of  several  parts,  but  the  end  attained 
is  the  same  in  both  machines.  Both  machines  showing  a  return-canvas  "22" 
and  rollers  adapted  to  carry  the  stocking-form  through  the  stripping  device.  A 
btripping  device  substantially  alike  in  operation  in  which  the  fixed  plate  "52" 
is  replaced  by  roller  "52"  and  the  position  of  rollers  "56"  and  "72"  being 
somewhat  further  removed  from  the  stripping-plate,  and  the  box  "65"  was 
not  at  first  put  on  the  machine  No.  1  though,  as  I  remember  it  was  probably  on 
the  machine  in  July  on  the  date  referred  to.     (Burson,  X-Q.  130.) 

The  reference-numbers  used  refer  to  the  numbers  on  appellant's 
application  drawings.  According  to  this  answer,  as  understood,  on 
July  28, 1900,  Exhibit  No.  1  was  provided  with  three  upright  spring- 
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fingers  extending  into  close  proximity  to  a  rotating  roller.  This 
is  the  only  testimony  given  by  Burson  tending  to  show  the  construc- 
tion of  Exhibit  No.  1  at  any  specified  time.  As  to  this  particular 
construction  he  is  not  corroborated  by  any  witness. 

One  of  Burson's  witnesses,  Ziock,  testified  that  prior  to  July  1, 
1900,  he  saw  Exhibit  Machine  No.  1  in  its  present  condition  with  the 
exception  that  the  stripping-plate  and  finger  now  on  the  exhibit  are 
new  parts  identical  in  construction  with  the  stripping-plate  and 
fingers  on  the  machine  at  that  time.  No  other  witness  testifies  that 
this  exhibit  was  in  existence  at  the  date  alleged.  Moreover,  consid- 
erable doubt  is  thrown  on  the  accuracy  of  Ziock's  statement  by  West- 
berg,  who  states  (Q.  4)  that  he  was  working  on  the  machine  in  July, 
1900.  It  is  evident  from  his  preceding  testimony  that  he  does  not 
mean  that  he  was  using  the  machine  to  singe  stockings,  but  that  he 
was  doing  something  toward  making  it  or  repairing  it.  Moreover, 
the  only  reason  given  by  Ziock  for  fixing  the  date  as  July  1,  19t)0,  is 
that  in  July,  1900,  he  took  a  vacation.  The  collateral  fact  is  not 
proved,  and,  furthermore,  there  is  no  such  relation  between  the  main 
and  collateral  facts  as  would  cause  them  to  be  linked  together  in  the 
memory  of  the  witness.  With  respect  to  the  construction  of  this 
Exhibit  Machine  No.  1  Burson  and  his  witness  Westberg  appear  to 
agree  that  its  present  construction  is  like  the  "  latest  form  in  which 
this  machine  was  operated ;  ^'  but  there  is  not  sufficient  evidence  to 
establish  any  date  when  the  machine  was  operated  in  this  or  any 
other  form.  If  this  machine  was  constructed  and  operated  prior  to 
July  1,  1900,  it  is  remarkable  that  the  inventor  in  his  preliminary 
statement  alleged  that  he  made  no  model  and  that  he  made  no 
machine  earlier  than  January  1,  1901,  notwithstanding  the  fact  that 
he  kept  a  diary  in  which  such  events  were  recorded  and  notwith- 
standing his  long  experience  in  patent  matters,  as  shown  by  the 
record. 

Burson  further  testified  that  two  other  machines  were  completed, 
one  in  December,  1900,  and  the  other  about  February,  1901.  Photo- 
graphs of  these  machines,  known  as  No.  2  and  No.  3,  respectively, 
were  introduced  in  evidence,  accompanied  by  a  stipulation  of  counsel 
that  the  machines  were  in  actual  existence  at  the  factory  of  the 
Burson  Knitting  Company,  that  they  embody  the  invention  in  issue 
as  disclosed  in  Burson's  application,  and  that  such  photographs 
should  be  used  at  the  hearing  with  the  same  force  and  effect  as  the 
machines  themselves. 

The  dates  when  these  machines  were  completed  is  not  clearly 
established.  While  Burson  is  of  the  opinion  that  No.  2  was  com- 
pleted in  December,  1900,  he — 

gave  bat  little  attention  to  the  construction  of  this  machine,  as  it  was  con- 
sidered a  rebuilding  of  the  machine  which  was  called  "  No.  l."     (Q.  21.) 

H.  Doc.  641,  60-2 34  ^  t 
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Ziock  states  that  this  machine  was  first  operated  about  DeoMnber, 
1900,  (Ziock,  Q.  5;)  but  the  only  way  in  which  he  recalls  the  date  is 
that  in  July,  1900,  he  took  a  vacation  and  that  shortly  after  that 
July  work  was  started  on  machine  No*  2.  He  further  states  that  he 
remembers  that  they  were  very  anxious  to  get  the  machine  started 
before  Christmas;  but  the  dates  of  these  collateral  events  are  not 
proved,  and  they  are  not  so  associated  with  the  main  fact  that  proof 
of  the  former  would  tend  to  fix  the  latter.  Westberg  is  also  of  the 
opinion  that  machine  No.  2  was  completed  in  December,  1900 ;  but  he 
fixes  this  date  only  by  the  fact  that  the  building  was  raised  in  July, 
1900.  Likewise  the  date  of  this  event  is  not  proved,  nor  does  the 
recollection  of  it  appear  necessarily  to  recall  the  date  in  question. 

The  testimony  is  further  indefinite,  as  the  questions  and  answers 
are  directed  to  the  machine  as  a  whole,  and  in  no  case  are  any  par- 
ticular parts  or  part  discussed.  The  machine  has  many  parts,  and  it 
might  well  be  that  a  witness  would  be  honestly  of  the  opinion  that 
he  saw  the  whole  machine,  when  as  a  matter  of  fact  some  part  of  the 
machine  vital  to  the  issue  may  have  been  absent  or  may  have  been 
of  a  construction  different  from  the  present  cmistruction  of  the 
machine. 

Moreover,  Burson  testified  that  after  the  completion  of  the  ma- 
chine it  "  required  a  considerable  changing  and  bettering  of  parts." 
The  changes  are  not  specified,  and  if  the  testimony  be  accepted  as 
evidence  that  such  machine  contained  the  invention  of  the  issue  at 
the  time  stated  the  decision  as  to  whether  the  changes  referred  to 
were  in  the  line  of  mechanical  skill  or  invention  is  left  entirely  with 
the  witness.  The  testimony  is  considered  too  general  and  indefinite 
to  establish  the  identity  of  the  machine  at  its  alleged  date  of 
completion. 

The  evidence  respecting  the  construction  of  machine  No.  3  leaves 
the  question  of  its  date  and  identity  equally  in  doubt. 

I  am  of  the  opinion  that  the  party  on  whom  rests  the  burden  of 
proof  should  establish  his  case  by  more  convincing  evidence  than 
is  to  be  found  in  Burson's  record.  Between  the  occurrence  of  the 
events  to  which  the  testimony  relates  and  the  date  of  taking  the 
depositions  a  period  of  five  years  elapsed,  and  it  is  well  settled  that 
too  much  reliance  cannot  be  placed  on  mere  oral  evidence  as  to 
occurrences  long  since  past.  It  is  entitled  to  some  weight;  but 
where  it  is  so  general,  vague,  and  indefinite  as  it  is  in  this  case 
it  is  thought  that  it  would  be  improper  to  permit  it  to  control  the 
disposition  thereof.  The  machines  alleged  to  have  been  built  by 
Burson  in  1900  and  1901  were  built  in  the  shops  of  his  company, 
and  it  seems  that  if  the  machines  were  built  at  the  time  claimed 
satisfactory  proof  should  be  in  existence  to  prove  the  fact 
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It  is  concluded  that  Burson  has  failed  to  establish  either  concep- 
tion or  reduction  to  practice  prior  to  the  filing  date  of  his  applica- 
tion. Having  taken  this  view  of  the  case,  it  is  unnecessary  to 
^Eamine  Vogel's  ^record.  He  is  entitled  to  the  award  of  priority 
by  virtue  of  his  earlier  filing  date. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Wheeler  v.  Seeberger. 

Decided  October  15,  1906. 

(125  O.  G.,  2363.) 

1.  Irtebfebence — Motion  to  Dissolve — No  Appeal  from  Decision  That  the 

Meaning  of  the  Counts  ase  Identical  in  the  Cases  of  Different 

Pabties. 
Where  a  motion  to  dissolve  the  interference  on  the  ground  that  the 
counts  of  the  issue  mean  essentially  different  things  when  read  in  the 
two  applications  in  interference  is  denied  by  the  Primary  Examiner  and 
appeal  is  taken  to  the  Commissioner  and  it  is  contended  that  Rule  124  is 
amended  June  12,  1906,  does  not  apply,  since  the  Examiner's  decision 
was  rendered  upon  June  4,  1906,  Held  that  as  the  appeal  was  not  filed 
until  June  22,  1906,  and  is  clearly  barred  by  the  amended  rule  the  appeal 
must  be  dismissed. 

2.  Same — Changes  in  Practice — Retrospective. 

It  is  well  settled  that  alterations  in  procedure  and  practice  are  retro- 
spective in  effect  unless  there  is  some  good  reason  against  It. 

Appeal  on  Motion. 

CONVEYER. 

Messrs.  Howson  cfe  Howson  for  Wheeler. 
Messrs,  Cohum  <&  McRoberts  for  Seeberger. 

Allen,  Commissioner: 

This  is  an  appeal  by  Wheeler  from  the  decision  of  the  Primary 
Examiner  refusing  to  dissolve  the  interference. 

The  assignment  of  error  in  the  Examiner's  decision  is  in  substance 
that  he  failed  to  find  the  claims  constituting  certain  counts  of  the 
issue  to  mean  essentially  different  things  when  read  in  the  two  appli- 
cations in  interference.  Motion  is  made  by  Seeberger  for  dismissal  of 
Wheeler's  appeal  on  the  ground  that  the  right  of  appeal  from  the 
Examiner's  decision  in  this  case  is  denied  by  Rule  124  as  amended 
June  12,  1906,  providing,  in  part,  as  follows: 

No  appeal  will  be  permitted  from  a  decision  rendered  upon  motion  for  disso- 
lution affirming  ♦  ♦  ♦  the  identity  of  meaning  of  counts  in  the  cases  of  the 
diff^ent  parties. 
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Wheeler  contends  that  the  amended  rule  does  not  apply  to  the  pres- 
ent case,  for  the  reason  that  the  decision  from  which  the  appeal  is 
brought  was  rendered  before  the  amendment  to  the  rule  was  made. 
It  is  true  that  the  Examiner's  decision  was  rendered  upon  June  4, 
1906,  that  the  rule  was  not  amended  until  June  12,  1906,  and  that 
the  amendment  was  not  promulgated  until  June  19,  1906.  The 
appeal  was  not  filed,  however,  until  June  22,  1906,  and  is  clearly 
barred  by  the  amended  rule,  which  took  effect  immediately  upon 
promulgation  and  became  at  once  applicable  to  all  cases  in  which 
appeals  were  not  at  that  time  on  file.  It  is  well  settled  that  altera- 
tions in  procedure  and  practice  are  retrospective  in  effect  unless  there 
is  some  good  reason  against  it.  No  such  reason  is  found  here.  The 
fact  that  the  appeal  was  filed  within  the  limit  fixed  by  the  Examiner 
cannot  avail  the  appellant.  As  pointed  out  in  Endlich  on  the  Inter- 
pretation of  Statutes^  section  285 : 

No  person  has  a  vested  right  In  any  course  of  procedure.  He  has  only  the 
right  of  prosecution  or  defense  In  the  manner  prescribed,  for  the  time  being,  by 
or  for  the  court  in  which  he  sues ;  and  if  statute  alters  that  mode  of  procedure, 
he  has  no  other  right  than  to  proceed  according  to  the  altered  mode. 

It  is  not  apparent  that  any  other  course  could  be  followed  in  this 
case  than  to  grant  the  motion  of  Seeberger  that  the  appeal  be  dis- 
missed. 

The  appeal  is  dismissed. 


Ex  PAKTE  lowA  Soap  Company. 

Decided  August  9,  1906, 

(125  0.  G.,  2364.) 

Tbade-Mabk — Exclusive  Use. 

Held  that  the  use  of  the  term  **  Magicwasher  *'  as  a  trade-mark  for  soap 
cannot  be  considered  exclusive  under  the  "  ten-year  clause  "  of  section  5  of 
the  Trade-Mark  Act  where  it  appears  that  the  word  "  Magic  "  was  in  con- 
temporaneous use  for  the  same  class  of  merchandise. 

On  Appeal, 

TBADE-MABK  FOB  LAUNDBT-80AP. 

Mr.  Cyrus  W.  Rice  and  Mr.  J.  R,  Edson  for  the  applicant. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  rejecting  appellant's  application  for  registration  of  the  word- 
symbol  "  Magicwasher  "  as  a  trade-mark  for  soap  on  the  ground  of 
its  similarity  to  the  previously-registered  mark  "Magic"  for  the 
same  class  of  merchandise.  The  application  was  filed  under  the  "  ten- 
years'  clause"  of  section  5  of  the  Trade-Mark  Act    Whether  the 
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applicant's  use  of  the  mark  "  Magicwasher  "  can  be  considered  exclu- 
sive, as  alleged  by  him,  depends  upon  whether  the  two  marks  under 
consideration  are  so  similar  that  the  use  of  one  can,  in  view  of  the 
contemporaneous  use  of  the  other,  be  properly  termed  exclusive. 

The  Examiner  of  Trade-Marks  relies  upon  the  decision  in  the 
N.  K.  Fairbank  Company  v,  Luckel^  King  <6  Cake  Soap  Company, 
(C.  D.,  1900,  343;  92  O.  G.,  1437,)  wherein  the  Court  held  that  the 
words  "  Gold  Drop  "  infringed  the  words  "  Gold  Dust "  as  applied  to 
a  washing-powder.  This  decision  was  based  exclusively  upon  the 
similarity  of  the  words  and  regardless  of  the  fact  that  there  was  no 
resemblance  between  the  packages  and  labels  used  by  the  parties  other 
than  in  the  use  of  the  words  "  Gold  Dust "  and  "  Gold  Drop.'' 

The  word  "  Magic  "  is  the  salient  feature  of  the  marks  involved  in 
the  present  case,  and  I  am  of  the  opinion  that  the  ordinary  pur- 
chaser who  had  merely  seen  an  advertisement  or  been  told  the  name 
of  the  article  would  be  likely  to  mistake  one  for  the  other.  Upon 
similar  reasoning  the  name  "  Gold  Drop "  was  held  to  infringe 
"  Gold  Dust,"  and  I  am  of  the  opinion  that  the  Examiner  of  Trade- 
Marks  was  right  in  refusing  to  register  the  word  "  Magicwasher." 

The  decision  of  the  Examiner  of  Trade-Marks  is  aff/rmed. 


Ex   PARTE    BrASIKR. 

Decided  October  H,  1906. 

(125  O.  G.,  2364.) 

AppBAii — ^To  Exahineb8-ih-0hief — Where  Merits  are  Involved. 

Where  the  ExamiDer  has  objected  to  certain  passages  in  the  specifica- 
tions as  being  inaccurate,  erroneous,  and  misleading  and  holds  that  this 
ground  relates  to  a  question  of  form,  not  appealable  to  the  Examiners-in- 
Ohief,  but  it  appears  that  the  claim  will  not  read  upon  the  description  if 
amended  in  accordance  with  the  £iXaminer*s  views,  Held  that  the  objec- 
tion raised  by  the  Examiner  applies  with  equal  force  to  the  description 
and  the  claim  and  that  the  objection  therefore  goes  to  the  merits  and 
may  properly  be  considered  on  appeal  to  the  Examiners-in-Chief. 

On  PEimoN. 

kuecteical  lONrrioN  mechanism  fob  explosion-engines. 

Messrs.  Howson  cfe  Howson  for  the  applicant. 

Moore,  Assistant  Commissioner: 

This  is  a  petition  from  the  refusal  of  the  Primary  Examiner  to 
forward  an  appeal  to  the  Examiners-in-Chief.  The  first  ground  of 
the  appeal  is  that  the  Examiner  erred  in  rejecting  the  claim.    It  is 
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admitted  that  this  ground  is  in  proper  form  and  raises  an  appeal- 
able question.  The  second  ground  is  that  the  Examiner  erred  in  his 
understanding  of  the  construction  and  operation  of  the  applicant's 
device,  and  the  Examiner  holds  that  this  ground  relates  to  a  question 
of  form,  not  appealable  to  the  Examiners-in-Chief. 

The  invention  is  an  electrically-operating  igniting  device  for  gas- 
engines.  The  Examiner  has  taken  the  position  that  the  separation 
of  the  electrodes  would  be  effected  by  a  spring  designated  on  the 
drawing  by  the  numeral  10,  while  the  applicant  has  stated  in  the 
specification  that  this  function  is  accomplished  by  another  spring, 
designated  by  the  numeral  9.  The  appealed  claim  includes  the  fol- 
lowing limitation: 
A  spring  9  to  separate  the  movable  electrode  from  the  fixed  electroda 

The  Examiner  has  objected  to  certain  passages  in  the  specification 
as  being  inaccurate,  erroneous,  and  misleading  and  has  refused  to  pass 
the  case  to  issue  until  the  alleged  inaccuracy  is  corrected.  The  pas- 
sages objected  to  are  to  the  effect  that  the  separation  of  the  electrodes 
is  caused  by  the  spring  9.  The  Examiner  states  that  he  has  not  ob- 
jected to  the  clause  of  the  claim  quoted  above  for  the  reason  that  after 
the  initial  separation  of  the  electrodes  by  the  spring  10  the  spring  9 
would  act  to  rotate  the  shaft  carrying  the  movable  electrode  if  the 
rotation  of  the  shaft  were  not  completed  by  the  action  of  the  spring 
10  or  if  the  speed  of  rotation  of  the  shaft  due  to  spring  10  should  fall 
below  the  speed  of  contraction  of  the  spring  9. 

The  word  "  separation  "  as  used  in  the  claim  evidently  refers  to  the 
breaking  of  the  contact  between  the  electrodes.  If  this  contact  is 
broken  by  the  action  of  the  spring  10,  any  subsequent  action  of  the 
spring  9  in  increasing  the  distance  between  the  already-separated  elec- 
trodes would  not  come  within  the  meaning  of  the  issue  as  defined  in 
the  specification.  If  the  mechanism  operates  as  contended  by  the 
Examiner,  the  specification  is  inaccurate,  and  the  limitation  in  the 
claim  to  a  spring  9  to  separate  the  electrodes  is  not  readable  upon  the 
mechanism  invented  by  the  applicant. 

The  Examiner  has  stated  that  the  description  of  the  invention  must 
be  amended  in  accordance  with  his  views  before  the  case  can  pass  to 
issue.  The  applicant  is  of  the  opinion  that  such  amendment  would 
render  his  description  incorrect  and  that  the  claim  would  not  be  read- 
able upon  the  amended  description.  The  contention  that  the  claim 
would  not  read  upon  the  description  as  amended  in  accordance  with 
the  Examiner's  views  is  correct.  The  objection  raised  by  the  Ex- 
aminer applies  with  equal  force  to  the  description  and  the  claim.  The 
objection  therefore  goes  to  the  merits  and  may  properly  be  considered 
on  appeal  to  the  Examiners-in-Chief. 

The  petition  is  granted. 
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Ullman  &  Company  and  Gin  Phosphate  Company  v.  Bluthbn- 

THAIi  &  BiCKEBT. 

Decided  September  26, 1906, 
(125  O.  G.,  2763.) 

1.  Tbadb-Mabk  Opposition — Opposition  Sustained. 

Registration  of  applicants'  mark  refused  where  the  opposers  hare  estab- 
lished prior  adoption  and  continuous  use  of  their  mark  and  the  marks  are 
of  such  similarity  as  to  be  likely  to  cause  confusion  or  to  deceive  purchasers. 

2.  Same — Identttt  of  Mabks. 

Applicants'  mark  consisting  of  the  representation  of  two  sprays  of  the 
juniper-tree,  associated  with  the  words  **  Genuine  Phosphate  Gin  "  arranged 
thereover  in  white  on  a  black  background,  and  the  opposers'  mark  consist- 
ing of  a  valley  scene  with  a  large  tree  in  the  foreground  and  the  words 
**Gin  Phosphate"  in  large  letters  sufficiently  resemble  each  other  to  be 
likely  to  cause  confusion  in  the  mind  of  the  public  or  to  deceive  purchasers. 

Appeal  from  Examiner  of  Interferences. 
tsade-mabk  fob  oin. 

Mr.  Willis  L.  Gibson^  Mr.  Arthur  P.  Chreeley^  and  Mr.  Francis  B. 
James  for  Ullman  &  Company  and  Gin  Phosphate  Company. 
Mr.  J.  L.  Atkins  for  Bluthenthal  &  Bickert. 

Allen,  Commissioner: 

This  is  an  appeal  by  Blnthenthal  &  Bickert  from  the  decision  of 
the  Examiner  of  Interferences  sustaining  the  opposition  of  Ullman 
&  Company  and  Gin  Phosphate  Company  to  their  application  for 
registration  of  a  trade-mark. 

The  Examiner  of  Interferences  found  that  the  applicants  have  used 
the  mark  for  which  registration  is  sought  continuously  since  June 
4,  1896.  It  does  not  appear  that  any  claim  is  made  by  them  to  an 
earlier  date.  He  found  that  the  opposers,  through  predecessors,  are 
entitled  as  a  date  of  adoption  of  their  mark  to  October  21,  1893,  and 
that  they  have  used  their  mark  continuously  since  that  time.  He 
also  found  that  the  applicants'  trade-mark  so  nearly  resembles  the 
mark  proved  by  opposers  as  to  deceive  purchasers.  If  there  is  no 
error  in  these  findings,  there  is  none  in  the  conclusion  that  the  oppo- 
sition should  be  sustained. 

The  applicants  contend  that  opposers'  proof  of  title  is  insufficient, 
in  that  they  have  offered  no  primary  evidence  of  incorporation  of 
their  alleged  predecessor.  The  Anchor  Distilling  Company,  and  in 
that  they  have  not  fully  established  the  subject-matter  of  the  transfer 
from  The  Anchor  DistiUing  Company  to  them.  The  contention  is  of 
no  force.  The  title  and  transfer  are  amply  established  for  the  pur- 
poses of  this  case  by  the  testimony  of  Strauss  and  Cohen,  as  pointed 
out  in  the  decision  of  the  Examiner  of  Interferences.  It  appears, 
moreover,  that  Ullman  &  Company  and  Gin  Phosphate  Ciwnpany 
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have  themselves  used  their  mark  continuously  since  April  23,  1895. 
This  use  is  in  itself  sufficient  to  sustain  the  opposition.  In  view  of 
this  use  applicants  cannot  be  found  the  first  to  adopt  a  mark  of  whidi 
the  opposers'  mark  would  be  an  infringement 

Nothing  contrary  to  this  view  of  the  case  is  found  in  the  case  of 
O'Rourke  v.  Central  City  Soap  Co.,  (C.  D.,  1886, 217;  35  O.  G-,  875; 
26  F.  R.,  576,)  cited  by  the  applicants.  In  that  case  there  was  no 
finding  that  defendants  were  entitled  to  exclude  others.  The  decision 
was  that  complainants  were  not  entitled  to  exclude  others.  In  the 
present  case  the  opposers'  right  to  exclude  others  is  not  up  for  con- 
sideration. 

Applicants  also  contend  that  opposers'  proof  of  use  is  insufficient. 
I  find  that  the  Examiner  of  Interferences  took  the  proper  view  of  the 
evidence  upon  this  question  and  that  the  opi)osers'  proofs  in  this 
regard  are  ample. 

This  brings  me  to  the  question  whether  the  applicants'  mark  suffi- 
ciently resembles  that  set  up  by  opposers  to  make  the  prior  use  of  the 
latter  effective  against  the  applicants'  claim  to  a  right  of  registration. 
The  applicants'  mark  as  shown  upon  their  drawings  and  described 
in  their  application  consists  of  the  representation  of  two  sprays  of 
the  juniper-tree,  associated  with  the  words  "Genuine  Phosphate 
Gin  "  arranged  thereover  in  white  on  a  black  background.  The  mark 
set  up  by  opposers  consists  of  a  valley  scene  with  a  large  tree  in  the 
foreground  and  the  words  "  Gin  Phosphate  "  in  large  letters. 

I  am  of  the  opinion  that  the  applicants'  mark  sufficiently  resembles 
that  of  opposers  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public  or  to  deceive  purchasers.  The  words  "  (Jenuine  Phos- 
phate Gin  "  in  the  applicants'  mark  are  the  practical  equivalent  of 
the  words  "  Gin  Phosphate  "  found  upon  opposers'  label.  Since  the 
applicants  have  made  these  words  part  of  the  mark  which  they  seek 
to  register,  the  corresponding  words  upon  the  opposers'  label  must  be 
regarded  as  part  of  the  mark  shown  there.  The  words  "  Gin  "  and 
"  Phosphate  "  form  so  prominent  and  important  a  part  of  both  marks 
when  so  considered  that  the  differences  in  the  remaining  portions  of 
the  marks  are  of  no  practical  consequence.  I  do  not  perceive  how  the 
contention  that  the  words  "  Gin  Phosphate  "  are  descriptive  and  not 
capable  of  appropriation  as  a  trade-mark  can,  if  granted,  aid  the 
applicants.  They  have  adopted  corresponding  words  as  a  part  of 
their  mark,  and  the  question  of  identity  must  be  determined  by  com- 
parison of  the  marks  as  a  whole  and  not  by  comparison  of  only  tiose 
portions  of  the  marks  which  might  form  proper  subject-matter  for 
separate  registration. 

The  applicants  invoke  the  doctrine  of  estoppel.  It  appears  tiitt 
suit  was  brought  by  opposers  in  the  superior  court  of  Fulton  county, 
Ga.,  seeking  an  injunction  against  applicants  and  other  relief  from 
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the  infringement  of  their  trade-mark.  The  trade-marks  in  issue 
there  were  the  same  as  those  involved  in  the  present  proceeding.  The 
request  for  injunction  was  considered  apparently  upon  affidavits  only 
and  was  denied  in  the  year  1897.  No  further  steps  were  taken  in  the 
case.  I  do  not  find  in  these  facts  any  reason  why  the  Office  should 
not  consider  the  case  presented  by  opposers  here  and  take  action 
thereon  under  section  7  of  the  Trade-Mark  Act  upon  finding  that  the 
applicants  are  not  the  first  to  adopt  and  use  their  mark  or  one  sub- 
stantially equivalent  thereto. 

The  case  of  Princess  Metallic  Paint  Co.  v.  Prince  Mfg.  Go.  (57 
F.  R.,  938)  is  not  in  conflict  with  this  conclusion.  •  There,  as  in  the 
case  of  O'^Rourke  v.  Central  City  Soap  Co.^  supra,  the  finding  is  that 
the  complainant  may  not  exclude  the  defendant.  There  is  no  finding 
that  the  defendant  may  through  the  defect  in  complainant's  title  or 
through  complainant's  laches  obtain  the  right  to  exclude  others.  The 
right  to  exclude  must  be  distinguished  from  the  right  to  use. 

As  the  question  of  registration  is  fully  disposed  of  in  the  preceding 
portions  of  this  decision  adversely  to  the  applicants,  it  is  unnecessary 
to  consider  the  effect  of  the  misrepresentations  appearing  upon  the 
applicants'  label. 

The  decision  of  the  Examiner  of  Interferences  sustaining  the  oppo- 
sition is  affirmed. 


Ex  PARTE  MiLLETT  AND  ReED. 

Decided  October  11,  1906. 

(125  O.  G.,  2764.) 

1.  Rbofenino  Application — Amendment  Should  Be  Fbesbnted  on  Citation  of 

THE  New  Refebence. 
Where  applicants  contend  that  their  application  should  be  reopened  for 
the  reason  that  in  the  answer  to  their  bill  In  equity  new  references  were 
cited,  Held  that  any  right  to  amend  which  may  have  arisen  in  the  applica- 
tions by  reaton  of  the  citation  of  the  new  references  has  been  lost  through 
the  prosecution  of  the  suit  to  a  final  determination  without  asserting  said 
right 

2.  Same — Same. 

The  practice  of  requiring  any  amendment  desired  in  view  of  newly-cited 
references  to  be  brought  upon  the  citation  of  these  references  and  before 
farther  prosecution  of  the  case  will  generally  result  in  a  speedier  final 
determination  of  the  case  and  Is  in  the  interest  of  the  public. 

On  Petition. 

BOUBDON-TUBE  8PBIN0  FOB  STEAM -PBE8SUBE  0A0E8. 

Application  filed  February  17,  1900,  No.  5,602. 
Mr.  Ralph  W.  Foster  for  the  applicants. 
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All£n,  Commissioner: 

This  is  a  petition  that  an  application  be  reopened  under  Rule  142 
for  further  prosecution. 

The  history  of  the  case  is  concisely  stated  by  the  Examiner  as 
follows : 

This  application  is  the  last  of  three  consecntively-flled  applications  baaed  apon 
the  same  identical  invention.  Each  of  these  applications  was  duly  considered 
by  the  Primary  Examiner  and  the  claims  thereof  rejected.  Upon  the  rejection 
of  the  claims  of  the  application  now  in  question  an  appeal  was  taken  to  the 
Examiners-in-Chief.  Upon  an  adverse  decision  by  that  tribunal  appeal  was 
taken  to  the  Commissioner,  and  npon  an  adverse  decision  by  him,  appeal  was 
taken  to  the  Ck)urt  of  Appeals  of  the  District  of  Columbia,  which  decided 
adversely ;  and  thereupon  a  bill  in  equity  was  filed  under  section  4915,  Revised 
Statutes,  in  the  Supreme  Court  of  the  District  of  Columbia.  The  decision  of 
this  court  was  adverse  and  thereupon  appeal  was  taken  to  the  Court  of  Appeals 
of  the  District  of  Columbia. 

The  court  of  appeals  affirmed  the  decision  of  the  lower  court.  In 
the  answer  to  the  bill  in  equity  new  references  were  cited.  The  cita- 
tion of  the  new  references  is  relied  upon  by  the  applicants  as  the 
reason  why  the  case  should  be  reopened.  Where  a  new  reference  is 
cited,  however,  upon  appeal  in  the  Patent  Office,  the  practice  is  to 
require  the  applicant  to  elect  whether  the  case  shall  be  returned  to 
the  Primary  Examiner  for  consideration  of  amendments  or  whether 
the  appeal  shall  be  continued  without  amendment,  and  if  he  chooses 
the  latter  course  he  is  considered  to  have  waived  the  right  to  amend. 
The  question  is  presented  whether  this  petition  should  not  be  denied 
by  reason  of  the  election  of  the  petitioners  to  prosecute  their  bill  after 
the  citation  of  new  references  in  the  answer.  I  am  of  the  opinion 
that  it  should  be  so  denied.  The  interests  of  the  public  are  in  favor 
of  an  early  termination  of  the  question  of  patentability,  either  by 
the  issue  of  a  patent  or  by  its  final  refusal.  The  practice-  of  requir- 
ing any  amendment  desired  in  view  of  newly-cited  references  to  be 
brought  upon  the  citation  of  these  references  and  before  further 
prosecution  of  the  case  will,  as  a  general  proposition,  result  in  a 
speedier  final  determination  of  cases  than  would  a  contrary  practice. 
Parties  are  much  more  apt  to  urge  amendments  without  any  real 
necessity  traceable  to  the  new  citation  after  final  decision  against 
them  than  before  such  decision  has  been  rendered.  The  present  appli- 
cation has  been  before  the  Office  since  February  17, 1900,  and  is  stated 
by  the  Examiner  to  be  the  last  of  three  consecutively-filed  applica- 
tions based  upon  the  same  invention.  The  case  should  not  be 
opened  for  further  prosecution  unless  the  applicants  have  a  dear 
right  thereto.  It  is  believed  that  any  right  to  amend  which  may 
have  arisen  in  the  applicants  by  reason  of  the  new  references  in- 
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eluded  in  the  answer  to  their  bill  in  equity  has  been  lost  throu^  the 
prosecution  of  the  suit  to  a  final  determination  without  asserting 
the  same. 

The  petition  is  denied. 


Ex  PARTE  Penn  Tobacco  Co. 
Decided  August  13,  1906. 

(126  O.  G.,  2764.) 

1.  Trade-Mabks — ^Affidavits. 

Where  an  applicant  presented  on  appeal  affidavits  relative  to  the  abandon- 
ment of  the  registrant's  mark  In  which  his  application  had  been  rejected 
and  the  registration  was  under  the  invalid  act  of  1870,  Held  that  the  case 
should  be  remanded  to  the  Examiner  of  Trade-Marks  for  consideration  of 
the  affidavits. 

2.  Appeal — Affidavits. 

On  appeal  consideration  should  not  be  given  to  affidavits  which  were  not 
before  the  tribunal  from  which  the  appeal  is  taken. 

On  Appeal, 

TBADE-MABK    FOB   SMOKING   AND   CHEWING   TOBACCO. 

Messrs.  Fred  G.  Dieterich  <&  Co.  for  the  applicant. 

Moore,  Acting  Commisioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  mark  presented  by  the  above-entitled  appli- 
cation. 

Subsequently  to  the  filing  of  the  appeal  the  attorney  for  the  appli- 
cant filed  an  affidavit  to  the  effect  that  he  has  been  informed  that  the 
successors  of  Reid,  Murdoch  and  Fisher  abandoned  the  use  of  the 
trade-mark  "  Sterling  "  a  long  time  ago,  but  that  the  exact  date  of 
abandonment  cannot  be  ascertained.  It  is  a  well-settled  principle 
that  no  evidence  should  be  considered  on  appeal  that  was  not  before 
the  tribunal  from  which  the  appeal  is  taken.  The  only  question 
before  me,  therefore,  in  connection  with  this  affidavit  is  whether  the 
matters  alleged  constitute  sufficient  grounds  for  remanding  the  case 
to  the  Examiner  of  Trade-Marks  for  reconsideration.  Reid,  Mur- 
doch and  Fisher's  mark  was  registered  under  the  act  of  1870,  which 
has  been  declared  unconstitutional  by  the  Supreme  Court.  The  affi- 
davit referred  to  may  therefore  have  a  material  bearing  on  the  case 
in  accordance  with  the  procedure  announced  in  ex  parte  TJie  Star 
Distillery  Company^  (C.  D.,  1905,  493;  119  O.  G.,  964)  and  Schneider 
V.  The  Union  Distilling  Company^  {ante^  129;  121  O.  G.,  1676.)  For 
this  reason  the  case  is  remanded  to  the  Examiner  of  Trade-Marks  for 
further  consideration. 
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Donning  v.  Fisher. 

Decided  Septemher  26,  1906, 

(125  O.  G.,  2765.) 

1.  Intebfebence — Motion  fob  Dissolution — AuTHOBiry  of  Examineb  to  Sug- 

gest AND  GBANT  a  REHEABINO. 

Where  a  motion  for  dissolution  on  the  ground  that  F.  had  no  right  to 
make  the  claims  in  his  reissue  application  because  of  interrening  rights  was 
denied  by  the  Examiner  on  the  ground  that  the  record  contained  no  evidence 
of  intervening  rights,  but  in  his  decision  stated  that  if  this  ground  of  the 
motion  could  be  substantiated  he  would  grant  a  rehearing  on  this  point, 
Held  that  the  tribunals  of  the  Patent  Office  have  a  power  over  their  Judg- 
ments within  the  limits  of  appeal  similar  to  that  of  a  court  over  its  Judg- 
ments, that  they  have  the  power  to  request  a  rehearing  on  any  point  vipon 
which  they  desire  further  light,  and  that  the  Examiner  acted  within  his 
authority  in  suggesting  a  rehearing. 

2.  Reheabino — Within  Discbetion  of  Tbibunal  Having  Jubisdiotion. 

The  granting  of  a  rehearing  or  a  refusal  to  grant  the  same  are  matt»s 
within  the  discretion  of  the  tribunal  having  Jurisdiction  of  the  case  at  the 
time,  and  it  is  a  well-settled  principle  that  the  Commissioner  will  not  control 
that  discretion  except  to  prevent  irreparable  Injury. 

On  Petition. 

type-wbiteb. 

Mr.  R.  G.  Dyrenforth  for  Donning. 
Mr.  E.  G.  Siggers  for  Fisher. 

Moore,  Acting  Commissioner: 

This  is  a  petition  by  Fisher  asking  that  a  decision  of  a  Primary 
Examiner  granting  a  rehearing  of  a  motion  to  dissolve  the  interfer- 
ence be  reviewed  and  set  aside. 

The  interference  was  declared  between  Donning's  original  applica- 
tion and  Fisher's  reissue  application.  Donning  brought  a  motion  to 
dissolve  on  three  of  the  grounds  specified  in  the  rules,  and  under  the 
ground  of  lack  of  right  to  make  the  claims  it  was  alleged,  among  other 
things,  that  Fisher  had  no  right  to  make  the  claims  because  of  inter- 
vening rights.  The  Primary  Examiner  decided  the  motion  on  all 
grounds,  and  on  the  question  of  Fisher's  right  to  make  the  claims 
decided  adversely  to  Fisher  for  reasons  stated ;  but  he  found  that  the 
record  contained  no  evidence  of  intervening  rights. 

After  making  this  observation  with  respect  to  the  lack  of  evid^ce 
on  this  point  the  decision  states : 

If  such  is  a  fact  and  Donning  can  substantiate  the  same,  a  rehearing  on  this 
particular  i>oint  will  be  given  before  the  Primary  Examiner  before  the  limit  of 
appeal  set  for  this  decision  is  up. 

In  accordance  with  the  suggestion  a  motion  to  rehear  was  brought 
and  granted. 
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Fisher  now  asks  that  by  the  exercise  of  my  supervisory  authority 
I  set  aside  the  Primary  Examiner's  decision  upon  the  following 
grounds : 

1.  That  in  bnrdening  his  original  decision  with  a  promise  to  rehear  the 
motion  for  the  purpose  of  considering  matter  not  in  the  original  motion  record 
the  ESzamlner  exceeded  his  authority. 

2.  That  in  granting  a  rehearing  necessitated  by  the  fanlt  of  the  moving 
party  without  any  showing  whatever  as  to  why  the  evidence  to  be  considered 
was  not  earlier  presented,  the  Examiner  acted  outside  of  his  jurisdiction, 
since  the  granting  of  the  motion  did  not  involve  the  exercise  of  his  discretion, 
but  was  a  mere  arbitrary  disregard  of  the  conditions  upon  which  rehearlngs 
may  be  granted. 

Three  other  grounds  were  stated  relating,  respectively,  to  the  pro- 
priety of  considering  ex  parte  affidavits  on  the  question  of  intervening 
rights,  the  right  to  take  proofs  on  interlocutory  motions,  and  the 
propriety  of  delaying  the  interference  for  the  investigation  of  a 
statutory  bar. 

Petitioner  does  not  here  raise  the  question  whether  the  Examiner 
acted  in  time,  but  questions  his  authority  to  grant  a  rehearing  under 
the  circumstances. 

It  seems  clear  that  the  Primary  Examiner  did  not  act  outside  his 
jurisdiction,  A  court  has  control  over  its  own  judgments  and  de- 
crees during  the  term  at  which  they  were  rendered  and  may  at  any 
time  before  the  expiration  of  the  term,  in  the  exercise  of  its  discre- 
tion, open,  amend,  correct,  revise,  vacate,  or  supplement  any  judg- 
ment or  decree  rendered  during  such  term.  The  tribunals  of  the 
Patent  Office  have  this  power  over  their  judgments  within  the  limits 
of  appeal.  They  also  have  the  power,  in  analogy  to  the  practice  in 
the  courts,  of  requesting  a  rehearing  on  any  point  upon  which  they 
desire  further  light.  In  this  case  the  Examiner  was  acting  within 
his  authority  in  suggesting  a  rehearing  in  order  that  his  decision 
might  be  supplemented  by  a  decision  on  the  question  of  intervening 
rights. 

The  granting  of  a  rehearing  or  a  refusal  to  grant  the  same  are 
matters  within  the  discretion  of  the  tribunal  having  jurisdiction  of 
the  case  at  the  time,  and  it  is  a  well-settled  principle  that  the  Com- 
missioner will  not  control  that  discretion  except  to  prevent  irrep- 
arable injury. 

The  last  three  grounds  for  asking  that  the  Primary  Examiner's 
decision  be  set  aside  relate  to  matters  upon  which  he  has  as  yet  ren- 
dered no  decision.  It  cannot  be  presumed  that  the  Examiner  will 
take  any  action  contrary  to  the  Rules  of  Practice  of  the  Office.  When 
the  Examiner  shall  have  rendered  his  decision  on  these  points,  it 
will  be  in  order  to  ask  the  proper  appellate  tribunal  to  review  the 
same. 

The  petition  is  denied. 
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Day  v.  Adt  v.  Hardt. 

Decided  September  26,  1906. 
(125  0.  G.,  2765.) 

INTEKFEBENCE — AMENDING  PBELIMINAKY  STATEMENT. 

Where  a  party  used  the  word  *'  model  '*  in  his  preliminary  statement  as 
commonly  used  in  the  factory,  to  Indicate  experimental  full-sized  deTioes 
made  by  hand,  which,  if  found  satisfactory,  are  copied  In  subsequently 
making  the  commercial  device  in  large  quantities  by  machinery,  and  it 
appears  that  his  attorney  prepared  the  preliminary  statement  from  writ- 
ten memoranda  mailed  to  him  and  did  not  discover  that  the  party  had  not 
used  the  word  *'  model "  in  the  legal  sense  until  preparing  to  take  testi- 
mony, and  where  the  motion  was  brought  before  any  testimony  was  taken 
and  it  does  not  appear  that  the  delay  in  bringing  the  motion  will  work  any 
Injury  to  the  opponent,  Held  that  the  party  should  be  permitted  to  correct 
his  mistake. 

Appeal  on  Motion. 

EYEGLASSES. 

Mr,  John  C.  Dewey  for  Day. 
Mr.  Frederick  F.  Church  for  Adt. 
Mr.  L.  M.  Hopkins  for  Hardy. 

Moore,  Acting  Corfi/missioner: 

This  is  an  appeal  by  Adt  from  the  decision  of  the  Examiner  of 
Interferences  granting  a  motion  brought  by  Day  for  permission  to 
amend  his  preliminary  statement 

The  portion  of  Day's  original  preliminary  statement  which  he  de- 
sires to  amend  alleged — 

That  on  or  about  May  9,  1904,  he  made  a  model  of  the  invention. 
That  on  or  about  December  17,  1904,  he  embodied  the  invention  In  a  fnll- 
slzed  device,  which  was  completed  on  or  about  December  17,  1904. 

Day  moved  to  amend  his  preliminary  statement  by  changing  the 
above  allegations  to  read : 

That  on  or  about  May  9th,  1904,  full-size  devices  embodying  the  invention 
Involved  in  this  interference  were  made,  and  the  Invention  was  completed  and 
reduced  to  practice  in  May,  1904. 

That  on  about  December  17th,  1904,  other  full-size  devices  embodying  the  in- 
vention involved  In  this  interference  were  made  and  completed,  and  reduced  to 
practice,  on  or  about  December  17th,  1904. 

The  record  shows  that  the  preliminary  statements  of  the  parties 
were  approved  on  February  16,  1906.  Day's  time  for  taking  his 
testimony-in-chief  was  extended  by  stipulation  to  June  29,  1906,  due, 
it  is  claimed  in  behalf  of  Day,  to  an  attempt  to  amicably  settle  the 
interference.  Counsel  for  Day  states  in  his  affidavit  that  when  he 
interviewed  Day  on  June  25,  1906,  regarding  the  taking  of  his  testi- 
mony he  found  that  the  device  made  on  May  9,  1904,  and  which  Day 
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termed  in  his  preliminary  statement  "a  model,"  was  in  reality  a 
full-sized  device  and  constituted  a  reduction  to  practice  of  the 
invention. 

Service  of  the  papers  of  Day's  motion  to  amend  his  preliminary 
^'statement  was  made  on  counsel  for  Adt  on  June  27,  1906,  the  day  on 
which  Day  ccMnmenced  the  taking  of  his  testimony.  The  motion 
paper  was  filed  in  this  appeal  on  June  29, 1906. 

In  his  appeal  Adt  contends  that  the  party  Day  was  negligent  in 
bringing  his  motion  to  amend,  also  in  the  preparation  of  his  original 
preliminary  statement,  and  that  the  showing  made  does  not  excuse 
the  lack  of  diligence. 

In  behalf  of  Day  it  is  urged  that  Day  used  the  word  "  model "  in 
his  preliminary  statement,  as  commonly  used  in  the  factory,  to  indi- 
cate experimental  full  sized  devices  made  by  hand,  which,  if  found 
satisfactory,  are  copied  in  subsequently  making  the  commercial  device 
in  large  quantities  by  machinery.  It  appears  from  the  affidavit  of 
Dewey,  attorney  for  Day,  that  he  prepared  the  preliminary  state- 
ment of  Day  from  written  memoranda  mailed  to  him  and  that  the 
fact  that  Day  had  not  used  the  word  "  model  "  in  the  legal  sense  was 
not  discovered  until  preparation  was  made  for  taking  testimony. 

Day  brought  his  motion  before  any  testimony  was  taken  by  Adt, 
who  thus  had  knowledge  of  the  case  Day  would  attempt  to  prove. 
It  does  not  appear  that  the  delay  in  bringing  the  motion  will  work 
any  injury  to  the  party  Adt. 

Concerning  circumstances  similar  to  those  of  this  case,  the  present 
Commissioner  said  in  Fordyce  v.  Taisey^  (C.  D.,  1903,  81 ;  102  O.  G., 
821:) 

Fordyce's  explanation  as  to  his  misuse  of  the  word  "  model  **  in  its  legal  sense 
is  a  reasonable  one,  and  in  veiw  of  the  fact  that  his  motion  was  brought  prior  to 
the  taking  of  any  testimony  it  is  thought  his  motion  should  have  been  granted 
if  the  only  change  he  desired  to  make  was  to  allege  that  a  device  made  on  a 
certain  date  constituted  a  reduction  to  practice  instead  of  a  model. 

In  the  case  of  Hammond  v.  Baschj  (C.  D.,  1905,  615;  115  O.  G., 
804,)  where  a  motion  similar  to  that  now  under  consideration  was 
refused  by  the  Commissioner,  the  Court  of  Appeals  of  the  District  of 
Columbia  stated: 

We  are  unable  to  say  that  there  was  such  an  abuse  of  discretion  in  refusing 
the  leave  to  amend  in  this  case,  though  it  would  seem  from  all  that  is  disclosed 
on  the  face  of  the  record,  that  the  rule  was  enforced  with  much  strictness. 

The  showing  made  by  Day  is  considered  reasonable.  His  motion 
was  brought  prior  to  the  taking  of  testimony  by  Adt,  appears  to  have 
been  made  in  good  faith,  and  is  thought  to  have  been  properly 
granted. 

The  decision  of  the  Examiner  of  Interferences  allowing  Day's 
motion  to  amend  his  preliminary  statement  is  affirmed. 
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Ex  PABTE  KOGEBS. 

Decided  September  26,  1906. 

(125  O.  G.,  2766.) 

1.  Executors  and  ADifnnsTBATOBS — Pboof  op  Attthobitt  to  Intebvene. 

Wbere  papers  were  filed  signed  by  two  alleged  executors  of  the  estate  of 
the  deceased  applicant  together  with  copies  of  what  purport  to  be  commis- 
sions signed  by  the  clerk  of  the  State  district  court  where  the  applicant 
resided,  emi>owering  them  to  act  as  executors  within  the  State,  Held  not  to 
be  sufficient  proof  of  the  genuineness  of  the  executors'  commissions  and 
that  the  proper  way  to  prove  the  authority  of  executors  and  administrators 
to  intervene  in  the  prosecution  of  applications  for  patents  is  by  a  certified 
copy  of  letters  testamentary  or  letters  of  administration  signed  by  an  ofllcer 
of  the  court  authenticated  by  the  seal  of  the  court 

2.  Same — Same. 

Where  the  alleged  executors  have  filed,  as  evidence  of  their  authority,  a 
certified  copy  of  the  order,  approving  the  will,  Held  that  said  order  does  not 
specify  the  scope  of  the  authority  of  the  persons  who  seek  to  intervene 
and  that  inasmuch  as  the  appointment  of  an  executor  may  be  limited  as  to 
the  time  when  the  person  appointed  shall  begin  or  when  he  shall  cease  to  be 
executor,  or  as  to  where  the  executor  shall  act,  or  as  to  the  subject-matter 
over  which  the  executorial  power  is  to  be  exercised  it  is  necessary  that  the 
scope  of  the  authority  of  the  executor  be  proved. 
8.  PowEB  OF  Attorney — General  Powers  Not  RECooNizEa 

Where  the  power  of  attorney  given  by  one  of  the  executors  is  not  signed 
in  person,  but  by  one  claiming  to  act  as  his  attorney.  Held  that  said  power 
of  attorney  should  not  be  recognized,  since  the  rule  of  the  Office  whidi 
denies  recognition  to  general  powers  of  attorney  seems  to  be  applicable. 
4.  Abandonment   of   Application — Unaxtthobized   Amendment   Insuffiodent 
TO  Pbevent  Abandonment. 
Where  the  only  amendment  filed  within  the  year  allowed  by  law  was 
filed  by  an  attorney  who  had  not  furnished  proper  evidence  of  his  power 
to  act  in  the  case.  Held  that  the  application  is  abandoned. 

On  Petttion. 

ABT  OF  TBANSMITTING  HUMAN   INTELLIGENCE  MAGNETICALLY  OR  ELECTBICALLY. 

Mr.  Chas.  J.  Kintner  and  Mr.  Walter  F.  Rogers  for  the  applicant. 

MooRE,  Acting  Commissioner: 

This  is  a  petition  from  a  decision  of  the  Primary  Examiner  hold- 
ing an  application  abandoned  for  lack  of  proper  prosecution. 

The  application  was  filed  April  29,  1899,  and  prosecuted  until 
August  16,  1905,  when  the  inventor  died.  On  December  20, 1905,  an 
amendment  was  presented  signed  by  the  attorney  of  record.  On 
December  23, 1905,  the  last  day  of  the  year  allowed  by  law  for  action, 
papers  were  filed  signed  by  two  alleged  executors  of  the  estate  of  the 
deceased  applicant,  reappointing  the  attorney  of  record  and  expressly 
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ratifying  the  amendment  filed  December  20, 1905.  These  papers  were 
accompanied  by  a  copy  of  the  amendment  of  December  20  and  by 
copies  of  what  purport  to  be  commissions  signed  by  the  clerk  of  the 
State  district  court  where  the  applicant  resided  empowering  them  to 
act  as  executors  within  the  State.  The  Primary  Examiner  held  that 
this  paper  showed  on  its  face  that  the  executors'  power  extended  only 
to  property  and  debts  within  the  State  and  that,  furthermore,  the 
commissions  were  not  properly  proved.  Some  correspondence  took 
place  between  the  applicant  and  the  Office  with  regard  to  the  suffi- 
ciency of  this  action.  On  March  7,  1906,  the  attorney  of  record  was 
reappointed  by  the  remaining  executors.  The  power  of  attorney 
given  by  one  of  these  executors,  Sidney  W.  Bogers,  is  not  signed  in 
person,  but  by  one  Raymond  C.  Spaulding,  claiming  to  act  as  his 
attorney.  These  powers  of  attorney  contained  no  ratification  of  the 
actions  previously  taken  in  the  case.  Accompanying  these  powers  was 
a  certified  copy  of  the  order  affirming  the  will  of  the  decedent.  The 
Primary  Examiner  held  that  these  papers  could  have  no  effect  in 
modifying  his  previous  decision,  but  suggested  that  they  might  be 
used  on  a  petition  to  the  Commissioner  on  the  question  of  abandon- 
ment. The  questions  for  consideration  now  are  whether  the  action  of 
December  23,  1905,  was  a  proper  response  to  the  previous  Office 
action,  and,  if  not,  whether  the  papers  since  filed  warrant  a  holding 
that  the  application  is  not  abandoned. 

The  action  of  the  Primary  Examiner  holding  the  action  of  Decem- 
ber 23, 1905,  insufficient  was  clearly  correct,  as  there  was  not  sufficient 
proof  of  the  genuineness  of  the  executors'  commissions.  The  proper 
way  to  prove  the  authority  of  executors  and  administrators  to  inter- 
vene in  the  prosecution  of  applications  for  patents  is  by  a  certified 
copy  of  the  letters  testamentary  or  letters  of  administration  signed  by 
an  officer  of  the  court,  authenticated  by  the  seal  of  the  court.  The 
first  question  must  be  answered  in  the  negative. 

The  papers  filed  since  the  amendment  of  December  23, 1905,  do  not 
furnish  a  proper  basis  for  a  holding  that  the  application  is  not 
abandoned.  One  of  the  first  requisites  to  a  favorable  decision  on  this 
question  is  that  a  proper  action  be  filed  upon  which  action  can  at 
once  be  taken  by  the  Office.  There  is  no  such  action  now  before  the 
Office.  In  the  first  place,  the  executors'  authority  to  take  action  is 
not  proved.  The  certified  copy  of  the  order  approving  the  will  does 
not  specify  the  scope  of  the  authority  of  the  persons  who  seek  to 
intervene.  Inasmuch  as  the  appointment  of  an  executor  may  be 
limited  as  to  the  time  when  the  person  appointed  shall  begin  or  when 
he  shall  cease  to  be  executor,  or  as  to  where  the  executor  shall  act,  or 
as  to  the  subject-matter  over  which  the  executorial  power  is  to  be 
exercised,  {Am.  c6  Eng.  Encylcopedia  of  law^  vol.  11,  p.  748,)  it  is 
H.  Doc  641,  59-2 35 
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necessary  that  the  scope  of  the  authority  of  the  executor  be  proTed. 
In  the  second  place,  even  if  the  authority  of  the  executors  to  intervene 
were  proved  the  attorney  appointed  by  them  has  taken  no  action  since 
his  appointment,  nor  are  his  prior  acts  ratified  by  them.  Moreover, 
the  power  of  attorney  given  by  Sidney  W.  Rogers  should  not  be  recog- 
nized. That  rule  of  the  Office  which  denies  recognition  to  general 
powers  of  attorney  seems  to  be  applicable  here.  The  power  should 
be  signed  by  the  executor  himself. 

As  no  proper  amendment  is  before  the  Office,  the  petition  is  denied 
on  this  ground.  Having  taken  this  view  of  the  case,  it  is  unnecessary 
to  discuss  the  question  of  unavoidable  delay. 

The  petition  is  denied. 


The  Smoot  Drug  Company  v.  PrrrsBURO  Pharmacal  Company  v. 
Gertzen  v.  Griswold. 

Decided  October  21, 1906. 
(125  O.  Q.,  2767.) 
Tbade-Mabks — Interfebbnce  in  Fact. 

The  words  "Kroupol,"  "Croupine/*  "Crouplene,"  and  **  Croopallne "  so 
closely  resemble  each  other,  especially  la  sound,  as  to  be  likely  to  cause 
confusion  or  mistalce  in  the  mind  of  the  public  or  to  deceive  purchasers. 

On  Appeal. 

TRADE-MABK  FOB  MEDICINE. 

Mr.  C.  T.  Belt  for  The  Smoot  Drug  Company. 

Messrs.  O^Meara  <&  Brock  for  Pittsburg  Pharmacal  Company. 

Mr.  Wm.  G.  Henderson  for  Gertzen. 

Mr.  Alfred  H.  Grtswold  pro  se. 

Moore,  Acting  Commissioner: 

This  is  an  appeal  by  Grertzen  from  the  decision  of  the  Examiner 
of  Trade-Marks  refusing  to  dissolve  the  interference  on  the  ground 
of  non-interference  in  fact. 

Gertzen  claims  as  his  trade-mark  the  word  "Kroupol."  The 
Smoot  Drug  Company  and  the  Pittsburg  Pharmacal  Company 
claim  the  words  "  Croupine  "  and  "  Crouplene,"  respectively.  Gris- 
wold  has  a  registration  for  the  word  "  Croupaline."  All  of  the 
parties  apply  the  mark  to  a  remedy  intended  primarily  for  croup 

No  contention  is  made  but  that  the  goods  in  connecti<m  with  which 
the  marks  are  used  are  of  the  same  descriptive  properties ;  but  Qertzen 
claims  that  such  a  difference  exists  between  the  spelling  and  pronun- 
ciation of  the  word  "  Kroupol  "  and  the  words  of  the  other  parties  as 
to  prevent  any  interference  in  fact. 
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This  contention  of  Gertzen  is  considered  untenable,  and  the  hold- 
ing of  the  Examiner  of  Trade-Marks  that  the  marks  so  closely  resem- 
ble each  other,  especially  in  sound,  as  to  be  likely  to  cause  confusion 
or  mistake  in  the  mind  of  the  public  or  to  deceive  purchasers  is 
believed  to  be  correct.  {Ex  parte  Ino  Medicine  Company^  C.  D., 
1902,376;  101  O.  G.,  887.) 

This  case  is  very  similar  to  that  of  ex  parte  The  Dr,  Parker  Medi- 
cine Company,  (C.  D.,  1903,  378;  106  O.  G.,  1779,)  where  the  Com- 
missioner held  that  the  word  "Liverine"  so  closely  resembles .  the 
word  "  Liveroid  "  as  to  be  likely  to  cause  confusion,  and,  concerning 
the  words  "  Liveroid  "  and  "  Liveraid,"  that — 

There  is  a  marked  simiRirlly  between  the  words,  whether  they  are  written  or 
spoken,  and  the  unwary  purchaser  would  undoubtedly  be  deceived  by  their  use 
upon  the  same  class  of  articles. 

The  decision  of  the  Examiner  of  Trade-Marks  is  aifirmed. 
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Blackmore  v.  Hall. 

Decided  January  16,  1906, 

(120  O.  G.,  1477.) 

1.  Interference — Appeal  on  Motion  to  Dissolve — Non- Appealable  Questions 

Raised. 
Ck)ncerDiDg  an  appeal  taken  to  the  Ck>inmi88ioner  from  a  decision  of  the 
Primary  Examiner  denying  a  motion  to  dissolve  an  Interference,  Held 
that  the  appeal  to  tbe  Commissioner,  though  alleging  the  appealable  qnes- 
tlons  of  Interference  In  fact  and  irregularity  in  declaration,  was  one  at- 
tempting to  raise  by  indirection  the  non-appealable  question  of  an  opponent's 
right  to  make  certain  claims. 

2.  Supervisory  Authority  of  Secretary  of  Interior  Over  Commissioner  of 

Patents — Dismissal  of  Appeal  a  Quasi- Judicial  Determination. 
Where  the  Commissioner  dismissed  an  appeal  from  the  decision  of  the 
Primary  Examiner  denying  a  motion  to  dissolve  an  interference  on  the 
ground  that  the  appeal,  though  alleging  appealable  grounds,  only  sought 
consideration  of  non-appealable  questions.  Held  that  the  decision  of  the 
Commissioner  was  a  quasi-Judicial  determination  which  bears  more  or  less 
directly  upon  the  merits  of  the  controversy  and  presents  a  question  over 
which  the  Secretary  of  the  Interior  has  no  supervisory  jurisdiction  by  ap- 
peal or  otherwise.  (See  Butterworth  v.  Hoe,  C.  D.,  1884,  429;  29  O.  G., 
615;  112  U.  S.,  50,  and  Poole  v.  Avery,  C.  D.,  1899,  255;  87  O.  G.,  357;  14 
Assistant  Aitomeys-Oeneral  Opinions,  177.) 

Depaktment  of  the  Interior, 
Office  of  the  Assistant  Attorney-General. 

Washington^  D.  C,  January  16^  1906, 
The  Secretary  of  the  Interior, 

Sir:  I  have  your  reference  of  the  5th  instant  for  opinion  upon  the 
questions  presented  by  the  proffered  appeal  to  the  Secretary  of  the 
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Interior  by  Henry  S.  Blackmore  from  the  action  of  the  Commis- 
sioner of  Patents  in  dismissing  his  appeal  from  the  action  of  the 
Primary  Examiner  of  the  Patent  Office  denying  the  said  Blackmore's 
motion  to  dissolve  an  interference  declared  upon  his  application  for 
Letters  Patent  for  an  invention. 

It  appears  that  upon  the  filing  of  Blackmore's  application  for  Let- 
ters Patent  of  the  United  States  for  a  new  method  of  producing 
aluminium,  October  29,  1904,  it  was  placed  in  interference  with  the 
•  application  of  one  Joseph  B.  Hall,  filed  November  10, 1902,  and  that 
within  the  time  prescribed  by  the  Rules  of  Practice  of  the  Patent 
Office  Blackmore  brought  a  motion  under  Rule  122  thereof  to  dissolve 
the  interference  upon  the  following  grounds : 

(1)  That  no  Interference  in  fact  exists  between  the  applications  involved  In 
said  interference. 

(2)  That  there  has  been  such  irregnlarity  in  declaring  the  Interference  as 
would  preclude  a  proper  determination  of  the  question  of  priority. 

(3)  That  the  interferant.  Hall,  has  no  right  to  make  a  claim  corresponding  to 
any  of  the  counts  of  the  Issue. 

(4)  That  the  subject-matter  of  the  interference  Is  not  patentable  to  the  party, 
Hall. 

The  motion  was  denied  by  the  Primary  Examiner  upon  all  four 
grounds,  and  an  appeal  was  taken  to  the  Commissioner  upon  grounds 
1  and  2. 

Said  Rule  122  provides  that  motion  to  dissolve  an  interference  may 
be  made  upon  any  one  or  all  of  the  four  grounds  relied  upon  in  this 
case,  and  Rule  124  provides  that  appeal  may  be  taken  to  the  Conunis- 
sioner  from  decisions  upon  all  motions,  except  (1)  motions  to  dissolve 
which  deny  the  patentability  of  applicant's  claim,  and  (2)  motions 
which  deny  the  right  of  the  applicant  to  make  the  claim. 

The  decision  of  the  Primary  Examiner  in  denying  the  motion  to 
dissolve  upon  the  two  grounds  first  mentioned — to  wit:  (1)  that  no 
interference  in  fact  exists,  and  (2)  irregularity  in  declaring  the  inter- 
ference— presents  questions  which  are,  under  Rule  124  of  the  Rules 
of  Practice,  appealable  to  the  Commissioner  of  Patents,  and  that 
officer,  responding  to  a  request  of  the  Secretary  of  the  Interior  for 
report  upon  this  matter,  admits  so  much,  but  says,  in  substance  and 
effect,  that  the  only  reason  assigned  by  the  appellant  in  support  of 
his  first  proposition  that  no  interference  in  fact  exists,  rests  upon 
the  contention  that  Hall  had  no  right  to  make  a  corresponding  claim 
which  is  declared  by  Rule  124  to  be  not  an  appealable  issue,  and, 
further,  that  the  claim  of  irregularity  in  declaring  the  interference 
rests  only  upon  the  contention  that  no  interference  in  fact  exists,  so 
that  the  whole  contention  rests  in  its  last  analysis  upon  the  non- 
appealable contention  that  Hall  has  no  right  to  make  a  corresponding 
claim.    From  an  examination  of  the  papers,  I  am  of  opinion  that 
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this  is  so,  and  that  Blackmore  was  attempting  by  indirection  to  take 
an  appeal  upon  a  question  which  is  not  appealable.  The  Commis- 
sioner so  held  upon  the  appeal,  and  even  were  I  disposed  to  differ 
with  him  upon  the  merits  I  should  still  have  to  advise  you  that  that 
decision  was  a  qiuufi-judiciBl  determination  which  bears  more  or  less 
directly  upon  the  merits  of  the  controversy  and  presents  a  question 
over  which  the  Secretary  of  the  Interior  has  no  supervisory  jurisdic- 
tion by  appeal  or  otherwise.  (See  Butterworth  v.  Hoe^  C.  D.,  1884, 
429;  29  O.  G.,  615;  112  U.  S.,  50,  and  PooU  v.  Avery,  C.  D.,  1899, 
255;  87  O.  G.,  357;  14  Assistant  Attorneys-General  OpinionSj  177.) 
The  appeal  should  be  dismissed. 
Very  respectfully, 

(Signed)  Frank  L.  Campbell, 


Approved:  January  16,  1906. 
E.  A.  Hitchcock,  Secretary. 


Assistant  Attorney-General. 


In  re  Wurtz,  Jr. 

Decided  May  22,  1906. 

(128  O.  G..  320.) 

Afpeai/  to  the  Sbcbetakt — Skttino  Aside  Assignment — Jurisdiction. 

Where  withdrawal  of  an  application  for  patent  Is  requested  on  the 
ground  that  the  inventor  is  insane,  or  it  Is  requested  that  the  assignee  of 
record  be  not  recognized  on  the  same  ground^  and  a  certified  copy  of  pro- 
ceedings before  a  chancery  court  Is  filed,  whereunder  the  Inventor  was 
adjudged  to  be  of  unsound  mind,  Held  that  the  question  presented  Is  a 
quasi-Judicial  one,  the  duty  of  deciding  which  by  law  devolves  upon  the 
Commissioner  of  Patents,  and  that  the  Secretary  of  the  Int^ior  has  no 
supervisory  Jurisdiction  by  appeal  or  otherwise. 

Department  op  the  Interior, 
Office  of  the  Assistant  Attorney-General, 

Washington,  May  22,  1906. 
The  Secretary  of  the  Interior. 

Sir  :  By  your  reference  I  am  asked  for  opinion  upon  the  questions 
involved  in  the  proffered  appeal  of  Henry  Wurtz,  Jr.,  who  signs 
himself  ^^  guardian  of  the  person  and  property  of  Henry  Wurtz, 
235  Emmett  street,  Newark,  N.  J.,"  from  the  action  of  the  Commis- 
sioner of  Patents  denying  his  petition  to  withdraw  the  application 
of  the  said  Henry  Wurtz  for  Letters  Patent  for  an  invention,  or,  in 
the  event  said  application  be  held  regular  and  valid,  that  he  be 
allowed  to  intervene  and  prosecute  the  application  to  the  exclusion 
of  the  American  Chemical  Beduction  Company  and  all  other  per- 
sons. 
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The  Commissioner  of  Patents  has  decided,  after  a  hearing  and  fall 
consideration,  that  the  American  Chemical  Reduction  Company  is 
the  assignee  of  the  entire  interest  involved  in  said  application  for 
Letters  Patent,  and  the.  evident  purpose  of  the  petitioner  is  to  defeat 
the  assignment.  To  this  end  there  has  been  filed  a  certified  copy 
of  the  record  of  proceedings  before  a  chancery  court,  whereunder 
the  said  Henry  Wurtz,  the  inventor,  was  declared  and  adjudged  to 
be  of  unsound  mind,  the  acts  of  the  lunatic  being  overreached  by 
the  retrospective  finding  of  the  jury  covering  a  period  of  ten  years 
next  before  the  issuing  of  the  commission,  it  being  specifically  found 
and  adjudged  that  he  was  insane  at  the  date  of  the  execution  of  said 
assignment  to  the  American  Chemical  Reduction  Company. 

I  am  of  opinion  that  the  question  presented  is  a  quasi-judicial  one, 
the  duty  of  deciding  which  by  law  devolves  upon  the  Commissioner 
of  Patents,  and  that  the  Secretary  of  the  Interior  has  no  supervisory 
jurisdiction  by  appeal  or  otherwise.  To  argue  that  the  Secretary  of 
the  Interior  may  direct  that  this  assignment  be  not  recognized  is  to 
say  that  he  may  review  the  action  of  the  Commissioner  of  Patents 
in  determining  who  under  the  law  is  the  assignee.  This  question  is 
certainly  in  the  first  instance  one  for  the  Commissioner  of  Patents, 
and  ultimately  for  the  courts. 

I  advise  you  that  the  appeal  does  not  lie. 

See  decision  of  the  Secretary  of  the  Interior,  December  4,  1902, 
in  the  case  of  Casey.     (C.  D.  1902, 492 ;  101  O.  G.,  2567.) 
Very  respectfully, 

(Signed)  Frank  L.  Campbell, 


Approved :  May  22,  1906. 

E.  A.  HiTCHCXKJK,  Secretary. 


Assistant  Attorney-General. 


In  re  Wbnzelmann  and  Overholt. 

Decided  June  27,  1906, 
(123  O.  a,  995.) 

Appeal  to  Secsetabt  of  Intebiob — Review  of  Decision  of  Oommissionb 
OP  Patents. 
Upon  appeal  to  the  Secretary  of  the  Interior  from  an  action  by  the  Coon- 
mlssioner  of  Patents  where  no  provision  of  law  or  role  of  practice  bis 
been  violated  the  statement  of  the  Commissioner  of  Patents  tliat  tlie  case  is 
not  an  exceptional  one  should  be  accepted  as  final. 
Same — Same — Refusal  to  Admit  Appeal  in  Patent  Office. 

Held  upon  appeal  from  the  action  of  the  Commissioner  of  Patents  refus- 
ing to  admit  an  appeal  in  an  hiterference  proceeding  filed  after  the  limit  of 
appeal  had  expired  tliat  the  question  presented  was  one  for  the  discretioo 
of  the  Commissioner  and  in  the  absence  of  abuse  of  discretion  or  violaticD 
of  a  law  or  rule  that  the  Secretary  of  the  Interior  stioald  decline  to  enter 
tain  the  appeal. 
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a   SAJCB— SAlfB--SAMB. 

If  the  fixing  of  the  time  for  appeals  in  the  Patent  Office  at  the  mlnimmn 
time  fixed  by  law  may  work  injostice,  the  remedy  woold  eeem  to  be  an 
amendment  of  the  roles  rather,  than  consideration  of  specific  casea 

Department  of  the  Interior, 
Office  of  the  Assistant  Attorney-General, 

Washington^  June  27^  1906. 
The  Secretary  of  tlie  Interior. 

Sir  :  By  your  reference  of  the  18th  instant,  I  am  asked  for  opinion 
upon  questions  presented  by  the  proffered  appeal  of  Wenzelmann 
and  Overholt  to  the  Secretary  of  the  Interior  from  the  action  of  the 
Commissioner  of  Patents  refusing  to  extend  the  time  fixed  by  him  to 
take  an  appeal  from  a  decision  of  the  Examiner  of  Interferences  in 
the  matter  of  the  interference  of  GUman  v.  Wenzelmann  and  Over- 
holt,  Case  No.  24,530,  United  States  Patent  Office. 

It  appears  that  the  Commissioner  of  Patents,  under  the  provisions 
of  Rule  143  of  the  Patent  Office,  which  does  not  prescribe  a  specific 
time  within  which  appeals  may  be  taken  from  a  decision,  by  the 
Examiner  of  Interferences,  and  under  the  provisions  of  section  4904 
of  the  Revised  Statutes,  which  prescribes  that  certain  appeals  may 
be  taken  within  such  time  as  the  Commissioner  of  Patents  may  pre- 
scribe, "  not  less  than  twenty  days,"  fixed  the  time  for  appeal  in  this 
case  at  twenty  days.  The  appeal  was  not  filed  until  two  days  after 
such  limit,  and  on  motion  of  the  complainant  the  Commissioner 
refused  to  extend  the  time,  or  consider  the  appeal,  and  it  is  of  this 
action  complaint  is  made. 

Without  considering  whether  the  action  complained  of  involved 
judicial  or  quasi-judicial  functions  of  the  Commissioner  of  Patents 
beyond  the  powers  of  the  Secretary  to  supervise,  I  am  clearly  of 
opinion  that  the  question  presented  was  one  for  the  discretion  of  the 
Commissioner  of  Patents,  and,  inasmuch  as  it  is  not  shown  that  there 
was  an  abuse  of  such  discretion,  you  should  decline  to  entertain  this 
appeal.  No  provision  of  law  or  rule  of  practice  has  been  violated, 
and  the  statement  of  the  Commissioner  of  Patents  that  the  case  is  not 
an  exceptional  one  should  be  accepted  as  final. 

If,  as  suggested  by  certain  memoranda  with  the  papers,  the  fixing 

of  the  time  limit  for  appeals  in  the  Patent  Office  at  the  minimum 

time  fixed  by  law  may  work  injustice,  the  remedy  would  seem  to  be 

an  amendment  of  the  rules,  rather  than  consideration  of  specific  cases. 

Very  respectfully, 

(Signed)  Frank  L.  Campbeijl, 

Assistant  Attomey-Oeneral. 

Approved:  June  27, 1906. 

(Signed)  Jesse  E.  Wilson, 

Acting  Secretary. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Thurston. 

Decided  December  5,  1905. 

(120  O.  G.,  1166.) 

li  Patentability — ^Double  Use — Subbtitution  op  fiqtJiVALENTS. 

Where  in  a  rock-crusher  a  mantle  removably  secured  upon  a  conical  core 
Is  concededly  unpatentable.  Held  that  the  provision  of  old  pin-and-s!ot 
fastening  devices  for  retaining  the  mantle  tightly  upon  the  conical  core  Is 
mere  double  use  and.  In  view  of  certain  references,  an  obvious  substitution 
of  equivalents. 

2.  Same — Same — Same — Potts  v.  Cbeaoeb. 

In  denying  patentability  to  a  change  in  prior  devices,  Held  that  the 
change  was  not  made  by  transferring  an  old  device  to  use  in  an  entirely 
different  and  unrelated  art  and  that  therefore  the  case  of  Potts  v.  Creager 
(C.  D.,  1895,  143 ;  70  O.  G.,  494 ;  155  U.  S.,  597)  does  not  apply. 

8.  Same — ^Populabity — ^Labob  Sales. 

Where  the  assertion  was  made  that  the  new  machine  had  met  with 
instant  favor  and  large  sales,  but  there  was  nothing  in  the  record  to  bear 
out  the  assertion.  Held  that  no  effect  could  be  given  thereto. 

Mr.  T.  F.  Sheridan^  Mr.  C.  F.  Fitts,  and  Mr.  O.  F.  De  Wein  for  the 
appellant. 

Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

The  appellant  has  appealed  from  a  decision  of  the  Commissioner 
of  Patents  rejecting  all  of  the  claims  of  his  application.  These  read 
as  follows: 

1.  In  a  rock  and  ore  breaker,  the  combination  of  a  crusher-shaft,  a  core  por- 
tion removably  secured  thereto,  and  a  mantle  portion  removably  secured  to  the 
core  portion,  substantially  as  described. 
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2.  In  a  rock  and  ore  breaker,  the  combination  of  a  crusher-shaft,  a  core  portion 
removably  secured  to  the  crusher-shaft  and  having  an  outer  tapered  periphery, 
and  a  mantle  of  chilled  iron  made  in  the  shape  of  a  truncated  cone  removably 
secured  to  the  core  portion,  substantially  as  described. 

3.  In  a  rock  and  ore  breaker,  the  combination  of  a  crusher-shaft,  a  sleeve- 
shaped  core  grooved  on  its  inner  bore,  key  mechanism  in  the  grooves  of  said 
core  for  removably  holding  the  core  in  position,  and  a  chilled  cast-iron  mantle 
made  in  the  shape  of  a  tnmcated  cone  removably  secured  to  the  core,  sub- 
stantially as  described. 

4.  In  a  rock  and  ore  breaker,  the  combination  of  a  crusher-shaft  provided 
with  longitudinal  grooves,  a  core  portion  formed  in  the  shape  of  a  truncated 
cone  and  having  a  longitudinally-grooved  bore,  key  mechanism  for  removably 
securing  the  core  portion  to  the  crusher-shaft,  a  mantle  portion  formed  of 
chilled  metal,  one  of  such  portions  having  a  vertical  groove  with  inclined  walls 
at  its  lower  portion  and  the  other  a  lug  to  engage  such  grooves,  and  its  inclined 
walls  to  removably  hold  the  mantle  in  position,  substantially  as  described. 

5.  In  a  rock  and  ore  breaker,  the  combination  of  a  crusher-shaft,  a  core  made 
in  the  shape  of  a  truncated  cone  having  a  central  bore  to  fit  the  crusher-shaft 
and  locking-grooves  on  its  outer  surface,  the  lower  walls  of  which  are  inclined 
in  opposite  directions,  and  a  crusher-mantle  formed  of  chilled  metal  and  made 
in  the  shape  of  a  truncated  cone  provided  with  a  lug  or  projection  to  engage  the 
locking-groove  of  the  core  portion  so  as  to  be  removably  held  in  position,  sub- 
stantially as  described. 

In  his  brief  the  appellant  admits  that  claims  1,  2,  and  3  were  prop- 
erly rejected,  and  confines  his  appeal  to  claims  4  and  5. 

The  decisions  of  the  tribunals  of  the  Patent  OflSce  fully  and  fairly 
discuss  each  of  the  claims  originally  contended  for,  in  the  light  of 
the  various  references  showing  the  state  of  the  prior  art,  and  further 
discussion  by  us  would  serve  no  useful  purpose.  We  fully  concur  in 
the  following  extract  from  the  Commissioner's  decision : 

Claims  4  and  5  involve.  In  addition  to  the  questions  disposed  of  in  connection 
with  claim  1,  the  patentability  of  the  structure  set  forth  in  claim  1  when  pro- 
vided with  the  specific  pin-and-slot  fastening  devices  of  the  Capen  patent  for 
retaining  the  mantle  tightly  upon  the  conical  surface  of  the  core.  The  appli- 
cation of  the  Capen  fastening  means  to  the  mantle  and  core  of  the  applicant's 
machine  is,  so  far  as  I  am  able  to  perceive,  mere  double  use,  and,  in  view  of 
Hadfleld  and  McCully,  566,464,  is  also  an  obvious  substitution  of  substantia] 
equivalents. 

In  antagonizing  this  view,  the  appellant  contends  that  he  has 
made  a  change  which  amounts  to  something  more  than  a  substitution 
of  the  Capen  device;  a  change  which,  though  slight,  has  been  fol- 
lowed by  new  and  most  useful  results.  These  results  are  not  appar- 
ent. Moreover,  the  change  is  not  made  as  in  Potts  v.  Credger  (C.  D., 
1895,  143;  70  O.  G.,  494;  155  U.  S.,  597,)  upon  which  the  appeUant 
relies,  by  transferring  an  old  device  to  use  in  an  entirely  different 
and  unrelated  art;  nor  is  there  anything  in  the  record  to  bear  out 
the  assertion  that  the  new  crushing-machine  "  has  met  with  instant 
favor  and  large  sales."    Such  a  fact,  if  proved,  has  often  been  held 
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to  determine  patentabUity  in  case  of  doubt  thereof,  otherwise  exist- 
ing. We  are  advised  of  no  case  going  any  farther  than  that.  (See 
Durham  v.  Seymour,  C.  D.,  1895,  307;  71  O.  G.,  601;  6  App.  D.  C, 
78,  92,  and  cases  cited.) 

The  deciMon  of  the  Commiiasioner  of  Patents  will  he  affirmed,  and 
the  proceedings  herein  certified  to  him.    It  is  so  ordered* 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Schraubstadter. 

Decided  December  5, 1905. 

(120O.  G.,  1167.) 

PATENTABILTTY — ^RULES  AS  TO  DOUBTS. 

Where  there  is  a  serious  doubt  as  to  pateDtability,  that  doubt  should  be 
resolved  in  favor  of  the  one  seeking  a  patent,  for  if  his  claim  be  denied  he 
has  nothing  with  which  he  can  go  into  court  and  attempt  to  enforce  a 
lawful  monopoly;  but  in  reversing  the  concurrent  decisions  of  the  Patent 
Office  there  should  be  conviction  beyond  a  reasonable  doubt  that  in  the 
absence  of  anything  but  what  is  shown  by  the  record  a  patent  granted  on 
the  application  would  be  held  a  valid  one. 
Design — Font  op  Type — Illustration. 

Where  criticism  was  made  that  the  type  were  not  shown,  but  only  the 
kind  of  printed  matter  produced,  Held  that  the  answer  thereto  is  that  the 
conventional  drawing  accepted  by  the  Patent  Office  for  years  has  been 
furnished  and  that  the  absence  of  description  is  authorized  by  the  Patent 
Office  rules. 
Same — Patentability — Invention. 

Where   small   differences   existed    in   the   applicants   design   over   the 
references,  which  differences  would  appear  greater  to  an  expert  than  to 
the  average  observer.  Held,  nevertheless,  that  the  design  was  not  patentable, 
because  the  differences  did  not  rise  to  the  dignity  of  invention. 
Same — Same — Same. 

Where  peculiarities  in  the  applicant's  design  were  such  as  to  prevent 
that  design  from  being  regarded  in  the  trade  as  a  substitute  for  the 
design  shown  by  the  references,  Held  that  the  applicant's  design  was 
nevertheless  not  patentable,  because  such  peculiarities  did  not  rise  to  the 
dignity  of  invention. 
Same — Same — EiFFECT  on  Average  Observer — ^Artists  and  Experts. 

Held  that  the  conclusion  of  the  Court  in  Oorham  Co.  v.  White  (2  O.  G., 
592,  14  Wall.,  511)  was  that  the  novelty  of  a  design  was  to  be  determined 
and  infringement  decided  by  the  comparative  appearance  of  the  designs  in 
the  eyes  of  average  observers  and  was  not  to  be  determined  by  such  appear- 
ance to  the  eyes  of  ezperta 
Same — Same — Same — Same. 

Where  contention  was  made  that  it  is  impracticable  for  the  Patent  Office 
to  pass  on  esthetic  values  and  that  the  proper  estimation  of  the  applicant's 
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design  required  cultivated  tagte,  Held  tliat  the  statutee  as  construed  by  tne 
courts  intend  that  the  patentability  of  designs  shaU  be  determined  by  their 
appeal  to  the  eye  of  the  ordinary  man. 
7.  Same — Same — ^Font  of  Type. 

Where  the  applicant's  design  was  for  a  font  of  type  in  which  the  letters 
had  a  waved  outline,  Held  that  aside  from  the  waved  outline  the  letters 
seemed  to  be  of  a  very  ordinary  style  and  that  to  add  a  waved  outline, 
which  was  old,  to  common  forms  of  letters  did  not  involve  Invention. 

Mr.  James  A.  Carr  and  Mr.  H.  H.  Simms  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

DUELL,  e/./ 

The  Commissioner  of  Patents  refused  to  grant  the  appellant  a  de- 
sign patent  for  his  alleged  improvements  for  a  font  of  type,  and  from 
such  decision  this  appeal  v^as  taken.  The  record  discloses  that  his 
claim  was  fully  considered  by  the  various  tribunals  of  the  Patent 
Office,  and  that  his  counsel  most  carefully  and  ably  presented  the 
arguments  in  favor  of  the  patentable  novelty  of  the  design.  Not 
only  were  the  usual  hearings  had,  but  it  appears  that  a  rehearing  was 
asked  and  granted.  It  appears  that  in  the  decision  of  the  Commis- 
sioner on  the  rehearing  certain  alleged  prior  patents,  not  before  re- 
ferred to,  were  cited  by  the  Commissioner,  some  of  which  do  not 
belong  to  the  prior  art.  These  we  have  disregarded  in  the  considera- 
tion of  the  appeal. 

Some  criticism  is  made  in  appellee's  brief  that  appellant  has  not 
shown  or  described  the  type  themselves,  but  has  only  shown  the  kind 
of  printed  matter  produced  by  the  type.  The  answer  to  this  is  that 
appellant  has  furnished  the  conventional  drawing  accepted  for  years 
by  the  Patent  Office,  save  that  he  has  shown  modifications  of  lower- 
case letters  "  f  "  and  "  t."  This  the  Examiners-in-Chief  held  he  had 
the  right  to  do,  and  the  correctness  of  the  ruling  was  not  questioned 
by  the  Commissioner.  Furthermore  the  absence  of  any  description 
of  the  design  is  authorized  by  the  Patent  Office  rules  relating  to  de- 
signs. 

As  we  view  it  the  real  question  before  us  is  whether  the  claimed 
design,  in  view  of  the  prior  art,  discloses  patentable  invention.  In 
all  cases  where  that  question  is  presented  to  this  court,  or  to  the  Fed- 
eral courts  in  infringement  suits,  it  is  unwise  to  generalize  for  the 
facts  in  such  case  must  govern  the  conclusion  reached  and  often  it  is 
difficult  to  differentiate  between  patentable  and  non-patentable  in- 
vention. Where  there  is  a  serious  doubt  left  in  the  mind  of  this 
court  we  believe  that  that  doubt  should  be  resolved  in  favor  of  the  one 
seeking  a  patent,  for  if  his  claim  be  denied  he  has  nothing  with  which 
he  can  go  into  court  and  attempt  to  enforce  a  lawful  monopoly.  We 
should  however  in  reversing  the  concurrent  decisions  of  the  Patent 
Office  be  convinced  beyond  a  reasonable  doubt,  that,  in  the  absence  of 
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anjrthing  but  what  is  shown  by  the  record  in  the  case  before  us,  we 
would  hold  a  patent  granted  on  the  application  to  be  a  valid  one. 

In  the  case  at  bar  there  is  not  left,  after  a  careful  examination  of 
the  record  and  of  the  briefs  of  counsel,  any  serious  doubt  as  to  the 
non-patentability  of  the  alleged  design  in  view  of  the  disclosure  of 
the  prior  art.  To  arrive  at  this  conclusion  it  is  unnecessary,  in  our 
opinion  to  consider  any  of  the  prior  patents  save  the  design  patents 
for  fonts  of  type  granted  to  Ihlenburg,  November  12,  1895,  No. 
24,896,  and  to  MacDonall,  July  11,  1899,  No.  31,215.  We  may  and 
do  freely  admit  the  assertion  of  appellant's  counsel  that  there  are 
differences  between  the  designs,  but  these  differences,  to  the  average 
observer,  are  small.  To  an  expert  they  are  imdoubtedly  greater  and 
it  is  probably  true,  as  set  forth  in  the  affidavit  of  Mr.  Nelson,  that 
the  type  sought  to  be  protected  by  the  appellant  have  individual 
peculiarities  which  would  prevent  them  from  being  regarded  by  the 
printing  trade  as  a  substitute  for  the  type  of  the  patented  designs. 
But  such  slight  differences  and  peculiarities  do  not  rise  to  the  dignity 
of  invention  and  do  not  warrant  a  grant  of  a  patent  to  this  appellant. 
Viewing  the  relatiixis  between  these  designs — the  patented  and  the 
unpatented — ^we  would  do  violence  to  the  law  as  laid  down  by  the 
Supreme  Court  were  we  to  reverse  the  Commissioner  of  Patents. 
In  Gorham  Co.  v.  White  (2  O.  G.,  592;  14  Wall.,  511)  the  true  test  of 
identity  of  designs  was  laid  down  and  has  been  followed  by  that 
Court  to  the  present  time.    Said  the  Court : 

PlalDly,  it  must  be  the  sameneBS  of  appearance,  and  mere  difference  of 
lines  in  tlie  drawing  or  sketch,  a  greater  or  smaller  number  of  lines,  or  slight 
Variances  in  configuration,  if  insnfficient  to  change  the  effect  upon  the  eye, 
will  not  destroy  the  substantial  identity.  •  •  •  So  a  pattern  for  a  carpet, 
or  a  print  may  be  made  up  of  wreaths  of  flowers  arranged  in  a  particular 
manner.  Another  carpet  may  have  similar  wreaths,  arranged  in  a  like  manner, 
so  that  none  bnt  very  acute  observers  could  detect  a  difference  Yet  in  the 
wreaths  upon  one  there  may  be  fewer  flowers,  and  the  wreaths  may  be  placed 
at  wider  distances  from  each  other.    Surely  in  such  a  case  the  designs  are  alike. 

The  conclusion  of  the  Court  was  that  the  novelty  of  a  design  was 
to  be  determined,  and  infringement  decided,  by  the  comparative 
appearance  of  the  designs  in  the  eyes  of  average  observers,  and  was 
not  to  be  determined  by  such  appearance  to  the  eyes  of  experts.  The 
Court  said : 

We  hold,  therefore,  that  if  in  the  eye  of  the  ordinary  observer,  giving  such 
attention  as  a  purchaser  usually  gives,  two  designs  are  substantiaUy  the  same, 
if  the  resemblance  is  such  as  to  deceive  such  an  observer,  inducing  him  to 
purchase  one  supposing  it  to  be  the  other,  the  first  one  patented  is  infringed  by 
the  other. 

But  in  determining  the  question  of  the  patentability  of  the  later 
design  it  is  not  necessary  to  find  that  it  infringes  the  earlier  one  in 
order  to  come  to  the  conclusion  that  the  later  one  lacks  patentability, 
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for  invention  is  required  in  the  production  of  a  patentable  design. 
{Smith  V.  Whitman  Saddle  Co.,  C.  D.,  1893,  324;  63  O.  G.,  912;  148 
U.  S.,  674.)  In  Northrup  v.  Adam^  (C.  D.,  1877, 322;  12  O.  G.,  430) 
Mr.  Justice  Brown,  then  District  Judge  for  the  Eastern  District  of 
Michigan,  in  stating  that  the  law  applicable  to  design  patents  does 
not  materially  differ  from  the  law  relating  to  mechanical  patents, 
said: 

To  entitle  a  party  to  the  benefit  of  the  act,  In  either  case,  there  most  be 
originality,  and  the  exercise  of  the  inventive  faculty. 

Where,  in  cases  like  the  one  now  before  us,  we  arrive  at  the  same 
conclusion  as  have  the  various  tribunals  of  the  Patent  Office  it  serves 
no  good  purpose  to  elaborate  the  same  reasons  and  restate  the  same 
facts.  It  is  sufficient  to  set  forth  that  we  agree  with  them  in  their 
conclusion  that  the  alleged  invention  is  not  deemed  worthy  of  protec- 
tion by  patent.  This  is  doubly  so  when  we  arrive  at  the  same^condu- 
sion  for  reasons  substantially  the  same  as  those  advanced  by  them. 
Suffice  it  to  say  that  we  agree  with  the  Commissioner  that  "aside 
from  the  waved  outline,  the  applicant's  letters  seem  to  be  of  a  very 
ordinary  style."  To  add  this  old  waved  outline  to  common  forms  of 
letters  does  not,  we  believe,  amount  to  invention.  Given  the  prior 
Ihlenburg  and  MacDonall  patented  designs  it  did  not  require  the 
exercise  of  the  inventive  faculty  to  produce  appellant's  design. 

On  the  consideration  of  this  appeal  we  have  not  lost  sight  of  appel- 
lant's contention  that  it  is  impracticable  for  the  Patent  Office  tribu- 
nals to  pass  judgment  on  esthetic  values.  We  need  not  take  issue 
with  him  upon  the  statement  that  "  the  proper  esthetic  estimation  of 
a  new  type  design,  therefore,  requires  taste,  the  sense  of  the  beautiful 
not  in  its  merely  natural  state  but  highly  cultivated  and  developed 
in  delicacy  and  correctness  under  the  guidance  of  reason."  The 
answer  to  this  is  that  Congress  in  enacting  the  patent  statutes,  relat- 
ing as  well  to  designs  as  to  mechanisms,  was  not  establishing  a  school 
of  fine  arts  and  did  not  provide  for  juries  of  artists,  or  artistic  ex- 
perts, to  pass  upon  the  questions  of  originality  and  invention.  It 
was  a  condition  and  not  a  theory  that  confronted  Congress,  and  the 
courts  in  construing  design  patents,  both  in  reference  to  invention 
and  infringement,  have  not  adopted  the  high  standard  which  appel- 
lant insists  to  be  the  proper  one  in  determining  whether  the  design 
produces  a  new  and  pleasing  impression  on  the  esthetic  sense.  The 
eye  to  which  the  design  is  to  appeal  is  that  of  the  ordinary  man  and 
not  the  eye  of  the  artist  We  may  deplore  the  fact  that  Congress  has 
not  seen  fit  to  provide  a  system  for  the  grant  of  design  patents  which 
leaves  the  question  of  patentability  to  juries  of  artists,  and  that- the 
courts  in  construing  such  patents  and  passing  upon  the  questions  of 
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originality  and  infringement  have  not  held  that  the  appearance  of  the 
various  designs  was  to  be  tested  by  the  artistic  eye,  still  we  doubt  the 
practicability  of  such  a  system.  However  this  may  be  we  must,  while 
the  Design  Act  reads  as  it  does,  and  is  construed  as  it  has  been  by  the 
court  of  last  resort,  follow  such  construction,  and  when  we  do  find  no 
sufficient  reason  shown  to  warrant  a  reversal  of  the  decision  of  the 
Commissioner  of  Patents,  and  his  decision  therefore  should  be,  and 
is  affirmed.  The  clerk  of  the  court  will  certify  this  opinion  and  the 
proceedings  of  the  court  in  this  cause  to  the  Commissioner  of  Patents 
according  to  law.    Afjirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Bauer  i\  Crone. 

Decided  December  5,  1905. 

(120  O.  G.,   1824.) 
Intebtebence — Priority. 

Held  that  the  controversy  turned  entirely  upon  the  facts  In  evidence, 
that  Id  addition  to  the  burden  imposed  upon  him  by  the  patents  regularly 
issued  to  Crone,  Bauer  has  that  of  overcoming  the  effect  of  the  successive 
adverse  decisions  in  the 'Patent  Office ;  that  the  evidence  on  behalf  of  Bauer 
is  uncertain,  fraught  with  suspicion,  and  cannot  be  accepted  as  sufficient 
proof  of  the  facts  essential  to  establish  the  appellant's  averments  either 
as  originally  made  or  as  sought  to  be  amended,  and  that  the  decision  of 
the  Ck>mmi88ioner  must  be  affirmed. 

Mr.  F.  W.  H.  Clay  and  Mj\  Melrille  Church  for  the  appellant. 
Mr.  Chas.  C.  Gill  and  Mr.  Wm.  G.  Henderson  for  the  appellee. 

Shepard,  /. ; 

The  invention  in  controversy  in  this  proceeding  is  defined  in  the 
following  issue  in  three  counts: 

1.  A  brake-beam  fulcrum  in  one  Integral  piece  of  forged  metal  folded  about 
its  center  and  forming  the  angularly-disposed  sides  and  at  Its  ends  having 
flanges,  said  sides  being  connected  at  their  outer  ends  only,  substantially  as 
described. 

2.  A  forged-metal  brake-beam  fulcrum  comprising  the  angularly-disposed 
side  members  having  at  their  Inner  ends  flanges,  said  side  members  having  at 
their  inner  ends  laterally  reversely  offset  end  portions  for  the  formation  of  said 
flanges,  combined  with  means  connecting  said  members  adjacent  to  said  flanges, 
and  said  members  beyond  their  connecting  means  being  apertured  to  receive 
the  bolt  for  the  brake-lever,  substantially  as  described. 

3.  A  forged-metal  brake-beam  fulcrum  comprising  the  angularly-disposed 
sides  having  at  their  Inner  ends  reverse  offsets  forming  flanges,  and  means  for 
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connecting  said  sides  to  the  body-beam,  said  offset  permitting  without  materi- 
ally stretching  the  metal,  the  formation  of  said  flanges  and  the  setting  of  said 
sides  into  their  angular  positions,  substantially  as  set  forth. 

The  appellee,  Seth  A.  Crone,  claims  under  three  patents.  Count  1 
of  the  issue  corresponds  to  a  claim  in  the  first  of  these.  No.  720,676, 
issued  February  17,  1903;  count  2  corresponds  to  a  claim  in  the 
second.  No.  731,668,  issued  June  23,  1903 ;  count  3  corresponds  to  a 
claim  in  the  third.  No.  731,865,  granted  June  23, 1903.  Bauer's  appli- 
cation embracing  each  of  the  counts  was  filed  October  14,  1903.  In 
his  preliminary  statement,  he  alleged  conception  of  the  invention, 
on  or  about  Juuq  1,  1900;  production  of  sketches  and  drawings  on 
or  about  June  27,  1900,  showing  count  1,  and  showing  counts  2  and 
3  on  or  about  September  3,  1902;  disclosure  to  others  of  count  1 
about  June  27, 1900,  and  of  counts  2  and  3  about  September  3,  1902; 
construction  of  full-size  models  of  all,  and  reduction  to  practice  on 
or  about  November  10,  1902.  He  also  alleged  that  since  said  last 
date  he  has  had  at  least  five  thousand  or  ten  thousand  of  the  described 
fulcrums  made  and  used.  About  the  time  that  the  taking  of  testi- 
mony was  begun,  Bauer  moved  to  amend  his  preliminary  statement 
by  setting  back  the  date  of  making  drawings  and  disclosures  of  the 
invention  comprised  in  counts  2  and  3  from  September  3,  1902,  to 
August  15, 1902,  and  his  date  of  reduction  to  practice  from  November 
10,  to  October  1, 1902.  This  amendment  was  denied.  The  Examiner 
of  Interferences,  and  the  Examiners-in-Chief  on  appeal  to  them,  de- 
cided in  favor  of  Crone  upon  all  three  counts.  Bauer  then  appealed 
to  the  Conmiissioner,  but  on  the  hearing  abandoned  his  appeal  as  to 
count  1.  The  Commissioner  affirmed  the  decision  of  the  Examiners- 
in-Chief,  and  Bauer  has  prosecuted  his  appeal  therefrom  as  to  counts 
2  and  3. 

The  controversy  turned  entirely  upon  the  facts  in  evidence,  and 
in  addition  to  the  burden  imposed  upon  him  by  the  patents  regularly 
issued  to  Crone,  Bauer  has  that  of  overcoming  the  eflfect  of  the 
successive  adverse  decisions  in  the  Patent  Office. 

The  evidence  on  behalf  of  Bauer  has  been  fully  and  fairly  reviewed 
in  each  of  the  decisions  referred  to,  and  we  could  add  nothing 
material  thereto  by  further  discussion.  We  agree  fully  with  them 
that  this  evidence  is  uncertain,  fraught  with  suspicion,  and  cannot 
be  accepted  as  sufficient  proof  of  the  facts  essential  to  establish  the 
appellant's  averments  either  as  originally  made  or  as  sought  to  be 
amended. 

The  decision  must  be  affirmed.  It  is  so  ordered,  and  that  the  pro- 
ceedings herein  be  certified  to  the  Commissioner  of  Patents  in  ac- 
cordance with  the  requirements  of  the  law.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbicu] 

French  t?.  Halcomb. 

Decided  December  5,  1905. 

(120  O.  G.,  1824.) 

1.  INTEBFERENCE — OBIGINALITY. 

"*         Evidence  considered  and  Held  insufficient  to  clearly  prove  that  the  Inven- 
tion of  th«  issue  originated  with  French  rather  than  Halcomb. 

2.  Same — Bubden  of  Proof — Applicant  v.  Patentee. 

An  applicant  in  interference  with  a  patent  granted  before  the  filing  of 
the  application  has  the  burden  of  proving  his  case  beyond  a  reasonable 
doubt,  and  this  burden  is  not  discharged  where  the  testimony  merely 
raises  a  doubt  as  to  which  of  the  two  parties  made  the  invention  or  whether 
a  third  party  may  not  have  contributed  the  essential  Idea  which  led  to  the 
Invention. 

3.  Same — Evidence  of  Inventor  Practically  Uncorroborated. 

The  statements  in  a  memorandum  of  a  note-book  produced  by  French, 
one  of  the  interfering  parties,  and  alleged  to  disclose  the  invention  in  issue 
Held  insufficient  to  prove  conception  where  it  appears  that  the  entry  was 
seen  by  no  one  and  there  is  no  corroborative  evidence  on  the  point  except 
a  statement  of  another  witness  that  Ftench  produced  such  a  book  at  a 
given  date. 

Mr»  Geo.  77.  Christy  and  Mr.  M.  A.  Christy  for  the  appellant. 
Mr.  Alfred  Wilkinson  for  the  appellee. 

Shepard,  J. : 

This  is  an  interference  proceeding  involving  the  invention  of 
high-grade  steel  as  described  in  the  following  three  counts  of  the 
issue  of  interference : 

1.  A  high-grade  steel  containing  less  than  1.20  per  cent  of  carbon,  and  from 
six  per  cent,  to  fifteen  per  cent,  of  molybdenum. 

2.  A  high-grade  steel  contalnhig  less  than  1.20  per  cent  of  carbon,  from  six 
per  cent  to  fifteen  per  cent  of  molybdjenum  and  from  2.50  per  cent  to  six  per 
cent  of  chromium. 

3.  A  high-grade  steel  containing  less  than  1.20  per  cent  of  carbon,  from  six 
per  cent  to  fifteen  per  cent  of  molybdenum,  from  2.50  per  cent  to  six  per  cent 
of  chromium  and  less  than  two  per  cent  of  silicon. 

The  junior  party,  Edmund  L.  French  filed  his  application  May  6, 
1903.  His  preliminary  statement  alleges  conception  about  December 
31,  1899,  disclosure  on  the  same  date,  and  reduction  to  practice  on  or 
about  AprU  24, 1902. 

Halcomb's  claim  is  founded  on  a  patent  issued  March  10, 1903,  upon 
an  application  filed  January  21,  1903.  No  preliminary  statement  by 
him  is  found  in  the  record,  and  he  has  taken  no  testimony*.  His 
date  of  conception  and  constructive  reduction  to  practice  are  fixed 
by  his  application. 
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Upon  the  evidence  taken  by  French  in  support  of  his  claim,  the 
Examiner  of  Interferences  awarded  priority  to  Halcomb.  This  de- 
cision was  reversed  by  the  Examiners-in-Chief.  They,  in  turn,  were 
reversed  by  the  Commissioner  who  decided  in  favor  of  Halcomb. 

Having  filed  his  application  after  the  patent  had  been  issued  to 
Halcomb,  French  is  charged  with  the  burden  of  establishing  his  prior 
right  beyond  a  reasonable  doubt.  ^ 

The  several  decisions  of  the  Patent  Office  tribunals  show  that  the 
points  at  issue  have  received  very  careful  consideration,  and  those  of 
the  Examiner  of  Interferences  and  the  Commissioner  review  the  tes- 
timony at  length. 

Both  parties  are  deeply  skilled  in  the  art  of  manufacturing  high- 
grade  steel  particularly  adapted  for  making  tools  used  in  working 
steel,  and  capable  of  operation  at  high  speed.  Halcomb  was  for- 
merly the  president  of  the  Sanderson  works  at  Syracuse,  N.  Y.  In 
July,  1900,  that  plant  was  taken  over  with  many  others  by  a  new 
organization  called  The  Crucible  Steel  Company  of  America,  of 
which  Halcomb  then  became  president,  holding  the  office  until  June, 
1902.  Before  this  date,  the  invention  of  the  issue  was  reduced  to 
practice  at  the  Sanderson  works. 

In  1897,  French,  who  was  then  twenty-seven  years  of  age,  was 
employed  as  a  chemist  by  the  Sanderson  Company.  Subsequently, 
as  stated  by  him,  he  had — 

charge  of  the  formuite  for  making  steel  and  general  charge  of  the  metallorgicftl 
end  of  the  business  there. 

While  Halcomb  was  president  of  the  Sanderson  company  he  had 
constant  direction  and  supervision  of  all  the  analyses  made  and  ex- 
periments tried.  After  removal  to  Pittsburg  as  president  of  the 
general  owning  corporation,  he  frequently  visited  the  Sanderson 
works,  and  through  reports  and  letters  from  French  was  advised  of 
all  that  took  place  there  until  the  relinquishment  of  his  last  position 
in  June  1902.  During  the  whole  period  there  was  constant  compe- 
tition with  high-speed  tool-steels  of  foreign  manufacture.  It  ap- 
pears from  the  testimony  of  French,  that,  before  1898,  or  1899,  molyb- 
denum had  not  been  used  to  any  extent  as  an  ingredient  of  tool-steel, 
and  that  after  experiments  therewith  at  the  Sanderson  works,  it  was 
decided  in  November,  1900,  to  substitute  it  for  the  tungsten  grade, 
then  in  general  use.  In  the  meantime,  or  shortly  after,  the  Crucible 
Steel  Company  acquired  a  practical  monopoly  of  molybdenum  in  the 
United  States. 

The 'record  sets  forth  lengthy  correspondence  between  French  and 
Halcomb,  relating  to  many  analyses  of  steel,  the  product  of  different 
manufacturers,  specimens  of  which  were  generally  sent  by  Halcomb 
for  the  purpose,  and  to  experiments  carried  on  by  French  chiefly,  at 
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least,  under  Haloomb's  instructions.  This  began  September  24,  1901, 
and  ended  May  3, 1902.  In  this  first  letter  from  Halcomb  to  French, 
dated  September  24, 1901,  he  said : 

I  don't  want  any  experimental  steels  to  be  made  at  Syracuse  or  elsewhere 
without  my  previous  knowledge  and  sanction,  nor  must  any  change  be  made 
either  in  the  mixtures. 

The  testimony  in  general  shows  not  only  that  the  advantages  of 
the  use  of  molybdenum  instead  of  tungsten  were  recognized  fully, 
but  that  low-carbon  mixtures  were  already  in  general  use.  It  seems 
also,  that  the  suggestion  of  a  combination  of  very  low  carbon  with 
molybdenum  came  from  one  B.  V.  Maxwell,  also  an  expert  employee 
of  the  Crucible  Co.  Writing  to  Halcomb,  under  date  of  January  12, 
1902,  he  refers  to  a  new  steel,  which  he  says  is  a  "  wonder,"  t)f  the  fol- 
lowing composition :  11^  per  cent,  tungsten,  2^  per  cent,  chromium 
and  eight-tenths  of  1  per  cent,  carbon.  He  then  suggests  that  the 
Sanderson  works — 

get  out  for  experiment,  a  few  pieces  for  test  of  a  very  low  carbon,  molybdenum 
self -hardening  steel. 

Prior  to  that,  as  shown  by  French's  letter  of  December  6,  1901,  he 
had  made  an  analysis  of  a  sample  of  Capital  steel,  manufactured  by 
others,  which  had  been  sent  by  Maxwell.  This  shows  a  composi- 
tion of  tungsten,  chromium,  silicon  and  forty-one  one-hundredths  of 
carbon.    In  concluding  this  letter  to  Halcomb  he  says : 

There  is  not  a  steel  in  existence  that  can  stand  long  against  our  Mo.  steel 
treated,  and  as  long  as  we  can  keep  a  fair  control  over  the  molybdenum  market, 
we  can  laugh  at  competition  in  the  steel-hardening  line. 

It  would  portract  this  opinion  to  an  unusual  length  to  undertake 
to  review  all  of  this  correspondence,  nor  is  it  important  to  do  so. 

Counsel  for  French  refer  especially  to  his  letter  to  Halcomb  of 
March  14,  1902,  as  first  disclosing  this  invention  among  the  experi- 
mental analyses  therein  given.  The  Commissioner  expressed  the 
opinion  in  his  decision  that  French's  suggested  composition  was 
nothing  more  than  the  report  of  the  result  of  Halcomb's  directions  in 
his  letter  of  January  14,  and  March  1,  1902.  The  first  of  these  di- 
rects a  sample  made  according  to  the  analysis  of  the  "Capital" 
steel,  hereinabove  mentioned,  for  test  by  Maxwell.  Attention  is  also 
called  to  what  Maxwell  had  said  about  the  composition  of  another 
steel — ^the  "  wonder  "  described  in  Maxwell's  letter  of  January  12 — 
and  concludes : 

This  letter  we  could  easily  duplicate,  but  I  also  think  that  molybdenum  can 
be  substituted  for  tungsten  to  advantage. 

In  this  letter  he  refers  to  samples  of  steels  sent  to  French  and  gives 
analyses  that  had  been  made  at  other  works  belonging  to  the  Crucible 
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Co.  Two  of  these  showed  tungsten,  by  substituting  molybdenum 
for  which,  according  to  the  well-known  proportion  of  about  one  for 
two,  as  indicated  in  former  letters  to  French,  the  composition  of  the 
issue  was  substantially  disclosed.    Moreover,  he  adds: 

I  would  like  you  to  get  more  information  for  me  on  those  steels.  Make 
some  tests  with  them  and  see  how  you  think  they  are  as  compared  with  oor 
S.  H.  Mo.  specially  treated,  and  whether  you  think  there  is  anything  in  having 
the  carbon  lower. 

It  is  not  necessary  for  the  purposes  of  this  case  to  consider  whether 
Maxwell  may  not  have  contributed  the  idea  which  led  directly  to 
the  specific  composition  that  has  been  declared  patentable,  or  whether 
Halcomb  had  a  substantial  conception  of  the  same  when  he  gave 
bis  directions  to  French  to  make  experiments  upon  that  line.  Nor 
need  we  determine -that  what  French  may  have  come  upon  in  carry- 
ing out  the  directions  of  Halcomb  accrued  to  the  latter  as  his  em- 
ployer for  that  purpose.  It  is  sufficient  only  to  say  that  all  of  the 
testimony  taken  together  has  no  greater  effect  than  to  raise  a  doubt 
merely  as  to  whether  French  or  Halcomb  had  the  first  conception 
of  the  invention.  The  raising  of  such  a  doubt,  however,  does  not 
meet  the  requirement  of  the  burden  imposed  by  the  established  rule 
upon  one  who  seeks  to  overcome  a  regularly-issued  patent. 

A  part  of  the  testimony,  considered  in  reaching  the  foregoing  con- 
clusion, consists  of  a  long  memorandum  in  a  notebook  produced  by 
French.  This  memorandum,  bearing  date  September  14,  1900,  is  too 
lengthy  to  be  recited.  Assuming  that  it  discloses  the  "  low-carbon 
idea  "  completely,  the  proof  of  it  is  insufficient.  French  kept  this 
book  to  himself.  No  one  read  the  entry.  One  witness  testifies  that 
French  produced  a  book  like  this  in  May,  1902.  He  gives  no  precise 
date,  but  any  time  in  May  was  more  than  a  month  after  the  letters 
passed  between  French  and  Halcomb,  that  have  been  particularly 
referred  to  above.  Moreover,  the  witness's  recollection  of  what  he 
heard  is  rather  indefinite.  The  practically  uncorroborated  evidence 
of  the  inventor  himself  cannot  be  accepted  as  proof  of  conception. 
{Winslow  V.  Austin,  C.  D.,  1899,  301 ;  86  O.  G.,  2171 ;  14  App.  D.  C, 
141;  Garrels  v.  Freeman,  C.  D.,  1903,  542;  103  O.  G.,  1683;  21  App. 
D.  C,  207,  212.) 

Again,  there  are  some  circumstances  tending  to  cast  doubt  upon  the 
actual  date  of  this  memorandum.  Throughout  French's  entire  cor- 
respondence with  Halcomb,  there  is  no  reference  to  it.  In  a  letter 
written  December  16,  1902,  to  Halcomb's  successor  as  president  of 
the  Crucible  Co.,  he  refers  to  an  idea  he  had  had  for  securing  patents 
for  the  company's  benefit  upon  all  mixtures  then  in  use.  The  partic- 
ular composition  is  not  mentioned,  save  as  it  may  be  included  in  all 
the  mixtures  of  molybdenum,  and  he  goes  on  to  say : 

I  believe  we  should  take  out  patents  covering  the  use  of  molybdenum  alone 
for  high-speed  steels,  and  for  all  high  percentages  of  molybdenum  and  chn>- 
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mium,  also  patents  for  low  percentages  of  the  same,  such  as  might  be  used  In 
magnet  and  other  special  steels. 

No  applications  seem  to  have  been  prepared,  certainly  none  were 
filed,  until  after  Halcomb's  patent  had  been  brought  to  his  attention. 
He  refers  to  this  in  a  letter  to  Smith  of  March  31,  1903.  Making  no 
statement  of  his  own  invention,  he  says : 

I  regret  that  my  delay  in  giving  you  the  specifications  as  required  by  our 
patents  attorneys  has  perhaps  allowed  Mr.  Halcomb  to  step  in  first  and  secure 
rights,  and  am  sorry  now  I  took  so  much  pains  to  have  the  claims  broad.  The 
patent  I  had  in  mind  would  have  covered  a  wider  field  than  Halcomb's  in  case 
the  magnet-steels  had  proven  a  success. 

After  some  further  correspondence  between  the  same  parties,  relat- 
ing to  patent  applications,  French  wrote  on  April  28,  1903,  for  his 
letters  to  Halcomb  of  March  28,  29,  April  5  and  6, 1902,  saying: 

These  letters  should  show  whether  Mr.  Halcomb  Instructed  me,  as  his  own 
idea,  to  duplicate  the  various  high-8i)eed  steels  of  which  I  sent  him  an  analysis, 
or  whether  I  made  the  suggestion  that  it  be  done  and  get  his  approval. 

This  is  followed  by  those  analyses,  seven  in  number,  that  were  given 
in  the  correspondence  with  Halcomb.  The  letter  then  proceeds  as 
follows : 

These  were  duplicated  here  by  making  molybdenum  steels  with  one-half  the 
percentage  they  contained  in  tungsten,  approximately,  and  were  given  the  num- 
bers at  the  left  of  the  table  above,  which  you  will  find  to  correspond  with  the 
table  of  experimental  steels  already  in  your  hands.  I  think  the  letters  I  have 
mentioned  above  as  missing  will  supply  the  information  we  want  as  to  the  origi- 
nality of  the  idea,  if  there  was  any.  It- seems  to  me  that  it  will  be  best  to  work 
on  the  fact  that  what  was  done  by  the  Sanderson  Bros.  Steel  Ck>.  while  Mr.  Hal- 
comb was,here,  and  afterward  while  he  was  president  of  the  Crucible  Steel  Co., 
was  not  original  with  him  or  with  me,  but  was  merely  imitation  of  what  had 
already  been  accomplished  with  molyl)denum  by  others.  I  find  that  we  made 
an  analysis  of  Crescent  Mo.  self -hardening  here  before  we  ever  made  it  our- 
selves. A  sample  of  Crescent  Mo.  steel  analyzed  April  1,  1899,  showed  C.  1.65, 
Mo.  3.96,  Cr.  4.22,  and  it  is  probable  tliat  the  ingot  made  at  the  Sanderson  works 
April  IS,  1899,  was  a  copy  of  this,  the  analysis  being  so  similar,  namely,  C.  1.60, 
Mo.  4.08,  Cr.  4.02!  Mr.*  Halcomb  added  .64  silicon  to  this  analysis  on  general 
principles,  it  being  our  practice  at  that  time  to  use  aljout  that  amount  of  silicon 
in  our  tungsten  self -hardening  steel. 

In  the  same  way  that  we  copied  the  Crescent  steel  for  high-carbon  self- 
hardening,  we  imitated  the  various  makes  of  foreign  low-carlx)n  steel,  and  Mr. 
Halcomb  says  to  me  in  a  letter  dated  March  31,  1902 :  "  It  is  quite  evident  now 
that  every  one  is  working  on  low  carljons,  and  that  is  what  we  have  got  to  do." 
This  was  written  on  receipt  of  the  list  of  analyses  quoted  in  the 
first  part  of  this  letter.  Mr.  Halcomb  says  further  in  his  letter  of  the 
31st  March : 

1  think  that  Krupp's  would  be  a  very  good  steel  to  duplicate,  with,  say,  .75 
carbon,  9.75  tungsten,  or  half  that  quantity  Mo.,  3.00  chromium.  .25  to  .35 
silicon.  There  is  not  a  great  deal  of  difference,  I  should  think,  between  that 
and  Vickers-Maxim,  though  for  the  latter  add  a  little  more  chromium  and  use 
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a  little  less  tungsten.  Suppose  you  mdke  an  ingot  of  each,  one  being  of  tbe 
analysis  I  have  given  you  and  the  other  lilje  Vickers-Maxim,  .75  carbon,  7.55 
tungsten,  or  one-half  the  amount  of  Mo.,  as  the  chromium.  Then  we  will 
find  out  which  is  the  better  of  the  two.  The  Styrian  steel  must  be  a  great 
deal  more  expensive  that  either  of  the  others.  Still  it  would  be  interesting  to 
know  what  results  could  be  obtained  with  al>out  .60  carbon,  10.00  Mo.  and  6.50  Or. 

I  believe  you  will  find  that  in  my  letter  of  March  28  to  Mr.  Halcomb,  or  that 
of  March  29,  I  suggested  to  him  that  we  duplicjite  all  the  foreign  steels,  analyses 
of  which  I  gave  him  and  contained  in  the  table  on  the  first  page  of  this  letter. 

I  am  certain  that  he  never  gave  me  any  suggestion  or  instructions  as  to  tbe 
analysis  of  steel  No.  5  or  No.  0,  both  of  which  proved  superior  to  any  of  the 
others,  and  both  of  which  have  been  used  as  our  regular  steels. 

I  send  inclosed  a  copy  of  matter  in  my  note-book  under  date  of  September  14, 
1000,  which  will  show  that  I  had  the  low-carbon  idea  long  before  it  was  used 
in  this  country  or  abroad,  and  that  I  told  Mr.  Halcomb  about  it  I  never  made 
the  experiments  spoken  of  in  my  notes,  being  discouraged  from  trying  them  at 
that  time  by  Mr.  Halcomb*s  opposition,  he  having  no  faith  in  what  I  proposed. 

It  is  singular,  to  say  the  least,  that  one  now  claiming  the  invention, 
and  with  his  note-book  and  the  correspondence  before  him,  should 
have  suggested  a  doubt  whether  it  was  original  with  him  or  Hal- 
comb  either,  and  also  whether  it  was  an  invention  at  all  because  an 
imitation  of  what  had  already  been  accomplished  by  others.  Al- 
though he  sent  the  memorandum  of  the  note-book  for  the  considera- 
tion of  the  patent  experts  of  his  company,  it  seems  that  the  only 
thing  he  then  claimed  as  original  was  the  "  low-carbon  idea." 

It  does  not  appear  when  the  low-carbon  steels  of  foreign  manu- 
facture, which  French  analyzed  in  1901  and  1902,  were  first  made, 
but  the  "  low-carbon  idea  "  was  -certainly  not  a  new  one  in  1900, 
because  French's  witness,  Gardner,  who  was  manager  of  the  Sander- 
son works,  said  that  low-carbon  self -hardening  steels  had  been  made 
years  ago  by  two  different  English  manufacturers,  and  that  he  had 
formerly  been  in  the  service  of  one  of  them  as  assistant  manager  of 
the  rolling-mills. 

We  are  far  from  being  convinced  that  French  was  the  first  to  con- 
ceive the  specific  invention  of  the  issue,  and  njust,  therefore,  affirm 
the  decision  of  the  Commissioner.  It  is  so  ordered,  and  that  this 
decision  be  certified  to  the  Commissioner  of  Patents  as  the  law  re- 
quires.    A-fftrmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Giles  Remedy  Company  \k  Giles. 

Decided  December  12, 1905. 

(120O.G.,182G.) 

1.  Trade-Marks — Appeal  to   Court — Interference   Declared   Under  Act   or 
1881. 
A  trade-mark  interference  declared  under  the  act  of  1881,  but  not  decided 
until  after  the  passage  of  the  act  of  February  20,  1905,  is  appealable  to  the 
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Court  of  Appeals  of  the  District  of  Columbia  under  the  act  of  February  20, 
1905,  where  the  ouly  application  involved  has  been  amended  to  bring  it 
under  the  provisions  of  that  act 

2.  Same — Same — Pending  Application. 

A  trade-marls  application  which  was  Involved  In  an  Interference  at  the 
time  of  the  passage  of  the  act  of  February  20,  1905,  was  a  pending  applica- 
tion such  as  might  be  amended  to  bring  it  under  the  act 

3.  Same — Interfebence — Priority  of  Adoption  and  Use. 

Where  it  appears  that  Sanford  Giles  first  adopted  and  used  the  trade- 
mark and  secured  registration  thereof  and  subsequently  the  mark  was  used 
by  him  and  by  Daniel  Giles  at  a  single  place  of  business  under  the  name  of 
the  X>iles  Remedy  Company  until  a  disagreement  between  them  which 
resulted  in  their  separation.  Held  that  Sanford  Giles  was  the  owner  of  the 
mark  and  that  Judgment  of  priority  must  be  in  his  favor. 

4.  Same — Same — Same — Right  Acquired  by  Transfer. 

Where  a  trade-mark  registrant  is  shown  to  hav^  been  the  first  to  adopt 
and  use  the  mark  and  to  have  been  the  owner  at  the  time  he  secured  the 
registration,  he  is  not  to  be  defeated  In  an  interference  by  showing  that  his 
opponent  subsequently  acquired  title  to  the  mark  from  him.  Such  showing 
might  in  appropriate  proceedings  justify  compelling  the  transfer  of  the 
certificate  of  registration ;  but  it  does  not  justify  the  holding  that  the  later 
applicant  was  the  first  to  adopt  and  use  the  mark. 

5.  Same — Ownership  by  Partners — Rights  Upon  DissoLtrriON. 

The  general  rule  that  when  a  partner  retires  from  a  partnership  and 
assents  to  the  retention  by  the  other  partners  of  the  possession  of  the  old 
place  of  business  and  the  future  conduct  of  the  business  by  them  under 
the  old  name  the  trnde-mark  remains  with  the  latter  has  no  application 
to  the  facts  of  this  case. 
«.  Same — Same — Same — Withdrawal  of  Member. 

In  the  absence  of  express  agreement  a  trade-mark  used  theretofore  by 
one  who  enters  into  partnership  with  others  does  not  at  the  dissolution 
of  the  partnership,  caused  by  the  withdrawal  of  tlie  member  bringing  the 
mark  into  the  i)artiiership,  remain  the  property  of  the  partnership. 

Mr,  W,  II,  Chamberlin  and  Mr,  Geo,  L,  Wilkinson  for  the 
appellant. 

Mr,  W,  C,  Jones  and  Mr,  Geo,  R,  Hamlin  for  the  appellee. 

DUELL,  J.: 

Preliminary  to  a  decision  as  to  the  correctness  of  the  finding  of  the 
Commissioner  of  Patents  that  priority  of  adoption  and  use  of  the 
trade-mark  in  issue  was  by  the  appellee,  Sanford  F.  Giles,  we  are 
called  upon  to  determine  whether  this  is  a  case  where  an  appeal 
lies  to  this  court,  a  motion  having  been  made  to  dismiss  the  appeal 
on  the  ground  that  this  court  is  without  jurisdiction  to  entertain 
the  appeal.  The  material  facts  disclosed  by  the  record  will  be 
briefly  stated.  Under  the  law  of  1881  a  certificate  of  registration 
of  the  trade-mark  an  controversy  was  granted  to  Sanford  F.  Giles 
on  June  29,  1897.  The  Giles  Remedy  Company,  a  corporation  of  the 
State  of  Illinois,  on  September  15,  1904,  made  application  for  sub- 
stantially the  same  trade-mark,  and  an  interference  on  October  11, 
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1904,  was  declared  between  Sanford  F.  Giles,  the  registrant,  and  the 
application  of  the  Giles  Remedy  Company.  Both  parties  took  proofs, 
and  on  the  proofs  and  proceedings  a  hearing  was  had  before  the 
Examiner  of  Interferences  who,  on  March  11,  1905,  found  in  favor 
of  the  registrant,  Sanford  F.  Giles.  Limit  of  appeal  was  fixed  to 
expire  March  31,  1905,  and  on  that  date  an  appeal  to  the  Commis- 
sioner was  duly  taken.  The  decision  of  the  Examiner  of  Interfer- 
ences was  affirmed  by  the  Commissioner  on  June  29,  1905.  Under 
the  law  of  1881  an  appeal  did  not  lie  to  this  court  in  interferences 
relating  to  trade-marks.  Such  appeal  was  provided  for  by  the 
law  of  1905  which  went  into  effect  April  1,  1905.  Section  24  of  that 
law  made  the  following  provision  for  pending  trade-mark  cases : 

See.  24.  That  all  applications  for  registration  pending  in  the  office  of  the 
Commissioner  of  Patents  at  the  time  of  the  passage  of  this  act  may  be 
amended  with  a  view  to  bringing  them,  and  the  certificates  issued  upon  such 
applications,  under  its  provisions,  and  the  prosecution  of  such  applications 
may  be  proceeded  with  under  the  provisions  of  this  act. 

The  appellant,  being  an  applicant,  on  the  6th  of  April,  1905,  filed 
its  petition  asking  to  amend  the  application  involved  in  this  pro- 
ceeding to  bring  it  within  the  provisions  of  the  act,  and  this  petition 
was  received  and  approved  by  the  Patent  Office. 

We  do  not  see  how  the  Patent  Office  could  have  lawfully  refused 
the  petition,  for  the  application  of  the  Giles  Remedy  Company  for 
registration  of  its  claimed  trade-mark  was  pending  in  the  office  of 
the  Commissioner  of  Patents  at  the  time  of  the  passage  of  the  act. 
While  the  act  did  not  take  effect  until  April  1,  1905,  it  was  passed — 
that  is  approved — February  20,  1905.  On  that  date  the  Examiner 
of  Interferences  had  not  filed  any  decision,  and  of  course  no  appeal 
had  been  taken  to  the  Commissioner  of  Patents.  At  the  April,  1905, 
term  of  this  court  we  reviewed  at  length  the  question  as  to  what 
was  a  pending  application  for  registration  of  a  trade-mark  as  that 
term  was  used  in  the  act  of  1905,  and  -under  our  ruling  in  that  case, 
to  which  reference  is  made,  without  again  stating  our  conclusions 
and  the  reasons  therefor,  the  application  of  the  Giles  Remedy  Com- 
pany, appellant,  is  clearly  a  "  pending "  application  and  was  such 
not  only  on  the  20th  of  February,  1905,  when  the  act  was  approved, 
but  also  on  April  1,  1905,  when  it  went  into  effect.  Section  7  of  the 
act  provides  for  the  declaration  of  an  interference  between  a  regis- 
tered mark  and  an  application  for  the  registration  of  a  conflicting 
mark  and  section  9  provides  for  an  appeal  in  such  interferences  to 
this  court.  Appellant  is  rightfully  in  this  court,  and  thp  motion  to 
dismiss  his  appeal  must  accordingly  be  denied. 

This  brings  us  to  the  consideration  of  the  merits  of  the  appeal. 
The  facts,  so  far  as  they  are  material  to  the  decision  of  any  questions 
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which  are  properly  before  us  in  this  proceeding,  are  substantially 
these. 

Daniel  S.  Giles,  Sr.,  through  whom  the  Giles  Remedy  Company, 
appellant,  became  vested  with  any  claim  of  title  it  may  have  to  the 
trade-mark  in  question,  undoubtedly  originated  the  medicine  in  con- 
nection with  which  the  trade-mark  is  used,  and  disposed  of  it  by  gift 
or  sale,  in  small  quantities  for  years  before  Sanford  F.  Giles  put  the 
medicine  on  the  market.  Both  father  and  son  sold  the  medicine  be- 
fore the  trade-mark  came  into  being.  It  is  equally  well  proven  that 
Sanford  F.  Giles  originated  the  trade-mark,  and  in  September,  1894, 
caused  labels  for  bottles,  and  also  other  printed  matter,  to  be  printed 
by  a  printing  establishment  located  at  Kansas  City.  These  labels  had 
on  them  a  seal  with  serrated  edges  and  upon  the  seal  the  words  '^  Giles 
Magic  Lotion."  At  that  time  he  lived  at  Pleasanthill,  Mo.,  and  was  by 
occupation  a  telegraph  operator.  For  a  year  or  more  prior  to  Septem- 
ber, 1894,  he  had  sold  the  medicine,  probably  using  the  trade-mark, 
and  had  put  it  out  under  the  name  of  the  Giles  Remedy  Company. 
He  was  undoubtedly  the  first  to  use  that  trade-name.  In  1896  he  re- 
moved to  Kansas  City,  and  for  a  time  lived  with  his  father,  both  en- 
gaged in  putting  the  medicine  on  the  market  in  a  happy-go-lucky 
sort  of  way.  There  was  no  partnership,  at  least  at  the  commence- 
ment of  their  relations,  and,  so  long  as  they  continued  to  live  at 
Kansas  City,  it  can  hardly  be  said  that  this  record  discloses  that  their 
relations  amounted  in  law  to  a  partnership  relation.  A  bank  account 
was  kept  by  Sanford  but  that  does  not  prove  that  the  business  carried 
on  was  his,  nor  does  it  tend  to  prove  a  partnership.  From  an  ex- 
amination of  the  testimony  we  conclude  that  each  sold  what  he  could 
and  used  the  proceeds  as  he  pleased ;  that  each  sought  to  make  a  living 
out  of  the  business,  and  as  long  as  one  had  enough  for  that  object  he 
cared  little  what  amount  of  money  the  other  made  out  of  the  busi- 
ness. It  was  a  relation  that  was  quite  natural  between  a  father  and 
son  whose  feelings  for  each  were  natural,  and  such  as  often  exists  be- 
tween father  and  son.  The  business  at  first  was  small,  and  each 
worked  in  an  independent  sort  of  way,  and  each  in  his  own  way 
sought  to  increase  the  business.  We  fail  to  discover  sufficient  to  war- 
rant us  in  a  conclusion  that  in  the  spring  of  1897,  when  Sanford  exe- 
cuted and  filed  the  application  for  registration  of  the  trade-mark,  he 
had  divested  himself  of  the  right  to  file  the  application  in  his  own 
name  so  that  a  trade-mark  couH  be  lawfully  issued  to  him  upon  his 
own  application.  No  doubt  his  father  thought,  and  had  a  right  to 
think,  that  the  trade-mark  was  to  be  used  by  him  as  well  as  by  San- 
ford. But  the  latter  having  been  the  first  to  adopt  and  use  the  trade- 
mark, and  not  having  parted  with  his  interest  in  it,  and  having  con- 
tinued its  use,  had  not  by  acquiescing  in  its  use  by  his  father  in  the 
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manner  shown  forfeited  his  right  to  claim  the  mark  as  his  own 
property.  Conceding  that  his  father  furnished  the  money  used  in 
procuring  the  trade-mark,  we  cannot,  in  view  of  the  loose  way  in 
which  the  business  was  carried  on,  infer  or  find  from  that  fact  that  a 
partnership  existed  between  them.  It  was  in  fact  at  that  time  the 
same  as  though  two  peddlers  living  under  the  same  roof,  made  up 
their  packs  without  paying  much  attention  to  who  paid  the  most  for 
the  goods  they  sold,  or  what  became  of  the  proceeds  so  long  as  one  if 
he  had  more  money  than  he  needed  would  lend  it  to  the  other. 

It  was  a  very  natural  relation,  under  the  circumstances,  to  exist. 
We  hardly  think  that  the  father's  right  to  use  the  mark  had  in  the 
spring  of  1897  ripened  into  a  legal  right  that  he  could  then  have  en- 
forced. Undoubtedly  as  the  years  passed  and  the  business  increased, 
and  books  were  kept  and  a  bank  account  was  kept  in  the  name  of  the 
Giles  Remedy  Company  (a  trade-name  devised  by  Sanford  F.  Giles) 
against  which  both  could  check,  there  developed  a  more  business- 
like relation.  But  as  we  look  at  the  question  we  are  called  upon  to 
decide,  any  finding  we  might  make  as  to  the  later  relations  between 
the  father  and  son,  and  their  several  relations  to  the  business,  would 
be  of  no  moment.  Another  forum  is  provided  for  the  determina- 
tion of  those  questions.  If  Sanford  F.  Giles  was  the  first  to  adopt 
and  use  the  trade-mark  in  question,  and  not  having  ceased  to  use, 
or  not  having  parted  with  the  legal  title  to  register  the  mark  when 
he  did — all  which  we  have  found — it  would  be  a  vain  thing  for  us 
to  find  that  after  the  registration  he  had  parted  ivith  an  interest,  or 
any  part,  of  the  exclusive  right  to  use  the  mark.  The  title  to  the 
certificate  of  registration,  if  claimed  under  some  act  or  set  of  acts 
done  or  performed  after  its  issue,  cannot  as  a  rule  be  determined  in 
an  interference  proceeding.  Such  question  is,  we  apprehend,  to  be 
tried  in  a  proceeding  brought  to  compel  the  assignment  of  the  issued 
certificate,  or  by  some  analogous  proceeding.  There  may  hereafter 
be  found  some  exception  to  the  general  rule,  but  this  is  not  one  and 
we  have  now  none  in  mind.  An  interference  proceeding  under  the 
trade-mark  law  is  instituted  to  determine  priority  of  adoption  and 
use,  and  when  it  is  found  that  one  of  the  parties  to  the  interference 
was  the  first  to  adopt  and  use  the  mark  in  accordance  with  the  require- 
ments of  the  law,  and  was  the  sole  owner  of  the  mark  when  he  ap- 
plied for  and  received  the  certificate  of  registration  the  inquiry  in- 
stituted by  the  interference  proceedings  terminates.  If  a  later  appli- 
cant seeks  to  reregister  the  mark  for  any  lawful  reason,  and  it  ap- 
pears that  his  title  is  based  upon  the  same  adoption  and  use  as  claimed 
by  the  prior  registrant  it  cannot  be  successfully  contended  that  he  has 
any  standing  in  an  interference  unless,  at  least,  he  shows  that  the 
entire  right,  title  and  interest  in  the  mark  has  become  vested  in  hina. 
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Appellant  has  failed  to  show  this,  for  any  right  vested  in  the  cor- 
poration, appellant,  is  such  title  as  Daniel  S.  Giles,  Sr.,  had  in  the 
mark  when  he  attempted  to  assign  all  interest  in  the  mark  to  it  and 
caused  the  application  for  registration  to  be  filed  in  its  name.  Daniel 
S.  Giles,  Sr.,  is  not  shown  to  have  had  at  any  time  such  title  as  would 
have  permitted  him  to  register  the  mark.  He  did  not  originate  it 
nor  first  put  it  in  use.  Nothing,  so  far  as  this  record  discloses,  vested 
in  him  at  any  time  the  exclusive  right  to  its  use.  That  after  its 
registration  by  Sanford  F.  Giles  he  acquired  some  rights  we  think 
the  record  discloses.  At  the  best  those  rights  are  not  shown  to  be 
exclusive  or  to  warrant  a  judgment  of  priority  in  his  favor.  The 
partnership,  if  it  be  admitted  that  a  partnership  existed  between 
father  and  son,  did  not  vest  him  with  the  exclusive  right  to  the  mark; 
and  when  the  relation  was  terminated  by  the  father's  annexing  the 
bank  account,  and  the  departure  of  the  son  from  the  common  place 
of  business,  the  condition  that  then  arose  did  not  in  law  vest  the 
father  with  all  rights  to  the  mark  on  the  ground  that  the  son  had 
abandoned  his  rights. 

The  propositions  of  law  advanced  by  the  appellee  are  well  founded 
and  sustained  by  many  adjudicated  cases.  Briefly  summed  up  they 
are  that  registration  of  a  trade-mark  is  grantable  only  to  its  owner, 
and  such  owner  is  the  one  first  to  adopt  and  use  the  mark  as  provided 
by  law.  The  Trade-Mark  Acts  of  1881  and  1905,  and  the  adjudica- 
tions under  the  former  act  all  sustain  the  proposition.  That  the 
right  to  use  a  trade-mark  owned  by  a  partnership — after  its  dissolu-* 
tion,  generally  is  vested  in  all  of  the  members  who  continue  in  the 
same  line  of  trade.  {Menendez  v.  Holt,  C.  D.,  1889,  344;  46  O.  G., 
971;  128  U.  S.,  514.)  That  in  the  absence  of  an  express  agreement, 
a  trade-mark  used  theretofore  by  one  who  enters  the  partnership  does 
not  at  the  dissolution  of  the  partnership,  caused  by  the  withdrawal 
of  the  member  bringing  the  mark  into  the  partnership,  remain  the 
property  of  the  partnership.  {Am.  <£•  Eng.  Encyc.  of  Law,  2nd  Ed., 
Vol.  28,  p.  406,  and  cases  there  cited.) 

It  is  undoubtedly  true  as  urged  by  appellant  that  when  a  partner 
retires  from  a  partnership  and  assents  to  the  retention  by  the  other 
partners  of  the  possession  of  the  old  place  of  business  and  the  future 
conduct  of  the  business  by  them  under  the  old  name  that  the  trade- 
mark remains  with  the  latter.  The  facts  in  the  present  case  do  not 
warrant  the  application  of  that  rule  of  law  for  the  retirement  must 
be  voluntary,  or  thereafter  acquiesced  in,  and  the  retention  of  the 
business  must  have  also  been  acquiesced  in  and  not  practically  forced. 

It  appears  that  the  parties  to  this  interference  are  engaged  in  a 
litigation  pending  in  the  courts  of  the  State  of  Illinois,  and  their 
respective  rights  to  the  registered  trade-mark  can  there  be  deter- 
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mined.  As  before  stated  we  have  no  call  to  determine  that  questicm 
having  found  that  Sanford  F.  Giles  lawfully  registered  the  mark  in 
controversy  and  that  the  appellant  has  failed  to  show  that  after  such 
registration  it  became  the  sole  owner  of  the  registered  mark  and  of  all 
rights  thereto  pertaining. 

In  our  opinion  the  Commissioner  of  Patents  was  right  in  awarding 
judgment  of  priority  of  adoption  and  use  of  the  trade-mark  to  the 
appellee,  Sanford  F.  Giles,  and  his  decision  should  therefore  be  af- 
firmed. The  clerk  of  the  court  will  certify  this  opinion,  and  the 
proceedings  in  this  court  in  the  premises,  to  the  Commissioner  of 
Patents,  according  to  law.    Aifirmed. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

PODLESAK   AND   PoDL^AK   V.   McInNEBNET. 

Decided  January  4,  1906, 

(120  O.  G..  2127.) 

1.    INTEBFKRENCE — UNSUPPORTED  TESTIMONY  OF  JoiNT   INVENTORS. 

Where  the  only  testimony  taken  by  joint  inventors  upon  the  qoestioD 
of  the  date  of  their  invention  is  their  own  depositlcms,  Held  that  the  deposi- 
tions of  parties  to  interference  upon  this  point,  unless  corroborated  by 
independent  circumstances  established  by  the  evidence,  are  clearly  Insaf- 
flcient  to  prove  conception  of  the  invention.  (Qarrels  v.  Freeman,  G  D., 
1903,  542;  103  O.  G.,  1683;  21  App.  D.  C,  207.) 
2.*  Same — Originality. 

Where  a  party  contended  that  he  communicated  the  invention  to  his 
opponent,  but  did  not  claim  to  have  made  complete  disclosure,  and  the 
circumstances  did  not  support  the  theory  of  derivation,  Held  that  the  rule 
of  Winslow  V.  Austin  (C.  D.,  1899,  301 ;  86  O.  G.,  2171 ;  14  App.  D.  C,  137) 
that  the  failure  of  a  party  to  rebut  the  sworn  statement  of  his  adversary 
that  he  had  fully  disclosed  the  hivention  to  him  furnished  strong  evidoioe 
that  the  latter  was  not  the  prior  inventor  did  not  apply. 

3.  Same — Priority. 

Held  that  the  Commissioner  of  Patents  having  found  there  was  an 
interference  in  fact  and  that  Mclnnemey  had  the  right  to  make  the  claim 
could  come  to  no  other  conclusion  upon  the  proofs  and  the  law  applicable 
thereto  than  the  one  he  did,  and  consequently  his  award  of  priority  Is 
correct  if  the  remaining  questions  be  decided  in  Mclnnemey's  favor. 

4.  Same — Right  to  Make  Claims  and  Interference  in  Fact — Concubbknt 

Decisions  in  Patent  Office  Ordinarily  Conclusive. 
Where  a  question  of  interference  in  fact  or  right  to  make  claims  has 
been  fully  considered  by  the  Primary  Examiner,  the  Examiners-in-Cblef, 
and  the  Commissioner  and  all  have  concurred  in  finding  that  a  party  to 
an  interference  has  the  right  to  make  a  claim  which  is  the  same  as  the 
count  of  the  issue  of  an  Interference,  Held  that  these  conclusions  wlU 
ordinarily  be  considered  by  the  court  as  conclusive. 
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5.  Same — Right  to  Claim — Effect  of  Inoobrect  Decision. 

If  it  be  incorrectly  held  that  a  party  to  an  interference  has  a  right  to 
make  a  claim  in  issue,  an  award  of  priority  to  him  is  made  possible. 
His  adversary  would  thereby  t>e  deprived  of  a  substantial  right  in  that 
he  would  be  refused  a  claim  where  he  was  necessarily  the  prior  inventor, 
his  adversary  never  having  made  the  invention, 
a  Same — Same— Decision  of  Pbimabt  Examines  Not  Final — Considkbation 
BY  CouBT  OF  Appeals. 
In  view  of  the  possible  effect  upon  the  determination  of  priority  of  an 
error  in  a  decision  holding  that  a  party  has  a  right  to  make  a  claim.  Held 
that  the  latter  question  should  not  be  finally  determined  by  the  Primary 
Examiner  who  originally  declared  the  interference  and  that  the  court  would 
therefore  take  Jurisdiction  to  determine  that  question  as  ancillary  to  that 
of  priority. 

7.  Same — Same  Language  and  Different  Inventions. 

General  terms  may  be  used  which  apply  equally  to  two  structures  which 
are  not  the  same,  as  may  be  shown  when  those  terms  are  read  and  construed 
in  the  light  of  the  specifications  behind  them ;  but  In  most  cases  where  two 
structures  are  not  specifically  the  same  and  the  art  does  not  warrant  a 
generic  claim  the  language  of  the  claims  can  be  made  precise  and  to  fittingly 
describe  each  structure  so  that  the  use  of  identical  language  be  avoided. 

8.  SAME — Same — ^Amendment  Necessabt. 

Where  the  claim  read  in  the  light  of  the  specification  of  one  party  means 
one  thing  and  the  same  claim  read  in  the  light  of  the  specification  of  an- 
other party  means  another  thing,  Held  that  the  same  phraseology  should 
not  be  employed. 

9.  Same — Interpretation  of  Issue. 

The  meaning  given  to  the  counts  of  an  interference  must  be  that  intended 
by  the  party  to  the  interference  first  making  the  claim.  {Tracy  v.  Leslie, 
C.  D.,  1899,  306;  87  O.  G.,  891;  14  App.  D.  C,  126;  Ruete  v.  Elwell,  C.  D., 
1899,  379;  87  O.  G.,  2119;  15  App.  D.  C,  21.) 

10.  Same — Construed  Issue — Inapplicable  to  Cases  of  Both  Parties — Case 

Referred  to  Patent  Office  Undecided. 
Where  the  issue  if  broadly  construed  read  upon  the  devices  of  both 
parties,  but  consisted  of  a  claim  which  had  been  allowed  over  a  reference 
only  upon  a  narrow  construction  inapplicable  to  the  devices  of  one  party, 
and  it  appeared  that  such  construction  of  the  claims  was  necessary  in  order 
to  sustain  the  same.  Held  that.  In  the  opinion  of  the  court  an  error  had 
been  committed  and  that  the  case  should  be  remanded  undecided  to  the 
Patent  Office  for  further  consideration  as  to  identity  of  invention. 

11.  Same — No  Interference  in  Fact — Re-Formation  of  Claims  in  Issue. 

Held  that  apparently  neither  party  is  entitled  to  a  claim  for  the  feature 
in  controversy  which  should  dominate  the  other  and  that  apparently  the 
claims  presented  by  both  and  made  the  issue  should  be  so  re-formed  that 
each  should  have  a  specific  claim,  provided  each  could  draw  one  to  avoid 
the  reference. 

12.  Same — Case  Remanded  Undecided— Further  Consideration  by  Court. 

In  remanding  the  Interference  to  the  Patent  Office  undecided  for  further 
consideration  of  the  questk>n  of  identity  of  invention,  Held  that  if  after 
such  consideration  the  Office  adheres  to  the  opinion  that  there  is  an  inter- 
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ference  in  fact  the  present  Interference  record  with  any  additions  will  be 
further  considered  by  the  court 

Mr.  C.  Le  Roy  Parker  for  .the  appellants. 

Mr.  J.  C.  Pennie  and  Mr.  Jos.  T.  Williamson  for  the  appellee. 

DUELL,/.; 

This  appeal  is  taken  from  the  decision  of  the  Commissioner  of 
Patents  awarding  priority  of  invention  to  Mclnnemey. 

Appellants  assign  as  erroi's  the  findings  of  the  Commissioner  that 
Mclnnemey  was  the  prior  inventor;  that  there  is  an  interference  in 
fact  between  the  inventions  of  the  interf erants ;  and  that  Mclnnemey 
has  a  right  to  make  the  claim  which  constitutes  count  2  of  the  issue. 

The  record  discloses  that  when  the  interference  was  declared  there 
were  three  counts.  After  the  testimony  had  been  taken  the  case  was 
remanded  to  the  Primary  Examiner  to  consider  Mclnnemey's  right 
to  make  the  claim  constituting  the  third  count  of  the  issue.  It  was 
decided  that  he  had  no  right  to  make  the  claim.  This  left  the  inter- 
ference with  two  counts.  Thereafter  at  the  request  of  the  Primary 
Examiner  the  interference  proceedings  were  again  suspended  and 
the  papers  transmitted  to  the  Primary  Examiner  to  consider  a  newly- 
discovered  reference.  The  Examiner  decided  that  the  claims  con- 
stituting the  remaining  counts  were  anticipated  by  a  patent  to  one 
Tirrell,  No.  230,589,  July  27,  1880.  From  this  decision  an  appeal 
was  taken  to  the  Examiners-in-Chief ,  who  held  that  when  the  'claims 
were  "  construed  by  the  specification  behind  them  they  were  pat- 
entable  over  the  reference  "  and  accordingly  they  reversed  the  Ex- 
aminer. Judgment  of  priority  was  then  rendered  in  favor  of  Mc- 
lnnemey by  the  Examiner  of  Interferences.  Upon  appeal  the  Ex- 
aminers-in-Chief held  that  count  1  of  the  issue  was  limited  to  the 
inclusion  of  a  plurality  of  springs,  and  that  such  limitation  rendered 
the  issue  inapplicable  to  Mclnnemey's  construction.  In  accordance 
with  the  rule  they  called  the  attention  of  the  Commissioner  to  the 
fact  that  in  their  opinion  M^nnemey  had  no  right  to  make  the 
claim  which  corresponded  to  the  first  count  of  the  issue.  They  found 
that  he  had  the  right  to  make  the  claim  constituting  the  second  count 
of  the  issue  and  as  to  that  issue  they  awarded  priority  to  Mclnnemey, 
and  to  that  extent  affirmed  the  decision  of  the  Examiner  of  Inter- 
ferences. An  appeal  was  taken  by  Podlesak  and  Podlesak  to  the 
Commissioner,  who,  without  deciding  the  question  of  priority,  re- 
manded the  interference  to  the  Primary  Examiner  to  consider  Mcln- 
nemey's  right  to  claim  the  first  issue  and  directed  him  to  consider 
the  right  of  Mclnnemey  to  claim  the  second  count,  saying: 

Without  expressing  any  opinion  upon  the  question  of  the  right  of  McInne^ 
ney  to  malse  a  claim  corresponding  to  count  2,  it  is  believed  that  the  conditions 
of  this  case  are  such  as  to  warrant  jurisdiction  being  given  the  Examiner  to 
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consider  the  right  of  Mclnnemey  to  make  a  claim  corresponding  to  count  2 
when  the  interference  comes  before  him  to  consider  the  question  to  which 
attention  has  been  called  by  the  Examiners-in-Chief. 

This  interference  is  therefore  remanded  to  the  Primary  Examiner  to  con- 
sider the  matters  to  which  attention  has  been  called  by  the  Examiners-in- 
Chief  and  Jurisdiction  is  also  given  to  the  Examiner  to  consider  at  the  same 
time  the  right  of  Mclnnemey  to  make  a  claim  corresponding  to  count  2. 

The  decision  on  priority  of  invention  is  reversed  pending  the  determination 
of  the  question  of  the  dissolution  of  this  interference. 

Under  this  authority  the  Primary  Examiner  considered  the  right 
of  Mclnnemey  to  make  the  claims  constituting  counts  1  and  2  of  the 
issue.  He  filed  a  written  decision  to  the  effect  that  Mclnnemey  had 
no  right  to  make  the  first  claim,  but  that  the  second  claim  could  be 
equally  well  read  upon  the  structure  of  both  applicants  and  that 
therefore  Mclnnemey  had  the  right  to  make  the  claim  constituting 
the  second  issue.  From  this  decision  no  appeal  was  taken  by  Mcln- 
nemey, and  therefore  the  interference  was  continued  with  but  one 
issue.  The  Commissioner  when  the  matter  next  came  before  him 
awarded  priority  of  invention  of  the  second  and  sole  remaining  count 
to  Mclnnemey. 

The  issue  in  question  is : 

2.  The  combination,  in  electrically  operated  or  actuated  sparking  devices  for 
gas  or  vapor  ignition,  of  an  electromagnet  and  its  movable  armature,  with  a 
movable  electrode;  a  means  of  imparting  a  separating  and  a  contacting  blow, 
successively,  from  and  through  the  movement  of  said  armature  to  said  movable 
electrode;  an  insulated  electrode;  an  electric  circuit  supplying  current  to  the 
energizing-coils  of  said  electromagnet  and  to  said  electrodes,  substantially  as 
and  for  the  purposes  set  forth. 

Mclnnemey  is  the  senior  party  having  filed  his  application  Novem- 
ber 21,  1899.  The  Podlesaks  filed  their  application  April  2,  1900. 
The  only  testimony  taken  by  them  upon  the  question  of  the  date  of 
their  invention  is  their  own  depositions.  The  depositions  of  parties 
to  interferences  upon  this  point,  unless  corroborated  by  "  independ- 
ent circumstances  established  by  the  evidence  "  ar6  clearly  insufficient 
to  prove  conception  of  an  invention.  {Garrela  v.  Freeman^  C.  D., 
1903,  542;  103  O.  G.,  1683;  21  App.  D.  C,  207.) 

It  is  insisted  however  by  appellants  that  H.  J.  Podlesak  communi- 
cated the  invention  to  Mclnnemey,  and  that  that  fact  is  proven  be- 
cause not  denied  by  the  latter.  In  Winslow  v.  Ai^tin  (C.  D.,  1899, 
301;  86  O.  G.,  2171;  14  App.  D.  C,  137)  this  court  held  that  the 
failure  of  a  party  to  an  interference  to  rebut  the  sworn  statement  of 
his  adversary  that  he  had  fully  disclosed  the  invention  to  him  fur- 
nished strong  evidence  that  the  latter  was  not  the  prior  inventor. 
We  think  the  evidence  disclosed  by  the  record  is  not  suffidient  to  war- 
rant the  application  of  that  rule  in  this  case.  H.  J.  Podlesak  does 
not  claim  to  have  made  a  complete  disclosure  to  Mclnnemey.    He 
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claims  to  have  made  such  partial  discovery  on  October  27,  1899.  It 
appears  that  Foster  and  Freeman  on  October  30,  1899,  received  from 
Mclnnerney  a  letter  bearing  date  October  25,  1899,  and  a  type- 
written description  of  his  invention  which  is  involved  in  this  inter- 
ference bearing  date  October  24,  1899,  and  also  a  drawing  in  pencil 
It  is  insisted  on  the  part  of  appellants  that  this  latter  statement 
and  drawing  were  prepared  after  the  alleged  disclosure  to  Mcln- 
nerney and  that  the  papers  were  antedated.  They  seek  to  prove  this 
by  showing  that  a  letter  mailed  in  time  to  be  forwarded  on  a  train 
leaving  Omaha  (Mclnnerney's  place  of  residence)  at  3.30  p.  m.  of 
one  day  would  in  the  ordinary  course  reach  Washington  the  early 
morning  of  the  second  day  thereafter.  It  is  claimed  by  Mclnnerney 
that  these  papers  were  mailed  on  October  25, 1899,  but  it  is  not  shown 
that  they  were  mailed  in  time  for  the  train  leaving  Omaha  at  3.30 
p.  m.  of  that  day.  The  probability  would  favor  the  supposition  that 
they  were  mailed  at  a  later  hour.  No  facts  are  given  relative  to  the 
time  when  other  through  mail-trains  leave  Omaha  for  the  east  If 
the  papers  left  on  the  same  train  on  the  following  day  they  would 
not  have  arrived  in  Washington,  if  on  time,  until  the  morning 
of  Saturday  the  28th  of  October.  It  further  appears  that  the  mails 
are  sometimes  delayed  twelve  or  thirteen  hours,  and  if  it  happened 
in  this  instance,  the  papers  would  not  have  been  delivered  until  Oc- 
tober 30,  1899,  for  the  29th  was  Sunday.  We  think  the  proof  offered 
is  not  sufficient  to  warrant  a  finding  that  the  papers  were  prepared 
and  mailed  after  the  alleged  disclosure  by  H.  J.  Podlesak. 

The  appellants  being  entitled  to  no  earlier  date  of  conception  than 
that  of  the  filing  of  their  application  they  cannot  prevail,  if  Mcln- 
nerney is  held  to  be  properly  a  party  to  the  interference,  for  their 
application  was  filed  several  months  after  that  of  Mclnnerney,  the 
senior  party.  The  Commissioner  of  Patents  having  found  there  was 
an  interference  in  fact,  and  that  Mclnnerney  had  the  right  to  make 
the  claim,  could  come  to  no  other  conclusion  upon  the  proofs,  and 
the  law  applicable  thereto  than  the  one  he  did  and  consequently  his 
award  of  priority  is  correct  if  the  remaining  questions  be  decided  in 
Mclnnerney's  favor. 

This  brings  us  to  the  only  serious  questions  in  the  case.  They  are 
those  set  out  in  the  second  and  third  assignments  of  errors  and  re- 
spectively present  for  consideration  appellants'  contention  that  there 
is  no  interference  in  fact  between  the  inventions  of  the  interferants; 
and  that  the  appellee  has  not  the  right  to  make  the  claim  which  is  the 
subject-matter  of  the  issue. 

Considering  these  assignments  of  error  in  the  reverse  order  in 
which  they  are  set  forth  we  find  that  the  question  of  appellee's 
right  to  make  the  claim  has  received  the  consideration  of  the  Primary 
Examiner,  of  the  Examiners-in-Chief  and  of  the  Commissioner. 
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Where  a  question  such  as  this  has  been  fully  considered  by  them, 
and  all  have  concurred  in  finding  a  party  to  an  interference  has 
the  right  to  make  a  claim  which  is  the  same  as  the  count  of  the 
issue  of  an  interference,  their  concurrent  finding  should  not  be 
lightly  disturbed  and  will  be  ordinarily  considered  by  this  court  as 
conclusive.  In  an  ex  parte  case  the  decision  of  the  Primary  Ex- 
aminer that  a  party  has  a  right  to  make  a  claim  is  final  unless  for 
good  cause  shown  the  Commissioner,  under  his  supervisory  powers, 
takes  jurisdiction  io  review  the  question.  It  is  generally  left  to 
courts  in  a  suit  brought  after  the  issue  of  the  patent,  for  infringe- 
ment of  a  claim  thus  allowed  to  determine  whether  the  patentee 
ever  had  a  right  to  make  the  claim.  If  however  an  interference, 
involving  such  claim,  be  instituted  the  rules  of  the  Patent  Office 
provide  for  an  examination  by  the  Primary  Examiner  of  the  question 
of  the  right  of  either  party  to  make  the  claim.  If  his  decision  be 
in  the  affirmative  the  rules  do  not  provide  for  an  appeal  to  the  Ex- 
aminers-in-Chief.  In  Allen  v.  United  States  ex  rel.  Lowry  (C.  D., 
1905,  643;  116  O.  G.,  2253)  this  court  held  that  where  such  a  decision 
was  rendered  by  the  Primary  Examiner  on  a  motion  to  dissolve  no 
appeal  would  lie.  It  was  there  said  that  the  court  had  reviewed 
other  ancillary  questions  when  they  properly  came  before  it  on  appeal 
from  final  judgments  awarding  priority  of  invention.  The  question 
of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  foundation 
of  an  interference  for  if  the  party  has  not  such  right  the  interference 
falls.  If  it  be  incorrectly  held  that  such  party  has  a  right  to  make 
the  claim  priority  may  be  awarded  to  him  and  his  adversary  be 
deprived  of  a  substantial  right  in  that  he  is  not  given  a  claim  where 
he  necessarily  is  the  prior  inventor,  his  adversary  never  having  made 
the  invention.  Manifestly  that  question  should  not  be  finally  de- 
termined by  the  Primary  Examiner  who  originally  declared  the 
interference.  We  therefore  take  jurisdiction  to  determine  that  ques- 
tion in  this  case  as  an  ancillary  question  to  be  considered  in  awarding 
priority  of  invention.  Where  however  three  tribunals  of  the  Patent 
Office  have  concurred  in  answering  the  question  in  the  affirmative, 
as  they  have  in  this  case,  we  shall  follow  them  unless  a  manifest 
error  has  been  committed.  Is  there  such  error  in  this  case?  Ap- 
pellants in  their  appeal  from  the  decision  of  the  Examiner  of  In- 
terferences raised  the  question  of  appellee's  right  to  make  the  claim. 
The  Examiners-in-Chief  considered  the  question  and  after  describing 
the  construction  and  operation  of  appellee's  device  reached  the  fol- 
lowing conclusion: 

We  do  not  find,  however,  that  Podlesak  &  Podlesak  should  be  sustained  in 
their  contention  that  Mclnnemey  is  not  entitled  to  make  a  claim  in  con- 
formity with  count  2  of  the  issue.  The  point  that  the  joint  Interferants  raise 
in  respect  to  this  count  has  already  been  referred  to  herein.    Mclnnemey's 
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construction  includes  all  of  tbe  elements  of  count  2,  and  considering  ttie  slight 
♦  ♦  ♦  separation  which  takes  place  between  the  movable  and  the  stationary 
electrodes,  it  is  apparent  that  the  single  spring  which  actuates  the  pivoted 
armature  must  cause  said  armature  to  deliver  to  the  arm  of  the  pivoted 
electrode  a  blow  which  will  be  effective  to  some  extent  in  displacing  carbon 
between  the  two  electrodes  at  the  moment  of  contact 

In  view  of  the  fact  that  the  Examiners-in-Chief  held  that  the 
appellee  did  not  have  the  right  to  make  another  claim  the  Commis- 
sioner as  we  have  said  withheld  his  decision  i)n  the  question  of 
priority  and  remanded  the  case  to  the  Primary  Examiner  to  consider 
the  right  of  appellee  to  make  either  or  both  of  the  claims.  The 
Examiner  held  "  that  Mclnnerney  is  entitled  to  make  the  claim  form- 
ing count  2.  Every  element  called  for  by  this  claim  appears  in 
Figure  3  of  Mclnnemey's  structure."  This  conclusion  was  accepted 
by  the  Commissioner.  We  have  examined  Fig.  3  of  the  drawing 
referred  to  and  are  of  the  opinion  that  the  figure  discloses  a  device 
which  may  be  described  in  the  terms  of  the  now  sole  issue  of  the 
interference.  We  are  not  however  satisfied  that  the  claim  means  the 
same  when  applied  to  the  devices  of  the  respective  parties.  We  now 
only  say  that  we  think  this  claim  when  broadly  considered  can  be 
read  on  the  drawing  of  Mclnnemey's  application.  It  does  not  how- 
ever follow  that  because  the  same  words  may  describe  two  structures 
that  diJffer  materially  in  construction  and  in  operation  that  the 
structures  are  the  same.  General  terms  may  be  used  which  apply 
equally  to  two  structures  which  are  not  the  same,  as  may  be  shown 
when  those  terms  are  read  and  construed  in  the  light  of  the  specfica- 
tions  behind  them.  In  most  cases,  however,  where  two  structures  are 
not  specifically  the  same,  and  the  art  does  not  warrant  a  generic 
claim,  the  language  of  the  claims  can  be  made  precise  and  to  fittingly 
describe  each  structure  so  that  the  use  of  identical  language  be 
avoided.  We  conclude,  though  not  without  some  doubt,  that  Mcln- 
nerney has  the  right  to  make  the  claim  which  is  the  issue  of  the  inter- 
ference, if  that  claim  be  broadly  construed. 

The  last  assigned  error — no  interference  in  fact — raises  the  question 
of  identity  of  the  two  inventions  as  summed  up  in  the  issue.  While 
as  we  have  said  the  same  language  may  be  applied  to  two  structures 
that  are  not  the  same  the  employment  of  such  identical  language  does 
not  necessarily  prove  that  there  is  an  interference  in  fact.  {Edge- 
combe V.  Eastman  v.  Houston,  C.  D.,  1899,  207;  89  O.  G.,  707;  Goss  v. 
Scott,  C.  D.,  1901,  842;  96  O.  G.,  843.) 

We  are  much  impressed  with  appellants'  contention  that  there  is 
no  interference  in  fact  because  the  two  devices  are  obviously  differ- 
ent in  structure  and  operation,  and  that  consequently  the  terms  of  the 
issue  when  applied  to  the  two  devices  do  not  mean  the  same  thing. 
It  will  be  remembered  that  the  Primary  Examiner  held  the  issue  to 
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be  unpatentable;  that  the  Examiners-in-Chief  reversed  him  upon  the 
ground  that  this  issue  when  construed  in  the  light  of  the  specifica- 
tion required  that  the  "  blow  "  referred  to  in  the  claim  must  be  a 
"  contacting  blow,'^  and  that  the  device  of  the  reference  brought  the 
electrodes  into  contact  without  any  blow  by  the  armature.  It  was 
upon  such  a  narrow  construction  that  the  claim  was  held  patentable 
over  the  reference.  It  is  the  "  contacting  blow  "  which  apparently 
gives  novelty  to  the  issue.  What  this  "  contacting  blow  "  is  must  be 
determined  by  a  reference  to  the  appellants'  specification  for  the 
issue  is  a  claim  first  made  by  them  and  suggested  to  the  appellee. 
The  meaning  given  to  the  counts  of  an  interference  must  be  that  in- 
tended by  the  party  to  the  interference  first  making  the  claim. 
(Tracy  v.  Leslie,  C.  D.,  1899, 306 ;  87  O.  G.,  891 ;  14  App.  D.  C,  126 ; 
Ruete  V.  Elwell,  C.  D.,  1899,  379;   87  O.  G.,  2119;   15  App.  D.  C, 

21.) 

The  "  contacting  blow  "  is  referred  to  in  appellants'  specification 
as  the  blow  which — 

causes  the  contact-points  to  come  together,  driving  out  from  between  them  any 
soot  or  dirt  that  may  have  accumulated  from  the  explosion  of  the  charge  in  the 
engine-cylinder. 

When  so  construed  we  do  not  think  that  the  term  "  contacting  blow  " 
as  employed  by  the  parties  means  the  same  thing  in  the  two  claims. 
It  would  seem  that  the  Examiner  when  he  considered  the  question  of 
interference  in  fact,  as  he  did,  though  as  the  Commissioner  said  with- 
out authority,  must  have  lost  sight  of  the  ground  on  which  the 
Examiners-in-Chief  predicated  patentability  over  the  Tirrell  patent, 
and  of  their  statement  relative  to  the  difference  between  the  device 
of  that  patent  and  the  device  of  the  appellants,  of  which  they  said : 

The  difference  in  the  action  of  the  two  devices  is  material,  as  the  present  de- 
vice has  superior  utiilty  because  of  the  blow  given  by  the  armature  after  the 
spring  has  brought  the  electrodes  into  more  or  less  feeble  contact. 

He  doubtless  did  not  examine  the  brief  of  Mclnnerney  stated  to 
have  been  filed  before  the  Examiners-in-Chief  when  that  tribunal 
was  considering  the  question  of  patentability.  That  brief  is  referred 
to  in  appellants'  brief  but  as  it  is  not  in  the  record  we  cannot  con- 
sider it.  It  seems  to  us  that  the  Examiners-in-Chief  in  holding  the 
claims  to  be  patentable  must  have  construed  them  in  the  light  of 
the  Podlesaks  specification  rather  than  with  Mclnnerney's  specifica- 
tion before  them. 

We  do  not  think  the  contacting  blow  of  the  Mclnnerney  device, 
if  it  can  be  said  to  have  anything  more  than  an  impulse,  is  the  "  con- 
tacting blow  "  of  the  Podlesak  and  Podlesak  device. 

This  court  has  held  that  in  extreme  cases  where  palpable  error 
has  been  committed  the  decision  of  the  Patent  Office  holding  identity 
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ot  invention  between  the  devices  of  parties  to  an  interference  may 
be  reversed.  {Swihart  v.  Mauldin,  C.  D.,  1902,  540;  99  O.  G.,  2322; 
19  App.  D.  C,  670,  573;  Seeherger  v.  Dodge,  C.  D.,  1905,  603;  114 
O.  G.,  2382;  24  App.  D.  C,  476,  481.)  Nevertheless  while  we  con- 
sider that  an  error  has  been  committed  in  this  case  we  hesitate,  at 
least  until  the  Patent  OflSce  has  further  opportunity  to  consider  this 
question,  to  hold  there  is  no  interference  in  fact.  As  the  case  is  now 
presented  we  are  unwilling  to  award  priority  of  invention  to  appellee. 
We  think  neither  party  is  entitled  to  a  claim,  for  the  feature  here 
in  controversy,  which  shall  dominate  the  other.  It  would  seem  that 
the  claims  presented  by  both,  and  made  the  issue  of  this  interference, 
should  be  so  re-formed  that  each  should  have  a  specific  claim  provided 
each  can  draw  a  claim  that  avoids  the  reference.  We  do  not  mean 
to  hold  that  appellants'  claim,  which  has  been  held  patentable,  is 
not  patentable  as  read  in  the  light  of  their  specification.  If,  as  we 
think,  the  claim  read  in  the  light  of  their  specification  means  one 
thing,  and  the  same  claim  read  in  the  light  of  appellee's  specification 
means  another  the  same  phraseology  should  not  be  employed. 

We  feel  constrained  to  remand  the  case  to  the  Commissioner  of 
Patents  for  further  consideration  as  to  identity  of  invention.  If 
after  such  consideration  the  Patent  Office  adheres  to  the  opinion  that 
there  is  an  interference  in  fact  herein  the  present  interference  record, 
with  any  additions  to  it  will  be  further  considered  by  us. 

The  opinion  and  the  proceedings  in  the  case  will  be  certified  by 
the  clerk  to  the  Commissioner  of  Patents,  according  to  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Thomson. 
Decided  January  4,  1906, 

(120  O.  G.,  2756.) 

3.  Patentability — Affidavits. 

Held  that  affidavits  going  to  show  the  practical  success  of  the  applicant's 
device  where  the  truth  thereof  Is  substantially  conceded  are  entitled  to 
material  weight  in  view  of  the  fact  that  the  grant  of  a  patent  confers  no 
absolute  right  of  property  and  in  view  of  the  customary  rule  of  resolving 
ordinary  ^oubts  In  favor  of  applicants. 

2.  Same — Popularity  Consequential  Only  When  Novelty  is  in  Doubt. 

A  patent  should  not  be  granted  merely  because  a  device  or  combination 
may  possess  great  advantages,  thereby  bringing  it  into  immediate  use, 
as  it  is  only  when  the  question  of  novelty  is  in  doubt  that  the  fact  that  the 
device  has  gone  into  commercial  use,  displacing  others  employed  for  a  like 
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purpose  or  supplying  the  place  of  others  whose  Intrinsic  defects  have  pre- 
vented their  general  adoption  and  use,  is  sufficient  to  turn  the  scale  in 
favor  of  invention.  {Potts  v.  Creager,  C.  D.,  1895,  143;  70  O.  G.,  494; 
155  U.  S.,  597,  609.) 

3.  Same — Combination — Priob  Combination  Different. 

Where  the  applicant  claimed  a  combination  of  old  elements  and  a  ref- 
erence shows  a  combination  which  is  intended  for  a  different  use  and 
which  involves  differences  of  operation  and  one  of  the  elements  shown 
in  the  reference  is  different  from  the  corresponding  element  in  the  appli- 
cant's device.  Held  that  a  patent  should  not  necessarily  be  refused  on 
account  of  such  reference. 

4.  Same — Same — Same. 

Where  a  prior  combination  cited  against  the  combination  claimed  in- 
cludes elements  in  addition  to  those  used  by  the  applicant  which  result 
in  differences  in  operation  undesirable  for  the  purposes  of  the  applicant's 
device  and  one  of  the  elements  of  the  prior  combination  is  different  from 
the  corresponding  element  of  the  applicant's  combination,  Held  that  a 
patent  sliould  not  necessarily  be  refused  on  account  of  the  prior  combi- 
nation. 

5.  Same — Resolving  Doubts. 

Where  there  was  doubt  as  to  the  sufficiency  of  the  references  and  the 
applicant    demonstrated    that    he    had    produced    an   apparatus    of   great 
utility.  Held  that  the  doubt  should  be  resolved  In  favor  of  the  applicant's 
claim, 
(i.  Patents — Effect  of  Grant. 

By  the  grant  of  a  patent  a  patentee  is  merely  put  in  a  position  to  assert 
his  prima  facie  right  against  Infringers  who  may  In  their  defense  raise 
the  question  of  the  validity  of  the  patent  and  have  the  same  finally  adju- 
dicated In  the  light  of  a  full  presentation  and  consideration  of  all  the 
evidence  attainable  In  respect  of  anticipation,  prior  knowledge,  use,  and 
the  like. 

Mr.  F.  P.  Warfield,  Mr.  H.  S.  Diiell,  Mr.  R.  S.  Blair,  Mr.  A.  F. 
Nathan,  and  Mr.  C.  H.  Wilson  for  the  appellant. 
Mr.  J.  M.  Coit  for  the  Commissioner  of  Patents. 

Shepard,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  an  application  for  a  patent  for  an  improvement  in  lighting 
systems. 

The  consideration  of  the  merits  of  the  applicant's  alleged  novel 
combination  was  embarrassed,  and  possibly  prejudiced,  by  the  great 
number  of  claims  presented  and  insisted  upon  throughout  the  pro- 
ceedings in  the  Patent  Office.  On  this  appeal,  the  applicant  has 
abandoned  all  of  his  twenty-one  claims  except  the  four  following: 

3.  In  combination,  a  shunt-wound  generator  having  serially  included  In  Its 
field-circuit  a  plurality  of  contacting  electrodes  and  positively-acting  electro- 
magnetic means  controlled  by  the  current  output  of  the  generator  for  varying 
the  pressure  with  which  said  electrodes  contact 
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13.  In  a  car-axle  lighting  ^stem,  in  combination,  a  dynamo  adapted  to  be 
driven  from  a  car-axle,  said  dynamo  having  a  single  field-circuit  shunt-wound 
from  the  main  circuit,  a  variable-resistance  device  included  in  said  field-circuit, 
said  device  embodying  a  material  whose  resistance  varies  with  pressure,  a 
controlling  device  in  series  with  the  main  circuit  of  the  dynamo,  said  con- 
trolling device  adapted  to  be  operated  by  variations  of  current  in  said  main 
circuit,  and  connections  from  said  controlling  device  for  varying  the  pressure 
on  said  resistance  device. 

17.  In  a  car-axle  lighting  system,  in  combination,  a  dynamo  adapted  to  be 
driven  from  a  car-axle,  said  dynamo  having  a  field-circuit  shunt-wound  from 
the  main  circuit,  a  series  of  carbon  dislss  interposed  in  said  field-circuit,  a 
controlling  device  adapted  to  be  actuated  by  variations  in  current  in  the  main 
circuit  of  the  dynamo  and  in  series  therewith,  a  connection  between  said  con- 
trolling device  and  said  disks  such  that  pressure  on  said  disks  is  decreased  as 
the  current  in  the  main  circuit  increases,  and  a  spring  acting  upon  said  disks 
in  opposition  to  said  controlling  device  to  increase  the  pressure  thereon. 

20.  In  a  car-axle  lighting  system,  in  combination,  a  dynamo  adapted  to  be 
driven  from  a  car-axle,  said  dynamo  having  a  field-circuit  shunt-wound  from 
the  main  circuit,  a  series  of  carbon  disks  included  in  said  field-circuit,  a 
solenoid  in  series  with  the  main  circuit  of  the  dynamo  and  independent  of 
the  field-circuit,  a  connection  between  the  plunger  of  said  solenoid  and  said 
disks  such  that  the  pressure  upon  said  disks  is  decreased  as  the  current  in  the 
main  circuit  increases,  and  a  spring  adapted  to  act  upon  said  disks  to  increase 
the  pressure  thereon  in  opposition  to  said  solenoid. 

In  rejecting  the  series  of  claims,  the  tribunals  of  the  Patent  Office 
referred  to  a  number  of  patents,  the  most  important  of  which  are: 
Weston,  No.  292,715,  of  January  29,  1884;  Muskowitz,  No.  626,713, 
of  June  13, 1899 ;  and  Creveling,  No.  688,394,  of  December  10, 1901. 

The  object  sought  to  be  accomplished  by  the  combination  of  the 
application  is  a  practical  and  effective  system  of  electrical  lighting 
for  railway-cars,  and  there  is  no  doubt  of  the  great  and  urgent  de- 
mand for  such  a  system. 

Two  systems  of  electrical  car-lighting  have  heretofore  been  in  use. 
In  the  first  of  these,  cumbersome  storage  batteries  have  been  used  in 
the  cars  which  must  be  charged  from  time  to  time.  This  involves 
labor,  loss  of  time,  and  expense,  practically  confining  the  use  to  com- 
paratively short  trips,  and  apparently  preventing  general  adoption. 
The  second  system,  which  it  seems  has  been  as  little  uesd  as  the  first, 
is  operated  by  a  generator  driven  from  the  locomotive.  This  in- 
volves a  complicated  system  of  connections  rendering  the  installation 
and  maintenance  expensive  and  otherwise  unsatisfactory.  On  ac- 
count of  these  objections,  systems  of  electrical  car-lighting  have  not 
gone  into  anything  like  general  use  on  the  principal  railways  of  the 
country.  The  general  conclusion  of  practical  railway  maAagers, 
it  seems,  has  been,  that  for  practical  use  each  car  must  be  made  to 
generate  its  own  current  through  the  power  furnished  by  its  own 
axles  when  in  motion.  In  such  a  system  the  storage  battery  is  a 
necessary  accessory  in  order  to  maintain  the  light  when  the  car  is  at 
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rest.  The  difficulty  with  such  a  system  lies  in  the  variable  speed  of 
the  cars  through  which  the  current  is  increased  or  diminished,  thereby 
seriously  affecting  the  character  of  the  light  furnished.  The  object 
of  the  invention,  as  claimed,  is  to  overcome  this  difficulty  through 
a  combination  the  dominant  features  of  which  consist  in  the  charac- 
ter of  the  variable-resistance  device  used  as  a  means  for  controlling 
the  shunt-circuit  of  the  generator,  and  the  relation  of  this  variable- 
resistance  device  to  the  shunt-circuit  and  to  the  current  output  of  the 
dynamo. 

Before  the  final  hearing  before  the  Commissioner,  affidavits  were 
received  and  filed,  showing  that  a  full-sized  apparatus,  constructed  in 
accordance  with  the  specifications  and  claims  of  the  application,  had 
been  installed  in  a  car  on  the  New  York  Central  Railroad  in  October 
1904 ;  and  that  said  car  had  been  run  daily,  from  that  time  until  the 
date  of  the  affidavits,  between  New  York  and  Troy,  a  distance  of 
three  hundred  miles.  It  was  further  shown,  that  during  the  entire 
period  the  apparatus  had  worked  in  a  satisfactory  manner  completely 
demonstrating  its  practical  efficiency. 

The  applicant  does  not  claim  the  invention  of  any  distinctly  new 
element,  but  a  combination  of  elements  which  mutually  coact  and  in- 
teract to  produce  a  new  result — not  the  mere  sum  of  the  results  of 
individual,  or  separate  use,  but  a  result  due  to  their  conjoint  use  in 
the  course  of  which  they  mutually  affect  one  another  through  their 
peculiar  adaptation  for  use  one  with  another. 

The  tribunals  in  the  Patent  Office,  while  admitting  the  manifest  ad- 
vantages of  the  applicant's  combination  system  over  others,  deny  the 
claim  aforesaid.  Based  on  the  references  to  existing  patents,  their 
conclusion  was,  substantially,  that  the  various  devices  of  the  com- 
bination are  old;  that  the  resulting  advantages  are  inherent  in  the 
several  devices  themselves;  and  that  their  operation  and  value  are 
matters  of  common  knowledge  to  be  availed  of  by  mechanical,  elec- 
trical skill. 

Their  conclusion,  however,  is  not  made  so  clear  to  our  minds  by  the 
discussion  of  the  references  as  it  appears  to  have  been  to  their  own. 

The  Weston  patent,  on  which  great  stress  is  laid,  shows  an  ordinary 
lighting  system.  Referring  to  this  the  Examiners-in-Chief  say  of 
the  applicant ; 

He  created  no  new  situation  except  in  the  limited  sense  that  he  has  applied 
carbon  resistance  to  the  old  Weston  system,  which  is  practically  identical  with 
the  applicant's  system  except  in  the  use  of  a  different  form  of  variable 
resistance. 

We  are  not  prepared  to  accept  this  view  of  the  identity  of  the  two 
systems  as  broadly  stated.  It  is  true  that  Weston,  whose  system  was 
intended  for  a  different  use  from  that  of  the  applicant,  shows  a  shunt- 
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wound  generator  with  a  variable  resistance  in  its  field-circuit,  ap- 
parently designed  to  regulate  the  positions  of  the  carbons  of  a  series 
of  arc-lamps  as  illustrated  by  the  drawings. 

The  resistance  devices  of  the  two  systems  are  admitted  to  be  differ- 
ent. There  is,  however,  another  important  difference  in  that  appli- 
cant's device,  through  pressure  resistance  in  the  shunt-field  of  the 
generator,  exercises  control  from  or  upon  the  main  current  or  output 
of  the  dynamo  which  is  essential  to  the  successful  operation  of  his 
system. 

It  was  further  said,  in  rejecting  the  application,  that  Creveling's 
system  shows  the  features  of  the  applicant's,  except  in  respect  of  the 
particular  type  of  the  variable  resistance,  and  would  operate  in  the 
same  way  by  the  transfer  thereto  of  the  variable  resistance  device  of 
Moskowitz's  patent.  This  involves  the  elimination  of  certain  features 
of  Creveling  not  found  in  applicant's  combination.  Bearing  in  mind 
that  the  applicant  expressly  disclaims  the  invention  of  any  distinctly 
new  element  in  his  combination,  and  without  analyzing  the  other 
features  referred  to,  the  foregoing  proposition  may  be  conceded  to  be 
correct  in  a  very  general  sense.  As  before  stated,  applicant's  conten- 
tion is  that  he  has  combined  old  elements,  changing  and  adapting 
them  in  such  a  way  as  to  produce  a  new  and  useful  result,  indicating 
the  exercise  of  inventive  talent,  rather  than  of  the  mechanical  skill 
of  an  expert  electrician. 

Granting  a  general  similarity  of  construction  and  purpose  in  other 
resistance  devices,  it  has  not  been  denied  that  they  operate  with  what 
has  been  called  a  "  step-by-step  "  action,  tending  to  produce  a  partial 
and  jerking  regulation,  whereby,  through  frequent  increase  or  dimi- 
nution of  current,  small  changes  would  result  in  great  variations 
in  the  brilliancy  of  the  series  of  lamps.  As  pointed  out  by  the  ap- 
plicant, with  all  of  these  old  resistance  devices,  a  considerable  move- 
ment of  the  armature  of  the  controlling  magnet  is  necessary  to  effect 
regulation — a  movement  which  results  either  in  bringing  the  arma- 
ture closer  to  the  magnet,  in  a  position  to  be  more  strongly  affected 
thereby,  or  in  permitting  the  armature  to  move  farther  away,  with 
the  opposite  effect.  If  then,  the  magnet  or  solenoid  be  of  constant 
strength  it  would  have  a*stronger  pull  upon  the  armature  or  plunger 
owing  to  its  being  brought  so  much  nearer  thereto,  or  weaker  owing 
to  its  being  so  much  farther  removed.  And  this  is  independent  of 
any  increase  in  attraction  due  to  rise  of  current  and  results,  upon  the 
armature  moving  toward  the  magnet,  in  an  excessive  pull  thereupon 
and  consequent  increase  in  the  field-circuit  beyond  that  contemplated 
by  the  regulating  system  employed.  On  the  other  hand,  it  is  claimed 
that  in  the  apparatus  of  the  applicant,  no  such  error  can  arise,  be- 
cause there  is  an  insignificant,  almost  inappreciable  movement   in 
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accomplishing  the  regulation,  by  which  the  armature  does  not,  neces- 
sarily, materially  approach  or  recede  from  the  magnet.  This  nicely- 
adjusted  continuous  variation  of  resistance,  with  its  consequent  elimi- 
nation of  flickering  in  the  lamps,  would  be  valueless  if  the  potential 
or  voltage  coil  be  used  with  an  introduction  of  current  changes  com- 
pared with  which  those  due  to  a  step-by-step  resistance  would  be 
insignificant 

There  is  a  special  adaptation  of  this  pressure  resistance  in  the 
shunt-field  whereby  the  current  is  maintained  substantially  uniform 
for  use  with  a  controlling  device  directly  affected  by  the  current; 
that  is  to  say,  there  is  a  special  adaptation  of  this  control  direct  from 
the  current  for  use  with  a  resistance  device  of  this  type.  If  this 
supersensitive  variable-resistance  device  be  controlled  by  any  indi- 
rect factor,  as  voltage,  for  example,  which  would  necessarily  intro- 
duce errors  into  the  regulation,  this  very  sensitiveness  would  multiply 
the  effect  of  such  errors  and  render  the  system  a  useless  one.  There- 
fore, to  use  the  sensitive  pressure-controlled  resistance  to  produce  the 
requisite  even  brillancy  of  the  lamps,  it  is  essential  that  the  same 
be  acted  upon  directly  by  the  factor  upon  which*  this  brilliancy  de- 
pends, namely,  the  current. 

Instancing  the  difficulties  and  failures  of  other  systems  of  car- 
lighting,  the  urgent  demand  for  a  new  and  improved  one,  relieved 
of  those  difficulties,  and  the  failure  of  skilled  electricians,  working  in 
the  same  field  to  satisfy  that  demand,  the  applicant  contends  that 
his  adaptation  of  former  devices  in  a  new  combination,  obtaining 
thereby  a  new  and  satisfactory  result,  passes  beyond  the  boundary  of 
mechanical  skill  and  attains  the  dignity  of  invention. 

Between  these  opposing  contentions  we  must  confess  some  doubt 
as  to  which  is  the  correct  one. 

In  case  of  ordinary  doubt,  the  policy  of  the  patent  system,  as  cus- 
tomarily maintained  in  the  Patent  Office,  has  been  to  give  the  ap- 
plicant the  benefit  thereof,  because  no  absolute  right  of  property  is 
conferred  by  the  grant  of  a  patent.  {Ex  parte  Fanshawe^  C.  D., 
1891,  203;  57  O.  G.,  1127.)  The  patentee  is  merely  put  in  a  position 
to  assert  his  'prima  facie  right  against  infringers  who  may,  in  their 
defense,  raise  the  question  of  the  validity  of  the  patent,  and  have  the 
same  finally  adjudicated  in  the  light  of  a  full  presentation  and  con- 
sideration of  all  the  evidence  attainable  in  respect  of  anticipation, 
prior  knowledge,  use,  and  the  like. 

In  view  of  these  considerations,  the  testimony  going  to  show  the 
practical  success  of  the  applicant's  combination,  the  truth  of  which 
is  substantially  conceded,  is  entitled  to  material  weight.  Owing  to 
the  very  serious  difficulties,  which  appear  to  have  been  successfully 
overcome  by  the  applicant,  other  electrical  train -lighting  systems 
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have  not  gone  into  general  use.  The  demand  for  an  improved  sys- 
tem has  been  an  urgent  one  for  years,  and  yet  no  other  inventor, 
or  electrical  expert,  with  all  the  knowledge  afforded  by  prior  patents 
and  constructions,  has  succeeded  in  devising  a  system  answering  this 
demand. 

Now  that  it  bas  succeeded  [as  said  by  Mr.  Justice  Bradley]  it  may  seem 
very  plain  to  any  one  tbat  be  could  have  done  it  as  well.  This  is  often  Uie 
case  with  inventions  of  the  greatest  merit  It  may  be  laid  down  as  a  gaieral 
rule,  though  perhaps  not  an  invariable  one,  that  if  a  new  combination  and 
arrangement  of  known  elements  produce  a  new  and  useful  result  never  at- 
tained before,  it  is  evidence  of  invention.  (Webster  Loom  Co.  v.  Hiffffin$, 
C.  D..  1882,  285 ;  21  O.  G.,  2031 ;  105  U.  S.,  580,  591.) 

We  are,  of  course,  not  to  be  understood  as  maintaining  that,  merely 
because  a  device  or  combination  may  possess  great  advantages  over 
others,  thereby  bringing  it  into  immediate  general  use,  a  patent 
should,  therefore,  be  granted  for  it  as  an  invention.  The  fact  is 
important  only  in  those  instances  where,  irrespective  of  it,  the  ques- 
tion of  novelty  remains  in  doubt.  It  is  only  when  the  question  of 
novelty  is  in  doubt^  that  the  fact  that  the  device  has  gone  into  com- 
mercial use,  displacing  others  employed  for  a  like  purpose,  on  supply- 
ing the  place  of  others  whose  intrinsic  defects  have  prevented  their 
general  adoption  and  use,  is  sufficient  to  turn  the  scale  in  favor  of 
invention.  {Potts  v.  Creager,  C.  D.,  1895,  143;  70  O.  G.,  494;  155 
U.  S.,  597,  609.) 

Entertaining  such  a  doubt  in  this  case,  we  think  it  just,  and  in  ac- 
cordance with  precedent,  that  the  applicant's  demonstrated  sucoeas 
in  producing  an  apparatus  of  great  utility,  ought  to  resolve  that  doubt 
in  favor  of  his  claim.  {Cleveland  Foundry  Co.  v.  Kaufman,  135 
Fed.  Rep.,  C.  C.  A.,  360,  362.) 

For  these  reasons,  the  decision  will  be  reversed  as  to  the  four  claims 
recited,  and  this  decision  will  be  certified  to  the  Commissioner  of 
Patents  as  the  law  directs.    Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Hill. 

Decided  December  5,  1905. 

(121  O.  G.,  340.) 
Patentabdutt. 

The  decision  of  the  Commissioner  of  Patents  refusing  a  patent  upon  a 
grain-door  construction  for  car-doors  affirmed  as  to  claims  1,  2,  3,  5,  8,  9, 
10,  11,  12,  13,  17,  18,  19,  and  20  and  reversed  as  to  6  and  7. 
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ORAIN-DOOB. 

Mr.  J.  B,  Connolly^  Mr.  J,  H.  Raymond^  and  Mr.  Otto  R.  Bamett 
for  the  appellant. 

Mr.  J.  M.  Coit^  for  the  Commissioner  of  Patents. 

McCOMAS, /./ 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  to  grant  a  patent  including  certain  claims  upon  doors  for 
railway-cars  to  be  used  in  shipping  grain. 

The  Examiner,  the  Examiners-in-Chief,  and  the  Conmiissioner  of 
Patents  successively  rejected  the  claims  now  before  us  on  appeal. 
These  claims  are  sixteen  in  number  and  they  are  limited  to  details  of 
construction.  The  appellant  has  abandoned  claims  numbered  1,  8,  9, 
17,  and  20,  and  concedes  that  claims  2  and  3  are  probably  too  broad. 
The  decision  of  the  Commissioner  of  Patents  is  affirmed  in  respect  of 
these  claims. 

The  remaining  claims  are : 

5.  The  combination  with  a  car-door,  of  a  vertical  guide-rod,  and  connections 
between  the  car-door  and  the  guide-rod,  said  connections  comprising  an  arm 
mounted  upon  the  door  and  extending  outwardly  therefrom,  and  opposite  to  the 
guide-rod,  said  arm  being  provided  with  an  eye,  the  center  of  which  is  arranged 
Bubetantially  opposite  to  the  axis  of  said  guide-rod,  a  link  engaging  said  eye, 
and  a  second  link  engaging  said  first  link  and  engaging  said  guide-rod. 

6.  The  combination  with  a  car-door,  of  a  vertical  guide-rod,  and  connections 
between  the  car-door  and  guide-rod,  said  connections  comprising  an  arm  secured 
to  the  door  and  projecting  outwardly  therefrom  and  opposite  to  the  guide-rod, 
said  arm  being  provided  with  an  eye,  a  round  link  engaging  said  eye,  an 
elongated  link  engaging  said  round  link  and  slidably  engaging  said  guide-rod. 

7.  The  combination  with  a  car,  of  a  door  comprising  separable  upper  and 
lower  sections,  vertical  guiding  means  mounted  upon  said  car,  slidable  connec- 
tions between  the  lower  door-section  and  the  vertical  guiding  means,  and  ver- 
tical ly-slidable  connections  between  the  guiding  means  and  the  upper  door-sec- 
tion, said  last-named  connections  comprising  an  arm  mounted  upon  the  upper 
door-flection  and  provided  with  an  eye,  a  link  engaging  said  eye,  and  an  elon- 
gated link  engaging  said  first-named  link  and  slidably  engaging  said  guiding 
means. 

10.  The  combination  with  a  door  provided  with  a  door-opening,  of  guide-rods 
mounted  one  upon  each  side  of  the  door-opening  and  rigidly  secured  to  the 
car,  each  of  said  guide-rods  being  provided  with  an  upwardly-inclined  portion 
adjacent  to  its  upper  end,  and  with  a  shoulder  extending  backwardly  from 
said  inwardly-inclined  portion,  slidable  connections  between  the  door  and  said 
guide-rods,  said  connections  comprising  arms  mounted  upon  the  door,  each  arm 
extending  outwardly  from  the  door  and  opposite  to  a  guide-rod,  and  coengaging 
means,  moimted  upon  the  upper  edge  of  the  door  and  upon  the  car  at  the  oppo- 
site edge  of  the  door-opening,  adapted  to  automatically  engage  each  other  so  as 
to  form  a  hinged  connection  l)etween  the  door  and  the  car,  when  the  upper  door- 
section  Is  slidingly  raised  upon  said  guide-rods. 
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11.  In  a  device  of  the  class  described,  means  for  holding  the  free  edge  of  tlie 
door  adjacent  to  the  roof  of  the  car,  said  means  comprising  a  hook  secured  to 
the  roof  of  the  car  by  a  pivot  and  provided  with  an  arm  extending  adjacent  to 
the  upper  face  of  the  door  in  its  supported  position,  and  arranged  to  contact 
with  said  door  only  at  one  side  of  said  pivot,  said  hook  being  cut  away  at  the 
junction  between  said  arm  and  the  body  of  the  hook. 

12.  In  a  device  of  the  class  described,  an  attachment  adapted  to  be  plvotally 
secured  to  the  roof  of  the  car,  said  attachment  being  provided  with  a  portion 
depending  vertically  from  the  center  upon  which  the  device  Is  to  be  hung,  a 
hook  projecting  from  the  lower  end  of  said  vertical  portion,  and  an  arm  extend- 
ing outwardly  and  above  said  hook,  said  attachment  being  cut  away  at  the 
junction  between  the  arm  and  the  vertical  portion. 

13.  In  a  device  of  the  class  described,  an  attachment  adapted  to  be  pivotally 
secured  to  the  roof  of  the  car,  said  attachment  comprising  a  vertical  portion 
provided  with  a  hook  extending  outwardly  therefrom,  and  an  arm  extending 
outwardly  above  and  opposite  to  said  hook,  said  attachment  being  cut  away  at 
the  junction  between  the  arm  and  the  vertical  portion. 

18.  The  combination  with  a  car,  of  a  door,  means  for  hiugingly  supporting 
the  upper  edge  of  the  door  adjacent  to  the  roof  of  the  car,  and  means  for  soi^ 
porting  the  lower  edge  of  the  door  adjacent  to  the  roof  of  the  car,  said  means 
comprising  a  hook  provided  with  a  deeply-looped  portion,  the  lower  portion  of 
said  hook  extending  to  form  a  tongue  projecting  beyond  said  looped  portion, 
said  hook  being  pivotally  supported  at  one  side  of  its  center  of  gravity,  so  that 
the  extended  portion  thereof  will  normally  project  in  an  upward  direction. 

19.  In  an  attachment  for  car-doors,  comprising  an  arm  adapted  to  be  rigidly 
mounted  on  a  door,  and  provided  with  an  eye  having  one  side  thereof  flattened, 
and  a  link  loosely  engaging  said  eye  and  adapted  to  slidably  connect  said  arm 
with  a  vertical  guide  for  the  door. 

The  device  shown  and  described  in  the  drawings  and  specifications 
is  a  grain-door  for  railroad-cars  and  attachments  for  connecting  the 
door  to  the  car.  Such  doors  are  attached  to  cars  which  may  be  alter- 
nately used  to  transport  grain  and  other  freight.  When  used  for 
grain,  the  grain-door  must  be  used ;  when  used  for  other  freight,  the 
grain-door  must  be  readily  and  securely  disposed  of  so  as  not  to  im- 
pede or  endanger  workmen. 

The  door  consists  of  an  upper  and  a  lower  section,  each  connected, 
so  as  to  slide,  with  vertical  guide-rods  which  are  partly  seated  within 
rabbets  formed  in  the  door-post.  To  facilitate  the  lifting  of  the  door- 
sections  without  binding  upon  the  vertical  rods,  whether  the  door  be 
lifted  evenly  or  unevenly,  the  applicant  has  provided  certain  "  shackle 
connections "  between  the  door-sections  and  the  guide-rods,  which 
connections  prevent  the  door  from  binding  on  the  guide-rods  and  at 
the  same  time  maintain  such  a  relation  between  the  sections  of  the 
door  and  its  guide-rods  that  the  latter  will  hold  the  door  in  a  verti- 
cal position  in  the  uplifting  of  the  door  automatically  without  spe- 
cial attention  or  effort  by  the  workman  lifting  the  door.  Because 
we  are  of  opinion  that  the  claims  6  and  7  do  meet  such  requirements 
and  to  that  extent  mark  an  advance  over  the  prior  art,  we  decide  that 
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such  claims  should  have  been  allowed  by  the  Commissioner  of  Pat- 
ents.   These  claims  read  as  follows : 

6.  The  combination,  with  a  car-door  of  a  vertical  guide-rod,  and  connections 
between  the  car-door  and  guide-rod,  said  connections  comprising  an  arm  se- 
cured to  the  door  and  projecting  outwardly  therefrom  and  opposite  to  the  guide- 
rod,  said  arm  being  provided  with  an  eye,  a  round  link  engaging  said  eye,  an 
elongated  link  engaging  said  round  link  and  slidably  engaging  said  slide-rod. 

7.  The  combination,  with  a  car,  of  a  door  comprising  separable  upper  ^nd 
lower  sections,  vertical  guiding  means  mounted  uiK)n  said  car,  slidable  connec- 
tions between  the  lower  door-section  and  the  vertical  guiding  means,  and  verti- 
cally-slidable  connections  between  the  guiding  means  and  the  upper  door-section, 
said  last-named  connections  comprising  an  arm  mounted  upon  the  upper  door- 
section  and  provided  with  an  eye,  a  link  engaging  said  eye,  and  an  elongated 
link  engaging  said  first-named  link  and  slidably  engaging  said  guiding  means. 

Claim  5  is  related  to  claims  6  and  7  but  is  too  broad,  and  was 
therefore  properly  rejected. 

Claim  10  covers  the  grain-door  made  in  sections  and  the  old  form 
of  guide-rods  shown  in  the  patent  to  Hill,  No.  426,183.  In  addition 
it  includes  hooks  and  eyes  for  supporting  the  upper  door  in  an  ele- 
vated position  and  constituting  a  pivot  whereon  it  turns.  Similar 
hooks  and  eyes  appear  in  the  patent  to  Shroeder,  No.  475,422.  True, 
in  Shroeder's  construction  the  hook  and  eye  may  not  automatically 
engage  each  other,  but  it  is  an  old  expedient  to  so  shape  the  guide- 
rods  as  to  make  similar  hooks  and  eyes  automatically  engage  as  in 
McGuire,  No.  375,499.  The  applicant's  automatic  hinge  is  very  like 
Schroeder's  hook  with  McGuire's  means  of  guiding. 

Claims  11,  12,  and  13  cover  the  applicant's  supporting-hook  in- 
tended to  reliably  support  the  free  edge  of  the  door  adjacent  to  the 
roof  of  the  car.  It  is  claimed  that  the  characteristic  feature  of  this 
hook  is  the  cut-away  portion  of  the  hook  where  the  horizontal  arni 
joins  the  body  or  vertical  part  of  the  hook.  Where  the  hook  and 
arm  join,  the  metal  is  cut  away. 

The  patent  to  McGuire,  No.  375,499,  those  to  Hill,  No.  651,438  and 
No.  613,273,  and  Schroeder's  patent  show  hooks  very  like  applicant's 
own  hook.    These  claims  were  properly  rejected. 

Claim  18  covers  applicant's  second  form  of  hook  so  shaped  that 
its  pivot  is  on  the  side  next  to  the  point  of  the  hook.  The  purpose 
of  having  the  weight  on  the  side  of  the  pivot  opposite  the  open  side 
of  the  hook  is  to  cause  it  to  engage  automatically  the  door  and  so 
remain.  The  difference  between  patents  showing  the  same  hooks 
with  like  functions  and  this  hook  is  a  slight  variation  only.  This 
hook  has  a  longer  loop  and  a  longer  free  end.  The  difference  be- 
tween it  and  the  prior  art  is  only  a  difference  in  degree. 

Claim  19  specifies  an  arm  rigidly  mounted  on  a  door  and  provided 
with  an  eye  having  one  side  thereof  flattened  and  a  link  loosely  en- 
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gaging  said  eye  and  adapted,  by  sliding,  to  connect  said  arm  with  a 
vertical  guide  for  the  door.  The  patents,  Hill,  No.  613,273,  and  Mc- 
Guire,  No.  606,170,  show  attachments  having  eyes  of  this  form. 
The  interposed  link  to  connect  with  the  vertical  rods  is  not  shown. 
The  two  patents  to  Hill,  No.  426,183  and  No.  651,438,  however,  show 
the  expedient  of  such  an  eye  in  connection  with  a  link  attaching  it 
to  the  vertical  slide-rod.  The  part  of  the  attachment  receiving  the 
link  is  straight-sided  and  accomplishes  the  same  purpose  in  the  same 
way.    This  claim  was  properly  rejected. 

Some  of  these  claims  thus  disposed  of  make  appropriate  certain 
remarks  of  the  Supreme  Court  in  Richards  v.  Chase  Elevator  Comr 
party,  (C.  D.,  1895,  392;  71  O.  G.,  1456;  158  U.  S.,  302:) 

It  Is  not  claimed  that  there  is  any  novelty  In  any  one  of  the  elements  of  the 
above  combination.  They  are  all  perfectly  well  known,  and  if  not  known  in 
the  combination  described,  they  are  known  in  combinations  so  analogous  that 
the  Court  Is  at  liberty  to  judge  of  itself  whether  there  be  any  inv«ition  in 
using  them  in  the  exact  combination  claimed.  ♦  ♦  ♦  Unless  the  combina- 
tion accomplishes  some  new  result,  the  mere  multiplicity  of  elements  does  not 
make  It  patentable.  So  long  as  each  element  performs  some  old  and  well- 
known  function,  the  result  is  not  a  patentable  combination,  but  an  aggregation 
of  elements.  Indeed  the  multiplicity  of  elements  may  go  on  indefinitely  without 
creating  a  patentable  combination,  unless  by  their  collocation  a  new  result  be 
produced. 

In  conclusion  we  decide  that  claims  6  and  7  should  have  been 
allowed,  and  to  that  extent  the  judgmeiit  is  reversed.  We  affirm 
the  decision  of  the  Commissioner  of  Patents  in  rejecting  all  other 
claims  appealed  from. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Conmiissioner  of  Patents  according 
lo  law. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Hawley. 

Decided  December  5,  1905. 
(121   O.  G.,  691.) 

Patentabiuty — Combination  in  Which  One  Element  is  Novel. 

Wliere  it  was  old  in  a  time-recording  mecbanism  to  provide  a  revolving 
drum  operated  by  clockwork,  a  record-sbeet  to  be  wound  tbereon  as  tbe 
drum  revolved,  and  a  marking-point  wbich  made  a  mark  on  tbe  record- 
sbeet  wben  placed  in  contact  tberewitb,  and  it  was  also  old  to  make  a 
record  on  a  lampblacked  surface  by  tbe  removal  of  a  portion  of  sucb  sur- 
face by  means  of  a  eoacting  stylus,  it  does  not  Involve  invention  to  use  in 
a  time-recording  mecbanism  a  record-sbeet  baving  a  removable  surface 
in  combination  with  a  stylus  wbicb  removes  a  portion  of  said  surface, 
although  tbe  record-sbeet  itself  may  be  novel. 
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2.  Same — Substitution  of  New  Element  in  Old  Combination. 

The  substitution  for  an  old  element  in  a  combination  of  an  element 
performing  a  similar  function,  but  constructed  in  a  different  way,  does 
not  render  the  combination  itself  patentable  where  there  is  no  resultant 
change  in  the  operation.  In  such  a  case,  although  the  substituted  eie- 
ment  may  be  8ui)erior,  the  invention  lies  in  the  element  and  not  in  the 
combination. 

Mr.  Arthur  E.  Parsons  and  Mr,  Geo.  W,  Hey  for  the  appellants. 
Mr.  J.  M.  Coit  for  the  Commi^ioner  of  Patents. 

Shepard,  J. : 

This  is  an  appeal  from  a  decision  rejecting  nine  of  the  claims  of 
an  application  for  patent. 

The  application  contained  seventy-eight  claims  when  filed,  some 
of  which  were  stricken  out  by  amendment,  and  about  fifty  of  them 
were  finally  allowed. 

Pending  the  proceedings  in  the  Patent  Office,  Hawley  filed  a 
divisional  application  for  the  record-sheet  that  has  been  included  in, 
and  claimed  in  this  application,  as  an  article  of  n^anufacture,  and 
patent  was  issued  thereon  August  6,  1901,  No.  680,145. 

The  following  nine  claims  of  this  application  were  finally  rejected: 

1.  In  a  time- recorder,  the  combination  of  two  members,  one  comprising  a  sup- 
port provided  with  a  removable  surface,  and  the  other  being  provided  with 
means  for  removing  a  portion  of  said  surface  and  thereby  forming  a  record, 
means  for  moving  one  of  said  members  relatively  to  the  other  when  the  mem- 
bers are  in  their  position  assumed  during  the  formation  of  the  record,  and  time 
mechanism  for  governing  the  operation  of  the  means  for  moving  one  of  the 
said  members  and  thereby  causing  the  record  to  represent  an  interval  of  time, 
substantially  as  and  for  the  purpose  described. 

2.  In  a  time-recorder,  the  combination  with  means  for  receiving  records,  said 
means  having  a  surface  removable  from  an  underlying  surface;  of  two  mem- 
bers, one  comprising  a  support  for  said  means,  and  the  other  a  marker  pro- 
vided with  means  for  removing  a  portion  of  the  first-mentioned  surface  from 
the  underlying  surface  and  thereby  forming  a  record,  means  for  moving  one  of 
said  members  relatively  to  the  other  when  the  members  are  in  their  position 
assumed  during  the  formation  of  the  record,  and  time  mechanism  for  governing 
the  operation  of  the  means  for  moving  one  of  said  members  and  thereby  causing 
the  record  to  represent  an  interval  of  time,  substantially  as  and  for  the  purpose 
described. 

3.  In  a  time-recorder,  the  combination  of  two  members,  one  comprising  a 
support  provided  with  an  exposed  surface  removable  from  an  underlying  sur- 
face, and  the  other  comprising  a  marker  provided  with  means  for  moving  a 
portion  of  the  exposed  surface  from  the  underlying  surface  and  thereby  forming 
a  record,  means  for  moving  one  of  said  members  relatively  to  the  otlier  when 
the  members  are  in  their  position  assumed  during  the  formation  of  the  record, 
and  time  mechanism  for  governing  the  operation  of  the  means  for  moving  one 
of  said  members  and  thereby  causing  the  record  to  represent  an  interval  of 
time,  substantially  as  and  for  the  purpose  specified. 

H.  Doc.  641,  69-2 38 
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4.  In  a  time-recorder,  the  combination  of  two  members,  one  comprising  a  sap- 
port  provided  with  an  exposed  surface  and  an  underlying  surface  from  which 
the  exposed  surface  is  removable,  and  the  other  comprising  a  marker  provided 
with  means  for  scraping  a  portion  of  the  exposed  surface  from  the  underlying 
surface  and  thereby  forming  a  record,  means  for  moving  one  of  said  memliers 
relatively  to  the  other  when  the  members  are  in  their  position  assumed  daring 
the  formation  of  the  record,  and  time  mechanism  for  governing  the  operation 
of  the  means  for  moving  one  of  said  members  and  thereby  causing  the  record 
to  represent  an  Interval  of  time,  substantially  as  and  for  the  purpose  set  forth. 

5.  In  a  time-recorder,  the  combination  of  a  support  for  a  record-sheet  pro- 
vided with  a  surface  removable  from  an  underlying  surface,  a  marker  provided 
with  means  for  removing  a  portion  of  the  first-mentioned  surface  from  the 
underlying  surface  and  thereby  displaying  said  underlying  surface  and  forming 
a  record,  means  for  moving  one  of  the  foregoing  parts  relatively  to  the  other 
when  said  parts  are  in  the  position  assumed  during  the  formation  of  the  record, 
and  time  mechanism  for  governing  the  operation  of  the  means  for  moving  one 
of  said  Xor^oing  parts  and  thereby  causing  the  record  to  represent  an  Interval 
of  time,  substantially  as  and  for  the  purpose  descril)ed. 

6.  In  a  time-recorder,  the  combination  of  a  support  for  a  record-sheet  provided 
with  a  surface  removable  from  an  underlying  surface,  a  marker  provided  with 
means  for  scraping  a  portion  of  the  first-mentioned  surface  from  the  under- 
lying surface  and  .thereby  displaying  said  underlying  surface  and  forming  a 
record,  means  for  moving  one  of  the  foregoing  parts  relatively  to  the  other 
when  said  parts  are  in  the  position  assumed  during  the  formation  of  the  rec- 
ord, and  time  mechanism  for  governing  the  operation  of  the  means  for  moving 
one  of  said  foregoing  parts  and  thereby  causing  the  record  to  represent  an  in- 
terval of  time,  substantially  as  and  for  the  purpose  specified. 

7.  In  a  time- recorder,  the  combination  of  a  support  for  a  record-sheet  pro- 
vided with  a  surface  removable  from  an  underlying  surface,  said  surface  being 
non-removable  by  handling,  a  marker  provided  with  means  for  moving  a  portion 
of  the  first-mentioned  surface  from  the  undeiHylng  surface  and  thereby  dis- 
playing said  underlying  surface  and  forming  a  record,  means  for  moving  one 
of  the  foregoing  parts  relatively  tojtbe  other  when  said  parts  are  in  the  position 
assumed  during  the  formation  of  the  record,  and  time  mechanism  for  governing 
the  operation  of  the  means  for  moving  one  of  the  said  foregoing  parts  and  there- 
by causing  the  record  to  represent  an  Interval  of  time,  substantially  as  and  for 
the  purpose  set  forth. 

8.  In  a  time-recorder,  the  combination  of  a  movable  support  for  a  record-re- 
ceiving means  having  a  surface  removable  from  an  underlying  surface,  a  marker 
provided  with  means  for  removing  a  portion  of  the  first-mentioned  surface  of 
the  record-receiving  means  from  the  underlying  surface  thereof  and  thereby 
displaying  said  underlying  surface  and  forming  a  record,  means  for  moving  the 
support  relatively  to  the  marker  when  the  support  and  the  marker  are  in  the 
position  assumed  during  the  formation  of  the  record,  and  time  mechanism  for 
governing  the  operation  of  the  means  for  moving  the  support  and  thereby  caus- 
ing the  record  to  represent  an  interval  of  time,  substantially  as  and  for  the 
purpose  described. 

9.  In  a  time-recorder,  the  combination  of  a  frame  having  a  transparent  po^ 
tlon,  a  movable  support  for  a  record-receiving  means  having  an  exposed  surface 
removable  from  an  underlying  surface  and  also  having  characters  representing 
intervals  of  time,  said  support  being  arranged  In  allnement  with  the  transparent 
portion  of  the  frame  successively  alining  said  characters  therewith,  a  marker 
provided  with  means  for  removing  a  portion  of  the  exposed  surface  of  the 
record-receiving  means  from  the  underlying  surface  thereof  and  thereby  dls- 
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playing  said  underlying  surface  and  forming  a  record,  ilieans  for  moving 
the  support  relatively  to  the  marker  when  the  support  and  the  marker  are  in 
the  iHJsition  assumed  during  the  formation  of  the  record,  and  time  mechanism 
for  governing  the  operation  of  the  means  for  moving  the  support  and  thereby 
causing  the  record  to  represent  an  interval  of  time,  substantially  as  and  for 
the  purpose  specified. 

All  of  these  claims  but  3,  4,  and  7  have  been  abandoned,  and  to 
them  the  argument  for  appellant  has  been  directed.  His  chief  con- 
cern is  for  No.  7,  which  specifically  mentions  the  record-sheet  with 
a  surface  non-removable  by  handling.  The  references  upon  which 
the  nine  claims  were  rejected  are:  Newman,  November  2,  1897,  No. 
592,880;  Hawley,  (Record-sheet,)  August  6,  1901,  No.  680,145; 
Ganofs  Elements  of  Physics^  Ed.  1883,  Figure  250,  paragraph  287. 

The  ordinary  operation  of  automatic  time-recorders,  as  illustrated 
in  Newman's  patent,  is  well  stated  in  the  decision  of  Primary  Ex- 
aminer Newton  as  follows : 

In  the  art  of  workman's  time- recorders  it  is  quite  common  to  make  a 
permanent  record  on  a  sheet  of  paper  movable  by  clockwork  the  time  of 
entrance  and  departure  of  workmen  from  their  work.  The  usual  way,  as 
shown  for  example  in  Newman,  is  to"  attach  a  sheet  of  paj^or  to  a  clock- 
operated  drum,  the  rulings  on  the  sheet  of  paper  corresponding  to  the  hours 
and  minutes  indicated  by  the  clock,  and  when  the  workman  enters  the  building, 
he  makes  a  permanent  record  of  the  time  of  entrance  either  by  punching  the 
hour  and  minute  on  the  sheet  of  paper,  or  as  In  the  Newman  case,  and  the 
case  of  the  present  applicant,  by  placing  the  marking-point  in  a  position  to 
make  a  mark  on  the  paper  as  the  drum  is  revolved  at  a  uniform  rate  of  speed 
by  the  clockwork.  The  marking-point  makes  a  mark  .on  said  drum  until  the 
workman  leaves  the  building,  and  as  he  departs  therefrom,  he  separates  the 
marking-point  and  the  drum  and  stops  the  mark.  Newman  makes  his  mark 
on  his  ruled  paper  by  means  of  a  carbon-sheet  surrounding  the  paper  and 
his  marking-point  51 ;  pressing  on  the  carbon-sheet  causes  a  mark  to  be  made 
on  his  ruled  paper. 

In  Hawley's  device,  his  specially  prepared  recording-sheet  is  at- 
tached to  a  similar  revolving*  drum,  and  the  record  is  made  by  a 
marking-point,  or  cutting-stylus  which  removes  a  portion  of  its 
outer  layer  when  operated.  In  brief,  the  former  operates  through 
pressure  of  the  marking- point  upon  interposed  carbon-paper;  the 
latter  through  cutting  or  scraping  off  a  portion  of  the  recording- 
surface. 

As  said  by  the  Commissioner — 

it  is  old  to  provide  a  recording-surface  so  arranged  that  the  record  is  made 
by  removing  n  portion  of  the  outer  surface  from  the  revolving  drum. 

His  reference  to  Ganot  shows  a  figure  which  is  described  as 
follow  s : 

Round  the  cylinder  is  wrapped  a  sheet  of  paper  covered  with  a  thin  layer  of 
lampblack.  The  apparatus  Is  used  by  bringing  the  prepared  paper  Into 
contact  with  the  jKiint  of  the  style,  and  then  setting  the  cylinder  in  motion 
round  its  axis. 
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In  that  device  the  style  records  a  mark  or  traces  a  line  by  removing 
a  part  of  the  lampblack.  Grant  that  paper  coated  with  lampblack  is 
not  a  commercial  article,  and  that  it  might  not  be  used  successfully 
for  a  time-recorder  for  commercial  purposes,  because  the  coating  is 
liable  to  be  removed  or  injured  in  the  necessary  handling;  still  it  is 
old  in  the  art  to  make  a  record  by  removing  a  portion  of  the  recording- 
surface  with  a  style  adapted  for  cutting  or  scraping.  It  is  obvioas 
that  Newman's  device  could  be  adapted  to  the  use  of  such  a  record- 
sheet,  and  that  its  operation  would  be  the  same  as  appellant's  with  his 
special  recording-surface.  The  resulting  record  would  be  effected  in 
the  same  way  notwithstanding  its  liability  to  injury  or  obliteration  in 
subsequent  handling.  The  mechanism  would  operate  in  the  same 
way  as  appellant's,  and  the  stylus  would  cut  or  scrape  its  record  in  a 
like  manner  upon  any  kind  of  sheet  ha^^ing  a  removable  surface- 
coating.  Conceding  the  superiority  of  appellant's  record  in  respect 
of  the  matter  of  permanency,  it  is  nevertheless  plain  that  the  ad- 
vantage is  solely  attributable  to  the  character  of  his  novel  record- 
sheet.  His  invention  lies  in  that  and  not  in  his  combination.  {In  re 
McNeill,  C.  D.,  1902,  563;  100  O.  G.,  2178;  20  App.,  D.  C,  294,  297.) 
In  that  case  the  subject  of  the  rejected  application  was  the  combina- 
tion of  a  trimmer  and  a  stitch-forming  mechanism.  The  applicant 
claimed  the  attainment  of  a  new  function  by  reason  of  the  fact  that 
the  stitch-forming  mechanism  was  novel.  It  was  held,  affirming  the 
decision  of  the  Commissioner,  that  as  it  had  been  shown  to  be  old  to 
combine  a  trimmer  with  a  stitch-forming  mechanism,  it  did  not  con- 
stitute invention  to  combine  a  trimmer  with  another  stitch-forming 
mechanism,  whether  the  latter  was  new  or  old.  Each  acted  in  its 
own  appointed  way,  performing  its  function  in  the  combination 
irrespective  of  the  other,  as  is  the  case  here.* 

Finding  no  error  in  the  decision  appealed  from  it  will  be  affirmed ; 
and  this  decision  and  the  proceedings  in  this  court  will  be  certified  to 
th^  Commissioner  of  Patents  as  required  by  law.  It  is  so  ordered. 
A-ffinned, 


[Court  of  Appeals  of  the  District  of  Columbia.] 
FOWXER  V,  BOYCE. 
Decided  February  6,  1906. 
(121  O.  G..  1014.) 
Interference — Priority — Appeal — Claims  Finally  Rejected  Under  Rule 
132 — Standing  in  Court. 
Where  a  party  to  an  Interference  did  not  appeal  from  the  adverse  de- 
cision of  the  Examiners-ln-Chlef  upon  priority,  so  that  under  Rule  132  of 
the  Patent  Office  the  claims  which  were  involved  in  that  interference  stand 
finally  rejected,  Held  that  such  party  has  no  standing  before  the  court  in  the 
interference  as  to  those  claims. 
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2.  Same — Same. 

Where  Fowler  is  limited  by  his  preliminary  statement  to  a  disclosure  and 
reduction  to  practice  subsequent  to  Boyce's  record  date,  Held  that  priority 
should  be  awarded  to  Boyce. 

Mr.  C.  A.  Brown  and  Mr,  H.  A,  Seym&ar  for  the  appellant. 
Mr.  Philip  Mauro^  Mr,  S,  T.  Cameron,  Mr.  Reeve  Lewis,  and  Mr. 
W.  W.  Swan  for  the  appellee. 

DuETX,  J. : 

This  appeal  is  taken  from  the  decision  of  the  Commissioner  of  Pat- 
ents awarding  priority  to  Charles  L.  Boyce. 

The  issue  is  set  forth  in  the  following  counts : 

1.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line  ex- 
tending from  a  substation  to  an  exchange,  of  a  line-relay  at  the  exchange,  a 
source  of  current  adapted  to  be  closed  through  said  line-relay  through  the 
agency  of  substation  apparatus,  cord  connecting  apparatus  for  connecting  said 
line  with  another  for  conversation,  a  cut-off  relay  included  in  a  high-resistance 
circuit  controlled  by  the  cord  connecting  apparatus,  a  line-signal  jointly  con- 
trolled by  said  line  and  cut-off  relays,  a  supervisory  signal  included  in  said 
high-resistance  circuit,  and  means  whereby  the  deenergization  of  said  line-relay 
causes  a  decrease  in  the  resistance  of  the  circuit  through  said  supervisory  signal. 

2.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line  ex- 
tending from  a  substation  to  an  exchange,  of  a  line-relay  at  the  exchange,  a 
source  of  current  adapted  to  be  closed  through  said  line- relay  through  the 
agency  of  substation  apparatus,  cord  connecting  apparatus  for  connecting  said 
line  with  another  for  conversation,  a  cut-off  relay  included  in  a  circuit  con- 
trolled by  the  cord  connecting  apparatus,  a  resistance  in  said  circuit,  a  line- 
signal  jointly  controlled  by  said  line  and  cut-off  relays,  a  supervisory  signal 
included  in  the  circuit  controlled  by  the  cord  connecting  apparatus,  and  means 
whereby  the  deenergization  of  said  line-relay  closes  a  low-resistance  shunt- 
circuit  about  said  resistance. 

There  was  no  appearance  for  appellant  when  the  case  was  called 
for  argument  and  no  brief  was  filed  on  his  behalf.  In  accordance 
with  the  provisions  of  the  rules  of  the  court  counsel  for  the  appellee 
opened  the  record  and  prayed  for  an  affirmance. 

An  examination  of  the  record  and  the  brief  filed  on  behalf  of  the 
appellee  discloses  that  the  interference  was  originally  declared  with 
three  parties.  The  third  party,  Temple  and  Goodrum,  did  not  ap- 
peal from  the  adverse  decision  of  the  Examiners-in-Chief,  so  that 
under  rule  132  of  the  Patent  Office  their  claims  which  were  involved 
in  the  interference  stand  finally  rejected,  and  consequently  they  have 
no  standing  in  this  court.  The  Examiner  of  Interferences  awarded 
priority  to  Temple  and  Goodrum.  His  decision  was  reversed  by  the 
Examiners-in-Chief,  who  awarded  priority  to  Boyce,  and  their  de- 
cision was  affirmed  by  the  Commissioner.  On  this  appeal  Boyce 
stands  on  his  record  date,  which  is  March  7,  1902,  which  makes  it 
unnecessary  for  us  to  examine  the  proofs  adduced  on  his  behalf. 
Fowler's  application  was  filed  July  18,  1902,  and  it  is  therefore  nec- 
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essary  in  order  for  him  to  prevail  to  show  an  earlier  conception,  dis- 
closure and  actual  reduction  to  practice,  or  an  earlier  conception  and 
disclosure,  followed  by  diligence  in  an  actual  reduction  of  his  inven- 
tion to  practice  prior  to  March  7, 1902. 

The  Examiner  of  Interferences  has  clearly  defined  the  invention  in 
controversy  and  pointed  out  its  novel  features.    He  says : 

In  the  invention  at  issue,  as  well  as  In  certain  telephone  systems  of  well- 
known  construction,  the  apparatus  at  the  substation  is  so  arranged  that  current 
is  produced  in  the  line  during  the  use  of  the  telephone.  A  relay  is  provided  in 
connection  with  the  line  and  is  resjwnsive  to  current  in  it.  When  a  subscriber 
initiates  a  call  this  line-relay  attracts  an  armature  and  closes  a  circuit  at  tlie 
exchange  containing  a  small  incandescent  lamp.  The  lighting  of  this  lamp  calls 
the  attention  of  the  operator.  Upon  the  desired  connection  being  made  a  circuit 
containing  a  supervisory  lamp  and  a  second  relay  is  closed.  This  second  relay, 
becoming  energized,  attracts  its  armature,  thereby  opening  the  circuit  contain- 
ing the  line-signal  lamp,  causing  it  to  be  extinguished.  In  the  invention,  as 
disclosed,  the  novel  feature  consists  in  providing  said  second  relay  with  high- 
resistance  winding  which  prevents  the  illumination  of  the  supervisory  lamp 
until  by  the  subscriber  returning  his  receiver  to  its  hook,  the  line- relay  becomes 
deenergized  and  allows  its  armature  to  fall  back,  thereby  closing  a  low-resist- 
ance shunt-circuit  about  said  high-resistance  relay.  The  supervisory  lamp  then 
becomes  illuminated,  indicating  to  the  operator  a  signal  for  disconnection. 

As  between  Boyce  and  Fowler  the  three  tribunals  of  the  Patent 
Office  are  agreed  in  finding  priority  in  favor  of  Boyce.  In  the  con- 
sideration of  Temple  and  Goodrum's  case  the  Examiner  of  Inter- 
ferences and  the  Examiners-in-Chief  have  passed  upon,  and  differed 
in  their  conclusions,  as  to  whether  the  execution  of  the  oath  accom- 
panying an  application  is,  in  the  absence  of  any  proof  other  than  the 
paper  itself,  sufficient  evidence  to  prove  the  fact  of  conception  by  an 
inventor  at  that  date.  Any  views  we  might  express  on  the  subject 
would  be  mere  dictum,  and  not  being  necessary,  or,  under  the  circum- 
stances of  this  case  warranted,  we  refrain  from  expressing  any 
opinion. 

We  have  examined  the  record  but  see  no  reason  why  we  should  ex- 
press an  opinion  as  to  whether  Fowler  has  overcome  Boyce's  record 
date. 

In  his  preliminary  statement  Fowler  claimed  no  earlier  date  of 
disclosure  or  reduction  to  practice  than  May  1,  1902,  nearly  two 
months  after  Boyce's  constructive  reduction  to  practice.  After  the 
preliminary  statements  were  opened  and  his  adversary's  dates  known 
to  him  he  moved  to  amend  his  preliminary  statement  by  setting  up 
dates  of  disclosure  and  actual  reduction  to  practice  earlier  than 
claimed  by  either  of  his  adversaries.  His  motion  was  denied.  Not- 
withstanding the  denial  of  the  motion  testimony  was  given  relative 
to  alleged  earlier  dates  than  those  set  up  in  his  preliminary  state- 
ment. Some  of  this  testimony  was  received  without  objection,  and 
by  the  tribunals  of  the  Patent  Office  has  been  considered  and  held  not 
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sufficient  to  overcome  Boyce's  record  date.     Such  practice  is  very 
irregular,  and,  as  the  Commissioner  well  says : 

If  proofs  can  be  submitted  wholly  Inconsistent  with  the  dates  alleged  in 
preliminary  statements,  the  rufes  might  as  well  be  abrogated  which  require 
the  filing  of  statements  before  the  records  are  opened  to  the  inspection  of  the 
parties  interested. 

Interferences  are  burdensome  enough  upon  the  parties  involved 
therein,  and  upon  the  tribunals  called  upon  to  decide  them,  where 
the  testimony  offered  conforms  to  the  preliminary  statements. 
Although  we  have  examined  the  record  we  see  no  good  reason  for 
extending  our  conclusion  beyond  the  only  pertinent  question,  which 
is  whether  Fowler  has,  by  any  admissible  and  relevant  testimony, 
shown  that  Boyce  is  not  entitled  to  an  award  of  priority.  Fowler 
is  limited  by  his  preliminary  statement  to*a  disclosure  and  reduction 
to  practice  to  a  date  subsequent  to  Boyce's  record  date.  He  has 
not  shown  that  Boyce  is  not  entitled  to  that  date.  {Hammond  v. 
Bosch,  C.  D.,  1905,  615;  115  O.  G.,  804,  24  App.  D.  C,  469,  and  cases 
there  cited.) 

It  follows  that  the  Commissioner  of  Patents  rightfully  awarded 
priority  to  Boyce  and  his  decision  is  therefore  affirmed. 

The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceed- 
ings in  this  court  in  the  premises,  to  the  Commissioner  of  Patents 
according  to  law.     Afp^rmsd,  • 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Fowler  v,  Dyson. 

Decided  February  6,  1906, 

(121  O.  G.,  1015.) 

I;«TERFERENC£ — PRIORITY. 

Held  that  Fowler,  who  Is  the  first  to  c?onoeive  and  disclose,  but  Is  the 
later  to  reduce  to  practice,  has  failed  to  show  diligence  and  that  priority 
should  be  awarded  to  Dyson. 

Mr.  C.  A.  Brown  and  Mr.  H.  A.  Seymour  for  the  appellant. 

DUELL,  /. ; 

The  appellant  comes  here  with  the  adverse  decisions  of  the  three 
Patent  Office  tribunals.  This  notwithstanding  the  fact  that  the  ap- 
pellee has  taken  no  testimony,  relying  upon  his  record  date.  No 
one  appeared  for  him  on  the  hearing  of  the  case  nor  was  any  brief 
filed  on  his  behalf. 

Fowler  being  the  junior  party,  the  burden  is  upon  him  to  show 
conception  and  disclosure  of  the  invention  in  controversy  earlier  than 
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Dyson's  filing  date,  which  is  February  21,  1902,  and  either  a  re- 
duction to  practice  prior  to  that  date,  or  due  diligence  in  respect 
thereto  at  the  date  of  the  constructive  reduction  to  practice  by  Dyson. 
The  issue  of  the  interference  is : 

1.  In  a  telephone  system,  the  combination  of  a  subscriber's  line,  a  substation- 
switch  for  closing  the  line-circuit,  a  central  source  of  current-supply  connected 
with  the  line,  a  spring-jack  connected  with  the  line,  a  cord-circuit  having  a  plug 
adapted  for  insertion  in  said  Jack,  a  relay  arranged  to  be  energized  wh^i  the 
line-circuit  is  closed,  a  line-lamp  having  a  normally  open  local  circuit  including 
said  source  of  current-supply  and  a  suitable  resistance,  the  local  circuit  for  said 
line-lamp  being  closed  when  the  said  relay  is  energized,  the  said  resistance 
being  adapted  to  permit  the  passage  of  ouly  sufficient  current  to  light  the  said 
line-lamp,  a  supervisory  lamp  located  in  one  of  the  strands  of  said  cord-circuit, 
the  said  supervisory  lamp  being  in  parallel  with  the  line-lamp  when  the  plug 
is  inserted  in  the  jack,  the  supervisory  lamp  thereby  oi)erating  to  shunt  out 
the  line-lamp  when  the  plug  is  inserted  in  the  jack,  a  normally  closed  shunt 
around  said  resistance,  said  shunt  being  opened  when  the  line-circuit  is  closed 
and  the  relay  energized,  and  said  shunt  being  closed  when  the  line-circuit  is 
opened  by  said  switch,  and  a  suitable  resistance  located  in  said  shunt 

2.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line 
extending  from  a  subscriber's  station  to  an  exchange  and  terminating  thereat 
In  a  line-jack,  of  cord  connecting  apparatus  for  uniting  this  telephone  line  with 
another  for  conversation,  a  relay  at  the  exchange  operable  from  the  substation, 
line  and  clearing-out  lamps,  parallel  conductors  Including  the  lamps,  a  source 
of  current  for  the  line-relay  and  for  the  lamps,  a  resistance  interposed  between 
the  parallel  conductors  containing  the  lamps  and  their  source  of  current, 
means  whereby  the  cord-circuit  will  complete  the  parallel  branch  containing  tlie 
clearing-out  lamp  when  connection  is  being  established  with  the  line,  the  arma- 
ture of  the  relay  serving  to  close  the  parallel  branch  containing  the  line-lamp 
when  attracted,  and  means  controlled  by  the  armature  when  unattracted  for 
reducing  the  resistance  In  circuit  with  the  clearing-out  lamp. 

3.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line 
extending  from  a  subscriber's  station  to  an  exchange  and  terminating  thereat 
in  a  line-jack,  a  cord  connecting  apparatus  for  uniting  this  telephone-line  with 
another  for  conversation,  a  relay  at  the  exchange  operable  from  the  substation, 
line  and  clearing-out  lamps,  parallel  conductors  including  the  lamps,  a  source 
of  current  for  the  line- relay  and  for  the  lamps,  a  resistance  interposed  between 
the  parallel  conductors  containing  the  lamps  and  their  source  of  current,  a 
second  resistance  included  in  a  branch  parallel  to  the  conductor  containing  the 
first  resistance,  this  branch  being  closed  by  the  armature  of  the  relay  when 
unattracted,  and  means  whereby  the  cord-circuit  will  include  the  clearing-out 
lamp  in  circuit  when  connection  Is  being  established  with  the  line,  the  armature 
of  the  relay  serving  to  include  the  line-lamp  in  circuit  when  attracted. 

The  general  invention  is  the  same  as  that  of  a  companion  interfer- 
ence between  various  parties  of  which  only  two.  Fowler  and  Mc- 
Berty,  continued  the  contest  to  this  tribunal.  The  testimony  taken 
in  that  interference  was  stipulated  into  this  interference,  so  far  as 
applicable.  We  have  examined  the  testimony  offered  therein  on 
behalf  of  Fowler,  and  as  we  have  reviewed  that  evidence  in  that  pro- 
ceeding, and  arrived  at  the  conclusion  that  Fowler  cannot  be  given 
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any  earlier  date  of  reduction  to  practice  than  the  date  of  filing  his 
application,  July  18, 1902,  and  that  though  he  is  entitled  to  a  concep- 
tion as  of  August  12, 1901,  he  failed  to  show  the  diligence  required  of 
one  who  though  first  to  conceive  and  disclose  is  the  later  to  reduce  to 
practice,  the  same  finding  must  be  made  in  this  case.  It  follows  that  the 
decision  of  the  Commissioner  of  Patents  awarding  priority  of  inven- 
tion to  Alfred  H.  Dyson,  the  senior  party,  was  correct  and  it  is  there- 
fore affirmed. 

The  proceedings  in  the  case  in  this  court  will  be  certified  by  the 
clerk  to  the  Commissioner  of  Patents,  as  required  by  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

Fowler  v.  McBerty. 

Decided  February  6,  1906, 

(121  O.  G.,  1015.) 

1.  INTBBFEBENCE — PrELIMINABY     STATEMENT — PBOOF    OF    DATES     WABT.TKB    THAN 

Those  Given. 
Where  a  party  has  been  refused  permission  to  put  back  bis  dates  as 
set  out  in  his  preliminary  statement  after  seeing  bis  adversary's  dates, 
any  attempt  to  prove  the  earlier  dates  is  contrary  to  the  rules  of  the 
Patent  Oflace  and  to  the  general  rules  applicable  to  pleading  in  courts  of 
law. 

2.  Testimony — Testimony  Regarding  Dates  Easldcb  Than  Alleged  in  Pre- 

lim in  aby  Statement  Disregarded. 
Where  a  party  in  order  to  prevail  depends  upon  earlier  dates  than  those 
alleged  in  his  preliminary  Btatement  and  permission  to  amend  the  state- 
ment to  set  out  said  earlier  dates  has  been  refused*  Held  that  testimony 
relating  to  such  earlier  dates  must  be  disregarded. 

3.  Interference — ^Reduction  to  Practice — Diligence. 

Where  Fowler  conceived  and  dlsclcsed  In  August  and  was  the  last  to 
reduce  to  practice,  Held  that  McBerty,  who  was  the  first  to  conceive  and 
who  reduced  to  practice  in  the  following  January,  was  reasonably  diligent 

Mr.  O.  A.  Brown  and  Mr.  H.  A.  Seymour  for  the  appellant. 
Mr.  Geo.  P.  Barton  and  Mr,  De  Witt  C.  Tanner  for  the  appellee. 

DuELL,  J,: 

This  is  an  appeal  by  Samuel  B.  Fowler  from  a  decision  of  the 
Commissioner  of  Patents  awarding  priority  of  invention  to  Frank 
R.  McBerty. 

The  invention  relates  to  telephone  systems  and  is  one  of  a  series 
in  which  various  parties  were  originally  involved,  and  in  which 
various  features  of  the  general  invention  were  set  forth  in  the  vari- 
ous issues  of  the  interferences. 
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Of  the  four  parties  McBerty  was  the  senior  and  Fowler  the  junior. 
The  intermediate  parties,  Dyson  and  Boyce,  took  no  testimony,  and 
both  being  restricted  to  their  record  dates  could  not  prevail,  and 
therefore  the  contest  has  been  between  Fowler  and  McBerty. 

The  subject-matter  of  this  controversy  is  limited  to  which  of  the 
two  is  entitled  to  an  award  of  priority  of  invention  of  the  following 
issue: 

1.  In  a  telephone  central  exchange  system,  the  combination  with  the  line- 
relay  tiaving  front  and  baclc  armature-contacts;  a  supervisory  signal  asso- 
ciated with  a  switch-cord  and  a  switch-plug  thereof;  and  a  local  circuit  con- 
taining said  signal ;  of  a  resistance  device  associated  with  said  local  circuit  to 
govern  the  strength  of  current  therein  and  thereby  to  determine  the  display 
or  non-display  of  said  signal ;  and  a  short-circuit  or  shunt  round  said  resist- 
ance device  leading  through  the  back  armature-contacts  of  said  line-relay  and 
adapted  to  be  closed  when  said  relay  Is  unexcited,  and  opened  when  the  same 
is  excited,  whereby  the  display  of  said  supervisory  signal  Is  made  dependent 
upon  the  attraction  or  retraction  of  the  armature  of  said  line-relay. 

2.  The  combination  of  a  normally  open  signal-circuit,  a  normally  closed 
shunt  in  said  circuit,  means  In  said  circuit  for  supplying  current,  a  normally 
open  line-circuit  including  said  source  of  current,  and  a  relay  included  in  said 
line-circuit  and  adapted  when  energized  to  open  said  shunt  when  the  signal- 
circuit  is  closed,  so  as  to  prevent  the  display  of  said  signal,  said  relay  when 
de^nergized  being  adapted  to  close  said  shunt,  so  as  to  cause  the  display  of  said 
signal. 

3.  The  combination  of  a  subscriber's  line,  a  subscriber's  switch,  a  line-relay, 
a  suitable  source  of  current  for  supplying  current  to  the  line  through  said 
relay,  a  normally  open  circuit  including  said  source  of  current,  a  supervisory 
signal  in  said  open  circuit,  a  suitable  resistance  in  said  circuit,  and  a  normally 
closed  shunt  in  said  normally  open  circuit  extending  around  said  resistance, 
said  shunt  being  controlled  by  said  line-relay,  whereby  the  closing  of  said  sub- 
scriber's switch  opens  said  shunt,  so  as  to  prevent  the  display  of  said  supei^ 
visory  signal  when  the  normally  open  circuit  is  closed,  and  whereby  the  opening 
of  said  subscriber's  switch  operates  to  close  said  shunt,  so  as  to  cause  a  display 
of  said  supervisory  signal  when  the  said  normally  open  circuit  Is  closed. 

In  further  explanation  we  quote  from  the  decision  of  the  Ex- 
aminer of  Interferences.     He  says : 

The  invention  at  issue  relates  to  telephone-exchange  systems  employing  small 
incandescent  lamps  as  signals.  In  a  well-known  form,  when  the  subscriber 
takes  the  receiver  from  Its  hook  to  initiate  a  call,  a  local  circuit  containing  a 
relay  is  closed,  which  relay  attracts  its  armature  and  thereby  closes  a  circuit 
containing  a  small  incandescent  lamp.  The  glowing  of  this  signal-lamp  indi- 
cates at  the  exchange  that  a  connection  is  desired.  A  second  lamp,  the  super- 
visory signal,  is  included  in  a  shunt-circuit  about  the  line-lamp.  This  shunt- 
circuit  is  normally  open,  but  when  closed  by  central  making  the  desired  connec- 
tion, the  current  is  not  sufficient  to  illuminate  both  lamps  and  hence  the 
illumination  of  the  line-signal  lamp  ceases  and  the  supervisory  lamp  remains 
dark.  When  at  the  end  of  the  conversation  the  subscriber  replaces  his  receiver 
on  its  hook,  the  line-relay  becoming  de^nerglzed  allows  its  armature  to  fall 
back  and  thereby  breaks  the  circuit  containing  the  line-lamp.  Sufficient  current 
then  flows  through  the  supervisory  lamp  to  cause  its  illumination,  and  the  glow- 
ing of  this  lamp  indicates  that  the  conversation  is  at  an  end. 
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In  the  above-described  system  there  is  a  slight  increase  of  the  current  in  the 
supervisory  lamp  when  a  subscriber  hangs  up  his  receiver,  this  increase  being 
due  merely  to  the  opening  of  the  branch  containing  the  line-signal.  The  novel 
featul^  of  the  Issue  of  this  interference  consists  in  still  further  increasing  the 
current  flowing  through  the  supervisory  lamp  by  shunting  a  resistance  out  or 
diminishing  the  resistance  of  the  circuit  of  said  lamp. 

All  of  the  Patent  Office  tribunals  have  agreed  in  according  to 
McBerty  a  conception  of  the  invention  in  controversy  as  early  as 
May  29,  1901.  This  is  based  upon  the  "  Wallace  Sketch  "  and  test, 
and  the  testimony  relating  to  them.  While  there  was  no  oral  argu- 
ment for  Fowler  we  have  carefully  read  the  voluminous  brief  filed  on 
his  behalf.  Nearly  twenty  pages  of  this  brief  are  taken  up  with  an 
interesting  consideration  of  this  Wallace  sketch  and  test.  We  do  not 
think  that  the  argument  proves  that  the  sketch  and  test,  and  the 
testimony  relating  thereto,  fail  to  disclose  the  subject-matter  of  the 
issues  of  this  interference.  In  our  opinion  it  does  disclose  the  inven- 
tion. We  would  in  no  event  be  justified  in  overruling  the  finding  of 
the  three  Patent  OflSce  tribunals  that  the  sketch,  the  test,  and  testi- 
mony in  reference  to  them,  prove  a  disclosure.  Such  a  ruling  would 
be  contrary  to  the  long  and  now  well  settled  practice  of  this  court. 
It  is  not  necessary  to  a  decision  of  the  controversy  that»we  should 
pass  upon  the  question  whether  the  tests  made  by  Wallace  consti- 
tuted a  reduction  to  practice  as  insisted  by  counsel  for  McBerty. 
Giving  Mr.  McBerty  a  conception  and  disclosure  as  to  May  29, 
1901,  and  a  constructive  reduction  to  practice  on  January  24,  1902, 
Fowler's  testimony  has  been  examined  to  determine  whether  he  has 
overcome  these  dates. 

There  is  much  in  Fowler's  case  to  warrant  the  criticisms  that  have 
been  passed  upon  it.  It  is  a  suspicious  circumstance  when  a  party  to 
an  interference,  after  seeing  that  his  adversary's  dates,  set  out  in  his 
preliminary  statement,  overcome  his,  seeks  to  put  back  his  own  dates 
as  set  out  in  his  preliminary  statement.  When  the  Patent  Office  has 
refused  to  allow  him  to  file  an  amended  statement  any  attempt  to 
prove  the  earlier  dates  is  contrary  to  the  rules  of  the  Patent  Office, 
and  to  the  general  rules  applicable  to  pleading  in  courts  of  law. 
Such  testimony  must  be  disregarded.  Fowler  pursued  this  course 
and  naturally  even  his  testimony,  which  is  within  the  allegations  of 
his  preliminary  statement,  is  very  closely  scrutinized.  Under  all  the 
circumstances  we  do  not  see  that  any  earlier  date  of  conception  and 
disclosure  can  be  given  Fowler  than  that  of  August  12,  1901,  which 
is  the  date  of  his  ''  Exhibit  Drawing  No.  2." 

As  stated  by  the  Examiners-in-Chief  that  is  "  the  first  and  only 
documentary  or  physical  evidence  of  the  apparatus  devised  by 
Fowler."  The  witnesses  called  to  corroborate  the  alleged  earlier 
disclosures  and  acts  done  by  Fowler  are  either  not  familiar  with 
the  system  in  question,  or  not  electrical  engineers,  or  do  not  testify 
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clearly  upon  the  questions  inquired  of.  The  testimony  offered  on 
behalf  of  Fowler  fails  to  convince  us  beyond  a  reasonable  doubt  that 
he  ever  reduced  the  invention  to  practice  prior  to  filing  his  applica- 
tion for  his  patent.  We  can  only  give  him  the  benefit  of  a  construc- 
tive reduction  to  practice  as  of  July  18,  1902.  He  was  therefore 
the  last  to  conceive  and  disclose  and  the  last  to  reduce  to  practice. 
It  would  serve  no  good  purpose  to  set  forth  in  detail  the  proveE 
facts,  nor  to  specifically  point  out  the  weakness  in  Fowler's  chain 
of  proof.  The  Examiner  of  Interferences  has  elaborated  all  this. 
There  is  nothing  in  this  case  out  of  the  ordinary  to  warrant  us  in 
reversing  the  concurrent  decisions  of  the  Patent  Office  on  questions 
of  fact. 

The  question  of  McBerty's  alleged  laches  is  not  important.  Under 
the  findings  of  fact  he  was  not  required  to  be  diligent,  if  at  all, 
until  Fowler's  disclosure  of  August,  1901.  By  January  24,  1902, 
he  had  filed  his  application  for  patent.  Due  diligence  is  reasonable 
diligence.  Had  Fowler  after  his  conception  and  disclosure  in  Au- 
gust, and  before  McBerty  had  constructively  reduced  to  practice,  pro- 
ceeded to  and  obtained  a  reduction  to  practice,  then  Fowler  might 
urge  this  goint  with  more  force.  McBerty,  if  we  are  correct  in  our 
findings  of  fact,  took  about  eight  months  after  disclosure  to  reduce 
to  practice.  Fowler  took  eleven  months.  The  many  cases  cited  by 
appellant  in  his  brief  upon  the  question  of  an  inventor  withholding 
his  invention  from  the  public  and  a  want  of  diligence  are  not,  in 
view  of  the  facts  of  the  present  case,  applicable  thereto. 

The  Commissioner  of  Patents  rightfully  awarded  priority  of  in- 
vention to  the  senior  party,  Frank  R.  McBerty,  and  accordingly  we 
affirm  his  decision. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
in  this  court  to  the  Conmiissioner  of  Patents  as  required  by  law. 
A-ffirmed. 


[Conit  of  Appeals  of  the  District  of  Columbia.] 

RoLFE  V,  Hoffman. 

Decided  December  5,  1905. 

(121  O.  G.,  1350.) 

INTERFEBENCE — ^DELAY  IN  FiLINO  APPLICATION  AFTER  REDUCTION  TO  PBACTICE. 

Where  two  years  elapsed  between  a  party's  alleged  reduction  to  practice 
and  the  filing  of  his  application  for  a  patent,  during  which  interval  hLs 
ilval  entered  the  field  and  secured  a  patent.  Held  that  such  delay  standing 
by  itself  does  not  constitute  an  abandonment  of  his  rights  to  a  patent 
based  on  priority  of  invention. 
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2.  Abandonment  or  Invention — ^I*roof. 

Where  two  years  elapsed  between  an  alleged  reduction  to  practice  and 
the  filing  of  an  application  for  patent.  Held,  that  neither  ubaudonmeut  nor 
forfeiture  of  a  right  to  receive  a  patent  can  be  presumed,  but  must  be 
proved. 

3.  Interference — ^Reduction  to  Practice. 

Where  the  Rolfe  exhibits  were  made  and  tested.  Held  that  it  is  con- 
sidered that  his  work  as  an  inventor  was  finished,  physically  as  well  as 
mentally,  and  that  there  was  a  complete  reduction  to  practice. 

4.  Same — PRiORirY. 

Held  that  Rolfe  did  not  abandon  his  invention  or  conceal  it  from  the 
public,  and  being  the  first  to  conceive,  the  first  to  disclose  to  others,  and 
the  first  to  reduce  to  practice  is  the  first  inventor  and  entitled  to  award 
of  priority. 

Mr.  L.  S,  Bacon^  Mr,  /.  H.  MUans^  and  Mr.  Miller  Belfleld  for  the 
appellant. 
Mr.  Luther  L.  Miller  for  the  appellee. 

DUELL,  J.: 

This  appeal  is  taken  to  review  the  decision  of  the  Commissioner 
of  Patents  awarding  priority  of  invention  to  Otto  C.  Hoffman  of  an 
invention  in  electric-circuit  protectors.  The  various  tribunals  of  the 
Patent  Office  have  not  been  in  accord.  The  Commiasioner  and  Ex- 
aminer of  Interferences  agreed  in  rendering  decisions  in  favor  of 
Hoffman  while  the  Examiners-in-Chief  found  in  favor  of  Rolfe. 

The  invention  in  controversy  is  set  forth  in  the  following  issues : 

1.  In  a  thermal  circuit-protector,  in  combination,  a  fixed  member;  a  spring, 
a  spring-finger  fixed  with  relation  to  said  fixed  member  and  tending  to  lie  in 
contact  therewith,  which  finger  is  adapted  to  hold  said  spring  flexed,  said 
spring  tending  to  separate  the  spring-finger  from  said  fixed  member;  and  a 
solder  connection  between  said  fixed  member  and  said  spring-finger. 

2.  In  a  thermal  circuit-protector,  in  combination,  a  fixed  member;  a  spring; 
a  spring-finger  fixed  with  relation  to  said  fixed  member  and  tending  to  lie  in 
contsict  therewith,  which  finger,  is  adapted  to  hold  said  spring  fiexed,  said 
spring  tending  to  separate  the  spring-finger  from  said  fixed  member;  a  solder 
connection  between  said  fixed  member  and  said  spring-finger;  and  a  substance 
offering  comparatively  high  resistance  to  the  passage  of  an  electric  current,  in 
proximity  to  said  solder  connection. 

3.  In  a  thermal  circuit-protector,  in  combination,  two  ears;  a  spring-finger 
adapted  to  lie  in  contact  with  each  one  of  said  ears;  a  spring  adapted  to  be 
held  flexed  by  said  sprlng-flngers  and  tending  to  separate  said  spring-flngers 
from  said  ears ;  and  a  fusible  solder  connection  between  each  one  of  said  ears 
and  its  spring-finger. 

4.  In  a  thermal  circuit-protector,  in  combination,  two  ears;  a  spring;  a 
spring-finger  adapted  to  lie  in  contact  with  each  one  of  said  ears  and  to  hold 
said  sprUig  fiexed,  said  spring  tending  to  separate  the  spring-fingers  from  said 
ears ;  and  a  fusible  solder  connection  between  each  of  said  ears  and  its  spring- 
finger. 

5.  In  a  thermal  circuit-protector,  in  combination,  two  ears;  a  spring;  a 
spring-finger  adapted  to  lie  in  contact  with  each  one  of  said  ears  and  to  hold 
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said  spring  flexed,  said  spring  tending  to  separate  tlie  spring-fingers  from  said 
ears;  a  fusible  solder  connection  l)etween  eacli  of  said  ears  and  its  spring-finger; 
and  a  substance  offering  comparatively  high  resistance  to  the  passage  of  an 
electric  current,  in  proximity  to  said  solder  connection. 

6.  In  a  thermal  circuit-protector,  in  combination,  a  fixed  member;  a  spring; 
a  spring-finger  fixed  with  relation  to  said  fixed  member  and  tending  to  lie  in 
contact  therewith,  which  finger  has  a  projection  adapted  to  engage  said  spring 
to  hold  the  latter  flexed,  said  projection  also  causing  said  spring  to  tend  to 
separate  said  spring-fiuger  from  said  flxed  member;  and  a  fusible  solder  con- 
nection l)etween  said  fixed  meml)er  and  said  spring-finger. 

7.  In  a  thermal  circuit-protector,  in  combination,  a  fixed  member;  a  spring; 
a  spring-finger  fixed  with  relation  to  said  fixed  member  and  tending  to  lie  in  con- 
tact therewith,  which  finger  has  a  projection  adapted  to  engage  said  spring  to 
hold  the  latter  flexed,  said  projection  also  causing  said  spring  to  tend  to  separate 
said  spring-finger  from  said  flexed  member ;  a  fusible  solder  connection  between 
said  fixed  member  and  said  spring-finger;  and  a  substance  offering  compara- 
tively high  resistance  to  the  passage  of  an  electric  current  in  proximity  to  said 
solder  connection. 

8.  In  a  thermal  circuit-protector,  in  combination,  two  ears;  a  pair  of  spring- 
fingers  having  inclined  outer  ends,  said  fingers  adapted  to  lie  between  said  ears, 
each  of  said  fingers  contacting  one  of  the  ears;  a  fusible  solder  connection  l)e- 
tween  each  one  of  said  ears  and  its  spring-finger ;  and  a  spring  having  an  open- 
ing adapted  to  receive  the  outer  ends  of  said  spring-fingers,  said  spring  being 
held  fiexed  by  said  fingers  when  the  fingers  are  held  by  said  solder  connection 
but  tending  to  separate  said  fingers  from  said  ears. 

Hoffman  is  the  senior  party  and  relies  upon  the  record  date  of  his 
application  for  patent  which  was  filed  January  19, 1903,  and  matured 
into  a  patent  dated  November  17,  1903.  Rolfe  is  an  applicant.  His 
application  was  not  filed  until  December  29,  1903,  forty-two  days 
after  the  issue  of  Hoffman's  patent.  To  prevail  Rolfe  must  prove 
priority  beyond  a  reasonable  doubt.  He  must  overcome  Hoffman's 
conception  and  disclosure  predicated  upon  the  filing  of  Hoffman's  ap- 
plication and  the  constructive  reduction  to  practice  by  Hoffman  based 
on  the  same  act.  The  date  to  be  overcome  it  will  be  remembered  is 
January  19, 1903. 

That  Rolfe  was  the  first  to  conceive  and  disclose  the  invention  to 
others  is  established  beyond  a  doubt.  His  case  really  turns  upon  the 
weight  that  is  to  be  given  to  his  three  exhibits  Nos.  1,  2,  and  3.  These 
exhibits,  one  and  all,  contain  the  elements  of  each  count  of  the  issue 
excepting  the  spring  or  springs  which  support  the  heat-cartridge. 
That  these  exhibits  were  made  by  Rolfe  in  December,  1901,  and  by 
him  shown  to  Wiesinger  and  Schwarze  about  that  time  is  sufficiently 
proved  and  it  is  not  successfully  questioned.  If  they  constituted  a 
reduction  to  practice  then  Rolfe  is  entitled  to  an  award  of  priority  for 
he  will  then  have  proven  priority  of  conception,  disclosure  and  reduc- 
tion to  practice,  and,  in  the  absence  of  any  clearly  proven  abandon- 
ment his  right  to  a  patent  has  not  become  forfeited  either  to  the  pub- 
lic or  to  his  rival.'  It  is  true  that  two  years  elapsed  between  his  al- 
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leged  reduction  to  practice  and  the  filing  of  his  application  for  patent, 
during  which  interval  his  rival  entered  the  field  and  secured  a  patent. 
Such  a  period  of  delay,  standing  by  itself  does  not  constitute  an 
abandonment  of  his  right  to  a  patent  based  on  priority  of  invention. 
An  inventor  having  reduced  his  invention  to  practice  is  entitled  to  a 
period  of  two  years  in  which  to  put  the  same  in  public  use  and  on  sale 
without  a  forfeiture  of  his  right  to  receive  a  patent  based  upon  an  ap- 
plication filed  before  the  statutory  bar  has  arisen.  Neither  abandon- 
ment nor  forfeiture  within  that  period  can  be  presumed  but  must  be 
proven. 

True  the  acts  of  an  inventor  may  be  such  as  to  amount  to  an  aban- 
donment or  forfeiture  within  that  period  but  such  acts  must  be 
proven.  Moreover  his  proven  acts  may  be  such  as  to  require  a  find- 
ing that  what  he  did  was  not  a  reduction  to  practice  but  must  be  rated 
as  an  abandoned  experiment.  The  doctrine  enunciated  by  this  court 
m  Mason  v.  Hephum  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App. 
D.  C,  510)  and  Warner  v.  Smith  (C.  D.,  1898,  517;  8^  O.  G.,  311; 
13  App.  D.  C.,  Ill)  was  based  upon  the  facts  disclosed  by  the  records 
in  those  cases,  and  the  rule  there  laid  down  will  not  be  extended  to 
any  case  not  coming  clearly  within  it,  as  we  said  in  McBerty  v.  Cook^ 
(C.  D.,  1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  133.)  There  is 
absolutely  nothing  in  the  record  in  this  case  to  warrant  a  finding  of 
abandonment  by  Rolfe.  It  appears  that  Kolfe  after  making  these 
exhibits  submitted  them  to  his  patent  attorney,  with  whom  they 
were  left  to  be  patented  in  their  turn;  that  the  American  Electric 
Fuse  Company  had  the  right  to  obtain  patents  for  Rolfe's  inven- 
tions in  the  art  to  which  the  device  in  controversy  relates  and  exer- 
cised that  right  subsequent  to  December  1,  1901,  to  the  extent  of 
filing  about  twenty  applications;  that  Rolfe  talked  more  or  less 
about  this  invention  with  others,  and  that  he  preserved  the  exhibits. 
These  facts  negative  any  idea  of  abandonment  of  the  invention.  It 
is  not  necessary  to  determine  whether  or  not  the  facts  disclosed  are 
sufficient  to  prove  that  Rolfe  was  as  diligent  as  he  should  have  been 
had  he  only  been  the  first  to  conceive  and  disclose,  and  not  the  first 
to  reduce  to  practice.  As  we  said  in  Oliver  v.  Felbel^  (C.  D.,  1902, 
565;   100  O.  G.,  2384;  20  App.  D.  C,  255:) 

The  diligence  required  of  an  Inventor  is  diligence  rather  in  the  reduction  of 
his  invention  to  practice  than  in  application  to  the  Patent  Office  or  in  manu- 
facturing his  device  for  public  use. 

Furthermore,  conceding  that  Rolfe  was  the  first  to  reduce  to  prac- 
tice, he  did  not  unreasonably  delay  the  filing  of  an  application  for 
patent  and  has  sufficiently  shown  the  reason  for  such  delay  as  there 
was. 

Was  the  construction  of  Exhibits  Nos.  1,  2  and  3  by  Rolfe  an  act 
sufficient  to  base  a  finding  of  reduction  to  practice,  or  was  such  con- 
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struction^  plus  such  test  of  them  as  was  made  suflScient?  An  af- 
firmative answer  to  either  branch  of  the  question  must  result  in  an 
award  of  priority  to  Rolfe. 

Rolfe  made  these  exhibits  in  December,  1901,  and  showed  them  to 
Wiesinger  and  Schwarze,  both  of  whom  were  familiar  with  inven- 
tions and  devices  relating  to  the  electric  art.  He  operated  them  in 
the  presence  of  the  former  but  not  before  Schwarze  who  says,  how- 
ever, that  when  Rolfe  showed  them  to  him  he  examined  and  under- 
stood them  and  told  Rolfe  that  it  was  not  necessary  to  operate  them 
as  he  knew  they  would  work.  He  testified  that  he  had  been  in  the 
electrical  business  for  thirty  years  and  had  liad  experience  with  a 
variety  of  electric  appliances,  including  telephones  and  telephone 
appliances.  The  invention  relates  to  devices  for  protecting  low- 
tension  circuits  such  as  telegraph,  telephone  and  fire-alarm  from 
injurious  effects  of  unduly  strong  currents  such  as  those  carried  by 
power  and  lighting  circuits.  The  art  is  a  well-developed  one  and 
most  of  the  devices  used  for  the  purpose  are  simple  and  their  working 
well  understood  not  only  by  electricians  but  by  those  who  work  in 
that  line,  yet  lay  no  claim  to  be  ranked  as  experts.  A  man  of  ordi- 
nary skill  and  experience  in  the  art  would,  in  our  opinion,  understand 
the  device  in  controversy,  and  would  come  to  the  conclusion  that  it 
would  work.  The  Patent  Office  raises  no  question  that  Rolfe  has 
fully  described  an  opterative  device,  and  when  that  device  shown 
and  described  in  the  application  for  the  patent  is  substantially  the 
same  as  the  device  made  in  December,  1901,  that  fact,  at  least  in 
the  present  case,  is  persuasive  that  the  device  belongs  to  that  class 
of  simple  devices  where  it  is  not  essential  that  actual  tests  of  the 
invention  be  made  in  order  to  complete  the  inventive  act.  The  device 
in  controversy  belongs  to  the  type  of  simple  devices  disclosed  and 
referred  to  in  Mason  v.  Hepburn^  supra;   Roe  v.  Hanson^  (C.  D., 

1902,  546;  99  O.  G.,  2550;  19  App.  D.  C,  559,)  and  analogous  cases 
rather  than  to  the  devices  disclosed  in  Macdonald  v.  Edison  (C.  D., 

1903,  622;  105  O.  G.,  1263;  21  App.  D.  C,  527)  and  analogous  cases. 
We  agree  with  the  following  statement  of  the  Examiners-in-Chief 

referring  to  these  exhibits,  adding  that,  in  our  opinion  the  expert 
in  the  art  would  not  be  required  to  rank  very  high  among  experts 
to  come  to  the  conclusion  that  the  device  would  operate.     They  said : 

Exhibits  2  and  3  are  of  the  type  of  the  preferred  form  of  Rolfe's  applicaUon 
and  Exhibit  1  is  that  of  the  other  form  of  his  application.  Each  exhibit  cfmr 
tains  the  elements  of  each  count  of  the  issue  excepting  the  spring  or  springs 
which  support  the  heat-cartridge.  Those  springs,  having  forked  upper  ends  to 
receive  and  removably  support  the  heat-cartridge  and  acting  to  separate  its 
parts  when  the  solder  uniting  them  is  melted,  were  then  old  in  the  art  But  io 
that  prior  art  the  parts,  after  separation  to  break  the  circuit  did  not  resume 
their  original  closed-together  relation  to  restore  the  circuit,  nor  did  they  become 
resoldered  ready  for  another  like  operation  by  another  abnormal  current 
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From  these  facts  it  is  evident  that  to  any  expert  in  the  art  each  of  these 
exhibits  of  heat-cartridges  indicates  at  sight  that  they  are  constructed  to  be  in- 
serted into  the  old  forks  of  the  old  springs,  and  that  by  those  old  springs  the 
part  of  the  heat-cartridge  of  each  exhibit  will  be  separated  on  the  melting  of 
the  solder  uniting  them,  to  break  the  circuit,  and  that,  then,  the  spring-fingers 
being  released  from  one  of  the  springs  will  resume  the  closed-together  position 
and  be  resoldered  by  the  setting  of  the  solder  just  melted  by  the  heat  of  the 
abnormal  current. 

In  short  an  expert  in  the  art  at  sight  of  either  exhibit  would  understand 
its  construction  and  operation  and  would  know  whether  or  not  it  would  suc- 
cessfully operate  for  its  piwpose. 

But  if  the  device  in  controversy  belongs  to  the  more  numerous 
class  of  inventions  which  require  tests  and  workings  to  prove  that 
they  are  operative  and  have  been  clearly  reduced  to  practice  we 
believe  that  the  test  made  by  Rolfe,  and  witnessed  by  Wiesinger  of 
this  simple  device  in  this  well-developed  art  was  suffident  to  prove 
that  it  would  operate  under  all  usual  conditions  and  that  it  was  not 
necessary  to  operate  it  in  a  telephone-circuit  in  order  to  claim  a 
reduction  to  practice.  As  said  in  Gallagher  v.  Hien  (C.  D.,  1905, 
624;  115  O.  G.,  1330;  25  App.  D.  C,  77:) 

In  considerhig  this  question  (tests  constituting  a  reduction  to  practice)  we 
apprehend  that  the  same  act,  or  set  of  acts,  may  or  may  not  constitute  a 
reduction  to  practice,  modified  as  they  may  be  by  the  special  circumstances 
of  the  particular  case. 

Rolfe  says  that  when  the  devices  were  tested — 

they  were  placed  between  two  springs  and  connected  with  the  circuit  with 
wires  and  the  current  heated  up  the  solder.  As  soon  as  the  solder  became 
heated  to  160**,  it  allowed  the  spring-points  to  go  together  and  release  the 
circuit-spring  and  open  the  circuit.  The  springs  went  back  to  their  original 
position  before  the  solder  cooled  and  resoldered. 

He  further  says  that  he  operated  the  devices  with  currents  such  as 
would  prevail  in  telephone-circuits  if  the  telephone-circuits  became 
crossed  with  wires,  carrying  more  current  than  was  safe.  This  was 
a  fair  test  for  the  devices  would  not  be  called  into  play  when  placed 
in  a  telephone-circuit  until  something  more  than  the  ordinary  cur- 
rent flowing  through  the  circuit  was  present.  It  needed  an  unduly 
strong  current  to  call  the  devices  into  operation.  Such  a  current  was 
used. 

When  the  exhibits  were  made  and  tested  we  consider  that  "the 
work  of  the  inventor  was  finished,  physically  as  well  as  mentaUy  " 
and  that  there  was  a  complete  reduction  to  practice. 

Rolfe  being  the  first  to  conceive,  the  first  to  disclose  the  invention 
in  controversy  to  others,  who  thoroughly  understood  it,  and  its 
working,  and  the  first  to  reduce  it  to  practice  is  the  first  inventor 
and  being  such  is  entitled  to  an  award  of  priority,  for  he  never 
abandoned  his  invention  or  concealed  it  from  the  public 
H.  Doc.  641,  5^2 39 
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It  follows  that  the  decision  of  the  Commissioner  must  be  reversed 
and  priority  of  invention  awarded  to  Rolfe ;  and  it  is  accordingly  so 
ordered.  The  clerk  of  this  court  will  certify  this  opinion  and  the 
proceedings  of  this  court  in  the  cause  to  the  Commissioner  of  Patents, 
according  to  law.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Baker. 

Decided  December  7,  1905, 

(121  O.  G.,  1352.) 

Pate  NT  ABnjTY— Work  of  a  Skilled  Mechanic. 

Held,  In  view  of  the  state  of  the  art  relating  to  combined  funnels  and 
valves  and  the  Baker  patent,  which  shows  a  reversible  funnel  In  combination 
with  a  valve,  that  using  the  neck  of  a  funnel  as  part  of  a  plug-valve  to  be 
opened  by  turning  the  funnel  involves  nothing  more  than  the  work  of  a 
skilled  mechania 

Mr,  L,  S.  Bacon^  Mr,  J,  H,  Milans^  and  Mr,  Dunn  for  the  ap- 
pellant. 

Mr,  John  M,  Coit  for  the  Commissioner  of  Patents. 

Shepard,  J,: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  the  application  of  Clara  A.  Baker  for  a  patent  for  a  com- 
bination inlet-valve  and  funnel,  having  the  following  elaborate 
claims : 

1.  In  a  liquid-filling  cock  the  combination  with  a  valve,  of  a  funnel  con- 
nected thereto  so  that  by  turning  up  said  funnel  the  valve  is  opened,  while  by 
turning  it  down  the  valve  Is  closed,  substantially  as  described. 

2.  In  a  liquid-filling  cock  the  combination  with  a  valve  having  two  passage- 
ways, of  a  funnel  connected  thereto  so  that  by  turning  up  said  funnel  the  vake 
is  opened,  while  by  turning  it  down  the  valve  is  closed,  substantially  as  de- 
scribed. 

3.  In  a  combination  inlet-valve  and  funnel,  a  valve-casing  having  a  suitable 
port  therein,  a  funnel  having  a  bend  and  shank,  said  shank  having  a  correspond- 
ing port  and  forming  the  plug  of  said  valve,  so  that  a  movement  of  the  funnel 
operates  said  valve,  substantially  as  described. 

4.  In  a  combination  inlet-valve  and  funnel,  a  valve^^aslng  having  suitable 
ports  therein,  a  funnel  having  a  bend  and  shank,  said  shank  having  correspond- 
ing ports  and  forming  the  plug  of  said  valve,  so  that  a  movement  of  the  funnel 
operates  said  valve,  substantially  as  described. 

5.  In  a  combination  inlet-valve  and  funnel,  a  valve-casing  having  a  suitable 
port  therein,  means  for  holding  parts  together,  a  funnel  having  a  bend  and 
shank,  said  shank  having  a  corresponding  port  and  forming  the  plug  of  said 
valve  so  that  a  movement  of  the  funnel  operates  said  valve,  substantially  as 
described. 
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6.  In  a  combination  Inlet-valve  and  fnnnel,  a  valve-easing  having  a  suitable 
port  therein,  a  funnel  having  a  bend  and  a  shank,  threaded  end  on  said  shank, 
a  washer,  and  a  nut  on  said  threaded  end,  said  shank  having  a  corresponding 
port  and  forming  the  plug  of  said  valve  so  that  a  movement  of  the  funnel 
operates  said  valve,  substantially  as  described. 

7.  In  a  combination  inlet-valve  and  funnel,  a  valve-casing  having  a  suitable 
inlet-port  therein,  a  plug  at  right  angles  to  said  inlet-port,  which  plug  is  pro- 
vided with  a  corresponding  port  a  funnel  having  a  bend  formed  integral  with 
said  plug  for  operating  the  same,  and  a  continuous  passage  connecting  said 
bend,  said  plug,  and  said  inlet-port  when  the  funnel  is  turned  up,  substantially 
as  described. 

8.  In  a  combination  Inlet-valve  and  funnel,  a  valve-casing  having  a  suitable 
inlet-port  therein,  a  plug  at  right  angles  to  said  inlet-i)ort,  which  plug  is  pro- 
vided with  a  corresponding  port,  a  funnel  having  a  bend  formed  integral  with 
said  plug  for  operating  the  same,  and  a  cH)ntinuous  passage  connecting  said 
bend,  said  plug,  and  said  Inlet-port  with  the  open  air  when  the  funnel  Is 
turned  up. 

These  claims  were  rejected  on  references  made  to  the  following 
patents:  Hurff,  August  18,  1868,  Xo.  81,091,  improvement  in  house- 
ventilators;  Richardson,  March  25,  1890,  No.  423,954,  measuring- 
funnel;  Andlauer,  August  26,  1890,  No.  435,272,  attachment  to 
gasoline-stoves;  William  C.  Baker,  April  12,  1892,  No.  396,288,  car- 
heating  apparatus. 

As  the  funnel  and  valve  connections  shown  in  the  Ilurff,  Richard- 
son, and  Andlauer  patents,  were  never  used  in  a  car-heating  system 
or  anything  related  thereto,  it  may  be  possible  that  they  ought  not, 
of  themselves,  to  stand  in  the  way  of  a  patent  to  tlie  applicant,  whose 
combination  is  primarily  intended  for  use  in  what  is  called  the 
"  Baker  system  "  of  car-heating,  although  it  is  stated  that  her  device 
is  particularly  well  adapted  for  filling  boilers,  expansion-drums  on 
Baker  heaters,  gasoline  and  water  tanks  in  automobiles  and  the  like. 
But  this  we  need  not  undertake  to  decide,  as  we  are  of  opinion  that 
the  application  is  met  by  the  reference  to  the  Baker  patent.  That 
Baker  was  the  inventor  of  the  Baker  car-heating  system,  and,  it 
is  stated,  was  the  father  of  the  applicant.  That  patent  shows  a 
reversible  funnel  in  combination  with  a  valve,  the  funnel  working 
in  conjunction  with  the  valve  to  accomplish  the  same  purpose  sought 
in  applicant's  improvement.  Considering  this,  as  well  also  as  the 
general  state  of  the  art  relating  to  combined  funnels  and  valves, 
we  fully  agree  with  the  Commissioner  that  the  improvement  made  in 
using  the  neck  of  the  funnel  as  part  of  the  plug-valve  to  be  opened 
by  turning  the  funnel,  shows  nothing  more  than  the  work  of  a 
skilled  mechanic.     It  did  not  amount  to  invention. 

The  decision  will  therefore  be  affirmed,  and  the  proceedings  herein 
certified  to  the  Commissioner  of  Patents  as  required  by  law.  It  is 
so  ordered.    A^rmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Myoatt. 

Decided  Deeemher  12,  1905. 
(121  O.  G..  1(576.) 

1.  Designs — Refusal  of  Claims — Appeal. 

Where  an  applicant  for  a  design  patent  presents  a  claim  and  the  Pat- 
ent Office  rules  that  the  applicant  cannot  have  the  claims  presented  and 
can  have  no  claim  but  a  suggested  one,  Held  that  such  ruling  is.  in  effect  a 
rejection  of  the  claim  presented  and  when  twice  refused  is  appealable  to 
the  Examlners-in-Chief  under  section  4909  of  Revised  Statutes. 

2.  Same — Description — Appeal. 

Held  that  the  question  whether  the  description  in  a  design  case  is  a 
proper  one  is  not  reviewable  by  the  court  of  appeals  except  in  an  extraor- 
dinary case. 

3.  Same — Claims — Description  of  Salient  Features. 

While  many  if  not  a  large  majority  of  designs  can  be  sufficiently  dis- 
closed by  a  drawing  and  a  claim  for  the  ornamental  design  as  shown  is  In 
general  the  better  form  of  claim,  Held  that  the  design  in  this  case  relate  to 
that  class  where  a  description  is  not  only  proper,  but  necessary,  and  that 
the  claim  should  carry  a  description  of  the  salient  features  of  the  design. 

Mr,  Melrille  Church  for  the  appellant. 

Mr.  John  M.  Colt  for  the  Commissioner  of  Patents. 

DUELL,  /. ; 

This  purports  to  be  an  appeal  from  the  decision  of  the  C/Oinniis- 
sioner  of  Patents  refusing  to  allow  Letters  Patent  to  the  appellant 
for  a  new  and  original  design  for  reflectors. 

At  the  threshold  we  are  met  by  the  contention  that  the  decision 
appealed  from  was  not  a  rejection  of  the  claim  but  rather  that  it  was 
a  requirement  that  certain  descriptive  matter  in  the  specification  be 
canceled  and  the  claim  changed  as  to  form. 

The  record  discloses  that  the  Examiner,  referring  to  the  claim,  in 
his  action  upon  the  application  notified  applicant  that — 

It  is  also  unnecessary  to  furnish  a  description  of  a  design,  in  view  of  the 
decision  of  the  Commissioner  in  em  parte  Ooldsmith,  supra.  It  has  been  held 
that  the  claim  should  be  for  the  article  as  shown.  Applicant's  claim  omits  the 
words  as  shown  and  is  improper  as  being  in  specific  terms,  and  therefore  is  not 
a  proper  claim  in  a  design  case.  The  claim  should  be  amended  to  read  as  fol- 
lows: The  ornamental  design  for  the  reflector  as  shown. 

In  the  further  prosecution  of  this  application  exhibit  is  required. 

The  applicant  thereupon  took  issue  with  the  Examiner,  insisting 
upon  a  claimed  statutory  right  to  describe  his  design  and  that  his 
claim  complied  with  the  law.  A  model  was  thereafter  filed  as  re- 
quired and  the  Examiner  again  acted  upon  the  case,  saying  in  part: 
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All  the  description  of  the  design  following  the  brief  description  of  the  figure 
of  the  drawing  should  also  be  canceled  in  view  of  the  decision  cited  above. 

All  of  the  preamble  to  the  claim,  except  the  words  "  I  claim "  should  be 
canceled. 

The  claim  should  be  amended  to  read  as  follows : 

"  The  ornamental  design  for  a  reflector,  as  shown." 

Applicant  made  reply,  amending  to  cure  certain  formal  defects, 
but  still  insisting  that  no  line  drawing  could  correctly  illustrate  his 
design,  and  that  he  had  endeavored  to  describe  his  design  as  he  con- 
sidered the  statute  required.     The  Examiner  replied : 

The  amendment  of  the  8th  instant  curing  certain  formal  objections  has  been 
incorporated.  The  other  objections,  fully  set  forth  in  Office  letter  of  the  2nd 
instant,  not  having  been  cured  are  repeated. 

The  application  is  in  condition  for  petition  to  the  Commissioner. 

This  brings  us  face  to  face  with  the  question  whether  applicant's 
remedy  was  by  petition  to  the  Commissioner  of  Patents  as  provided 
by  Rule  145  of  the  Rules  of  Practice  of  the  Patent  Office  or  by  appeal 
to  the  Examiners-in-Chief  in  accordance  with  section  4909  of  the  Re- 
vised Statutes  and  Patent  Office  Rules  133  and  134.  That  there  had 
been  the  two  actions  prerequisite  to  the  right  to  petition  the  Com- 
missioner is  admitted  by  the  Examiner,  and  just  as  certainly  there 
had  been  the  two  actions  prerequisite  to  an  appeal  to  the  Examiners- 
in-Chief,  provided  those  two  actions  were  rejections  of  the  claim  as 
the  amendment  of  the  claim  originally  presented  was  not  an  amend- 
ment in  matter  of  substance. 

The  applicant,  contending  that  the  actions  were  rejections  of  his 
claim  as  presented,  took  an  appeal  to  the  Examiners-in-Chief.  That 
tribunal  dismissed  the  appeal  on  the  ground  that  it  was  not  taken 
from  a  second  rejection  of  the  claim  but  from  certain  objections  to 
the  description,  etc.,  made  by  the  Examiner. 

Applicant  thereupon  appealed  to  the  Commissioner  in  person,  who, 
holding  that  the  action  of  the  Examiners-in-Chief  seemed  to  him 
well  founded,  nevertheless  proceeded  to  decide  the  matter  as  though 
it  had  come  to  him  by  way  of  petition  and  not  by  appeal.  Making  no 
reference  to  the  claim  he  affirmed  the  action  of  the  Examiner  that  a 
description  in  the  case  was  unnecessary. 

We  consider  that  the  Examiner-in-Chief  erred  in  not  entertaining 
the  appeal.  AVhen  an  applicant  for  a  design  patent  presents  a  claim 
and  the  Patent  Office  says  you  cannot  have  that  claim,  and  you  can 
have  no  claim  but  the  one  we  suggest,  such  ruling  is  in  effect  a  rejec- 
tion of  the  claim  presented,  and  if  the  applicant  persists  in  his  de- 
mand for  the  claim  as  presented  by  him  he  is,  if  the  Patent  Office  per- 
sists in  refusing  the  claim,  entitled  to  an  appeal  to  the  Examiners-in- 
Chief  under  section  4909  of  the  Revised  Statutes.  It  is  of  no  moment 
what  the  actions  are  called. 
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The  Examiner  in  effect  rejected  the  claim  twice  for  a  claim  was 
presented  and  insisted  upon,  and  twice  the  Examiner  refused  it,  and 
said  you  must  take  a  claim  reading — 

The  ornamental  design  for  a  reflector,  as  shown 

Such  an  instance,  at  least  in  a  design  application,  is  something  more 
than  an  objection  to  the  form  of  the  proposed  claim.  It  may  be,  and 
if  we  were  called  upon  to  decide,  we  doubtless  w^ould  hold  that  the 
claim  proposed  by  the  Examiner,  or  one  that  included  the  words*' and 
described  "  to  be  better  in  form  in  most  cases  and  one  that  gives  an 
applicant  greater  protection.  {Ex  parte  Freeman^  C.  D.,  1904,  619; 
109  O.  G.,  1339;  23  App.  D.  C,  226.)  Such  a  form  of  a  claun  has 
been  held  good  in  a  design  case  by  the  Supreme  Court.  {Dohson  v. 
Bigelow  Carpet  Co.,  C.  D.,  1885,  266;  31  O.  G.,  787;  114  U.  S.,  439; 
{Dohson  V.  Doman,  C.  D.,  1886,  202;  35  O.  G.,  750;  118  U.  S.,  10) 
We  however  do  not  construe  these  cases  as  holdmg  that  such  claims 
are  the  only  ones  permissible,-  or  that  the  Commissioner  of  Patent's 
action  in  insisting  upon  such  a  form  is  not  reviewable  by  appeal. 
Manifestly  a  descriptive  claim  in  some  cases  is  better,  and  a  refusal  to 
allow  such  a  claim  is  a  rejection  of  a  claim  and  reviewable  on  appeal. 
As  we  have  said,  we  think  the  Examiners-in-Chief  erred  in  not  enter- 
taining the  appeal,  and  while  the  better  practice  would  be  to  require 
the  Commissioner  by  proceedings  duly  taken  to  direct  them  to  enter- 
tain the  appeal  we  have  decided  to  entertain  the  appeal  for  the  double 
reason  that  a  question  of  general  public  interest  is  involved  and  be- 
cause by  so  doing  we  can  save  unnecessary  time,  expense  and  labor  to 
the  parties  involved,  as  we  are  so  clearly  of  the  opinion  that  the  ac- 
tions of  the  Examiner  were  rejections  of  the  claim.  No  good  purpose 
would  be  subserved  by  dismissing  the  appeal  when  in  the  end  we 
would  take  jurisdiction. 

Turning  now  to  a  consideration  of  the  merits  of  the  appeal  we 
find  on  an  examination  of  the  specification  that  there  is  set  forth 
therein  at  considerable  length  a  description  of  the  design.  "VVe  shall 
not  consider  the  contention  between  appellant  and  the  Patent  Office 
as  to  whether  the  description  is  a  proper  one.  That  question,  except 
in  an  extraordinary  case  would  not  be  reviewed  by  us.  If  we  find 
that  the  statutes  require,  or  permit  a  written  description  of  a  design 
in  the  specification  we  do  not  question  but  that  applicants  for  design 
patents  and  those  charged  by  law  with  the  examination  of  their 
applications  will  ordinarily  agree  without  much  trouble  as  to  the 
propriety  of  the  offered  description  and  that  the  Commissioner  of 
Patents  will  do  exact  and  impartial  justice  to  all. 

It  appears  that  the  specification  forming  a  part  of  the  application 
when  filed  contained  a  description  of  the  design  and  the  claim 
pointed  out  with  a  considerable  degree  of  particularity  the  parts 
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which  taken  together  constitute  the  design.  It  is  not  questioned 
that  the  uniform  practice  of  the  Patent  Office  and  -its  rijles,  from 
1836,  the  date  of  the  enactment  of  the  first  statute  providing  for  the 
grant  of  patents  for  designs,  down  to  1904  permitted  and  provided 
for  a  description  of  the  design,  and  that  for  the  most  of  the  time 
down  to  at  least  1897  the  form  of  claim  recommended  included  a 
description  of  the  design,  or  of  a  portion  thereof. 

It  would  seem  that  this  practice  was  in  consonance  with  the  statutes 
relating  to  the  grant  of  design  patents. 

Section  4929  of  the  Revised  Statutes,  as  amended  in  1902,  was  in 
force  when  the  application  in  question  was  filed.     It  is  as  follows : 

Sec  4929.  Any  person  who  has  invented  any  new,  original,  and  ornamental 
deBlgn  for  an  article  of  manufacture,  not  known  or  used  by  others  in  this 
country  before  his  invention  thereof,  and  not  patented  or  described  in  any 
printed  publication  in  this  or  any  foreign  country  ijefore  his  invention  thereof, 
or  more  than  two  years  prior  to  his  application,  and  not  in  public  use  or  on 
sale  in  this  country  for  more  than  two  years  prior  to  his  application,  unless 
the  same  is  proved  to  have  been  abandoned,  may,  upon  payment  of  the  fees 
reqpired  by  law  and  other  due  proceeding  had,  the  same  as  in  cases  of  invention 
or  discoveries  covered  by  section  forty-eight  hundred  and  eighty-six,  obtain  a 
patent  therefor. 

In  addition  to  the  section  last  quoted,  and  to  section  4886  therein 
referred  to,  section  4933  provides  as  follows : 

Sec.  4933.  All  the  regulations  and  provisions  which  apply  to  obtaining  or 
protecting  patents  for  inventions  or  discoveries  not  inconsistent  with  the  pro- 
visions of  this  title,  shall  apply  to  patents  for  designs. 

This  section  is  the  same  as  section  76  of  the  act  of  1870. 

It  is  contended  by  appellant  that  in  view  of  the  above  requirement 
a  written  description  of  a  design  is  required  and  that  the  applicant 
must  particularly  point  out  and  distinctly  claim  his  invention;  and 
in  this  connection  he  refers  to  section  4888  as  justifying  his  conten- 
tion.   The  section  reads  as  follows: 

Sec.  4888.  Before  any  inventor  or  discoverer  shall  receive  a  patent  for  his 
Invention  or  discovery  he  shall  make  application  therefor,  in  writing,  to  the  Ck)m- 
missioner  of  Patents,  and  shall  file  in  the  Patent  Office  a  written  description  of 
the  same,  and  of  the  manner  and  process  of  making,  constructing,  compound- 
ing, and  using  it,  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  it  appertains,  or  with  which  it  is 
most  nearly  connected,  to  make,  construct,  compound,  and  use  the  same ;  and  in 
case  of  a  machine,  he  shall  explain  the  principle  thereof,  and  the  best  mode  in 
which  he  has  contemplated  applying  that  principle,  so  as  to  distinguish  it  from 
other  inventions;  and  he  shall  particularly  point  out  and  distinctly  claim  the 
part,  improvement,  or  combination  which  he  claims  as  his  invention  or  discovery. 
The  specification  and  claim  shall  be  signed  by  the  inventor  and  attested  by  two 
witnesses. 

That  the  law  applicable  to  design  patents  ''  does  not  materially 
differ  from  that  in  cases  of  mechanical  patents,"  Mr.  Justice  Brown, 
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then  district  judge  for  the  eastern  district  of  Michigan,  held  in 
Northrup  v.  Adams,  (C.  D.,  1877,  322;  12  O.  G.,  430,)  and  he  then 
referred  to  section  4933  above  quoted.  His  ruling  was  referred  to 
with  approval  by  the  Supreme  Court  in  Smith  v.  Whitman  Saddle 
Co.,  (C.  D.,  1893,  324 ;  63  O.  G.,  912 ;  148  U.  S.,  674.)  It  will  be  noted 
that  Mr.  Justice  Brown  did  not  expressly  state  that  section  4888  was 
applicable  to  design  applications.  Nor  as  we  read  the  decision  of  the 
Supreme  Court  in  Dohaon  v.  Dornan  (C.  D'.,  1886,  202;  35  O.  G.,  750; 
118  U.  S.,  10)  did  the  Supreme  Court  hold  that  section  26  of  the  act 
of  1870,  which  is  now  section  4888  of  the  Revised  Statutes,  was  not 
applicable  to  design  applications.  It  did  however  hold  that  the  de- 
scription and  claim  of  the  design  patent  then  before  it  sufficiently 
complied  with  the  requirements  of  that  section  of  the  statute.  The 
description  and  claim  held  to  be  sufficient  read : 

The  nature  of  my  design  is  fnUy  represented  in  the  accompanying  photo- 
graphic representation,  to  which  reference  is  made.  I  claim  as  my  Invention— 
The  configuration  of  the  design  hereto  annexed,  when  applied  to  carpeting. 

Of  this  the  court  said : 

The  purport  of  the  description  is,  that  what  the  photographic  illustration 
represents  as  a  whole  is  the  invention.  It  is  that  which  is  claimed  when  applied 
to  carpeting.  The  design  is  a  patent  to  be  worked  Into  a  carpet,  and  is  within 
the  statute.  Claiming  "  the  configuration  of  the  design"  Is  the  same  as  claim- 
ing the  design,  or  the  figure,  or  the  pattern.  It  Is  better  represented  by  the 
photographic  illustration  than  it  could  be  by  any  description,  and  a  description 
would  probably  not  be  Intelligible — ^without  the  Illustration. 

We  understand  this  decision  to  hold  that  in  the  case  before  it  the 
Court  considered  that  a  reference  in  the  specification  to  the  photo- 
graphic illustration,  forming  a  part  of  the  application,  and  the  claim 
for  the  design  for  the  carpet  was  a  sufficient  description  of  the  design 
and  that  the  claim  pointed  out  with  sufficient  particularity  the  inven- 
tion. It  does  not  hold  that  no  further  description  is  permissible  at 
the  election  of  the  applicant,  or  that  he  may  not  more  particularly 
point  out  his  invention  in  his  claim.  Nor  does  it  hold  that  if  he  had 
done  so  his  patent  would  have  been  for  that  reason  void.  Nor  does 
it  state  that  in  every  case  it  would  hold  such  a  description  and  such  a 
claim  a  sufficient  compliance  with  the  statute. 

In  the  prior  case  of  Dohson  v.  Bigelow  Carpet  Co.  (C.  D.,  1885, 
266;  31  O.  G.,  787;  114  U.  S.,  439)  the  court  did  not  hold  a  design 
patent  void,  even  when  the  design  related  to  a  carpet,  because  it  con- 
tained a  fuller  description  of  the  design.  It  did  hold  that  a  claim 
which  used  the  words  "  as  shown  "  referred  to  the  description  as  well 
as  to  the  drawing. 

That  many,  if  not  a  large  majority  of  designs  can  be  sufficiently 
disclosed  by  a  drawing,  as  before  stated,  we  do  not  question,  nor  that 
a  claim  of  the  nature  suggested  to  applicant  is  in  general  the  better 
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form  of  claim,  nevertheless  we  are  not  prepared  to  hold  that  this  is 
so  in  every  case. 

Attention  has  been  called  to  the  present  rules  of  the  Patent  Office 
relating  to  designs  and  to  the  suggested  form  for  the  specification 
and  claim  of  applications  for  designs.  If  these  rules  are  to  be  con- 
strued as  holding  that  in  no  case  is  any  further  or  other  description 
or  form  of  claim  permissible  than  there  stated  and  as  set  forth  in 
the  suggested  forms,  then  it  would  seem  that  the  rul^  would  be  in 
conflict  with  the  sections  of  the  statute  relating  to  dasign  patents. 
We  do  not  understand  that  the  Patent  Office  so  construe  them.  The 
Examiner  seemed  to  recognize  the  propriety  of  a  more  detailed  de- 
scription than  provided  in  the  forms  and  evidently  considered  that 
the  form  of  claim  suggested  by  him  was  sufficient  in  the  present 
case.  But  such  suggestion,  and  a  refusal  to  allow  a  claim  because 
it  contains  descriptive  matter,  cannot  be  held  not  to  go  to  the  merits 
of  a  case  and  not  to  be  a  rejection  of  the  claim  proffered  by  the 
applicant. 

An  examination  of  the  model  of  the  design  and  the  drawing  leads 
us  to  the  conclusion  that  the  design  in  question  relates  to  that  class 
where  a  description  is  not  only  proper,  but  necessary,  and  that  the 
claim  should  carry  a  description  of  the  salient  features  of  the  design. 
The  Examiner  in  calling  for  a  model  and  in  consenting  to  a  certain 
latitude  of  description,  must  have  considered  that  the  drawing  did 
not  sufficiently  disclose  the  design.  What  is  a  full,  clear,  concise 
and  exact  description  of  a  design  depends  upon  what  the  design  is. 
The  same  is  true  of  the  claim.  What  is  a  sufficient  compliance  with 
the  statute  which  requires  that  a  claim  shall  particularly  and  dis- 
tinctly point  out  the  invention,  depends  upon  the  character  of  the 
design. 

The  fiscal  reason  advanced  by  counsel  for  the  Patent  Office  is  not 
entitled  to  much  consideration.  The  description  of  a  design  is 
short,  even  when  considerable  latitude  of  description  is  allowed,  and 
undue  expansion  is  within  the  control  of  the  Office.  The  claim  at 
the  most  is  but  a  few  lines  in  length.  It  follows  from  what  we 
have  said  that  some  designs  require  more  extended  written  descrip- 
tion than  others  in  order  to  comply  with  the  statute,  and  that  claims 
for  such  designs  may  carry  into  them  the  salient  features  of  the 
design.  While  a  claim  for  a  design  reciting  substantially  as  shown, 
or,  as  shown  and  described,  in  a  large  class  of  cases  is  sufficient,  we 
do  not  think  it  is  in  all,  and  whether  or  not  it  be  so  cannot,  under 
the  statutes  applicable  to  the  grant  of  design  patents,  be  held  to 
be  within  the  discretion  of  the  Examiner  to  the  extent  of  depriving 
an  applicant  of  a  review  of  such  action  by  means  of  the  appeals 
provided  by  law. 
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The  claim  presented  in  the  case  at  bar  sets  out  the  salient  features 
of  the  design.  It  gives  due  notice  to  the  public  as  to  what  the 
applicant  claims  as  his  invention.  It  may  be  that  it  unnecessarily 
limits  applicant's  monopoly,  but  he  evidently  thinks  not,  and  in  the 
absence  of  any  pertinent  reference  the  claim,  we  think,  is  allowable.' 
A  description  in  accordance  with  the  claim  should  be  permitted. 

We  think  that  the  decision  of  the  Commissioner  of  Patents  refusing 
to  allow  the  appealed  claim  should  be,  and  it  is  hereby  reversed. 

The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceed- 
ings of  the  court  in  the  premises,  to  the  Commissioner  of  Patents 
according  to  law.    Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Alexander  i\  Blackman. 

Decided  January  12,  1906, 

(121  O.  G.,  1979.) 

1.  INTEBFEBBNCE — EiYlDENCE — PRESUMPTION    ABISINQ    FBOM     SPECIAL    KNOWLEDGE 

OF  Parties. 
As  betw^een  two  parties  each  claiming  disclosure  of  the  invention  to  tlie 
other,  where  one  of  such  parties  has  a  practical  knowledge  of  the  art  and 
the  other  has  not  there  is  a  strong  presumption  in  favor  of  the  one  having 
such  practical  Icnowledge. 

2.  Same — Same — Circumstances  Indicating  Falsity  of  Testimony. 

Where  one  of  the  parties  to  an  interference  testifies  to  a  conversation 
between  him  and  the  other  contestant  relative  to  a  disclosure  of  the  inven- 
tion by  the  former  to  the  latter  and  a  cleric  in  the  store  in  which  sucli 
alleged  conversation  took  place  testifies  to  precisely  the  same  conversation 
twenty  months  after  it  took  place  and  it  appears  that  at  the  time  the  con- 
versation took  place  such  clerk  was  waiting  upon  a  customer,  the  remark- 
able likeness  in  the  two  versions  under  the  circumstances  indicates  a 
manufactured  story,  and  the  testimony  Is  weakened  rather  than  strength- 
ened by  the  attempted  corroboration. 

3.  Same — Same — Failure  to  Cali.  Witness — Presumption. 

The  failure  to  call  a  witness  who  could  clear  up  a  number  of  doubtful 
points  raises  the  inference  that  the  testimony  of  such  witness  would  be 
unfavorable. 

4.  Same — Same — Witness  Falsifying  a  Fact — Presumption. 

Where  a  witness  falsifies  a  fact  in  respect  of  which  he  cannot  be  pre- 
sumed liable  to  mistake,  courts  are  bound  "upon  the  principles  of  law, 
morality  and  justice  to  apply  the  maxim,  *  falsua  in  ttno,  falsus  in  om- 
nil)U8,* " 

Mr,  G,  D,  Seymour  and  Mr,  W,  Klingenstein  for  the  appellant, 
Mr.  Chester  A,  Weed  for  the  appellee. 

DuELL,  J,: 

A  petition  for  rehearing  was  filed  herein  and  a  rehearing  granted 
Hy  a  majority  of  the  court,  sitting  at  the  original  hearing  of  the 
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case.  Such  rehearing  was  heard  by  the  court,  as  now  constituted, 
and  we  have,  after  a  careful  examination  and  consideration  of  the 
too-voluminous  record,  come  to  the  conclusion  that  the  former  de- 
cision awarding  priority  to  Alexander  and  reversing  the  Com- 
missioner of  Patents,  should  be  set  aside  for  the  reasons,  among 
others,  hereinafter  set  forth. 

There  are  no  new  or  difficult  questions  of  law  to  be  determined,  for 
the  question  to  be  passed  upon  is  that  of  originality  of  invention, 
and  not  one  of  priority  of  invention.  Its  solution  depends  upon  the 
facts  disclosed  by  the  record  and  it  turns  upon  the  credibility  of  the 
witnesses  and  the  weight  to  be  given  to  their  testimony,  and  espe- 
cially to  Alexander  and  to  his  testimony.  It  will  be  unnecessary  to 
restate  the  issue  for  there  is  no  dispute  as  to  its  meaning,  its  patent- 
ability or  to  the  right  of  the  true  inventor  to  make  it.  It  is  only 
necessary  to  say  that  the  invention  relates  to  the  art  of  carpentry 
and  is  for  a  wood  flooring  made  up  of  blocks  composed  of  two  sec- 
tions interlocked  by  sliding  one  upon  the  other. 

The  Examiner  of  Interferences  and  the  Conunissioner  of  Patents 
found  for  Blackman,  the  Examiners-in-Chief  for  Alexander. 

Each  party  claims  to  have  disclosed  the  invention  to  the  other  at 
Alexander's  clothing  store  in  Meriden,  Conn.,  on  September  24,  1900. 

Blackman  makes  no  claim  to  have  had  even  a. conception  of  the  in- 
vention before  that  day.  Alexander  on  the  contrary  asserts  a  con- 
ception of  the  invention  on  September  12th;  disclosure  to  others  on 
the  15th;  that  a  drawing  was  made  on  the  16th;  that  he  made  a 
block  on  the  16th  and  I7th  and  that  wood  blocks  were  made  by 
Currier  on  the  17th,  all  these  dates  being  prior  to  his  conversation 
with  Blackman.  Blackman's  case  is  a  simple  one  and  is  clearly  set 
forth;  conception  and  disclosure  on  the  24th  of  September,  further 
disclosures  to  others  a  few  days  thereafter,  and  a  reduction  to  prac- 
tice October  27,  1900.  His  application  was  filed  January  14,  1901. 
Provided  he  disclosed  the  invention  to  Alexander  as  claimed  and  that 
Alexander  up  to  that  time  had  not  disclosed  the  invention  to  any 
one,  he  is  clearly  entitled  to  a  favorable  judgment.  It  becomes  neces- 
sary therefore  to  examine  the  case  presented  by  Alexander,  and  to 
determine  whether  or  not  he  was  in  po&session  of  the  invention  prior 
to  September  24,  1900,  and  on  that  day  disclosed  it  to  Blackman.  In 
doing  this  we  shall  follow  the  rule  laid  down  by  this  Court  in  Seals 
V.  FinkenUner,  (C.  D.,  1898,  326;  82  O.  G.,  598;  12  App.  D.  C, 
23,29:) 

In  weighing  testimony  we  are  not  bound  to  believe  a  particular  fact,  testified 
to  by  one  or  more  witnesses,  simply  l)ecause  they  may  not  have  been  directly 
contradicted  therein  or  impeached  generally  by  evidence  tending  to  show  a  want 
of  reputation  for  veracity.  The  Inherent  probability  or  improbability  of  such  a 
fact  is  to  be  tested  by  the  unquestioned  circumstances  that  surround  the  main 
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transaction  or  occurrence,  as  well  as  by  "the  ordinary  laws  that  gorem  hu- 
man conduct."  {Atlantic  Works  v.  Brady,  C.  D.,  1883,  214;  23  O.  G.,  1330;  107 
U.  S.,  192.  20S;  Telephone  Cases,  C.  D.,  1888.  321;  43  O.  G.,  377;  126  U.  S., 
567.) 

The  "  main  occurrence  "  in  the  present  case  is  that  of  the  alleged 
disclosure  of  the  invention  by  one  to  the  other.  That  the  conversa- 
tion relative  to  the  invention  took  place  at  the  stated  time  and  place 
is  admitted  by  both. 

The  invention  was  in  the  woodworking  art.  Blackman  was  a 
carpenter,  Alexander  a  clothier,  and,  as  he  says,  knew  very  little 
about  carpentry.  Blackman  says  he  had  difficulty  in  making  Alex- 
ander understand  what  he  meant  by  a  "  dovetail  joint,"  and  it  was 
quite  natural  that  Alexander  should  have  asked  what  it  was.  Even 
when  testifying  in  this  proceeding  his  practical  knowledge  of  a 
dovetail  does  not  seem  to  have  greatly  increased,  as  his  definition 
that  it  means  "  a  joint  that  spreads  like  a  dove's  tail "  is  not  one  that  a 
man  having  practical  knowledge  would  give.  The  strong  probability 
is  that  a  man  having  practical  knowledge  of  an  art  to  which  an 
invention  belongs  is  the  one  who  makes  the  disclosure  to  the  one 
unskilled  in  that  art.  The  one  asserting  the  contrary  has  to  over- 
come the  burden.  We  think  that  Alexander  has  failed  to  overcome 
the  presumption  existing  against  him.  True  Alexander  says  he 
had  lost  some  money  in  backing  his  son-in-law  in  what  he  terms  the 
"Mansfield  block  flooring,"  but  there  was  nothing  in  that  which 
would  have  suggested  to  a  layman  the  invention  in  dispute.  But 
to  a  carpenter  it  would  be  the  most  natural  thing  in  the  world  to 
cure  the  defects  in  a  floor-block  composed  of  parts  glued  together, 
by  providing  the  parts  of  the  block  with  interlocking  devices. 

A  careful  consideration  of  all  the  facts  and  circumstances  con- 
nected with  the  meeting  of  the  two  men,  of  their  previous  training 
and  occupations,  leads  to  but  one  conclusion  and  that  is  that  Black- 
man  was  the  one  who  naturally  would  have  made  the  invention  and 
disclosed  it  to  Alexander.  This  presumption  is  strengthened  by 
the  fact  that  then  and  there  it  was  arranged  that  Blackman  should 
make  fourteen  or  sixteen  of  the  blocks  and  that  when  made  Alex- 
ander should  test  them.  Alexander  did  not  give  Blackman  the 
block  he  claims  to  have  made  a  week  or  so  previous  for  a  guide,  nor 
the  two  blocks  that  he  claims  he  had  had  made  on  September  17  by 
Currier.  It  would  seem  that  if  he  had  three  blocks  already  in  hand, 
two  made  by  a  practical  cabinet-maker,  he  would  have  said  some- 
thing to  Blackman  about  them  and  given  him  one  of  them  as  a  guide. 
His  silence  is  suggestive.  Alexander  offers  a  corroborating  witness 
in  the  person  of  one  Hagner,  a  clerk  in  his  employ.  Hagner  testifies 
that  he  was  waiting  on  a  customer  and  while  doing  so  he  overheard 
part  of  the  conversation  between  the  two  men.     Nothing  to  our 
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minds  proves  more  clearly  the  untruthfulness  of  Alexander's  version 
of  the  conversation  than  the  almost  word-for-word  correspondence 
between  the  evidence  of  the  two  men  on  this  subject.  Hagner  was 
waiting  upon  a  customer  at  the  time,  and  his  attention  must  have 
been  directed  mainly  to  her.  He  says  that  during  the  conversation 
he  went  to  the  bundle-counter  to  do  up  the  packing  of  clothing  the 
customer  had  purchased  and  on  his  return  heard  more  of  the  con- 
versation. It  is  a  curious  fact  that  he  takes  up  the  conversation 
as  testified  to  by  Alexander  so  there  is  no  break  in  it.  Compare  the 
testimony  of  these  men : 
Alexander  says: 

Blackman  haven't  you  told  me  that  you  were  a  carpenter  at  one  time?  He 
replied  "  I  worked  at  it  thirty-flve  years  ago."  ♦  ♦  ♦  I  want  to  get  your 
opinion  on  it,  I  explained  the  block  to  him  and  I  asked  him  whether  he  thought 
that  through  contraction  and  expansion  of  the  wood  whether  that  top  would 
split  or  the  dovetails  would  break  off;  on  that  he  replied  I  don't  think  so  but 
I'll  find  out  for  you,  I  then  asked  him  how  he  could  find  out,  he  said,  I  have 
a  niece  here  in  Meriden  she  is  married  to  a  woodworker  that  works  In  the 
big  shop  which  jneans  the  Britannia  shop  Meriden,  his  name  is  Kelsey,  that  he 
could  find  out  from  him.  I  wasn't  satified  with  that  so  I  told  him  that  I  would 
like  to  have  it  tested  in  my  own  house.  I  then  said  Blackman,  you  could  do  me 
a  favor  you  are  living  so  near  Hartford  the  next  time  that  you  go  into  Hartford 
I  wish  you  would  go  into  one  of  those  large  mills  and  see  if  they  have  a  dove- 
tail ing-machine  that  can  make  this  block,  as  the  only  way  I  can  get  them  made 
here  is  by  hand  and  that  is  too  expensive,  if  you  can  get  them  made  there,  order 
sixteen  blocks  as  that  would  just  make  a  square,  he  said  I  will  do  so  if  you 
want  me  to  but  the  man  I  am  stopping  with  is  a  carpenter  and  we  can  get 
them  out  for  you  by  hand  and  it  will  not  cost  you  much  more,  if  any  more,  as 
if  you  had  them  made  by  a  machine,  on  that  ♦  ♦  ♦  then  he  asked  me  for 
some  clothes,  he  said  that  he  was  of  about  the  same  size  as  I  am  and  wears 
about  the  same  size  clothes  if  I  had  any  that  I  won't  wear  any  more  I  should 
let  him  have  it  as  the  ones  he  had  on  were  the  only  ones  he  had  and  they  were 
looking  shabby,  I  said  I  had  and  I  walked  to  a  still  further  part  in  the  store 
and  got  a  suit  of  clothes  of  mine  from  there  and  a  pair  of  shoes  of  mine  and  I 
gave  it  to  the  young  man  that  was  standing  there  arranging  the  stock  to  put 
them  up  for  Mr.  Blackman,  at  the  time  Blackman  remarked  to  him  do  them  up 
strong  as  I  can't  take  them  with  me  where  I  am  going  I  shall  send  them  home 
by  express,  he  then  remarked  that  the  winter  is  coming  on  and  he  did  not  have 
an  overcoat,  and  if  I  had  one  that  I  wouldn't  wear  any  more  this  winter  to 
thhik  of  him,  I  told  him  he  needn't  bother  about  it,  I  would  see  that  he  gets  one, 
something  to  that  effect,  he  then  thanked  me  and  said  any  time  that  I  can  be 
of  any  assistance  to  you  on  that  flooring  I  will  be  only  too  glad  to  do  so." 

Hagner  says: 

I  heard  Mr.  Alexander  ask  Blackman  if  he  wasn't  a  carpenter  at  one  time. 
Mr.  Blackman  said  I  worked  at  it  some  thirty-five  years  ago.  Mr.  Alexander 
said  "  I've  got  something  here  I'd  like  to  get  your  opinion  on,"  and  be  went  on 
explaining  the  idea  of  the  block;  Mr.  Alexander  asked  Mr.  Blackman  if  he 
thought  the  dovetails  would  break  off  or  the  top  would  split  in  any  way,  Mr. 
Blackman  said  "  I  don't  know  but  I'll  find  out  for  you ; "  Mr.  Alexander  asked 
him  ••  How  could  he  find  out ; "  Mr.  Blackman  said  "A  niece  of  mine  is  married 
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to  a  man  that  works  in  the  big  shop  and  he's  a  woodworker,  lie  could  tell  me;" 
Mr.  Alexander  said  *'  I'd  like  to  test  them  blocks  myself,  but  the  only  way  that 
I  can  have  them  made  here  is  by  hand,  and  that  would  cost  too  much.  As  you 
are  living  so  near  to  Hartford  I  wish  you  would  do  me  the  favor  and  go  into 
some  of  the  mills  up  there  where  they  would  have  such  machines  to  do  that 
kind  of  work,  if  so,  I  wish  you  would  order  me  sixteen  blocks,  that  would  Jost 
make  a  square  when  laid ; "  Blackman  said  **  I'll  do  so  if  you  want  me  to  but 
the  man  I  am  stopping  with  is  a  carpenter  and  between  the  both  of  us  we  can 
make  them  nights  for  you  and  it  wouldn't  cost  you  much  more,  If  any  more:" 

At  this  point  Hagner  says  he  went  out  and  on  his  return  he  con- 
tinued : 

After  I  came  back  I  heard  Mr.  Blackman  say  something  about  "old  clothes;" 
he  said:  "Mr.  Alexander,  if  you  have  got  any  clothes  which  you  wouldn't 
wear  any  more  I  wish  you  would  let  me  have  them  because  this  is  about  all 
IVe  got ; "  Mr.  Alexander  went  over  to  a  closet,  he  got  out  an  old  suit  of  his 
and  a  pair  of  shoes  and  gave  them  to  me  to  do  up;  as  I  was  doing  them  up 
Mr.  Blackman  remarked  to  me  **  Do  them  up  good  and  strong  "  as  he  wanted 
to  send  them  home  by  Adams  Express  because  he  wasn't  goin^  home  from 
here;  he  also  said  something  about  an  overcoat;  if  Mr.  Alexander  had  an  old 
overcoat  that  he  wouldn't  use  any  more  to  **  think  of  him ; "  Mr.  Alexander  said 
"  I  won't  forget  you."  As  Mr.  Blackman  was  leaving  the  deparhnent,  he  says 
to  Mr.  Alexander  "  If  I  can  be  of  any  assistance  to  you  at  any  time  on  the  sub- 
ject of  parquet  flooring  I  will  gladly  do  so  for  what  you  have  done  for  me." 

It  appears  therefore  that  Hagner,  Alexander's  clerk,  remembers  a 
conversation  he  chanced  to  overhear  while  waiting  upon  a  customer, 
and  repeats  it  twenty  months  after  it  occurred  in  almost  the  very 
words  used  by  Alexander  in  giving  his  version  of  the  conversatioiL 
It  does  not  ring  true.  It  bears  the  earmarks  of  a  manufactured  story. 
Alexander's  testimony  as  to  the  conversation  would  have  more  weight 
were  it  not  for  the  attempted  corroboration. 

The  record  further  discloses  that  Alexander  not  only  gave  Black- 
man  some  of  his  cast-off  clothes  that  day  but  in'^the  following 
October  he  went  to  New  Britain  to  see  Alexander  and  gave  him  a 
new  overcoat  and  a  slightly-worn  hat.  When  he  wished  to  learn 
anything  about  wood  floorings  he  seems  to  have  turned  to  Blackman, 
and  Greek-like  lx>re  gifts.  Later  on  when  the  interference  was  de- 
clared he  offered  Blackman  various  sums  to  withdraw  his  applica- 
tion. Ordinarily  an  effort  to  end  a  litigation  by  compromise  is  to 
be  commended,  but  when  in  an  interference  the  question  at  issue  b 
one  of  originality  and  not  of  priority,  such  offers  as  Alexander  made 
are  open  to  suspicion  for  Alexander's  honor  was  involved  in  the 
proceeding,  and  if  his  story  be  true,  he  had  a  perfect  case. 

Again  it  seems  quite  improbable  that  Blackman  would  have  given 
September  24  as  his  earliest  date  if  Alexander  had  explained  to  him 
the  invention  on  that  very  day  by  means  of  his  so-called  "  sketch- 
block."  If  Alexander  could  prove  that  he  was  in  the  possession  of 
the  invention  before  the  24th  of  September  (as  he  undoubtedly  was 
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if  he  then  explained  the  invention  to  Blackman  by  means  of  the 
sketch-block)  Blackman  would  have  been  beaten  at  the  outset,  as 
Blackman  would  well  know. 

We  cannot  believe  that  Alexander  disclosed  the  invention  to  Black- 
man.  If,  however,  we  find  that  he  had  disclosed  the  invention  to 
others  before  Blackman  and  he  met  on  September  24,  1900,  then  we 
must  admit  that  notwithstanding  the  inherent  improbability  of  his 
story  he  is  the  true  inventor. 

We  have  carefully  considered  the  testimony  of  Alexander  and  his 
witnesses  as  to  his  alleged  prior  possession  of  the  invention.  Unless 
we  can  credit  Alexander's  testimony  we  cannot  credit  that  of  his  wit- 
nesses. His  testimony  is  the  corner-stone  of  the  arch  and  if  it  falls 
the  testimony  of  the  others  falls  with  it.  We  do  not  mean  to  say 
that  his  uncorroborated  testimony  as  to  prior  possession  of  the  in- 
vention would  be  sufficient.  Rather,  if  his  story  is  untrue  the  testi- 
mony of  the  others  amounts  to  nothing,  and  they  have  either  testi- 
fied falsely,  or  have  been  persuaded  into  believing  that  the  dates  he 
gives  are  the  correct  ones,  when,  as  a  matter  of  fact,  they  are  mistaken 
as  to  dates  and  have  been  led  into  very  grave  errors,  to  put  it  mildly. 
As  Circuit  Judge  Wallace  aptly  put  it  in  an  analogous  case,  (Ameri- 
can Bell  Tel.  Co.  v.  Peoples  Telephone  Co.^  C.  D.,  1886,  84;  34  O.  G., 
561;  22  F.  R.,  309:) 

Thus  Drawbaugh  is  corroborated  by  a  clond  of  witnesses  whose  testimony 
tends  to  substantiate  his  narrative.  ♦  ♦  ♦  In  order  to  ascertain  what  effect 
is  to  be  given  to  the  corrol)orative  proofs,  it  is  necessary  to  determine  whether 
Drawbaugh  is  an  honest  witness,  or  whether  he  has  intentionally  falsified  col- 
lateral facts,  and  Is  therefore  to  l)e  deemed  discredited. 

Alexander  says  that  he  conceived  the  invention  on  September  12, 
1900;  that  he  went  to  the  store  of  one  Rudolph  where  he  ordered 
some  groceries,  and  selected  a  box  as  his  daughter  wished  to  send  a 
jar  of  preserves  to  a  friend;  that  he  took  the  box  with  him,  and 
noticing  its  matched  corners  it  occurred  to  him  that  if  dovetails  could 
be  arranged  flatwise  an  interlocking  block  could  be  made  that  would 
hold  without  glue,  that  after  thinking  considerably  about  it  he  took 
a  sample  block  of  the  old  glued  flooring  that  was  lying  on  his  desk 
and  inked  dovetails  on  it  and  put  the  date  Sep.  12  oh  it  in  two  places; 
that  he  did  nothing  further  until  the  15th  when  he  showed  it  to  his 
son-in-law  Mansfield;  that  one  of  his  salesmen  Hagner  came  up  at 
that  time  and  picked  up  the  block  and  noticed  the  date  on  it;  that 
the  same  evening  he  disclosed  the  invention  to  Harris  and  Ahem; 
that  from  the  former  he  borrowed  some  tools  to  use  at  his  home  in 
making  a  block ;  that  on  the  16th  he  started  to  make  the  block  and  on 
the  17th  he  finished  it;  that  his  son-in-law  Mansfield,  and  his  own 
wife  and  daughter  saw  him  making  the  block;  that  on  the  16th 
Mansfield,  who  is  a  draftsman  made  a  drawing  of  the  device;  that 
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on  the  17th,  the  day  he  finished  the  block  he  gave  an  order  to  one 
Currier  a  carpenter  in  Meriden,  to  make  two  blocks,  which  were  de- 
livered to  him  about  half -past  six  that  evening;  that  he  thinks  he 
showed  the  blocks  the  same  evening  to  Mansfield ;  and  that  the  next 
day  he  showed  the  block  he  had  himself  made  to  one  Hull. 

There  is  much  to  cast  doubt  upon  this  story.  Alexander  was  a 
merchant  and  it  appears  that  he  had  boxes  of  all  sizes  in  his  store, 
and  boxes  with  matched  corners.  Is  it  probable  that  having  boxes 
in  his  own  store  he  would,  on  his  way  to  his  own  store  order  a  box 
from  another  merchant?  Is  it  probable  that  the  box  suggested  to 
him  the  invention,  when  other  boxes  with  matched  comers  had 
not  led  him  to  the  invention — especially  when  it  is  shown  that  he 
had  tables  in  his  store,  with  drawers  having  "  dovetail "  comers,  of 
which  he  was  very  proud,  which  had  not  helped  him?  His  denial 
that  he  had  such  boxes  and  his  mutilated  ledger  which  it  is  claimed 
would  have  shown  that  he  had  not  testified  truthfully  on  this  point 
bear  very  heavily  against  the  truth  of  his  story.  His  "  sketch-block  " 
could  have  been  made  as  well  after  his  interview  with  Blackman  as 
on  September  12 — and  better  because  we  doubt  whether  he  had 
enough  knowledge  of  "  dovetails "  on  the  earlier  date  to  make  a 
sketch  of  the  device.  His  alleged  disclosures  made  on  September  15 
were  made  to  parties  whom  ordinarily  an  inventor,  as  Alexander 
claims  he  was,  would  not  have  taken  into  his  confidence. 

This  leaves  out  of  consideration  Mansfield,  his  son-in-law.  And 
here  it  may  well  be  said  that  the  failure  to  call  Mansfield,  or  to  give 
any  reason  for  not  calling  him,  puts  Alexander's  case  in  very  bad 
light.  Mansfield  had  gotten  Alexander  involved  in  a  wood-flooring 
scheme,  which  Alexander  says  was  known  as  the  "  Mansfield."  He 
was  versed  in  and  interested  in  the  subject.  Alexander  showed  him 
the  "  sketch -block ;  "  Alexander  says  that  Mansfield  had  seen  him 
making  the  block  on  September  16 ;  had  made  a  drawing  of  the  in- 
vention for  him  on  that  date ;  had  made  the  entry  in  the  books  by 
which  Hagner  had  fixed  the  date  of  the  disclosure  to  him.  Mans- 
field could  have  cleared  up  many  of  the  weak  points  in  Alexander's 
case.  He  was  not  called.  What  is  the  logical  conclusion  from  the 
failure  to  call  such  a  witness;  or  to  excuse  his  absence?  The  infer- 
ence is  not  only  unfavorable,  but  the  presumption  is  that  the  testi- 
mony would  be  unfavorable.  {Graves  v.  United  States^  150  U.  S., 
118;  Ruete  v.  Elwell,  C.  D.,  1899,  379;  87  O.  G.,  2119;  15  App.  D.  C, 
21 ;  Flora  v.  Powrie,  C.  D.,  1904,  636 ;  109  O.  G.,  2443 ;  23  App.  D.  G, 
195;  Gallagher  v.  Hastings,  C.  D.,  1903,  531;  103  O.  G.,  1165;  21 
App.  D.  C,  88.)  His  wife  and  daughter  he  says  also  saw  him  make 
the  block.  Neither  is  called.  Had  he  sufficient  evidence  without 
them  his  omission  to  call  them  might  have  been  excused,  but  under 
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the  circumstances  of  the  case,  it  bears  against  him.  Alexander 
claims  to  have  completed  his  block  on  September  17.  On  that  same 
day  he  says  he  ordered  two  blocks  made  by  one  Currier  and  that  he 
received  them  about  half  after  six  that  evening.  It  is  to  be  noted 
that  he  had  diflSculty  in  making  Currier  understand  what  he  wanted, 
and  that  finally  he  made  a  little  sketch  for  him.  Currier  was  a 
woodworker — a  cabinet-maker — and  as  such  he  must  necessarily 
have  been  familiar  with  "  dovetails."  The  fact  that  Currier  failed 
to  understand  Alexander  argues  rather  that  Alexander  did  not  know 
enough  to  explain  what  he  wanted.  At  the  time  he  says  he  went  to 
Currier  he  had  a  drawing,  a  sketch-block,  and  a  regular  block,  all 
embodying  his  invention,  and  yet  he  did  not  take  a  single  one  of 
these  with  him.     Comment  seems  unnecessary. 

Alexander's  story  is  plausible  but  there  is  enough  in  it  to  cast  the 
gravest  doubt  upon  it.  It  is  a  story  that  could  easily  be  manu- 
factured, and  we  cannot  escape  the  conviction  that  it  is  not  a  truth- 
ful statement  of  facts. 

The  seeming  inherent  improbabilities  of  Alexander's  testimony 
may  be  overcome  by  the  proofs  offered  in  corroboration,  or  it  may  be 
made  to  appear  more  plainly  that  the  story  is  a  made-up  one.  We 
cannot  set  forth  at  length  this  corroborating  testimony.  In  the 
main  we  agree  with  the  Commissioner  of  Patents,  who  has  fully  re- 
viewed it,  and  with  the  conclusions  drawn  therefrom.  We  think  it 
does  not  strengthen  Alexander's  case.  Rudolph,  the  grocer,  who 
attempts  to  fix  the  date  of  Alexander's  getting  a  box  from  him  by  a 
sales-slip,  knows  nothing  about  the  style  of  box,  nor  is  there  any- 
thing on  the  sales-slip  which  shows  it.  The  place  on  the  slip  where 
the  word  box  is  written  is  not  where  it  would  appear  if  the  story  is 
true.  We  cannot  go  into  details  but  the  sales-slip  and  Rudolph's 
testimony  are  worthless  as  an  aid  to  Alexander. 

Ahem's  testimony  is  not  entitled  to  any  credit,  certainly  not  as 
fixing  any  correct  date  of  disclosure  to  him.  Hagner,  Alexander's 
clerk,  is  also  not  entitled  to  credit.  He  could  not  have  seen  Ahern  in 
Alexander's  store  on  September  15  for  there  is  no  evidence  that 
Ahem  was  there  on  that  date.  His  testimony  on  that  point  is  over- 
come by  that  of  Gardner  and  Mrs.  Lawton.  The  improbability  of 
Harris's  statement  that  he  made  a  memorandum  of  the  tools  that 
Alexander  wished  to  borrow  from  him  on  a  sales-slip,  which  accord- 
ing to  the  custom  of  that  store,  (and  in  fact  of  nearly  all  other  stores) 
was  done  up  with  the  goods  purchased,  and  his  statement  that  he 
saw  Alexander  showing  Ahem  the  "sketch-block"  on  the  evening* 
of  September  15,  when  Ahern  is  not  shown  to  have  been  in  the  store, 
are  sufficient  to  rob  his  testimony  of  any  weight.  The  Examiner 
of  Interferences  has  carefully  and  fully  reviewed  Hull's  testimony 
H.  Doc.  641,  59-2-^ 40 
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and  shown  that  it  is  not  entitled  to  any  credit.  We  can  apply  to 
Hagner,  Ahem  and  Harris  the  rule  that  where  a  witness  fsilsifies 
a  fact  in  respect  of  which  he  cannot  be  presumed  liable  to  mistake, 
courts  are  bound  "  upon  the  principles  of  law,  morality  and  justice 
to  apply  the  maxim,  falaus  in  uno^  falaus  in  omnibtisy  (The  Ttin- 
idadj  7  Wheat.,  283.)  In  fact  the  particularity  of  testimony  of 
the  various  corroborating  witnesses  is  such  as  to  cast  doubt  upon 
their  testimony,  for  none  of  the  witnesses  are  men  of  trained  minds 
who  could  hold  in  memory  for  a  period  of  a  year  and  a  half  the 
petty  details  in  reference  to  which  they  testify  so  positively. 

This  leaves  for  consideration  the  testimony  of  Ryan  and  Currier 
to  be  considered.  It  was  their  testimony,  in  connection  with  thd 
book  entries  referred  to  by  them,  that  was  deemed  sufficient  by  the 
court  at  the  former  hearing  to  prove  that  Alexander  was  in  posses- 
sion of  the  invention  and  had  had  two  blocks  made  prior  to  Septem- 
ber 24,  1900. 

Let  us  review  the  proofs  relating  to  and  the  circumstances  sur- 
rounding the  making  of  the  two  blocks  by  Currier.  We  must  in  view 
of  what  we  have  said  disregard  Alexander's  testimony  for  we  believe 
that  he  is  not  entitled  to  any  credit. 

Two  witnesses  are  called  to  prove  the  making  of  the  blocks  by 
Currier.  The  important  question  is  when  they  were  made.  James 
W.  Ryan,  a  bookkeeper  in  the  employ  of  Herman  E.  Hubbard  until 
November  20,  1900,  testifies  that  Alexander  came  to  Hubbard's  shop 
to  have  some  work  done  and  he,  Ryan,  directed  him  to  Dewey  and 
Currier  who  conducted  the  cabinet  department  of  Hubbard's  shop. 
Ryan  in  addition  to  his  other  duties  kept  Dewey  and  Currier's  books. 
He  went  to  Currier  for  the  charge  made  against  Alexander  so  that 
he  could  make  out  a  bill.  He  thinks  Currier  opened  a  book  and  called 
off  the  items  to  him,  and  that  he  put  them  on  the  back  of  an  envelop 
which  he  did  not  preserve.  He  entered  the  charges  in  the  journal 
kept  by  Hubbard.  The  journal  is  produced  and  contains  an  entry 
of  a  charge  against  Alexander  under  date  of  September  17,  1900. 
Ryan  cannot  tell  when  he  made  the  entry  in  the  journal.  He  did 
not  see  the  items  that  Currier  read  him  from  his  book.  He  knows 
nothing  about  the  date  and  so  far  as  Hubbard's  journal  and  ledger 
are  concerned  they  are  of  no  value  in  proving  when  Alexander  came 
to  the  shop  or  when  the  work  was  done.  They  are  not  books  of 
original  entry.  The  charges  against  Alexander  were  copied  from 
memoranda  on  the  back  of  an  envelop,  and  when  so  copied  were 
items  read  off  by  Currier  to  Ryan.  Ryan's  testimony  only  diows  that 
some  time  Alexander  came  to  Hubbard's  shop  and  had  some  work 
done.  It  appears  further  that  Ryan  changed  the  kind  of  pen  he 
was  writing  with  up  to  October  1, 1900,  and  that  the  Alexander  entry 
was  made  after  the  change  of  pens,  which  leads  Ryan  to  express 
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the  opinion  that  the  entry  was  made  not  earlier  than  October  1, 
1900,  and  might  have  been  as  late  as  the  6th  or  7th.  He  is  also 
of  the  opinion  that  as  the  entry  was  not  made  earlier  than  October  1 
he  could  not  have  received  it  many  days  before.  The  bill  against 
Alexander  is  made  out  under  date  of  October  20,  1900.  It  was  the 
custom  to  send  out  bills  on  the  first  of  each  month.  He  also  admits 
that  he  might  have  written  down  17  for  27.  It  is  plain  that  Ryan 
wrote  down  what  Currier  told  him  and  even  at  that  he  may  have 
made  a  mistake.  His  testimony  is  of  no  value  as  proving  the  time 
when  the  blocks  were  made.  Such  proof  rests  therefore  upon  Cur- 
rier's testimony  and  upon  his  memorandum-books.  Currier  produced 
his  note-book  from  which  the  charges  against  Alexander  were  taken. 
The  petition  for  the  rehearing  was  largely  based  upon  allegations 
of  changes  made  in  this  book,  the  discrepancies  in  the  book  and  the 
consequent  unreliability  of  Currier's  testimony — all  these  of  course 
taken  in  connection  with  the  testimony  of  Alexander  and  his  other 
witnesses.  An  examination  of  the  book,  and  the  entries  therein  con- 
tained, and  the  order  in  which  they  appear  lead  us  to  the  conclusion 
that  it  is  entitled  to  little  probative  force.  It  is  apparent  that  the 
entries  in  this  book  were  not  made  in  the  order  in  which  the  work 
they  related  to  was  done.  The  second  and  later  entries  on  given 
pages  often  bear  an  earlier  date  than  the  first  entry.  This  occurs 
so  often  that  it  is  impossible  to  find  that  the  entries  were  made  in 
the  regular  course  of  business.  They  rather  show  that  they  were 
made  at  such  times  as  suited  the  whim,  convenience  or  memory  of 
Currier.  They  were  entered  in  pencil  and  could  of  course  be  easily 
altered  if  desired. 

It  is  charged  that  the  entry  of  September  17  has  been  changed  from 
September  29  to  September  17.  That  the  date  has  been  changed  is, 
we  think,  apparent.  We  are  convinced  that  an  erasure  was  made. 
The  figures  "  17  "  are  much  heavier  and  darker  than  the  balance  of 
the  Aleixander  entry.  Using  a  magnifying-glass  the  figure  "  9 " 
appears  quite  plainly.  While  we  are  not  prepared  to  say  that  the 
figure  preceding  it  is  a  "  2,"  we  are  clearly  of  the  opinion  that  it  is 
apparent  that  erasures  and  changes  have  been  made  in  the  entry, 
which  discredit  it,  and  that  the  entry  does  not  prove  that  the  date 
when  Currier  made  the  blocks  is  correctly  and  truthfully  given  as 
September  17.  Standing  by  itself  we  cannot  give  credit  to  this  book. 
There  is  one  fact  that  throws  some  light  on  the  subject.  Alexander 
under  date  of  September  29  telegraphed  Blackman  not  to  make  the 
blocks.  Why  was  this  telegram  sent?  Alexander  says  because  he 
saw  a  bar  in  a  cafe  made  by  Ahern  &  Co.  and  he  thought  that  it 
would  be  better  to  have  the  blocks  made  by  machine.  He  did  not 
know  when  he  sent  the  telegram  that  Ahem  &  Co.  had  a  dovetailing- 
machine.    It  is  more  likely  that  he  sent  it  because  Currier  had  made 
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or  was  making  some  blocks.  It  is  impossible  at  this  time  to  set  forth 
all  the  circumstances  that  cast  discredit  on  Currier's  testimony  and 
on  his  book.  It  seems  that  he  had  two  books.  The  second  one  he 
kept  at  home  and  copied  into  it  the  entries  from  the  book  he  kept 
at  the  shop  or  with  him.  It  is  conclusively  shown  that  the  entries 
in  the  two  books  differ  materially  in  many  places.  The  two  books, 
taken  together,  evidence  more  clearly  how  carelessly  Currier  kept  his 
books.  They  are  insufficient  to  overcome  the  probabilities  in  Black- 
man's  favor,  and  the  many  incorrect  and  untruthful  statements  of 
Alexander  and  his  witnesses.  True  Currier  testifies  that  the  work 
was  done  on  or  before  September  17,  but  in  so  testifying  he  is 
obliged  to  rely  upon  the  entries  in  his  book  which  clearly  show  that 
erasures  and  changes  have  at  some  time  and  by  some  one  been  made. 
Even  when  a  witness  has  sworn  positively  to  an  alleged  fact  the 
tribunal  called  upon  to  pass  upon  the  testimony  of  such  witness  may, 
for  good  and  sufficient  reasons,  refuse  to  credit  it.  {Greenwood  v. 
Domr,  C.  D.,  1904,  630;  109  O.  G.,  2172;  23  App.  D.  C,  251.)  The 
circumstances  of  this  case  are  such  that,  when  taken  in  connection 
with  Currier's  two  books  and  his  testimony  relating  thereto,  we  are 
unable  to  give  credit  to  his  testimony. 

There  are  many  other  phases  of  the  case  which  we  have  considered 
but  cannot  with  the  time  at  our  disposal  make  reference  to.  In  the 
words  of  the  Commissioner  of  Patents,  "A  very  careful  consideration 
of  the  voluminous  records,  taking  into  account  the  numerous  circum- 
stances tending  to  discredit  Alexander's  claims  and  support  those 
of  Blackman,  leads  to  the  conviction  that  Blackman  is  the  one  who 
originated  the  invention  in  controversy." 

Believing  that  the  former  conclusion  of  the  court  was  erroneous 
we  are  compelled  to  find  that  Blackman  was  the  true  inventor  of  the 
subject-matter  in  controversy  and  is  entitled  to  a  favorable  award. 
So  believing  it  follows  that  the  decision  of  the  Commissioner  of 
Patents  must  be  affirmed.  It  is  accordingly  so  ordered.  The  clerk 
of  the  court  will  certify  this  opinion,  and  the  proceedings  in  this 
court  in  the  premises,  to  the  Commissioner  of  Patents  according  to 
law.    Aifirmed, 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Seeberger  v.  Russel. 

Decided  December  5, 1905, 

(121  O.  G.,  2328.) 

1.  Interfebence — Priority — Reduction  to  Practice — Evn)ENCE  Necessabt  to 

Establish  Successful  Operation. 

Where  a  device  embodying  the  invention  In  Issue  is  shown  to  have  been 

constmcted  and  the  question  is  whether  or  not  such  device  operated  sw- 

cessfully  and  satisfactorily,  the  testUnony  of  the  Uiventor  and  of  two  wit- 
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nesses  who  showed  that  they  were  thoroughly  familiar  with  the  construc- 
tion, that  the  device  operated  successfully,  and  that  they  used  it  a  number 
of  times  is  sufficient  to  warrant  the  conclusion  that  such  device  was  an 
actual  reduction  to  practice,  and  it  is  unnecessary  that  the  facts  on  which 
they  base  their  conclusion  appear  in  the  record. 

2.  Same — Same — Gibcumstances    Creating    Unfavorable    Inference    as    to 

Successful  Test. 
Where  the  invention  in  Issue  related  to  an  auxiliary  traveling  platform 
in  combination  with  an  escalator  and  it  appears  that  after  an  alleged  suc- 
cessful operation  the  platform  was  removed  from  the  escalator  and  never 
replaced  and  some  of  the  parts  disappeared  and  twelve  escalators  were  built 
without  the  platform.  Held  that  these  circumstances  when  unexplained 
tend  strongly  to  create  the  inference  that  the  alleged  test  was  not  regarded 
as  successful ;  but  when  a  reasonable  and  satisfactory  explanation  thereof 
is  given  such  an  inference  is  unwarranted. 

3.  Same — Same — Delay  in  Filing  Application  After  Reduction  to  I?bactice. 

Where  the  reduction  to  practice  of  the  invention  was  clearly  established, 
a  delay  of  two  and  a  half  years  in  filing  the  application  therefor  is  not 
sufficient  to  destroy  the  weight  of  proof  of  actual  reduction  to  practice, 
especially  where  it  appears  that  drawings  showing  sul>stantlally  the  same 
construction  as  the  original  device  were  sent  to  applicant's  attorneys  more 
tlian  a  year  before  the  application  was  filed  and  before  any  one  else  had 
entered  the  field. 

Mr.  Chas.  E.  Foster  for  the  appellant 

Mr.  C.  T.  Benedict  and  Mr.  A,  L.  Morsell  for  the  appellee. 

Shepard,  J . : 

This  is  an  interference  proceeding  between  rival  claimants  of  the 
invention  described  in  the  following  issue : 

1.  The  combination  with  an  endless  movable  carrier,  of  a  landing,  said  landing 
consisting  of  a  fixed  framework  and  one  or  more  movable  parts  or  sections,  and 
means  for  moving  the  upper  surface  of  the  movable  portion  of  said  landing  in 
the  same  direction  as  and  Independently  of  the  moving  carrier. 

2.  In  a  device  of  the  class  described,  the  combination  with  the  ways  having 
the  inclined  and  horizontal  portions,  of  the  steps  mounted  to  travel  thereon  and 
forming  a  landing  on  the  horizontal  portion,  means  for  driving  said  steps,  an 
auxiliary  landing  adjacent  to  the  landing  formed  by  the  steps,  and  means  for 
driving  said  auxiliary  landing  at  different  speeds  from  that  of  the  stepa 

The  application  of  Russel  was  filed  February  15,  1902,  that  of  See- 
berger,  June  7, 1902.  Both  disclose  a  traveling  stairway  or  escalator 
composed  of  an  endless  chain  of  steps  which  assume  the  form  of  stairs 
when  moving  up  the  inclined  ways,  and  the  flat  condition  of  an  or- 
dinary landing  when  traveling  in  a  horizontal  plane.  In  combina- 
tion with  such  a  structure  is  shown  an  auxiliary  landing  traveling  in 
the  same  direction  as  the  stairway,  but  at  a  lower  rate  of  speed  in 
order  to  facilitate  entrance  upon,  and  exit  from  the  higher-speed 
stairway  when  moving  in  a  horizontal  plane.  When  the  stairway  is 
moving  at  the  ordinary  speed  required  in  the  majority  of  cases,  say 
not  more  than  one  hundred  feet  per  minute,  the  auxiliary  landing  is 
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not  necessary  to  enable  the  average  user  to  step  with  safety  from  the 
stairway  to  the  stationary  landing. 

The  Examiner  of  Interferences  awarded  priority  to  Russel,  and 
was  reversed  by  the  Examiners-in-Chief ,  who,  in  turn,  were  reversed 
by  the  Commissioner. 

Russel  alleges  conception  of  the  invention  in  December,  1900,  dis- 
closure to  others  about  August  12, 1901,  and  admits  that  no  model,  or 
full-sized  machine  embodying  the  invention  have  ever  been  made. 
Whether  these  dates  have  been  established  is  immaterial,  for  all  of  the 
tribunals  of  the  Patent  Office  agree  that  Seeberger  conceived  the  in- 
vention and  disclosed  it  to  others  between  June  and  December  of  1899. 
The  substantial  question  for  determination  is,  whether,  during  that 
time  as  alleged,  Seeberger  reduced  the  invention  to  practice.  The 
Examiners-in-Chief  were  clearly  of  the  opinion  that  he  did.  The 
Examiner  of  Interferences  was  equally  convinced,  from  all  of  the  evi- 
dence and  surrounding  circumstances,  that  what  he  did  amounted  to 
nothing  more  than  an  abandoned  experiment,  and  that  he  was  not 
exercising  diligence  when  Russel  entered  the  field.  The  Commis- 
sioner said  that  the  decision  depended  upon  the  legal  effect  to  be 
given  to  the  work  done  by  Seeberger  in  1899,  for  if  that  was  not  a 
reduction  to  practice,  he  had  not  shown  the  requisite  diligence 
thereafter.     He  then  said : 

Seeberger  aud  bis  wituesses  H^iderson  and  Venn  testify  that  tbey  w«« 
employed  by  the  Otis  Elevator  Company  in  1899,  and  that  there  was  built  for 
this  company,  under  the  direction  of  Seeberger,  at  Yonkers,  New  York,  a 
machine  which  consisted  of  the  combination  with  a  traveling  stairway  of  an 
auxiliary  traveling  landing.  Seeberger  states  that  he  conceived  the  combined 
stairway  and  landing  some  time  before  the  landing  was  actually  placed  upon  the 
machine,  but  that  it  was  not  placed  on  the  machine  until  the  fall  of  1899,  and 
that  it  was  operated  at  that  time  with  satisfactory  results.  Venn  testifies  to 
the  same  effect.  Henderson  testifies  to  the  same  facts.  There  is  therefore 
no  doubt  of  the  fact  that  an  apparatus  embodying  the  invention  of  the  issue, 
namely,  a  traveling  stairway  in  combination  with  an  auxiliary  traveling  landing 
was  actually  constructed  as  early  as  November  1899,  and  experimented  with 
for  a  short  period  of  time.  It  is  necessary  to  determine  whether  this  device 
was  a  reduction  to  practice  of  the  invention  of  the  issue  by  Seeberger. 

In  the  testimony  of  these  witnesses  above  referred  to,  it  is  to  be 
noted  that  they  merely  state  that  in  their  opinion  the  result  of  the 
experiments  was  satisfactory.  No  facts,  however,  appear  from  the 
record  upon  which  a  conclusion  may  be  reached  that  these  witnesses 
were  justified  in  their  opinions.  The  Court  of  Appeals  of  the  Dis- 
trict of  Columbia,  in  the  case  of  Gallagher  v.  Hieny  (C.  D.,  1905, 624; 
115  O.  G.,  1330;  25  App.  D.  C,  77,  83,)  held  that  such  facts  should 
appear  from  the  record  in  order  to  warrant  the  holding  that  the 
inventor  and  his  witnesses  were  right  in  their  opinion  that  the  results 
of  certain  tests  were  satisfactory.    In  that  case,  Gallagher  and  his 


Digitized  by  VjOOQ IC 


DECISIONS   OP   UNITED   STATES   COURTS   IN   PATENT   CASES.       61 6 

• 

witnesses  testified  that  tests  of  the  device  under  consideration  had 
been  made  and  that  the  tests  were  satisfactory.  The  court  said  with 
respect  to  this  testimony  that  the  mere  opinion  of  the  witnesses  as  to 
the  alleged  successful  tests  could  not  be  accepted  in  the  absence  of 
any  facts  appearing  in  the  record  "which  enable  us  to  determine 
whether  he  (Gallagher)  was  justified  in  his  conclusion  that  the  result 
of  the  test  was  satisfactory." 

We  are  constrained  to  disagree  with  this  view  of  the  evidence  relat- 
ing to  the  reduction  to  practice,  and  of  the  application  of  the  doc- 
trine of  Gallagher  v.  Hwn.  It  must  be  remembered  that  Seeberger 
had  for  several  years  been  occupied  in  the  invention  and  perfection 
of  the  escalator — a  name  which  he  had  himself  coined. 

Venn  was  also  an  inventor  and  expert  in  the  art.  Henderson  was 
a  mechanical  draftsman  of  the  Otis  Elevator  Company  and  had 
worked  on  plans  and  patterns  for  the  escalator  erected  in  1899.  This 
was  used  in  a  building  of  the  Otis  Elevator  Company  to  test  it,  and 
was  exhibited  to  visitors.  Working  satisfactorily,  it  was,  more  than 
a  year  afterward,  transferred  to  the  department  store  of  the  Siegel  & 
Cooper  Co.  in  Chicago,  adapted  to  the  conditions  there,  and  put  in 
constant  use.  Venn,  who  was  familiar  with  all  the  details  of  See- 
berger's  drawings  and  constructions,  testified  that  the  auxiliary 
traveling  landing  was  attached  to  this  construction  in  the  fall  of 
1899,  and  having  particularly  described  its  construction,  attachment 
and  operation,  said : 

It  was  driven  at  half  the  speed  of  the  steps  and  in  the  same  direction  as  the 
steps.  It  was  located  at  the  top  landing  alongside  of,  and  running  parallel 
with  the  horizontal  run  of  the  steps. 

He  then  said  that  he  saw  the  escalator  and  auxiliary  landing  in 
actual  operation  frequently,  and  that  he  rode  upon  it  a  dozen  or 
more  times,  making  use  of  the  traveling  auxiliary  landing  for  the 
purpose  of  getting  off  the  escalator  at  the  top.  After  this,  he  said 
that  he  found  it  satisfactory  and  successful.  Henderson,  with  the 
drawings  before  him,  gave  an  elaborate  description  of  the  construc- 
tion, attachment  and  operation  of  the  auxiliary  landing.  He  said 
that  he  rode  upon  the  escalator  and  used  the  auxiliary  landing  con- 
stantly, during  the  month  and  more  that  it  was  attached,  and  found 
it  both  satisfactory  and  successful.  During  this  time  no  change  or 
improvement  was  made  in  it.  Seeberger  testified  even  more  fully 
as  to  construction  and  operation  and  produced  a  diary,  apparently 
regularly  kept  and  free  from  suspicion,  showing  an  entry  to  the  effect 
that  the  auxiliary  landing  was  working  successfully.  It  appears, 
beyond  all  question,  that  he  wrote  to  his  patent  attorneys  on  March 
31, 1901,  describing  the  auxiliary  landing  and  sent  them  several  sheets 
of  drawings  identical  with  those  attached  to  this  application.  Ac- 
cording credibility  to  all  of  these  witnesses,  as  was  done  by  all  of  the 
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tribunals  of  the  Patent  Office,  we  think  that  they  satisfactorily  es- 
tablish the  reduction  of  the  invention  to  practice.  As  was  said  in 
the  decision  of  the  Examiners-in-Chief : 

It  is  of  no  consequence  that  the  escalator  proper  was  not  required*  in  order 
to  do  its  duty,  to  have  an  auxiliary  traveling  platform.  The  escalator  and  the 
landing  were  run  at  the  proper  direction  and  relative  speed,  whether  the  speed 
of  the  escalator  was  to  be,  in  any  instance,  greater  or  less.  To  adapt  it  to 
a  situation  where  an  auxiliary  landing  was  needed  required  nothing  more  than 
a  difference  of  speed  at  which  the  apparatus  should  be  operated.  The  use  of 
the  two  elements  combined  which  demonstrated  its  utility  at  a  low  speed  of 
operation  demonstrated  its  utility  at  a  high  speed  of  operation. 

The  testimony  in  Gallagher  v.  Hien  was  quite  different  from  that 
above  recited.  The  device  of  the  invention  in  that  case  consisted  of 
expansible  resilient  rings  constituting  a  friction-spring  for  use  in 
car  -  couplings.  These  were  necessarily  compelled  to  have  great 
strength  under  the  pressure  to  be  expected  in  their  intended  use. 
The  first  test  claimed  as  reduction  to  practice  was  by  Gallagher  alone 
in  the  shop  through  pressure  in  a  vise.  Of  this  it  was  said  by  Mr. 
Justice  Duell,  who  delivered  the  opinion : 

What  that  pressure  was  he  does  not  state,  nor  does  he  state  any  facts  which 
enable  us  to  determine  whether  he  was  Justified  in  his  conclusion  that  the  result 
of  the  test  was  satisfactory. 

Afterward  the  device  was  taken  to  Bridgeport  where  some  slight 
changes  were  made,  and  the  springs  tempered.  It  was  then  put  in 
a  vise,  and  then  on  the  anvil  of  a  powerful  steam-hammer  where  it 
was  held  in  place  by  a  pair  of  blacksmith's  tongs.  After  being  re- 
peatedly struck  with  the  hammer,  the  springs  were  broken  by  a  hard 
blow.  The  pieces  were  gathered  up,  taken  to  New  York  and  laid 
away  for  future  use.  They  were  never  again  used  for  any  purpose 
until  produced  in  the  interference  proceeding  with  Hien.  Another 
witness  says  that  not  having  a  power-press  at  Bridgeport  shops,  the 
device  was  squeezed  in  a  vise  and  found  to  work  as  a  spring,  but  the 
power  of  the  vise  was  not  great  enough  to  close  the  spring.  It  stood 
a  light  blow  of  the  steam-hammer  but  broke  under  a  harder  one. 
This  witness  expressed  no  opinion  as  to  the  result  of  the  test.  No 
measurements  were  taken  to  show  the  tensile  strength  or  the  pressure 
to  which  the  springs  were  subjected.  An  officer  of  the  Standard 
Coupler  Company,  which  was  prosecuting  the  case,  as  noted  in  the 
opinion  also,  thought  it  was  "  worth  experimenting  with."  More 
than  a  year  after  the  tests,  he  is  recorded  as  saying: 

I  thought  there  was  enough  in  the  idea  to  warrant  some  experiments. 

Another  point  made  in  the  decision  adverse  to  Seeberger,  deserves 
some  consideration  also.  It  appears  that  the  auxiliary  traveling 
platform  was  removed  from  the  escalator  a  month  or  more  after  its 
attachment,  and  never  replaced.    The  parts  were  kept  together  until 


Digitized  by 


Google 


DECISIONS   OF   UNITED   STATES   COURTS   IN   PATENT   CASES.       617 

after  the  application  for  patent  was  filed.  After  that,  in  removing 
the  building  in  which  they  had  been  stored,  some  of  the  parts  disap- 
peared. The  escalator  was  removed  to  the  store  of  Siegel  &  Cooper 
Company  and  there  erected  and  used  without  a  traveling  platform. 
Twelve  escalators  in  all  have  been  built,  without  a  traveling-plat- 
form attachment.  These  facts  were  not  regarded  as  showing  a  sup- 
pression of  the  invention — and  rightly  so  under  the  circumstances — 
but  were  given  great  weight  as  tending  to  show  that  the  alleged  test 
had  not  been,  at  the  time,  regarded  as  successful.  Such  circum- 
stances, when  unexplained,  undoubtedly  tend  strongly  to  create  such 
an  inference,  and  have  always  been  given  great  weight  in  the  absence 
of  conclusive  proof  of  successful  reduction. 

The  explanation  given,  however,  we  regard  as  reasonable  and 
satisfactory.  The  testimony  shows  that  when  the  escalator  was  first 
erected  in  the  factory  building  at  Yonkers,  N.  Y.,  the  landing  for 
egress  was  located  on  the  left  side.  It  was  afterward  concluded  to 
change  this  egress  to  the  other  side.  This  involved  changes  in  the 
escalator-castings.  During  the  time  these  were  being  made  the 
landing  on  the  left  was  removed,  and  the  traveling  landing  was 
put  in  operation,  and  continued  for  more  than  a  month.  When  the 
construction  was  ready  for  change  to  the  landing  on  the  other  side, 
the  traveling  landing  was  removed  and  stored.  It  also  appears  that 
the  traveling  landing  is  an  unnecessary  attachment  to  an  escalator 
moving  short  distances,  and  at  a  speed  not  exceeding  one  hundred 
feet  to  the  minute.  Its  sole  purpose  is  to  protect  from  danger  of 
falling  in  stepping  from  the  moving  stairway  when  at  a  high  rate 
of  speed.  The  slow  speed  is  adapted  to  short  distances,  as  in  the 
then  testing  use  of  the  escalator,  and  met  the  requirements  of  use 
in  the  Siegel  &  Cooper  Company  building,  as  well  as  in  the  other 
cases  of  later  construction.  The  atixiliary  platform  was  not,  there- 
fore, a  thing  of  immediate  commercial  value.  This  value  depended 
upon  the  adoption  of  the  escalator  for  long  distances  where  rapid 
speed  is  important,  as  in  the  case  of  elevated  railways  and  the  like. 
It  is  to  be  remembered  that  escalators  are  very  expensive  construc- 
tions and  that  their  use  must  always  be  comparatively  limited.  To 
lay  aside  the  auxiliary  platform  at  the  time,  and  not  to  incorporate 
it  in  subsequent  constructions  where  high  speed  was  not  required, 
was  not  unreasonable,  and  it  is  not,  therefore,  a  circumstance  suf- 
ficient to  overcome  the  clear  proof  of  satisfaction  with  its  test  in 
actual  use.  There  was  some  delay  in  applying  for  a  patent,  it  is 
true,  but  this  is  also  insufficient  to  destroy  the  weight  of  the  proof 
of  actual  reduction  to  practice.  No  change  was  made — certainly 
no  material  one — in  the  device  of  the  original  construction,  and 
the  original  drawings  were  copied  in  a  form  proper  for  presentation 
to  the  Patent  Office,  and  sent  to  the  patent  attorneys  for  attention 
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on  March  31,  1901.  Seeberger  was  in  Europe  attending  to  matters 
relating  to  escalators  at  the  Paris  Exposition  from  April  until  the 
latter  part  of  December  of  1900.  No  rival  had  entered  the  field 
when  he  forwarded  the  drawings,  and  he  knew  nothing  of  the  in- 
vention of  Russel  until  the  interference  was  declared.  The  latter, 
as  we  have  seen,  has  never  constructed  an  escalator  or  an  auxiliary 
platform  for  attachment  to  one,  and  did  not  enter  the  Patent  Office 
until  February  15,  1902,  although  he  says  in  his  preliminary  state- 
ment that  he  conceived  the  invention  about  December,  1900,  but 
did  not  disclose  it  to  any  one  until  August  12,  1901.  We  attach  no 
material  weight  to  the  fact  that  part  of  the  traveling  platform  was 
lost  or  destroyed  after  removal  and  storage,  because  this  did  not 
occur  until  after  the  application  had  been  filed.  The  loss  has  been 
not  unreasonably  explained,  and,  under  all  the  circumstances,  here- 
tofore mentioned,  it  is  entitled  to  no  effective  weight. 

It  follows  that  the  decision  of  the  Commissioner  must  be  reversed. 
It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commis- 
sioner of  Patents,  as  required  by  the  law.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Ball  v.  Flora. 
Decided  December  i^,  J905. 

(121  O.  O.,  2668.) 

1.  Judicial  Notice. 

The  process  of  taking  Judicial  notice  does  not  necessarily  imply  that  the 
Judge  at  the  moment  actuaily  knows  and  feels  sure  of  the  truth  of  the  mat- 
ter submitted.  It  merely  relieves  the  party  from  offering  evidence,  l)ecause 
the  matter  Is  one  which  the  Judge  either  knows  or  can  easily  discover. 

2.  Intebfebence — Pbiobity. 

Held  that  the  ai)i)ellant  had  not  discharged  the  burden  ui)on  him  of  satis- 
factorily establishing  conception  of  his  invention  prior  to  tlie  filing  of  the 
appel]ee*s  application  and  that  the  decision  appealed  from  should  be 
affirmed. 

Mr.  Geo,  R.  Tlavilin  and  Mr.  A.  Parker  Smith  for  the  appellant. 
Mr.  L.  S.  Bacon  for  the  appellee. 

McCoMAS,  J. : 

This  is  an  appeal  from  the  Commisisoner  of  Patents. 

The  Examiner  of  Interferences,  tlie  Board  of  Examiners-in-Chief, 
and  the  Commissioner  of  Patents  have  been  unanimous  in  decisions 
in  favor  of  the  appellee,  Flora. 

The  contention  of  the  appellant  in  this  case  has  been  considered  at  length 
and  with  apparent  care  by  each  of  the  experienced  tribunals  of  the  Patent 
Office  and  has  by  each,  in  turn,  been  declared  unfounded.  For  that  reason 
alone  it  would  require  a  clear  and  satisfactory  showing  of  error  to  warrant  us 
in  reversing  their  decisions.  {McBerty  v.  Cook,  C.  D.,  1900,  248;  90  O.  G., 
2295;   16  App.  D.  C.  136.) 
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The  appellee  filed  his  application  on  May  3, 1902. 

The  appellant  filed  his  application  on  August  18, 1902. 

To  overcome  the  decision  in  the  appellee's  favor,  the  appellant- 
must  prove  prior  conception  coupled  with  diligence  or  prior  concep- 
tion and  prior  reduction  to  practice. 

The  decisions  of  the  Patent  Office  so  clearly  and  fully  explain  the 
case  that  we  are  relieved  from  an  extended  discussion  in  this  opinion. 
Priority  of  invention  to  the  appellee  was  awarded  by  the  Examiner 
of  Interferences,  the  Examiners-in-Chief,  and  the  Commissioner  of 
Patents  in  respect  of  the  following  counts: 

1.  In  combination  with  a  tracker-board  of  a  mechanical  musical  instrument, 
a  supplemental  removable  tracker-board. 

2.  In  combination  with  a  tracker-board  of  a  mechanical  musical  instrument, 
a  removable  superposed  tracker-board. 

3.  In  combination  with  a  tracker-board  of  a  mechanical  musical  instrument, 
a  second  removable  registering  tracker-board. 

4.  A  mechanical  musical  instrument  provided  with  twa  coacting  tracker- 
boards,  one  fixed  and  the  other  removable. 

5.  A  mechanical  musical  instrument  provided  with  two  coacting  tracker- 
boards,  one  fixed  and  the  other  removable,  and  the  removable  board  adjustable 
on  the  fixed  board. 

6L  In  an  automatic  playing  attachment  for  musical  instruments,  the  combina- 
tion of  a  permanent  tracker-bar,  a  detachable  tracker-bar,  and  mens  for  secur- 
ing the  detachable  tracker-bar  to  the  permanent  tracker-l)ar. 

Upon  a  careful  consideration  of  the  record,  we  conclude  that  the 
appellant  has  failed  to  fix  definitely  a  date  of  conception  earlier  than 
May  3,  1902,  the  date  of  the  appellee's  application.  The  appellant's 
own  testimony  tends  to  show  that  he  conceived  the  invention  in 
February,  1902.  It  appears  that  the  appellant  had  exchanged  one 
pianola  for  another  at  the  beginning  of  the  year  1902;  that  he  re- 
ceived the  new  pianola  on  January  23,  1902,  the  date  being  fixed  by 
a  payment  shown  by  the  stub  in  his  check-book,  which  also  shows 
he  finished  paying  for  the  pianola  on  April  28,  1902. 

The  appellant  says  that  upon  the  arrival  of  the  pianola  he  con- 
ceived the  specific  arrangement  or  construction  of  the  device  and 
very  shortly  after  he  made  a  working  device  which  was  placed  on 
this  musical  instrument.  The  weather  was  so  cold  that  it  was  neces- 
sary for  appellant  in  his  workshop  to  work  with  an  oil-stove  while 
making  the  device.  This  device  and  the  music-sheet  to  be  used 
therewith,  appellant  testifies  were  made  by  him  in  February,  1902. 
Appellant's  preliminary  statement  alleges  that  he  conceived  the  in- 
vention, made  drawings,  and  explained  the  invention  to  others  about 
the  first  day  of  February,  1902,  and  that  about  the  first  day  of  May, 
1902,  he  made  a  full-sized  embodiment  of  his  device  which  was  then 
tested  and  thus  reduced  to  practice.  It  is  not  quite  clear  whether 
the  reduction  to  practice  by  the  appellant  was  made  very  soon  after 
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he  received  the  pianola  in  January,  1902,  or  veij  soon  after  he  com- 
pleted the  payment  therefor,  which  was  April  28,  1902. 

The  witness  Twitchell  made  drawings  for  appellant  but  failed  to 
satisfactorily  fix  dates.  Twitchell  made  many  other  drawings  for 
appellant  and  had  no  memorandum  whereby  to  actually  fix  the  date 
of  the  drawing  attached  to  the  specification  in  this  case. 

The  witness.  Van  Slyck,  produced  by  the  appellant,  says,  as  nearly 
as  he  can  recollect,  it  was  on  one  of  the  last  Simdays  in  March,  1902, 
that  he  was  in  appellant's  work-room  and  saw  him  make  the  ex- 
periment of  placing  a  removable  tracker-board  upon  the  tracker- 
board  of  a  pianola  and  passing  a  perforated  music-sheet  over  such 
tracker-board.  The  witness  recalls  that  the  weather  was  extremely 
cold  and  Mr.  Ball  lighted  a  large  Rochester-burner  lamp  in  his  work- 
shop to  take  the  chill  oflf  the  room,  and  witness  believed  that  it  could 
not  have  been  later  in  the  year  than  one  of  the  last  Sundays  in  March 
by  reason  of  that  incident.  His  testimony  is  quite  definite  that  he 
saw  the  experiment  he  describes  on  a  Sunday  and  a  cold  Sunday. 
Because  it  was  cold  he  believes  it  was  a  late  Sunday  in  March. 
In  that  latitude  there  might  have  been  a  cold  Sunday  forty  days 
thereafter. 

Van  Slyck  gives  other  testimony  relating  to  the  reduction  to  prac- 
tice but  no  more  definite  testimony  concerning  the  date  of  the  test 

The  incidents  whereby  appellant  seeks  to  establish  a  priority  are 
all  so  near  the  time.  May  3,  1902,  when  the  appellee  made  his  applica- 
tion, that  if,  as  has  been  urged,  the  state  of  the  weather  was  material 
to  support  Van  Slyck's  impression  that  it  was  a  cold  Sunday  in 
March,  it  would  have  been  competent  and  convenient  to  produce 
official  records  of  the  variations  of  the  thermometer  near  by  Flushing, 
N.  Y.,  where  appellant  then  lived.  The  court  would  take  judicial 
notice  if  such  record  were  properly  brought  to  its  attention.  The 
process  of  taking  judicial  notice  does  not  necessarily  imply  that  the 
judge  at  the  moment  actually  knows  and  feels  sure  of  the  truth  of  the 
matter  submitted ;  it  merely  relieves  the  party  from  offering  evidence 
because  the  matter  is  one  which  the  judge  either  knows  or  can  easily 
discover.  No  such  matter  was  here  suggested  and  indeed  the  brief 
period  of  intervening  time  indicates  that  such  information  about  the 
weather  would  have  availed  little  to  make  more  definite  Van  Slyck's 
statement. 

In  the  face  of  the  appellee's  application,  we  are  not  prepared  to 
differ  with  all  the  Examiners  and  the  Conmiissioner  of  Patents  in 
their  impression  that  the  disclosure  to  which  Van  Slyck  testified  was 
not  satisfactorily  shown  to  be  earlier  than  May  3,  1902.  We  are  not 
satisfied  that  appellant  is  entitled  to  a  date  of  either  conception  or 
reduction  to  practice  prior  to  the  date  of  the  appellee's  application. 
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The  burden  of  proof  i?ias  upon  the  appellant  to  satisfactorily  es- 
tablish the  fact  of  the  conception  of  his  invention  prior  to  May  3, 
1902.  We  agree  with  the  Commissioner  of  Patents  that  the  appellant 
has  not  succeeded  in  this. 

The  question  in  this  case  is  a  question  of  fact  We  are  convinced 
the  rule  in  Bechman  v.  Wood  (C.  D.,  1899,  463;  87  O.  G.,  2459;  15 
App.  D.  C.,  484)  does  not  apply.    This  needs  no  argument. 

The  decision  of  the  Commissioner  of  Patents  must  be  affirmed,  and 
the  clerk  of  this  court  is  directed  to  certify  the  proceedings  in  this 
court  to  the  Commissioner  of  Patents  according  to  law.    Ajfirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Laas  and  Sponenburg  V.  ScOTT. 

Decided  December  5,  1905,  \ 

(122  O.  G.,  352.) 

1.  IMTERFEBENCE — PBOVIMO     DaTES — ^DOCUMENTS     USBD    TO     RjCFBESH     MeMOBY — 

Not  Admissible  in  Evidence. 
Where  a  witness  testified  positively  to  an  alleged  date  and  stated  that 
he  was  ahle  to  fix  the  date  by  the  dally  work  of  his  company,  Held 
that  it  was  not  necessary  to  offer  the  record  in  evidence  and  that  the 
record  was  not  admissible  in  evidence  at  all.  The  entry  could  only  serve 
to  refresh  the  memory  of  the  witness  and  enable  him  to  explain  why  he 
could  fix  the  date  with  certainty,  but  that  if  counsel  had  been  abundantly 
careful  he  would  have  had  the  book  containing  the  entry  produced  and 
submitted  to  the  inspection  of  his  opponent. 

2.  Same — Same — Same — Pbefebable  to  Fixing  Date  by  Some  Occubbence  ob 

Event. 
There  is  no  reasonable  difference  between  a  statement  made  by  a  witness 
fixing  a  date  by  reference  to  an  original  paper  or  to  a  regular  business 
entry  in  a  book  In  the  possession  of  a  person  within  the  Jurisdiction  and 
one  fixing  it  by  reference  to  something  calculated  to  fix  it  in  mind  claimed 
to  have  happened  to  him  or  in  the  community  about  the  same  time.  A 
statement  of  the  former  character  would  be  preferable,  in  the  interests 
of  Justice,  for  if  untrue  it  would  ordinarily  furnish  ample  opportunity  to 
completely  discredit  the  witness. 

3.  Same — ^Dilioencb — Commebcial  Activity  Ini^jjtficient. 

Diligence  in  attempting  to  secure  capital  to  engage  in  the  manufacture 
of  the  device  Or  to  exploit  the  invention  is  not  the  diligence  in  reducing 
to  practice  required  of  the  first  to  conceive,  but  the  last  to  reduce  to 
practice,  in  order  to  hold  the  field. 

4.  Same — ^Pbiobity  of  Invention — Lack  of  Dhjoence. 

Held  that  Scott,  although  the  first  to  conceive  the  invention,  was  the 
last  to  constructively  reduce  it  to  practice  and  was  not  exercising  diligence 
in  perfecting  it  when  Laas  and  Sponenburg  entered  the  field  and  that 
therefore  Laas  and  Sponenburg  are  to  be  regarded  as  the  first  inventors. 
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Mr,  J,  B.  Connolly^  Mr.  J,  H.  Raymond^  and  Mr.  O.  R.  Bamitt 
for  the  appellants. 
3fr.  E.  H.  Bottum  and  Mr.  Wm.  G.  Henderson  for  the  appellee. 

Shefard,  J.: 

Laas  and  Sponenburg  appeal  from  the  decision  of  the  Commis- 
sioner of  Patents  in  an  interference  proceeding,  awarding  priority  to 
John  M.  Scott  of  the  invention  defined  in  the  following  issue: 

1.  A  railway-rail  stay  consisting  of  two  separate  rail-gripping  Jaws  fulcmmed 
on  the  rail-flanges  and  with  horizontally-prolonged  bottom  bearings  sustained 
out  of  contact  with  each  other  and  abutting  the  side  of  the  tie,  lugs  projecting 
from  said  bottom  bearings,  and  a  bolt  engaging  the  lugs  and  provided  with 
means  for  drawing  the  Jaws  into  engagement  with  the  rail  as  set  forth. 

2.  A  railway-rail  stay  consisting  of  separate  laterally-movable  rail-gripping 
Jaws,  each  formed  with  a  bottom  portion  bearing  on  the  under  side  of  the  rail 
and  with  a  depending  lug,  a  bolt  passing  through  the  lugs  and  provided  with 
a  head  on  one  end  and  with  a  nut  on  the  opposite  end,  and  an  abutment  de- 
pending from  the  bottom  bearing  of  one  of  the  Jaws  as  set  forth  and  shown. 

The  appellants  were  first  to  enter  the  Patent  Office,  having  filed 
their  joint  application  December  16,  1903,  which  was  followed  by 
a  patent  granted  thereon  April  19,  1904.  Appellee's  application  was 
filed  March  10,  1904.  The  ordinary  burden  of  proof  imposed  upon 
the  latter  as  junior  applicant,  is  not  increased  by  the  patent  granted 
his  opponents  while  his  application  was  pending. 

Scott,  in  his  preliminary  statement,  alleged  conception  May  5, 
1902;  making  of  patterns  before  May  12,  1902;  manufactmre  and 
putting  upon  sale  late  in  1903. 

Laas  and  Sponenburg  alleged  joint  conception  of  the  invention 
June  27,  1903,  making  of  model  and  castings  on  June  29,  1903. 

The  Examiner  of  Interferences  decided  in  favor  of  Scott  His 
conclusions  were,  that  Scott  conceived  in  May,  1902,  but  did  not 
reduce  to  practice;  that  there  was  no  certain  date  of  conception 
proved  by  the  appellants  prior  to  their  filing  date;  and  that  Scott 
was  using  diligence  when  they  entered  the  field.  The  decision  of  the 
Examiners-in-Chief  is  in  substantial  agreement.  The  Commissioner 
briefly  states  his  acceptance  of  the  conclusions  of  the  other  tribunals, 
and  directs  his  attention  to  the  consideration  of  the  questions, 
whether  Scott  was  entitled  to  make  the  claims  of  the  issue,  or  there 
was  an  interference  in  fact.    Those  are  not  before  u§. 

Before  entering  upon  the  consideration  of  the  points  involved, 
it  wiU  not  be  irrelevant  to  give  a  brief  history  of  the  art  and  of  the 
several  inventors'  connection  therewith.  It  has  long  been  known 
that  the  rails  of  a  railway-track  have  a  tendency  to  "  creep,"  that  is, 
to  move  longitudinally  in  the  direction  which  the  trains  of  cars  take. 
With  the  great  increase  of  weight  in  engines  and  freight-cars,  and 
the  doubling  of  tracks  through  which  the  pressure  on  each  track 
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is  almost  entirely  in. one  direction,  the  results  of  "creeping"  have 
increased  to  such  an  extent  as  to  require  frequent  repairing  of  tracks 
at  crossings  and  side  tracks  with  switches.  The  difficulty  is  par- 
ticularly great  at  crossings  of  other  railways. 

Laas  is  a  railway  superintendent  and  has  been  connected  with 
steam-railway  operation  for  about  twenty-three  years,  as  civil  engi- 
neer, road-master,  and  superintendent  of  construction,  successively. 
Sponenburg  is  a  track-foreman  and  has  been  engaged  in  railway 
construction  for  twenty -five  years.  In  1898,  the  latter  had  his 
attention  specially  directed  to  the  creeping  of  the  rails,  and  in  Octo- 
ber, 1900,  he  filed  an  application  for  a  patent  for  his  first  device  to 
meet  the  condition.  In  the  latter  year  he  showed  the  device  to  Laas 
and  they  associated  themselves  together  for  the  purpose  of  making 
improvements  in  the  same  line.  Jointly,  they  were  granted  patents 
on  July  1,  1902,  February  10,  1903,  May  3,  1904,  May  17,  1904,  as 
well  as  the  one  in  issue,  April  19,  1904. 

It  is  enough  to  say  of  the  earlier  patents  that  they  show  a  olamping 
device  difTering,  to  speak  in  general  terms,  from  the  subject- 
matter  of  the  interference,  in  that  the  connecting-bolt  between  the 
jaws  of  the  former  was  formed  integrally  with  one  of  the  jaws, 
while  in  the  latter  it  is  separable  from  both  jaws,  but  extending 
through  each. 

Scott  was  a  mechanic  and  pattern-maker  with  an  inventive  talent, 
who  had  invented  several  different  devices.  Among  these  was  a  band- 
fastener  which  having  been  for  a  time  exploited  and  sold  by  him  in 
connection  with  a  business  associate  named  Walker,  had  been  disposed 
of  entirely.  Other  inventions  consisted  of  "  snap-flasks,"  ball-bear- 
ings for  mowers  and  reapers,  "  car-movers,"  and  bumping-posts  for 
railway-tracks. 

Without  discussing  the  evidence,  we  are  content  to  accept  the  con- 
clusions of  the  Patent  Office  tribunals  to  the  effect  that  Scott  con- 
ceived the  invention  of  the  issue  in  May,  1902,  but  that  his  experi- 
ments therewith  did  not  amount  to  actual  reduction  to  practice.  We 
are  not  satisfied,  however,  with  the  conclusion  of  the  Examiner  of 
Interferences  that  the  appellants  failed  to  show  an  earlier  conception 
than  is  evidenced  by  their  application  for  patent,  which  conclusion 
the  succeeding  tribunals  adopted  without  discussing  the  grounds 
ui>on  which  it  was  rested.  We  are  compelled  to  regard  those  grounds 
as  insufficient.  Laas  and  Sponenburg  testified  positively  that  they  con- 
ceived the  invention  and  had  castings  made  from  their  model  in  the 
Belle  City  Malleable  Iron  Company's  works,  at  Racine,  Wis.,  on  June 
29,  1905.  In  this  statement  they  were  supported  by  the  son  of  Spon- 
enburg and  by  Bryan,  the  assistant  manager  of  said  company,  Fisher, 
the  foreman  in  the  pattern-room,  and  Blatz,  the  shipping-clerk. 
These  witnesses  were  neither  impeached  nor  contradicted,  and  their 
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testimony  disclosed  no  inconsistencies.  Bryan  has  some  interest 
because  his  company  is  now  manufacturing  under  appellants'  patent 
through  a  license ;  but  the  two  mechanics  have  no  apparent  interest 
Moreover,  none  of  the  tribunals  aforesaid  has  intimated  a  doubt  of 
their  general  truthfulness.  The  witnesses,  Sponenburg,  Jr.,  Bryan, 
Fisher,  and  Blatz  gave  the  date  of  making  the  castings,  but  their  evi- 
dence was  not  accepted  as  proving  it  because  they  testified  from  mem- 
ory alone  and  gave  no  reference  to  anything  to  fix  the  date.  The 
reason  for  rejecting  the  date  fixed  by  Laas  and  Sponenburg,  the 
elder,  is  thus  given  in  the  decision  of  the  Examiner  of  Interferences: 

Sponenburg*8  testimony  shows  that  in  stating  the  date  of .  conception  of  tlie 
invention  he  depended  entirely  npon  what  he  was  told  by  the  Belle  City  Mal- 
leable Iron  Company,  and  I^as  also  based  his  testimony  upon  wliat  the  records 
of  that  company  sliow.  These  records,  as  before  stated,  are  not  in  evidence.  It 
does  not  appear  that  either  Laas  or  Sponenburg  ever  saw  tliem,  or  tliat  Bryan, 
the  secretary  and  treasurer  of  the  company,  referred  to  them  before  te8tif;ying. 
It  would  have  been  an  easy  matter  for  Laas  and  Sponenburg,  or  their  witness, 
Bryan,  an  officer  of  the  Belle  City  Malleable  Iron  Company,  to  have  produced 
the  records  of  that  company.  Instead  of  doing  so,  they  merely  make  vague 
references  to  these  records  and  do  not  even  testify  tliat  they  consulted  them 
for  the  purpose  of  refreshing  their  memories  l>efore  testifying.  In  Blatch  v. 
Archer  (Cowper,  63,  65)  referred  to  and  quoted  in  Kerby  v.  Tallmadge  (160 
U.  S.,  379,)  Lord  Mansfleld  laid  down  the  rule  that  "all  evidence  is  to  be 
weighed  according  to  the  proof  which  it  was  in  the  power  of  one  side  to  have 
produced  and  in  the  power  of  the  other  side  to  have  contradicted."  The  failure 
of  Laas  and  Sponenburg  to  produce  the  l)est  evidence  of  their  date  of  concq>- 
tlon,  when  that  evidence  was  easily  accessible  to  them,  detracts  greatly  from 
the  weight  of  such  testimony  as  they  have  produced  on  this  point,  and  renders 
it  extremely  doubtful  whether  they  are  entitled  to  any  date  of  conception  prior 
to  the  date  of  their  application  for  a  patent. 

The  failure  of  Laas  and  Sponenburg  to  satisfactorily  fix  the  date  of  their 
entry  into  the  field  renders  imcertain  the  extent  of  the  period  during  which  it 
is  incumbent  upon  Scott  to  show  diligence.  Under  the  circumstances  it  appears 
that  any  doubts  on  the  subject  should  l>e  resolved  in  Scott*s  favor. 

Turning  to  the  depositions,  it  appears  that  Sponenburg  testified 
positively  to  the  alleged  date  of  making  the  castings  in  his  direct 
examination.  When  asked,  on  cross-examination,  what  enabled  him 
to  fix  the  date,  he  said : 

I  got  this  statement  from  the  Belle  City  Iron  Co.  or  Mr.  Bryan  as  he  liad  the 
dates  the  day  I  went  up  there.  And  I  got  the  dates  through  Mr.  Bryan  when 
this  pattern  was  made.  I  very  seldom  kept  dates  of  anything  of  this  kind,  as  I 
knew  that  I  could  get  it  at  the  factory  at  any  time. 

Counsel  for  the  appellee  did  not  follow  up  this  inquiry  and  ab- 
stained from  making  a  similar  inquiry  of  Laas  or  Bryan,  or  the 
two  mechanics.  The  Examiner  of  Interferences  treated  this  state- 
ment of  Sponenburg  as  hearsay  evidence  upon  the  idea  that  the 
company's  daily  record  of  work  done  was  the  thing  to  be  offered  in 
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evidence.  This  idea  was  a  mistaken  one.  The  record  was  not  ad- 
missible in  evidence  at  all.  The  entry  could  only  serve  to  refresh 
the  memory  of  the  witness,  and  enable  him  to  explain  why  he  could 
fix  a  date  with  certainty.  If  the  counsel  representing  the  appellants 
had  been  abundantly  careful,  he  would  have  had  the  book  containing 
the  entry  produced,  and  submitted  to  the  inspection  of  his  opponent. 
As  we  view  it,  had  such  a  book  been  produced,  showing  entries  in 
due  order  and  course  of  business,  and  free  of  suspicious  circumstances, 
the  point  might  have  been  conclusively  settled.  As  the  question  was 
asked,  it  was  natural  for  the  witness  to  answer  substantially  as  he 
did.  He  gave  the  date  and  referred  specifically  to  the  means  of 
its  certain  establishment.  If  it  had  been  shown  that  there  was  no 
such  entry  he  would  have  been  discredited.  The  examination  was 
conducted  in  Racine,  Wis.,  where  the  books,  if  in  existence,  must  have 
been  at  the  time.  From  the  statement  of  the  witness,  opposing  counsel 
might  reasonably  have  apprehended  that  the  books,  if  called  for, 
could  be  produced.  The  course  that  he  pursued  in  refraining  from 
pursuing  his  inquiry  concerning  the  book  entry  was  one  that  would 
have  suggested  itself  to  a  skilful  examiner  entertaining  the  apprehen- 
sion before  suggested.  We  see  no  reasonable  difference  between  a 
statement  made  by  a  witness,  fixing  a  date  by  reference  to  an  original 
paper  in  the  possession  of  a  person  within  the  jurisdiction,  or  to  a 
regular  business  entry  in  such  person's  books,  and  one  fixing  it  by 
reference  to  something  calculated  to  fix  it  in  mind,  claimed  to  have 
happened  to  him  or  in  the  community  about  the  same  time.  A  state- 
ment of  the  former  character  would  be  preferable,  in  the  interests  of 
justice,  for  if  untrue,  it  would  ordinarily  furnish  ample  opportunity 
to  completely  discredit  the  witness.  Bryan,  the  assistant  manager  of 
the  company,  was  examined  at  the  same  hearing  and  testified  to  the 
date,  and  could  have  been  called  upon  to  produce  the  record  if  there 
was  reason  to  apprehend  that  it  would  not  have  supported  the 
reference.  Considering  all  of  the  circumstances,  we  are  forced  to  the 
conclusion  that  the  evidence  was  sufficient  to  establish  June  29,  1903, 
as  the  date  of  the  appellants'  conception  of  the  invention. 

Nor  are  we  able  to  perceive  that  appellants'  failure  to  immediately 
manufacture  the  newly-invented  railway-rail  stay,  and  introduce  it 
into  the  market,  affords  any  reasonable  foundation  for  denying  the 
date  claimed  for  their  conception.  They  were  manufacturing  the 
device  of  the  former  patents  and  disposing  of  them.  Their  manu- 
facturer had  large  quantities  on  hand  in  anticipation  of  orders,  and 
there  was  no  competition  then  in  the  market.  The  change  of  de- 
vices would  not  only  have  hindered  the  sale  of  these,  but  also  have 
necessitated  extra  expenditure  in  making  a  vast  number  of  new 
patterns  for  casting,  as  testified  to  by  Bryan.  In  addition  it  ap- 
H.  Doc,  641,  5^2 41 
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pears  that  a  casting  was  sent  to  appellants'  patent  solicitor  in  the 
fall  of  1903,  and  after  some  delay  a  patent  was  applied  for  on  De- 
cember 16,  1903.  On  the  other  hand,  Scott,  who  had  conceived  the 
invention  and  made  a  casting  by  May  12,  1902,  did  nothing  at  all 
until  late  in  the  fall  of  1903,  when  he  commenced  to  manufacture 
for  the  market;  and  his  application  was  delayed  until  March  10, 
1904. 

As  it  has  been  found  that  Scott  was  the  first  to  conceive  the  inven- 
tion, it  remains  to  consider  whether  he  was  exercising  diligence  on 
June  29,  1903,  when  the  appellants  made  their  first  casting.  In 
deciding  that  he  was  diligent  on  or  before  December  16,  1903,  the 
date  of  conception  accorded  to  the  appellants,  the  tribunals  of  the 
Patent  Office  were  governed  by  the  fact  that,  shortly  before,  he  had 
commenced  to  manufacture  his  device  and  put  it  upon  the  market 
in  quantities.  The  date  of  conception  accorded  by  us  to  the  appel- 
lants carries  them  back  several  months  earlier  than  this  beginning 
of  activity  on  the  part  of  Scott.  During  the  entire  time  between 
May  12,  1902,  and  June  29,  1903,  Scott  did  nothing  beyond  making 
frequent  attempts,  from  week  to  week,  to  induce  Walker  to  join  him 
in  the  exploitation  of  his  invention.  Walker  was  a  man  of  business 
enterprise  and  capital  and  had  been  interested  with  Scott,  who  gave 
him  his  implicit  confidence,  in  the  exploitation  of  the  patent  for  the 
band-fastener  which  had  been  sold  to  one  Tecktonius  late  in  1901  or 
early  in  1902.  Scott  says  that  he  did  not  so  much  need  Walker's 
money  as  his  business  capacity  and  management.  He  wanted  no 
one  but  Walker  to  join  him,  and  made  no  effort  to  procure  any  other. 
Walker  was  not  willing  to  undertake  the  matter  until  October,  1903, 
when  he  agreed  to  enter  into  a  contract  which  was  executed  in  writ- 
ing in  December.  Scott,  meanwhile,  was  working  on  other  inven- 
tions. One  of  these  was  the  bumping-post,  before  referred  to,  and 
patent  therefor  was  applied  for  before  this  was  filed — the  date  not 
given. 

Scott  was  not  penniless.  He  was  in  receipt  of  deferred  payments 
on  account  of  the  sale  of  the  band-fastener,  and  admits  that  he  could 
have  furnished  the  money  to  make  application  for  a  patent.  Having 
taken  out  a  patent  or  patents  before,  he  had  a  general  knowledge  of 
the  requirements  and  cost.  To  hold  that  Scott's  efforts  to  secure 
Walker's  cooperation,  prolonged  for  more  than  a  year  before  his 
rivals  entered  the  field,  would  be  in  opposition  to  the  general  prin- 
ciple governing  the  rule  of  diligence  in  the  Patent  Office  that  has 
been  approved  by  this  court  in  analogous  cases.  {Seeberger  v.  Dodge^ 
C.  D.,  1905,  603  ;*  114  O.  G.,  2382 ;  24  App.  D.  C,  476, 485.)  The  facts 
therein  presented  made  out  a  case  of  waiting  upon  financial  assist- 
ance, in  some  respects,  stronger  than  in  this.  The  subject-matter  of 
the  invention  (an  escalator)  was  a  very  expensive  one  to  construct 
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In  discussing  an  excuse  for  delay  similar  to  that  under  consideration, 
and  affirming  the  decision  of  the  Commissioner  of  Patents,  it  was 
said: 

One  having  the  first  complete  conception  of  an  Invention  cannot  hold  the 
0eld  against  all  comers  by  diligent  efforts,  merely,  to  organize  and  secure 
capital  to  engage  in  the  manufacture  of  his  device  or  mechanism  for  com- 
mercial purposes.  This  Is  a  different  thing  from  diligence  In -actual  reduction 
to  practice.  {Wyman  v.  Donnelly,  C.  D.,  1903,  556;  104  O.  G.,  310;  21  App. 
D.  C,  81,  87.)  As  said  by  the  Commissioner  of  Patents  in  Kasaon  v.  Hethering- 
ton,  (C.  D..  1809,  148;  88  O.  G.,  1157,)  "diligence  will  not  wait  on  business 
arrangements."  See  Paul  v.  Hess,  C.  D.,  1905,  610 ;  115  O.  G.,  251 ;  24  App. 
D.  C,  462.)  Granting  the  contention  that  actual  reduction  to  practice  is  pref- 
erable to  that  which  Is  constructive,  merely,  as  more  to  the  interest  of  the 
public,  and  that  reasonable  Indulgence  ought  to  be  extended  to  one  pursuing 
that  course  in  good  faith,  yet,  when  the  construction  of  an  experimental  device 
involves  so  great  cost  and  risk  that  an  inventor,  though  possessed  of  sufficient 
means,  may  well  hesitate  to  undertake  the  same  entirely  at  his  own  expense, 
due  diligence  requires  that  he  should  then  attempt  to  secure  his  right  and 
promote  the  public  interest  by  filing  an  application  for  a  patent.  {Dodge  v. 
Fowler,  C.  D.,  1898,  320;  82  O.  G.,  595;  11  App.  D.  C,  592,  599;  Piatt  v. 
Shipley,  C.  D.,  1898,  307;  82  O.  G.,  461;  11  App.  D.  C,  576,  583;  Marvel  v. 
Decker,  C.  D.,  1899,  271;  86  O.  G.,  348;  13  App.  D.  C,  562,  565;  Cross  v. 
Phillips,  C.  D.,  1899,  342;  87  O.  G.,  1399;   14  App.  D.  C,  228,  240.) 

The  manufacture  of  the  invention  in  this  case  to  a  moderate  extent, 
at  least,  would  not  have  involved  great  expense,  and  Scott  was  able  to 
undertake  it.  Failing  that,  he  could  easily  have  applied  for  a  patent 
before  June  29,  1903. 

In  our  opinion  the  appellants  are  entitled  to  the  award  of  priority. 
The  decision  in  favor  of  Scott  will,  therefore,  be  reversed,  and  the 
proceedings  herein  certified  to  the  Commissioner  of  Patents  in  ac- 
cordance with  law.    It  is  so  ordered.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Cahn,  Belt  &  Company. 

Decided  March  7,  1906, 

(122  O.  G.,  354.) 

Tbade-Mabks — Seal  of  State  Not  Registrable — Act  Febbuaby  20,  1905, 
constbued. 
A  trade-mark  for  whisky  consisting  of  a  pictorial  representation  of  the 
arms  and  seal  of  the  State  of  Maryland,  with  certain  additions  or  variations, 
is  not  entitled  to  registration  under  the  last  proviso  of  the  fifth  section  of  the 
Trade-Mark  Act  of  February  20,  1905,  (33  Stat.  L.,  724.  eh.  592,)  as  it 
simulates  the  arms  and  seal  of  the  State  of  Maryland  and  violates  the 
express  provision  of  such  section  which  prohibits  the  registration  of  any 
mark  which  **  consists  of  or  comprises  the  flag  or  coat-of-arms  or  other 
insignia  of  the  United  States  or  any  simulation  thereof  or  of  any  State." 
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2.  Same — Act  Refers  to  Mabkb  Which  are  Not  Technical  Trade-Masks. 

The  last  proviso  of  section  5  of  the  Trade-Mark  Act  of  February  20,  1905, 
relating  to  the  registration  of  marks  which  had  been  in  actual  and 
exclusive  use  for  ten  years,  was  intended  to  provide  for  the  registration 
and  protection  of  marks  which  were  not  technical  trade-marks,  but  which 
had  been  actually  used  as  trade-marks  by  the  ai^llcants  or  their  pred- 
ecessors from  whom  they  derived  title  and  In  which  the  user  had  ac- 
quired property  rights  for  more  than  ten  years  next  preceding  the  passage 
of  the  act 

3.  Same — Use  of  Seal  of  a  State  Cannot  Be  Exclusive. 

A  mark  which  simulates  the  arms  or  seal  of  the  State -of  Maryland  is 
not  registrable  under  the  last  proviso  of  the  fifth  section  of  the  Trade-Mark 
Act  of  February  20,  1905,  providing  for  the  registration  of  marks  which 
had  been  in  actual  and  exclusive  use  by  the  applicants  for  ten  years 
next  preceding  the  passage  of  the  act,  as  the  use  was  not  exclusive. 
Applicants  c*ould  never  acquire  such  a  property  right  In  the  seal  or  the  coat- 
of-arms  of  the  State  of  Maryland  as  to  exclude  the  State  from  the  use 
thereof.  {Oilman  v.  Hunnetoellt  122  Mass.,  147;  Commonwealth  v.  Sher- 
man Mfg.  Compamy,  75  N.  E.,  71.) 

4.  Same — Use  in  Trade  of  Public  Insignia  Against  Public  Policy. 

That  the  use  of  the  coat-of-arms  of  the  United  States  or  of  the  flag  or 
of  armorial  bearings  and  decorations  for  purposes  of  trade  is  against  public 
policy  or  order  has  been  recognized  by  the  legislatures  of  various  States 
in  acts  prohibiting  their  use.  In  the  International  Convention  for  the  Pro- 
tection of  Industrial  Property,  concluded  at  Paris  March  20,  1883,  and  by 
the  Commissioners  of  Patents  In  refusing  registration  to  marks  of  this 
character,  and  it  was  in  recognition  of  this  public  policy  that  Congress 
inserted  the  provision  prohibiting  the  registration  of  such  marks. 

Mr,  Arthur  Stuart  and  Mr,  Frank  M.  Phelps  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner  of  Patents.. 

McCoMAS,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
affirming  the  decision  of  the  Examiner  of  Trade-Marks  refusing  to 
register  in  the  Patent  Office  an  alleged  trade-mark. 

The  application  of  Cahn,  Belt  &  Company  for  registration  was 
made  under  the  act  of  February  20,  1905.  This  appeal  was  taken 
under  section  9  of  that  act. 

This  act  of  February  20,  1905,  intended  to  authorize  the  registra- 
tion of  trade-marks  and  to^protect  the  same.  It  went  into  effect 
April  1, 1905,  and  on  that  day  the  appellants,  Cahn,  Belt  &  Company, 
filed  in  the  Patent  Office  an  application  for  the  registration  of  the 
mark  used  upon  whisky,  the  mark  being  thus  described  in  the  appli- 
cation : 

A  pictorial  representation  of  the  arms  and  seal  of  the  State  of  Maryland,  with 
certain  additions  or  variations,  as  follows:  The  shield  bears  upon  its  face  a 
representation  in  solid  black  of  a  trefoil  or  clover-leaf,  or  the  device  termed  a 
**  club  "  used  upon  playing-cards.    Upon  the  breast  of  the  eagle,  above  the  shield 
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is  a  monogram  of  the  letters  "C.  B.  &  Co."  Within  and  close  to  a  circular 
border  which  surrounds  the  coat-of-arms  are  the  words  "The  Great  Seal  of 
Maryland  "  and  the  numbers  "  1632  "  and  "  1854."  Between  this  border  and  an 
outer  circle  are  the  words  "  Maryland  Club  Pure  Old  Rye  Whiskey,  C.  B.  &  Co. 
Special  Trade-Mark ; "  but  the  latter  words  and  the  outer  circle  inclosing  thera 
may  be  omitted  or  changed  at  pleasure,  and  the  monogram  may  be  omitted  or 
otherwise  displayed  without  affecting  the  character  of  our  trade-mark. 

This  mark  was  refused  registration  because  the  Commissioner  of 
Patents  held  that  it  simulates  the  arms  and  seal  of  the  State  of  Mary- 
land and  violates,  the  express  prohibition  in  section  5  of  the  act  before 
mentioned,  and  also  the  provisions  of  the  International  Convention 
for  the  Protection  of  Industrial  Property  of  March  20,  1883,  Article 
VI,  and  is  contrary  to  public  policy  as  frequently  declared  in  a  series 
of  decisions  of  the  Commissioner  of  Patents  refusing  registration  of 
trade-marks  to  public  insignia. 

This  application  admits  that  the  mark  is  "  a  pictorial  representa- 
tion of  the  arms  and  seal  of  the  State  of  Maryland  with  certain  ad- 
ditions or  variations."  The  Commissioner  of  Patents  decided  that 
the  mark  was  for  this  reason  properly  refused  registration  by  the 
Examiner  of  Trade-Marks  because  such  marks  belong  to  one  of  the 
classes  forbidden  by  section  5,  of  the  act  of  February  20, 1905,  which 
is  as  follows  r 

Sec.  5.  That  no  mark  by  which  the  goods  of  the  owner  of  the  mark  may  be 
distinguished  from  other  goods  of  the  same  class  shall  be  refused  registration 
as  a  trade-mark  on  account  of  the  nature  of  such  mark  unless  such  mark — 
(a)  Ck)nsists  of  or  comprises  immoral  or  scandalous  matter: 
(6)  Consists  of  or  comprises  the  flag  or  coat-of-arms  or  other  insignia  of  the 
United  States,  or  any  simulation  thereof,  or  of  any  State  or  municipality, 
or  of  any  foreign  nation:  Provided,  That  trade-marks  which  are  identical 
with  a  registered  or  known  trade-mark  owned  and  in  use  by  another,  and 
appropriated  to  merchandise  of  the  same  description  properties,  or  which 
so  nearly  resemble  a  registered  or  known  trade-mark  owned  and  in  use  by 
another,  and  appropriated  to  merchandise  of  the  same  descriptive  properties, 
as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to 
deceive  purchasers,  shall  not  be  registered:  Provided,  That  no  mark,  which 
consists  merely  in  the  name  of  an  individual,  firm,  corporation,  or  association, 
not  written,  printed,  impressed,  or  woven  in  some  particular  or  distinctive 
manner  or  in  association  with  a  portrait  of  the  individual,  or  merely  in  words 
or  devices  which  are  descriptive  of  the  goods  with  which  they  are  used,  or  of 
the  character  or  quality  of  such  goods,  or  merely  a  geographical  name  or  term, 
shall  be  registered  under  the  terms  of  this  act :  Provided  further.  That  no  por- 
trait of  a  living  individual  may  be  registered  as  a  trade-mark,  except  by  the 
consent  of  such  individual,  evidenced  by  an  instrument  In  writing:  And,  pro- 
vided further,  That  nothing  herein  shall  prevent  the  registration  of  any  mark 
used  by  the  applicant  or  his  predecessors,  or  by  those  from  whom  title  to  the 
mark  is  derived,  in  commerce  with  foreign  nations  or  among  the  several  States, 
or  with  Indian  tribes,  which  was  In  actual  and  exclusive  use  as  a  trade-mark 
of  the  applicant  or  his  predecessors  from  whom  he  derived  title  for  ten  years 
next  preceding  the  passage  of  this  act 
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This  section  says  that  no  mark  shall  be  refused  registration  as  a 
trade-mark  upon  account  of  the  nature  of  the  mark  unless  it — 

(a)  Consists  of  or  comprises  immoral  or  scandalous  matter; 

(&)  Consists  of  or  comprises  the  flag  or  coat-of-arms  or  other  insignia  of  the 
United  States,  or  any  simulation  thereof,  or  of  any  State. 

The  section  declares  that  no  mark  shall  be  refused  registration  as  a 
trade-mark  on  account  of  its  nature  unless  by  its  nature  it  is  immoral 
or  scandalous,  or  is  the  coat-of-arms  of  the  United  States  or  of  a 
State,  or  some  simulation  thereof. 

While  this  act  provided  generally  for  the  registration  of  trade- 
marks, the  fifth  section  expressly  prohibited  the  registration  as  trade- 
marks of  immoral  or  scandalous  matter  and  public  insignia.  The 
last  proviso  of  this  section  which  was  in  the  bill  when  it  passed  the 
House  of  Representatives,  was  amended  in  the  Senate  by  twice 
substituting  the  word  "  mark  "  for  the  word  "  trade-mark  "  and  in 
inserting  in  lieu  of  "  and  lawful  "  the  word  "  exclusive."  It  is  clear 
to  us  that  these  changes  were  made  for  the  purpose  of  permitting 
the  registration  of  marks  which  were  not  trade-marks  but  which  had 
been  actually  used  as  trade-marks  by  the  applicants  or  their  prede- 
cessors, from  whom  they  derived  title,  and  in  which  the  user  had 
acquired  property  rights  for  more  than  ten  years  next  preceding  the 
passage  of  the  act. 

The  last  proviso  of  section  5,  as  amended  and  passed,  was  not  in- 
tended to  provide  for  the  registration  of  technical  trade-marks,  for 
such  marks  had  been  cared  for  elsewhere  in  this  act.  This  proviso 
permitted  the  registration  of  marks,  not  in  either  of  the  classes  pro- 
hibited by  this  section,  if  such  marks  were  in  actual  and  exclusive 
use  as  a  trade-mark  for  ten  years  next  preceding  the  passage  of  the 
act.  In  respect  of  techinal  trade-marks,  this  proviso  was  absolutely 
useless.  It  was  intended  to  save  the  right  of  registration  to  the 
marks  described  in  the  proviso. 

The  section  had  prohibited  the  registration  of  immoral  or  scandal- 
ous matter  and  public  insignia  as  trade-marks,  no  matter  how  long 
the  same  had  been  before  registered,  and  the  proviso  only  extended 
the  right  of  registration  to  marks  not  within  either  of  the  prohibited 
classes,  if  such  marks  had  been  in  actual  and  exclusive  use  as  a  trade- 
mark during  the  ten  years  next  preceding  the  passage  of  the  act 

The  ten-year  proviso  in' nowise  relates  to  the  applicants'  trade- 
mark for  whisky,  for  the  proviso  relates  only  to  marks  which  are  not 
technical  trade-marks.  Among  such  marks,  the  two  classes  prohibited 
by  the  section  were  not  saved  by  the  proviso,  and  only  such  marks  not 
prohibited  by  the  section  as  were  in  actual  and  exclusive  use  for  ten 
years  as  a  trade-mark  were  to  be  admitted  to  registration. 

The  act  permitted  the  registration  of  all  trade-marks  not  within 
the  prohibited  class.    It  is  plain  this  proviso  in  extending  to  marks 
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not  technical  trade-marks  the  right  to  registration,  intended  to  con- 
fine the  marks  permitted  registration  to  such  as  would  be  legitimate 
trade-marks  under  this  section.  The  fifth  section,  taken  in  its  en- 
tirety, which  prohibited  the  registration  of  technical  trade-marks 
when  such  were  scandalous  or  immoral  or  simulations  of  public  in- 
signia, did  not  at  the  same  time  permit  marks  in  actual  and  exclusive 
use  for  ten  years  to  be  registered  as  trade-marks  if  such  marks  were 
either  scandalous  or  immoral  or  simulations  of  public  insignia.  To 
permit  under  this  proviso  to  the  section  the  registration  of  a  scandal- 
ous mark  and  to  prohibit  under  the  section  the  registration  of  a 
technical  trade-mark  which  was  scandalous,  would  be  absurd.  The 
proviso  which  was  meant  to  be  a  saving  clause  for  certain  marks 
cannot  be  construed  to  make  the  marks  thus  saved  a  preferential 
class  of  marks  to  which  the  two  prohibitions  of  the  section  do  not 
apply. 

The  applicants'  mark  would  not  be  a  mark  within  the  meaning  of 
this  last  proviso  to  section  5,  because  it  was  not  in  actual  and  exclu- 
sive use  as  a  trade-mark  for  ten  years  next  preceding  the  passage 
of  this  act. 

The  application  in  this  case  admits  that  the  mark  we  are  now  con- 
sidering is  a  simulation  of  the  arms  or  seal  of  the  State  of  Maryland, 
with  variations  it  is  true,  but  still  a  simulation  of  the  coat-of-arms 
of  Maryland.  The  coat-of-arms  of  Maryland  was  never  in  the  ex- 
clusive use  of  the  applicants  during  any  period,  nor  could  the  appli- 
cants ever  acquire  an  exclusive  use  as  a  trade-mark  of  the  State  coat- 
of-arms.  In  the  sense  of  this  proviso,  the  applicants  had  the  actual 
but  never  had  the  exclvsive  use  of  this  simulation  of  the  Maryland 
coat-of-arms,  and  for  this  reason  the  appellants'  trade-mark  sought 
to  be  registered  does  not  come  within  the  last  proviso  of  the  fifth 
section.  The  appellants  never  could  acquire  such  property  right  in 
the  coat-of-arms  of  Maryland,  or  any  simulation  thereof,  against  the 
State  of  Maryland. 

In  the  leading  ease  of  Oilman  v.  Hunnewell  (122  Mass.,  147)  Chief  Justice 
Gray  wiid:  **A  trade-mark  may  consist  of  a  name,  or  a  device,  or  a  i^ecullar  ar- 
rangement of  words,  lines  or  figures  in  the  form  of  a  label,  which  has  been 
adopted  and  used  by  a  person  in  his  business  to  designate  goods  of  a  particular 
kind  manufactured  by  him,  and  which  no  other  person  has  an  equal  right  to 
use.'*  This  may  be  protected  by  injunction.  Can  it  for  a  moment  be  said  that 
the  Commonwealth  cannot  use  its  own  device,  or  that  the  defendant  can  obtain 
an  injunction  against  the  Commonwealth  for  so  doing? 

As  against  the  Commonwealth  the  defendant  cannot  have  any  claim  to  a 
trade-mark.  Could  any  one  suppose  that  this  court  would  allow  its  seal  to 
be  used  as  a  trade-mark?  And  if  a  court's  seal  cannot  be  used,  cannot  the 
great  and  general  court  forbid  the  use  of  the  great  seal  and  the  arms  of  the 
Commonwealth  "for  any  advertising  or  commercial  purpose?"  It  seems  to  us 
too  clear  for  argument  (Commonwealth  v.  Sherman  Mfg,  Co,^  Supreme  Court 
of  Mass. ;  75  Northeastern  Reporter,  71.) 
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The  Commissioners  of  Patents  in  recent  years  have  steadily  held 
that  the  registration  of  the  coat-of-arms  of  the  United  States  or  of 
any  State  should  be  refused  registration  as  being  against  public 
policy  {Ex  parte  Schmachtenhurg  Bros.y  51  MS.  Dec.,  204;  New 
Prague  Flouring  Mill  Co.,  62  MS.  Dec.,  437.) 

Commissioner  Duell,  now  associate  justice  of  this  Court,  refused  to 
register  similar  marks  in  ex  parte  Penjiy,  (67  MS.  Dec.,  38;)  The 
Celluloid  Company,  (67  MS.  Dec.,  136;)  ex  parte  Standard  Fashion 
Co.,  (C.  D.,  1899, 187;  89  O.  G.,  189;)  ex  parte  Ball,  (C.  D.,  1902, 102; 
98  O.  G.,  2366.) 

In  ex  parte  BrandsviUe  Fruit  Farm  Company  (C.  D.,  1903,  103; 
103  O.  G.,  660)  registration  was  refused  of  the  United  States  seal  for 
the  reason  "that  the  use  of  such  emblems  is  against  public  policy 
and  is  not  to  be  encouraged."  In  refusing  registration  to  the  appel- 
lants' mark,  Commissioner  Allen  says: 

The  pubUc  policy  referred  to  has  been  recognized  by  the  legislatures  of  vari- 
ous States,  and  by  'reason  thereof  statutes  have  been  passed  prohibiting  the 
use  of  the  flag  for  purposes  of  trade.  This  policy  and  the  reasons  underlying 
It  were  recognized  by  the  International  Convention  for  the  Protection  of  In- 
dustrial Property,  concluded  at  Paris,  March  20,  1883,  since  In  article  6  it  was 
said :  "  The  deposit  may  be  refused,  if  the  object,  for  which  it  Is  asked.  Is  con- 
sidered contrary  to  morals  and  to  public  order,''  and  in  the  final  protocol,  it 
was  said: 

"In  order  to  avoid  all  misinterpretation,  it  is  understood  that  the  use  of 
public  armorial  bearings  and  decorations  mai^  be  considered  contrary  to  public 
order  in  the  sense  of  final  paragraph  of  article  6." 

It  was  in  recognition  of  this  public  policy,  and  not  as  establlshlilg  it  that 
Ck)ngress  Inserted  the  provision  In  section  5  of  the  act  of  February  20,  1905, 
prohibiting  the  registration  of  any  mark  which  "consists  of  or  comprises  the 
flag  or  coat-of-arms  or  other  insignia  of  the  United  States  or  any  simulation 
thereof  or  of  any  State  or  municipality  or  of  any  foreign  nation."  (C.  D.,  1905, 
422;  118  O.  G.,  19.%.) 

In  5  Wallace,  462,  469,  Chief  Justice  Chase,  speaking  for  the 
Court  said : 

This  Ck)urt  can  know  nothing  of  public  policy  except  from  the  Constitution 
and  the  laws  and  the  course  of  administration  decisions.  ♦  ♦  ♦  -Consldera- 
tions  of  that  sort  must  in  general  be  addressed  to  the  legislature.  Questions  of 
policy  determined  there  are  considered  here. 

For  the  reasons  well  stated  by  Commissioner  Allen,  Congress  has 
determined  by  the  very  section  of  the  act  we  are  now  considering  to 
enforce  a  wise  public  policy  by  prohibiting  the  registration  of  the 
coat-of-arms  of  a  State  as  a  tr^de-mark. 

The  United  States  has  united  in  an  international  convention  with 
nearly  all  other  nations  in  refusing  to  include  public  arms  as  trade- 
marks. Had  the  act  we  are  now  considering  been  silent  on  this  sub- 
ject, the  international  convention  to  which  the  United  States  had 
long  been  a  party  would  have  suggested  the  acquiescence  of  Congress 
in  the  refusal  to  register  coats-of-arms  of  a  State,  but  since  in  this 
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general  statute  for  registration  of  trade-marks  Congress  has  expressly 
declared  that  registration  shall  be  refused  to  trade-marks  consisting 
of  scandalous  or  immoral  matter,  or  coats-of-arms  of  a  State,  or  any 
simulation  thereof,  it  is  impossible  to  hold  that  the  last  proviso  to 
section  5  in  this  act  was  intended  to  except  one  class  of  marks  only 
from  the  unequivocal  declaration  of  Congress  against  the  registra- 
tion of  such  trade-marks. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  must  be 
affirmed. 

It  is  not  necessary  to  discuss  the  appellants'  citation  of  rules  for 
the  construction  of  provisos  in  statutes.  It  is  impossible  to  read  the 
kct  of  February  20,  1905,  and  escape  conviction  that  Congress  in- 
tended to  prohibit  the  registration  of  the  trade-mark  which  the 
appellants  ask. 

The  intent  is  the  vital  part,  the  essence  of  the  law,  and  the  primary  rule  of 
construction  is  to  ascertain  and  give  effect  to  that  intent  "The  intention  of 
the  legislature  in  enacting  a  law  is  the  law  itself,  and  must  be  enforced  when 
ascertained,  although  It  may  not  be  consistent  with  the  strict  letter  of  the 
statute.  Courts  will  not  follow  the  letter  of  a  statute  when  it  leads  away  from 
the  true  intent  and  purpose  of  the  legislature  and  to  conclusions  inconsistent 
with  the  general  purpose  of  the  act."  (LetctV  Sunderland  Statutory  Con- 
structioUy  sec.  633.) 

In  our  opinion  the  intent  of  this  statute  upon  this  point  is  so 
clearly  expressed  that  it  needs  no  argument. 

The  act  of  February  20,  1905,  was  intended  to  provide  for  the 
registration  of  marks  already  owned  by  traders.  The  last  proviso 
to  section  5  was  intended  to  refer  only  to  marks  owned  by  the 
applicants  and  in  their  actual  and  exclusive  use  for  ten  years.  A 
party  having  a  technical  trade-mark  must  apply  for  registration 
imder  the  provisions  of  this  act  relating  to  technical  trade-marks. 
.This  last  proviso  is  a  ten-year  saving  clause  for  another  class  of 
marks. 

It  is  plain  from  this  act  that  Congress  did  not  intend  that  any  of 
its  provisions  should  warrant  the  registration  of  any  trade-mark 
which  is  contrary  to  the  terms  of  the  Convention  for  the  Protection 
of  Industrial  Property  to  which  the  United  States  is  a  party. 

The  case  of  Ruhstratt  v.  The  People  (185  111.,  133)  is  not  satis- 
factory reasoning.  It  appears  that  a  strong  minority  of  that  court 
were  also  dissatisfied  with  the  argument  of  the  majority  in  favor 
of  making  merchandise  of  the  flag. 

The  circumstance  in  this  case  and  in  several  others  urged  upon  us 
by  the  appellants,  that  Congress  had  been  silent  upon  this  subject, 
has  lost  force,  since  Congress  in  this  act  has  expressly  prohibited 
the  registration  as  trade-marks  of  the  coats-of-arms  of  the  Nation 
and  of  the  States.     Other  cases  cited  by  the  appellants  need  not  be 
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reviewed  here  since  we  hold  that  the  act  of  Congress  itself  effectually 
forbids  the  registration  of  the  simulation  of  the  coat-of-arms  of 
Maryland. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Commissioner  of  Patents  according 
to  law.    Afjvrmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

GiLMAN  AND  BrOWN  V.  HiNSON. 

Decided  January  4,  1906. 

(122  O.  G.,  731.) 

1.  INTEBFEBBNCE — ^PSIOBITr — ^ReDUCTION  TO  PbaCTICE — ^WHAT  IS   NOT. 

Where  the  invention  is  the  knuckle  of  a  car-coupler  and  the  evidence 
relied  upon  to  establish  reduction  to  practice  showed  the  making  of  a 
knuckle  consisting  of  a  crude  brass  casting,  which  was  broken  when  tested, 
and  a  knuckle  consisting  of  a  gray-iron  casting,  which  was  never  actually 
tested,  Held  that  the  knuckles  were  made  of  metals  not  suitable  for  prac- 
tical use,  but  were  models,  and  that  they  did  not  prove  a  satisfactory 
reduction  to  practice. 

2.  Same — Same — Same — Abandoned  Experiment. 

Where  the  device  was  tested  and  broketi  during  the  test  and  the  parts 
were  destroyed  or  lost  and  nothing  more  was  done  on  the  invention  until 
more  than  five  years  later,  when  an  application  was  filed,  but  in  the  mean- 
time an  earlier  device  for  the  same  purpose,  patented  by  the  same  party, 
was  placed  on  the  market  in  large  quantities,  and  it  appears  that  an  applica- 
tion for  the  later  device  was  only  filed  after  learning  that  his  opponent  was 
selling  a  similar  device,  Held  that  the  conduct  of  the  party  indicates  that 
the  device  was  unsatisfactory  and  that  what  was  done  amounted  to  nothing 
more  than  an  abandoned  experiment. 

3.  Same — Same — Same — Equitable  Estoppel. 

Where  G.  and  B.  slept  on  their  rights  and  for  more  than  five  years  failed 
to  bring  their  invention  to  a  complete  and  operative  form.  Held  that  by 
their  laches  they  lost  rights  which  for  a  long  time  they  little  valued  ami 
which  they  canilot  now  successfully  assert 

4.  Same — Prior  Use — Reduction  to  Practice. 

The  rules  of  law  as  to  what  constitutes  a  "  prior  use  "  and  what  consti- 
tutes a  "  reduction  to  practice  "  are  the  same,  and  as  there  is  not  sufficient 
proof  of  reduction  to  practice  so  also  there  Is  not  sufficient  proof  of  "prior 
use." 

Mr.  W.  H.  Chamherlin  and  Mr,  G,  L.  Wilkinson  for  the  appellants. 
Mr,  C,  C.  Poole  for  the  appellee. 

McCoMAs,  e/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference.  The  subject  is  emergency-knuckles  for  car- 
couplers. 
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The  issues  of  the  interference  are  as  follows : 

1.  In  automatic  car-couplers,  an  emergency  coupling  attachment  designed  to 
closely  and  Interchangeably  fit  at  one  end  in  coupling  engagement  with  all 
forms  of  the  vertical-plane  type  of  coupler  having  a  rotative  hook  or  knuckle 
and  provided  at  its  other  end  with  an  opening  to  receive  a  vertical  pivot-pin  by 
which  it  is  adapted  to  be  connected  with  another  coupler,  a  coupling-knuckle  or 
analogous  coupling  device. 

2.  In  automatic  car-couplers,  an  emergency  coupler  attachment  designed  to 
be  hinged  at  one  end  to  the  draw-head  in  place  of  the  usual  swinging  knuckle, 
and  provided  at  its  other  end  with  a  hook  and  with  a  guard-arm,  the  hook 
being  adapted  to  closely  and  interchangeably  fit  and  to  be  automatically  coupled 
to  all  forms  of  the  vertical  type  of  coupler  having  a  rotative  hook  or  knuckle. 

3.  In  automatic  car-couplers,  an  emergency  coupler  attachment  designed  to 
be  hinged  at  one  end  to  the  draw-head  in  place  of  the  usual  knuckle,  and  pro- 
vided at  its  other  end  with  a  knuckle  adapted  to  automatically  intercouple  with 
the  rotating  knuckle  of  an  adjacent  coupler  in  a  manner  to  retain  the  inter- 
coupled  draw-heads  in  substantial  alinement  with  each  other. 

4.  In  automatic  car-couplers,  an  emergency  coupler  attachment  designed  to 
be  hinged  at  one  end  to  the  draw-head  in  place  of  the  usual  knuckle,  and  pro- 
vided at  its  other  end  with  a  rigid  knuckle  and  in  rear  of  said  knuckle  with  a 
guide-arm,  said  rigid  knuckle  and  guide-arm  being  adapted  to  automatically 
intercouple  with  the  rotating  knuckle  of  an  adjacent  coupler  in  a  manner  to 
retain  the  draw-heads  in  substantial  alinement  with  each  other. 

5.  An  emergency  car-coupler  knuckle  comprising  a  lug  adapted  to  be  pivoted 
between  the  ears  of  a  coupler-head,  a  guard  member  extending  from  the  lug  and 
forming  with  the  knuckle-head  a  space  to  receive  the  head  of  the  knuckle  of  a 
co5perating  coupler,  and  a  web  extending  between  said  lug  and  the  rear  surface 
of  said  guard  member. 

All  of  the  Patent  Office  tribunals  decided  this  interference  in  favor 
of  Hinson,  the  appellee,  and  from  the  final  decision  of  the  Commis- 
sioner of  Patents  Oilman  and  Brown  have  taken  their  appeal  to  this 
court. 

The  appellee  filed  his  application  on  August  19,  1903. 

The  appellants  filed  their  application  March  14, 1904. 

The  appellee  died  in  May  of  the  last-mentioned  year,  and  his  case 
rests  upon  the  record  date  of  the  filing  of  his  application  and  no  tes- 
timony has  been  taken  to  show  the  date  of  the  appellee's  conception 
and  reduction  to  practice  of  the  invention.  It  appears  from  the 
record  that  the  appellee's  emergency-knuckle  was  placed  on  the  mar- 
ket about  the  time  his  application  was  filed. 

The  testimony  in  behalf  of  the  appellants  tends  to  show  conception 
and  reduction  to  practice  in  1898,  although  they  have  neither  manu- 
factured the  device  nor  placed  it  on  the  market. 

The  subject  of  this  interference  is  a  knuckle  for  car-couplers  to  be 
used  in  emergencies  in  place  of  a  broken  knuckle  of  any  Master  Car- 
Builders'  type. 

The  act  of  Congress  of  March  2,  1893,  passed  in  compliance  with 
President  Harrison's  earnest  urgency  upon  Congress,  and  the  act  of 
March  2,  1903,  amending  the  prior  act,  greatly  stimulated  the  pro- 
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duction  of  such  devices,  for  the  first  act  plainly  forbade  the  use  of 
cars  which  could  not  be  coupled  together  automatically  by  impact 
by  means  of  the  couplers  actually  used  on  the  cars  to  be  coupled. 
{Johnson  V.  Southern  Pacific  Co.^  196  U.  S.,  16.) 

In  accordance  with  this  legislation  the  Master  Car-Builders  adopted 
regulations  with  which  all  car-couplers  must  conform.  More  than  a 
hundred  different  types  of  automatic  car-couplers,  all  conforming  to 
the  Master  Car-Builders'  requirements,  having  knuckles  adapted  to 
swing  in  a  horizontal  plane  upon  a  vertical  axis,  each  of  which  is 
capable  of  interlocking  with  the  knuckles  of  all  other  Master  Car- 
Builders'  types  of  couplers,  testify  to  the  zealous  interest  of  inventors 
in  this  field.  The  knuckle  of  each  type  of  coupler  is  of  special  con- 
struction capable  of  use  only  with  a  coupler  of  its  own  special  type. 
It  is  characteristic  of  the  knuckles  of  the  several  types  that  they  are 
capable  of  interlocking  with  all  other  types  of  couplers,  and  also 
that  whatever  may  be  the  material  out  of  which  they  may  be  made, 
they  are  very  liable  to  break.  The  latter  characteristic  led  to  the 
invention  involved  in  this  controversy. 

A  train  of  cars  contains  cars  equipped  with  various  types  of  Mas- 
ter Car-Builders'  couplers.  It  is  impossible  for  each  train  to  carry  a 
supply  of  knuckles  of  all  types.  Prior  to  1898,  when  the  appellants 
first  marketed  their  original  type  of  emergency-knuckle,  when  a 
knuckle  was  broken  it  was  usual  to  connect  the  broken  coupler  with 
the  coupler  on  the  adjoining  car  by  means  of  a  link  and  pin  and  this 
required  the  brakeman  to  go  between  the  cars.  This  proved  a  very 
unsatisfactory  and  dangerous  substitute;  therefore,  the  piirpose  of 
the  invention  in  issue  is  to  provide  a  knuckle  to  coact  with  any  of 
the  various  forms  of  knuckles  in  use,  and  which  can  be  substituted  for 
any  of  those  forms  in  case  of  breakage,  and  it  is  one  of  great  import- 
ance to  the  railway  industry. 

The  appellants,  both  practical  railroad  men,  devised  an  emergency- 
knuckle  to  interlock  with  all  types  of  Master  Car- Builders'  knuckles 
and  capable  of  instant  use  in  lieu  of  a  broken  knuckle  on  all  forms  of 
Master  Car-Builders'  couplers,  and  obtained  a  patent  for  their  inven- 
tion on  August  16,  1898. 

The  adoption  and  operation  of  the  knuckle  covered  by  that  patent 
is  not  material  here.  It  sufiices  to  notice  that  in  using  that  type  of 
emergency-knuckle  it  becomes  necessary  to  remove  some  of  the  parts 
of  the  locking  mechanism  in  most  of  the  different  types  of  Master 
Car- Builders'  couplers.  This  fact  led  the  appellee  to  seek  to  devise 
an  emergency-knuckle  which  would  replace  a  broken  knuckle  without 
necessitating  the  removal  of  any  of  the  parts  of  locking  mechanism. 

The  testimony  in  behalf  of  the  appellants  shows  the  conception  of 
their  device  in  July,  1898;  the  making  of  a  sketch  and  the  comple- 
tion of  a  rough  wooden  pattern  in- September  of  that  year,  and  about 
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the  same  time  the  making  of  a  brass  casting  from  such  pattern,  and 
later  of  a  finished  wooden  pattern  and  the  making  therefrom  of  a 
gray-iron  casting.  In  September  of  the  same  year  they  made  a  test 
of  the  brass  casting,  which  casting  appellants  claim  was  substantially 
the  same  in  construction  as  the  emergency-knuckle  described  and 
claimed  in  the  appellants'  application  involved  in  this  interference. 
It  was  substituted  for  a  knuckle  upon  a  car  in  the  yards  of  the 
Northern  Pacific  Railroad  Company,  at  South  Tacoma,  Wash.,  and 
coupled  with  a  car  provided  with  a  standard  Master  Car-Builders' 
coupler.  A  train  composed  of  a  number  of  cars  back  of  the  brass 
casting  was  hauled  by  an  engine  several  miles,  around  curves  and 
over  switches  in  those  yards.  During  the  test  the  brass  casting  was 
coupled  and  uncoupled  a  number  of  times  with  the  knuckle  of  the 
adjacent  coupler  and  never  accidentally  uncoupled.  Before  the  con- 
clusion of  the  test,  however,  the  brass  coupler  broke.  A  wooden  pat- 
tern in  evidence  was  then  made  from  the  rough  wooden  pattern  pre- 
viously used  in  making  the  brass  casting.  From  this  later  pattern  a 
gray-iron  casting  was  made  which  casting  was  placed  upon  a  car  to 
demonstrate  that  it  ,was  interchangeable  with  Master  Car-Builders' 
knuckles. 

The  appellants  appear  to  have  been  convinced  that  this  knuckle  so 
constructed  was  indeed  operative  ind  practical  but  would  not  prove 
as  satisfactory  as  their  emergency-knuckle  covered  by  their  Patent 
No.  609,095,  because  their  patented  knuckle  could  be  used  when  one 
of  the  ears  of  the  draw-bar  had  been  broken,  as  the  shank  bearing 
against  the  inner  wall  of  the  draw-bar,  together  with  the  remaining 
ear  on  the  coupler,  afforded  a  sufficiently  secure  support  for  the 
knuckle,  while  an  emergency -knuckle  of  the  brass-casting  type  could 
only  be  used  when  both  ears  of  the  coupler  were  intact  The  appel- 
lants, therefore,  proceeded  to  the  manufacture  and  marketing  of  the 
emergency-knuckles  covered  by  their  patent,  of  which,  through  their 
assignees,  the  Railway  Appliance  Company,  about  fifty  thousand 
had  been  sold  during  the  five  years  prior  to  the  taking  of  testimony 
upon  this  interference.  Nothing  more  was  done  by  the  appellants 
respecting  the  invention  involved  in  this  interference  until  they 
learned  that  the  appellee's  emergency-knuckle  had  been  placed  on 
the  market  The  Railway  Appliance  Company  finding  that  the  ap- 
pellee's knuckle  was  selling  in  competition  with  the  appellants' 
patented  knuckle,  which  this  company  was  then  manufacturing,  the 
former  for  $3.50  each,  while  they  were  selling  the  appellants' 
patented  knuckle  for  $4  each,  were  much  concerned. 

It  appears  that  the  appellee,  as  we  have  said,  filed  his  application 
on  August  19,  1903,  for  an  emergency-knuckle  of  the  same  type  as 
the  brass  and  gray-iron  casting  made  by  the  appellants  in  1898,  and 
commenced  the«  manufacture  and  sale  of  his  device  soon  thereafter. 

Digitized  by  VjOOQ IC 


638       DECISIONS    OF   UNITED   STATES   COUKTS   IN   PATENT   CASES. 

Thereupon  the  appellants  on  March  14,  1904,  filed  an  application 
covering  the  same  invention  which  was  on  May  17,  1904,  placed  in 
interference  with  the  application  of  the  appellee. 

The  errors  assigned  are  that  the  Commissioner  erred  in  holding 
that  the  appellants  did  not  actually  reduce  the  invention  to  practice 
in  September,  1898,  and  in  holding  that  appellants  were  estopped 
from  claiming  priority  of  invention  by  reason  of  their  delay  in  filing 
their  application,  and  in  determining  to  grant  a  patent  to  appellee  in 
view  of  the  prior  knowledge  and  use  of  the  invention  by  appellant, 
and  to  award  priority  of  invention  to  appellee. 

The  appellant  contends  that  section  4886  of  the  Revised  Statutes 
requires  that  an  applicant  can  only  obtain  a  patent  for  his  invention 
"  not  known  or  used  by  others  in  this  country,  before  his  invention 
or  discovery  thereof ;  "  that  of  several  distinct  inventors  of  the  same 
invention  one  only  is  entitled  to  receive  a  grant  of  the  exclusive 
right,  namely,  the  original,  the  first  inventor. 

The  first  Inventor  Is  that  original  inventor  whose  inventive  act  in  iK>int  of 
time,  precedes  the  inventive  act  of  others,     (i  Robinson  on  Patents,  91.) 

The  appellants  object  that  the  Commissioner  of  Patents  against 
the  plain  intent  of  the  law  decided  that  their  right  to  a  patent  be- 
comes subordinate  to  another  inventor  whose  efforts  have  given  to 
the  public  the  benefit  of  the  invention. 

The  appellants  say  the  object  of  the  interference  proceeding  is  to 
determine  which  of  two  or  more  claimants  is  the  first  inventor  and 
to  establish  thereby  the  statutory  bar  of  prior  knowledge  and  use,  to 
serve  as  the  basis  for  rejecting  the  application  of  the  later  inventor, 
and  insists  that  appellants  have  proved  that  they  knew  of  and  used 
the  invention  prior  to  the  appellee's  conception,  August  19,  1903. 
The  testimony  on  behalf  of  appellants  is  that  of  both  Oilman  and 
Brown,  the  appellants,  of  Anslow  who  made  the  brass  casting,  of 
Lister  who  made  the  pattern  in  evidence,  of  Yorktheimer  who  made 
the  gray-iron  casting,  and  of  Cook  who  saw  the  brass  and  gray-iron 
casting,  the  rough  pattern  and  the  finished  pattern,  and  also  witnessed 
the  test  of  the  brass  casting.  This  testimony  constitutes  a  qualified 
prior  knowledge  and  use,  that  is,  the  very  limited  use  before  stated, 
of  the  appellants'  invention. 

However,  on  behalf  of  the  appellee  it  is  important  to  consider 
whether  such  knowledge  and  use  of  the  appellants  is  adequate  to 
show  any  such  reduction  to  practice  as  is  required  in  this  interference 
to  entitle  the  appellants  to  a  patent  for  this  invention.  It  does  not 
appear  from  the  record  that  the  gray-iron  casting  was  subjected  to  an 
actual  test.  The  brass  casting,  though  claimed  then  to  work  satis- 
factorily, was  broken  in  the  only  test  made  of  it.  The  rough  wooden 
model  of  it  was  lost  or  destroyed,  and  the  broken  parts  of  the  brass 
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casting  discarded.  The  proof  is  not  quite  clear  as  to  whether  the 
brass  casting  was  like  the  knuckles  shown  in  appellants'  drawing 
accompanying  their  application.  No  casting  has  been  made  from  the 
wooden  pattern  submitted  in  this  case. 

The  Master  Car-Builders'  couplers  are  made  of  malleable  iron  and 
cast-steel  and  the  Oilman  and  Brown  emergency-knuckles,  already 
patented,  are  made  of  steel.  It  is  settled  that  to  constitute  a  reduc- 
tion to  practice,  the  device  constructed  must  be  fashioned  out  of  a 
material  capable  of  actual  use  for  the  intended  purpose. 

In  Paul  V.  Hess  (C.  D.,  1905,  610;  115  O.  G.,  251;  24  App.  D.  C, 
467)  it  is  said : 

It  was  therefore  necessary  for  the  Inventor  to  show  that  a  type-writing  ma- 
chine suppUed  with  the  new  bars  had  been  constructed  and  tested  sufficiently 
to  show  that  it  was  capable  of  successfully  performing  the  work  for  which  it 
was  Intended.  ♦  ♦  ♦  Notwithstanding  Paul's  statement  that  he  was  satis- 
fled  with  the  practical  success  of  the  new  bar,  his  action  thereafter,  and  that  of 
the  company  with  which  he  was  engaged,  point  to  a  different  conclusion. 

The  Commissioner  of  Patents,  in  his  decision  said : 

I  agree  with  the  Examiner  of  Interferences  and  the  Examiners-in-Chief  In 
their  opinion  that  the  tests  given  to  the  brass  knuckle  in  1898,  establishes  the 
fact  that  that  knuckle  was  not  adapted  for  practical  use.  Both  the  material 
of  which  it  was  made  and  the  shape  of  the  knuckle  had  to  be  changed.  The 
only  fact  which  is  positively  established  is  that  the  knuckle  would  break  after 
a  short  test  on  an  Improvised  train  of  cars  hauled  by  a  switching-engine  In 
the  freight-yards.     (C.  D.,  1905,  414;  118  O.  G..  1933.) 

The  tribunals  of  the  Patent  Office  appear  justified  in  concluding 
that  the  brass  casting  was  unlike  the  wooden  pattern  exhibited  and 
did  not  afford  satisfactory  evidence  of  its  exact  construction.  If  that 
casting  had  been  successfully  used,  it  would  not,  therefore,  establish 
a  reduction  to  practice  of  the  knuckle  shown  in  appellants'  drawings. 
The  brass  casting,  made  from  a  crude  wooden  pattern,  was  corre- 
spondingly crude,  and  was  broken  in  the  test  and  obviously  possessed 
such  defects  that  it  could  not  be  considered  a  reduction  to  practice. 
The  brass  casting  and  the  gray-iron  casting  were  made  of  metals 
not  suitable  for  practical  use,  rather  they  were  models.  The  gray- 
iron  casting  was  not  actually  tested,  while  the  brass  casting  broke 
in  the  test.    These  did  not  prove  a  satisfactory  reduction  to  practice. 

The  conduct  of  the  appellants  after  the  tests  suggests  that  the 
results  of  the  tests  were  unsatisfactory  and  that  this  device  was 
abandoned.  They  did  not  further  proceed  to  develop  their  con- 
ception until  they  filed  their  application  more  than  five  years  later, 
while  at  the  same  time  their  emergency-knuckle  which  had  been 
patented  was  manufactured  and  sold  by  the  thousands.  The  ap- 
pellant, Oilman,  does  not  know  what  became  of  the  gray-iron  casting 
and  did  no  further  experimenting  until  Hinson's  device  came  to  his 
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notice.  This  gray-iron  casting,  having  been  once  placed  in  a  coupling- 
head,  "  to  show  people  how  it  would  work,"  thereafter  disappeared. 
AppeUant,  Gilman,  frankly  says: 

I  made  a  test  of  it  myself  and  it  did  not  prove  as  satisfactory  as  I  expected 
and  I  stayed  with  the  old  one. 

It  appears  that  appellants  proceeded  to  develop  a  third  plan  of 
an  emergency-knuckle  and  dropped  that.  They  believed  the  old 
one,  which  had  been  patented,  answered  all  purposes.  They  con- 
sidered the  old  one  better  than  their  invention  in  this  interference. 
Nor  did  the  Railway  Appliances  Company,  which  had  bought  the 
appellants'  right  to  the  use  of  the  invention,  take  any  action  until 
they  learned  of  the  appearance  of  Hinson's  knuckle  placed  on  the 
market  by  the  Natioixal  Car  Coupler  Company.  After  that,  this 
company,  the  a&signee,  spurred  up  the  appellants  to  make  an  applica- 
tion and  the  appellant,  Gilman,  frankly  admits  that  the  appearance 
of  Hinson's  emergency-knuckle  hurried  the  appellants'  application. 
The  Hinson  knuckle  was  sold  for  $3.50  and  the  appellants'  patented 
knuckle  for  $4.  Secretary  Manchester,  of  the  Railway  Appliances 
Company,  says,  that  he  endeavored  to  induce  the  National  Car 
Coupler  Company  to  sell  the  Hinson  knuckle  for  the  same  price 
Manchester  obtained  for  the  Gilman  and  Brown  patented  knuckle. 

There  is  much  evidence  besides  to  show  that  the  appellants  did 
not,  in  1898,  reduce  their  conception  to  a  practical  form.  The 
burden  of  proof  is  upon  the  appellants  to  show  not  only  a  complete 
reduction  to  practice,  but  also  to  account  for  their  long  period  of 
delay  and  inaction. 

In  Fefel  v.  Stacker  (C.  D.,  1901,  269;  94  O.  G.,  433;  17  App. 
D.  C,  321)  this  Court  said: 

Moreover,  its  apparent  abandonment  by  Stocker  and  the  long  and  wboHy- 
unexplained  delay  of  more  than  four  years  in  the  application  for  a  patent, 
are  strongly  indicative  of  the  fact  that  the  original  machine  of  Stocker  was 
not  a  successful  reduction  to  practice,  and  was  no  more  than  an  abandoned 
experiment  Long  and  unexplained  delay  in  the  application  for  a  patent  is 
always  significant  in  such  cases,  especially  when,  as  here,  the  parties  In  interest 
were  actively  engaged  in  the  prosecution  of  other  shuilar  applications;  and 
such  delay  raises  a  presumption  which  it  is  incumbent  on  the  applicant  to 
rebut  by  clear  and  satisfactory  proof. 

And  again  in  Funk  v.  Matteson  v.  Haines^  (C.  D.,  1902,  553;  100 
O.  G.,  1764;  20  App.  D.  C,  288:) 

The  onus  of  proof  is  upon  any  junior  applicant  to  show,  not  only  priority 
of  invention,  but  he  must  also  show  that  he  has  used  reasonable  diligence  in 
adapting  and  perfecting  his  invention,  for  in  such  case  the  mere  cone^on 
without  actual  reduction  to  practice  within  a  reasonable  time  does  not  avail  a 
Junior  party  making  the  claims. 
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We  agree  with  the  Commissioner  of  Patents  that  the  facts  of  this 
case  bring  it  within  the  scope  of  those  decisions  of  this  Court  in  which 
it  was  held  that  what  was  done  by  the  claimants  falls  short  of  a 
reduction  to  practice  and  amounted  to  nothing  more  than  an  aban- 
doned experiment. 

The  appellants'  device  appears  to  have  been  an  experimental  model 
abandoned  or  laid  aside  and  lost  by  its  makers  and  recalled  to  mind 
afterwards  by  the  advertisement  of  the  appellee's  similar  device. 

The  decisions  upon  this  point  are  very  numerous  and  among  them 
we  only  cite:  Glidden  v.  Nohle,  (C.  D.,  1895,  273;  71  O.  G.,  141;  5 
App.  D.  C,  480;)  GuUhert  v.  KUlinger,  (C.  D.,  1898,  522;  84  O.  G., 
313;  13  App.  D.  C,  107;)  in  re  Mowei^,  (C.  D.,  1899,  395;  88  O.  G., 
191;  15  App.  D.  C,  144;)  Paul  v.  Hess,  (C.  D.,  1905,  610;  115  O.  G., 
251;  24  App.  D.  C,  462.) 

In  Paul  V.  Hess  this  Court  said : 

Long  delay  in  making  use  of  an  invention  claimed  to  have  been  reduced  to 
practice,  or  in  applying  for  a  patent,  have  always  been  regarded  as  potent  cir- 
comstances  tending  to  show  that  the  alleged  reduction  to  practice  was  nothing 
more  than  an  unsatisfactory  or  abandoned  experiment  ♦  ♦  ♦  And  this  is 
specially  the  case  where,  in  the  meantime,  the  inventor  has  been  engaged  in  the 
prosecution  of  similar  inventions,  *  *  *  or  others,  without  reasonable  expla- 
nation, have  been  adopted  for  manufacture  and  commercial  use. 

The  device  of  the  appellants  in  1898  was  neglected  while  its  in- 
ventors sought  to  devise  other  devices  for  the  same  purpose,  and  they 
developed  commercially  their  prior  patented  device  for  such  pur- 
pose. They  did  nothing  toward  obtaining  a  patent  until  after  Hin- 
son  had  marketed  his  device  and  the  appellants  then  only  applied  on 
March  14,  1904.  The  appellants  slept  on  their  rights,  and  for  more 
than  five  years  they  failed  to  bring  their  invention  to  a  complete  and 
operative  form.  The  cases  strongly  urged  by  the  appellants  mostly 
relate  to  a  completed  invention  known  already,  before  the  discovery 
thereof  by  the  rival  inventor. 

We  concur  with  the  Examiners-in- Chief  in  this  case. 

The  rules  of  law  as  to  what  constitutes  a  "  prior  use  "  and  what 
constitutes  a  "  reduction  to  practice  "  are  the  same.  As  there  is  not 
sufficient  proof  of  a  reduction  to  practice,  so,  also,  there  is  not  suffi- 
cient proof  of  "  prior  use." 

By  their  laches  the  appellants  lost  rights,  which  for  a  long  time 
they  little  valued  and  which,  therefore,  they  cannot  now  successfully 
assert. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  is  affirmed. 
The  clerk  of  this  Court  will  certify  this  opinion  and  the  proceedings 
in  this  cause  according  to  law  to  the  Commissioner  of  Patents  to  be 
entered  of  record  in  his  Office.    Affirmed. 
H.  Doc.  641,  59-2 42 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Martin  v.  Martin  and  Bowne  Company. 

Decided  February  6,  1906. 

(122  O.  Gm  734.) 

1.  Tbadb-Mabks— Opposition — Vebification  of  Notice — Section  0  Trads-Mabk 

Act  Gonstbued. 
Section  6  of  the  Trade-Mark  Act  of  February  20,  1905,  providing  that 
the  affldaylt  in  support  of  the  notice  of  opposition  shall  be  made  by  the 
person  who  would  be  damaged  by  the  registration,  is  not  satisfied  by  the 
affidavit  of  the  attorney  or  agent  of  such  party. 

2.  Same — Same — Failube  to  Oppose  Does  Not  Depbive  Owneb  of  Pbopebty 

Right. 
Where  the  owner  of  a  trade-mark  is  deprived  of  his  right  to  oppose  reg- 
istration thereof  by  another  by  the  enforcement  of  the  letter  of  the  statute, 
he  is  not  thereby  deprived  of  his  right  of  property  in  the  trade-mark. 
Aside  from  the  usual  remedies  at  law  and  in  equity  for  the  protection  or 
recovery  of  property  rights,  he  may  possibly  obtain  a  remedy  through  a 
declaration  of  Interference  under  section  7  or  by  a  cancelation  under  sec- 
tion 13. 

Mr.  J.  L.  Levy  for  the  appellant. 

Mr.  Cliford  E.  Dunn  for  the  appellee. 

Shepard,  J.: 

This  appeal  has  been  prosecuted  by  William  L.  Martin  from  the 
decision  of  the  Commissioner  of  Patents  quashing  his  opposition  to 
the  registration  of  a  trade-mark  applied  for  by  Martin  and  Bowne 
Company. 

On  April  7,  1905,  Martin  and  Bowne  Company  filed  an  applica- 
tion for  the  registration  of  the  word  "  Marguerite  "  a  trade-mark  for 
tooth-brushes. 

This  application  conformed  to  the  requirements  of  the  Trade-Mark 
Act  approved  February  20,  1905,  and  the  required  notice  thereof  was 
given. 

Within  the  time  limited  by  the  law,  an  opposition  thereto  was  filed 
by  William  L.  Martin,  through  his  attorney  Joseph  L.  Levy.  The 
grounds  of  this  motion  were  in  substance,  that  William  L.  Martin 
was  an  incorporator  and  president  of  the  Martin  and  Bowne  Com- 
pany. That  prior  to  the  incorporation  said  William  L.  Martin  had 
adopted  and  used  the  word  "  Marguerite  "  as  a  trade-mark  for  tooth 
and  toilet  brushes  and  had  registered  the  same.  That  said  Martin 
has  not  abandoned  his  exclusive  ownership  of  the  mark  and  is  now  the 
owner  of  the  legal  title  thereto.  That  the  said  Martin  and  Bowne 
Company  is  not  the  owner  of  the  trade-mark,  and  that  a  certificate  of 
registration  cannot  legally  be  issued  to  it  as  against  the  said  William 
L.  Martin. 
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This  opposition  was  supported  by  the  following  affidavit : 

.1- 


United  States  of  America, 

City,  County  and  State  of  New  York  * 


Joseph  L.  Levt,  being  duly  sworn  deposes  as  follows : 

I  am  the  attoraey  for  the  said  William  L.  Martin,  the  opponent  herein.  The 
said  William  L.  Martin  is  in  Euroi)e,  and  will  not,  I  am  informed  return  to 
the  United  States  until  the  latter,  part  of  June,  1905.  That  the  above-recited 
allowed  application  for  registration  by  the  Martin  &  Bowne  Co.  was  published 
In  the  Official  Gazette  of  the  United  States  Patent  Office,  on  the  16th  day  of 
May  11)05.  That  the  allegations  made  in  paragraphs  1,  2,  3,  &  4  of  the  foregoing 
opposition  are  true  to  the  best  of  his  knowledge  and  belief,  and  as  to  those 
alleged  on  information  and  belief,  I  believe  them  to  be  true.  That  said  infor- 
mation is  derived  from  statements  made  to  me  by  others  whd  allege  they  have 
knowledge  of  the  facts.  That  the  absence  from  this  country  of  the  said 
William  L.  Martin  is  the  reason  why  I  make  this  verification. 

The  Martin  and  Bowne  Company  moved  to  quash  this  opposition, 
on  the  grounds :  first,  that  the  same  had  not  been  verified  by  the  said 
Martin;  second,  that  the  attorney  had  no  authority  to  file  the  same 
on  behalf  of  William  L.  Martin ;  and,  third,  that  the  grounds  of  the 
application  are  insuflScient. 

The  Examiner  of  Interferences  sustained  the  motion  to  quash  on 
the  first  and  third  grounds. 

On  appeal,  the  Commissioner  held  that  the  application  set  forth 
sufficient  grounds  of  opposition,  but  affirmed  the  decision  because  the 
opposition  had  not  been  verified  by  the  party. 

Section  6  of  the  act  contains  the  following  provision : 

Any  person  who  believes  he  would  be  damaged  by  the  registration  of  a  trade- 
mark may  oppose  the  same  by  filing  notice  of  opposition,  stating  the  grounds 
therefor,  in  the  Patent  Office,  within  thirty  days  after  the  publication  of  the 
mark  sought  to  be  registered,  which  said  opposition  shall  be  verified  by  the 
person  filing  the  same  l)efore  one  of  the  officers  mentioned  in  section  2  of  this 
act. 

Construing  this  provision,  the  Commissioner  said: 

It  thus  appears  that  the  person  making  the  opposition  must  be  the  one  who 
would  be  damaged  by  registration  and  that  such  person  must  sign  and  verify 
the  notice  of  opposition.  The  general  principle  that  what  a  party  may  do  in 
person  he  may  do  by  agent  has  no  application  here  since  the  statute  requires 
the  personal  oath  of  the  party.  The  making  of  an  oath  to  a  statement  of 
facts  cannot  be  delegated.     (C.  D.,  1905,  490;  119  O.  G.,  962.) 

We  agree  with  the  Commissioner  of  Patents  that  where  a  statute 
requires  an  oath  to  be  made  by  a  party,  as  in  this  instance  the  one  who 
may  believe  himself  damaged,  it  is  not  satisfied  by  the  affidavit  of  his 
attorney  or  agent. 

The  intent  of  the  lawmakers  is  to  be  found  in  the  plain  language 
of  their  enactment.    Considerations  of  inconvenience  and  hardship 


Digitized  by  VjOOQ IC 


644       DECISIONS   OP  UNITED   STATES   COUBTS   IN   PATENT   CASES. 

growing  out  of  the  brief  period  allowed  for  the  opposition,  or  the 
absence  of  the  damaged  party,  as  was  the  case  here,  may  well  operate 
upon  the  makers  of  the  law,  but  cannot  justify  a  judicial  addition 
to  the  letter  of  the  statute.  {Ohio  Nat.  Bank  v.  Berlin^  33  W.  L.  B., 
726,  and  cases  cited.) 

The  practice  acts  of  the  States  which  have  come  under  our  obser- 
vation generally  provide  that  a  required  oath,  particularly  in  the 
case  of  ancillary  proceedings  and  remedies,  may  be  made  by  the 
party,  his  agent  or  attorney.  Such  as  do  not  in  terms  authorize 
it  to  be  made  by  the  agent  or  attorney  have  generally,  if  hot  uni- 
formly, been  held  to  exclude  them.  {Huthsing  v.  Means^  36  Mo., 
101,  107;  Levin.y.  Dille^  17  Mo.,  64,  69;  Davis  v.  Monat  Lumber  Co^ 
2  Colo.  App.,  381,  387.)  The  following  cases  while  not  directly  in 
point  are  governed  by  the  same  principle:  Fernandez  v.  Miller^  (26 
La.  Ann.,  120;)  Dodge  v.  New  Union  Packet  Co.^  (13  Minn.,  458;) 
Wheeler  <&  W.  M'fg.  Co.  v.  Lawson^  (57  Wis.,  400;)  Clark  v.  Miller, 
(88  Ky.,  108,  112;)  Bruf  v.  Stem,  (81  N.  C,  183,  190;)  Weaver  ?. 
Roberts,  (84  N.  C,  493,  495.)  In  the  two  cases  last  named  an  an- 
cillary remedy  in  a  pending  action,  obtained  upon  the  oath  of  the 
attorney  familiar  with  the  facts,  was  upheld  because  the  statute 
required  that  the  facts  authorizing  the  same  "  shall  appear  by  affida- 
vit," without  naming  any  particular  person  who  should  make  it 
In  some  instances,  where  the  statute  required  an  oath  to  be  made 
by  a  party,  it  has  been  held  that  in  case  of  a  corporation  the  oath 
might  be  made  by  its  duly-authorized  agent  who  had  personal 
knowledge  of  the  facts.  Of  this  nature  is  the  single  authority  relied 
on  by  the  appellant.  {In  re  Cheqicosett  Lumber  Co.,  112  Fed.  Rep.. 
56,  58 ;  see  also  Wheeler  <6  W.  M^fg.  Co.  v.  Lawson,  57  Wis.,  400.) 
The  reason  on  which  these  decisions  rest  is,  that  while  the  corpora- 
tion, as  the  party  to  the  proceeding,  is  entitled  to  the  benefit  of  the 
statute  it  can  only  act  by  agent,  and  hence  that  the  power  to  obtain 
the  conferred  benefit  through  the  oath  of  its  agent  must  be  inferred. 

The  conclusion  seems  to  be  a  reasonable  one,  but  the  question 
is  not  involved  in  this  case,  and  we  express  no  opinion  in  respect  of  it 

The  right  to  oppose  the  registration  of  a  trade-mark  conferred 
by  the  section  under  consideration  is  a  special  one,  and  though  de- 
prived of  its  assertion  by  the  enforcement  of  the  letter  of  the  statute, 
the  appellant  is  not  deprived  of  his  right  of  property  in  the  trade- 
mark sought  to  be  registered  by  the  appellee,  if  as  a  matter  of  fact 
and  law  he  is  the  true  owner.  Aside  from  the  usual  remedies  at 
law  and  in  equity  for  the  protection  or  recovery  of  property  rights, 
he  may  possibly  obtain  a  remedy  through  a  declaration  of  inter- 
ference under  section  7,  or  by  a  proceeding  for  cancelation  under 
section  13. 


Digitized  by  VjOOQ IC 


DECISIONS  OP  UNITEJD  STATES   COUBTS  IN  PATENT   OASES.       646 

However  this  may  be,  the  decision  appealed  from  was  right,  and 
must  therefore  be  afiirmed.  It  is  so  ordered,  and  the  clerk  will 
certify  this  decision  to  the  Commissioner  of  Patents  as  the  law 
requires.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Garrett. 

Decided  February  6,  1906. 

(122  O.  G..  1047.) 

1.  PATENTABnJTY — CHANGE  IN   LOCATION   OF  ELEMENTS.  NOT   INVENTION. 

Held  that  the  change  In  the  relative  location  of  the  various  elements  of 
the  apparatus  is  nothing  more  tlian  would  suggest  itself  to  a  skilled  me- 
clianic  having  in  view  the  conditions  and  conveniences  of  the  different 
places  in  which  the  construction  and  use  of  the  apparatus  may  be  desired. 

2.  Sake — Opinion  Affidavits  Entitled  to  No  Weight. 

Where  affidavits  are  filed  containing  general  expressions  of  opinion  in 
respect  of  the  patentability  of  claims.  Held  that  they  are  entitled  to  no 
weight  • 

3.  Same — Utility  Does  Not  Establish  Novelty. 

Where  the  want  of  patentable  novelty  is  reasonably  clear  and  not  in 
doubt  Held  that  the  fact,  if  established,  that  the  apparatus  claimed  has 
displaced  others  generally  by  reason  of  its  obvious  superiority  can  have  no 
weight 

Mr.  E.  H.  Fairbanks  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner. 

Shepard,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  an  application  for  an  improvement  in  attachments  for  feed- 
water  purifiers,  containing  the  following  claims: 

1.  A  water-purifying  system  comprising  a  source  of  water-supply,  a  water- 
motor,  located  on  the  ground  floor  of  the  apparatus  a  pipe  leading  from  said 
source  of  supply  to  said  motor,  a  discharge-pipe  leading  upwardly  from  said 
water-motor,  an  oscillating  receiver  located  above  said  motor,  said  discharge- 
pipe  discharging  thereunto,  a  container  located  above  said  receiver,  a  com- 
mingling-tank  also  located  on  substantially  the  same  floor-level  as  said  motor, 
a  pump  located  on  substantially  the  same  level  as  said  commiugliug-tauk,  a 
mixer  In  said  commingling-tank,  mechanism  for  simultaneously  Imparting 
motion  to  said  mixer  and  said  pump  from  said  motor,  a  discbarge-pipe  leading 
from  said  pump  to  said  container,  a  valve  in  said  container  and  mechanism 
intermediate  said  valve  and  receiver. 

2.  A  water-purifying  system  comprising  means  for  supplying  water  to  be 
purified  under  pressure,  a  water-motor  located  on  the  ground  floor  of  the  appara- 
tus, an  oscillating  receiver  located  above  said  motor,  a  discharge-pipe  leading 
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upward  from  said  motor  to  said  receiver,  a  commingling-tanlc  for  said  purifying 
solution  located  substantially  on  a  level  with  said  motor,  a  mixing  device  in 
said  tank,  a  pump  adjacent  and  connected  to  said  tank,  a  discharge-pipe  leading 
from  said  pump  to  said  container,  a  rotary  shaft  connected  to  said  mixing  device 
and  said  pump  and  an  operative  connection  between  said  motor  and  said  shaft 

3.  In  a  water-purifying  system,  the  combination  of  a  water-motor  located  on 
the  ground  floor  of  the  apparatus,  a  source  of  water-supply  located  above  said 
water-motor,  an  oscillating  receiver  suitably  supported  and  located  above  said 
motor,  a  discharge-pipe  leading  from  said  pump  into  said  container,  a  valve  in 
said  container,  mechanism  intermediate  said  receiver  and  valve  for  operating 
the  latter  simultaneously  with  the  oscillation  of  the  receiver,  a  mixer  in  said 
commlngling-tank,  a  shaft  mounted  above  said  mixer,  connecting  mechanism 
common  to  said  mixer  and  shaft,  and  power-transmission  devices  intermediate 
said  shaft  and  motor. 

4.  In  a  water-purifying  system,  the  combination  of  a  source  of  water-supply  1. 
a  motor  5,  a  pipe  2  leading  from  said  source  of  water-supply  to  said  motor,  an 
oscillating  receiver  7  located  above  said  motor,  a  discharge-pipe  G  leading  from 
said  motor  to  said  receiver,  the  latter  being  provided  with  a  partition  10  forming 
chambers  8  and  9,  a  container  32  located  above  said  receiver  7,  an  outlet  from 
said  container  into  said  reservoir,  a  valve  15  controlling  said  outlet,  mechanism 
common  to  said  valve  and  receiver  whereby  the  same  are  actuated  In  unison,  a 
commingling-tank  26  located  on  the  same  floor-level  as  said  motor,  a  mixer  25 
in  said  commingling-tank,  a  shaft  24  having  a  beveled  gear  23  operathig  said 
mixer,  a  pump' 29  also  located  on  the  same  floor-level  as  said  commingling-tank 
and  motor,  a  discharge-pipe  30  leading  from  said  pump  into  said  container  a 
shaft  21  mounted  in  proximity  to  said  commingling-tank,  a  pulley  20  on  said 
shaft,  a  gear  22  on  said  shaft  and  adapted  to  mesh  with  said  gear  23,  connec- 
tions intermediate  said  pump  and  shaft  21,  a  pulley  20  on  said  shaft,  a  shaft  17 
carrying  a  pulley  18  and  a  belt  19  common  to  said  pulleys  18  and  20. 

The  application  was  rejected  by  the  Examiner  and  by  the  Ex- 
aminers-in-Chief  on  appeal,  on  references  made  to  patent  to  Stillman 
August  21,  1900,  No.  656,331,  and  patent  to  Davidson  December  2, 
1902,  No.  715,031.  On  appeal  to  the  Commissioner  a  new  claim  was 
suggested  for  his  consideration,  but  was  not  acted  upon.  By  his  non- 
action the  Commissioner  seems  not  to  have  regarded  this  claim  as 
properly  presented.  It  is  probable  that  in  order  to  have  it  passed 
upon,  the  applicant  should  have  requested  that  his  application  be 
remanded  to  the  Examiner  with  leave  to  amend  by  inserting  said 
claim  as  an  additional  one,  or  as  a  substitute  for  others.  It  could  then 
have  been  brought  up  in  regular  order. 

The  Commissioner,  without  noticing  this  claim,  affirmed  the  deci- 
sion of  the  Examiners-in-Chief  rejecting  the  claims  above  set  forth. 
Whatever  practice  should  have  been  pursued  in  regard  to  the  addi- 
tional claim,  which  was  neither  considered  nor  rejected,  we  do  not 
consider  that  we  are  at  liberty  to  pass  upon  it  on  this  appeal. 

The  appellant  does  not  claim  anything  new  in  the  elements  of  his 
combination.  His  contention  is  that  by  combining  old  elements,  he 
has  obtained  a  new  and  useful  result  showing  invention.  The  dis- 
tinguishing feature  of  his  invention  in  combination  is,  as  he  says, 
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the  locating  of  the  water-reservoir  above  all  the  other  parts  of  the 
apparatus  such  as  the  motor,  the  commingling-tank,  and  the  pump, 
which  are  placed  on  the  ground  floor,  so  that  the  motor  is  actuated 
solely  by  the  natural  hydraulic  head  from  the  elevated  reservoir. 

We  agree  with  the  tribunals  of  the  Patent  Office  that  the  patent  to 
Davidson  anticipates  the  invention  claimed  by  the  appellant. 

The  Examiner  in  his  decision  points  out  in  detail  the  close  resem- 
blance between  the  Davidson  combination  and  that  of  the  appellant, 
and  the  same  is  concisely  stated  by  the  Examiners-in-Chief  in  the 
following  extract  from  their  decision : 

SubBtantlaUy  the  only  difference  between  the  purifying  apparatus  of  the 
present  case  and  that  of  the  Davidson  patent  Involves  the  location  of  the  pump, 
the  commingling-tank,  and  the  shafting  and  gearing  of  the  former  at  the  floor- 
level,  instead  of  at  a  higher  level  as  in  the  latter  construction. 

This  conclusion  is  undoubtedly  correct.  The  change  in  the  rela- 
tive location  of  the  various  elements  of  the  apparatus  is  nothing 
more  than  would  suggest  itself  to  a  skilled  mechanic  having  in  view 
the  conditions  and  conveniences  of  the  different  places  in  which  th^ 
construction  and  use  of  the  apparatus  may  be  desired. 

The  conditions  of  one  place  may  render  it  desirable  to  locate  the 
motor  and  commingling-tank  at  a  higher  level  as  shown  in  David- 
son's drawings,  and  those  of  another  may  suggest  their  location  at  the 
ground  or  floor  level,  as  shown  by  the  appellant 

The  expediency  of  change  of  location  thus  suggested,  it  could 
readily  be  accomplished  through  ordinary  mechanical  skill. 

The  appellant  contends  further  that  his  new  arrangement  of  the 
various  old  elements  permits  the  use  of  a  hydraulic  head  for  the 
operation  of  the  motor,  and  renders  the  motor  and  commingling 
device  more  accessible  as  well  as  convenient  and  labor-saving  in 
operation. 

Without  pausing  to  consider  whether  these  advantages  are  also 
within  the  range  of  accomplishment  by  ordinary  mechanical  skill,  it 
is  sufficient  to  say  that  the  apparatus  of  the  Stillman  patent  for  a 
water- feed  purifier,  though  different  in  some  material  respects  from 
that  of  the  appellant,  discloses  the  use  of  a  hydraulic  head,  and  the 
location  of  the  motor,  the  commingling-tank,  and  the  operating- 
gearing  on  the  ground  floor.  With  a  knowledge  of  this  apparatus  it 
is  clear  that  the  change  of  location  of  the  elements  of  the  Davidson 
apparatus,  as  has  been  made  by  the  appellant,  did  not  amount  to 
invention. 

On  a  petition  for  rehearing  before  the  Examiners-in-Chief  the 
appellant  presented  his  own,  and  the  affidavits  of  two  other  persons 
tending  to  show  the  superiority  of  appellant's  apparatus  over  those 
of  Stillman  and  Davidson,  and  expressing  the  opinion  that  his 
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involves  invention  by  reason  of  its  advantages.  They  also  tend  to 
show  that  several  railway  companies  have  adopted  it,  and  that  dur- 
ing the  past  year  appellant  has  made  installations  for  them  involv- 
ing approximately  the  cost  of  $20,000. 

The  general  expressions  of  opinion  in  these  affidavits  in  respect  of 
the  patentability  of  appellant's  claims  are  entitled  to  no  weight.  As 
reg^^rds  the  advantages  of  his  apparatus  they  deal  more  in  conclu- 
sions than  in  fact,  and  fall  far  short  of  showing  that  it  has  displaced 
others  generally  by  reason  of  its  obvious  superiority. 

That  fact,  if  it  be  established  with  certainty,  is  sometimes  of 
weight  in  determining  whether  there  has  been  an  exercise  of  inven- 
tive talent,  where  the  question  of  patentable  novelty  is  in  doubt 
irrespective  of  the  same.  {In  re  Thomson^  ante^  566;  120  0.  G., 
2756.)  That  is  to  say,  it  has  sometimes  the  weight  to  turn  the  scale 
in  favor  of  the  existence  of  invention  in  particular  cases  where  that 
question  is  otherwise  in  doubt.  On  the  other  hand,  it  has  no  weight 
where  the  want  of  patentable  novelty  is  already  reasonably  clear. 
^Utility  does  not  establish  novelty.  {Durham  v.  Seymour^  C.  D.,  1895. 
307;  71  O.  G.,  601 ;  6  App.  D.  C,  78,  92,  and  cases  cited.) 

It  follows  that  the  decision  of  the  Commissioner  must  be  affirmed. 
It  is  so  ordered,  and  that  this  decision  and  the  proceedings  in  this 
court.be  certified  to  him  as  the  law  requires.    Affirmed. 


[Court  of  Appeals  of  the  District  of  ColambU.] 

In  re  Frasch. 
Decided  February  6,  1906, 

(122  0.  a,  i04a) 

1.  Division — CoNBTirDTioNALiTY  of  Section  4886,  Revised  Statutes. 

Where  the  constitutionality  of  section  4886,  Revised  Statutes,  is  attacked 
because  it  provides  that  inventions  or  discoveries  may  be  either  arts,  ma- 
chines, manufactures,  or  compositions  of  matter  and  because  presamptivdy 
no  two  of  these  subjects  are  one  invention,  it  Is  a  sufficient  answer  to  say 
that  inventions  have  been  thus  distinguished  continuously  since  1793  and 
that  the  court  of  last  resort  has  been  called  upon  to  consider,  from  one 
standpoint  or  another,  this  division  of  inventions  and  has  frequently  recog- 
nized the  distinction  between  them  without  ever  intimating  that  the  legis- 
lative branch  of  the  Government  had  exceeded  its  power  in  so  classifying 
inventions. 

2.  Same — Steinmetz  v.  Allen  Authobitt. 

Where  it  is  urged  that  the  Ck)mmis8ioner  had  no  valid  authority  to 
require  division  between  process  and  apparatus  claims,  Held  that  the  ruling 
of  the  Supreme  Court  in  Steinmetz  v.  Allen  is  the  guiding  authority  In 
determining  this  question. 
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3^  Same — Steiivmetz  v.  Allen  Construed. 

The  decision  of  the  Supreme  Ck>art  in  Steinmetz  v.  Allen  Interpreted  to 
mean  that  a  process  and  an  apparatus,  while  presumptively  independent 
inventions  when  considered  in  the  light  of  section  4886,  Revised  Statutes, 
they  nevertheless  may  be  so  connected  in  their  design  and  operation  as  to 
constitute  a  unitary  invention;  that  when  constituting  Independent  inven- 
tions they  may  not  be  claimed  In  one  and  the  same  application ;  that  when 
so  dependent  as  to  constitute  a  unitary  invention  they  may  be  claimed  in 
one  and  the  same  application. 

4.  Same — Involves  Exercise  of  Discretion — Burden  on  Applicant. 

The  application  of  the  rule  concerning  the  requirement  of  division  to  a 
given  case  involved  an  exercise  of  judgment  and  discretion  In  every  case. 
The  facts  of  each  case  must  be  considered,  with  the  burden  on  the  applicant 
who  asserts  that  two  statutory  inventions  are  one  unitary  invention. 

5.  Same — Requirement  Valid. 

Held  that  the  statute  being  constitutional  and  the  Supreme  Court  having 
laid  down  the  rule  that  not  in  all  cases  can  claims  for  process  and  appa- 
ratus be  Joined  in  one  application,  it  follows  that  the  Commissioner  In 
requiring  division  exercises  a  valid  authority,  and  if  correctly  exercised  no 
error  is  committed. 

Mr.  C.  J.  Hedrick  for  the  appellant. 
Mr,  J.  M.  Coit  for  the  Commissioner. 

DUELL,  J : 

From  the  requirement  of  the  Commissioner  of  Patents  (C.  D.,  1905, 
264;  117  O.  G.,  1166)  that  appellant  divide  out  of  an  application  for 
patent,  filed  November  13, 1899,  claim  1  for  a  process,  this  appeal  has 
been  taken. 

The  subject-matter  of  the  invention  is  stated  to  be  for  improve- 
ments in  means  for  removing  the  incrustation  of  calcium  sulfate  from 
brine-heating  surfaces.  The  application  was  filed  with  six  claims, 
the  first  three  being  process  claims  and  the  others  for  the  apparatus. 

Patent  Office  Rule  41,  at  the  time  when  the  application  was  filed, 
did  not  permit  the  joinder  of  claims  for  process  and  apparatus  in  one 
and  the  same  application.  The  Examiner,  following  the  rule,  re- 
quired division  between  the  process  and  apparatus  claims,  and  refused 
to  act  upon  the  merits.  An  appeal  was  taketi  to  the  Examiners-in- 
Chief  but  the  Examiner  refused  to  forward  it.  Thereupon  a  petition 
was  filed  asking  the  Commissioner  of  Patents  to  direct  that  appeal  be 
heard.  The  Commissioner  held  that  the  Examiner  was  right  in  re- 
fusing to  forward  the  appeal.  (C.  D.,  1902,  65;  98  O.  G.,  1967.) 
From  this  refusal  an  appeal  was  taken  to  this  court  which  held  that 
it  did  not  have  jurisdiction  to  entertain  the  appeal.  (C.  D.,  1902, 
560;  100  O.  G.,  1977.)  Appellant  then  filed  a  petition  in  the  Su- 
preme Court  for  a  mandamus  directing  this  Court  to  hear  and 
determine  the  appeal.  This  petition  was  dismissed.  (C.  D.,  1904, 
716;  109  O.  G.,  554;  192  U.  S.,  566.)  Meanwhile  the  Supreme 
Court  in  U.  8.  ex  rel.  Steimnetz  v.  Allen  (C.  D.,  1904. 703;rl09  O.  Q., 
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549;  192  U.  S.,  543)  held  a  requirement  for  division  to  be  a  rejection 
of  an  application,  and,  therefore,  under  the  statute,  appealable.  The 
Supreme  Court  having  so  held,  the  proceedings  in  this  case  were 
resumed  in  the  Patent  Office  and  the  Examiner  was  directed  to  for- 
ward the  appeal  to  the  Examiners-in-Chief.  From  the  Examiner's 
statement  forwarding  the  appeal  it  appears  that  in  originally  re- 
quiring division  the  Examiner  relied  not  only  upon  the  clause  of 
Rule  41  which  prohibited  the  joinder  of  process  and  apparatus  claims 
under  any  circumstances,  which  clause  was  held  invalid  in  Steinmetz 
V.  Allen^  supra^  but  also  upon  the  ground  that  different  subjects  of 
invention  were  presented  in  the  same  application.  Provision  was 
contained  in  Rule  41  for  such  objection.  That  paragraph  of  the 
rule  is  as  follows : 

Two  or  more  independent  inventions  cannot  be  claimed  in  one  application; 
but  where  several  inventions  are  dependent  upon  each  other  and  mutuaUy  con- 
tribute to  produce  a  single  result  they  may  be  claimed  in  one  application. 

The  Examiners-in-Chief  heard  the  appeal  and  a  majority  of  them 
in  a  very  elaborate  and  able  opinion,  in  which  they  recognize  to  the 
fullest  extent  the  rule  laid  down  by  the  Supreme  Court  in  Steinmetz 
V.  Allen^  supra^  decided  that  the  Examiner  was  right  in  the  case  at 
bar  in  requiring  division  between  the  process  and  apparatus  claims. 
From  this  decision  an  appeal  was  taken  to  the  Commissioner  in 
person  who  affirmed  the  decision  of  the  Board  as  to  claim  1  but 
reversed  it  as  to  claims  2  and  3. 

Before  passing  to  the  consideration  of  the  main  question  it  may  be 
well  to  see  whether  the  position  of  appellant  is  correct  in  maintaining 
that  the  Commissioner  had  refused  to  permit  him  to  join  all  the 
claims  for  the  alleged  process  in  one  application.  We  do  not  so 
read  his  decision.  He  has  merely  held  that  claims  2  and  3  for  the 
alleged  process  may  be  retained  in  the  present  application  with  the 
three  claims  for  the  apparatus.  He  has  not  held,  nor  intended  to 
hold,  as  we  construe  his  decision,  that  appellant  may  not,  if  it  be 
finally  decided  that  claim  1  cannot  be  joined  with  the  apparatus 
claims,  that  he  may  present  the  three  process  claims  in  one  appli- 
cation and  the  three  apparatus  claims  in  another  application.  All 
that  is  denied  him  is  the  right  to  retain  claim  1  with  the  apparatus 
claims. 

For  a  better  understanding  of  the  questions  involved  all  six  of  the 
claims  will  be  set  out.    They  read  as  follows: 

1.  The  process  of  removing  incrustations  of  calcium  sulfate  from  heating- 
surfaces,  consisting  In  condensing  steam  in  contact  with  said  surfaces  by  carry- 
ing off  the  heat  from  the  opposite  side  of  the  heat-conducting  walls,  substan- 
tially as  described. 

2.  The  process  of  removing  incrustations  of  calcium  sulfate  from  heating- 
surfaces,  consisting  in  condensing  steam  in  contact  with  said  surfaces  by  trans- 
ferring its  heat  to  brine  of  lower  temperature  on  the  opposite  side  of  the  heat- 
conducting  walls  and  so  carrying  off  the  heat,  the  steam  and  brine  being  applied 
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alternately  to  each  side  of  said  heat-conducting  walls  so  that  the  heating  of  the 
brine  and  the  removal  of  the  incrustation  from  a  previous  heating  i)roceed 
together,  substantially  as  described. 

3.  The  process  of  removing  incrustations  of  calcium  sulfate  from  heating- 
surfaces,  consisting  In  condensing  steam  in  contact  with  said  surfaces  by  trans- 
ferring its  heat  to  saturated  boiling  brine  of  lower  temperature  on  the  opposite 
side  of  the  heat-conducting  walls  and  so  carrying  off  the  heat,  the  steam  and 
brine  being  applied  alternately  to  each  side  of  said  beat-conducting  wails  so 
that  the  evaporation  of  the  brine  with  precipitation  of  salt  and  the  removal  of 
the  incrustation  from  a  previous  heating  proceed  together,  substantially  as 
described. 

4.  In  apparatus  divided  into  chambers  by  heat-conducting  walls  and  provided 
as  to  one  chamber  with  a  steam-supply  pipe,  a  brine-supply  conduit,  and  means 
for  withdrawing  the  products  of  the  steam-condensing  and  brine-heating  opera- 
tions, and  as  to  other  chamber  with  a  steam-supply  pipe,  means  for  supplying 
n  cooling  medium,  and  means  for  withdrawing  the  products  of  the  steam-con- 
densing and  the  cooling-medium-heating  operations,  substantially  as  described. 

5.  An  apparatus  divided  into  chambers  by  heat-conducting  walls  and  having 
each  chamber  provided  with  a  steam-supply  pipe,  a  brine-supply  conduit,  and 
means  for  withdrawing  the  products  of  the  steam-condensing  and  brine-heating 
operations,  substantially  as  described. 

6.  An  apparatus  divided  into  chambers  by  heat-producing  walls  and  having 
each  chamber  provided  with  a  steam-supply  pipe,  a  brine-supply  conduit  and 
means  for  withdrawing  water  from  the  steam-condensing  operation  and  water- 
vapor  and  salt  from  the  brine-heating  operation,  substantially  as  described. 

As  before  stated  the  question  to  be  determined  on  this  appeal  is 
whether  or  not  the  Commissioner  erred  in  requiring  that  claim  1  be 
divided  from  the  apparatus  claims.  No  other  question  is  before  us. 
The  Commissioner  permits  the  inclusion  of  process  claims  2  and  3 
with  the  apparatus  claims  upon  the  ground  that  they  contain  limi- 
tations which  require  that  the  process  be  carried  out  by  the  use  of 
the  specific  apparatus  set  out  in  the  apparatus  claims.  While 
expressing  doubt  whether  such  limitations  can  be  considered  proper 
steps  of  the  process,  he  held  that  that  question  was  not  then  before 
him,  and  concluded,  that  for  the  purpose  of  determining  the  ques- 
tion of  division,  the  claims  must  be  taken  as  they  read.     He  says : 

If  they  contain  limitations,  whether  proper  or  improper,  which  make  the 
alleged  process  claims  indivisible  from  the  apparatus  claims,  division  cannot  be 
required. 

He  construes  claim  1  as  one  for  a  process  consisting  in  the  single 
step  of  condensing  steam  in  contact  with  the  incrusted  surfaces  of 
heat-conducting  walls  by  carrying  off  heat  from  the  opposite  side  of 
the  wall.  While  admitting  that  the  apparatus  described  in  the  appa- 
ratus claims  may  be  used  in  carrying  out  the  process  set  out  in  this 
claim  he  states  that — 

It  is  very  clear,  however,  that  the  process  may  be  performed  without  using 
the  particular  apparatus  disclosed  and  that  the  particular  apparatus  may  be 
used  without  performing  the  process.  Neither,  therefore,  depends  upon  the 
other. 
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The  appellant  has  discovered  that  incmstattoD  may  be  removed  by  condens- 
ing steam  upon  it  and  this  idea  is  the  basis  for  his  process  claims.  He  has 
also  devised  convenient  means  for  performing  his  process,  and  such  means 
constitutes  the  basis  for  his  apparatus  claims.  The  two  things  are  separate 
and  independent  both  in  conception  and  In  execution.  The  process  which 
consists  in  condensing  steam  upon  an  incrusted  surface  and  apparatus  whidi 
consists  of  two  chambers  separated  by  a  heat-conducting  partition,  and  pro- 
vided with  certain  inlets  and  outlets,  have  so  little  In  common  and  there  is 
such  an  utter  absence  of  necessary  relationship  between  them,  that  It  Is  diffi- 
cult to  see  upon  what  theory  they  could  be  regarded  as  one  Invention  or  as 
dependent  Inventions. 

We  fully  agree  with  the  quoted  statement  which  is  correct  in 
point  of  fact  and  logical  in  its  conclusion.  We  do  not  consider  it 
necessary  to  furnish  illustrations.  They  will  occur  to  any  one  who 
examines  the  specification.  Granting  that  there  is  any  discretion 
vested  in  the  Commissioner  of  Patents  to  require  division  between 
process  and  apparatus  claims,  when  the  process  may  be  carried  out  by 
the  use  of  apparatus  other  than  the  particular  apparatus  described, 
and  that  the  apparatus  claimed  may  be  used  for  purposes  other  than 
practicing  the  particular  process,  or  admitting  that  the  statute  either 
permits,  or  requires,  division  between  claims  for  process  and  appa-. 
ratus  when  they  are  not  dependent,  but  are  independent  inventions, 
then  the  discretion  vested  in  the  Commissioner  has  been  properly 
exercised  and  will  not  be  disturbed  by  us. 

Appellant  in  support  of  his  appeal  presents  these  points: 

I.  The  Commissioner's  decision  is  predicated  upon  an  Invalid,  because  on- 
constitutional,  statute. 

II.  The  Commissioner  exercised  an  invalid  authority  In  rendering  his  ded- 
siou. 

III.  The  Commissioner  invaded  appellants  legal  rights  in  rendering  his  said 
decision. 

IV.  The  Commissioner  erred  In  many  material  respects. 

If  appellant  is  to  be  understood  as  attacking  the  constitutionality 
of  section  4886  of  the  Revised  Statutes  because  it  provides  that  inven- 
tions or  discoveries  may  be  either  arts,  machines,  manufactures  or 
compositions  of  matter,  and  because  presumptively  no  two  of  these 
subjects  are  one  invention,  it  is  a  sufficient  answer  to  say  that  inven- 
tions have  been  thus  distinguished  continuously  since  1793,  and  that 
the  court  of  last  resort  has  been  called  upon  to  consider,  from  one 
standpoint  or  another,  this  division  of  inventions,  and  has  frequently 
recognized  the  distinctions  between  them  without  ever  intimating 
that  the  legislative  branch  of  the  Government  had  exceeded  its  p)ower 
in  so  classifying  inventions.  As  we  interpret  the  decision  of  the 
Supreme  Court  in  Steinmetz  v.  Allen^  supra^  it  recognizes  that  in- 
ventions are  lawfully  distinguished  into  the  four  classes  before  enu- 
merated, and  that  each  of  them  is,  or  may  be,  a  separate,  independent 
invention,  or,  as  is  said,  in  speaking  of  a  process  and  apparatus, 
"  they  may  be  completely  independent''  r"  ^  ^  ^T  ^ 
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If  section  4886  is  to  be  held  invalid,  such  ruling  will  have  to  be 
by  the  Supreme  Court.  For  us  to  do  so  would  be  in  effect  overruling 
many  decisions  of  that  Court.  In  Rubber  Co.  v.  Goodyear^  (9  Wall., 
788,)  after  defining  patentable  subjects  as  of  the  four  enumerated 
kinds  the  Court  said : 

The  patentability,  or  the  issuing  of  a  patent  as  to  one,  in  no  wise  affects  the 
rights  of  the  inventor  or  discoverer  in  respect  to  the  other. 

Again  in  HeaU  v.  Rice  (C.  D.,  1882, 215 ;  21  O.  G.,  1443 ;  104  U.  S., 
737)  the  Court  said,  in  speaking  of  an  apparatus  and  a  process  claim : 

It  might  well  be  that  Rice  was  entitled  to  patents  for  both,  separately,  or 
to  one  for  both  inventions.  But  it  is  too  plain  for  argument  that  they  are  per- 
fectly distinct 

Measured  by  the  rule  that  process  and  apparatus  may  be  completely 
independent  and  subjects  of  separate  patents  we  think  that  in  the 
present  case  claim  1  is  clearly  for  a  different  invention  than  the  in- 
vention of  the  apparatus  claims.  (See  also  Cochrane  v.  Deener^ 
C.  D.,  1877,  242;  11  O.  G.,  687;  94  U.  S.,  780;  James  v.  Campbell, 
C.  D.,  1882,  67;  21  O.  G.,  337;  104  U.  S.,  356;  Steinmetz  v.  Allen, 
supra,) 

It  is  next  urged  that  the  Commissioner  had  no  valid  authority  to 
require  division  in  this  case.  The  ruling  of  the  Supreme  Court  in 
Steinmetz  v.  Allen,  supra,  is  the  guiding  authority  to  govern  in  the 
decision  of  this  question  as  to  the  power  of  the  Commissioner  in  the 
premises.  From  a  careful  reading  of  the  opinion  in  that  case  we 
deduce  the  conclusion  that  a  process  and  an  apparatus,  while  pre- 
sumptively independent  inventions  when  considered  in  the  light  of 
section  4886  of  the  Revised  Statues,  they  nevertheless  may  be  so 
"  connected  in  their  design  and  operation  "  as  to  constitute  a  unitary 
invention;  that  when  constituting  independent  inventions  they  may 
not  be  claimed  in  one  and  the  same  application;  that  when  so  de- 
pendent as  to  constitute  a  unitary  invention  they  may  be  claimed  in 
one  and  the  same  application. 

If  we  are  correct  in  our  views  of  the  conclusions  of  the  Supreme 
Court,  it  follows  that  the  application  of  the  rule  to  a  given  case  in- 
volves the  exercise  of  judgment  and  discretion  in  every  case.  The 
facts  of  each  case  must  be  considered,  with  the  burden  upon  the  ap- 
plicant who  asserts  that  two  statutory  inventions  are  one  unitary 
invention.  We  are  confirmed  in  this  conclusion  by  the  utterances 
of  the  Court  in  the  Steinmetz  Case,  The  learned  justice  who  wrote 
the  opinion  quoted  with  approval  the  following  from  the  opinion  of 
the  Court  in  an  earlier  case.  Rennet  v.  Fowler,  (8  Wall.,  445 :) 

It  is  difficult,  perhaps  impossible,  to  lay  down  any  general  rule  by  which  to 
determine  when  a  given  invention  or  improvement  shall  be  embraced  in  one, 
two,  or  more  patents.  Some  discretion  must  necessarily  be  left  on  this  subject 
to  the  head  of  the  Patent  Office.    It  is  often  a  nice  and  perplexing  question. 
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It  is  further  said,  in  referring  to  Rule  41 : 

Without  that  rule  the  action  of  the  Patent  Office  can  be  accommodated  to 
the  character  of  inventions,  and  discretion  can  be  exercised,  and  when  exer- 
cised, we  may  say  in  passing,  except  in  cases  of  clear  abuse,  the  courts  will 
not  review  it. 

The  statute  being  constitutional  and  the  Supreme  Court  having 
laid  down  the  rule  that  not  in  all  cases  can  claims  for  process  and 
apparatus  be  joined  in  one  application,  it  follows  that  the  Commis- 
sioner in  requiring  division  exercises  a  valid  authority  and  if  cor- 
rectly exercised,  no  error  is  committed.  His  decision  in  the  case  at 
bar  being  correct  in  fact,  and  warranted  by  law,  there,  is  no  force  in 
appellant's  third  point  that  he  has  been  deprived  of  any  legal  rights 
by  the  Commissioner. 

If,  as  alleged  by  appellant,  in  his  fourth  contention,  the  Commis- 
sioner erred  in  any  material  respect,  such  alleged  errors,  save  as  before 
considered,  are  not  properly  before  us  at  this  time  and  therefore  need 
not  be  considered.  We  see  no  reason  for  disturbing  the  decision  of 
the  Commissioner  of  Patents  and  therefore  affirm  it,  and  it  is  so 
ordered. 

The  clerk  of  the  court  will  certify  this  opinion  and  proceedings  in 
this  court  in  the  premises  to  the  Commissioner  of  Patents,  according 
to  law.    Afftrmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Henry  v.  Doble. 

Decided  February  6,  1906, 
(122  O.  G.,  1308.) 

1.  Intebfebence — Originality — ^Diligence. 

Where  the  evidence  shows  that  H.  is  not  an  original  inventor.  Held  that 
the  question  of  the  diligence  of  D.  is  immaterial. 

2.  Same — Same. 

Where  plans  and  specifications  submitted  to  tlie  construction  company 
with  which  H.  was  connected  disclosed  the  invention  and  H.  prepared  a 
proposal  to  meet  said  requirements,  Held  that  H.  is  not  an  original  inventor. 

3.  Same — Same — Admission  Conclusive. 

If  there  could  be  any  doubt  that  the  invention  of  the  issue  was  disclosed 
by  certain  specifications  to  the  perception  of  H.,  who  undertook  the  prepa- 
ration of  a  proposal  to  meet  their  requirements,  it  is  removed  by  his  own 
admission  under  examination  as  a  witness  that  they  suggest  the  subject- 
matter  of  the  interference. 

Mr.  L.  S.  Bacon  and  Mr.  J.  H.  Milans  for  Henry. 
Mr,  Charles  E.  Foster  for  Poble, 
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Shepabd,/.; 

This  interference,  as  declared,  involved  the  applications  of  three 
parties,  namely,  that  of  George  J.  Henry,  filed  April  18,  1902;  that 
of  William  R.  Eckart,  filed  May  18,  1903;  and  that  of  William  A. 
Doble,  filed  October  17, 1903. 

The  issue  embraces  twelve  counts,  as  follows : 

1.  In  a  water-wheel  nozzle,  devices  to  move  or  deflect  the  same  so  that  the 
Jet  therefrom  will  impinge  upon  wholly,  in  part,  or  pass  the  water-wheel  buck- 
ets, and  in  combination  therewith,  devices  separately  adjustable  within  the 
nozzle  to  control  the  volume  of  water  discharged  therethrough,  substantially  as 
described. 

2.  In  combination  with  a  pivoted  nozzle  of  the  character  described,  means  for 
adjusting  said  nozzle  on  its  pivot,  and  instrumentalities  for  regulating  the 
cross-sectional  area  of  discharge  from  the  nozzle,  said  instrumentalities  behig 
carried  by  the  nozzle  and  free  to  move  therewith  whereby  the  same  may  be 
adjusted  irrespective  of  the  position  of  the  nozzle,  substantially  as  described. 

3.  In  combination  with  a  nozzle  of  the  character  described,  primary  means 
whereby  an  approximate  adjustment  may  be  given  said  nozzle  to  vary  the 
position  of  the  stream  discharged  therefrom,  and  secondary  means  on  the 
nozzle  for  regulating  the  cross-sectional  area  of  the  stream  to  correspond  with 
the  adjustment  of  the  stream*s  position,  substantially  as  described. 

4.  In  combination  with  a  pivoted  nozzle  mounted  to  swing  in  vertical  planes 
and  of  the  character  described,  means  for  regulating  the  cross-sectional  area 
of  discharge  from  the  nozzle,  said  instrumentalities  being  carried  by  the  nozzle 
and  free  to  move  therewith  whereby  the  same  may  be  adjusted  irrespective  of 
the  position  of  the  nozzle,  substantially  as  described. 

5.  In  combination  with  a  single-discharge  nozzle  of  the  character  described, 
primary  means  whereby  an  approximate  adjustment  may  be  given  said  nozzle 
to  vary  the  position  of  the  stream  discharged  therefrom  and  secondary  means 
on  the  nozzle  for  regulating  the  cross-sectional  area  of  the  stream  to  correspond 
with  the  adjustment  of  the  stream's  position,  substantially  as  described. 

6.  The  combination  with  the  line  or  supply  pipe,  of  a  discharge-nozzle  movably 
connected  thereto,  means  for  raising  and  lowering  the  nozzle  in  accordance  with 
the  load  variations,  and  means  whereby  the  outlet  area  for  the  stream  ejected 
from  the  nozzle  is  varied  to  meet  the  requirements  of  the  load  changes. 

7.  The  combination  with  a  nozzle,  of  means  for  raising  or  lowering  the  same 
proportionate  to  the  load  variations,  and  means  for  varying  the  stream's  area 
in  accordance  with  the  variation  of  the  nozzle  to  the  load  changes. 

S.  The  combination  with  a  deflectable  nozzle,  of  means  for  varying  the  position 
ther«K)f  in  accordance  with  the  load  variations,  a  longitudinally-movable  plug 
located  within  the  nozzle,  and  means  whereby  the  plug  Is  moved  in  or  out  to 
vary  the  outlet  area  for  the  stream  to  correspond  with  the  variation  of  the 
nozzle. 

9.  The  combination  with  a  nozzle,  of  means  for  varying  the  direction  of  the 
stream  ejected  therefrom  to  meet  the  requirements  of  the  load  variations,  and 
means  whereby  the  outlet  area  for  the  stream  is  varied  to  compensate  for  the 
load  changes. 

10.  A  nozzle  of  the  character  described  provided  with  means  for  adjusting  the 
position  thereof,  in  combination  with  means  whereby  the  discharge  from  the  noz- 
zle may  be  regulated  when  said  nozzle  occupies  any  of  its  adjusted  positions 
without  interfering  with  such  adjustment,  substantially  as  described. 
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11.  In  a  hydranlic  nozzle,  mechanism  for  regulating  the  amount  of  water 
discharged  therefrom,  in  combination  with  mechanism  for  moving  the  nozsle 
so  as  to  direct  or  deflect  the  stream  substantially  as  described. 

12.  In  a  hydraulic  nozzle,  mechanism  for  regulating  the  amount  of  water  dis- 
charged therefrom,  in  combination  with  automatic  mechanism  for  moving  the 
nozzle  so  as  to  direct  or  deflect  the  stream,  substantially  ns  described. 

The  Examiner  of  Interferences  described  the  invention  and  the 
meaning  of  the  several  counts  of  the  issue  in  the  following  language, 
which  we  adopt : 

The  invention  in  controversy  is  an  improvement  in  that  form  of  water-wheel 
In  which  a  Jet  of  water  under  high  pressure  is  directed  tangentially  toward  the 
wheel  and  impacts  upon  buckets  mounted  on  the  periphery  thereof.  In  order 
to  compensate  for  the  variations  in  the  load  ui>on  the  machinery  driven  by  the 
water-wheel,  it  has  been  the  practice  to  either  reduce  the  flow  of  water  by 
means  of  a  valve  or  gate,  or  to  deflect  the  jet  from  the  buckets  by  turning  a 
pivoted  nozzle  or  by  interposing  a  deflecting  plate  or  hood  in  the  path  of  the 
water  projected  from  a  stationary  nozzle.  All  of  these  expedients  are  old. 
The  issue  of  the  interference,  in  its  broadest  aspect.  Is  the  combination  of  means 
for  deflecting  the  stream  from  the  buckets  of  the  water-wheel,  with  medns  for 
varying  the  flow  of  water.  The  advantage  of  this  combination  lies  in  the  fact 
that  It  permits  compensation  for  the  momentary  variations  in  loiid  by  the 
action  of  a  governor  upon  the  mechanism  for  deflecting  the  Jet  of  water,  and 
also  provides  for  controlling  the  volume  of  water  in  the  Jet  to  compensate  for 
the  less  frequent  changes  In  load  or  to  meet  variations  in  the  water-supply. 
The  disadvantage  of  the  former  means  of  control,  that  by  deflecting  the  Jet,  lies 
in  the  resulting  waste  of  water.  Its  advantage  is  that  rapid  changes  in  load 
can  be  met  without  Injury  to  any  part  of  the  system.  Owing  to  the  fact  that 
impact  water  wheels  are  oi)erated  under  a  head  of  water  often  upwards  of  a 
thousand  feet,  it  is  not  practicable  to  compensate  for  rapid  variations  in  load 
by  throttling  the  water-supply,  as  the  sudden  stopt)age  of  the  flow  of  water 
causes  a  **  pipe-ram  "  or  **  pounding  "  which  sometimes  results  in  rupturing  the 
pipe.  The  less  frequent  variations  in  load  may,  however,  be  successfully  taken 
care  of  by  gradually  throttling  the  water-supply,  and  this  means  has  the  advan- 
tage of  economizing  water. 

Ck)unts  1  to  8  inclusive,  10,  11  and  12  of  the  issue  are  limited  to  a  movable 
nozzle  for  deflecting  the  Jet  of  water.  Ck)unt  9  Is  broad  enough  to  cover  a  sta- 
tionary nozzle  in  connection  with  a  plate  or  hood  for  deflecting  the  stream 
after  it  has  left  the  nozzle,  the  only  limitation  being  the  phrase  "  means  for 
varying  the  direction  of  the  stream  ejected  therefrom." 

Count  1  Is  limited  to  "devices  within  the  nozzle"  to  control  the  volume  of 
water,  and  count  8  is  limited  to  a  **  longitudinally-movable  plug  located  within 
the  nozzle  "  for  the  same  purpose.  The  remaining  claims  are  broad  enough  to 
cover  other  controlling  means,  including  certain  devices  referred  to  in  the  testi- 
mony In  which  the  amount  of  water  flowing  from  the  nozzle  is  controlled  by  a 
"cut-off  hood"  which  moves  transversely  over  the  end  of  the  nozzle  and  is 
external  thereto.  The  "cut-off  hood"  differs  from  the  deflect ing-plate  or 
deflectlng-hood  above  referred  to  In  that  the  former  reduces  the  amount  of 
water  by  contracting  the  outlet-orifi(*e  but  does  not  change  the  direction  of  the 
stream,  while  the  deflecting-plate  does  not  affect  the  amoimt  of  water  or  change 
the  outlet  area  of  the  nozzle,  but  changes  the  direction  of  the  stream  after  it 
has  left  the  nozzle. 
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From  the  foregoing  it  appears  tliat  counts  2  to  7,  10,  11  and  12  are  limited  to 
the  combination  of  a  movable  nozzle  with  means  for  regulating  the  amount  of 
water  discharged,  said  means  being  broadly  stated  so  as  to  cover  either  an 
internal  needle,  a  cut-off  hood,  or  other  form  of  valve.  Count  1  is  limited  to 
the  combination  of  a  movable  nozzle  with  means  "  within  the  nozzle  "  to  control 
the  volume  of  water  discharged,  and  count  8  to  the  combination  of  a  movable 
nozzle  with  "a  longitudinally-movable  plug  located  within  the  nozzle."  Count 
9  is  the  broadest  claim  and  is  limited  merely  to  the  combination  of  "  means  for 
varying  the  direction  of  the  stream  "  with  means  for  varying  the  outlet  area 

thereof. 

• 

After  an  exhaustive  review  of  the  evidence,  the  Examiner  of  Inter- 
ferences awarded  priority  to  Doble,  but  under  the  provisions  of  Rule 
126  directed  the  attention  of  the  Commissioner  to  the  fact  that  he 
was  of  the  opinion,  that  Doble's  evidence  established  prima  facie  the 
existence  of  the  statutory  bar  of  public  use  as  to  count  9  of  the  issue. 

Eckart,  who  was  a  witness  in  the  case  took  no  appeal  from  this 
decision,  and  has,  therefore,  passed  out  of  the  case. 

Henry  appealed  to  the  Examiners-in-Chief  who  likewise  awarded 
priority  to  Doble.  They  did  not  agree  with  the  Examiner  of  Inter- 
ferences as  to  the  public  use  of  the  invention  as  described  in  count 
9,  and  further  called  the  attention  of  the  Commissioner  to  the  fact 
that  in  their  opinion  counts  10,  11,  and  12  are  not  patentable  because 
anticipated  by  the  old  construction  comprising  a  movable  nozzle 
connected  with  a  Lombard  governor,  a  supply-pipe  connected  to  the 
nozzle,  and  a  gate-valve  in  the  supply-pipe. 

On  appeal  by  Henry  to  the  Commissioner  the  decision  awarding 
priority  to  Doble  was  affirmed.  Apparently  he  took  no  notice  of 
the  suggestion  of  the  Examiners-in-Chief  respecting  counts  10,  11, 
and  12.  The  question  of  public  use  he  expressly  reserved  for  con- 
sideration after  the  question  of  priority  shall  hrfve  been  finally  settled. 

Neither  the  Examiner  of  Interferences  nor  the  Commissioner  as- 
signs any  particular  date  to  the  conception  of  Doble,  but  find  merely 
that  he  had  it  prior  to  April,  1900.  The  Examiners-in-Chief  fix  the 
date  of  his  conception  as  early  in  1898. 

As  Eckart,  who  seems  moreover  not  to  have  been  an  inventor  at 
all,  is  out  of  consideration,  it  is  immaterial  to  determine  whether 
Doble  is  entitled  to  the  earlier  date.  Henry's  testimony  js  insuf- 
ficient to  show  that  he  had  any  knowledge  of  the  invention  earlier 
than  April  23,  1900,  and  all  of  the  tribunals  have  concurred  in  find- 
ing that  he  was  not  an  original  inventor  at  all.  If  he  was  not,  the 
question  of  Doble's  diligence  is  immaterial. 

It  appears  that  on  April  23,  1900,  the  Standard  Electric  Com- 
pany submitted  plans  and  specifications  to  several  construction  com- 
panies for  the  construction  of  a  proposed  power  plant.  These  were 
submitted,  among  others,  to  the  Pelton  Water  Wheel  Company,  of 
H.  Doc,  641,  59-2 43 
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which  Henry  was  then  an  employee.  Acting  for  that  company, 
Henry  made  some  drawings,  between  April  23,  and  May  10,  1900, 
in  connection  with  their  proposal  for  the  construction  aforesaid, 
which  he  claims  as  his  disclosure  of  the  invention. 

Among  the  specifications  of  the  Standard  Electric  Company 
appears  the  following: 

NOZZLES. 

Deflect  I  ng-uozzles  with  changeable  tii)s  of  approved  design  and  material  will 
be  used,  one  for  each  runner.  The  mecthanlsm,  under  control  of  a  Lombard 
governor,  will  be  such,  that  one  nozzle  at  a  time  will  be  deflected,  but  in  case  of 
a  short  circuit  both  nozzles  will  be  acted  uix)n  to  the  extent  of  deflecting  both 
streams  off  of  the  wheels.  The  object  of  this  arrangement  is  to  enable  one 
wheel-gate  to  be  closed  at  any  time,  and  by  means  of  the  other  wheel  to  operate 
the  generator  at  half-power.  Further,  to  provide  for  a  three-quarter  load 
without  excessive  waste  of  water,  one  of  the  deflect! ng-nozzles  will  be  fitted 
with  a  "  needle-valve  "  so  arranged  that  a  nozzle  of  three-inch  diameter  can 
have  its  area  reduced  one-half  (full  closure  is  not  required)  while  the  gene- 
rator is  running.  This  adjustment  is  to  be  made  by  hand  without  in  any  way 
interfering  with  governors'  action  on  the  deflecting-nozzles.  All  nozzles  must 
be  operated  in  a  vertical  plane,  and  must  be  guided  so  that  the  stream  from 
the  nozzles  will  be  properly  impinged  upon  the  buckets  in  every  position.  Tbe 
nozzles  will  be  properly  balanced  with  levers  and  adjustable  weights,  so  that 
the  governors*  action  may  be  uniform.  The  rock-shaft  and  lever  mechanism 
between  the  governor  and  nozzles  must  be  properly  arranged  and  secured  to 
prvent  accidents  from  bolts  or  pins  working  loose,  or  levers  breaking. 

At  that  time,  both  the  deflecting-nozzle  and  the  needle- valve  were 
well-known  devices;  and  the  evidence  tended  to  show  that  Doble 
suggested  the  combination  of  the  specification. 

The  drawings  accompanying  the  specifications  show  the  general 
arrangement  of  the  proposed  construction  comprising  the  main  sup- 
ply-pipe, two  branch  supply-pipes  leading  to  each  of  two  wheels,  a 
gate-valve  in  each  supply-pipe,  and  a  Lombard  governor.  This 
governor  acts  to  deflect  the  pivoted  nozzle  toward  or  away  from  the 
axis  of  the  wheel  so  that  more  or  less  of  the  water- jet  may  strike  its 
buckets. 

It  is  conceded  by  counsel  for  Henry  that  if  the  specifications  afore- 
said disclose  the  invention,  he  cannot  be  found  to  have  conceived  the 
broad  invention  of  the  issue.  He  contends,  however,  that  they 
merely  suggest  the  desirability  of  providing  an  automatic  governing 
device  with  means  for  hand  control,  that  is  to  say  a  result  to  be  ac- 
complished, without  describing  the  means  by  which  that  result  may 
be  attained. 

The  contention  is  without  foundation.  The  specifications  ex- 
pressly require  the  deflecting  or  deflectable  nozzle  provided  with  a 
needle-valve  to  reduce  the  area  of  its  outlet  as  occasion  might  from 
time  to  time  require.  This  reduction  is  to  be  one-half.  Merely 
reducing  the  supply  of  water  to  the  nozzle  would  not  have  that  effect 
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To  reduce  the  area  of  the  outlet,  therefore,  it  was  obviously  necessary 
to  place  the  specified  needle- valve  in  the  outlet;  -and  this  is  all  that 
Henry  did. 

If  there  could  be  any  doubt  that  the  invention  of  the  issue  was 
disclosed  by  these  specifications  to  the  perception  of  Henry,  who 
undertook  the  preparation  of  a  proposal  to  meet  their  requirements, 
it  is  removed  by  his  own  admission  under  examination  as  a  witness. 
The  specifications,  with  which  of  course  he  was  perfectly  familiar, 
having  been  read  to  him,  he  was  asked  if  they  did  not  suggest  the 
subject-matter  of  the  interference.    His  reply  was : 

Yes,  I  consider  that  It  suggests  it 

It  is  unnecessaiy  to  prolong  the  discussion.  The  Commissioner 
was  right  in  holding  that  Henry  cannot  be  regarded  as  an  original 
inventor,  and  in  awarding  priority  to  Doble.  His  decision  must 
therefore  be  affirmed.  It  is  so  ordered,  and  that  this  decision  be  cer- 
tified to  the  Commissioner  of  Patents  as  required  by  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Fowler  v.  Boyce. 

Decided  February  6,  1906. 

(122  O.  G.,  1720.) 

1.  PMOBrrY — ^Testimony  in  Contravention  of  Preliminaby  Statement. 

Where  the  junior  party  is  Hmited  by  his  preliminary  statement  to  dates 
subsequent  to  the  opposing  party's  record  date,  there  is  no  good  reason 
for  examining  the  testimony  of  such  junior  party  attempting  to  prove 
dates  earlier  than  those  set  up  in  such  preliminary  statement  where 
permission  to  amend  the  preliminary  statement  was  asked  and  refused. 

2.  Same — Same — Consent  of  Counsel  to  Consideration. 

Where  leave  to  amend  a  preliminary  statement  is  asked  and  refused  by 
the  Patent  Office,  testimony  tending  to  establish  dates  earlier  than  those 
alleged  cannot  be  considered  on  the  question  of  priority,  even  with  the 
consent  of  counsel,  unless  expressly  approved  by  the  Commissioner  of 
Patents  or  his  representatives. 

3.  Same — Same — ^Approval  of  Patent  Office. 

Cases  may  often  arise  where  the  interest  of  the  parties  and  the  public 
will  be  best  subserved  by  permitting  dates  earlier  than  those  set  forth  in 
preliminary  statements  to  be  proved.  It  should,  however,  be  done  under 
the  supervision  of  and  with  the  approval  of  the  Patent  Office. 

Mr.  C.  A,  Brown  and  Mr,  H.  A.  Seymour  for  Fowler. 
Mr.  Philip  Maitro^  Mr.  S.  T.  Cameron^  Mr.  Reeve  Lewisy  and  Mr. 
^V.  W.  Swan  for  Boyce. 
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DUELL,  e/.; 

This  interference  proceeding  is  a  companion  case  to  one  between 
the  same  parties  just  decided.  The  applications  upon  which  this 
interference  is  based  are  the  same  as  those  in  that  case.  The  evi- 
dence in  each  record  is  the  same.  A  third  party  was  originally  a 
party  to  that  interference  but  was  not  at  any  time  involved  in  the 
one  now  under  consideration.     The  issue  is  thus  defined : 

1.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line 
extending  from  a  substation  to  an  exchange,  of  a  line-relay  at  the  exchange,  a 
source  of  current  adapted  to  be  closed  through  said  line-relay  through  the 
agency  of  substation  apparatus,  cord  connecting  apparatus  for  connecting  said 
line  with  another  for  conversation,  a  cut-off  relay  included  in  a  high-resistance 
circuit  controlled  by  the  cord  connecting  apparatus,  a  line-signal  in  a  local 
circuit  including  the  armatures  of  said  relays,  the  circuit  through  said  line- 
signal  being  closed  when  the  line-relay  is  energized  and  the  cut-off  relay  is 
de^nergized,  a  supervisory  signal  included  in  said  high-resistance  circuit,  and 
means  whereby  the  deenergization  of  said  line-relay  causes  a  decrease  in  the 
resistance  of  the  circuit  through  said  supervisory  signal. 

2.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line 
extending  from  a  substation  to  an  exchange,  of  a  line-relay  at  the  exchange,  a 
source  of  current  adapted  to  be  closed  through  said  line-relay  through  the 
agency  of  substation  apparatus,  cord  connecting  apparatus  for  connecting  said 
line  with  another  for  conversation,  a  cut-off  relay  included  in  a  circuit  con- 
trolled by  the  cord  connecting  apparatus,  a  resistance  in  said  circuit,  a  line- 
signal  included  in  a  local  circuit  containing  the  armatures  of  said  relays,  the 
circuit  through  said  line-signal  being  closed  when  the  line-relay  is  energized 
and  the  cut-off  relay  Is  deenergized,  a  supervisory  signal  included  in  the  cir- 
cuit controlled  by  the  cord  connecting  apparatus,  and  means  whereby  the  de- 
energization  of  said  line-relay  causes  the  closure  of  a  low-resistan(*e  shunt- 
circuit  about  said  resistance. 

3.  In  a  telephone-exchange  system,  the  combination  with  a  telephone-line 
extending  from  a  substation  to  an  exchange,  of  a  line-relay  at  the  exchange,  a 
source  of  current  adapted  to  be  closed  through  said  line-relay  through  the 
agency  of  substation  apparatus,  cord  connecting  apparatus  for  <t)nnectlng  said 
line  with  another  for  conversation,  a  cut-off  relay  included  In  a  circuit  con- 
trolled by  the  cord  connecting  apparatus,  a  line-signal  Included  in  a  local  cir- 
cuit containing  the  armatures  of  said  relays,  the  circuit  with  said  line-signal 
being  closed  when  the  line-relay  Is  energized  and  the  cut-off  relay  is  deener- 
gized, and  a  supervisory  signal  included  in  the  circuit  controlled  by  the  cord 
connecting  apparatus,  the  operation  of  said  supervisory  signal  being  controlled 
by  said  line-relay. 

4.  The  combination  in  a  telephone-exchange  system  of  a  main  substation-cir- 
cuit controlled  by  a  switch  at  the  substation;  a  switch-socket  for  said  main 
circuit  and  a  switch-plug  adapted  to  be  inserted  therein,  the  said  socket  and 
plug  having  registering  main  and  local  circuit  contacts;  a  local  supervisory 
circuit  at  said  central  station  adapted  to  be  completed  through  the  local  contacts 
of  said  socket  and  plug ;  a  local  call-circuit  at  the  central  station  ;  a  supervisory- 
signal  device  in  the  supervisory  circuit;  a  call-signal  device  in  the  local  call- 
clrcult;  and  two  relays,  one  a  line-relay  having  its  windings  in  the  main 
substation-circuit  at  the  central  station  and  the  other  an  auxiliary  relay  having 
its  windings  In  the  supervisory  circuit,  said  relays  cooperating  to  control  the 
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supervisory  circuit  and  the  local  call-circuit  and  the  operation  of  the  sui)ervi8ory 
and  call  signals  therein. 

5.  The  combination  in  a  telephone-exchange  system,  of  a  main  substation^ 
circuit  controlled  by  a  switch  at  the  substation ;  a  switch-socket  for  said  main 
circuit  and  a  switch-plug  adapted  to  be  inserted  therein,  the  said  socket  and 
plug  having  registering  main  and  local  circuit  contacts;  a  local  supervisory 
circuit  at  said  central  station  adapted  to  be  completed  through  the  local  con- 
tacts of  said  socket  and  plug;  a  local  call-circuit  at  the  central  station;  a 
supervisory-signal  device  in  the  supervisory  circuit ;  a  call-signal  device  in  the 
local  call-circuit;  and  two  relays,  one  a  line-relay  having  Its  windings  In  the 
main  substation-crrcult  at  the  central  station  and  the  other  an  auxiliary  relay 
having  its  windings  In  the  supervisory  circuit  said  relays  having  associated 
armature-contacts  in  the  local  call  and  supervisory  circuits  respectively  whereby 
said  circuits  are  controlled  to  effect  the  operation  of  the  supervisory  and  call 
signals  therein. 

No  brief  was  filed  on  behalf  of,  nor  any  appearance  made  for 
appellant  when  the  case  was  called.  The  record  was  opened  by 
appellee  and  an  affirmance  prayed. 

All  of  the  Patent  Office  tribunals  awarded  priority  to  Boyce. 

Boyce,  as  we  have  said  in  the  companion  case,  being  the  senior 
party,  and  Fowler  being  limited  by  his  preliminary  statement  to 
dates  of  disclosure  and  actual  reduction  to  practice  subsequent  to 
Boyce's  record  date,  and  not  having  shown  any  reason  why  Boyce  is 
not  entitled  to  his  record  date,  we  see  no  good  reason  why  we  should 
review  testimony  that  was  not  permissible  under  Fowler's  prelimi- 
nary statement.  Fowler  was  refused  permission  to  file  an  amended 
preliminary  statement,  and  in  proceedings  such  as  these  we  do  not 
think  that  even  consent  of  counsel,  unless  expressly  approved  by  the 
Commissioner  of  Patents,  or  his  representatives,  warrants  ignoring 
a  rule  of  the  Office  that  parties  are  limited  to  the  dates  set  out  in 
their  preliminary  statements,  especially  when  leave  has  been  asked 
and  refused  to  permit  the  filing  of  an  amended  preliminary  state- 
ment, {nammond  v.  Basch,  C.  D.,  1905,  015;  115  O.  G.,  804;  24 
App.  D.  C,  and  cases  there  cited.)  The  Patent  Office  should,  from 
the  very  nature  of  interference  proceedings,  not  permit  parties  to 
them  to  ignore  the  rules  and  decisions  of  the  Office  without  its 
express  approval.  Cases  may  often  arise  wherfe  the  interest  of  the 
parties  and  the  public  will  be  best  subserved  by  permitting  dates 
earlier  than  set  forth  in  preliminary  statements  to  be  proven.  It 
should  however  be  done  under  the  supervision  of  and  with  the 
approval  of  the  Office,  or  else  all  rules  relating  thereto  should  be 
abolished. 

Boyce  upon  his  record  date  is  clearly  entitled  to  an  award  of  pri- 
ority, and  the  decision  of  the  Commissioner  of  Patents  is  therefore 
affirmed. 

This  opinion  and  the  proceedings  in  the  case  in  this  court  will  be 
certified  to  the  Commissioner  of  Patents  according  to  law.     Afjinned. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

O'CoNNELL  V,  Schmidt. 

Decided  February  IJ^,    1906. 

(122  O.  G.,  2065.) 

1.  Intebference — Patent  Office  Decisions  Uniform — Conclusions  Not  Bind- 

ing ON  Court. 
Where  the  three  Patent  Office  tribunals  have  been  in  accord,  and  conse- 
quently the  case  falls  within  the  decisions  of  this  court  that,  except  in 
extraordinary  cases,  it  will  not  disturb  the  findings  of  fact  of  the  Patent 
Office,  Held  that  this  does  not  mean  that  the  court  is  bound  by  the  con- 
clusions drawn  from  such  facts  unless  convinced  that  such  conclusions  are 
correct. 

2.  Same — Reduction  to  Practice. 

Where  a  model  was  constructed  that  clearly  disclosed  the  invention  and 
would  enable  those  skilled  in  the  art  to  thoroughly  understand  it,  in  brief 
sufficient  to  enable  the  utilization  of  the  invention  so  that  had  death  re- 
moved the  inventor  before  an  application  for  patent  had  been  filed  the 
invention  would  have  survived,  Held  that  in  the  absence  of  any  test  it 
does  not  constitute  an  actual  reduction  to  practice  unless  the  invention 
belongs  to  that  class  of  simple  inventions  which  require  no  other  proof  of 
their  practicability  than  the  construction  of  a  model. 

3.  Same — Due  Diligencj: — No  General  Rule. 

There  is  no  hard  and  fast  rule  by  which  to  determine  the  question  of  due 
diligence.  In  other  words,  there  is  no  general  inile  of  what  constitutes  dne 
diligence,  that  being  a  question  to  be  determined  by  all  the  facts  and  sur- 
rounding circumstances  in  the  particular  case. 

4.  Same — Same — Depends  on  Circumstances. 

Where  O'Connell  conceived  and  embodied  the  invention  in  a  model  which 
was  almo.st  a  reduction  to  practice,  and  had  it  been  connected  up  and  tested 
would  have  Ijeen  a  reduction  to  practice,  prior  to  the  date  when  his  rlral 
conceived  and  constructively  reduced  to  practice  by  filing  his  application, 
and  where  at  the  time  his  rival  entered  the  field  O'Connell  was  urging  that 
the  invention  be  accepted  and  patented,  and  although  his  application  was 
not  filed  until  a  few  days  over  five  months  after  that  of  his  rival  the 
application  was  prepared  and  executed  a  month  before  filing,  and  where 
although  O'Connell  might  have  had  his  working  model  tested  in  the  inter- 
vening time  it  would  not,  according  to  his  witnesses,  expert  in  the  art, 
have  given  them  any  more  knowledge  of  the  invention.  Held  that  there  is 
no  rule  which  under  these  circumstances  requires  an  inventor  to  rush  to  the 
Patent  Office  in  order  to  preserve  his  rights  as  the  first  inventor. 

Mr.  G.  P.  Barton  and  Mr.  De  Witt  C.  Tanner  for  the  appellant. 
Messrs.  Ofpeld.^  Tov<le  rf'  Linthicum  and  Mr.  L.  S.  Bacon  for  the 
appellee. 

DUELL,  /.; 

In  this  case,  which  is  an  appeal  from  the  decision  of  the  Commis- 
sioner of  Patents  awarding  priority  of  invention  to  the  senior  party, 
Louis  A.  Schmidt,  it  appears  that  the  three  Patent  Office  tribmials 
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have  been  in  accord,  and  consequently  the  case  falls  within  the  de- 
cisions of  this  court  that,  except  in  extraordinary  cases,  we  will  not 
disturb  the  findings  of  fact  of  the  Patent  Office.  This  however  does 
not  mean  that  we  are  bound  by  the  conclusions  drawn  from  such 
facts  unless  we  are  convinced  that  such  conclusions  are  correct. 
The  lower  tribunals  may  agree  that  certain  facts  do  not  prove  a 
reduction  to  practice  or  due  diligence.  This  tribunal,  while  accept- 
ing the  facts,  may  be  convinced  that  the  conclusion  is  erroneous  and 
therefore  for  that  reason,  be  compelled  to  reverse  the  judgment  ap- 
pealed from.  The  nature  of  the  invention  in  controversy  is  suffi- 
ciently disclosed  by  the  counts  of  the  issue  which  read : 

1.  The  combination  with  a  traveling  transmitter  mechanism,  of  a  counting- 
train  comprising  rotatable  cylinders  having  teeth  adapted  to  be  introduced 
successively  into  the  path  of  said  transmitting  mechanism  and  cooperating 
therewith,  and  a  circuit  including  a  responsive  device  controlled  by  said 
transmitter  mechanism,  whereby  the  number  registered  upon  the  train  of 
counting-cylinders  is  transmitted  to  said  responsive  device. 

3.  The  combination  in  a  connection-register,  of  a  movable  part,  and  means 
for  effecting  a  progressive  displacement  of  said  part  in  the  act  of  registration, 
a  transmitting-arm  adapted  to  cooperate  with  the  movable  part  to  measure 
its  displacement  without  changing  the  same,  and  a  circuit  including  a  responsive 
device  controlled  by  said  transmitting-arm,  whereby  the  register  may  be  read 
from  a  distance  without  destroying  its  record. 

4.  The  combination  with  a  subscriber's  telephone-line,  of  a  connection-register 
at  the  substation  thereof,  a  responsive  device  in  the  circuit  of  the  line  at  the 
central  office,  a  transmitting  mechanism  at  the  substation,  a  movable  part  for 
the  aforesaid  .connection-register,  adapted  to  co5perate  with  the  transmitting 
mechanism  in  controlling  the  circuit  of  the  line,  means  for  effei'ting  a  pro- 
gressive displacement  of  said  part  in  the  act  of  registering  a  connection,  and 
means  for  producing  a  relative  movement  of  said  movable  part  and  the  trans- 
mitting mechanism  to  measure  said  displacement  without  altering  the  same, 
whereby  the  connection-register  may  be  read  from  the  central  office  without 
destroying  its  record. 

6.  In  combination,  a  series  of  tally-wheels  each  provided  with  a  circumferen- 
tial series  of  contact-surfaces  representing  characters,  a  traverser  relatively 
movable  across  said  wheels,  an  electric  circuit  including  said  traverser,  means 
operating  to  make  and  break  said  circuit  each  time  said  traverser  passes  over 
one  of  said  contact-surfaces,  means  for  stepping  the  tally-wheels  forward,  and 
means  for  actuating  the  traverser. 

6.  In  combination,  a  series  of  tally-wheels  each  provided  with  a  circumferen- 
tially-disposed  series  of  contact-surfaces  corresponding  to  the  digits  and  ar- 
ranged in  groups  each  group  extending  longitudinally  of  the  series  of  wheels, 
transfer  mechanism  for  properly  actuating  each  tally-wheel  except  the  first 
from  the  next  of  lower  order,  a  ratchet  mechanism  for  stepping  forward  the 
units  tally-wheel,  an  electrical  signaling  device  operatlvely  connected  with  said 
ratchet  me<4]anism  and  whereby  a  signal  is  given  each  time  the  ratchet  mech- 
anism is  operated,  a  traversing  contact  device  guided  to  reciprocate  across  the 
face  of  said  series  of  tally-wheels  to  take  a  tactual  reading  from  the  contact- 
surfaces  thereof,  and  an  electric  circuit  operatlvely  connected  with  said  trav- 
ersing device  and  alternately  opened  and  closed  during  the  traverse  of  the 
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latter  a  number  of  times  equal  to  the  number  of  units  in  the  several  groups  in 
longitudinal  alinement  at  the  time  of  reading. 

7.  In  combination,  a  plurality  of  interconnected  carrying-counters,  means  for 
actuating  the  same  to  tally  thereon,  each  counter  provided  with  groups  of  con- 
tact-surfaces representing  numerals,  means  for  talcing  a  tactual  reading  from 
said  counters,  and  means  to  transmit  said  reading  electrically  to  a  distance. 

The  facts  as  found  by  the  three  tribunals  of  the  Patent  Office, 
which  we  accept  when  taken  in  connection  with  other  facts  not 
inconsistent  with  them,  show :  First,  that  Schmidt,  the  senior  party, 
does  not  show  any  earlier  date  of  conception  than  February  10, 
1902,  the  date  of  the  filing  of  his  application.  Second :  That  O'Con- 
nell,  the  junior  party,  caused  to  be  constructed  two  models,  known 
respectively  as  the  "  Messinger "  and  "  Tuerk "  models ;  that  the 
former  was  made  early  in  November,  1901,  and  the  latter  completed 
November  27,  1901;  that  these  models  were  not  operative  devices; 
that  by  means  of  these  models  the  invention  in  controversy  was 
explained  during  the  same  month  to  others  skilled  in  the  art,  who, 
by  such  disclosure  thoroughly  understood  the  invention;  that  the 
invention  was  offered  that  month  to  the  Western  Electric  Company; 
that  whenever  O'Connell  came  to  Mr.  McBerty's  office  he  urged  that 
the  invention  be  accepted,  and  that  in  April  or  May,  1902,  he  became 
so  insistent  that  McBerty  some  time  prior  to  June,  1902,  ordered  the 
application  prepared;  that  it  was  prepared  by  means  of  the  Tuerk 
model,  and  executed  and  sworn  to  June  19,  1902,  and  on  the  same 
day  assigned  to  the  Western  Electric  Company ;  and  that  the  appli- 
cation was  filed  and  the  assignment  recorded  July  19,  1902. 

From  these  facts  the  Patent  Office  tribunals  found  Schmidt  to  be 
entitled  to  a  date  of  conception  and  constructive  reduction  to  prac- 
tice as  of  his  filing  date,  February  10,  1902.  This  finding  is  correct 
and  is  based  upon  repeated  decisions  of  the  Patent  Office  and  of  this 
court. 

It  was  further  found  by  them  that  O'Connell  was  entitled  to  a 
date  of  conception  and  disclosure  as  of  the  latter  part  of  November, 
1901,  but  that  he  was  not  entitled  to  any  earlier  date  of  reduction 
to  practice  than  that  of  the  filing  date  of  his  application,  which 
was  July  19,  1902.  ^Tiile  the  models  were  clearly  sufficient  to  dis- 
close the  invention,  and  enabled  those  skilled  in  the  art  to  thoroughly 
understand  it,  and  to  prepare  an  application  for  patent,  and  though 
indicating  no  circuits  of  operation,  their  intended  use  in  such  cir- 
cuits were  understood — in  brief  sufficient  to  enable  the  utilization  of 
the  invention  so  that  had  death  removed  the  inventor  before  an 
application  for  patent  had  been  filed  the  invention  would  have  sur- 
vived— we  do  not  think,  under  all  the  circumstances,  and  in  the 
absence  of  any  test,  that  they  can  be  treated  as  a  reduction  to 
practice.    The  invention  does  not  belong  to  that  class  of  simple  in- 
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ventions  which  require  no  other  proof  of  their  practicability  than  the 
construction  of  a  model.  We  agree  therefore  with  the  Patent  Office 
tribunals  in  their  conclusion  that  they  did  not  constitute  an  actual 
reduction  to  practice  and  therefore  there  is  no  proof  of  any  earlier 
reduction  to  practice  than  July  19,  1902,  the  date  when  O'Connell 
filed  his  application  for  patent. 

This  brings  us  to  the  serious  question  in  the  case.  O'Connell  be- 
ing the  first  to  conceive  and  disclose,  is  entitled  to  the  patent  over 
Schmidt,  provided  he  used  reasonable  diligence  in  adapting  and  per- 
fecting his  invention.  It  is  unnecessary  to  cite  authorities  in  support 
of  this  .proposition  so  often  has  it  been  approved.  This  is  so  even 
though  Schmidt  had  actually  or  constructively  reduced  it  to  prac- 
tice before  him.  O'Connell  having  first  conceived  and  disclosed  the 
invention  was  under  no  obligation  of  diligence  until  just  prior  to 
the  date  when  his  rival  entered  the  field.  The  time  to  be  considered 
is  five  months  and  ten  days.  There  is  no  hard  and  fast  rule  by  which 
to  determine  the  question  of  due  diligence.  In  other  words  "  there 
is  no  general  rule  of  what  constitutes  due  diligence,  that  being  a 
question  to  be  determined  by  all  the  facts  and  surrounding  circum- 
stances in  the  particular  case."  Ijct  us  examine  the  facts  and  circum- 
stances in  the  case  before  us.  O'Connell  had  conceived  the  idea,  and 
had  embodied  it  in  models  which  almost  amounted  to  a  reduction  to 
practice  and  which,  had  the  second  one  been  connected  up  and  tested, 
would  have  amounted  to  a  reduction  to  practice.  He  had  placed  the 
invention  before  those  who  under  certain  conditions  were  entitled  to 
patent  it.  At  the  time  when  his  rival  entered  the  field  he  was  urging 
that  the  invention  be  accepted  and  patented.  That  was  in  February, 
1902.  In  April  or  May  of  the  same  year  O'Connell  becoming  more 
persistent  the  application  was  at  some  time  prior  to  June  19,  1902, 
prepared,  and  on  that  day  the  oath  to  the  application  was  executed 
by  him  and  the  application  assinged  to  the  Western  Electric  Com- 
pany. There  is  nothing  to  show  that  the  date  of  the  oath  is  not  cor- 
rectly and  truthfully  given.  The  burden  is  upon  the  party  question- 
ing the  correctness  of  the  date  to  show  it.  {Barry  v.  Uoffman^  6  Md., 
78;  Pringle  v.  Dunn^  37  Wis.,  449;  Bariiett  v.  Proskauer^  62  Ala., 
486;  Baldwin  v.  Bornheimer^  48  Cal.,  433.)  The  application  how- 
ever was  not  filed  until  a  month  later.  At  the  most  O'Connell's  delay 
after  Schmidt  entered  the  field  was  only  a  few  days  over  five  months ; 
and  a  month  less  in  having  an  application  for  patent  prepared  and 
executed,  and  that  application  was  directed  to  be  prepared  a  consid- 
erable time  before.  During  the  intervening  time  O'Connell  might, 
it  is  true,  have  had  his  working  model  tested,  but  that  would  not, 
according  to  his  witnesses,  experts  in  the  art,  give  them  any  more 
knowledge  of  the  invention.    We  know  no  rule  which,  under  the  cir- 
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cumstances  of  this  case,  requires  an  inventor  to  rush  to  the  Patent 
Office  in  order  to  preserve  his  rights  as  the  first  inventor.  While 
giving  to  Schmidt  the  full  benefit  of  the  first  reduction  to  practice 
we  must  remember  that  such  reduction  was  constructive  and  not 
actual.  In  cases  where  the  facts  are  as  here  shown  the  courts  should 
be  slow  to  deprive  the  one,  who  first  conceives  the  idea  and  so  fully 
discloses  it  as  did  this  appellant,  of  a  patent  because  one  later  to  con- 
ceive and  disclose  files  his  application  for  patent  a  short  time  before 
him,  and  while  he  shows  so  conclusively  that  he  is  not  concealing  his 
invention  nor  intending  to  abandon  it. 

The  facts  in  the  cases  cited  by  the  lower  tribunals  and  relied  upon 
in  support  of  their  contention  that  appellant  was  not  duly  diligent 
are  quite  different  from  those  in  the  case  at  bar.  In  Kasson  v. 
HetKerington  (C.  D.,  1899,  143;  88  O.  G.,  1157)  Kasson,  who  con- 
ceived in  May,  1894,  did  nothing  from  October,  1894,  to  the  time 
when  he  filed  his  application,  March  30j  1896.  A  delay  of  about 
eighteen  months.  His  adversary  entered  the  field  in  September,  1894, 
and  had  issued  to  him  a  patent  in  June,  1895,  more  than  nine  months 
before  Kasson 's  application  was  filed. 

In  ^yatson  v.  Thomas  (C.  D.,  1904,  587;  108  O.  G.,  1590;  23  App. 
D.  C.,*66)  it  appears  that  Thomas,  the  senior  party,  relied  upon  his 
record  date  which  was  December  17, 1896.  Watson,  the  junior  party, 
conceived  the  invention  eleven  months  before  Thomas  filed  his  appli- 
cation, but  his  reduction  to  practice  was  thirteen  months  after  his 
conception.  Furthermore  Kasson  and  Thomas,  at  the  time  when 
their  rivals  entered  the  field  had  only  made  sketches  and  drawings, 
while  in  the  case  at  bar  O'Connell  had  made  devices  which  had  they 
been  placed  in  circuits  and  operated  would  have  constituted  a 
reduction  to  practice.  They  were  further  shown  to  those  skilled  in 
the  art,  and  by  means  thereof  the  invention  and  its  practicability 
fully  disclosed.  These  facts  should  have  considerable  weight  in 
determining  the  question  of  diligence.  {Tlammond  v.  Basch,  C.  D., 
1905,  615 ;  115  O.  G.,  804 ;  24  App.  D.  C,  469.) 

Under  all  the  circumstances  of  the  case,  we  think  it  would  be  unjust, 
and  not  warranted  by  law,  to  deprive  O'Connell  of  his  invention  and 
to  award  a  patent  to  one  who  is  not  the  first  inventor.  We  consider 
that  appellant  is  entitled  to  an  award  of  priority  of  invention. 

It  follows  that  the  decision  of  the  Commissioner  of  Patents  was 
erroneous,  and  we  therefore  reverse  his  decision. 

The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceedings 
in  this  court  in  the  premises,  to  the  Commissioner  of  Patents  accord- 
ing to  law.    Reversed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Anderson  v.  Wells. 

Decided  March  6,  1906. 

(122  O.  a,  3014.) 

1.  INTERFEBENCE — ORIGINALITY — DISCLOSURE  TO  OPPOSING  PaRTY. 

When  a  party  claims  an  invention  and  also  to  have  communicated  that 
invention  to  another,  who  has  applied  mechanical  worlc  thereto  and  put 
such  invention  into  practice,  claiming  the  same  as  his  own,  the  communica- 
tion in  order  to  be  eflfectual  must  be  shown  to  have  been  full  and  clear  as 
to  all  the  essential  elements  of  the  invention  and  such  as  was  sufficient 
in  itself  to  enable  the  party  to  whom  the  disclosure  was  made  to  give  the 
invention  practical  form  and  effect  without  the  exercise  of  invention  on  his 
part 

2.  Same — Diligence. 

A.  conceived  the  invention  In  July,  1902,  and  endeavored  to  make  the 
same  in  his  own  shop  and  to  have  the  same  made  by  another  in  the  latter 
part  of  the  year,  but  failed  on  account  of  lack  of  proper  machinery.  In 
the  early  part  of  January,  1903,  he  applied  to  a  company  by  which  W.,  the 
opposing  party,  was  employed  and  unsuccessfully  endeavored  to  make  some 
arrangements  with  them  to  manufacture  the  device.  In  April  or  May, 
1903,  he  applied  to  another  company,  who  made  the  device  some  months 
later.  He  filed  his  application  December  14,  1903.  W.  entered  the  field  in 
the  latter  part  of  January,  1903,  after  A.'s  visit  to  his  company,  and  filed 
his  application  March  27,  1903,  on  which  a  patent  was  granted  May  26, 
1903.  Held  that  W.  Is  entitled  to  the  award  of  priority,  as  A.  was  not 
diligent. 

Mr.  Marcellus  Bailey  for  Anderson. 
Mr.  John  C.  Dewey  for  Wells. 

McCoMAS,  J. : 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents. 
The  parties  to  the  interference  are  Joel  C.  Wells,  appellee,  who  filed 
his  application  March  27,  1903,  and  to  whom  a  patent  was  granted 
May  26,  1903,  and  James  C.  Anderson,  appellant,  who  filed  his  appli- 
cation December  14,  1903. 

The  interference  embraces  four  counts : 

1.  In  rimless  spectacles,  means  for  attaching  the  temple  at  the  outer  edge  of 
the  lens,  comprising  a  strap  or  loop,  extending  over  the  edge  of  the  lens,  and 
secured  thereto  by  a  screw,  and  a  knob  or  projection  on  the  inner  side  of  said 
strap,  with  its  outer  edge  substantially  on  a  line  with  the  outer  edge  of  the 
strap,  said  knob  having  a  slot  therein  to  receive  the  end  of  the  temple,  and  a 
stud  or  screw  to  pivotally  secure  the  temple  thereto,  substantially  as  shown 
and  described. 

2.  In  rimless  spectacles,  the  combination  with  the  lens,  of  means  for  attach- 
ing the  temple  thereto,  said  means  comprising  a  strap  extending  over  the  outer 
edge  of  the  lens,  and  secured  thereto,  and  a  knob  or  projection  on  the  inner 
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Side  of  said  strap,  the  outer  edge  of  said  Ijnob  or  projection  being  substantially 
in  line  with  the  outer  edge  of  the  strap,  and  said  knob  having  a  slot  or  recess 
therein  to  receive  the  end  of  the  temple,  and  a  stud  or  screw  to  pivotally  secure 
the  temple  thereto,  substantially  as  shown  and  described. 

3.  In  rimless  spectacles,  the  combination  with  the  lens,  of  means  for  attach- 
ing the  temple  thereto,  said  means  comprising  a  strap  or  loop  extending  over 
the  outer  edge  of  the  lens,  and  secured  thereto,  and  a  knob  or  projection  on  tlio 
inner  side  of  said  strap,  and  at  the  outer  edge  thereof,  and  substantially  in  line 
with  the  outer  edge  of  the  strap,  and  within  the  outer  edge  of  the  lens,  said 
knob  having  a  slot  or  recess  therein,  to  receive  the  end  of  the  temple,  and  a 
stud  or  screw  to  pivotally  secure  the  temple  thereto,  substantially  as  shown 
and  described. 

4.  In  rimless  spectacles,  the  combination  with  the  lens,  of  means  for  attach- 
ing the  temple  thereto,  said  means  comprising  a  strap  or  loop,  extending  over 
the  outer  edge  of  the  lens,  and  beyond  the  edge  of  the  lens  the  thickness  of  the 
strap  only,  and  secured  to  the  lens,  and  a  knob  or  projection  upon  the  inner 
side  of  the  strap,  and  at  the  outer  edge  of  the  strap,  and  substantially  in  line 
with  the  outer  edge  of  the  lens,  said  knob  or  projection  having  a  slot  or  recef« 
therein  to  receive  the  end  of  the  temple,  and  a  stud  or  screw  to  pivotally  secure 
the  temple  thereto,  substantially  as  shown  and  described. 

The  matters  involved  in  these  counts  are  well  stated  by  the  Exam- 
iner of  Interferences,  who,  after  saying,  that  it  is  an  old  device  in 
rimless  spectacles  to  have  the  projection  to  which  are  secured  the 
temple-bows  extending  inwardly  at  right  angles  to  the  securing  strap 
or  loop,  as  shown  in  the  patents  to  one  Thomas  and  to  one  Fox ;  that 
in  none  of  these  patents  does  the  projection  stand  in  line  with  the 
outer  edge  of  the  strap  and  within  the  outer  edge  of  the  lens;  that  in 
Mansfield's  patent  the  temple-support  is  shown  to  be  within  the 
outer  edge  of  the  lens ;  proceeds  as  follows  : 

The  invention  at  issue  involves  an  improvement  in  that  construction  of  rimless 
spectacles  which  have  a  strap  or  loop  extending  over  the  outer  end  of  the  lens 
and  secured  thereto  by  a  screw.  The  novel  feature  consists  in  locating  the 
knob  or  projection  to  which  the  temple-bows  are  pivotally  secured  on  the  inner 
side  of  the  strap,  with  its  outer  edgcj  substantially  on  a  line  with  the  outer 
edge  of  said  strap.  To  place  the  knob  or  projection  of  the  patents  to  Thomas 
or  Fox  slightly  inward  so  as  to  be  flush  with  the  lens  would  produce  the  inven- 
tion in  controversy.  It  is  evident,  therefore,  that  the  invention  is  of  an  exceed- 
ingly limited  character. 

The  Examiner  of  Interferences  awarded  priority  of  invention  to 
Wells.  On  appeal,  the  Examiners-in-Chief  reversed  the  decision  of 
the  Examiner  of  Interferences  and  awarded  priority  to  Anderson. 
On  appeal,  the  Commissioner  of  Patents  reversed  this  decision  and 
awarded  priority  of  invention  to  Wells.  From  the  Commissioner's 
decision,  Anderson  appealed  to  this  court. 

The  appellant  alleges  that  he  conceived  and  disclosed  the  inven- 
tion about  July  1, 1902,  and  made  a  model  showing  the  invention  and 
subsequently  engaged  the  services  of  a  manufacturer  and  had  several 
samples  made  endeavoring  to  attain  great  accuracy,  and  gave  orders 
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to  the  manufacturer  of  his  invention  in  quantities,  and  being  apprised 
of  the  granting  of  a  patent  for  his  invention  to  Wells,  thereupon 
countermanded  his  order  for  the  manufacture  of  the  goods  to  await 
the  determination  of  his  right  to  the  priority  of  invention.  Ander- 
son is  an  inventor  to  whom  has  been  granted  probably  a  hundred  pat- 
ents. He  says  his  habit  is  to  thoroughly  demonstrate  and  practically 
complete  his  numerous  inventions  before  applying  for  a  patent. 

Anderson  had  trouble  with  his  glasses  and  went  to  an  optician  in 
Baltimore  to  procure  a  satisfactory  pair  and  failing  to  get  them, 
about  July  1,  1902,  conceived  the  idea  of  making  glasses  in  accord- 
ance with  the  issue.  He  intended  to  construct  short  bows  or  "  tem- 
ples "  in  lieu  of  the  long  bows  and  adapt  them  conveniently  for  use 
on  his  own  head.  He  sought  to  dispense  with  the  lugs  or  projections 
extending  outward  in  a  line  with  the  lenses  and  he  attempted  to 
change  some  of  the  rimless  spectacles  with  long  ear-bows,  which  he 
had  purchased  from  the  Baltimore  optician,  into  the  form  he  desired. 
He  sought  to  have  "  the  longitudinal  projections  removed  and  the 
lugs  and  hinge  of  the  bows  placed  immediately  behind  the  lugs  which 
attach  the  bows  to  the  lenses,'*  and  said  he : 

I  called  in  my  superintendent  of  the  machinery  department  to  malce  the 
necessary  changes,  explaining  to  him  at  the  time  fully  my  purposes  and  what  I 
desired  him  to  do. 

Anderson  asked  him  "  if  he  could  not  cut  off  these  lugs  and  solder 
them  in  the  position  desired  leading  directly  back  from  the  ends  of 
the  lenses.  The  brittle  glass  and  the  hard-metal  bow?  and  the  lack 
of  special  facilities  foiled  his  efforts.  He  called  in  H.  C.  Moberly, 
another  employee,  and  Anderson  adds — 

explaining  to  him  fully  at  the  time  my  purpose  not  only  of  having  the  lugs 
brought  back  to  a  position  in  line  with  the  end  of  the  lens  and  leading  back- 
ward, but  my  desire  to  lessen  the  obstruction  to  view  by  reason  of  this  un- 
necessary chunk,  as  I  termed  it,  extending  in  the  line  of  vision. 

Anderson  testified  that  for  some  years  he  had  an  experimental 
shop  at  the  works  of  the  Murrill  &  Reiser  Company  of  Baltimore; 
that  his  superintendent  referred  to  was  James  Anderson,  a  mechanical 
engineer  and  draftsman,  not  related  to  the  appellant,  and  that  Harry 
C.  Moberly  was  a  machinist  employed  at  the  works  of  the  Murrill  & 
Reiser  .Company. 

Anderson  successively  instructed  these  witnesses  in  the  first  in- 
stance to  cut  off  the  lug.  That  attempt  was  a  failure.  The  superin- 
tendent Anderson  says  the  idea  was  to  cut  it  off,  "  the  hinge  part  to 
be  soldered  to  the  back  of  the  lug  to  come  flush  with  the  outer  edge 
of  the  strap."  But  the  witness  found  if  that  were  done  sufficient 
stock  would  not  be  left  to  hold  the  hinge  together,  and  then  the  ap- 
pellant, Anderson,  asked  the  witness  "if  we  could  not  bend  it  over 
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sufficient  to  show  his  idea,  what  he  was  driving  at,"  and  when  shown 
an  exhibit  containing  all  the  elements  of  the  issue,  and  being  asked 
how  a  pair  of  spectacles  such  as  Anderson  wanted  made  in  June, 
1902,  would  compare  in  construction  with  the  exhibit,  the  witness 
said  "  it  would  be  the  same  as  this  sample  in  all  respects."  The  su- 
perintendent fixes  the  time  of  these  efforts  about  the  middle  of  June^ 
1902.  Harry  C.  Moberly,  before  mentioned,  said  that  between  the 
latter  part  of  May  and  the  middle  of  June  he  worked  on  a  pair  of 
rimless  glasses  under  instructions  from  Anderson  who  asked  him  to 
bend  the  lug  of  a  pair  of  rimless  glasses  with  long  bows  which  were 
given  him  "  around  in  front  of  the  glasses^  on  a  line  with  the  outer 
edge."  The  witness  tried  to  do  this  and  he  broke  one  of  the  lugs 
and  next  broke  a  pair  of  round-nose  pliers  which  were  exhibited. 
Moberly  said: 

Anderson  wanted  this  lug  here  extending  out,  be  wanted  to  bring  it  betiind 
in  line  with  the  outer  edge  of  the  glasses — 

and  he  identified  the  lug  which  he  had  broken  and  which  he  had 
first  "  started  to  cut  off  and  then  in  bending  broke  off."  The  testi- 
mony of  Moberly  identifies  the  invention  of  the  issue  in  this  inter- 
ference and  proves  in  Anderson's  behalf  a  conception  of  the  invention 
of  the  issue  about  July,  1902. 

In  the  early  fall  of  that  year  Anderson  applied  to  Martin  A.  Leese. 
an  optician  of  Washington,  D.  C.  Leese  says  Anderson  said  he  had 
had  difficulty  in  having  his  work  done  and  he  wanted  Leese  to  make 
spectacles  with  a  short-bow  rimless  frame. 

He  wanted  me  to  reconstruct  them  and  put  the  Iwws  on  the  inside  of  the 
glass,  but  the  machinery  we  have  in  our  shop  would  not  allow  me  to  do  the 
work  just  as  he  wished  it. 

Leese  made  several  samples.  Anderson  told  Leese  that  his  samples 
were  not  fully  up  to  his  idea,  and  Leese  then  referred  Anderson  to 
the  Standard  Optical  Company  of  Geneva,  N.  Y.,  and  the  American 
Optical  Company  of  Southbridge,  Mass.,  who  could  satisfy  him. 

When  the  first  count  of  the  issue  was  read*  to  Leese  he  was  asked 
how  near  it  described  the  construction  which  Anderson  desired  him 
to  make  and  he  replied  "  that  is  about  what  he  wanted  me  to  do,'' 
and  looking  at  Anderson's  exhibit,  which  involved  the  elements  of 
the  issue,  he  said  "  it  is  the  idea  exactly,"  and  later  added  that  he 
had  no  difficulty  in  understanding  "  exactly  what  Mr.  Anderson 
wished." 

The  testimony  of  Anderson  and  Moberly  convinces  us  that  what 
Anderson  had  in  mind  when  he  went  to  Leese  was  the  production  of 
a  hinged  joint  containing  a  lug  no  part  of  which  would  project  be- 
yond the  outer  edge  of  the  attaching-strap,  and  Leese,  examining  the 
glasses  with  the  chunk  which  Moberly  broke  in  the  attempt  to  ac- 
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complish  Anderson's  design,  said  that  to  his  best  recollection  "  this 
is  about  what  he  (Anderson)  had  in  there "  and  added  that  the. 
glasses  "  have  his  idea  of  short  bows  and  bear  evidence  of  some  one 
attempting  to  do  what  he  wished  me  to  do." 

Anderson  testifies  that  when  he  realized  that  Leese  lacked  the 
machinery  to  do  what  he  wanted  in  the  early  part  of  January,  1903, 
he  called  at  the  office  of  the  American  Optical  Company  and  there 
met  Mr.  George  W.  Wells,  and  one  or  both  of  his  sons,  one  of  whom 
is  the  appellee  here.  Anderson  testifies  that  he  exhibited  to  them  a 
pair  of  short-bow  rimmed  glasses  which  were  patented  December  9, 

1902,  and  explained  the  invention  involved  in  this  interference;  that 

that  In  using  rimless  glasses  I  so  formed  the  bows  at  their  Juncture  with  the 
block  connection  that  it  did  away  with  the  most  part  of  the  unsightly  chunk  in 
the  line  of  vision  and  at  the  same  time  brought  the  bows  of  my  particular  con- 
struction into  the  proper  position  and  alinement  to  member  with  the  longitudinal 
recess  leading  into  the  cavity  close  back  of  the  eye  and  in  the  temple. 

Anderson  adds  that  Leese  referred  him  to  this  company  and  an- 
other as  being  well  equipped  for  the  manufacture  of  spectacle-rims, 
and  his  purpose  in  being  there  was  to  sell  the  invention  or  to  arrange 
for  the  manufacture  and  marketing  of  it.  The  parties  failed  to  make 
a  satisfactory  business  arnu^eiBent  and  Anderson  testifies  that  about 
April  or  May,  1903,  he  began  correspondence  with  the  Standard 
Optical  Company  about  the  manufacture  of  spectacles  embodying 
the  invention  in  interference  here,  and  the  invention  of  the  issue,  one 
pair  of  which,  made  by  that  company  some  months  after  that  time, 
Anderson,  exhibited. 

The  appellant,  Anderson's  own  account  of  the  disclosure  he  made 
to  George  W.  Wells  does  not  seem  to  fully  explain  the  invention. 
George  W.  Wells,  the  president  of  the  American  Optical  Company, 
admits  Anderson's  visit  but  denies  that  during  the  interview  An- 
derson said  anything  about  any  invention  of  his  except  his  patented 
short-temple  construction  of  December  9,  1902,  and  says  to  his  best 
recollection  neither  of  his  sons  were  present.  Joel  C.  Wells,  the 
appellee,  the  son  of  George  W.  Wells,  denies  that  he  was  present  at 
the  interview,  which  the  appellant  details.     A  letter  of  January  3, 

1903,  from  George  W.  Wells,  to  the  appellant,  Anderson,  relates  to 
Anderson's  patent  just  mentioned  and  is  silent  respecting  the  inven- 
tion of  the  issue.  The  appellee  absolutely  denies  that  he  had  ever 
heard  of  Anderson's  invention  or  that  he  had  been  told  of  any  inven- 
tion of  Anderson  similar  to  the  invention  in  issue  prior  to  March  27, 
1903.  It  is  at  this  point  that  the  appellant,  Anderson's  case  fails.  He 
appears  to  us  to  be  the  first  to  have  conceived  the  invention  but  he 
has  failed  to  prove  beyond  a  reasonable  doubt  that  he  made  the 
disclosure  to  the  appellee.    Anderson  is  sure  he  did  so.    George 
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W.  Wells  and  Joel  C.  Wells,  the  appellee,  absolutely  deny  any  such 
disclosure  by  Anderson.  Joel  C.  Wells  is  the  patentee,  who  filed 
his  application  March  27,  1903,  and  the  patent  for  this  invention  was 
granted  to  him  May  26, 1903.  Anderson  filed  his  application  for  the 
same  invention  December  14,  1903. 

The  disclosure,  to  Wells,  according  to  the  appellant,  Anderson's 
recollection,  is  not  so  full  and  clear  as  the  principles  of  the  patent 
law  covering  a  case  like  this  require. 

The  law  upon  the  subject  is  well  settled  by  repeated  decisious  of  the  Supreme 
Court  of  the  United  States.  Where  a  party  claims  an  invention,  and  also  to 
have  communicated  that  invention  to  another  who  has  applied  mechanical  work 
thereto,  and  put  such  Invention  into  practice,  claiming  the  same  as  his  own. 
the  communication,  in  order  to  be  effectual,  must  be  shown  to  have  been  full 
and  clear  as  to  all  the  essential  elements  of  the  invention,  and  such  as  was  suf- 
ficient in  itself  to  enable  the  party  to  whom  the  disclosure  was  made  to  give 
the  invention  practical  form  and  effect  without  the  exercise  of  invention  on 
his  part.  (Sendelbach  v.  Gillette,  C.  D.,  1904,  597 ;  109  O.  G.,  276;  22  App.  D.  C 
174.) 

In  the  same  case,  speaking  of  the  measure  of  proof  necessary  to  sus- 
tain an  inventor's  claim  of  disclosure  to  another  claimant,  this  court 
said : 

The  charge  that  the  patentee  fraudulently  and  surreptitiously  obtained  the 
patent  for  the  invention  which  he  well  knew  belonged  to  another  can  only  be 
sustained  by  the  clearest  and  most  undoubted  proof.  (Sendelbach  v.  QUlette, 
supra, ) 

In  this  instance  we  do  not  question  the  sincerity  of  the  appellant. 
We  are  not  satisfied  that  he  made  clear  his  invention.  The  prepon- 
derance of  the  evidence  upon  this  point  is  in  favor  of  the  patentee. 

This  is  a  case  of  an  interference  between  the  applicant  and  the 
patentee,  and  the  applicant,  if  he  would  prevail  upon  the  grounds  of 
disclosure,  must  prove  such  disclosure  beyond  a  reasonable  doubt, 
and  here  the  appellant's  case  fails. 

It  appears  that  Anderson  applied  for  and  obtained  two  patents 
relating  to  spectacles;  the  one  upon  an  application  filed  September 
20,  1902,  granted  December  9,  1902,  the  other  upon  an  application 
filed  January  27,  1903,  granted  March  31,  1903.  It  is  true  the  first 
patent  related  to  short-bow^  spectacles  generally  and  the  second  to 
what  are  known  in  the  art  as  ''  nose-glasses,"  and  it  is  also  true  that 
the  Patent  Ofiice  discourages  inchiding  in  the  application  more  than 
one  independent  invention.  It  is  at  least  unfortunate  for  the  ap- 
pellant that  he  did  not  file  his  application  for  the  invention  of  the 
issue  until  December  14,  1903,  seventeen  months  after  he  appears  to 
have  conceived  the  invention  and  then  only  after  the  Standard 
Optical  Co.,  had  called  his  attention  to  Wells's  patent.  However, 
the  appellant's  diligence  might  have  been  considered  sufficient  if  he 
had  satisfied  this  court  beyond  a  reasonable  doubt  of  his  alleged 
disclosure  to  Wells,  the  patentee  in  this  issue  of  interference. 
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The  patentee,  Wells,  claims  to  have  conceived  the  present  invention 
in  April,  1898.  He  gives  no  satisfactory  reason  for  his  neglect  of 
his  conception  during  nearly  five  years,  for  he  admits  that  he  did  not 
take  up  the  invention  in  the  issue  until  the  latter  part  of  January, 
1903.  He  explains  that  he  then  did  so  principally  for  two  reasons : 
first,  because,  F.  A.  Hardy,  of  Chicago,  about  that  time  visited  the 
American  Optical  Co.'s  works,  whereof  the  appellee  was  secretary, 
and  Hardy's  construction  of  "  short  regular-style  end  piece  suggested 
the  desirability  of  being  prepared  to  supply  an  end  piece  better  than 
the  Mansfield ;"  second,  "  our  sale  of  the  Mansfield  had  not  turned 
out  to  be  sufficient  to  warrant  our  withholding  an  improvement  if 
we  had  one."  However,  that  may  be,  the  testimony  of  Wells  the 
patentee  corroborated  by  that  of  witness  L.  E.  Sibley  and  George  W. 
Wells  proves  that  in  the  latter  part  of  January,  1903,  a  model  of  the 
invention  in  issue  was  made  and  the  invention  was  reduced  to  practice 
at  that  time.  On  February  19,  1903,  the  appellee  wrote  to  his  attor- 
ney instructing  him  to  apply  for  a  patent  and  on  March  27,  1903,  the 
appellee's  application  was  filed  and  on  such  application  a  patent  was 
issued  on  May  26,  1903,  for  the  invention  in  issue. 

We  conclude  that  because  the  appellant  has  failed  to  prove  beyond 
a  reasonable  doubt  the  disclosure  he  claims  to  have  made  about  the 
1st  of  January,  1903,  upon  his  visit  to  the  American  Optical  Com- 
pany, we  must  hold  that  Joel  C.  Wells,  the  appellee,  is  an  inde- 
pendent and  original  inventor. 

That  Anderson  was  the  first  to  conceive  this  invention  seems  quite 
probable.  That  Wells  conceived  it  in  1898  is  a  proposition  not 
strongly  supported  by  the  evidence.  That  Wells  to  whom  the  patent 
was  granted,  must  upon  all  the  proof  in  the  case,  be  held  to  have  been 
an  original  inventor  of  the  matter  in  this  issue,  is  a  proposition  not 
overcome  by  the  proof  of  the  appellant.  That  Anderson  disclosed  his 
invention  to  Wells,  is  not  proved  beyond  a  reasonable  doubt.  That 
Anderson  scarce  exercised  reasonable  diligence  in  reducing  his  inven- 
tion to  practice  is  the  second  defect  in  his  case.  It  was  his  misfortune 
that  he  practically  delayed  until  the  early  summer  of  1903  to  reduce 
the  invention  of  the  issue  to  practice  and  did  not  file  his  application 
for  a  patent  until  December  14,  1903,  nearly  a  year  and  a  half  after 
his  alleged  conception  of  the  patent  and  after  his  attention  had  been 
called  to  Wells's  patent.  It  was  in  April  or  May,  1903,  that  Anderson 
began  to  correspond  with  the  Standard  Optical  Company  with  the 
object  of  entering  upon  the  manufacture  of  spectacles  embodying 
the  invention  in  issue  here.  It  would  appear  that  Anderson  was  more 
concerned  with  other  things  and  that  no  adequate  reason  has  been 
assigned  for  the  delay  and  the  appellant's  lack  of  diligence  in  making 
application  for  the  patent  upon  the  invention  at  issue. 

H.  Doc.  641,  59-2 44  ^  t 
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It  appears  that  Andei-son  visited  the  office  of  this  company  early 
in  January,  1903,  and  that  later  in  the  same  month  F.  A.  Hardy 
appeared,  and  the  object  of  Hardy's  visit  was  in  some  way  to  shorten 
the  end  pieces  or  lugs  upon  rimless  spectacles,  and  this  object  was  in 
a  general  direction  of  the  invention  in  issue. 

It  is  sufficient  to  say  that  the  appellant's  case  does  not  prevail  over 
the  patent  already  issued  to  the  appellee.  After  a  careful  examination 
of  all  the  facts  and  circumstances  in  this  record  we  are  not  justified 
in  reversing  the  priority  awarded  by  the  Patent  Office  in  favor  of 
Joel  C.  Wells  as  an  independent  original  inventor. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
in  this  cause  to  the  Commissioner  of  Patents  according  to  law. 
Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  a.  G.  Spalding  and  Bros. 

Decided  April  3,  1906. 

(123  O.  G.,  321.) 

1.  T&ade-Mark  Registration — Descbiption  of  Goods. 

"  Implements,  apparatus,  and  goods  used  in  athletic  games  and  sports ** 
Held  indefinite  and  of  no  force  as  a  statement  of  the  particular  descrip- 
tion of  the  goods  upon  which  the  trade-marls  had  been  used. 

2.  Same — Ten- Year  Proviso. 

When  registration  is  claimed  under  the  ten-year  proviso  of  the  Trade- 
Mark  Act,  it  should  clearly  api^ear  in  the  application  for  such  registra- 
tion that  every  condition  precedent  has  been  fully  complied  with. 

3.  Same — Same — Actual  Use. 

The  term  actual  use  in  the  ten-year  proviso  of  the  Trade-Mark  Act 
should  be  strictly  construed. 

4.  Same — Same — Same. 

When  an  applicant  seeks  a  registration  under  the  ten-year  proviso,  he 
should  not  be  permitted  to  register  a  word  or  name  not  recognized  by  the 
law  as  a  lawful  trade-mark  for  an>'  articles  of  commerce  save  those  upon 
which  he  has  actually  used  the  mark  for  the  required  period. 

5.  Same — Actual  Use. 

It  is  not  to  be  presumed  that  In  enacting  a  registration  law  Congress 
intended  to  confer  upon  parties  the  right  even  to  register  marks,  whether 
subject  or  not  to  lawful  appropriation,  in  connection  with  articles  upon 
which  they  had  not  been  used. 

Mr.  A.  P.  Greeley  for  the  appellant. 

Mr,  John  M,  Coit  for  the  Commissioner  of  Patents. 

DuELL,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents refusing  appellant's  application   for  trade-mark   registration. 
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The  alleged  mark  consists  of  the  name  *'  Spalding.''  This  is  an 
ordinary  family  surname.  That  such  a  name  is  not  subject  to  appro- 
priation as  a  lawful  trade-mark  cannot  be  successfully  questioned. 
Less  than  a  year  ago  the  Supreme  Court  of  the  United  States,  in 
Ilowe  Scale  Co.  v.  Wyckoff^  Seamans  cfc  Benedict^  (C.  D.,  1905,  717; 
116  O.  G.,  299;  198  U.  S.,  118,)  citing  several  of  its  prior  decisions, 
said: 

But  it  is  well  settled  that  a  i)er8onal  name  cannot  be  exclusively  appropriated 
by  any  one  as  against  others  having  a  right  to  use  it ;  and  as  the  name  **  Rem- 
ington "  is  an  ordinary  family  surname,  it  was  manifestly  incapable  of 
exclusive  appropriation  as  a  valid  trade-mark,  and  its  registration  as  such 
could  not  give  it  validity. 

Tlie  Trade-Mark  Act  approved  February  20,  1905,  under  which 
registration  is  sought,  recognizing  the  law  applicable  to  the  subject, 
forbids  the  registration  as  a  trade-mark  of  the  mere  names  of  indi- 
viduals, firms,  corporations,  or  associations.  There  is,  however,  in 
the  act  a  proviso — 

that  nothing  herein  shall  prevent  the  registration  of  any  mark  used  by  the 
applicant  or  his  predecessors,  or  by  those  from  whom  title  to  the  mark  is 
derived.  In  commerce  with  foreign  nations  or  among  the  several  States,  or 
with  Indian  tribes,  which  was  in  actual  and  exclusive  use  as  a  trade-mark 
of  the  applicant,  or  his  predecessors  from  whom  he  derived  title,  for  ten  years 
next  preceding  the  passage  of  this  act. 

Registration  is  claimed  under  this  proviso. 

The  question  is  not  before  us  as  to  the  power  of  Congress,  in  enact- 
ing a  trade-mark  law,  to  provide  for  the  registration  of  marks  which 
concededly  are  not  trade-marks,  upon  the  ground  that  such  marks 
have  been  used  for  ten  years  next  preceding  the  passage  of  such  an 
act,  or  as  to  the  eflFect  of  such  registration,  and  we  therefore  do  not 
express  any  opinion  relative  thereto.  But  when  registration  is 
claimed  under  such  provision,  it  is  manifest  that  it  should  clearly 
appear  in  the  application  for  such  a  registration  that  every  condi- 
tion precedent  has  been  fully  complied  with. 

It  is  provided  that  the  mark  must  have  been  "  in  actual  and  exclu- 
sive use  as  a  trade-mark  *  *  *  for  ten  years  next  preceding  the 
passage  of  the  act."  The  question  as  to  what  is  meant  by  the  term 
"  exclusive  use  "  is  not  now  before  us,  but  the  objection  raised  to  the 
registration  is  broad  enough  to  present  the  question  as  to  what  is 
meant  by  the  term  "  actual  use."  We  think  that  that  term  should  be 
strictly  construed,  and  when  an  applicant  seeks  a  registration  under 
this  so-called  "  ten-years  "  clause  he  should  not  be  permitted  to  regis- 
ter a  word  or  name,  not  recognized  by  the  law  as  a  lawful  trade-mark, 
for  any  articles  of  commerce  save  those  upon  which  he  has  actually 
used  the  mark  for  the  required  period.  There  being  no  power  vested 
in  Congress  to  declare  what  are,  or  what  are  not,  lawful  trade-marks. 
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or  to  say  that  any  alleged  marks  can  be  appropriated  without  a  prior 
use,  it  is  not  to  be  presumed  that  in  enacting  a  registration  law  it 
intended  to  confer  upon  parties  the  right  even  to  register  marks, 
whether  subject  or  not  to  lawful  appropriation,  in  connection  with 
articles  upon  which  they  had  not  been  used. 

The  ground  of  rejection  is  that  the  application  does  not  conform  to 
the  requirement  of  section  1  of  the  act,  which  provides  that  in  order 
to  obtain  registration  for  a  trade-mark  the  applicant  shall  state  "  the 
class  of  merchandise  and  the  particular  description  of  goods  com- 
prised in  such  class  to  which  the  trade-mark  is  appropriated."  In 
other  words,  it  is  argued  that  the  statement  made  by  the  applicant  is 
too  indefinite,  in  that  it  fails  to  disclose  the  particular  description  of 
goods  comprised  in  the  class  to  which  the  trade-mark  is  appropriated 
The  statement  is  as  follows : 

The  class  of  merchandise  to  which  the  trade-mark  is  appropriated  is  athletic 
supplies,  and  the  particular  description  of  the  goods  comprised  in  said  class 
upon  which  said  trade-mark  is  used  is  "  implements  apparatus  and  goods  used 
in  athletic  games  and  sports.'* 

It  is  difficult  to  conceive  any  more  indefinite  statement  of  a  par- 
ticular description  of  goods  comprised  in  a  class  than  the  foregoing. 
"  Implements,  apparatus  and  goods  used  in  athletic  games  and 
sports  "  embraces  within  its  terms  all  the  various  articles  used  in 
every  conceivable  athletic  game  and  sport.  To  enumerate  them 
would  require  a  greater  knowledge  of  athletics  than  is  possessed  by 
the  ordinary  person.  Many  athletic  games  and  sports  have  been 
invented  or  devised  within  the  past  ten  years,  as  have  also  the 
implements  and  apparatus  and  goods  used  in  connection  with  them. 
Manifestly,  applicant  has  not  used  its  mark  for  a  period  of  ten  years 
next  preceding  the  passage  of  the  act  in  question,  in  connection  with 
such  implements,  apparatus  and  goods.  This  being  so,  applicant  has 
no  right  to  ask  for  a  registration  which  in  terms  is  broad  enough  to 
cover  such  implements,  apparatus  and  goods  used  in  such  athletic 
games  and  sports,  in  connection  with  which  it  has  not  used  the  mark 
for  the  required  time. 

Under  the  circumstances  as  presented  by  this  case  we  are  in  no  posi- 
tion to  pass  upon  the  question  other  than  as  above  outlined.  Appli- 
cant insists  upon  a  statement  which  broadly  covers  every  conceivable 
implement  and  apparatus  and  all  kinds  of  goods  used  in  all  sorts  of 
athletic  games  and  sports,  in  an  application  which  it  is,  at  the  best, 
only  permitted  to  make  under  a  proviso  as  to  the  time  of  the  use. 
The  Commissioner  of  Patents  has  rejected  the  application— and 
properly,  we  think — for  the  utter  absence  of  any  statement  as  to  the 
particular  description  of  goods  comprised  in  the  class  to  which  the 
alleged  trade-mark  is  appropriated. 
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Manifestly,  there  should  be  some  system  of  classification;  but  the 
power  to  make  such  classification  is  not  vested  in  this  court  and  we 
cannot  pass  upon  the  question  as  to  whether  an  applicant  has  stated 
the  class  of  merchandise  and  the  particular  description  of  goods  com- 
prised in  the  class  to  which  he  seeks  to  appropriate  his  trade-mark, 
except  as  each  case  comes  before  us.  It  is  the  duty  of  Congress  to 
provide  for  such  a  classification  in  such  manner  as  it  may  deem  best. 
Counsel  representing  the  Commissioner  of  Patents  and  the  applicant 
have  called  our  attention  to  a  bill  now  pending  in  Congress  which 
amends  the  act  of  1905  in  this  particular,  and  we  are  told  that  the  bill, 
as  amended,  is  likely  to  become  a  law.  This  is  an  added  reason  why 
we  should  not  attempt  to  express  any  opinion  upon  the  broad  question 
sought  to  be  raised  in  this  case,  but  should  rather  simply  pass,  as  we 
do,  upon  the  specific  question  presented.  Believing  that  the  appel- 
lant has  not  in  this  case  complied  with  the  statute  in  specifying  the 
particular  goods  upon  which  the  mark  has  been  used,  as  that  require- 
ment is  construed  in  the  light  of  the  proviso  of  section  5,  heretofore 
quoted,  we  must  find  that  the  decision  of  the  Commissioner  of 
Patents  in  rejecting  the  application  was  correct,  and  we  therefore 
affirm  his  decision. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  the  premises  to  the  Commissioner  of  Patents,  according 
to  law.     Aifirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Briede. 

Decided  AprU  S,  1906. 

(123  O.  G.,  .322.) 

1.  Reissue — Delay  in  Making  Application — Foreign  Inventor  and  Attorney. 

Where  the  inventor  and  h!«  attorney  resided  abroad  and  were  unfamiliar 
with  tlie  English  language  and  with  the  requirements  of  our  patent  law  and 
the  ai)plieation  for  reissue  was  filed  seven  months  and  four  days  after  the 
grant  of  the  patent,  Held  that  there  was  no  undue  delay  in  making  applica- 
tion  for   reissue. 

2.  Same — ^Appucation  Oath — Effect. 

The  oath  filed  by  an  applicant  for  reissue  should  not  be  entirely  ignored, 
but. must  be  traversed  by  the  Patent  Office. 

3.  Same — Inoperativeness. 

InsuflBclency  of  claim  Is  such  inoperativeness  as  will  sustain  reissue. 

4.  Same — Inadvertence,  Accident,  or  Mistake. 

Failure  to  obtain  a  sufficient  claim  through  the  failure  of  the  attorney 
and  the  inventor  to  understand  the  formulation  of  claims  is  such  Inadvert- 
ence, accident,  or  mistake  as  will  sustain  reissue. 
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5.  Same — Broadened  Claim — Conditions. 

Where  the  reissue  claim  is  for  the  same  invention  as  appears  from  the 
specification  and  claim  of  the  original  patent  to  have  been  the  invention 
thereof  and  tlie  applicant  has  exercised  due  diligence  in  discovering  his 
mistake  and  returning  to  the  Patent  Office  and  there  are  no  intervening 
rights  and  the  error  has  arisen  through  inadvertence,  accident,  or  mistake 
and  there  is  no  fraud  shown,  a  reissue  with  a  broadened  claim  Is  permiasible. 

6.  Same — New  Matter. 

The  **  same  invention "  as  that  phrase  is  used  in  the  reissue  statute 
**  refers  to  whatever  invention  was  described  In  the  original  Letters  Patent 
and  appears  to  have  been  intended  to  be  secured  thereby."  (Walker,  sec 
233;  Parker  and  Whipple  Co.  v.  Yale  Clock  Co,,  C.  D.,  1887,  584;  41  O.  G. 
811;  123  r.  S..  87.) 

7.  Same — Same. 

The  ruling  in  each  case  where  claims  have  been  held  invalid  for  the 
reason  that  they  were  not  for  the  same  invention  as  that  originally  dis- 
closed has  been  baseil  ui)on  the  ground  that  the  si)ecificatiou  has  been 
expanded  by  the  introduction  of  new  matter  upon  which  the  new  claims 
were  built,  or  the  claims  were  for  parts  of  the  invention  other  than  tlie 
parts  for  which  claims  were  originally  made,  or  machine  claims  were 
changed  to  method  claims,  or  the  reverse,  or  the  question  of  the  "same 
invention  "  was  affected  by  intervening  rights,  or  laches,  or  fraud,  or  in 
reissue  cases  by  an  absence  of  the  necessary  inadvertence,  accident  or 
mistake. 

8.  Same — Same. 

Where  the  reissue  claim  omitted  a  feature  of  the  original  claim  and 
embodied  an  element  not  included  in  the  original  claim  and  recited  a 
specific  operation  of  the  device,  Held  that  the  oi)eration  recited  was  an 
obvious  one  and  that  the  claim  of  the  reissue  was  not  for  a 'different 
invention  from  that  of  the  patent 

9.  Same — Same — Rules  in  Original  and  Reissue  Applications. 

In  determining  whether  a  claim  presented  in  a  reissue  application  is  for 
the  same  invention  as  that  of  the  patent  the  same  rules  apply  as  wonid 
be  involved  if  the  claim  was  presented  by  an  amendment  to  the  application 
as  originally  filed. 

Mr,  G,  II,  ChrlHty  for  the  appellant. 

Mr,  J,  M.  Coit  for  the  Commissioner  of  Patents. 

DUELL.,  e/.; 

This  appeal  brings  before  us  for  review  the  correctness  of  the 
action  of  the  Commissioner  of  Patents  in  refusing  to  allow  appellant 
the  following  claim  set  forth  in  his  application  for  reissue  of  his 
Patent  No.  741,301,  October  13,  1903,  forging-machine : 

In  a  seamless-pipe-forging  machine,  the  combination  of  a  mandrel  capable 
of  endwise  reciprocation  in  both  directions,  and  a  pair  of  oscillatory  swaging- 
dies  which  through  the  biUet  to  be  forged,  impart  to  the  mandrel  both  its 
forward  and  backward  movements,  each  of  said  swages  being  provided  with 
a  tapering  groove,  said  grooves  tapering  in  the  same  direction,  substantially 
as  set  forth. 
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The  record  discloses  that  on  August  13,  1901,  appellant  a  subject 
of,  and  a  resident  of,  the  German  Empire  filed  an  application  for  a 
patent  for  a  new  and  improved  forging-machine. 

He  was  represented  by  a  German  attorney  residing  in  Berlin, 
Germany.  The  application  as  presented  contained  four  claims,  but 
after  rejection  and  amendment  only  one  claim  was  left,  and  that  an 
amended  one.  The  patent  was  issued  October  13,  1903,  and  in  due 
course  must  have  reached  the  inventor  or  his  attorney  the  latter  part 
of  that  month.  The  oath  to  the  application  for  reissue  was  executed 
before  a  United  States  consul  at  Cologne,  Germany,  on  April  30, 1904. 
The  application  was  filed  May  17,  1904,  or  seven  months  and  four 
days  after  the  issue  of  the  original  patent.  Taking  into  account  the 
residence  of  the  inventor  and  his  attorney,  their  unfamiliarity  with 
the  English  language  and  the  lack  of  familiarity  with  the  require- 
ments of  our  patent  law,  as  sworn  to,  and  the  propriety  of  consulting 
American  counsel,  we  consider  that  the  inventor  returned  to  the 
Patent  Office  with  promptitude,  and  was  in  no  sense  guilty  of  laches  or 
undue  delay.  Nor  do  we  imderstand  that  the  Patent  Office  questions 
this. 

One  new  claim  has  been  allowed  which  is  an  implied  admission  that 
the  inventor  filed  his  application  for  a  reissue  within  a  reasonable 
time.  We  are  equally  well  convinced  that  appellant  has  brought 
himself  within  the  terms  of  section  4916  of  the  Revised  Statutes,  as 
interpreted  by  the  courts,  which  provide  for  the  reissue  of  a  patent 
which  "  is  inoperative  or  invalid,  by  reason  of  a  defective  or  insuffi- 
cient specification  "  and  that  "  the  error  has  arisen  by  inadvertence, 
accident,  or  mistake,  and  without  any  fraudulent  or  deceptive  inten- 
tion." The  oath  filed  by  appellant  with  his  application  for  reissue 
should  count  for  something  and  cannot  be  entirely  ignored  but  we 
think  must  be  traversed  by  the  Patent  Office.     The  oath  states : 

that  deponent  verily  believes  that  the  original  Letters  Patent  referred  to  in  the 
foregoing  petition  and  specification  and  herewith  surrendered,  are  Inoperative, 
for  the  reason  that  the  specification  thereof  is  defective  and  that  such  defect 
consists  particularly  first  in  a  failure  to  make  si)ecific  claim  to  that  part  of  the 
original  invention  which  relates  to  the  control  exercised  by  the  oscillatory 
forging-dies  over  the  billet  and  mandrel  in  both  their  forward  and  backward 
movements  while  the  work  of  forging  a  billet  into  a  pipe  is  being  done ;  •  •  • 
and  deponent  further  says  that  the  errors  which  render  such  patent  so  inopera- 
tive arose  from  inadvertence  and  without  any  fraudulent  or  deceptive  intention 
on  the  part  of  the  deponent;  that  the  following  Is  a  true  specification  of  the 
errors  which  it  is  claimed  constitute  such  inadvertence  relied  upon;  the  omis- 
sion to  claim  the  subject-matter  of  the  second  claim  as  above  ♦  ♦  ♦  and 
that  such  errors  so  particularly  specified  arose  from  your  dep<ment*s  and  his 
solicitor's  lack  of  familiarity  with  the  English  language  and  the  requirements 
of  the  r.  S.  patent  law  in  respect  of  the  formulation  of  claims;  and  that  the 
error  was  not  discovered  until  deponent  endeavored  to  introduce  his  invention 
into  use  in  the  United  States  by  interesting  U.  S.  manufacturers  in  the  use  and 
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development  thereof,  whereupon  the  patent  with  the  material  facts  bearing 
thereon  was  referred  to  an  American  counsel  who  advised  deponent  that  the 
single  claim  of  his  said  original  patent  did  not  fully  cover  deponenVs  actual 
invention ;  and  that  on  being  so  advised,  he  took  promptly  the  necessary  steps 
for  making  the  present  application  for  a  reissue,  and  has  been  diligent  in  respect 
of  preparing  and  presenting  the  same. 

The  "  inoperativeness  "  in  the  present  case  arose  from  insufficient 
claims,  and  the  error  was  caused  by  the  failure  of  the  solicitor  and 
the  inventor  to  understand  what  we  may  term  the  formulation  of 
claims  under  our  patent  law.  There  is  an  utter  absence  of  any  proof 
in  the  record  of  any  fraudulent  or  deceptive  intent  and  of  any 
attempt  to  destroy  any  intervening  rights. 

If  it  be  found  that  the  same  invention  is  set  forth  in  the  claim  in 
controversy,  as  appears  from  the  specification  and  claim  of  the 
original  patent,  to  have  been  the  invention  thereof,  we  are  convinced 
that  nothing  else  can  defeat  the  right  of  appellant  to  the  claim  in 
issue,  for  when  the  above  condition  is  satisfied,  and  the  applicant  has 
exercised  due  diligence  in  discovering  his  mistake  and  returning  to 
the  Patent  Office ;  and  there  are  no  intervening  rights,  and  the  error 
has  arisen  from  inadvertence  or  mistake,  and  there  is  no  fraud  shown, 
a  reissue  with  a  broadened  claim  is  permissible.  The  case  at  bar,  so 
far  as  any  question  of  the  right  to  protect  the  invention  of  the  claim 
by  a  reissue  (conceding  the  claim  could  have  lawfully  been  made 
while  the  application  for  the  original  patent  was  pending)  is  involved, 
is  governed  by  the  decision  of  the  Supreme  Court  in  Toplif  v.  Top- 
lif,  (C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  S.,  156.)  In  that  case, 
after  summarizing  the  authorities  relative  to  reissues  the  Court  enun- 
ciates the  principle  which  governs  in  cases  like  this,  and  as  we  under- 
stand it  the  Court  has  not  since  that  time  made  any  inconsistent 
deliverance.     The  Court,  speaking  through  Mr.  Justice  Brown,  said: 

To  hold  that  a  patent  can  never  be  reissued  for  an  enlarged  claim  would  be 
not  only  to  override  the  obvious  intent  of  the  statute,  but  would  operate  in  many 
cases  with  great  hardship  upon  the  patentee.  The  specification  and  claims  of  a 
patent,  particularly  if  the  invention  be  at  all  complicated,  constitute  one  of  the 
most  difficult  legal  instruments  to  draw  with  accuracy,  and  in  view  of  the  fact 
that  valuable  inventions  are  often  placed  in  the  hands  of  inexperienced  persons 
to  prepare  such  specifications  and  claims,  it  is  no  matter  of  surprise  that  the 
latter  frequently  fail  to  describe  with  requisite  certainty  the  exact  Invention  of 
the  patentee,  and  err  either  in  claiming  that  which  the  patentee  had  not  in  fact 
Invented,  or  in  omitting  some  element  which  was  a  valuable  or  essential  part  of 
his  actual  invention.  Under  such  circumstances  it  would  be  manifestly  unjust 
to  deny  the  benefit  of  a  reissue  to  secure  to  him  his  actual  invention,  provided 
it  is  evident  that  there  has  been  a  mistake  and  he  has  been  guilty  of  no  want  of 
reasonable  diligence  in  discovering  it,  and  no  third  persons  have  in  the  meantime 
acquired  the  right  to  manufacture  or  sell  what  he  had  failed  to  claim.  The 
object  of  the  patent  law  is  to  secure  to  inventors  a  monopoly  of  what  they  have 
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actually  invented  or  discovered,  and  It  ougbt  not  to  be  defeated  by  too  strict 
and  technical  adherence  to  the  letter  of  the  statute,  or  by  the  application  of 
artificial  rules  of  Interpretation. 

In  the  later  case  of  Hohha  v.  Beach  (C.  D.,  1901,  311;  94  O.  G., 
2357 ;  180  U.  S.,  383, 394)  the  Court  said : 

To  Justify  a  reissue  it  is  not  necessary,  that  the  patent  should  be  wholly  inop- 
erative or  invalid.  It  is  suflacient  if  it  fail  to  secure  to  the  patentee  all  of  that 
which  he  has  invented  and  claimed.  The  reissue  was  applied  for  so  promptly 
that  no  question  can  arise  upon  the  facts  of  this  case  of  an  attempt  to  cover 
devices  which  had  been  patented  or  meantime  had  come  to  the  knowledge  of  the 
patentee. 

It  is  disclosed  by  the  record  in  the  present  case  that  the  drawings 
are  the  same  as  the  drawings  of  the  patent,  that  there  have  been  no 
changes  in  the  specification,  and  that  the  only  addition  thereto  is  a 
clause  which  particularly  describes  the  operation  of  the  forging-ma- 
chine  when  it  includes  the  mandrel  and  operates  on  a  pipe-blank  on 
the  mandrel.  Both  these  parts  are  shown  in  the  drawing  and  referred 
to  in  the  specification,  and  there  does  not  seem  to  be  any  serious  ques- 
tion raised  that  the  paragraph  is  warranted  by  the  disclosure  of  the 
specification  and  drawing.    It  reads  as  follows : 

It  is  obvious  that  with  the  construction  shown  and  described,  with  more  par- 
ticular reference  to  Fig.  3,  the  hollow  piece  "  u  "  to  be  forged  (commonly  known 
In  the  art  as  a  billet)  while  being  forged  Into  a  pipe,  will  always  during  the 
oscillatory  movement  of  the  dies  "  b  **  and  "  c  "  be  moved  by  and  with  the  dies  in 
both  directions,  and  that  through  the  billet  the  same  endwise-reciprocating  mo- 
tion will  be  transmitted  to  the  mandrel  also.  And  It  Is  still  further  obvious  that 
as  the  diameter  Is  reduced,  it  can  be  fed  forward  from  time  to  time.  Also  it  Is 
obvious  that  the  pipe  so  produced  will  be  of  the  kind  known  In  the  art  as 
"  seamless.*' 

It  further  appears  that  certain  references  were  cited  against  the 
claim  by  the  Examiner,  but  the  Examiners-in-Chief  held  that  the 
claim  was  not  unpatentable  for  lack  of  inventive  novelty.  WTiile  this 
question  is  therefore  not  before  us  we  agree  with  their  conclusion. 

It  appears,  and  it  does  not  seem  to  be  questioned  by  the  Commis- 
sioner of  Patents,  that  there  w^as  due  diligence  in  applying  for  the 
reissue,  that  there  were  no  intervening  rights,  no  changes  in  the  draw- 
ing, no  lack  of  patentability  by  reason  of  the  prior  art,  and  no 
enlargement  or  change  in  the  specification  filed  with  the  application 
for  the  reissue.  We  believe  that  there  is  shown  a  case  of  the  existence 
of  a  mistake  on  the  part  of  the  inventor,  and  an  absence  of  fraud  or 
deception. 

The  serious  question  in  the  case  is  whether  the  claim  in  controversy 
is  for  the  same  invention  as  the  original  patent.  If  it  be,  then  the 
fact  that  it  is  presented  in  an  application  for  a  reissue,  and  not  during 
the  application  for  the  original  patent,  is  of  no  importance  under  the 
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facts  as  disclosed  by  the  record,  and  the  law  applicable  thereta  If 
the  claim  would  have  been  sustainable  had  it  been  put  into  the  origi- 
nal patent,  there  would  be  no  valid  reason  for  holding  it  not  sustain- 
able should  it  appear  in  the  reissue  patent. 

When  the  objection  to  a  claim  based  on  the  ground  that  it  is  not 
allowable  because  first  presented  in  a  reissue,  is  untenable,  (unless  it 
be  found  to  be  for  a  different  invention  than  that  of  the  original 
patent,)  it  would  seem  that  the  same  rules  would  apply  as  would  be 
involved  if  the  claim  was  presented  by  an  amendment  to  the  applica- 
tion as  originally  filed. 

The  paragraph  added  to  the  specification  of  the  reissue  application 
having  been  admitted  it  would  follow  that  it  w^ould  have  been  ad- 
mitted by  an  amendment  to  the  specification  of  the  original  applica- 
tion. Would  the  specification  thus  amended,  taken  in  connection 
with  the  drawings,  have  warranted  the  claim?  If  so  the  claim 
should  now  be  allowed. 

If  the  specification  and  drawings  of  an  application  as  originally 
filed  suggest  the  claims,  made  by  amendment  and  finally  allowed, 
such  claims  are  valid.  Hohhs  v.  Beach^  supra^  clearly  enunciates  this 
rule.  In  that  case  the  defense  insisted  that  the  claims  had  been  un- 
lawfully expanded  pending  interference  proceedings.  It  appeared 
that  during  the  five  years  or  more  that  the  application  was  pending 
the  specification  and  claims  as  originally  filed  were  amended  and 
also  new  claims  added.    The  Court  said : 

His  experience  in  this  litigation  (referring  to  the  interference)  had  doubtiess 
apprised  him  of  the  wealt  points  in  his  prior  specification  and  claims,  nnd  it 
was  perfectly  competent  for  him  to  restate  them,  provided  his  patent  was  not 
essentially  broadened  to  cover  Intervening  devices. 

Later  on  the  Court  agreed  with  a  statement  made  by  the  court  below 
that,  "  the  original  drawings  and  specifications  suggest  the  claims 
finally  made."  Do  the  drawings  and  specification  of  Briede's  appli- 
cation suggest  the  claim  in  question?  If  so  he  is  entitled  to  the 
claim. 

The  "  same  invention  "  as  that  phrase  is  used  in  the  reissue  statute, 
"  refers  to  whatever  invention  was  described  in  the  original  Letters 
Patent,  and  appears  to  have  been  intended  to  be  secured  thereby.'' 
(Walker,  sec.  233;  Parker  c&  Whipple  Co,  v.  Yale  Clock  Co,,  C  D., 
1887,  584;  41  O.  G.,  811;  123  U.  S.,  87.) 

In  the  case  last  cited  there  was  new  matter  introduced  into  the  speci- 
fication of  the  reissue  patent  and  claims  were  based  upon  such  matter. 
The  original  claims  related  to  one  part  of  the  machine,  the  rei^ue 
claims  to  another  part.  In  Freeman  v.  Asmus,  (C.  D.,  1892,  415;  50 
O.  G.,  1432;  145  U.  S.,  226,)  also  relied  upon  by  the  Patent  Office 
tribunals,  the  specification  of  the  reissue  patent  was  amplified,  parts 
were  eliminated  so  as  to  constitute  a  broad  definition  upon  which  to 
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found  first  claim,  which  was  a  new  one  and  the  only  one  alleged  to  be 
infringed.  It  was  the  familiar  case  of  an  attempt  to  first  materially 
alter  the  specification  and  then  insist  upon  a  broad  interpretation  of 
the  claim  by  referring  back  to  the  specification.  As  the  Court  said : 
Asmus  waited  until  experience  and  reasoning  had  shown  him  the  broadest 
formula  in  which  to  express  the  claims  of  his  patent  so  as  to  cover  all  possible 
modifications. 

The  case  at  bar  is  entirely  different  from  either  of  these  cases.  An 
examination  of  the  facts  of  the  cases  where  the  courts  have  held, 
both  in  original  and  reissue  patents,  that  claims  were  invalid  for  the 
single  reason  that  they  were  not  for  the  same  invention  ad  that  origi- 
nally disclosed,  indicates  that  each  ruling  has  been  based  upon  the 
ground  that  the  specification  has  been  expanded  by  the  introduction 
of  new  matter  upon  which  the  new  claims  were  built,  or  the  claims 
were  for  parts  of  the  invention  other  than  the  parts  for  which  claims 
were  originally  made,  or  machine  claims  were  changed  to  method 
claims,  or  the  reverse,  or  the  question  of  the  "  same  invention  "  was 
affected  by  intervening  rights,  or  laches,  or  fraud,  or  in  reissue  cases 
by  an  absence  of  the  necessary  inadvertence,  accident  or  mistake.  In 
the  present  cases  none  of  these  reasons  apply. 

As  we  have  said  there  is  no  new  matter  in  the  specification  and  the 
drawings  are  the  same  as  in  the  original  patent.  The  invention  is  for 
a  forging-machine  and  it  is  intended  to  be  used  to  forge  bar  or  tube 
and  is  capable  of  varying  their  diameter  while  forging  them.  The 
salient  feature  of  the  machine  is  a  pair  of  grooved,  oscillating  swag- 
ing-dies.  These  are  pivoted  in  a  fixed  frame,  and  by  means  of  a 
crank-shaft  the  oscillatory  motion  is  imparted  to  them.  The  crank- 
shaft is  joumaled  in  a  bearing,  and  means  are  provided  for  moving 
the  bearing  whereby  the  distance  between  the  crank-shaft  and  the 
pivots  of  the  swaging-dies  is  changed.  This  is  the  device  in  its  en- 
tirety, save  that  when  tubes  are  to  be  treated  a  mandrel  is  employed 
as  shown  in  Figure  3  of  the  drawings.  The  machine  in  its  entirety, 
except  that  the  mandrel  is  omitted,  is  the  subject-matter  of  the  claim 
of  the  original  patent.  A  separate  paragraph  of  the  specification 
(lines  20  to  52)  describes  the  part  of  the  machine  which  is  the  sub- 
ject of  the  appealed  claim.  It  does  not  include  the  adjusting  device 
which  is  later  on  described,  and  which,  as  we  have  stated,  is  an  ele- 
ment, or  part,  of  the  claim  of  the  patent.  The  same  machine  and  the 
same  essential  part  of  it  is  found  in  both  claims.  The  new  claim 
omits  the  adjusting  feature  of  the  original  claim,  and  in  express 
terms  embodies  as  an  element  the  mandrel  which  is  recited  to  be 
capable  of  endwise  reciprocation  in  both  directions.  This  is  obvious, 
and  it  is  also  obvious  that  the  oscillatory  dies  through  the  billet  to 
be  forged  will  impart  to  the  mandrel  its  backward  and  forward 
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movements.  In  the  one  claim  the  swaging-dies  are  claimed  with  the 
adjusting  mechanism.  In  the  other  claim  the  same  swaging-dies  hav- 
ing certain  limiting  characteristics  are  claimed  with  the  mandrel, 
with  certain  obvious  limitations  upon  its  movements. 

The  absence  of  any  device  for  feeding  forward  the  mandrel  and 
the  tube  on  the  mandrel  is  of  no  consequence,  for  it  could  be  fed  bv 
hand.  No  support,  other  than  that  afforded  by  the  dies,  is  shown  for 
the  mandrel  and  tube,  but  for  a  small  mandrel  and  tube  none  would 
be  necessary,  and  for  larger  ones  a  suitable  support  could  be  readily 
provided. 

Had  the  claim  in  controversy  been  submitted  while  the  application 
for  the  original  patent  was  pending  w^e  cannot  believe  that  it  would 
have  been  refused  as  not  being  for  the  same  invention  as  that  de- 
scribed and  shown.  If  so  it  would  have  been  a  manifest  error. 
Rather,  we  think,  the  Office  approached  its  consideration  with  the 
idea  that  it  was  an  unwarranted  attempt  to  obtain  a  broadened  claim 
by  means  of  a  reissue,  and  with  the  mistaken  idea  that  such  a  reissue 
was  not  permissible.  The  construction  placed  upon  the  patent  stat- 
utes by  the  courts  is  favorable  toward  inventors  having  meritorious 
inventions  and  they  do  not  put  upon  them  harsh  or  technical  inter- 
pretations. They  do  not  look  with  favor  upon  the  refinements  of 
division  which  lead  to  many  patents  being  issued  for  various  im- 
provements incorporated  upon  a  single  device.  They  are  inclined  to 
resolve  all  doubts  as  to  whether  more  than  one  invention  is  embraced 
in  one  patent  in  favor  of  the  patentee.  {Bennet  v.  Fowler^  8  Wall., 
445.) 

We  do  not  now  recall  an  instance  where  a  patent  had  been  held 
void  by  a  court  of  last  resort  for  claiming  more  than  one  invention. 
In  such  cases  disclaimers  have  been  permitted.  (Sessions  v.  Ro- 
madka,  C.  D.,  1892,  882;  59  O.  G.,  939;  145  U.  S.,  40.) 

Our  conclusions  are  that  appellant  is  within  the  spirit  and  let- 
ter of  the  reissue  statute  in  asking  for  a  reissue  of  his  patent,  with 
the  claim  in  question  incorporated  therein;  and  that  such  claim  is 
for  the  same  invention  as  the  invention  of  the  original  patent.  It 
follows  that  the  decision  of  the  Commissioner  of  Patents  was  er- 
roneous in  rejecting  the  appealed  claini  and  that  therefore  such 
decision  must  be  and  is  hereby  reversed. 

The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceed- 
ings of  the  court  to  the  Commissioner  of  Patents,  according  to  law. 
Revei'sed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In    RE   MOESER. 

Decided  April  3,  1906. 

(123  O.  G.,  655.) 

1.  Patentabiuty — A  Form  of  Contract  Not  an  Art,  Machine,  Manufacture, 

OR  Composition  of  Matter. 
Where  the  alleged  invention  is  nothing  more  than  a  form  of  proposed 
contract  to  be  entered  into  with  individuals  desiring  the  benefit  of  burial 
insurance  or  guaranty,  with  blanks  attached  and  readily  separable  tliere- 
from,  which  in  addition  to  the  ordinary  draft  for  payment  show  the  several 
certificates  required  in  order  to  provide,  as  far  as  practicable,  against  the 
perpetration  of  frauds  upon  the  insurer  or  guarantor.  Held  not  an  art, 
machine,  manufacture,  or  composition  of  matter  within  the  meaning  of  the 
patent  laws  of  the  United  States. 

2.  Same — A  Mere  Contract  Not  Patentable. 

Where  each  form  of  proposal  is  one  for  entry  into  and  performance  of  a 
distinct  contract  and  there  is  no  physical  construction  or  combination  that 
can  convert  it  from  a  mere  contract  into  a  tangible  device  or  manufacture. 
Held  not  patentable. 

3.  Same — Forms  of  Insurance  Contracts  Not  Patentable  as  an  Art. 

The  form  of  contracts  or  proposals  for  contracts  devised  or  adopted  as  a 
method  of  transacting  a  particular  class  of  Indemnity  or  insurance  business 
Held  not  patentable  as  an  art. 

Mr.  Jos,  B.  Connolly  and  Mr.  Ilemnj  C,  Evert  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

Shepard,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  an  application  for  a  patent  for  a  protective  system  of 
contracts. 

The  form  of  contract  described  is  one  adopted  by  the  Burial  League 
of  the  United  States,  whereby  it  imdertakes,  in  consideration  of 
yearly  payments  to  be  made  by  the  applicant  for  the  benefit,  to 
furnish  and  pay  for  the  burial  of  the  party  at  a  cost  not  less  than 
$100.  Th^  application  embodies  seventeen  claims.  It  is  unnecessary 
to  recite  all  of  these  claims  as  numbers  three  and  seventeen  fully 
indicate  the  character  of  the  alleged  invention.  They  read  as 
follows : 

3.  An  instrument  embodying  a  contract  to  be  executed  by  a  company  and 
an  individual,  with  a  series  of  provision  and  agreement  clauses,  a  draft 
attached  to  and  made  a  part  of  the  instrument  In  which  draft  a  depository 
agrees  to  pay  to  a  designated  party  or  parties  the  sum  involved  In  the  con- 
tract, and  acceptance  attached  to  said  draft  to  be  executed  by  said  designated 
imrty  or  parties,  certifying  statements  to  be  executed  by  disinterested  parties 
to  the  contract  certifying  to  the  genuineness  of  certain  facts  within  their 
knowledge  relating  to  the  contract,  a  release  clause  to  be  executed  by  a  claim- 
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ant  of  the  individual,  and  a  notarial  certification  as  to  the  genuineness  of 
the  signatures  of  the  certifying  statements  and  release  clause*  substantially 
as  described. 

17.  The  herein-described  commercial  contract  instrument  comprising  a  single 
paper  containing  a  contract  between  a  company  and  an  individual,  a  contract 
acceptance  to  be  signed  by  an  undertalcer  upon  said  undertaker  assuming 
charge  of  the  remains  of  a  nominee  named  in  said  contract,  said  acceptance 
contract  adapted  for  detachment  from  the  contract  paper  whereby  the  contract 
acceptance  may  be  forwarded  by  the  undertaker  to  the  aforesaid  company,  a 
draft  in  said  contract  paper  negotiable  only  after  the  death  of  the  said  nominee 
named  In  the  contract  paper,  declaratory  statements  embodied  in  the  contract 
paper  to  be  signed  by  designated  parties  whose  signatures  are  to  be  obtained 
thereto  by  the  undertaker,  and  an  attesting  statement  to  be  executed  by  the 
undertaker  certifying  to  the  genuineness  of  the  signatures  obtained  to  the 
declaratory  statements,  said  attesting  statement,  the  draft  and  the  declara- 
tory statements  being  inseparable  one  from  the  other,  and  separable  In  unison 
from  the  contract  paper. 

While  it  may  be  true,  as  alleged,  that  certain  arrangements  of 
printed  sheets  of  paper,  for  use  as  bank-checks,  or  for  preserving 
records  of  certain  payments  and  transactions,  in  books  or  the  like, 
may  have  been  patented,  from  time  to  time,  as  amounting  to  an  "  art, 
machine,  manufacture,  or  composition  of  matter,"  within  the  mean- 
ing of  the  patent  laws  of  the  United  States,  we  agree  with  the  Com- 
missioner of  Patents  that  the  invention  here  claimed  does  not  come 
within  that  classification.  It  is  nothing  more  than  a  form  of  pro- 
posed contract  to  be  entered  into  with  individuals  desiring  the  bene- 
fit of  burial  insurance  or  guaranty,  with  blanks  attached  and  readily 
separable  therefrom,  which,  in  addition  to  the  ordinary  draft  for 
payment,  show  the  several  certificates  required  in  order  to  provide, 
as  far  as  practicable,  against  the  perpetration  of  frauds  upon  the 
insurer  or  guarantor. 

Each  form  of  proposal  is  one  for  entry  into,  and  performance  of 
a  distinct  contract,  and  there  is  no  physical  construction  or  combina- 
tion that  can  convert  it  from  a  mere  contract  into  a  tangible  device  or 
manufacture. 

The  business  of  indemnity  or  insurance  against  very  many  of  the 
casualties  of  life  and  human  affairs  has  grown  to  immense  propor- 
tions in  modem  times.  The  several  species  of  contracts  therefor 
are  of  a  generic  character,  and  require  in  their  final  performance 
some  kind  of  certificate  or  proof  of  loss  as  well  as  ordinary  drafts 
for  payment  where  so  provided.  The  form  of  such  contracts  or  pro- 
posals for  contracts,  devised  or  adopted  as  a  method  of  transacting 
a  particular  class  of  this  business,  is  not  patentable  as  an  art. 

This  conclusion  of  the  Commisioner  which  we  approve,  has  the 
support  of  a  decision  of  the  Circuit  Court  of  the  Southern  District 
of  New  York.  ( V.  S,  Credit  Si/stem^  Co.  v.  American  Credit  Ifulemr 
aity  Co,,  C.  D.,  1893,  292;  63  O.  G.,  318.) 
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Moreover,  even  if  the  invention  claimed  was  of  a  patentable  nature, 
we  would  not  be  prepared  to  hold  that  there  was  error  in  denying 
it  for  want  of  novelty.  (Z7.  S.  Credit  System  Co.  v.  American  Credit 
Ind.  Co.y  supra,  S.  C.  affirmed  on  appeal,  59  Fed.  Rep.,  139;  Munson 
V.  N.  Y.  City,  124  U.  S.,  601.) 

The  decision  appealed  from  will  be  affirmed,  and  the  clerk  will 
certify  the  proceedings  and  decision  of  this  court  to  the  Commissioner 
of  Patents.    A  firmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Standard  Underoroitnd  Cable  Company. 

Decided  April  S,  1906. 

(123  O.  G.,  (ir>6.) 

1.  Tbade-Mabk  Registration — Divebgence  Between  Drawing  and  Label. 

The  Trade-Mark  Act  does  not  vest  in  the  Commissioner  of  Patents  the 
power  to  decide  for  the  applicant  the  scope  of  his  claimed  mark. 

2.  Same — Same. 

Any  rule  of  the  Patent  Office  which  would  require  the  drawing  filed  to 
be  a  facsimile  of  the  sample  specimen  furnished  would  he  Invalid. 

3.  Same — Same. 

Where  the  label  used  by  the  applicant  has  the  word  "  Eclipse  "  printed 
upon  a  dark  background  representing  a  partial  solar  eclipse,  together  with 
descriptive  words  and  the  name  and  address  of  the  applicant,  and  the  ap- 
plication drawing  shows  merely  the  word  "  Eclipse,"  Held  that  registra- 
tion of  the  mark  shown  upon  the  drawing  should  not  be  refused  on  account 
of  the  omission  from  the  drawing  of  the  additional  matter  shown  In  con- 
nection with  that  mark  urK)n  the  label. 

Afr.  Geo,  II,  Christy  and  M7\  Bayard  H,  Christy  for  the  appel- 
lant. 

Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

DUELL,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  to  register  appellant's  trade-mark,  which  is  alleged  to  con- 
sist of  the  word  "  Eclipse,"  and  which  is  used  in  connection  with 
insulated  wire. 

The  ground  upon  which  registration  is  refused  is  stated  to  be  that 
the  mark  shown  and  described  in  the  application  is  not  the  mark 
which  the  appellant  has  used. 

The  record  discloses  that  the  word  "  Eclipse,"  as  used  by  appellant, 
appears  upon  a  label.  It  is  stated  in  the  application  for  registration, 
that— 

the  trade-mark  Is  usually  displayed  by  attachment  to  the  coils  or  rolls  of  wire 
as  prepared  for  the  market  of  a  printed  label  bearing  the  said  trade-mark. 
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The  record  does  not  contain  a  sample  of  the  label,  but  one  is  incor- 
porated in  appellant^s  brief,  and  no  question  is  raised  that  the  label 
is  otherwise  than  as  shown.  This  label  has  various  descriptive  words 
printed  upon  it,  together  with  the  name  and  address  of  appellant 
The  word  "  Eclipse  "  is  printed  upon  a  dark  background  representing 
a  partial  solar  eclipse  and  underneath  this  dark  background  are  the 
words,  "  Black  Core."  The  drawing  furnishes  a  part  of  the  appli- 
cation shows  only  the  word  "  Eclipse." 

The  question  is  whether  appellant  by  printing  the  word,  "  Eclipse  " 
upon  the  label,  with  certain  accessories  must  disclose  in  his  applica- 
tion these  accessories,  or  any  part  of  them,  and  if  the  latter,  which 
ones. 

When  an  applicant  presents  his  alleged  trade-mark  for  registry 
imder  the  act  approved  February  20,  1905,  who  is  to  determine  of 
what  the  mark  consists  ?  If,  as  in  the  present  case,  the  mark  is  im- 
pressed upon  a  label,  and,  in  addition  to  the  matter  claimed  as  the 
trade-mark  by  an  applicant,  certain  accessories  are  shown,  is  the 
power  vested  in  the  Commissioner  of  Patents  to  say  to  applicant  you 
must  describe  or  show  your  mark  not  only  as  consisting  of  what  you 
say  it  is,  but  also  you  must  include  such  portion  of  the  accessories,  or 
parts  of  the  label  as  I  think  are  a  material  portion  of  the  mark, 
although  you  may  think  otherwise  ?  The  power  is  an  autocratic  one 
and  its  possession  by  the  Commissioner  of  Patents  cannot  be  pre- 
sumed but  must,  we  think,  be  set  forth  in  the  statute  with  reasonable 
clearness.  We  must  bear  in  mind  that  the  Trade-Mark  Act  of  1905 
does  not  create  trade-mark  rights.  It  provides  for  their  registry. 
The  courts  in  the  end  are  to  determine  the  scope  of  any  trade-mark, 
registered  or  unregistered.  If  the  holding  of  the  Commissioner  of 
Patents  as  to  what  is  an  applicant's  real  trade-mark  proves  to  be 
erroneous  who  suffers  therefrom  ?  Surely  not  the  Patent  OflSce,  or 
its  officials.  Rather  the  registrant,  and  those  holding  under  him. 
As  the  burden  is  his,  why  should  not  the  election  be  his?  If  he  errs 
he  pays  the  penalty.  The  general  public  is  no  more  likely  to  be  in- 
jured in  the  one  case  than  in  the  other.  An  examination  of  so  much 
of  the  Trade-Mark  Act  of  1905  as  is  pertinent  to  the  question  under 
consideration  discloses  that  the  applicant  is  required  to  furnish, 
among  other  things,  a  drawing  of  the  trade-mark.  In  addition  he 
is  obliged,  if  required  by  the  Commissioner  of  Patents,  to  furnish 
such  a  number  of  specimens  of  the  trade-mark  as  actually  used  as 
may  be  called  for.  If  none  are  called  for  he  need  furnish  none.  If 
none  are  required  his  trade-mark  certificate  will  issue,  and  the  validity 
of  its  registry  cannot  be  invalidated  for  that  reason. 

The  act  is  silent  as  to  the  use  to  which  the  specimens  are  to  be  put. 
The  drawing  is  manifestly  to  be  furnished  for  photolithographic  pur- 
poses.   It  may  be  that  the  specimens  may  be  required  for  the  purpose 
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of  showing  that  the  mark  has  actually  been  used,  how  affixed  to  the 
goods,  and  that  the  claimed  mark  actually  appears  upon  the  speci- 
mens furnished.  It  does  not  seem  to  us  that  it  is  to  be  presumed  that 
the  specimens  are  to  be  furnished  in  order  that  the  Commissioner  of 
Patents  may  pass  upon  the  question  as  to  how  much  of  the  matter 
which  appears  upon  the  specimens  constitutes  the  mark.  Nowhere  in 
the  act  do  we  find  any  power  vested  in  the  Commissioner  of  Patents 
to  decide  for  the  applicant  the  scope  of  his  claimed  trade-mark.  The 
Commissioner  is  vested  with  power  to  determine,  in  the  first  instance, 
whether  the  mark  as  described,  shown  and  claimed,  is  subject  to 
appropriation  by  the  applicant  and  may  satisfy  himself  as  to  whether 
the  trade-mark  has  been  actually  used  in  interstate  or  foreign  com- 
merce. When  he  finds  that  the  mark  as  claimed  has  so  been  used, 
it  is  not  for  him  to  turn  to  the  specimen,  if  one  be  required  by  him, 
and,  seeing  other  matter  than  the  mark  claimed,  shown  on  the 
specimen,  require  applicant  to  add  any  such  matter.  When  he  does 
this  he  goes  beyond  what,  to  us,  seems  to  be  the  intent  of  the  act. 
Any  rule  of  the  Patent  Office  which  would  require  the  drawing  filed 
to  be  a  facsimile  of  the  sample  specimen  furnished  would,  in  our 
opinion,  be  invalid.  It  is  within  common  knowledge  that  a  trade- 
mark is  ordinarily  used  upon  a  label,  which  contains  embellishments, 
ornamentations  and  other  matter,  which  standing  by  themselves  may 
often  be  proper  subject-matter  for  exclusive  appropriation  as  trade- 
marks, yet  such  matter  is  ho  essential  part  of  the  trade-mark  claimed 
and  by  which  the  brand,  in  connection  with  which  they  are  used, 
becomes  known.  This  is  specially  so  when  the  trade-mark  is  a 
fancy  name  or  coined  word. 

We  repeat  that  we  do  not  think  that  Congress  intended  to  confer 
upon  the  Commissioner  of  Patents  authority  to  say  to  an  applicant 
how  much  or  how  little  of  the  embellishments  appearing,  in  connec- 
tion with  what  may  be  called  the  essential  feature  of  a  trade-mark, 
form  an  actual  part  of  the  trade-mark.  Rather  do  we  think  that 
this  right  of  selection  and  designation  rests  with  the  applicant.  No 
general  rule  can  possibly  be  applied,  and  where  this  is  the  case  it  is 
unwise  to  attempt  to  exercise  a  power  not  expressly  vested  in  an 
executive  officer. 

The  proper  forum  for  the  decision  of  such  questions  is  the  courts 
where  each  case  can  be  passed  upon  as  it  arises. 

We  conclude  that  the  rejection  of  the  appellant's  application  for 
registration  was  not  well  founded.  We  therefore  reverse  the  decision 
of  the  Commissioner  of  Patents. 

The  clerk  of  the  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  the  premises  to  the  Commissioner  of  Patents,  according 
to  law.    Reversed, 

H.  Doc.  641,  51>-2 i5 
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[Court  of  Appeals  of  tlie  District  of  Columbia.] 

Gaines  &  Co.  v.  Knecht  &  Son. 

Decided  May  9,  1906. 

(123  O.  G.,  G57.) 

1.  Tbade-Mabks — Constitutionality  of  Act — Standing  of  Opposes  Dehying 

Same. 
Where  it  is  urged  that  the  Patent  Office  is  without  jurisdiction  to  grant 
registration  of  a  trade-mariic  for  the  reason  that  the  act  under  which  tlie 
application  is  made  is  unconstitutional  and  void.  Held  that  if  the  act  Is 
void  the  opposer  has  no  standing  as  a  party  to  this  proceeding,  for  the  pro- 
cedure upon  which  the  opposer  challenges  the  validity  of  the  act  is  provided 
by  the  act  itself. 

2.  Same — Same — Nor  Considered  Upon  Opposition  Pboceeoings. 

Held  that  a  party  opposing  the  registration  of  a  trade-marls  cannot  raise 
the  question  of  the  validity  of  the  Trade-Mark  Act  for  courts  sit  only  to 
protect  and  vindicate  rights  of  persons  or  property,  and  the  certificate  of 
registration  must  be  read  in  connection  with  the  act  and  derives  its  whole 
vitality  from  the  act.  If  the  act  is  void,  so  is  the  certificate  void  upon  its 
face,  and  no  right  of  property  is  infringed  upon  or  threatened,' 

3.  Same — Similarity — "  Old  Crow  "  and  *'  Raven  Valley." 

Where  the  mark  of  an  applicant  consists  of  the  words  "Raven  Valley*' 
accompanied  by  a  pictorial  representation  of  three  ravens  in  the  bare  limbs 
of  a  tree  and  the  opposer's  trade-mark  consists  of  the  words  "  Old  Crow  ** 
and  it  is  stated  that  the  words  have  b€;en  used  by  customers  of  the  oppofler 
accompanied  by  the  picture  of  a  crow,  even  admitting  that  the  words  **01d 
Crow  "  as  a  trade-mark  would  be  interfered  with  by  the  picture  of  a  crow 
and  that  the  raven  and  the  crow  belong  to  the  same  family.  Held  that  there 
is  no  such  similarity  l)etween  the  marks  of  the  parties  as  would  justify 
refusing  the  applicant  registration. 

Mr.  e/.  S.  Barker  and  Mr,  James  Low  Hopkins  for  the  appellant 
Mr.  E.  T.  Fenwick  and  Mr.  A.  E.  Wallace  for  the  appellee. 

Stafford,  J. : 

This  is  an  appeal  from  the  Commissioner  of  Patents  under  the 
Trade-Mark  Act  of  February  20,  1905.  Knecht  &  Son  filed  an 
application  to  register  a  trade-mark,  which  was  examined  and  passed 
for  publication.  Gaines  &  Company  opposed  the  registration  under 
section  6  of  said  act.  We  shall  speak  of  Knecht  &  Son  as  the  appli- 
cant and  Gaines  &  Company  as  the  opponent.  The  opponent  con- 
tends that  the  act  is  unconstitutional,  and  offers  that  as  a  reason 
why  the  applicant's  mark  should  have  been  refused  registration. 
The  opponent  also  objects  on  the  ground  that  the  applicant's  mark 
is  similar  to  the  mark  of  the  opponent,  and  would  be  likely  to  lead 
to  confusion  and  enable  the  applicant  to  perpetrate  a  fraud  upon 
the  public. 
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I.  The  opponent  in  its  notice  of  opposition  states  that  it  is  the 
sole  and  exclusive  owner  of  a  trade-mark  for  whisky  consisting  of 
the  words  "Old  Crow;"  that  this  trade-mark  has  been  registered 
in  the  Patent  Office  four  times — once  under  the  act  of  1870,  and 
three  times  under  the  act  of  1881,  giving  the  date  of  each  certificate ; 
that  the  right  and  title  of  the  petitioner  in  and  to  the  said  trade- 
mark has  been  adjudicated  in  two  cases  therein  cited;  that  appli- 
cant's mark  presents  the  same  general  appearance  to  the  eye  as  the 
opponent's,  and  would  enable  the  former  to  perpetrate  a  fraud  upon 
the  public.  Then  the  opponent  adds  that  the  Patent  Office  is  with- 
out jurisdiction  to  grant  registration  for  the  reason  that  the  act  imder 
which  application  is  made  is  unconstitutional  and  void. 

If  the  act  is  void  it  may  be  pertinently  inquired,  How  can  the 
opponent  make  use  of  the  act  for  the  purposes  of  opposition?  A 
void  act  must  be  void  as  to  the  opponent  no  less  than  as  to  the 
applicant.  It  cannot  be  that  an  act  utterly  void  because  dealing 
with  a  subject-matter  upon  which  the  legislature  had  no  right  to 
speak  nevertheless  provides  the  procedure  upon  which  the  opponent 
may  challenge  the  validity  of  the  act  itself.  The  opponent  has  no 
standing  whatever  as  a  party  to  this  proceeding  except  by  the 
provisions  of  the  very  act  which  he  says  is  entirely  void.  Therefore, 
his  objection,  if  true,  cuts  the  ground  from  under  his  own  feet. 

But  there  is  another  reason  why  the  opponent  cannot  raise -the 
question.  Courts  sit  only  to  protect  and  vindicate  rights  of  persons 
or  property.  It  will  not  be  claimed  that  any  right  of  person  is  in 
danger  here.  Neither  is  any  right  of  property  infringed  upon  or 
threatened  if  the  act  is  unconstitutional  and  void.  What  harm  can 
it  do  the  opponent  to  have  another  trade-mark  registered  under  an 
act  which  is  void  upon  its  face  ?  The  certificate  of  registration  must 
be  read  in  connection  with  the  act  and  derives  its  whole  vitality  from 
the  act,  and  if  the  act  itself  is  void,  so  is  the  certificate  void  upon  its 
face.  This  is  not  a  proceeding  in  the  nature  of  a  proceeding  to  have 
a  cloud  upon  the  opponent's  title  removed,  and  if  it  were,  it  could  not 
be  maintained,  because  an  instrument  or  a  proceeding  utterly  void 
upon  its  face  does  not  constitute  a  cloud.  {Pomeroy^s  Eq.  Jur.^  3d 
ed.,  sec.  1399,  and  note.)  It  is,  indeed,  provided  in  section  16  of  the 
act  that  registration  under  its  provisions  shall  be  prima  facie  evidence 
of  ownership,  and  when  an  instrument  is  made  prima  facie  evidence 
of  ownership,  it  is  ordinarily  held  to  constitute  a  cloud,  but  if  the  act 
itself  is  void,  so  is  this  provision,  which  is  a  part  of  it.  Those  statutes 
which  make  tax-deeds  prima  facie  evidence  of  title  are  not  unconsti- 
tutional and  void,  and,  therefore,  such  deeds  are  prima  facie  valid, 
but  the  opponent's  contention,  if  correct,  destroys  this  provision  with 
the  rest.    No  extrinsic  evidence  is  required  to  show  that  the  act  is 
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unconstitutional  and  no  extrinsic  evidence  could  make  a  certificate 
under  it  of  any  force;  consequently,  registration  under  such  an  act 
can  do  the  opponent  no  harm.  Uncertainty  of  law,  if  any  be  recog- 
nized as  existing,  certainly  does  not  help  to  make  an  instrument  or  a 
proceeding  a  cloud.  Moreover,  the  opponent's  contention  is  not  that 
the  unconstitutionality  is  uncertain,  but  that  it  is  certain. 

There  is  still  another  consideration.  This  is  an  appeal  from  the 
decision  of  an  officer  of  the  executive  department  performing  a  minis- 
terial act.  He  has  treated  the  statute  as  valid,  and  so  he  ought  to 
have  treated  it  until  it  is  otherwise  determined  by  the  courts.  As  he 
remarked  in  his  opinion : 

Such  registration  does  not  create  a  property  right  in  the  applicant  or  take 
away  the  property  right  of  another,  but  is  merely  a  record  of  the  applicants 
claim  of  title.  The  real  right  of  the  applicant  is  subject  to  investigation  and 
determination  in  suits  brought  in  the  courts  subsequently  either  by  or  against 
him.  The  question  whether  that  registration  constitutes  prima  facie  evidence  of 
ownership  may  call  for  a  determination  as  to  the  constitutionality  of  the  law 
providing  for  registration.  It  Is  believed  that  this  Office  should  leave  the  deter- 
mination of  that  question  to  the  courts  In  the  regular  way.  (Schumacher  v. 
Marble,  3  Mackey,  32.) 

It  may  be  true  that  the  Commissioner  acts  in  a  judicial  capacity 
in  determining  whether  the  applicant  is  the  owner  of  the  trade- 
mark, and  whether  it  is  one  of  those  marks  the  registration  of  which 
is  prohibited,  but  when  he  has  determined  these  in  favor  of  the 
applicant  the  act  to  be  performed  by  him  is  ministerial  merely,  and 
that  is  the  act  which  it  is  claimed  he  should  have  refused  to  perform 
on  the  ground  that  the  statute  is  unconstitutional.  Such  judicial 
proceedings  as  there  are  issue  and  culminate  in  a  purely  ministerial 
act, — the  mere  registration  of  a  mark  which  if  the  statute  is  void 
cannot  possibly  prejudice  the  right  of  the  opponent  or  of  any  one 
else.  It  is  not  as  if  the  culminating  act  interfered  with  the  person 
or  property  of  others.  We  sit  to  review  the  action  of  the  officer 
from  the  same  standpoint  which  he  was  bound  to  take.  Although 
the  case  is  now  before  a  court,  the  case  itself  is  not  changed,  nor 
are  the  rules  changed  by  which  it  should  be  decided.  It  is  for  this 
court  to  say  merely  whether  his  decision  was  right  or  wrong.  We 
think  he  did  not  err  in  treating  the  act  as  valid.  When  some  case 
shall  arise  in  which  rights  of  person  or  property  must  be  affected 
by  the  decision,  it  will  become  necessary  to  consider  the  question 
now  attempted  to  be  raised ;  but  to  pass  upon  it  now  would  be  to 
decide  a  question  of  theory  alone,  and  this  is  not  the  province  of  a 
court.  {Clough  v.  Curtis^  134  U.  S.,  361,  372;  Chicago  R.  R.  Co.  v. 
JfiUiam,  143  U.  S.,  339,  345;  California  v.  San  Pablo  R.  R.  Co.^ 
149  U.  S.,  308,  314;  Brown  v.  Root,  18  App.  D.  C,  239,  243.)  The 
act  purports  to  provide  means  for  the  protection  and  enforcement  of 
rights  acquired  by  complying  with  its  provisions.    When  any  of 
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these  means  are  sought  to  be  turned  agamst  the  opponent  he  will,  if 
his  contention  is  sound,  have  a  perfect  defense  in  the  unconstitution- 
ality of  the  act.     {Fitta  v.  McGhee,  172  U.  S.,  616.) 

n.  The  second  question  is,  Whether  the  mark  of  the  applicant  is 
so  similar  to  that  of  the  opponent  as  naturally  to  lead  to  confusion 
and  enable  the  applicant  to  perpetrate  a  fraud.  The  notice  of  oppo- 
sition states  that  the  opponent's  trade-mark  consists  of  the  words 
"  Old  Crow,"  and  then  adds  that  the  words  have  been  used  by  cus- 
tomers of  the  opponent  accompanied  by  the  picture  of  a  crow.  The 
mark  of  the  applicant  consists  of  the  words  "Raven  Valley"  for 
whisky  accompanied  by  a  pictorial  representation  of  three  ravens  in 
the  bare  limbs  of  a  tree.  Even  admitting  that  the  words  "Old  Crow" 
as  a  trade-mark  would  be  interfered  with  by  the  picture  of  a  crow, 
and  that  the  raven  and  the  crow  belong  to  the  same  family,  the  ques- 
tion still  remains,  Whether  the  two  marks  are  so  nearly  alike  that 
purchasers  would  be  likely  to  be  deceived  and  misled  into  the  belief 
that  they  were  buying  the  goods  of  the  applicant  ?  There  is  no  strik- 
ing similarity  between  the  picture  of  a  single  crow  as  used  on  the 
labels  of  the  opponent's  customers  and  the  picture  of  three  birds  of 
smaller  size  in  the  dead  branches  of  a  tree,  and  when  the  words 
"  Raven  Valley  "  are  considered  they  are  so  different  from  the  words 
"  Old  Crow  "  that  any  confusion  or  deception  would  be  very  improb- 
able. It  appears  that  the  applicant  has  been  using  this  mark  for  a 
dozen  years,  and  that  no  action  has  ever  been  taken  against  it  by  the 
opponent,  and  it  does  not  appear  that  any  one  has  ever  been  deceived 
in  fact.  We  agree  with  the  Commissioner  that  there  is  no  such  simi- 
larity between  the  characters  as  would  justify  him  in  refusing  regis- 
tration. 

The  decision  of  the  Commissioner  is,  therefore,  affirmed^  and  it  is 
ordered  that  this  decision  and  the  proceedings  in  this  court  be  certi- 
fied to  the  Commissioner  of  Patents  as  required  by  law. 


[Court  of  Appeals  of  tbe  District  of  Columbia.] 

Neth  and  Tamplin  v.  Ohmer. 

Decided  April  S,  1906. 

(123  O.  G.,  99a) 

Priority  of  Invention — Judgment  on  the  Record. 

Where  the  Patent  Office  awarded  priority  in  favor  of  the  senior  party 
on  the  record.  Held  that  under  the  case  as  presented  by  the  preliminary 
statement,  which  may  be  called  the  pleadings  of  the  party,  there  was  noth- 
ing to  do  but  render  a  decision  in  favor  of  the  senior  party,  whose  appli- 
cation for  the  patent  was  a  constructive  reduction  to  practice  of  the 
invention  several  months  earlier  than  the  alleged  conception  of  the  same 
by  his  opponent 
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2.  Preuminaby  Statement — Amendment  of  Within  Discretion  op  Commib- 

SIONEB. 

Whether  leave  shall  be  given  to  amend  a  preliminary  statement  is  a 
matter  within  the  discretion  of  the  Commissioner  and  Is  not  reviewable, 
save  possibly  in  a  case  of  palpable  abuse  of  that  discretion. 

Mr,  D.  P.  Wolhaupter  and  Mr.  R.  /.  McCarty  for  the  appeUants. 
Mr,  H.  A.  Touhnin  for  the  appellee. 

Shepard,  J. : 

The  appellants  appeal  from  a  decision  of  the  Commissioner  of 
Patents  awarding  priority  to  the  appellee  of  the  invention  of  an 
improvement  in  fare-registers,  described  in  an  issue  under  four 
counts. 

The  application  of  Ohmer  was  filed  February  9,  1903,  and  that  of 
Neth  and  Tamplin  on  November  7, 1904.  In  their  preliminary  state- 
ment, Neth  and  Tamplin  alleged  conception  in  November,  1903,  and 
reduction  to  practice- in  March,  1904.  As  the  dates  alleged  were  both 
subsequent  to  Ohmer's  filing  date,  the  latter  moved  for  judgment 
without  proceeding  to  take  testimony.  Thereupon  Neth  and  Tamp- 
lin prayed  for  leave  to  amend  their  statement  so  as  to  allege  a  date 
of  conception  prior  to  their  opponent's  filing  date.  The  Examiner 
of  Interferences  denied  leave  to  amend  and  his  decision  was  affirmed 
by  the  Commissioner.  Thereafter,  priority  was  awarded  to  Ohmer 
upon  the  case  stated,  and  that  decision  was  affirmed  in  succession  by 
the  Examiners-in-Chief  and  the  Commissioner. 

Under  the  case  as  presented  by  the  preliminary  statement,  which 
may  be  called  the  pleading  of  the  party,  there  was  nothing  to  do 
but  render  a  decision  in  favor  of  the  senior  party  whose  application 
for  the  patent  was  a  constructive  reduction  to  practice  of  the  inven- 
tion several  months  earlier  than  the  alleged  conception  of  the  same 
by  his  opponents.  No  evidence  of  conception  prior  to  the  date  alleged 
could  have  been  considered.  {Colhoun  v.  Hodgson^  C.  D.,  1895, 122; 
70  O.  G.,  276;  5  App.  D.  C,  21,  22;  Cross  v.  PkUlips,  C.  D.,  1899, 
342;  87  O.  G.,  1399;  14  App.  D.  C,  228,  231.) 

Whether  leave  shall  be  given  to  amend  a  preliminary  statement, 
is  a  matter  that  rests  in  the  discretion  of  the  Commissioner,  and  is 
not  reviewable,  save  possibly  in  a  case  of  palpable  abuse  of  that  dis- 
cretion. {Cross  V.  Phillips,  C.  D.,  1899,  342;  87  O.  G.,  1399;  14 
App.  D.  C,  228,  237;  Richards  v.  Meissner,  C.  D.,  1906,  595;  114 
O.  G.,  1831;  24  App.  D.  C,  305,  310.)  Clearly  no  such  case  is  here 
presented. 

The  decision  of  the  Commissioner  will  be  affirmed.  It  is  so  ordered; 
and  that  this  decision  be  certified  to  the  Conmiissioner  of  Patents 
as  required  by  law.    Ajfirmed, 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  RE  American  Glue  Company. 

Decided  April  10,  1906. 

(123  O.  G.,  999.) 

Trais-Mabkb — Registbabiutt. 

Held  that  a  mark  which  simulates  the  Great  Seal  of  the  United  States 
is  not  registrable  as  a  trade-mark  under  the  act  of  February  20,  1905. 

Mr.  Vere  Goldthwaite  for  the  appellant. 

Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

McCoMAS,  e/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  to  register  an  alleged  trade-mark.  There  is  a  pictorial  repre- 
sentation of  the  mark  and  it  is  described  in  the  application  as 
follows : 

The  trade-mark  consists  of  the  words/*  New  England  "  together  with  a  repre- 
sentation of  a  spread-eagle  holding  in  its  talons  arrows  and  an  olive  branch 
and  having  a  shield  upon  its  breast 

The  rulings  of  this  court  in  the  application  of  Cahn,  Belt  and  Com- 
pany, and  in  the  application  of  the  William  Connors  Paint  Mfg. 
Company,  determine  our  decision  in  this  case.  The  pictorial  repre- 
sentation and  the  words  of  description  here  more  nearly  simulate  the 
Great  Seal  of  the  United  States  than  does  the  proposed  trade-mark 
described  in  the  application  in  the  last-cited  case. 

This  court  is  slow  to  interfere  with  property  rights,  but  as  it  has 
heretofore  said  in  discussing  the  act  of  February  20, 1906,  which  pro- 
hibited registration  of  a  trade-mark  like  this,  no  person  has  had  in 
the  sense  of  that  act  an  "  exclusive  use  "  of  the  Great  Seal  of  the 
United  States,  and  no  person  can  claim  a  prescriptive  right  to  use  a 
mark  prohibited  by  law.  The  Commissioner  of  Patents  properly 
refused  registration  to  the  mark  we  are  here  considering. 

Congress  has  declared  the  public  policy  respecting  marks  like  this 
and  has  concurred  in  the  international  convention  opposing  the  use 
of  national  insignia  as  trade-marks. 

We  cannot  agree  with  the  applicant's  counsel  that  Congress  in- 
tended to  recognize  a  vested  right  in  persons  who  had  used  such 
marks  to  continue  to  register  them  and  to  prevent  other  citizens  from 
registering  other  marks  of  the  same  class.  The  law  which  prohibits 
the  use  of  such  simulations  of  the  Great  Seal,  as  we  have  here  passed 
on,  is  a  law  for  all  alike. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Commissioner  of  Patents  according  to 
law.    Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  William  Connors  Paint  Mfg.  Company. 

Decided  April  10,  1906. 
(123  0.  G.,  999.)- 

Trade-Mabks — Registrability. 

The  registration  of  a  trade-mark  the  pictorial  representation  of  which 
simulates  the  seal  of  the  Department  of  Justice  of  the  United  States  and 
in  some  parts  the  Great  Seal  of  the  United  States  is  prohibited  under 
section  5  of  the  act  of  February  20,  1905. 

.Mr.  T.  TF.  Johnson  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

McComas,  ./. ; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  to  register  an  alleged  trade-mark  described  as  follows : 

The  trade-mark  of  said  corporation  consists  of  the  representation  of  an  eagle 
with  spread  wings,  perched  upon  the  American  shield  and  holding  in  its  exposed 
talons  arrows  and  branches  of  laurel,  there  being  in  the  background  the  repre- 
sentations of  stars  and  the  expK)sed  ends  of  several  American  flags,  the  whole 
being  inclosed  within  concentric  circles  appearing  within  a  seal-like  border,  and 
the  words  "American  Seal "  which  appear  In  the  upper  portion  of  the  seal-like 
border. 

The  Commissioner  of  Patents  in  this  case  refused  to  permit  regis- 
tration to  this  trade-mark  for  two  reasons,  and  the  first  of  these  dis- 
poses of  this  appeal.  Registration  was  refused  because  the  pictorial 
representation  is  a  simulation  of  the  United  States  coat-of-arms. 

This  court  has  recently  decided,  in  the  matter  of  the  application  of 
Cahn,  Belt  and  Company,  that  a  mark  such  as  is  here  presented  for 
registration  is  prohibited  by  the  fifth  section  of  the  act  of  February 
20,  1905.  The  act  mentioned  requires  that  registration  be  refused  as 
a  trade-mark  to  such  a  mark  as — 

consists  of  or  comprises  the  flag  or  coat-of-arms  or  other  insignia  of  the  United 
States,  or  any  simulation  thereof,  or  of  any  State  or  municipality,  or  of  any 
foreign  nation. 

The  tribunals  of  the  Patent  Office  are  not  quite  accurate  in  saying 
that  the  pictorial  representation  in  this  application  is  a  simulation  of 
the  United  States  coat-of-arms.  It  is  more  nearly  a  simulation  of 
the  seal  of  the  Departnient  of  Justice  of  the  United  States,  though 
some  parts  do  simulate  the  Great  Seal  of  the  United  States. 

In  the  Journals  of  Congress  (Vol.  IV,  p.  39)  it  appears  that  on 
June  20, 1782,  the  Great  Seal  was  finally  adopted  and  from  the  order 
adopting  the  Great  Seal  we  quote  the  following  description  of  the 
obverse  of  the  seal,  the  reverse  of  the  seal  not  being  used : 

Arms.  Paleways  of  thirteen  pieces,  argent  and  gules;  a  chief,  azure:  the 
escutcheon  on  the  breast  of  the  American  eagle  displayed  proper,  holding  in 
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his  dexter  talon  an  olive  branch,  and  in  his  sinister  a  bundle  of  thirteen 
arrows,  all  proper,  and  in  his  beak  a  scroll,  inscribed  with  this  motto,  **  E  pluri- 
hu8  Vnum" 

For  the  crest  Over  the  head  of  the  eagle,  which  appears  above  the  escutch- 
eon, a  glory,  or,  breaking  through  a  cloud,  proper,  and  surrounding  thirteen 
stars,  forming  a  constellation,  argent,  on  an  azure  field.  (See  seal  of  the  United 
States  by  Gaillard  Hunt,  pp.  23,  24;  publication  of  the  Department  of  State, 
1902.) 

By  the  act  of  September  15, 1789,  creating  the  Department  of  State, 
(1  Stat.,  68,)  it  was  provided : 

Section  3.  ♦  ♦  ♦  That  the  seal  heretofore  used  by  the  United  States  in 
Congress  assembled  shall,  and  hereby  is  declared  to  be.  the  seal  of  the  United 
States. 

Section  4  provides  that  the  Secretry  of  State  shall  be  the  keeper 
of  the  seal  and  shall  aflBx  it  to  all  civil  commissions  to  officers  ap- 
pointed by  the  President.  In  Marbury  v.  Madison  (5  U.  S.,  158) 
Chief  Justice  Marshall  made  a  memorable  use  of  this  law.  As  the 
Government  grew  it  became  impracticable  to  apply  the  Great  Seal 
to  all  the  commissions  of  officers.  By  successive  acts  of  Congress 
the  several  departments  adopted  a  separate  department  seal.  The 
seal  of  the  Department  of  Justice  is  an  eagle  resting  on  a  prone 
national  shield,  wings  fluttering,  with  olive  branch  and  arrows  in 
his  talons.  This  seal  the  applicant  in  this  case  mainly  followed, 
adding  the  stars  from  the  Great  Seal,  and  besides  added  the  flags. 
(See  Great  Seal  by  Charles  A.  L.  Totten,  1897.)  It  is  plain  that  in 
any  event  this  mark  is  a  simulation  of  the  described  insignia  of  the 
United  States,  and  the  Commissioner  of  Patents  properly  refused 
registration  of  the  same. 

It  is  not  necessary  that  we  consider  the  second  reason  assigned 
by  the  Commissioner  of  Patents  for  his  refusal  to  register  this  mark. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Commissioner  of  Patents  according 
to  law.    Afjirmed. 


r Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Hayes. 

Decided  April  11,  1906, 

(123  O.  G.,  1000.) 

Patentability — Mechanical  Skill — Waterpboof  Electbomaqnet. 

It  amounts  only  to  mechanical  skill  to  provide  an  old  electromagnet  with 
an  old  non-magnetic  metal  covering  for  the  purpose  of  rendering  the  elec- 
tromagnet operative  under  water.  Any  one  having  ordinary  skill  in  the  art 
should  know  that  such  a  covering  should  be  made  of  non-magnetic  material 
to  avoid  interfering  with  the  electrical  action  of  the  magnet 
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Mr.  James  P.  Connolly  for  the  appellant. 

Mr.  John  M,  Coit  for  the  Commissioner  of  Patents. 

McCoMAS, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
who  affirmed  the  finding  of  the  Primary  Examiner  and  of  the  Board 
of  Examiners-in-Chief.  All  three  tribunals  rejected  the  following 
claim : 

In  a  waterproof  electromagnet,  covers  of  non-magnetic  metal  inclosing  the 
coils  or  windings  of  such  magnet,  substantially  as  and  for  the  purpose  described. 

The  Commissioner  decided  that  the  claim  brought  here  on  appeal, 
as  well  as  the  claim  proposed  on  the  appeal  as  a  substitute  therefor, 
is  not  patentable.    The  substitute  read  thus: 

In  an  electromagnet,  a  metallic,  waterproof,  non-magnetic 'covering,  inclosing 
the  windings  of  the  magnet  and  the  terminal  connections  thereof. 

The  subject  of  the  supposed  invention  is  an  electromagnet  intended 
to  be  used  in  submarine  work,  as,  for  instance,  in  locating  and  recov- 
ering sunken  vessels,  anchors,  cables,  and  the  like.  It  is  sou^t  to 
render  the  magnet  perfectly  waterproof  so  as  to  prevent  the  corrosive 
action  of  salt  water  and  to  prevent  short-circuiting  of  the  coils 
through  the  medium  of  water  when  the  magnet  is  submerged. 

It  appears  that  all  the  appellant  has  done  is  to  place  a  non-mag- 
netic waterproof  covering  made  of  metal  upon  the  coils  of  an  electro- 
magnet. The  claim  is  for  the  idea  of  covering  an  electromagnet  and 
the  windings  of  the  magnet  and  its  terminal  connections  by  inclosing 
the  same  within  a  waterproof  and  non-magnetic  covering. 

All  the  tribunals  of  the  Patent  Office  find  that  the  claim  is  for  an 
obvious  mechanical  expedient  which  would  naturally  occur  to  one 
skilled  in  the  art. 

The  Primary  Examiner  cited  a  single  reference  as  in  anticipation 
of  the  appellant's  claim.  This  reference  was  the  patent  to  S.  T. 
Wellman,  dated  December  10,  1895,  No.  651,020. 

The  Commissioner  of  Patents  says  that  the  provision  of  a  water- 
proof casing  upon  an  electromagnet  which  is  to  be  used  under  water 
does  not  involve  invention,  and  that  the  use  of  a  non-magnetic  mate- 
rial for  the  casing  by  one  who  does  not  claim  to  be  the  discoverer 
that  magnetic  material  used  for  such  purpose  would  interfere  with 
the  proper  operation  of  the  device,  cannot  be  regarded  as  patentable. 

The  appellant  is  not  claiming  the  form  or  construction  of  his  cov- 
ering. To  put  a  waterproof  covering  over  an  old  device  to  be  used 
under  water  seems  only  to  use  an  ordinary  mechanical  device.  Any 
one  having  ordinary  skill  in  the  use  of  electricity  should  know  that 
such  covering  should  be  made  of  non-magnetic  material  to  avoid 
interfering  with  the  electrical  action  of  the  magnet.  This  is  the  use 
of  mechanical  skill  only. 
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We  concur  with  all  the  tribunals  of  the  Patent  Office  that  the  appel- 
lant has  only  stated  the  most  natural  and  obvious  thing  to  be  done 
and  the  results  to  be  accomplished,  such  things  as  would  naturally 
occur  to  those  skilled  in  the  art.  It  would  be  unjust  by  granting  a 
patent  in  a  case  such  as  this  to  prevent  others  from  exercising  ordi- 
nary skill  if  they  desired  to  submerge  an  electromagnet  in  water. 
Such  a  patent  would  hinder  the  ordinary  workman  in  the  art  from 
the  exercise  of  his  ordinary  skill. 

The  original  claim  and  the  claim  as  restated  is  not  an  invention. 
All  the  tribunals  of  the  Patent  Office  agree  that  the  claim  is  met  in 
substance  by  the  reference  just  mentioned,  but  we  need  not  discuss 
that  matter.    The  decision  of  (he  Commissioner  of  Patents  is  affirmed. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Ciommissioner  of  Patents  according 
to  law.    Afprmed. 


E Court  of  Appeals  of  the  District  of  Columbia.] 

Bourn  v.  Hux,  Jr. 

Decided  April  S,  1906. 

(123  O.  a,  1284.) 

1.  INTEBFEBENCK — ^BVIDENCl! — PBOBATIVE  WEIGHT  OF  CONDUCT. 

A  delay  of  nearly  three  years  in  filing  an  application  after  an  alleged 
reduction  to  practice  by  one  who  was  a  manufacturer  in  the  art  to  which 
the  invention  belonged  and  who  had  full  knowledge  of  the  need  for  the 
inyention  and  ample  means  for  making  improvements  outweighs  the  mere 
oral  testimony  of  witnesses  who  do  not  testify  clearly  and  i)ositively. 

2.  Same — Constbuction  of  Issue — Apfucant  Copying  Patentee*s  Claims. 

Where  the  claims  of  a  patentee  are  copied  by  an  applicant  for  the  pur- 
pose of  provoking  an  interference,  an  issue  made  on  such  claims  is  to  be 
construed  in  the  light  of  the  specflcation  of  the  patent 

3.  Same — Concurrent  Decisions  in  Patent  Office — Burden  on  Appellant. 

Where  the  three  separate  tribunals  of  the  Patent  Office,  consisting  of  five 
experienced  men  familiar  with  considering  and  weighing  evidence,  agree 
in  their  conclusions,  the  court  of  appeals  will  not  reverse  their  rulings  ex- 
cept in  a  very  clear  case. 

Mr.  Chas.  E.  Foster  for  the  appellant. 

Mr.  Henry  C diver  and  Mr.  Wm.  A.  Macleod  for  the  s^ppellee. 

DUELL,  /. ; 

All  three  of  the  tribunals  of  the  Patent  Office  have  agreed,  and 
without  a  dissenting  voice,  in  awarding  priority  of  invention  to  Wil- 
liam G.  Hill,  Jr.,  and  from  the  final  decision — that  of  the  Commis- 
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sioner  of  Patents — this  appeal  is  taken.  There  are  no  questions  of  law 
involved  in  the  appeal,  and  the  assignments  of  error  are  predicated 
upon  the  alleged  failure  of  the  Commissioner  to  rule  correctly  upon 
the  sufficiency  of  the  evidence  to  prove  or  disprove  claimed  and  neces- 
sary facts.  The  errors  are  specifically  set  forth  but  they  are  summed 
up  in  the  last  alleged  error,  that  the  decision  appealed  from  is  against 
the  weight  of  evidence. 

Where  three  separate  and  distinct  tribunals,  consisting  of  five 
experienced  men  familiar  with  considering  and  weighing  evidence  in 
proceedings  of  this  nature,  agree  in  their  conclusions  this  court  has 
repeatedly  held  that  an  appellant  in  order  to  secure  a  reversal  must 
make  out  a  very  clear  case  of  error.  ^{Hisey  v.  Peters^  C.  D.,  1895, 
349;  71  O.  G.,  892;  6  App.  D.  C,  68;  Esty  v.  Newton,  C.  D.,  1899, 
284;  86  O.  G.,  799;  14  App.  D.  C,  50;  Howard  v.  Hey,  C.  D.,  1901, 
375;  95  O.  G.,  1647;  18  App.  D.  C,  142;  Ocumpaugh  v.  Norton,  C.  D., 
1904,  207;  110  O.  G.,  1723;  25  App.  D.  C,  90.) 

That  these  tribunals  have  reached  their  conclusions  by  different 
paths  does  not  detract  from  the  weight  to  be  given  to  their  decisions. 
The  twelve  men  in  a  jury-box  do  not  look  at  all  of  the  items  of  proof 
adduced  from  the  same  viewpoint,  but  their  unanimous  concurrence 
in  their  conclusion  is  ordinarily  very  persuasive  that  the  result 
reached  is  a  correct  one. 

It  further  appears  that  Hill,  the  appellee,  is  not  only  the  senior 
party,  but  that  the  interference  is  between  his  patents  and  an  applica- 
tion of  Bourn,  the  appellant,  filed  after  he  had  knowledge  of  the  issue 
of  the  patents.  This  fact  adds  heavily  to  the  burden  under  which 
the  appellant  labors.  {Kelly  v.  Fynn,  C.  D.,  1900,  339;  92  0.  G., 
1237;  16  App.  D*rC.,  573;  Niehon  v.  Bradshaw,  C.  D.,  1900,  265; 
91  O.  G.,  644;  16  App.  D.  C,  92.) 

The  record  is  a  voluminous  one,  consisting  as  it  does  of  nearly  seven 
hundred  printed  pages,  but  it  is  unnecessary  to  refer  to  Hill's  testi- 
mony in  view  of  the  conclusion  reached  by  us. 

Hill  filed  his  original  application  January  9,  1900.  On  March  5 
of  the  same  year  that  application  was  divided  and  a  second  one  filed. 
Patents  based  upon  these  applications  issued  November  6,  1900.  It 
is  therefore  incumbent  upon  Bourn  to  establish  his  case  beyond  a 
reasonable  doubt,  and  to  prove  invention  prior  to  January  9,  1900. 
This  he  may  show  by  a  reduction  of  the  invention  in  controversy  to 
practice  prior  to  that  date,  or  by  a  conception  and  disclosure  anterior 
thereto,  followed  by  due  diligence  in  his  efforts  to  perfect  his  inven- 
tion prior  to  and  at  the  time  when  his  rival.  Hill,  entered  the  field, 
which  for  the  purpose  of  this  proceeding  we  take  as  of  January  9, 
1900. 

Let  us  see  whether  or  not  he  has  succeeded. 
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The  issue  of  the  interference  is  in  three  counts,  all  of  which  are 
for  processes  which  are  thus  stated : 

1.  The  process  of  vulcanizing  rubber  and  allied  gums,  which  consists  In  sur- 
rotinding  with  gas  the  substance  to  be  vulcanized,  heating  the  gas  to  a  tempera- 
ture sufficient  to  vulcanize  the  substance,  and  subjecting  the  gns  to  pressure 
irrespective  of  that  which  may  be  due  to  the  expansion  of  the  gas  by  heat 

2.  The  process  of  vulcanizing  rubber  and  allied  gums,  which  consists  In  sur- 
rounding with  air  the  substance  to  be  vulcanized,  heating  the  air  to  a  tempera- 
ture sufficient  to  vulcanize  the  substance,  and  subjecting  the  air  to  pressure 
irrespective  of  that  which  may  be  due  to  the  expansion  of  air  by  heat 

3.  The  herein-described  process  of  vulcanizing  rubber  and  allied  gums,  which 
consists  in  heating  the  rubber  compound  in  an  atmosphere  of  an  inert  gas. 

That  these  counts  are  to  be  construed  in  the  light  of  the  specifica- 
tions of  the  Hill  patents  is  a  proposition  that  has  repeatedly  been 
afSrmed  by  this  court.  They  are  claims  of  Hill's  patents  and  were 
bodily  incorporated  into  Bourn's  application  after  the  issue  of  Hill's 
patents,  and  for  the  purpose  of  provoking  this  interference.  {Cher- 
ney  v.  Clauss,  C.  D.,  1905,  635;  116  O.  G.,  597;  25  App.  D.  C,  15.) 
With  this  application  Bourn  filed  an  affidavit  claiming  to  have  com- 
pleted his  invention  prior  to  January  9,  1900,  the  date  of  Hill's  filing 
his  original  application. 

The  Examiners-in-Chief  have,  we  think,  correctly  defined  the  pro- 
cesses of  the  counts.      They  say : 

The  processes  of  counts  1  and  2  of  the  issue  have  the  relation  of  genus  and 
species.  In  the  first  count  a  process  is  defined  in  which  is  used  any  gas.  In 
the  second  count  the  same  process  is  defined  but  the  gas  used  is  a  specific  gas, 
t.  e.,  air. 

In  count  3  of  the  issue  the  gas  is  an  inert  gas,  that  is  to  say,  a  non-oxidizing 
gas  or  any  gas  which  will  not  injuriously  affect  the  rubber  or  allied  gum  to 
change  its  constituent  character. 

Whatever  be  the  gas  used,  the  process  as  defined  by  the  language  of  counts 
1  and  2  is : 

(1)  Surrounding  with  the  gas  rubber  or  its  allied  gums; 

(2)  Heating  the  gas  to  a  heat  sufficient  to  vulcanize  rubber  or  its  allied 
gums ; 

(3)  Subjecting  the  gas  to  pressure  "  irrespective  of  that  which  may  be  due  to 
the  expansion  of  the  gas  by  heat.*' 

These  counts  call  for  a  simultaneous  application  to  the  rubber  or  allied  gum 
of  a  gas  at  a  vulcanizing  heat  and  at  a  pressure  greater  than  that  due  to  the 
expansion  of  the  gas  while  hot ;  and  that  the  temperature  and  the  pressure  shall 
be  maintained  until  the  rubber  or  allied  gum  is  vulcanized. 

The  manner  of  carrying  out  the  process  is  described  in  the  Hill 
patents,  and  such  description  shows  clearly  that  the  gas  is  applied  to 
the  rubber  at  a  vulcanizing  heat  and  stated  pressure,  at  one  and  the 
same  time,  and  is  continued  until  vulcanization  is  complete. 

An  examination  of  the  proofs  adduced  by  Bourn  to  determine 
whether  he  had  completed  the  invention  in  controversy  prior  to 
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January  9,  1900,  as  set  forth  in  his  affidavit  before  referred  to,  and 
in  his  preliminary  statement  becomes  necessary. 

In  his  preliminary  statement  Bourn  claims  to  have  conceived  and 
disclosed  the  invention  early  in  1897,  and  that  in  April,  1898,  he 
caused  to  be  constructed  an  apparatus  to  be  used  for  carrying  on  his 
experiments,  and  that  with  such  apparatus  he  practiced  the  invention 
of  all  of  the  counts  of  the  issue  during  the  following  month,  and, 
further,  that  he  from  time  to  time  vulcanized  rubber  and  allied  gums 
from  that  time  until  the  filing  of  his  application. 

His  proofs  disclose  that  what  he  claims  to  have  done  in  1897 
amounted  to  naught.  He  neither  during  that  year  conceived  nor 
disclosed  to  any  one  the  subject-matter  of  the  interference.  The 
latter  part  of  April,  1898,  he  had  procured  a  vulcanizer,  and  undoubt- 
edly he  used  it  for  experimentation  purposes,  but  neither  his  own 
testimony  nor  that  of  his  witnesses,  is  sufficiently  clear  and  exact  to 
convince  us  that  at  any  time  prior  to  his  learning  of  the  issue  of  the 
patents  to  Hill  had  he  successfully  practiced  the  process  of  the  issue. 
It  is  very  easy  when  one  has  been  in  possession  of  an  apparatus 
capable  of  carrying  out  a  process,  and  has  experimented  with  that 
apparatus,  to  convince  himself,  and  those  in  his  employ,  or  interested 
with  him  in  business,  that  a  process  afterward  disclosed  in  a  printed 
publication  was  the  one  practiced  by  him.  But  a  careful  reading  of 
the  testimony  fails  to  convince  us  that  Bourn  had  more  than 
scratched  the  surface.  All  the  circumstances  surrounding  the  case, 
and  his  own  conduct,  tend  to  strengthen  our  opinion.  He  was  a 
manufacturer  of  india-rubber  boots  and  shoes,  with  ample  means 
and  facilities  for  making  improvements  in  the  art  at  his  command; 
a  patentee  of  improvements  in  the  rubber  art,  and  familiar  with  the 
art  of  vulcanization ;  and  he  had  full  knowledge  of  the  need  for  some 
process  that  would  shorten  the  time  of  vulcanization.  It  seems 
impossible  to  believe  that  he  would  have  waited  months  and  years 
after  he  had  solved  the  problem  without  applying  for  patent  pro- 
tection. Having  learned  of  the  issue  of  patents  to  Hill,  for  what  he 
believed  was  his  invention,  he  says  that  very  day  he  wrote  his  attor- 
neys to  investigate  the  matter,  and  prepare  an  application  for 
patent.  The  non-production  of  that  letter  forces  us  to  the  conclusi(Hi 
that  even  at  the  time  when  he  wrote  it  he  was  unable  to,  or  did  not 
apprise  his  attorneys  what  his  process  was.  We  do  not  doubt  that  he 
had  been  floundering  about  for  more  than  two  years  in  his  attempts 
to  accomplish  something,  nor  do  we  doubt  that  after  he  had  the 
process  described  to  him  that  he  really  believed  that  he  had  prac- 
ticed the  process.  He  may  have  practiced  at  it  but  it  is  not  sufficient 
that  he  may  have  approximated  the  process.  {Appert  v.  Schmeriz^ 
C.  D.,  1898,  524;  84  O.  G.,  508;  13  App.  D.  C,  117.) 
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The  evidence  offered,  however,  is  not  sufficient  to  overcome  the 
doubts  arising  from  his  own  actions,  much  less  to  overcome  an  issued 
patent.  We  think  no  court  would  overthrow  Hill's  patent  on  evi- 
dence such  as  is  presented  in  this  record.  The  same  rule  of  law 
applies  in  both  cases.  All  the  testimony  relating  to  the  counts  of  the 
issue  is  oral.  No  written  directions  given  to  the  workmen  as  to  what 
they  were  to  do  are  in  evidence.  Such  exhibits  as  are  produced 
relate  to  a  machine  which  could  be  used  in  carrying  out  different 
processes.  There  is  an  absence  of  clear  and  convincing  testimony 
sufficient  to  overcome  the  many  presumptions  bearing  so  heavily  upon 
the  appellant.  The  c<mmients  of  the  Supreme  Court  in  The  Barbed 
Wire  Patent  (C.  D.,  1892,  299;  58  O.  G.,  1555;  143  U.  S.,  284)  are 
very  pertinent  to,  and  strongly  appeal  to  us  in  this  case. 

To  review  all  the  testimony  would  consume  more  time  than  we 
have  at  our  command,  and  as  the  facts  would  be  of  no  value  to  any 
other  case,  a  longer  opinion  woiild  merely  lumber  the  reports  of  the 
court.  The  three  opinions  of  the  Patent  Office  tribunals  give  in  detail 
the  facts,  and  no  good  purpose  would  be  subserved  in  restating  them. 

Appellant  has  not  satisfied  us,  beyond  a  reasonable  doubt,  that  he 
had  reduced  the  process  of  the  issue  to  practice  prior  to  the  time  when 
Hill's  patents  were  applied  for,  or  that  he  had  done  so  even  at  the 
time  when  he  filed  his  application  for  patent.  Our  conclusion  on  this 
branch  of  the  case  makes  it  unnecessary  to  refer  to  the  laches  of  appel- 
lant in  filing  an  application  for  patent.  The  general  principles  appli- 
cable to  that  question  need  not  here  be  discussed. 

We  have  failed  to  discover  any  error  in  the  decision  of  the  CJommis- 
sioner  of  Patents  which  would  warrant  a  reversal.  His  decision  is 
correct  and  is  affirmed. 

The  clerk  of  the  court  will  certify  our  opinion,  and  the  proceedings 
herein,  to  the  Commissioner  of  Patents  as  required  by  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Cleveland  v.  Wilkin. 

Decided  April  5,  1906, 

(123  O.  G.,  1286.) 

1.  INTEBFEBENCE — ORIGIN ALITY. 

Held  that  upon  examination  of  the  evidence  and  aside  from  the  weight 
attached  to  the  unanimous  decisions  of  the  Patent  Office  tribunals  there  is 
no  douht  but  that  Willcin  was  the  real  inventor  and  that  Cleveland  obtained 
his  knowledge  of  the  invention  from  Newton's  drawing  made  after  Wilkin's 
original  sketch. 

2.  Evidence — Confucting  Testimony — Cibcum stances. 

Held  that  wherever  there  is  a  conflict  between  the  witnesses  surrounding 
and  well-established  circumstances  of  great  weight  support  those  who  testi- 
fied on  behalf  of  Wilkin. 
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Mr.  TT.  TT.  Dodge  for  the  appellant. 

Mr.  C.  F.  Benedict  and  Mr,  A.  L.  Morsell  for  the  appellee. 

Shepard,  J,: 

This  is  an  interference  proceeding  involving  opposing  claims  to  the 
invention  of  an  improvement  in  gang-saw  mills. 

The  issue  was  disclosed  in  three  counts,  as  follows : 

1.  In  a  gang-saw  mill,  the  combination  of  a  saw  frame  or  sash,  and  two 
counterbalancing  devices  operating  in  Intersecting  planes  or  paths,  the  first 
serving  to  counterbalance  the  saw  frame  or  sash,  and  the  second  serving  to 
counterbalance  the  first. 

2.  In  a  gang-saw  mill,  the  combination  of  a  saw  frame  or  sash;  a  counter- 
balancing mechanism  therefor ;  and  a  second  counterbalancing  device  connected 
with  and  serving  to  neutralize  the  effect  of  the  first  counterbalancing  mectian- 
ism  in  a  path  intersecting  the  path  of  movement  of  the  saw  frame  or  sash. 

3.  In  combination  with  the  main  framework,  sash  and  actuating  mechanism  of 
a  gang-saw  mill,  a  shaft  provided  with  counterbalancing-weights  set  to  reacli  the 
downward  limit  of  their  throw  as  the  sash  reaches  its  highest  point,  and  rice 
versa;  a  second  counterweight  movable  back  and  forth  in  a  given  plane  at 
substantially  right  angles  to  the  plane  of  movement *of  the  saw  frame  or  sash; 
and  connections  bet>veen  the  first  and  second  counterweights,  whereby  the  latter 
is  brought  to  its  medial  position  when  the  first  is  at  its  highest  and  lowest 
points,  and  is  moved  inward  toward  the  first  when  said  first  counterweight  is  on 
the  same  side  of  its  carrying-shaft  as  the  second  counterweight,  and  Is  moved 
outward  therefrom  as  the  first  counterweight  passes  to  the  opposite  side  of  its 
shaft 

The  appellant  having  filed  his  application  on  January  6,  1904,  the 
burden  of  proof  was  imposed  upon  the  appellee  whose  application 
was  filed  one  day  thereafter.  The  question  to  be  determined  is  not 
one  of  priority  between  independent  inventors,  but  of  originality, 
and  the  issue  is  one  of  fact  solely. 

Wilkin  was  an  inventor  of  a  gang-saw  mill  that  was  manufactured 
by  the  Giddings  and  Lewis  Manufacturing  Company  of  Fond  du  Lac, 
Wis.,  for  a  number  of  years,  by  an  arrangement  between  them.  Their 
relations  were  severed  in  the  fall  of  1902.  The  contention  of  Wilkin 
is  that  he  conceived  the  invention  of  the  issue  as  an  improvement 
upon  his  patented  device,  and  made  a  sketch  of  the  same  in  March  or 
April,  1897.  That  he  sent  this  sketch  to  E.  S.  Newton,  draftsman 
and  designer  of  the  Giddings  and  Lewis  Co.,  who  was  also  a  friend 
of  his.  That  Newton  made  a  scale  drawing  of  the  same  which  was 
kept  among  other  drawings  and  blue-prints  in  a  drawer  in  the  office 
of  said  company.  That  Cleveland,  who  was  then  vice-president  and 
manager  of  said  company,  saw  that  drawing,  had  it  explained  to  him, 
and  made  a  blue-print  of  the  same.  And  that  Cleveland  adopted 
the  same  with  a  slight  variation,  constructed  a  machine,  and  then 
made  application  for  patent  as  the  inventor  thereof. 

Each  tribunal  of  the  Patent  Office  decided  in  favor  of  Wilkin.  The 
evidence  in  support  of  his  contention,  as  well  as  that  supporting 
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Cleveland's  claim  of  invention,  has  been  carefully  and  fairly  reviewed 
in  the  successive  decisions  of  those  tribunals.  Further  review  and 
discussion  is  unnecessary.  Suffice  to  say,  that,  upon  an  examination 
of  the  evidence,  and  aside  from  the  weight  attached  to  the  unanimous 
decisions  of  the  Patent  Office  tribunals,  we  have  no  doubt  that  Wilkin 
was  the  real  inventor,  and  that  Cleveland  obtained  his  knowledge  of 
the  invention  from  Newton's  drawing  made  after  Wilkin's  original 
sketch.  Wherever  there  is  a  conflict  between  witnesses,  surrounding 
and  well-established  circumstances  of  great  weight  support  those  who 
te,stified  on  behalf  of  Wilkin. 

The  machine  made  by  Cleveland  in  1903,  which  embodied  and  re- 
duced his  alleged  invention  to  practice,  shows  a  specifically-different 
arrangement  of  the  second  counterbalancing  device  from  that  shown 
in  the  Wilkin  drawing;  but  both  are  within  the  generic  invention  of 
the  issue.  The  point  of  difference,  therefore,  is  of  no  practical  im- 
portance, though  it  may  have  served  to  induce  Pelton,  who  worked 
on  the  plans  for  the  construction  of  Cleveland's  machine,  to  claim  the 
invention  as  against  Cleveland. 

The  decision  in  favor  of  Wilkin  will  be  affirmed ;  and  this  decision 
and  the  proceedings  herein  will  be  certified  to  the  Commissioner  of 
Patents  as  the  law  requires.    Aifirmed. 


(Court  of  Appeals  of  the  District  of  Columbia.] 

Orcutt  t\  McDonald,  Jr.,  and  McDonald. 

Derided  April  3,  1906. 

(12.3  O.  G.,  1287.) 

Appeal  to  Court— Burden  Imposed  by  Concurrent  Decisions  in  Patent 
Office. 
Where  the  Commissioner  concurs  in  and  affirms  the  decision  of  the  Ex- 
aminers-in-Chief  on  matters  of  fact,  the  court  of  appeals  will  not  reverse 
that  decision  unless  It  clearly  appears  that  the  decision  was  against  the 
weight  of  evidence.    Where  matters  of  law  are  involved,  a  different  principle 
applies. 
Interference — Employer  and  Employee — Improvements  Sugoested  by  Em- 
ployee. 
One  who  conceives  the  plan  of  an  invention  and  is  engaged  in  experiments 
to  perfect  It  and  who  employs  another  to  realize  his  conception  is  not  to  be 
deprived  of  the  exclusive  property  in  the  perfected  improvement  by  any 
suggestions  of  the  employee  which  do  not  amount  In  themselves  to  a  com- 
plete Invention.    The  suggested  features  are  to  be  regarded  as  ancillary  to 
the  main  Invention  and  belong  to  the  employer. 

H.  Doc.  641,  59-2 46 
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Jir,  Jackson  H.  Ralston  for  Orcutt. 

Mr.  Paul  Bakewell  and  Mr.  F.  R.  Cornwall  for  McDonald  and 
McDonald. 

McCoMAS, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  upon  the  issues  of  the  interference 
to  the  appellees. 

The  issues  of  the  interference  in  this  case  are : 

Count  1.  **  In  a  wagon-scale  frame,  an  end  casting,  a  pair  of  upright  webs 
forming  parts  of  said  casting,  bearing-sockets  projecting  toward  eacii  otli«: 
from  said  respective  webs,  and  a  hanger-stirrup  having  laterally-projecting 
bearing-lugs  adapted  to  rest  in  or  upon  said  bearing-sockets,  substantially  as 
described." 

Count  2.  "  In  a  wagon-scale,  a  frame  including  two  end  castings,  a  pair  of 
hanger-stirrups  hung  in  each  of  said  castings,  a  rock-shaft  adjacent  and  parallel 
to  each  of  said  castings,  lugs  14  or  12  on  said  rock-shafts,  said  lugs  being  sup- 
ported by  said  hanger-stirrups,  lugs  16  or  20  on  said  rock-shafts,  a  pair  of  plat- 
form-beams arranged  at  right  angles  with  said  rock-shafts,  bifurcated  bearing- 
blocks  secured  to  the  ends  of  said  beams,  bearing-pieces  secured  in  said  lugs  16 
or  21  supporting  said  bearing-blocks,  a  rocker-arm  secured  to  each  said  roek- 
shaft,  a  cross-lever  connected  to  one  of  said  platform-beams,  and  connections 
between  the  ends  of  said  rocker-arms  and  said  cross-lever  intermediate  of  the 
length  of  said  cross-lever  substantially  as  described." 

By  the  preliminary  statements,  McDonald  and  McDonald,  the 
appellees,  claim  conception  and  drawings  about  January  15,  1901, 
and  disclosure  ten  days  later;  reduction  to  practice  in  August,  1901, 
and  the  first  successful  operation  about  September  1,  1901.  Orcutt, 
the  appellant,  claims  conception  about  August  1,  1901,  and  drawings 
about  September  1, 1901,  disclosure  at  various  times  between  the  date 
of  conception  and  February,  1903,  and  reduction  to  practice  in 
October,  1901. 

This  is  a  question  of  originality  rather  than  priority  of  invention. 
The  issues  show  that  the  invention  relates  to  pitless  wagon-scales. 
Orcutt,  the  appellant,  supervised  the  building  of  the  first  scale  em- 
bodying the  devices  of  the  issue.  Orcutt  made  the  drawings  and 
patterns  therefor,  having  been  employed  because  of  his  mechanical 
skill  by  the  appellees  for  the  purpose  of  building  scales  to  embody 
therein  ideas  the  appellees  imparted  to  the  appellant.  The  appellees, 
the  McDonalds,  two  brothers,  were  manufacturing  the  scale  of  Claw- 
son  and  Noble,  whose  shops  and  patents  they  had  purchased.  The 
factory  is  located  at  Pleasant  Hill,  Mo.  The  McDonalds  sought  to 
lessen  the  height  and  to  reduce  the  weight  of  the  Clawson  and  Noble 
scale,  and  to  effect  this  employed  Hall,  a  student  and  a  tolerable 
draftsman.  They  suggested  to  Hall  the  idea  of  combining  the  Mon- 
arch and  the  Clawson-Noble  scales  by  mounting  the  Monarch  stirrup 
in  the  end  frame  of  the  scale  the  McDonalds  had  purchased.    HaU 
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fearing  an  infringement  sought  to  make  a  lower  scale  and  disregarded 
the  suggestion  of  the  McDonalds.  Finally,  the  Hall  scale  proved  a 
failure  and  the  McDonalds  appear  to  have  returned  to  their  original 
idea  and  efnployed  Orcutt,  a  skilful  mechanic,  expert  in  scale-build- 
ing, and  to  him  B.  T.  McDonald  imparted  the  ideas  of  the  brothers 
with  such  specific  instructions  as  their  unskilfulness  enabled  them 
to  impart. 

The  invention  of  the  issue  is  very  simple  and  such  a  conception  as 
readily  might  have  occurred  to  the  McDonalds  who  then  had  a  lim- 
ited experience  in  the  making  and  vending  of  such  scales.  Their 
instructions  to  Orcutt  was  to  build  the  scale  then  being  manufactured 
but  having  a  Monarch  hanger  instead  of  a  hanger  of  the  Clawson 
and  Noble  patent,  and  having  an  "  I "  beam  platform  construction 
similar  to  the  one  Hall  had  designed  for  them. 

All  three  of  the  tribunals  of  the  Patent  Office  concur  in  deciding 
that  such  disclosure  of  the  general  plan  of  the  scale  sufficed  to 
enable  a  mechanic  skilled  in  this  art  to  construct  a  pitless  scale, 
having  the  construction  required  by  the  first  count  of  the  issue, 
and  therefore  these  tribunals  unanimously  agree  that  the  McDonalds 
were  the  prior  inventors  as  to  the  first  count  of  the  issue. 

The  most  important  element  of  the  second  count  pf  the  issue 
includes  the  connection  of  the  cross-lever  between  the  platform- 
beams,  and  the  Examiners-in-Chief  remark  that  this  was  put  in  the 
first  scale  by  Orcutt,  that  B.  T.  McDonald  says  he  instructed  Orcutt 
to  adopt  a  chair  and  cross-lever  as  shown  in  the  Monarch  scale,  and 
James  M.  McDonald,  looking  at  Hall's  sketch,  says: 

The  back  end  of  this  cross-lever  was  connected  to  the  "  I "  beam  in  the  same 
manner  that  it  is  connected  in  our  patent. 

The  Examiners-in-Chief  conclude  that  in  any  event  this  is  a 
feature  ancillary  to  the  main  plan  of  the  invention,  belonging  to 
the  inventor  of  the  main  plan  and  they  decided  that  the  McDonald 
brothers  are  the  inventors  of  the  main  plan.  The  Commissioner 
suggests  some  uncertainty  upon  this  point,  but  agrees  with  the 
Examiners  that  under  the  law  this  improvement  belongs  to  the 
McDonalds  who  should  be  granted  a  patent  for  the  same  as  against 
Orcutt,  because  this  improvement  is  at  most  an  ancillary  feature 
to  the  main  plan  and  the  inventors  of  the  main  invention  were  the 
McDonalds  who  were  beside  the  employers  of  Orcutt  whom  they 
had  engaged  especially  for  the  purpose  of  perfecting  their  niain 
invention. 

We  have  carefully  examined  all  the  testimony  in  the  voluminous 
record  before  us  and  we  concur  with  the  tribunals  of  the  Patent 
Office  in  their  conclusion  that  the  McDonalds  were  the  original 
inventors.    It  is  apparent  that  the  Examiner  of  Interferences  care- 
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fully  examined  the  great  volume  of  evidence,  and  the  Board  of 
Examiners-in-Chief  and  the  Commissioner,  after  like  examinations 
in  succession,  concur  with  him  that  priority  of  invention  should 
be  awarded  to  the  McDonalds  with  their  record  title  to  priority  as 
the  senior  party  of  the  record. 

Orcutt  is  the  junior  party  and  upon  him  is  the  burden  of  proof 
to  show  that  he  was  in  possession  of  the  invention  prior  to  the  time 
the  McDonalds  had  it.  The  rule  is  well  established  in  this  court 
and  prevails  in  other  courts — 

that  where  the  Commissioner  concurs  in  and  affirms  the  decision  of  the  Ei- 
aminers-in-Chief  on  matters  of  fact,  this  court  will  not  reverse  that  decision, 
unless  it  clearly  appears  that  the  decision  was  against  the  weight  of  evidence. 
It  will  not  be  reversed  on  any  mere  question  of  doubt  whether  it  be  correct  or 
not.  Therefore,  where  the  court  can  see  that  the  facts  of  the  case  have  he&i 
fully  and  carefully  examined  by  the  tribunals  of  the  Patent  Office,  resulting  in 
a  concurrence  of  decision  thereon,  it  is  deemed  entirely  unnecessary  to  restate 
and  reiterate  the  facts  gone  over  by  the  tribunals  below,  with  a  repetition  of 
their  conclusions,  unless  it  clearly  appears  that  a  different  result  should  have 
been  reached  in  the  court  below.  Of  course,  where  matters  of  law  are  involved 
a  different  principle  applies.  (Flora  v.  Poxcrie,  C.  D.,  1904,  a36;  109  0.  G., 
2443;  23  App.  D.  C,  202;  in  re  Adams.  C.  D.,  1905,  602;  114  O.  G.,  2093;  24 
App.  D.  C,  277;  Morgan  v.  Daniels.  C.  D.,  1894,  285;  67  O.  G.,  811;  153  U.  S^ 
120,  123.) 

Since  we  agree  with  the  Commissioner  of  Patents  and  since  the 
burden  of  showing  that  there  was  error  in  the  final  decision  of 
the  Commissioner  was  upon  the  appellant,  and  evidence  on  his  part 
fails  to  convince  us,  as  it  failed  to  convince  all  the  tribunals  of  the 
Patent  Office,  we  are  of  opinion  that  it  is  useless  for  us  to  review  the 
testimony.  The  appellant's  situation  imposes  upon  him  a  far  greater 
burden  of  proof  in  this  court  than  his  case  sustains.  This  court  has 
frequently  said : 

The  appellant  comes  here,  not  only  as  the  Junior  applicant  required  to  estab- 
lish his  case  by  a  preponderance  of  evidence,  but  also  with  three  concorrent 
decisions  of  the  tribunals  of  the  Patent  Office  against  him,  a  fact  which  Un- 
poses  upon  him  a  still  greater  burden  of  proof  in  this  court,  as  we  have 
repeatedly  held.  *  *  *  But  apart  even  from  this  burden  of  proof  upon  the 
appellant,  we  think  that  he  has  wholly  failed  to  estal^lish  his  case  against  tbe 
appellee,  and  that  the  preponderance  of  evidence  is  greatly  in  favor  of  the 
latter.  (Swihart  v.  Mauldin,  C.  D.,  1902,  540;  99  O.  G.,  2322;  19  App.  D.  C 
573.) 

We  think  the  principles  of  law  involved  are  well  settled.  The 
McDonald  brothers,  manufacturing  pitless  weighing-scales,  knew 
the  defects  of  their  product  and  though  unskilled  had  a  definite  idea 
of  improvements  in  their  scales.  They  employed  Hall  to  develop 
their  idea  and  he  failed.  They  employed  Orcutt,  the  appellant,  for 
the  same  purpose  and  he  succeeded  while  in  their  employment 
Even  if  the  appellant  added  the  feature  of  the  connection  of  the 
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cross-lever  to  one  of  the  platform-beams,  such  ancillary  idea  would 
accrue  to  the  invention  of  the  appellees.  As  in  Agawam  Company  v. 
Jordan^  (74  U.  S.,  583,  602,)  the  Supreme  Court  says: 

No  one  is  entitled  to  a  patent  for  that  which  he  did  not  invent  unless  he  can 
show  a  legal  title  to  the  same  from  the  inventor  or  by  operation  of  law ;  but 
where  a  person  has  discovered  an  improved  principle  in  a  machine,  manufacture, 
or  composition  of  matter,  and  employs  other  persons  to  assist  him  in  carrying 
ont  that  principle,  and  they,  in  the  course  of  experiments  arising  from  that 
employment,  make  valuable  discoveries  ancillary  to  the  plan  and  preconceived 
design  of  the  employer,  such  suggested  improvements  are  in  general  to  be 
regarded  as  the  property  of  the  party  who  discovered  the  original  improved 
principle,  and  may  be  embodied  in  bis  patent  as  a  part  of  his  invention. 

Suggestions  from  another  made  during  the  progress  of  such  experiments,  in 
order  that  they  may  be  sufficient  to  defeat  a  patent  subsequently  issued,  must 
have  embraced  the  plan  of  the  improvement,  and  must  have  furnished  such 
information  to  the  person  to  whom  the  communication  was  made  that  it  would 
have  enabled  an  ordinary  mechanic,  without  the  exercise  of  any  ingenuity  and 
special  skill  on  his  part,  to  construct  and  put  the  improvement  in  successful 
operation.  Persons  employed,  as  much  as  employers,  are  entitled  to  their  own 
Independent  inventions,  but  where  the  employer  has  conceived  the  plan  of  an 
invention  and  is  engaged  in  experiments  to  perfect  it,  no  suggestions  from  an 
employee,  not  amounting  to  a  new  method  or  arrangement,  which,  in  itself  is  a 
complete  invention,  is  sufficient  to  deprive  the  employer  of  the  exclusive  property 
in  the  perfected  improvement  (Milton  v.  Kingaley,  C.  D.,  1896,  420;  75  O.  G., 
2193 ;  7  App.  D.  C,  531 ;  Qedge  v.  Cromwell,  C.  D.,  1902,  514 ;  98  O.  G.,  1486 ;  19 
App.  D.  C,  192 ;  Gallagher  v.  Hastings,  C.  D.,  1903,  531 ;  103  O.  G.,  1165 ;  21  App. 
D.  C,  88.) 

In  Sendelhach  v.  OUlette  (C.  D.,  1904,  597;  109  O.  G.,  276;  22  App. 
D.  C,  174,  etc.)  this  court  has  applied  the  principle  announced  by  the 
Supreme  Court  to  a  case  quite  similar  to  the  case  before  us. 

The  appellant's  argument  that  there  was  not  a  patentable  invention 
and  that  if  Orcutt  was  not  an  inventor  neither  were  the  McDonalds 
is  not  an  open  question  here.  This  court  said  in  Latham  v.  Arma;t^ 
(C.  D.,  1901,  337;  96  O.  G.,  232;  17  App.  D.  C,  351 :) 

For  reasons  that  have  heen  sufficiently  expressed  in  former  decisions,  the 
question  of  patentability  is  not  ordinarily  regarded  as  open  on  appeal  to  this 
court  in  an  interference  case,  but  is  to  be  regarded  therein  as  conclusively 
established  by  the  Ck)mmissioner  of  Patents.  The  question  in  such  cases  is  one  of 
priority  and  not  of  patentability.  (Hisey  v.  Peters,  C.  D.,  1895,  349 ;  71  O.  G., 
892;  6  App.  D.  C,  68,  70;  Doyle  v.  McRoberts,  C.  D;,  1897,  413;  79  O.  G.,  1029; 
10  App.  D.  C,  445',  467;  Vevoton  v.  Woodward,  O.  D.,  1900,  406;  93  O.  G.,  2319; 
16  App.  D.  C,  568,  572;  Luger  v.  Browning,  17  App.  D.  O.,  205.) 

We  do  not  deem  it  necessary  to  further  extend  this  discussion. 
The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
in  this  cause  to  the  Commissioner  of  Patents  according  to  law. 
Afp/rmed* 
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[Coart  of  Appeals  of  the  District  of  Columbia.] 

Shuman  v.  Beall,  Jr. 

Decided  AprU  5,  1906. 

(123  O.  a,  1664.) 

1.  INTEBFEBENCE — ORIGIN AUTY. 

Where  S.  obtained  patents  before  B/s  applications  were  filed,  but  credible 
and  competent  witnesses  testify  to  disclosure  of  the  InTention  to  them  by 
B.  before  the  date  of  conception  claimed  by  S.  and  to  disclosure  by  B.  to 
the  brother-in-law  and  business  associate  of  S.  before  that  date  and  circuiu- 
stances  support  the  conclusion  that  B.  and  not  S.  is  the  iuTentor  and  the 
delay  of  B.  in  applying  for  patents  and  his  failure  to  reduce  to  practice 
are  satisfactorily  explained,  Held  that  S.  derived  the  invention  from  B. 

2.  Same — Reduction  to  Pbacticb — Inubing  to  Benefit  of  Another. 

Where  B.  conceived  the  invention  and  S.  appropriated  B.'s  conception 
and  reduced  the  same  to  practice  and  took  out  patents  upon  the  same  as 
his  own  invention,  Held  that  the  work  of  S.  upon  the  invention  innred  to 
the  benefit  of  B. 

3.  Sake — Same — Delay  EiXPLAiNED. 

Reduction  to  practice  by  S.  in  the  course  of  work  for  the  company  em- 
ploying B.  under  circumstances  which  naturally  led  B.  to  suppose  tbe 
reduction  was  recognized  as  that  of  his  own  invention  satisfactorily 
accounts  for  B/s  long  inaction  and  other  conduct  tending  to  bear  against 
the  justice  of  his  claim  for  patents. 

Mr.  Chas.  Howson^  Mr.  Cha%.  H.  Howson^  and  Mr.  R.  T.  Frazier 
for  the  appellant. 
Mr.  W.  S.  Duvall  for  the  appellee. 

Shepard,  J.: 

This  is  an  interference  declared  between  Richard  J.  Beall,  Jr.,  on 
two  applications  for  patents  filed  April  9,  and  April  21,  1904,  respec- 
tively, and  Frank  Shuman,  patentee,  in  two  patents.  No.  733,286, 
issued  July  7, 1903,  and  No.  733,288,  issued  July  7, 1903. 

The  issue  embraces  twenty-six  counts,  and  without  reciting  them, 
on  account  of  their  length,  we  adopt  the  brief  description  of  the  in- 
vention, and  the  synopsis  of  the  several  counts  contained  in  the 
decision  of  the  Examiner  of  Interferences,  as  follows: 

The  inventions  at  Issue  relate  to  certain  apparatus  for  forming  concrete 
piles.  In  using  the  invention  the  pile  is  first  driven  in  the  ground  and  tben 
withdrawn,  thereby  leaving  an  opening  to  be  filled  with  plastic  concrete,  whicli, 
when  it  sets,  forms  the  permanent  pile. 

The  counts  of  the  issue  may  be  grouped  as  follows : 

(1)  The  structure  set  forth  in  counts  1  and  10  to  16,  inclusive  is  a  prepara- 
tory pile  having  an  enlarged  point 

(2)  The  structure  set  forth  in  counts  2  and  3  Is  a  preparatory  pile  haying 
an  opening  extending  through  the  point,  whereby  air  can  enter  the  space  below 
the  point  as  the  pile  Is  withdrawn. 
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(3)  Ck>unt8  4  and  5  set  forth  the  structure  of  counts  2  and  3  with  the  addi- 
tion of  a  valve  which  closes  the  opening  during  the  driving  of  the  preparatory 
pile. 

(4)  Ck>unt  6  relates  to  a  combination  of  the  structures  set  forth  in  groups 
1  and  2. 

(5)  Counts  7,  8  and  9  comprise  a  combination  of  the  structures  set  forth 
in  groups  1,  2  and  3. 

(6)  Counts  17  and  18  relate  to  a  preparatory  pile  having  an  enlarged  point, 
said  point  being  detachable  so  that  it  may  be  left  in  the  ground  when  the 
preparatory  pile  is  withdrawn. 

(7)  The  structure  set  forth  in  counts  19  to  26,  inclusive,  is  a  preparatory 
pile  having  a  detachable  concrete  or  other  non-metallic  point. 

Having  to  overcome  patents  issued  to  Shuman  before  his  applica- 
tions were  filed,  the  burden  is  upon  Beall,  Jr.,  to  show  priority  of 
invention  beyond  a  reasonable  doubt.  This  he  has  done  to  the  satis- 
faction of  each  tribunal  of  the  Patent  Office,  and  their  several  deci- 
sions show  a  painstaking  and  accurate  analysis  of  the  evidence. 

Believing  that  those  decisions  are  right,  and  as  the  question  of 
priority  is  one  of  fact  solely,  we  shall  content  ourselves  with  a  brief 
statement  of  the  grounds  of  our  concurrence.  Shuman's  claimed 
date  of  conception  of  the  invention  of  the  issue  is  October  8  to  10, 
1902.  Beall,  Jr.,  claims  to  have  conceived  it  and  fully  explained 
it  to  others  about  August  4,  1902. 

On  the  latter  date,  Beall,  Jr.,  who  was  a  civil  engineer  and  had 
been  an  architect  and  builder,  was  an  employee  of  the  Cranford 
Paving  CJompany  of  Washington,  D.  C.,  with  which  all  of  the  lead- 
ing witnesses  were  then  or  thereafter  more  or  less  connected.  It 
was  his  business  to  estimate  on  work,  superintend  construction,  and 
assist  in  the  various  contracts  of  the  company.  John  Stewart  was 
a  clerk  in  the  employ  of  said  company  and  his  relations  with  the 
principal  stockholders  and  officers  of  the  same  were  intimate  and 
confidential. 

The  patentee,  Frank  Shuman,  was  the  brother-in-law  of  Stewart, 
and  lived  in  Philadelphia.  He  advertised  himself  as  "Consulting 
Engineer  and  Chemist,  Designing  and  Improving  of  Chemical  and 
Mechanical  Processes  and  Plants  a  Specialty."  He  admitted  in  his 
testimony  that  prior  to  October  8,  1902,  he  had  no  practical  knowl- 
edge of  the  construction  and  uses  of  concrete  piling.  He  testifies 
that  on  a  visit  to  his  mother  who  lived  in  Washington,  on  the  night 
of  October  8,  1902,  Stewart  mentioned  the  matter  of  concrete  piling 
needed  in  certain  foundations  for  buildings  to  be  erected  at  the  Wash- 
ington Barracks.  He  at  once  exclaimed  that  the  thing  was  easy, 
and  within  two  or  three  days  completed  drawings  showing  the  inven- 
tion, and  made  certain  experiments  with  short  pieces  of  pipe,  in  the 
yard  of  his  mother's  residence,  which  confirmed  the  practical  utility 
of  his  discovery. 
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Beall,  Jr.,  testified  that  on  passing  by  the  place  in  Washington 
where  the  foundations  of  "  Stoneleigh  Court "  were  being  constructed, 
on  August  4,  1902,  he  saw  the  contractor  at  work,  and  examined  his 
mode  of  operation.  The  Cranford  Co.  had  made  estimates  on  the 
same  job.  The  contractor  undertook  to  drive  a  wooden  pile,  then  to 
extract  the  same  and  fill  the  opening  with  concrete.  There  was 
great  difficulty  in  extracting  the  pile  on  account  both  of  friction  and 
atmospheric  pressure.  One  of  the  two  piles  driven  by  the  contractor 
could  not  be  extracted  at  all.  Beall,  Jr.,  then  conceived  the  idea  of 
boring  a  hole  in  the  pile,  putting  in  a  removable  plug  at  its  end,  and 
removing  the  same  when  the  necessary  depth  had  been  obtained,  so 
as  to  let  in  the  air  and  relieve  against  the  air-pressure.  He  explained 
his  idea  to  Parsons,  an  experienced  contractor  in  such  work,  and  to 
Brenizer  who  was  a  practical  pile-driver  at  the  head  of  a  pile-con- 
struction company  closely  connected  with,  and  under  the  control  of  • 
the  Cranford  Co.  Brenizer's  office  was  in  the  same  building  with, 
and  adjoined  that  of  the  Cranford  Co.  where  Beall  and  Stewart  were 
employed.  Within  a  day  or  two,  after  returning  with  Brenizer  from 
a  visit  to  the  8toneleigh  Court  work,  Beall,  Jr.,  made  sketches  illus- 
trating the  various  devices  of  the  issue,  and  then,  with  instruments, 
made  a  large  drawing  of  the  same  which  was  examined  by,  and  ex- 
plained to  Brenizer,  and  Willard  H.  Davis,  who  was  a  clerk  fol* 
Brenizer's  company. 

Both  Brenizer  and  Davis  fully  corroborate  this  statement.  They, 
particularly  Brenizer,  were  competent  persons  to  pass  judgment  upon 
the  invention,  and  if  they  have  any  interest  in  the  matter  at  all  it  is 
on  the  side  of  Shuman,  who  subsequently  gave  Brenizer  some  stock  in 
the  corporation  founded  by  him  to  exploit  the  patents.  Both  also 
corroborated  the  statement  of  Beall,  Jr.,  that  Stewart  came  to  them, 
examined  the  drawing,  had  it  explained  to  him,  and  expressed  his 
satisfaction ;  and  further,  that  Stewart  advised  against  testing  the 
invention  at  the  time,  and  suggested  that  he  would  get  his  brother- 
in-law,  Shuman,  who  made  a  business  of  developing  patents  to  take 
hold  and  work  the  thing  out.  Beall,  Jr.,  at  first  objecting,  finally 
agreed  to  let  this  bo  done.  The  drawing  passed  into  the  posses- 
sion of  Stewart,  and  has  not  since  been  produced.  While  Stewart 
strenuously  denied  the  whole  statement,  the  testimony  of  the  others  is 
plain,  direct  and  overwhelming.  It  may  be  added,  also,  that  Par- 
sons, a  wholly  disinterested,  intelligent,  and  competent  witness,  tes- 
tified to  Beall  Jr.'s,  general  disclosure  of  his  invention  about  the 
time  that  it  was  made.  Another  witness,  Merriam,  who  however  was 
not  an  expert,  testified  to  Beall,  Jr.'s,  disclosure  of  his  general 
scheme  in  August,  1902.  From  all  of  this  testimony  we  can  come  to 
no  other  conclusion  than  that  Beall,  Jr.,  conceived  the  invention  in 
August,  1902,  disclosed  it  to  others  who  fully  understood  it  and  could 
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have  reduced  it  to  practice  from  his  explanations,  made  accurate 
drawings  of  the  same,  and  that  this  knowledge  was  imparted  to  Stew- 
art, who  got  possession  of  the  drawings.  This  is  the  crucial  point 
of  the  case. 

Without  discussing  the  evidence  relating  to  other  questions  of 
fact,  we  think  it  sufficient  to  say  that  Shuman  is  not  entitled  to  be 
considered  an  independent  inventor.  He  undoubtedly  had  knowl- 
edge of  Beall,  Jr.'s,  invention  through  Stewart.  The  subsequent 
reduction  to  practice  by  the  Cranford  Paving  Company,  though 
done  under  the  supervision  of  Stewart  and  Shuman,  inured  to  Beall, 
Jr.'s,  benefit,  who  believed  that  the  same  was  being  done  in  his 
interest.  Beall,  Jr.'s,  long  inaction  and  other  conduct  which  tend 
to  bear  against  the  justice  of  his  claim  to  the  invention,  are  satis- 
factorily explained  by  his  relations  with  the  Cranford  Company 
during  the  whole  period.  He  intended  to  let  that  company  have  a 
large  share  of  the  benefits  of  his  invention,  and  was  content  to  ask 
but  a  moderate  share  for  himself,  until  the  time  that  he  learned  of 
the  appropriation  of  the  same  by  Shuman,  Stewart,  and  certain 
principal  officers  of  the  Cranford  Company,  who  proposed  to  leave 
him  entirely  out.  We  are  of  the  opinion  that  Beall,  Jr.,  was  the 
original  and  sole  inventor  of  the  subject-matter  of  the  issue,  and  that 
an  attempt  has  been  made  to  make  him  the  victim  of  a  bold  and 
shrewdly-devised  scheme  to  deprive  him  of  his  right  thereto. 

The  decision  in  his  favor  was  right,  and  will  therefore  be  affirmed. 
It  is  so  ordered,  and  that  this  decision  and  the  proceedings  in  this 
court  be  certified  to  the  Commissioner  of  Patents,  as  required  by 
law.     Affirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

LowRiE  V.  Taylor  and  Taylor. 

Decided  Map  5,  1906, 
(123  O.  G..  1665.) 

1.  Intebfebence — Testimony — Limited    by    Dates    Alleged    in    Preliminary 

Statement. 
Testimony  tending  to  establish  dates  earlier  than  those  alleged  in  the 
preliminary  statement  will  not  be  considered  either  by  the  tribunals  of  the 
Patent  Office  or  by  the  court  of  appeals  on  appeal  from  the  Ck)mmissioner 
of  Patents  unless  timely  amendment  of  such  statement  is  made,  and  the 
court  is  without  power  to  consider  such  testimony  where  leave  to  amend 
is  asked  and  refused. 

2.  Same — Same — Same — Earlier  Dates  Need  Not  Be  Rebutted. 

a  party  is  not  called  upon  to  rebut  any  testimony  of  his  opponent  tend- 
ing to  establish  dates  earlier  than  those  set  up  in  the  opposing  party's 
preliminary  statement.  * 
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3.  Same — Reduction  to  Pbacticb — Mechanical  Pebfection  Unnece88abt. 

A  garment-fastener  which  was  used  for  two  months  in  practical  opera- 
tion Held  to  be  /I  reduction  to  practice,  although  It  appeared  that  It  was 
not  mechanically  perfect,  that  it  was  not  made  of  a  material  which  would 
be  used  In  a  commercial  article,  that  the  hooks  were  not  in  size  adapted  to 
retain  thick  skirt-bands,  and  that  it  was  not  entirely  satisfactory  and  suc- 
cessful, where  it  appeared  that  the  defects  were  clearly  mechanical  imper- 
fections which  could  easily  be  remedied. 

4.  Same — E^tedence — Refreshing  the  Memory. 

A  cash-book  an  entry  In  which  is  used  by  a  witness  to  refresh  his  mem- 
ory need  not  be  introduced  in  evidence. 
6.  Same — Production  of  Evidence  Used  to  Refresh  Memory. 

Where  a  witness  refers  to  an  entry  in  a  cash-book,  which  is  not  produced, 
as  a  means  of  refreshing  his  memory  and  no  objection  to  the  testimony  is 
interposed  and  the  production  of  the  book  was  not  demanded,  the  testimony 
is  admissible.     (Laa^  and  Sponenburg  v.  Scott,  ante,  621;  122  O.  G.,  352.) 

Mr.  William  F.  Hall  and  Mr.  Edward  C.  Hard  for  Lowrie. 

Mr.  Horace  Pettit  and  Mr.  H.  C.  Kennedy  for  Taylor  and  Taylor. 

DUELL,    /.; 

The  appeal  in  this  case  is  taken  from  the  decision  of  the  Commis- 
sioner of  Patents  awarding  priority  of  invention  to  Taylor  and 
Taylor  of  the  following  issue : 

A  garment-fastener,  consisting  of  a  plate  having  means  for  securing  the 
same  to  a  garment,  a  plurality  of  upper  garment-engaging  devices  situated  at 
the  upper  end  of  and  upon  the  front  face  of  said  plate  and  extending  inwardly 
from  the  side  edges  thereof,  said  upper  garment-engaging  devices  being  inclined 
upwardly  and  outwardly  to  the  side  edges  of  the  plate  from  a  vertical  line 
passing  through  the  approximate  center  thereof,  and  a  garment-engaging  device 
situated  on  the  front  face  of  the  plate  below  said  upper  garment-engaging 
devices  and  on  a  vertical  line  passing  through  the  approximate  center  of  said 
plate. 

The  invention  to  which  the  issue  relates  is  an  improvement  in 
garment-fasteners  designed  to  be  worn  by  women  for  holding  the 
front  portion  of  the  garments  in  position  so  that  the  skirts  will  be 
prevented  from  working  up.  The  fastener  is  adapted  to  be  secured 
to  the  corset;  and  it  is  provided  with  downwardly-opening  hooks 
with  which  the  upper  portions  of  the  skirts  and  other  articles  of 
wearing-apparel  will  engage. 

The  fastener  of  the  issue  is  provided  with  four  hooks  suitably 
arranged  for  their  intended  use. 

Two  interferences  were  originally  declared,  each  embracing  a 
single  claim  of  the  applications  of  the  respective  parties;  but  they 
were  later  consolidated  and  became  one  interference  with  two  counts. 
But  one  record  was  made  and  all  the  decisions  of  the  Patent  Office 
have  treated  the  controversy  as  one.  The  Examiner  of  Interferences 
awarded  priority  of  both  issues  to  Taylor  and  Taylor;  the  Exam- 
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iners-in-Chief  reversed  his  decision  and  found  priority  of  invention 
of  both  issues  in  favor  of  Lowrie ;  while  the  Commissioner  of  Patents 
found  in  favor  of  Taylor  and  Taylor  as  to  the  second  count  of  the 
interference  and  in  favor  of  Lowrie  as  to  the  first  count.  The  con- 
troversy comes  before  us  in  the  form  of  separate  appeals,  each  party 
having  appealed  from  so  much  of  the  decision  of  the  Commissioner  of 
Patents  as  is  adverse  to  them.  In  view  of  the  award  of  the  Commis- 
sioner of  Patents  and  of  the  two  appeals,  it  seems  better  to  consider 
the  appeals  separately,  although  they  are  founded  upon  the  same 
applications  and  relate  to  the  same  general  invention.  The  testi- 
mony, however,  is  to  be  separately  considered,  as  some  of  it  relates 
to  one  issue  and  other  parts  of  it  to  the  other. 

The  record  discloses  that  Taylor  and  Taylor  filed  their  application 
February  7,  1901,  and  that  Lowrie  filed  her  application  June  14, 
1902.  Lowrie,  being  the  jimior  party,  has  upon  her  the  burden  to 
overcome  by  pertinent  testimony  the  earlier  date  of  Taylor  and 
Taylor. 

It  appears  from  an  examination  of  the  record  that  Taylor  and 
Taylor's  preliminary  statement  alleges  conception  and  disclosure  of 
the  subject-matter  of  this  issue  about  May  1,  1900,  and  a  reduction  to 
practice  in  September,  1900.  They  have  introduced  into  evidence 
a  garment- fastener,  known  as  Exhibit  No.  1,  which  is  shown  by 
satisfactory  proof  to  have  been  made  and  shown  to  others  in  May, 
1900.  We  agree  with  the  tribunals  of  the  Patent  Office  that  if  this 
exhibit  were  admissible  for  the  purpose  of  showing  a  reduction  to 
practice  as  of  the  date  of  its  construction  it  would  be  sufficient  to  con- 
stitute a  reduction  to  practice  by  Taylor  and  Taylor;  but,  unfortu- 
nately for  them,  under  the  rules  of  the  Patent  Office  they  are  bound 
by  the  allegation  of  their  preliminary  statement  that  they  did  not 
reduce  to  practice  the  invention  of  the  subject-matter  of  this  count 
until  September,  1900.  The  Patent  Office  tribunals  are  not  per- 
mitted to  ignore  the  rules  lawfully  established  for  the  taking  of  testi- 
mony in  interferences;  and  in  appeals  in  such  cases  from  the  Patent 
Office  we  are  equally  bound.  We  are,  therefore,  unable  to  give  any 
earlier  date  of  reduction  to  practice  to  Taylor  and  Taylor  than  that 
alleged  in  their  preliminary  statement. 

As  was  said  by  this  court  in  Hammond  v.  Basch.  (C.  D.,  1905,  615; 
115  O.  G.,  804;  24  App.  D.  C,  469,  473 :) 

The  sworn  preliminary  statements  required  when  an  Interference  has  heen 
declared  constitute  the  pleadings  of  the  parties,  and  we  have  had  occasion 
several  times,  and  for  reasons  satisfactory  now  as  tiien,  to  approve  the  prac- 
tice of  holding  the  parties  strictly  to  the  dates  given  therein.  (Bader  v.  Vajen, 
C.  D.,  1899,  329;  87  O.  G.,  12.35;  14  App.  D.  C.  241,  254;  Stevens  v.  Seher,  C.  D., 
1897,  761 ;  81  O.  G.,  1932 ;  11  App.  D.  C.  245,  251 ;  Cross  v.  PhUlips,  C.  D.,  1889, 
342;  87  O.  G.,  1399;  14  App.  D.  C,  228,  236.) 
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If  the  party  whose  proofs  do  not  correspond  to  his  preliminary 
statement  does  not  choose  to  ask  leave  to  amend  his  statement,  or  if 
the  Commissioner  of  Patents  refuses  to  permit  an  amendment,  we 
are  without  power  in  the  premises. 

Taylor  and  Taylor  are  therefore  to  be  given  the  date  of  May  1, 
1900,  as  that  of  conception  and  disclosure,  and  the  date  of  September, 
1900,  for  their  reduction  to  practice. 

Turning  now  to  Lowrie's  proofs,  it  appears  that  in  August,  1900, 
one  Hastings  made  under  direction  a  brass  garment- fastener  whidi  is 
in  evidence  and  known  as  "  Lowrie's  Exhibit  No.  1."  The  evidence 
establishes  beyond  any  reasonable  doubt  that  this  exhibit  was  made 
at  the  time  claimed.  Hastings  testifies  that  he  made  it  in  August 
and  received  the  sum  of  forty  cents  for  his  work.  He  testifies  with- 
out objection  that  his  cash-book  shows  that  he  received  that  amount 
on  August  18,  1900.  He  was  cross-examined  by  counsel  for  Taylor 
and  Taylor  in  reference  to  the  entry,  and  was  asked  if  he  could  pro- 
duce the  book.  He  replied  that  he  did  not  have  the  book  with  him 
but  could  produce  it.  He  was  not  asked  to  do  so  and  there  the  matter 
dropped.  The  entry  in  the  cash-book  was  referred  to  by  him  as 
being  one  of  the  means  by  which  he  had  refreshed  his  memory  as  to 
the  time  of  making  the  device.  For  the  purpose  that  the  book  was 
used,  it  was  not  essential  that  it  should  be  brought  into  court.  {Ency, 
Pleading  and  Practice^  Vol.  8,  p.  142.)  But  irrespective  of  this,  in 
view  of  the  fact  that  its  production  was  not  demanded  by  counsel  for 
the  appellees,  and  that  the  testimony  in  reference  to  it  was  not 
objected  to,  such  testimony  was  admissible  under  the  authority  of 
Laas  and  Sponenhurg  v.  Scott^  (ante^  621 ;  122  O.  G.,  354.) 

It  is  strenuously  urged  by  the  appellees  that  in  no  event  does  the 
exhibit  amount  to  a  reduction  to  practice.  We  think  otherwise. 
True,  it  was  not  mechanically  perfect,  but  the  work  of  the  inventor 
was  complete.  It  was  an  operative  device  and  was  used  as  such.  It 
was  not  made  of  a  material  which  would  be  used  when  it  should  be 
placed  upon  the  market,  but  that  is  by  no  means  necessary  in  all 
cases  in  order  to  constitute  a  reduction  to  practice.  {Norden  v. 
Spaulding,  C.  D.,  1905,  588;  114  O.  G.,  1828;  24  App.  D.  C,  286, 291.) 
Furthermore,  the  hooks  were  not  in  size  adapted  to  retain  thick  skirt- 
bands,  but  they  were  when  those  bands  were  of  thin  material.  It  ap- 
pears that  the  appellant  wore  it  for  some  two  months.  She  very 
frankly  testifies  that  it  was  not  entirely  satisfactory  and  successful; 
but  when  her  entire  testimony  is  analyzed  in  the  light  of  the  siuround- 
ing  circumstances,  and  after  a  careful  examination  of  the  device,  we 
are  convinced  that  Mrs.  Lowrie  did  not  mean  nor  could  not  have  meant 
that  the  device  was  not  an  operative  one.  The  mechanical  imperfec- 
tions appeared  at  the  first  use  of  the  device,  and  to  remedy  them  re- 
quired only  the  most  ordinary  mechanical  knowledge,  and  there  was 
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then  left  no  room  for  the  exercise  of  the  inventive  talent.  Lowrie. 
therefore,  is  entitled  to  a  date  of  reduction  to  practice  in  August,  1900. 
which  is  earlier  than  any  date  for  reduction  to  practice  that  can  be 
given  to  Taylor  and  Taylor. 

Appellant  was  not  called  upon,  under  the  pleadings,  to  rebut  any 
testimony  showing  an  earlier  reduction  to  practice  by  Taylor  and 
Taylor  than  that  set  up  by  them  in  their  preliminary,  statement, 
which  was  in  September,  1900. 

Under  the  relevant  proofs  we  find  that  Taylor  and  Taylor  while 
the  first  to  conceive  were  the  last  to  reduce  to  practice.  Mrs.  Lowrie 
entered  the  field  in  May,  1900,  and  commenced  and  continued  her 
experiments  and  efforts  to  reduce  the  invention  to  practice  until  her 
efforts  met  with  success  on  or  about  August  18,  1900.  During  that 
time  Taylor  and  Taylor,  so  far  as  this  record  shows,  were  doing 
nothing  and  performed  no  act  of  diligence. 

Our  conclusion  is  that  Lowrie  is  entitled  to  an  award  of  priority  of 
invention.  In  view  of  this  conclusion,  it  follows  that  the  decision 
of  the  Commissioner  of  Patents  was  erroneous. 

The  decision  of  the  Commissioner  of  Patents  awarding  priority  of 
invention  to  Taylor  and  Taylor  on  the  second  count  of  the  issue  of 
the  interference,  which  is  the  one  involved  in  this  appeal,  is  reversed. 

The  clerk  will  certify  this  opinion  and  the  proceedings  of  this  court 
in  the  premises  to  the  Commissioner  of  Patents  according  to  law. 
Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Andrews  v.  Nilson. 

Decided  May  i.  1906. 

(123  O.  G.,  1667.) 

1.  INTEBFEBENCE — BUBDEN    OF    PBOOF — IRREGULARLY-ISSUED    PATENT. 

Where  the  junior  party's  application  was  pending  when  the  senior  party's 
patent  was  granted,  the  senior  party  does  not  thereby  gain  any  advantage 
with  respect  to  the  burden  of  proof.  The  patent  was  Irregularly  Issued, 
and  the  junior  party  need  only  prove  his  case  by  a  preponderance  of  evi- 
dence. 

2.  Same — Reduction  to  Practice. 

A  material  part  of  an  apparatus  may  be  separate  from  the  apparatus  and 
temporarily  held  up  to  its  work,  and  yet  constitute  reduction  to  practice. 
(Loewer  v.  Ross,  C.  D.,  1806,  40;  76  O.  G.,  1711.) 

3.  Claims — CJonstbuction — Terms  Should  Be  Given  Their  Ordinary  Meanings. 

The  reasonable  presumption  Is  that  an  Inventor  intends  to  protect  his 
invention  broadly,  and  consequently  the  cuorts  have  often  said  that  the 
scope  of  a  claim  should  not  be  restricted  beyond  the  fair  and  ordinary 
meaning  of  the  words  except  for  the  purpose  of  saving  it  from  Invalidity. 
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4.  Same — Same — Same. 

The  issue  of  an  interference  between  an  application  and  a  patent  issued 
during  the  pendency  of  the  application  which  Involves  as  one  of  its  ele- 
ments a  "  vibratory  strip  "  should  not  be  construed  as  limited  to  a  vibratory 
strip  having  non-magnetic  properties  simply  because  the  patentee  who  first 
made  the  claim  shows  a  vibratory  strip  having  that  characteristic  The 
reasonable  presumption  is  that  the  inventor  intends  to  protect  his  invention 
broadly. 

Mr.  A,  G.  Davis  J  Mr.  Alexander  D.  Lunt^  and  Mr.  J.  E.  HubbeU  for 
the  appellant. 
Mr.  Clifton  F.  Edwards  for  the  appellee. 

DUELL,  /.; 

This  appeal  brings  before  us  for  review  the  correctness  of  the  de- 
cision of  the  Commissioner  of  Patents  awarding  priority  of  invention 
to  Lars  G.  Nilson,  the  senior  party,  of  the  following  issue : 

In  an  interrupter,  the  combination  of  an  electromagnet,  a  vibratory  strip 
carrying  a  contact-point,  and  a  two-part  armature  mounted  on  said  strip  at 
opposite  sides  of  the  contact-point. 

The  interference  as  originally  declared  was  between  two  claims  of  a 
patent  issued  November  18,  1902,  to  Nilson,  upon  an  application  filed 
May  14, 1902.  Andrews's  application  however  was  filed  June  5, 1902, 
three  weeks  after  Nilson's  and  was  copending  with  that  of  Nilson, 
so  that  the  rule  invoked  by  the  Examiner  of  Interferences  in  decid- 
ing that  Andrews  was  under  an  obligation  to  prove  his  case  beyond 
a  reasonable  doubt,  in  order  to  prevail,  does  not  apply.  Nilson's 
patent  was  irregularly  issued,  as  both  applications  were  pending  at 
the  same  time,  therefore  the  rule  applicable  is  that  which  requires  the 
junior  party  to  an  interference  to  prove  his  case  only  by  a  prepon- 
derance of  evidence. 

So  far  as  the  record  discloses  neither  party  moved  to  dissolve  the 
interference  but  promptly  proceeded  to  take  their  testimony,  thereby 
recognizing,  that  in  their  opinion  there  was  an  interference  in  fact. 
It  appears  however  that  after  the  testimony  was  taken,  filed  in  the 
Patent  Office,  and  printed,  the  Examiner  of  Interferences,  under  the 
provisions  of  Rule  126  of  the  Patent  Office,  notified  the  Conmiissioner, 
that  in  his  opinion,  Andrews  had  no  right  to  make  the  claim  which 
was  the  second  count  of  the  issue.  The  case  being  remanded  to  the 
Primary  Examiner,  who  had  declared  the  interference,  he  examined 
the  question  and  reported  that,  in  his  opinion,  Andrews  had  no  right 
to  make  the  claim.  Apparently  no  appeal  was  taken  from  his  deci- 
sion and  therefore  in  due  course,  the  interference  was  dissolved  as  to 
that  claim,  or  count  of  the  issue.  Up  to  this  time  it  does  not  appear 
that  any  question  was  raised  as  to  the  construction  to  be  placed  upon 
the  first  issue. 
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We  have  referred  to  this  matter  as,  in  our  opinion,  it  sheds  light 
upon  the  question  of  the  proper  construction  to  be  placed  upon  the 
remaining  issue.  Both  parties  accepted  that  issue  as  it  read,  and 
neither  the  Primary  Examiner,  nor  the  Examiner  of  Interferences, 
up  to  the  time  of  his  decision  awarding  priority  of  invention  to 
Nilson,  had  given  to  the  issue  any  construction  other  than  its  terms 
naturally  import. 

In  his  decision  awarding  priority  the  Examiner  of  Interferences 
however,  invoking  the  rule  that  the  issue  must  be  construed  in  the 
light  of  Nilson^s  specification,  because  that  issue  is  a  claim  copied 
from  his  irregularly-issued  patent,  holds  that  the  element — ^"  a  vibra- 
tory strip" — must  be  limited  to  one  of  non-magnetic  material, 
although  the  claim  is  for  a  combination  where  the  vibratory  strip 
has  no  such  expressed  limitation. 

While  we  do  not  question  that  rule  which  has  often  received  our 
approval,  we  do  question  the  correctness  of  its  application  to  the 
case  at  bar.  A  claim  is,  as  has  been  said,  "not  a  nose  of  wax." 
While  the  courts  are  inclined  to  liberality  in  referring  back  to  the 
specifications  for  limitations  to  be  placed  upon  elements  of  a  claim 
in  order  to  save  the  claim  from  invalidity  by  reason  of  the  prior 
art,  they  are  not  so  inclined  when  the  prior  art  does  not  require  it, 
nor  where  an  infringer  insists  that  such  limitations  should  be 
imposed  in  order  to  escape  a  charge  of  infringement,  and  this  is 
especially  so  where  the  element  sought  to  be  limited  is  claimed 
broadly  in  one  or  more  claims,  and  narrowly,  and  with  such  limita- 
tions in  others.  The  reasonable  presumption  is  that  an  inventor 
intends  to  protect  his  invention  broadly,  and  consequently  the  courts 
have  often  said  that  the  scope  of  a  claim  should  not  be  restricted 
beyond  the  fair  and  ordinary  meaning  of  the  words,  save  for  the 
purpose  of  saving  it.  In  reading  a  claim  for  the  purpose  of  con- 
struing it,  heed  must  not  only  be  paid  to  the  specification  proper, 
and  to  the  drawings,  but  also  to  the  other  claims  of  the  patent. 
{Ryder  v.  Schlichter,  126  F.  R.,  487.) 

Where,  as  in  the  present  case,  a  patent  has  been  granted  as  filed, 
no  prior  art  being  cited,  and  the  element  in  controversy  is  narrowly 
claimed  in  some  of  the  claims,  and  broadly  in  others;  and  where 
the  application  upon  which  the  patent  was  issued  was  pending  with 
the  application  with  which  it  becomes  involved  in  interference ;  and 
where  no  motion  is  made  to  avoid  the  interference  by  calling  the 
attention  of  the  Patent  Office  to  the  claimed  fact  that  an  element 
of  the  claim  is  limited  to  such  element  when  made  of  a  material 
having  certain  characteristics;  and  where  the  invention  may  be 
carried  out  by  the  use  of  the  element  with  or  without  the  limiting 
qualification,  no  good  reason  is  apparent  why  the  issue  should  not 
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be  construed  as  it  reads,  and  free  from  narrow  encumbrances.  The 
senior  party  who  has  a  patent  may  not  be  heard  to  ask  that  his 
claim  be  rewritten  so  that  he  may  prevail  in  an  interference.  He 
would  be  in  somewhat  better  position  had  his  patent  not  been  issued, 
or  had  he  surrendered  it  for  reissue. 

In  our  opinion  the  claim  must  be  construed  as  broadly  as  Nilson 
made  it,  and  as  broadly  as  the  state  of  the  art  apparently  warrants. 

The  testimony  will  be  considered  and  applied  to  the  issue  as  having 
the  scope  its  language  gives  to  it. 

Andrews  upon  whom  the  burden  rests,  must  prove  by  a  preponder- 
ance of  evidence  that  he  disclosed  the  invention  prior  to  July  11, 
1901,  the  date  Nilson  has  satisfactorily  proven  for  his  disclosure;  and 
that  he  reduced  the  invention  to  practice  prior  to  September  1,  1901; 
for  Nilson 's  reduction  to  practice  is  shown  to  have  been  September  1, 
1901.  In  his  preliminary  statement  Andrews  claims  conception,  dis- 
closure and  reduction  to  practice  between  May  29  and  June  30,  1901. 

Andrews  thus  states  the  time  and  circumstances  under  which  he 
conceived  the  invention : 

I  first  used  a  vibrating  strip  composed  of  a  metal  strip  with  a  divided  iron 
armature  early  in  the  spring  of  1901  and  referred  to  the  same  In  sundry  letters 
to  Mr.  E.  W.  Rice  which  will  fix  the  date  of  said  invention.  The  circumstances 
which  led  up  to  the  use  of  a  double  or  divided  armature  were  as  follows :  I  was 
using  a  vibrator  made  of  thin  sheet-steel  and  found  that  the  action  of  this 
vibrating  member  was  not  sufiiciently  steady  to  produce  good  results  in  con- 
trolling the  voltage  of  a  generator  which  was  being  experimented  with.  I  then 
took  up  from  the  bench  on  which  the  vibrator  was  standing  two  ordinary  iron 
washers  and  placed  them  one  on  each  side  of  the  platinum  connection-point 
thus  forming  a  divided  armature  and  I  found  that  this  addition  to  the  vibrating 
armature  produced  a  marked  effect  in  steadying  the  action  of  the  instrument 
thereby  keeping  the  voltage  steady. 

Merrill,  his  assistant,  corroborates  him  stating  that  he  distinctly 
remembers  seeing  Andrews  place  two  iron  washers,  one  either  side  of 
the  contact-point,  which  was  situated  in  front  of  the  poles  and  carried 
on  the  flexible  metallic  ribbon,  which  latter  was  supported  at  either 
end  by  clamps  which  were  fastened  to  posts  by  thread  and  nut. 

Neither  of  the  witnesses  by  their  unaided  memory  is  able  to  fix  the 
exact  date  of  this  experiment,  but  there  is  in  the  record  certain  letters 
passing  between  Andrews  and  Rice,  an  officer  of  the  Greneral  Electric 
Company,  which  enable  Andrews  to  fix  the  date,  and  are  of  a  suffi- 
cient corroborative  character,  when  taken  in  connection  with  the 
testimony  of  Andrews  and  Merrill,  to  satisfy  us  that  that  which  was 
done  was  of  a  date  prior  to  July  11,  1901,  and  probably  several  days 
before  July  6, 1901. 

Another  witness,  Jackson,  an  employee  of  the  General  Electric 
Company,  testified  that,  so  far  as  he  knew,  Andrews  devised  the  in- 
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vention  in  controversy  and  sets  forth  quite  fully  and  clearly  the 
sources  of  his  knowledge  and  belief.    He  says : 

In  the  early  part  of  May,  1901,  Mr.  Andrews  spoke  to  me  of  his  hiYenti<m,  and 
proposed  to  me  that  I  should  take  up  the  supervision  of  the  construction  of  the 
apparatus  and  the  testing  thereof.  The  first  regulator  built  under  my  super- 
vision consisted  mainly  of  a  coil  or  magnet,  a  stationary  binding-post  with  a 
contact-screw,  and  a  piece  of  iron  of  about  three-sixteenths  of  an  inch  thick- 
ness, held  opposite  the  center  of  the  coil  by  one  metallic  post  from  one  of  its 
extremities;  the  next  regulator  built  with  any  material  bearing  on  this  case 
had  a  thinner  sheet  or  strip  of  iron  substituted  for  the  heavier  piece  used  on 
the  one  made  before,  and  was  supported  from  both  of  its  extremities  with  nuts 
and  a  thread  for  varying  the  tension.  While  this  machine  was  under  test  it  was 
found  to  operate  more  satisfactorily  if  some  weight  were  added  to  the  metallic 
strip.  I  saw  Mr.  Andrews  place  two  nails  in  the  magnetic  field  of  the  coil  on 
the  ribbon  and  this  seemed  to  improve  it  On  this  same  machine  running  under 
practical  conditions  it  operated  satisfactorily  with  iron  washers  placed  on  either 
side  of  the  contact-points.  Mr.  Andrews  then  informed  me  of  his  intention  to 
have  a  regulator  built  containing  these  features  permanently  attached  to  the 
sheet-strip.  This  was  as  far  as  I  can  remember  in  the  latter  part  of  June  and 
later  I  saw  the  machine  he  referred  to  under  construction. 

He  further  testifies  that  he  saw  the  regulator  in  use  in  Building  11 
of  the  General  Electric  Company's  works  in  June,  1901,  and  that  he 
also  saw  in  use  in  Building  13  a  similar  regulator  both  before  and 
after  he  went  to  Utica.  He  shows  by  his  note-book  that  he  went  to 
Utica  July  22, 1901,  and  returned  August  10  of  the  same  year. 

A  careful  reading  of  all  of  the  testimony  convinces  us  that  a  regii^ 
lator  embodying  the  issue  of  the  interference  as  it  reads,  and  as  we 
think  it  should  be  read,  was  devised  by  appellant  Andrews  as  early  as 
June,  1901 ;  was  tested  in  the  works  of  the  (jeneral  Electric  Company 
at  Schenectady  as  early  as  the  first  week  of  July,  1901 ;  was  found 
to  be  a  practical  device,  notwithstanding  that  the  iron  washers  of 
the  interrupter  were  held  in  place  by  magnetic  attraction  and  were 
concededly  of  a  temporary  character;  and  that  it  amounted  to  a 
reduction  to  practice. 

Loewer  v.  Rosa^  (C.  D.,  1896,  40;  76  O.  G.,  1711,)  a  case  referred 
to  by  the  Examiners-in-Chief,  shows  that  the  Patent  Office  has  held 
that  a  material  part  of  an  apparatus  may  be  separate  from  the  appa- 
ratus and  temporarily  held  up  to  its  work,  and  yet  constitute  reduction 
to  practice.  As  we  said  in  GaUagher  v.  Hien^  (C.  D.,  1905,  624;  115 
O.  G.,  1330;  25  App.  D.  C,  77,)  "  the  same  act  or  sets  of  acts  may  or 
may  not  constitute  reduction  to  practice,  modified,  as  they  may  bo, 
by  the  special  circumstances  of  the  particular  case."  In  the  case  at 
bar  we  think  that  the  thorough  tests,  testified  to  as  having  been  made 
at  Schenectady,  show  that  the  work  of  the  inventor  was  complete,^ 
and  that  though  the  first  regulator  was  not  a  commercial  article,  it 
was  under  "  the  special  circumstances  of  the  particular  case,"  a  suffi- 
cient embodiment  of  the  completed  invention.  It  was  tested  by  men 
H.  Doc.  641,  59-2 47  ^  t 
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of  experience  in  the  particular  art  to  which  the  invention  related, 
and  at  a  place  equipped  with  everything  necessary  to  enable  continued 
and  complete  tests  to  be  made.  The  construction  and  tests  of  the  first 
device  was  immediately  followed  up  by  the  building  of  the  inter- 
rupters known  as  "  Exhibits  4."  In  these  the  two  parts  of  the  arma- 
ture were  permanently  attached  to  the  vibratory  strip.  The  testi- 
mony adduced  on  behalf  of  Andrews  shows  that  an  interrupter,  the 
same  as  these  exhibits  was  put  into  use  to  regulate  an  electric  gen- 
erator prior  to  September  1,  1901,  the  date  of  Nilson's  reduction  to 
practice.  That  these  exhibits  embody  a  "two-part"  armature  is 
beyond  question,  and  disposes  of  the  objection  raised  by  counsel  for 
Nilson  that  there  was  no  "two-part"  armature  in  Andrews's  first 
construction. 

As  we  view  it  the  decision  of  the  Commissioner  of  Patents  award- 
ing priority  to  Nilson  was  erroneous,  and  we  are  therefore  compelled 
to  and  do  reverse  it. 

The  clerk  of  the  court  will  certify  this  opinion,  and  the  proceed- 
ings in  this  court  in  the  premises,  to  the  Commissioner  of  Patents 
according  to  law.    Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Taylor  and  Taylor  v.  Lowrie. 

Decided  May  5,  1906. 

(123  O.  G.,  1991.) 

I NTEBFERENCE — PBIOBITY. 

Priority  of  invention  awarded  to  L.  because  she  was  the  first  to  reduce 
to  practice  and  because  the  invention  was  disclosed  in  a  design  patent 
granted  to  her  prior  to  the  earliest  date  of  conception  which  can  be  found 
for  T.  and  T. 

Mr.  Horace  Pettit  and  Mr.  H.  C.  Kennedy  for  Taylor  and  Taylor. 
Mr.  Edward  C.  Hard  and  Mr.  William  F.  Hall  for  Lowrie. 

DuELL,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  to  Wilhelmina  M.  Lowrie  of  the  fol- 
lowing issue : 

A  garment  adjuster  or  fastener  comprising  a  body,  an  attaching-shank  de- 
pending from  said  body  and  provided  with  means  for  attaching  it  to  a 
supporting-garment,  a  hook  arranged  at  the  lower  central  portion  of  the  body 
for  engaging  the  shirt-waist,  a  pair  of  hooks  arranged  above  and  at  opposite 
sides  of  said  shirt-waist  hook  for  engaging  the  dress-skirt,  and  a  hook  for 
holding  the  belt,  substantially  as  set  forth. 
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This  is  the  companion  appeal  referred  to  in  our  decision  in  Lowrie 
V.  Taylor  and  Taylor^  decided  at  the  present  term  of  the  court.  The 
facts  relating  to  the  controversy  leading  up  to  this  appeal  have  been 
there  set  forth  and  will  not  be  here  repeated.  The  Examiner  of  In- 
terferences awarded  priority  of  invention  of  this  issue  to  Taylor  and 
Taylor,  while  the  Examiners-in-Chief  and  the  Commissioner  of 
Patents  have  found  in  favor  of  Lowrie. 

All  of  the  tribunals,  however,  have  agreed  in  finding  that  "Taylor 
and  Taylor  have  offered  no  testimony  other  than  their  own  tending 
to  prove  conception  by  them  prior  to  February  7,  1901.  That  the 
testimony  of  joint  applicants  involved  in  an  interference  cannot 
prove  their  case  by  their  own  unsupported  testimony  has  been  deter- 
mined by  this  court  in  Gai^els  et  al.  v.  Freeman  (C.  D.,  1903,  542 ;  103 
O.  G.,  1683 ;  21  App.  D.  C,  207)  and  in  cases  there  cited.  If,  there- 
fore, the  evidence  presented  on  behalf  of  Lowrie  warrants  a  finding 
that  prior  to  February  7,  1901,  Lowrie  had  conceived,  disclosed  and 
reduced  to  practice  the  issue  of  this  interference,  or  had  conceived 
and  disclosed  the  same  and  was  proceeding  with  diligence  to  reduce 
the  same  to  practice  at  the  time  when  Taylor  and  Taylor  entered  the 
field,  then  priority  must  be  adjudged  in  favor  of  her,  and  the  decision 
of  the  Commissioner  affirmed. 

As  we  have  said,  the  Examiners-in-Chief  and  the  Commissioner  of 
Patents  have  both  found  in  favor  of  Lowrie.  But  they  have  based 
their  decisions  upon  different  grounds.  The  Examiners-in-Chief 
have  found  that  in  August,  1900,  a  device  embodying  the  subject- 
matter  of  this  interference  was  made  for  Lowrie;  and  that  device, 
known  as  Lowrie's  Exhibit  No.  1,  is  in  evidence.  They  hold  that 
this  Exhibit  No.  1  constitutes  a  valid  reduction  to  practice. 

The  Commissioner  of  Patents  bases  his  decision  upon  the  fact  that 
two  days  prior  to  February  7,  1901,  (the  earliest  date  that  can  be 
given  to  Taylor  and  Taylor,)  Lowrie  had  secured  a  design  patent. 
No.  34,022,  which  disclosed  the  invention  of  this  issue. 

We  are  of  the  opinion  that  the  conclusion  arrived  at  is  correct, 
whether  based  upon  either  or  both  grounds.  While  agreeing  with 
the  Commissioner  of  Patents  that  the  issue  of  the  design  patent  to 
Lowrie  entitles  her  to  a  judgment  in  these  proceedings,  we  prefer  to 
base  our  decision  upon  the  ground  adopted  by  the  Examiners-in- 
Chief.  We  believe  that  Lowrie's  "  Exhibit  No.  1  "  constitutes  a  valid 
reduction  to  practice,  and  we  have  given  our  reasons  for  this  conclu- 
sion in  the  opinion  rendered  in  the  cross-appeal  of  Lowrie  v.  Taylor, 

Finding  no  error  in  the  decision  appealed  from,  it  will  be  affirmed. 
It  is  so  ordered,  and  this  decision  is  to  be  certified  to  the  Commissioner 
of  Patents,  as  the  law  provides.    Afp/rmed. 
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Davis  v,  Garrett. 

Decided  June  5, 1906, 

(123  0.G.,1991.) 

1.  Application — Alteration  After  E3xecution  of  Oath. 

Where  motion  was  made  that  an  application  be  stricken  from  the  files  of 
the  Patent  Office  because  contrary  to  Rules  30  and  31  of  the  Rules  of  Prac- 
tice of  that  Office  and  changes  had  been  made  in  the  application  papers 
after  the  execution  of  the  oath,  but  there  is  no  evidence  in  the  case  tending 
to  show  that  the  changes  were  made  without  the  knowledge  and  approval 
of  the  applicant,  and  it  is  alleged,  on  the  contrary,  that  the  changes  were 
made  at  his  direction,  and  there  is  no  proof  that  the  applicant  did  not 
make  an  oath  as  to  inventorship  at  the  time  he  executed  the  corrected 
impers,  and  where  since  the  filing  of  his  application  the  applicant  has  made 
other  oaths  to  the  effect  that  he  Is  the  inventor  of  the  subject-matter  dis- 
closed in  his  application,  and  it  appears  that  the  motion,  If  sustahied, 
would  result  In  removing  the  applicant  fromi  the'  field  of  claimants  to  tiK 
invention,  as  public  use  has  intervened  as  a  bar  to  the  filing  of  a  new 
application,  Held  that  the  objection  is  purely  technical  and  should  not  be 
sustained. 

2.  Same. 

Held  that  the  question  of  striking  an  application  from  the  files  of  the 
Patent  Office  rests  largely  within  the  discretion  of  the  Commissioner  of  Pat- 
ents, and  his  rulings  will  not  be  disturbed  save  when  that  discretion  has 
been  palpably  abused. 

3.  Affidavit  Under  Rule  75 — Sealing. 

Where  an  applicant  Involved  in  an  interference  had  previously  filed  an 
affidavit  under  Rule  75  for  the  purpose  of  antedating  certain  references 
cited  against  claims  not  included  in  the  interference  issue  and  where  there 
is  nothing  in  the  record  tending  to  show  any  connection  between  said 
affidavit  and  the  interference  Issue,  Held  that  the  decision  of  the  Conmiis- 
sioner  of  Patents  refusing  to  permit  the  other  party  to  the  interference  to 
inspect  the  affidavit  was  of  an  interlocutory  nature  and  not  the  subject  of 
review.  (Westinghouse  v.  Duncan,  C.  D.,  1894,  170;  66  O.  G.,  1009;  2  App. 
D.  C,  131 ;  in  re  MQl  11  App.  D.  C,  584,  588;  in  re  Frasch,  C.  D.,  1902,  560; 
100  O.  G.,  1977 ;  20  App.  D.  C,  298,  301 ;  192  U.  S.,  56a) 

4.  Same — Same. 

The  grant  or  denial  of  a  request  for  permission  to  inspect  an  affidavit 
filed  under  Rule  75  by  the  opi)osing  party  in  an  interference  rests  within  t!ie 
discretion  of  the  Commissioner  of  Patents  and  will  not  be  dish]rt)ed  unless 
clearly  shown  to  have  worked  a  material  Injury  to  the  applicant  Tlie 
mere  possibility  that  such  an  affidavit  might  contain  some  contradiction  of 
the  testimony  given  in  the  interference  held  insufficient  to  warrant  a  review 
of  the  decision  of  the  Commissioner  of  Patents. 

5.  Diligence. 

Where  an  inventor  retained  an  attorney  residing  in  another  city  to  pre- 
pare a  patent  application  covering  a  voting-machine,  and  after  a  large 
amount  of  correspondence  the  attorney  requested  the  inventor  to  make  and 
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send  to  him  a  model  for  use  in  preparing  the  application,  and  the  inventor 
decided  to  make  a  complete  machine  instead  of  a  model  and  undertook  its 
construction  himself,  being  financially  unable  to  bear  the  great  expense  of 
having  It  built  by  others,  but  when  the  machine  was  partially  completed, 
realizing  that  its  construction  would  involve  great  delay,  discontinued 
work  thereon  and  in  response  to  his  attorney's  repeated  request  made  a 
model,  Held  that  the  inventor's  attempt  to  build  a  complete  machine  was  a 
commendable  effort  to  complete  his  invention  and  that  the  delay  caused 
thereby  did  not  constitute  laches. 
6,  CJoNSTBUcnvE  Reduction  to  Practice. 

Held  that  this  court  will  not  disturb  the  long-established  doctrine  that 
the  filing  of  an  allowable  application  for  a  patent  Is  to  be  regarded  as 
equivalent  to  a  reduction  to  practice. 

Mr.  Ernest  Wilkinson^  Mr.  Sand.  7\  Flnher^  and  Mr.  Melville 
Church  for  the  appellant. 

Mr.  W.  A.  Megrath  for  the  appellee. 

Shepabd, /.; 

1.  Sylvanus  E.  Davis  appeals  from  the  decision  of  the  Commis- 
sioner of  Patents  awarding  priority  of  invention  to  James  C.  Garrett 
of  the  following  issue  in  interference  between  them : 

The  combination  of  a  keyboard,  counters,  keys  and  interlocking  mechanisms, 
said  keys  being  movable  in  directions  at  right  angles  to  the  face  of  the  key- 
board to  operate  the  interlocking  mechanisms  and  counters,  an  inclosing  booth 
and  a  barrier  having  an  entrance  movement  which  permits  a  voter  to  pass  the 
barrier  and  gain  access  to  the  voting-keys  and  an  exit  movement,  connections 
between  the  barrier  and  keys  to  push  out  and  lock  the  latter  in  the  exit  move- 
ment of  the  barrier  and  to  hold  said  keys  locked  until  unlocked  by  said  entrance 
movement  of  said  barrier. 

Garrett  alleged  conception  and  disclosure  in  1891,  making  of  draw- 
ings and  model  in  1892,  and  actual  reduction  to  practice  in  December, 

1894.  His  application  was  filed  June  8, 1895. 

The  treasurer  of  the  U.  S.  Standard  Voting  Machine  Co.,  assignee 
of  Davis,  made  affidavit  to  the  preliminary  statement  on  behalf  of 
Davis,  on  November  1, 1902,  to  the  effect  that  Davis  could  not  then  be 
found,  and  alleging  conception  about  October  1,  1894,  disclosure, 
drawings  and  model  at  the  same  time,  and  reduction  to  practice  by 
construction  and  operation  of  a  full  sized  machine  about  February  1, 

1895.  This  was  amended  March  26,  1903,  under  oath  of  Davis,  alleg- 
ing conception  before  April  1,  1894,  making  sketches  and  model 
April  1, 1894,  constructing  a  full-sized  machine  and  reducing  the  in- 
vention to  practice  about  November  1,  1894.  Application  was  filed 
August  14, 1899. 

All  of  the  Patent  Office  tribunals  concurred  in  finding  that  Garrett 
was  the  first  to  conceive ;  that  Davis,  later  to  conceive,  was  the  first 
to  reduce  to  practice ;  and  that,  when  Davis  entered  the  field,  Garrett 
was  exercising  diligence  in  perfecting  his  invention  which  resulted  in 
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constructive  reduction  to  practice  through  his  application  filed  June 
8,  1895.  In  accordance  with  these  conclusions,  they  concurred  in 
awarding  priority  to  Garrett. 

2.  Two  incidental  questions  arising  during  the  progress  of  the  case 
in  the  Patent  Office  must  first  be  considered. 

(1)  The  first  of  these  was  raised  by  a  petition  filed  by  Davis  on 
November  5,  1904,  to  strike  Garrett's  original  application  from  the 
files  because  not  properly  signed  and  verified  as  required  by  Eules  30 
and  31  regulating  proceedings  in  the  Patent  Office.  This  petition  was 
denied  by  the  Commissioner  on  December  2,  1904.  The  point  was 
again  raised  on  the  final  hearing  and  the  petition  was  again  denied 
for  the  following  reasons  which  we  quote  from  the  Commissioner's 
decision : 

This  matter  was  first  preisented  by  a  petition  to  strike  Garretfs  application 
from  the  files  under  Rule  31,  and  on  December  2,  1904,  I  denied  that  petitioiL 
(81  MS.  Dea,  213.)  The  date  of  execution  written  in  the  oath  on  file  is  Feb- 
ruary 18,  1895,  and  it  is  said  that  changes  were  made  in  the  papers  after  tlitt 
date.  There  is  no  evidence  even  tending  to  show  that  the  alleged  changes  were 
made  without  the  knowledge  and  approval  of  Garrett,  but  on  the  contraiy, 
they  are  said  to  have  been  made  at  his  direction.  Garrett  has  testified  in  this 
and  another  interference  that  he  executed  the  papers  on  April  18,  1895,  after 
the  alleged  changes,  and  while  no  written  oath  of  that  date  now  appears 
among  the  papers,  there  is  no  proof  that  he  did  not  then  make  oath  as  to 
Inventorship.  It  is  to  be  noted  that  Garrett  has  several  times  since  the  filing 
of  his  application  made  oath  that  he  Is  the  Inventor  of  the  matter  disclosed 
therein.  He  has  in  the  present  interference  made  oath  as  to  the  subject-mattw 
of  the  Interference. 

The  objection  to  the  legality  of  Garrett's  application  is  purely  technical 
but  if  sustained  would  result  in  removing  Garrett  from  the  field  of  claimants 
to  this  Invention,  since  public  use  of  the  invention  has  intervened  to  operate 
as  a  bar  to  the  filing  of  a  new  application.  The  result  would  therefore  be 
Irreparable  Injury  to  Garrett.  Such  purely  technical  objection  should  not  be 
sustained,  except  upon  the  clearest  proof.  The  evidence  here  presented  Is  not 
such  as  to  satisfy  me,  and  therefore  the  objection  to  Garrett's  application  must 
be  overruled. 

In  addition,  the  following  facts  and  circumstances  are  disclosed 
by  the  record.  The  application  of  Garrett  was  executed  in  San 
Francisco,  and  covered  an  entire  voting-machine,  and  seems  to  have 
embraced  more  than  three  hundred  claims,  including  the  one  of  the 
present  issue.  This  application  was  received  without  question,  and 
its  progress  through  the  Office  was  attended  with  the  ordinary  re- 
jections of  particular  claims  (the  first  of  which  was  on  July  8,  1895) 
and  amendments,  some  of  which  were  sworn  to.  It  has  been  acted 
upon  for  years.  As  early  as  December  19,  1895,  an  interference  was 
declared  with  one  Cummings  on  certain  claims  having  no  relation 
to  the  present  issue.  The  issue  of  this  interference  has  nothing  to 
do  with  the  voting-machine  proper,  but  a  conbination  therewith  of 
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a  voting-booth  with  mechanism  so  arranged  that  the  entrance  of  a 
voter  will  unlock  the  machine  so  that  he  may  record  his  vote,  and  his 
exit  will  lock  it  until  the  admission  of  another  voter,  whose  exit 
will  likewise  lock  it  again.  The  notice  of  the  declaration  of  this 
interference  was  given  October  3,  1902,  and  on  the  same  day  a  notice 
was  also  given  to  Garrett  on  interference  with  one  Ocumpaugh. 
Davis,  having  filed  his  first  statement  on  November  1,  1902,  the  tak- 
ing of  testimony  began  August  17,  1903,  and  closed  about  June  1, 
1904.  It  was  not  until  November  5,  1904,  that  Davis's  petition  to 
strike  out  was  filed. 

After  this  great  lapse  of  time,  and  with  all  of  these  facts  and  cir- 
cumstances before  him,  the  Commissioner,  who  must  necessarily  have 
knowledge  of  the  established  practice  of  the  Patent  Office,  twice 
denied  the  prayer  of  this  petition. 

Assuming  that  the  question  is  now  properly  before  us,  it  is  clearly 
one  resting  largely  in  his  discretion,  the  exercise  of  which  ought  not 
to  be  disturbed  save  where  that  discretion  has  been  palpably  abused. 
We  find  no  such  condition  here. 

(2)  The  second  question  arose  thus:  It  appears  that  certain  affi- 
davits had  been  filed  in  the  course  of  Garrett's  application,  under 
Rule  75,  for  the  purpose  of  antedating  certain  references  cited 
against  him  as  to  claims  not  in  this  interference,  and  that  these  had 
been  sealed  on  application  October  3,  1902.  On  November  21,  1902, 
which  was  before  Davis's  amended  preliminary  statement  had  been 
filed,  counsel  on  his  behalf  moved  for  leave  to  inspect  all  of  the  papers 
relating  to  Garrett's  application.  This  was  denied  by  the  Examiner 
under  his  view  of  the  purpose  and  operation  of  Rules  15, 105, 106, 108, 
and  110.  This  decision,  on  appeal  to  the  Commissioner,  was  reversed, 
March  2,  1903,  in  so  far  as  the  claims  made  by  Garrett  are  concerned, 
but  affirmed  as  to  the  affidavits  aforesaid.  As  we  understand  from 
the  proceedings,  thereafter,  Davis  had  access  to  the  Garrett  files  to 
his  entire  satisfaction,  with  the  exception  of  the  aforesaid  affidavits. 
His  motion  to  be  allowed  to  inspect  them  was  renewed  December  23, 
1903.  This  was  after  Davis  had  closed  his  testimony-in-chief,  but 
before  Gkirrett  had  taken  his.  The  Commissioner  again  denied  the 
motion,  saying: 

As  pointed  out  in  the  prior  decision,  the  affidavits  relate  merely  to  the  date 
when  Garrett  made  the  invention,  and  it  is  not  necessary  that  Davis  should  see 
them  in  order  that  he  may  intelligently  make  the  motions  provided  hy  the  rules, 
or  that  he  may  prove  his  claim  as  prior  inventor.  The  general  practice  of 
concealing  such  affidavits  is  believed  to  be  a  good  one,  and  no  reason  is  seen  for 
departing  from  it  in  the  present  case.  In  fact,  there  is  less  reason  for  furnish- 
ing copies  of  the  affidavits  in  this  case  than  in  most  cases,  since  they  do  not 
relate  to  the  claims  constituting  the  counts  of  the  issue,  but  to  other  claims 
made  by  Garrett 
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The  motion  was  again  renewed  on  April  27, 1904,  and  again  denied 
by  Acting  Commissioner  Moore.  It  was  also  taken  on  appeal  to  the 
Secretary  of  the  Interior,  as  the  head  of  the  Department  embracing 
the  Patent  OflSce,  and  by  him  also  denied.  On  November  15,  1904, 
formal  demand  was  made  upon  the  Examiner  of  Interferences  to 
produce  said  affidavits  at  the  hearing,  but  with  no  result  The  ques- 
tion having  been  brought  before  the  Commissioner  on  the  final 
hearing  of  the  case,  he  adhered  to  his  former  rulings.  His  reasons 
appear  in  the  following  excerpt  from  his  decision: 

It  is  to  be  noted  that  Garrett* s  application  covers  a  complicated  machine  and 
includes  more  than  three  hundred  claims.  Only  one  of  those  claims  is  in  issue 
here,  and  it  is  limited  to  a  particular  combination  involving  the  operation  of  in- 
terlocking mechanism  by  the  barrier.  The  affidavits  were  not  filed  in  regard 
to  this  claim,  but  were  filed  to  overcome  the  rejection  of  other  claims  which 
do  not  interfere  with  claims  made  by  Davis.  The  declaration  of  the  interfer- 
ence gave  Davis  no  right  to  know  when  Garrett  invented  anything  not  involved 
in  the  interference,  and  therefore  his  petitions  for  copies  of  the  affidavits  were 
denied  both  before  and  after  the  taking  of  testimony. 

The  only  possible  theory  on  which  those  affidavits  could  have  any  relevancy 
to  the  present  proceeding  is  that  there  may  be  some  statement  therein  incon- 
sistent with  statements  made  on  the  witness  stand  in  the  present  proceeding. 
This  Office  is  not  warranted  in  furnishing  Davis  with  copies  of  the  affidavits  in 
the  face  of  objection  by  Garrett  upon  such  mere  possibility.  It  is  no  more  called 
upon  to  furnish  those  affidavits  than  it  would  be  to  furnish  testimony  giv^  by 
Garrett  in  any  other  interference  involving  different  issues,  in  which  he  might 
have  been  involved.  The  rule  of  secrecy  applied  to  proceedings  before  this 
Office  is  founded  upon  sound  reason  and  is  to  be  departed  from  only  in  case  of 
necessity.  It  is  not  intended  to  rule  that  in  no  case  would  this  Office  permit 
the  inepection  of  affidavits  such  as  those  filed  by  Garrett,  but  it  should  permit 
that  inspection  only  where  the  necessity  for  it  clearly  appears  from  the  testi- 
mony.   ♦    ♦    ♦ 

It  is  to  be  noted,  in  addition,  that  the  several  motions  contained  no 
statement  of  a  fact  tending  to  show  any  connection  between  said  affi- 
davits and  the  issue  in  this  case,  or  that  they  really  contained  any 
matter  relevant  thereto.  The  recitals  of  the  several  decisions  were 
necessarily  of  facts  obtained  from  the  affidavits  themselves,  and  there 
has  been  no  contradiction  of  them. 

The  decision  was  an  interlocutory  one  relating  to  the  general  prac- 
tice of  the  Patent  Office  in  all  such  cases,  and  the  question  of  its  pro- 
priety, as  presented,  is  not  necessarily  involved  in  the  consideration 
of  the  appeal  from  the  final  decision  on  the  merits.  For  the  reasons 
given  in  the  following  cases,  it  is  not  the  subject  of  review :  Westing- 
house  V.  Duncan,  (C.  D.,  1894,  170;  66  O.  G.,  1009;  2  App.  D.  C, 
131 ;)  in  re  Mill,  (11  App.  D.  C,  584,  588 ;)  in  re  Frasch,  (C.  D.,  1902, 
560;  100  O.  a,  1977;  20  App.  D.  C,  298,  301;  S.  C,  192  U.  S.,  566.) 

In  his  decision,  the  Acting  Commissioner  suggested  one  way  in 
which,  probably,  the  right  to  have  inspection  of  the  papers  might 
have  been  raised  in  the  taking  of  the  testimony ;  and  possibly  there 
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were  others.  Had  some  of  these  been  resorted  to  the  production  of 
the  papers  might  have  been  obtained,  or  the  question  might  have  been 
presented  in  such  form  as  to  compel  its  consideration  as  a  necessary 
incident  of  the  case. 

Moreover,  the  grant  or  denial  of  such  an  application  involves  the 
exercise  of  a  sound  discretion  on  the  part  of  the  Commissioner  of 
Patents  that  ought  not  to  be  disturbed  unless  clearly  shown  to  have 
worked  a  material  injury  to  the  applicant.  Nothing  of  the  kind  has 
been  made  to  appear.  The  appellant  concedes  the  reasonableness  and 
validity  of  the  general  rules  relating  to  secrecy  that  have  been  in  force 
in  the  Patent  Office  for  many  years,  but  furnishes  no  satisfactory 
ground  for  making  an  exception  thereto  in  this  instance.  All  that 
he  can  urge  in  opposition  to  the  facts  stated  by  the  Conmiissioner 
from  the  record  in  his  custody,  is  that  there  is  a  possibility  merely, 
of  some  recital  in  the  same  that  might  furnish  some  contradiction  of 
the  testimony  of  Garrett  in  this  interference.  That  there  is  no  such 
probability  is  apparent  when  it  is  recalled  that  Garrett's  conception 
of  the  invention  of  the  present  issue,  upon  a  date  several  months 
before  Davis's,  is  shown  by  written  evidence  of  which  there  is  no 
doubt.  It  is  true  that  Garrett  claimed  an  earlier  conception,  but  that 
which  has  been  accorded  is  of  an  earlier  date  than  that  claimed  by 
Davis  in  his  preliminary  statement,  by  which  the  latter  is  necessarily 
bound. 

3.  This  brings  us  to  the  consideration  of  the  question  of  priority. 

As  we  have  seen,  the  Patent  Office  tribunals  concur  in  awarding 
Garrett  a  conception  of  the  invention  as  early,  at  least,  as  January  3, 
1894.  There  can  be  no  doubt  of  the  soundness  of  this  conclusion,  and 
as  it  puts  him  several  months  ahead  of  Davis,  it  is  unnecessary  to 
inquire  whether  he  is  entitled  to  the  claim  of  an  earlier  date. 

In  accordance  with  their  unanimous  conclusion,  also,  it  may  be 
assumed  that  Davis  reduced  the  invention  to  practice  by  completing 
and  testing  a  full-sized  machine,  embracing  the  issue,  on  or  about 
April  6,  1895.  As  the  evidence  relating  to  an  earlier  reduction  to 
practice,  claimed  in  the  amended  statement  of  Davis,  has  been  fully 
reviewed  in  the  several  decisions  in  the  Patent  Office,  we  think  it 
sufficient  to  say  that  we  entirely  agree  with  them  that  it  was  not 
sufficient  to  establish  the  fact. 

Under  these  conclusions  Garrett's  right  to  the  award  of  priority 
turned  upon  the  question  whether,  at  the  time  of  Davis's  entry  in  the 
field,  he  was  exercising  diligence  in  perfecting  his  invention.  Each 
of  the  tribunals  of  the  Patent  Office  concurred  in  finding  that  he  was 
exercising  such  diligence  at  the  time,  and  that  he  continued  the  same 
to  the  time  of  filing  the  application  which,  having  been  allowed  in 
due  course,  is  now  in  interference  with  that  of  Davis  filed  more  than 
four  years  later. 
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We  agree  in  this  conclusion,  also.  Garrett  lived  in  San  Francisco; 
his  solicitor  in  the  city  of  Washington,  and  there  was  much  corre- 
spondence between  them  relating  to  the  preparation  of  his  application. 
It  must  be  borne  in  mind  that  the  application  covered  a  complete 
voting-machine,  and  contained  more  than  three  hundred  claims  for 
patent.  The  invention  of  the  issue  related  to  the  combination  with  a 
polling-booth  intended  to  operate  as  heretofore  described.  Pending 
the  preparation  of  his  application  and  the  necessary  drawings, 
Garrett's  attorney  requested  him  to  prepare  and  send  in  a  model.  He 
concluded  to  build  a  complete  machine  of  full  size  with  twenty-four 
actuators,  instead.  This  was  commendable  although  it  would  neces- 
sarily consume  more  time.  The  law  looks  with  favor  upon  such 
attempts  to  perfect  an  invention.  He  was  not  financially  able  to  have 
the  machine  built,  and  undertook  its  construction  himself,  devoting 
much  time  thereto  taken  from  the  business  of  manufacturing  and  sell- 
ing candy  in  which  he  was  engaged.  We  see  no  reason  for  denying 
credibility  to  the  evidence  tending  to  establish  these  facts.  Passing 
by  his  own  evidence,  that  of  his  wife  is  clear  and  convincing,  and  is 
corroborated  by  Mrs.  Hutchinson,  an  intelligent  witness  called  by  the 
opposition.  It  is  true  that  this  witness,  testifying  years  afterward 
and  without  any  memorandum  to  fix  the  date,  said  that  this  work  was 
done  in  1892  instead  of  1894.  But  it  seems  quite  clear  that  she  was 
mistaken  in  her  date,  because  she  said  that  the  work  was  stopped,  as 
Garrett  told  her,  by  reason  of  his  solicitor's  renewed  demand  for  the 
model.  This  demand  for  the  model  was  unquestionably  made  in  1894, 
and  not  before.  As  she  was  certain  in  regard  to  this  circumstance,  it 
is  evident  that  she  was  mistaken  as  to  the  year  of  the  occurrence. 

It  is  apparent  to  all  persons  at  all  familiar  with  voting-machines, 
that  the  construction  of  one  not  only  involves  a  great  deal  of  time, 
but  also  great  expense.  This  is  abundantly  established  by  the  history 
of  Davis's  efforts  in  the  same  line.  Finding  that  his  solicitor  was 
impatient,  and  realizing  the  delay  that  must  attend  the  constniction 
of  the  machine,  Garrett  laid  it  aside  and  constructed  the  model  which 
he  later  sent  to  his  solicitor.  While  this  model  was  not  sufficient  for 
the  reduction  to  practice  which  he  claims,  it  was  ample  for  the  pur- 
pose, in  connection  with  his  explanations,  of  preparing  the  necessary 
drawings  and  specifications  for  the  application.  It  is  also  true  that 
this  work  might  have  been  carried  on  with  greater  expedition,  but  we 
cannot  say  that  the  delay  in  connection  with  it  amounted  to  a  want  of 
diligence. 

4.  Error  has  also  been  assigned  on  the  decision  of  the  Conunis- 
sioner,  that  Garrett's  application  filed  June  8, 1895,  was  a  constructive 
reduction  to  practice;  and  the  contention  has  been  presented  with 
earnestness  and  force.    The  doctrine  that  the  filing  of  an  allowable 
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application  for  a  patent  is  to  be  regarded  as  equivalent  to  reduction  to 
practice,  that  is  to  say,  as  what  has  been  called  "  constructive  reduc- 
tion to  practice,"  has  long  prevailed  in  the  Patent  Office.  Early  in 
the  history  of  this  court,  the  question  was  presented  for  our  determina- 
tion, and,  for  the  reasons  given  in  the  opinion  then  delivered  by  Chief 
Justice  Alvey,  this  court  adopted  the  doctrine  maintained  in  the 
Patent  Office.  {Porter  v.  Louden,  C.  D.,  1895,  707;  73  O.  G.,  1551; 
7  App.  D.  C,  64,  72.)  Since  then  it  has  been  followed  in  very  many 
cases,  the  citation  of  which  is  unnecessary.  Without  restating  the 
grounds  upon  which  the  doctrine  rests,  we  think  it  only  necessary  to 
say  that  we  see  no  reason  for  a  change  of  opinion.  So  far  as  this 
court  is  concerned,  the  question  must  be  regarded  as  settled. 

We  find  no  error  in  the  decision  appealed  from,  and  it  will  there- 
fore be  affirmed. 

It  is  so  ordered,  and  that  this  decision  be  certified  to  the  Commis- 
sioner of  Patents  as  required  by  law.     Affirmed. 


[Tourt  of  Appeals  of  the  District  of  Columbia.] 

W.  A.  Gaines  and  Co.  v.  Carlton  Importation  Company. 

Decided  June  .5,  1906, 

(123  O.  G.,  1994.) 

1.  Trade-Mabks — "  Old  Jay  "  and  "  Old  Crow  "  Dissimilar. 

Held,  for  the  reasons  given  by  the  Ck)mmlssioner  of  Patents,  that  appU- 
cant  Is  entitled  to  registration  of  the  words  "  Old  J  "  and  "  Old  Jay  Rye " 
with  the  picture  of  a  jay  as  a  trade-mark  for  whisky,  notwithstanding 
the  ownership  by  the  opponent  of  the  words  "  Old  Crow  "  with  a  picture 
of  a  crow  for  the  same  goods. 

2.  Trade-Mark  Act — Constitutionality. 

Held  that  an  opposer  is  In  no  situation  to  raise  the  question  of  the  con- 
stitutionality of  the  Trade-Mark  Act,  and  consideration  thereof  declined, 
for  the  reasons  given  In  Oaines  and  Co,  v.  Knecht  and  Son,  {ante,  690;  123 
O.  G.,  057.) 

Mr,  J.  S.  Barker  and  Mr.  Jamen  Loin  Hopkins  for  the  appellant. 

Shepard,  /. ; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
on  an  opposition  made  by  the  appellant  to  the  registration  of  a  trade- 
mark applied  for  by  the  appellee. 

On  April  13,  1905,  the  appellee  filed  an  application  for  the  regis- 
tration of  a  trade-mark  consisting  of  the  representation  of  a  jaybird 
perched  on  the  branch  of  a  tree  having  upon  each  side  the  words 
"  Old  J,"  and  underneath,  the  words  "  Old  Jay  Rye." 
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Notice  was  given  of  the  application  by  publication  as  required  by 
law,  and  the  appellant  filed  notice  of  opposition  to  the  registration 
applied  for,  on  the  ground  that  it  is  the  owner  of  a  mark  which  so 
nearly  resembles  that  of  the  applicant  that  confusion  is  likely  to  result 
to  its  damage.  In  the  notice  of  opposition  appellant  is  represented 
as  the  "  sole  and  exclusive  owner  "  of  a  trade-mark  for  whisky  con- 
sisting of  the  words  "  Old  Crow  "  accompanied  by  the  picture  of  a 
crow. 

The  opposition  was  dismissed,  upon  demurrer,  by  the  Examiner  of 
Interferences,  and  on  appeal  to  the  Commissioner  his  decision  was 
affirmed. 

We  entirely  agree  with  the  Commissioner,  and  adopt  the  reasons 
therefor  given  in  his  decision  as  follows : 

Both  marks  Include  the  word  "old,"  and  both  include  the  representation  of  a 
bird,  but  there  the  similarity  ends.  The  jay  as  disclosed  in  the  application 
and  in  the  specimens  accompanying  it  is  entirely  different  in  appearance  from 
a  crow  and  could  by  no  possibility  be  mistaken  therefor.  The  name  ''jay**  is 
entirely  different  in  sound  from  "  crow,"  and  suggests  a  different  idea.  If  there 
is  to  be  any  confusion  between  the  marks,  it  must  be  because  of  the  associatton 
of  the  word  "  old  "  with  the  name  of  bird.  I  am  satisfied,  however,  that  this 
one  point  of  similarity  is  not  sufficient  to  confuse  the  public  nor  to  mislead 
purchasers  exercising  ordinary  care. 

Appellant  has  also  attacked  the  constitutionality  of  the  Trade-Mark 
Act,  approved  February  20,  1905,  under  which  this  opposition  arose. 

The  appellant  is  in  no  situation  to  raise  this  question  in  this  pro- 
ceeding, and  we  decline  to  consider  it  for  the  same  reasons,  substan- 
tially, given  in  the  opinion  delivered  by  Mr.  Justice  Stafford,  for  this 
court,  in  the  recent  case  of  Gaines  and  Co,  v.  Knecht  and  Son^  {ank, 
690;  123  O.  G.,  657.) 

The  decision  of  the  Commissioner  is  affirmed,  and  this  decision  will 
be  certified  to  him  as  required  by  law.     It  is  so  ordered.     Aijirmed. 


[Court  of  Appeals  of  the  District  of  ColumbU.] 

TURNBULI.  V.  CUKTIS. 

Decided  May  21,  1906, 

(123  0.  G.,  2312.) 

BUBDEN   or   PBOOP — CJONCUBRENT   DECISIONS. 

The  burden  of  establishing  priority  Imposed  upon  Tumbull  as  the  last 
to  file  application  has,  under  the  settled  rule,  been  greatly  increased  by  the 
concurring  decisions  of  the  several  tribunals  of  the  Patent  Office  in  favor 
of  his  opponent 
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2.  Intesfebbnce — Cobbodoration  of  Inventoa — Interested  Witness. 

Where  Curtis's  testimoDy  to  a  certain  date  of  conception  was  clearly 
corroborated  by  the  witness,  Bradford,  whose  intelligence  and  capacity  to 
understand  and  explain  the  disclosure  made  by  Curtis  are  apparent  and 
Bradford,  though  deeply  interested  In  the  result,  stands  unimpeached,  and 
the  few  surrounding  circumstances  that  shed  any  light  upon  the  question 
tend  to  suppport  Curtis's  claim  and  none  are  inconsistent  with  it,  Held 
that  such  claim  Is  established. 

3.  Pbiobitt — Diligence — Poverty. 

Where  during  his  more  than  three  years  of  inaction  Tumbull  applied 
for  six  patents  for  other  inventions  and  while  poor  had  the  available 
means  to  make  an  application  for  this  one,  Held  that  this  lack  of  diligence 
could  not  be  excused  on  the  ground  of  poverty. 

4.  Same — Same — Delay  for  Business  Reasons. 

Where  the  real  ground  of  delay,  as  disclosed  by  the  evidence,  was  that 
the  inventor  thought  it  to  his  Interest  to  withhold  his  application  until  he 
might  be  able  to  make  an  advantageous  arrangement  with  some  person  of 
large  capital  for  the  exploitation  of  the  invention,  Held  that  such  an  excuse 
for  lack  of  diligence  Is  insufficient  {Seeherger  v.  Dodge,  C.  D.,  1905,  603; 
114  O.  G.,  2362,  24  App.  D.  C,  476,  485;  Wyman  v.  Donnelly,  C.  D.,  1903, 
556;  104  O.  G.,  310;  21  App.  D.  C,  81,  87.) 

Mr,  L.  S.  Bacon  and  Mr.  J.  H,  Milaiis  for  the  appellant 
Mr.  H.  N.  Low  for  the  appellee. 

Shepard,  J.: 

This  is  an  interference  proceeding  between  two  independent 
inventors  claiming  priority  of  invention  of  a  machine  for  slitting 
metal  preparatory  to  its  expansion. 

Curtis  filed  this  application  September  23,  1901.  Turnbull  filed 
September  28,  1903,  continuing  a  former  application  filed  February 
15,  1902. 

The  declaration  of  interference  between  these  applications  recites 
the  following  issue  in  five  counts : 

1.  In  a  machine  of  the  class  described,  a  plurality  of  pairs  of  cutting-rolls 
and  coacting.  Independently-removable  means  on  each  pair  of  cutting-rolls 
adapted  to  slit  a  sheet  of  metal  into  a  plurality  of  relatively  short  slits,  the 
knives  on  each  pair  of  said  rolls  forming  slits  alternating  with  those  formed  by 
the  knives  on  the  other  pair. 

2.  In  a  machine  of  the  class  described,  the  combination  with  a  frame,  of  a 
plurality  of  pairs  of  coacting  rolls  journaled  thereon,  means  arranged  on  said 
rolls  equidistant  apart  and  adapted  to  cut  a  sheet  of  metal  Into  a  plurality  of 
short  slits  arrange  staggering  with  each  other  and  a  uniform  distance  apart, 
each  of  said  pairs  of  rolls  forming  half  of  said  slits. 

3.  The  sheet-metal-slitting  machine  wherein  are  combined  two  pairs  of  slitting- 
rolls  arranged  one  In  advance  of  the  other,  said  rolls  being  adapted  to  slit  the 
sheet  without  bending  the  metal,  and  each  roll  being  provided  with  a  series  of 
cutters  extending  the  entire  width  of  the  sheet,  and  each  pair  of  rolls  forming 
slits  In  rows  alternating  with  the  slits  formed  by  the  cutters  of  the  other  pair. 

4.  The  sheet-metal-sllttlng  machine  wherein  are  combined  two  pairs  of  slitting- 
rolls,  one  pair  In  advance  of  the  other  pair,  and  both  provided  with  notched 
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cutters  extending  the  entire  width  of  the  sheet,  and  so  arranged  that  the  rows 
of  slits  formed  by  one  pair  alternate  with  the  rows  formed  by  the  other  pair,  and 
so  the  slits  in  the  different  rows  break  joints,  said  cutters  being  also  adapted  to 
slit  the  sheet  without  bending  the  metal. 

5.  The  sheet-metal -slitting  machine  wherein  are  combined  two  pairs  of  slitting- 
rolls' arranged  one  pair  in  advance  of  the  other,  and  both  provided  with  notched 
cutters  whose  thickness  equals  the  width  of  two  strands  of  the  slitted  sheet  said 
cutters  being  arranged  so  the  rows  of  slits  cut  by  one  pair  of  rolls  alternate  with 
the  rows  of  slits  cut  by  the  other  pair,  and  being  adapted  to  cut  the  sheet 
without  bending  the  metal. 

Curtis's  preliminary  statement  alleged  conception  and  disclosure 
on  October  15,  1900.  That  of  Turnbull  alleged  conception  and  dis- 
closure in  August,  1897 ;  construction  of  model  December  1, 1901,  and 
reduction  to  practice  in  April,  1902. 

The  Examiner  of  Interferences  awarded  priority  to  Curtis  upon 
all  five  counts  of  the  issue.  The  Examiners-in-Chief  aflirmed  the 
decision  as  to  counts  2,  3,  4,  and  5,  and  reversed  it  as  to  count  1. 
They  also  called  the  attention  of  the  Commissioner,  as  permitted  in 
Rule  126,  to  the  fact  that  Curtis  had  no  right  to  make  a  claim  to 
count  1. 

Curtis  took  no  appeal,  and  his  claim  to  count  1  is  therefore  settled 
against  him. 

Turnbull  appealed  to  the  Commissioner,  who  affirmed  the  decision 
of  the  Examiners-in-Chief. 

The  burden  of  establishing  priority  imposed  upon  Turnbull  as  the 
last  to  file  application,  has,  under  the  settled  rule,  been  greatly  in- 
creased by  the  concurring  decisions  of  the  several  tribunals  of  the 
Patent  Office  in  favor  of  his  opponent. 

These  tribunals  concurred  in  finding  that  Turnbull  conceived  the 
invention  of  the  issue  about  the  date  alleged,  namely,  August,  1897, 
and  the  fact  is  conceded  by  Curtis. 

They  also  concurred  in  finding  that  Curtis  conceived  it  late  in  the 
fall  of  1900. 

Error  is  assigned  by  the  appellant  on  this  finding,  and  he  con- 
tends that  Curtis  must  be  confined  to  the  date  of  his  application  for 
conception  and  disclosure,  because  there  is  not  sufficient  evidence  of  an 
earlier  date.  The  importance  of  establishing  the  earlier  date  lies  in 
this,  that  the  decision  against  Turnbull  was  founded  on  the  further 
conclusion  that  he  was  not  exercising  diligence  in  perfecting  his 
invention  when  Curtis  entered  the  field. 

As  the  decisions  in  the  record  show  the  grounds  for  awarding  the 
earlier  date  of  conception,  it  is  sufficient  to  say  that  Curtis's  evidence 
on  the  point  was  clearly  corroborated  by  the  witness  Bradford,  whose 
intelligence,  and  capacity  to  understand  and  explain  the  disclosure 
made  by  Curtis,  are  apparent.    Although  deeply  interested  in  the 


Digitized  by  VjOOQ IC 


DECISIONS   OP   UNITED   STATES   COUBTS   IN   PATENT   CASES.       736 

result,  he  stands  unimpeached.  The  few  surrounding  circumstances 
that  shed  any  light  upon  the  question  tend  to  support  Gurtis's  claim 
to  the  earlier  date ;  and  none  are  inconsistent  with  it.  We  would  not 
be  justified,  therefore,  in  sustaining  the  contention. 

It  remains  to  consider  whether  it  was  error  to  hold  that  TurnbuU 
lost  the  benefit  of  his  earlier  conception  because  he  was  not  exercising 
diligence  in  perfecting  his  invention  at  the  time  that  Curtis  entered 
the  field.  In  this  conclusion,  also,  all  of  the  Patent  Office  tribunals 
have  agreed. 

As  the  evidence  has  been  fully  reviewed  both  in  the  decision  of 
the  Examiner  of  Interferences  and  of  the  Commissioner,  it  is  unnec- 
essary to  repeat  it.  It  shows,  substantially,  that  during  his  more 
than  three  years  of  inaction,  TurnbuU  applied  for  six  patents  for 
other  inventions,  and  that  while  poor  he  had  the  available  means 
to  make  an  application  for  this  one.  It  does  not  appear  that  his 
delay  was  due  to  the  fact  that  he  was  laboring  upon  some  closely- 
related  device  under  conditions  that  excused  that  delay,  as  in  the 
cases  of  McCormick  v.  Cleal,  (C.  D.,  1898,  492;  83  O.  G.,  1514;  12 
App.  D.  C,  335;)  Christensen  v.  Ellis,  (C.  D.,  1901,  326;  94  O.  G., 
2561;  17  App.  D.  C.,  498,)  and  some  others  that  are  analogous. 
The  real  ground  of  delay,  as  disclosed  by  his  own  evidence,  was  that 
he  thought  it  to  his  interest  to  withhold  his  application  until  he 
might  be  able  to  make  an  advantageous  arrangement  with  some  per- 
son of  large  capital  for  the  exploitation  of  the  invention.  Such  an 
excuse  is  insufficient.  {Seeherger  v.  Dodge,  C.  D.,  1905,  603;  114 
O.  G.,  2382;  24  App.  D.  C,  476,  485;  Wyman  v.  Donnelly,  C.  D., 
1903,  556;  104  O.  G.,  310;  21  App.  D.  C,  81,  87.) 

It  follows  that  the  decision  appealed  from  must  be  affirmed.  It 
is  so  ordered,  and  further,  that  this  decision  and  the  proceedings  in 
this  court  be  certified  to  the  Commissioner  of  Patents.    Aifirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Parkes  v.  Lewis. 

Decided  June  5,  1906. 

(123  O.  G.,  2313.) 

1.   INTEBFEBENCE — UNANIMrTY  IN  PATENT  OFFICE  DECISIONS — BUBDEN  ON  APPEI/- 
LANT. 

Unanimity  In  the  decisions  of  the  Patent  Office  tribunals  imposes  upon 
the  appellant  the  burden  of  showing  very  clearly  that  the  Commissioner 
erred  in  the  final  decision  appealed  from. 
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2.  Same — Lack  of  Diligence. 

Where  L.'b  original  application  was  filed  two  years  prior  to  P/s  appli- 
cation and  nearly  a  year  prior  to  his  reduction  to  practice  and  P.  was 
making  no  effort  to  reduce  the  invention  to  practice  at  the  date  of  L.'8 
application,  or  until  some  months  thereafter,  although  he  had  ample  means 
and  actually  built  many  machines  and  filed  a  large  number  of  applications 
in  the  same  art,  but  none  of  which  included  the  invention  of  the  issue. 
Held  that  P.  was  lacking  in  diligence  and  that  L.  is  entitled  to  the  award 
of  priority  of  invention. 

Mr.  Wm.  R,  Baird  for  Parkes. 
Mr.  A.  C.  Fowler  for  Lewis. 

McCoMAS, /.; 

William  N.  Parkes  appealed  from  the  decision  of  the  Commissioner 
of  Patents  awarding  priority  to  John  G.  Lewis,  the  appellee,  in 
interference,  the  subject-matter  of  which  relates  to  the  stitch-forming 
mechanism  of  sewing-machines,  and  the  two  counts  here  in  issue  are 
as  follows : 

1.  In  a  sewing-machine,  a  rotary-hook  mechanism  arranged  to  remain  in 
the  same  center  of  rotation,  a  laterally-reciprocating  needle,  and  means  for 
varying  the  depth  of  the  thrust  of  said  needle. 

2.  In  a  sewing-machine,  a  needle,  means  for  vibrating  said  needle  laterally, 
a  rotary  hook  arranged  to  remain  in  the  same  center  of  rotation,  and  means  for 
rotating  said  hook  twice  to  each  thrust  of  said  needle. 

The  question  here  relates  to  the  stitching  mechanism  of  sewing- 
machines  using  the  lock-stitch  wherein  the  needle-bar  has  the  recipro- 
catory  movement  and  an  additional  vibratory  movement  adapting 
the  machine  to  make  overseaming,  blind,  and  ornamental  stitches. 
The  appellee's  device  concerns  machines  for  making  blind  stitches. 
The  appellant's  application  relates  to  machines  for  ornamental  stitch- 
ing or  embroidery.  The  matter  in  controversy  is  briefly  a  recipro- 
catory  and  vibratory  needle-bar  mechanism,  a  hook  carrjring  the 
under  thread  adapted  to  remain  in  the  same  center  of  rotation  with 
means  for  rotating  such  hook  twice  to  each  thrust  of  the  needle,  and 
means  for  varying  the  depth  of  thrust  of  the  needle  to  secure  the 
proper  cooperative  relations  between  the  eye  of  the  needle  and  the 
beak  of  the  hook  in  the  first  and  second  stitch-forming  position. 

The  record  in  this  case  is  very  long  and  the  briefs  quite  volumin- 
ous. The  appellant  pressed  motions  before  the  Primary  Examiner 
to  have  the  interference  dissolved  because  of  irregularity  in  declaring 
it,  because  the  matter  in  issue  was  not  patentable,  and  there  was  no 
interference  in  fact,  and  the  appellee  had  no  right  to  make  the  claim. 
All  these  motions  were  decided  adversely  by  the  Primary  Examiner, 
and  the  Commissioner,  after  hearing,  declined  to  review  the  Primary 
Examiner's  decision,  though  the  Commissioner  did  dissolve  the  inter- 
ference as  to  a  third  count  which  therefore  is  not  before  us. 
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The  argument  and  brief  of  the  appellant  upon  these  questions,  this 
court  will  not  here  consider.  The  reason  is  well  stated  in  Luger  v. 
Browning,  (C.  D.,  1903,  593;  104  O.  G.,  1123;  21  App.  D.  C,  204:) 

But  this  question  is  one  which,  except  perhaps  in  very  rare  and  exceptional 
cases,  this  court  will  not  undertake  to  determine.  We  must  take  the  question 
of  identity  of  invention,  as  well  as  that  of  patentability,  as  settled  by  the  dec- 
laration of  interference.  This  court  has  not  general  Jurisdiction  over  the  pro- 
ceedings of  the  Patent  Office.  The  question  of  identity  of  invention  is,  in 
general,  one  which  should  l>e  settled  by  the  experts  of  the  Office,  and  not  by 
this  court;  and  the  rules  of  the  Office,  established  under  legislative  authority, 
provide  how  this  is  to  be  done.  They  provide  for  the  dissolution  of  the  inter- 
ference on  motion,  if  either  one  of  the  parties  conceives  that  there  is  no  inter- 
ference in  fact ;  and  from  the  Commissioner's  determination  in  that  regard  we 
do  not  find  that  the  law  has  given  any  appeal  to  this  court  The  proceeding 
for  a  dissolution  of  the  interference  for  want  of  identity  In  the  several  devices 
of  the  parties  is  collateral  to  the  interference  itself,  and  independent  thereof; 
and  does  not,  as  a  general  rule,  enter  into  the  consideration  of  the  question  of 
priority  of  invention,  when  this  latter  is  brought  to  this  court  It  is  presumed 
to  have  been  finally  determined  in  the  Office.  (See  cases  there  cited;  also 
Podlesak  v.  Mclnnemey,  ante,  558;  120  O.  G.,  2127.) 

According  to  the  practice  of  the  Patent  Office  these  questions  were 
considered  by  the  Primary  Examiner  and  the  motion  to  dissolve  the 
interference  was  denied,  and  on  appeal  the  Examiner's  decision  was 
affirmed.  After  an  appeal  from  the  decision  of  the  Examiners-in- 
Chief ,  a  motion  to  transmit  an  interference  to  the  Primary  Examiner 
will  only  be  entertained  by  the  Commissioner  when  it  appears  that  a 
clear  and  unmistakable  error  has  been  committed  in  the  prior  deci- 
sion. In  this  case,  the  Commissioner  of  Patents  decided  that  the 
testimony  submitted  by  the  appellant  did  not  show  such  an  excep- 
tional case,  and  the  Commissioner  finally  refused  to  permit  the  ap- 
pellant to  amend  his  preliminary  statement  because  such  amendment, 
if  permitted,  would  not  change  the  effect  of  the  decision  which  had 
been  rendered  on  a  final  hearing. 

The  sole  question  necessary  for  us  to  consider  upon  this  appeal  is 
the  question  of  priority  of  invention.  All  the  tribunals  of  the  Patent 
Office  have  decided  this  question  in  favor  of  the  appellee.  It  appears 
that  the  appellant  alleged  reduction  to  practice  between  August  and 
December,  1900,  his  machine  having  been  completed  in  December  of 
that  year,  while  the  date  of  the  appellee's  original  application  was 
January  27,  1900.  The  appellant  had  said  in  his  preliminary  state- 
ment that  he  had  made  a  model  of  the  invention  in  1897,  and  had 
sought  to  amend  his  statement  and  to  aver  that  he  had  built  a  full- 
sized  sewing-machine  at  that  time,  and  he  had  inadvertently  called 
this  machine  a  model.  The  machine  he  produced  in  evidence, 
"Parkes'  Exhibit  First  Ornamental  Stitch  Machine,"  did  not  dis- 
close the  issue  and  was  not  produced  at  the  hearing.    "  Parkes'  Ex- 

H.  Doc.  641,  59-2 48 
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hibit  Second  Ornamental  Stitch  Machine,"  which  it  was  testified  had 
been  completed  in  April,  1897,  was  also  decided  by  the  tribonals  of 
the  Patent  Office  not  to  have  disclosed  the  issue,  and  therefore  it  was 
held  to  be  immaterial  whether  such  machine  be  considered  a  working 
device  of  full  size. 

The  appellant's  counsel  insist  that  the  tribunals  of  the  Patent  Office 
erred  and  that  the  appellant  conceived  the  device  of  the  appellee's 
machine  about  January,  1897,  and  the  inventions  involved  here  pre- 
vious to  June,  1897,  and  thereafter  that  he  diligently  worked  upon 
his  automatic  embroidery-machine  until  he  made  it  a  commercial 
success  in  December,  1900.  We  have  carefully  examined  this  point 
and  concur  with  the  tribunals  of  the  Patent  Office. 

Upon  this  subject  and  the  others  involved  in  this  appeal,  we  are 
not  convinced  that  there  is  error  in  the  conclusions  arrived  at  by  all 
the  tribunals  below. 

The  rule  Is  an  established  one,  and  prevails  in  the  Patent  Office  as  well  as  in 
other  courts,  and  that  Is,  where  the  Board  of  Examlners-In-Gbief  affirms  the 
decision  of  the  Preliminary  Examiner,  or  the  Examiner  of  Interferences,  the 
Commissioner  of  Patents  will  not  reverse  the  Board  on  any  mere  question  of 
fact,  unless  the  decision  be  clearly  against  the  weight  of  evidence.  {Hazelip  v. 
Richardson,  C.  D.,  1876,  237;  10  O.  G.,  747;  Walker,  Patents,  sec.  132.)  And  » 
on  appeals  to  this  court,  the  rule  is  established  that  where  the  Ck>mmi8sioiier 
concurs  In  and  affirms  the  decision  of  the  Examiners-in-Chief  on  matters  of  fact 
this  court  will  not  reverse  that  decision,  unless  it  clearly  appears  that  the  deci- 
sion was  against  the  weight  of  evidence.  It  will  not  be  reversed  on  any  mere 
question  of  doubt  whether  It  be  correct  or  not  Therefore,  where  the  court  can 
see  that  the  facts  of  the  case  have  been  fully  and  carefully  examined  by  the 
tribunals  of  the  Patent  Office,  resulting  in  a  concurrence  of  decision  thereon,  it 
is  deemed  entirely  unnecessary  to  restate  and  reiterate  the  facts  gone  over  by 
the  tribunals  below,  with  a  repetition  of  their  conclusions,  imless  It  cleaiiy 
appears  that  a  different  result  should  have  been  reached  in  the  court  below.  Of 
course,  where  matters  of  law  are  involved,  a  differ^it  principle  applies.  (F2of» 
V.  Powrie,  C.  D.,  1904,  636;  109  O.  G.,  2443;  23  App.  D.  C,  201,  202.) 

Unanimity  in  the  Patent  Office  tribunals  imposes  upon  the  appel- 
lant here  the  burden  of  showing  very  clearly  that  the  Commissioner 
erred  in  the  final  decision  appealed  from.  (See  in  re  Adams^  C.  D., 
1905,  602;  114  O.  G.,  2093;  24  App.  D.  C,  277;  Seeberger  v.  Dodge, 
C.  D.,  1905, 603 ;  114  O.  G.,  2382 ;  24  App.  D.  C,  481.)  Therefore,  we 
will  state  our  conclusions  and  not  reexamine  the  matters  so  fully  dis- 
cussed in  the  decisions  of  the  Patent  Office  tribunals  in  this  case. 

The  appellee,  as  we  have  said,  filed  his  original  application  on 
January  27,  1900.  In  this  case  it  is  not  necessary  to  decide  whether 
or  not  the  appellee  may  not  justly  be  awarded  actual  reduction  to 
practice  in  1899.  He  is  at  least  entitled  to  January  27,  1900,  as  the 
date  of  conception  and  reduction  to  practice  on  his  part. 

The  Examiner  of  Interferences,  after  an  extended  review  of  the 
evidence,  concluded  that  the  appellant  failed  to  prove  opiiception  of 
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the  invention  prior  to  this  date.  All  the  tribunals  agree  that  the 
appellant  cannot  prevail  in  this  controversy  whether  or  not  he  was 
the  first  to  conceive  the  invention  of  the  issue.  Since  the  appellee 
was  found  to  have  been  the  first  to  reduce  to  practice,  it  was  incum- 
bent upon  the  appellant  to  make  a  proper  showing  as  to  his  diligence. 
.If  we  had  any  hesitation  in  agreeing  with  the  Patent  Office  that  the 
appellant's  proof  failed  to  show  a  complete  conception  as  defined  in 
an  issue  of  priority  of  invention,  a  matter  of  fact  which  must  be 
clearly  established  by  proof,  we  have  no  hesitation  in  concurring  with 
the  Patent  Office  in  respect  of  the  question  of  diligence.  If  the  ap- 
pellant had  conceived  and  disclosed  the  invention  in  the  second  count 
of  the  issue,  the  long  time  that  elapsed  before  his  reduction  to  practice 
in  1900  in  his  operative  machine  which  embodies  both  counts  of  the 
issue,  shows  such  lack  of  diligence  as  would  forbid  an  award  of 
priority  to  him  over  the  appellee  who  constructively  shows  a  reduc- 
tion to  practice  by  filing  his  application  on  January  27,  1900.  Dur- 
ing the  interval  just  mentioned  the  appellant  applied  for  and  received 
a  large  number  of  Letters  Patent  upon  sewing-machines. 
In  a  similar  case  this  court  said : 

He  made  four  or  five  applications  to  the  Patent  Office  during  the  Interval 
when  this  invention  was  held  in  abeyance;  and  these  applications  were  all  for 
improvements  in  this  same  art  Is  it  not  apparent  why  he  could  not  also  have 
made  an  application  for  this  invention  at  the  same  time.  He  also  claims  to 
have  been,  and  no  doubt  he  was,  a  very  busy  man  in  other  directions ;  but  it  is 
well-settled  law  that  this  is  no  sufficient  excuse  for  inactivity  which  allows  the 
intervention  of  others  in  the  field  of  invention  and  the  perfection  of  their  enter- 
prises. And  if  he  was  not  too  busy  to  make  the  other  applications  that  have 
been  mentioned,  we  do  not  see  why  he  should  have  been  too  busy  to  make  the 
application  for  this  present  invention.  We  are  of  opinion  that  the  Commissioner 
of  Patents  and  the  other  tribunals  of  the  Patent  Office  were  right  in  holding 
that  there  was  not  due  diligence  on  the  part  of  Robinson.  {Robinson  y,. Cope- 
land,  C.  D.,  1904,  664 ;  112  O.  G.,  501 ;  24  App.  D.  C,  74.) 

The  appellant  built  many  such  machines  embodying  such  inven- 
tions, yet  none  of  these  applications  or  machines  did  he  include  the  in- 
vention of  the  issue  here,  and  it  appears  he  had  ample  means  to 
produce  such  a  machine.  He  was  much  engaged  about  sewing- 
machine  inventions,  but  it  nowhere  appears  *in  the  record  that  he 
was  making  any  effort  to  reduce  this  invention  to  practice  at  the 
date  of  the  appellee's  application,  nor  indeed  did  he  make  such  effort 
until  some  months  thereafter.  The  inventor  who  first  reduces  to 
practice  is  prior  in  right  unless  the  inventor  who  is  the  first  to  con- 
ceive was  using  reasonable  diligence  at  the  time  of  the  second  con- 
ception and  the  first  reduction  to  practice.  (See  Paul  v.  Johnson^ 
C.  D.,  1904,  610;  109  O.  G.,  807;  23  App.  D.  C,  194,  and  cases  cited.) 

The  appellee's  original  application  was  filed  more  than  two  years 
prior  to  appellant's  application  and  nearly  a  year  prior  to  December, 
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1900,  the  time  when  the  appellant  established  his  first  reduction  to 
practice,  and  the  time  in  which,  by  his  preliminary  statement,  he 
originally  claimed  his  first  reduction  to  practice.  In  the  preliminary 
statement  the  appellant  affirmed  that  about  March  1,  1897,  he  first 
made  a  model  showing  such  invention  and  that  he  first  embodied 
such  invention  in  a  full-sized  machine  which  was  completed  about 
December  1,  1900,  and  on  that  day  first  successfully  operated  it 

The  sworn  preliminary  statements  required  when  an  interference  has  been 
declared  constitute  the  pleadings  of  the  parties,  and  we  have  had  occasion  sev- 
eral times,  and  for  reasons  sati^actory  now  as  then,  to  approve  the  practice 
of  holding  the  parties  strictly  to  the  dates  given  therein.  {Bader  v.  Vajen. 
C.  D.,  1899,  329;  87  O.  G.,  1235;  14  App.  D.  C,  241,  254;  Stevens  v.  Seher, 
C.  D.,  1897,  761;  81  O.  G.,  1932;  11  App.  C.  D.,  245,  251;  Cross  v.  PhUlips, 
C.  D.,  1899,  342;  87  O.  G.,  1399;  14  App.  D.  C,  228,  236;  Hammond  v.  BascK 
C.  D.,  1905,  615;  115  O.  G.,  804;  24  App.  D.  C,  473;  Fowler  v.  Boyce,  ante,  659; 
122  O.  G.,  1726.) 

Upon  the  whole  case,  we  find  no  sufiicient  reason  to  differ  with 
the  tribunals  of  the  Patent  OflSice,  and  the  decision  of  the  Commis- 
sioner must  be  affirmed. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
of  the  court  in  this  cause  to  the  Commissioner  of  Patents  according 
to  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Clunies. 

Decided  June  5,  1906. 

(123  O.  G.,  2631.) 

1.  Patentability — Invention — Stove. 

Where  the  Magee  patent  and  the  appeUant's  claims  show  the  same 
arrangement  of  diving  and  discharge  flues  at  the  rear  of  the  stove,  though 
the  return-flues  connecting  the  last  two  mentioned  in  Magee^s  patent  are 
located  in  the  bottom  of  the  stove,  while  the  applicant  locates  them  on  the 
side,  and  the  stoves  of  Ilynes  and  Williams  have  horizontal  flues  on  the 
side,  and  Vamey's  hot-air  heater  shows  a  similar  arrangement,  Held  that 
there  is  no  invention  in  these  claima 

2.  Same — Same — Selections  fbom  Pkiob  Devices. 

Held  that  it  is  shown  by  the  record  patents  that  the  applicant's  claims 
were  anticipated  and  that  by  recombining  selected  elements  the  appellant 
has  not  produced  a  combination  which  amounts  to  invention,  and  the  details 
of  construction  specified  in  some  of  the  claims  are  within  the  scope  of  the 
skill  of  mechanics  familiar  with  this  art. 
3.-  Court  of  Appeals — Unanimous  Conclusion  op  Patent  Office. 

Unanimity  in  the  Patent  Office  tribunals  imposes  upon  the  appellant  here 
the  burden  of  showing  very  clearly  that  the  Commissioner  erred  in  the 
final  decision  appealed  from.  (See  <»  re  Adams,  C.  D.,  1905,  602 ;  114  0.  G., 
2093;  24  App.  D.  C,  277;  Sceberger  v.  Dodge,  C.  D.,  1906,  603;  114  0.  G, 
2382;  24  App.  D.  C,  481.) 
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Mr.  F,  F.  Church  for  the  appellant. 
Mr,  F.  Bayard  for  the  appellee. 

McCoMAS, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  twelve  claims  now  standing  in  the  application  of  Arthur  B. 
Cliuiies,  the  appellant.  These  claims  are  too  numerous  and  too 
lengthy  to  be  cited  here.  They  will  be  found  in  full  in  the  Exam- 
iner's answer  upon  the  appeal  to  the  Examiners-in-Chief  and  in  the 
decision  of  the  Commissioner  of  Patents.  All  of  the  Patent  Office 
tribunals  rejected  the  claims  and  held  that  none  of  them  involved 
invention. 

The  alleged  invention  upon  which  these  twelve  claims  are  based 
relates  to  improvements  in  heating-stoves,  and  specially  to  the  loca- 
tion and  arrangement  of  the  flues  leading  from  the  combustion- 
chamber  of  the  stove  to  the  chimney,  whereby  the  maximum  quantity 
of  the  heat  units  from  the  fuel  combustion  may  be  made  to  serve  to 
heat  the  air  of  the  room  where  the  stove  is. 

Counsel  for  the  appellant  claims  that  the  applicant's  invention 
provides  a  heating-stove,  relatively  small,  in  which  the  indirect 
or  radiating  flues,  though  within  small  compass,  are  long,  so  that 
not  only  do  they  form  a  very  large  radiating-surface  which  is  sub- 
jected to  the  rising  currents  of  external  air,  but  also  an  efficient 
draft  is  secured  through  these  long  flues  whereby  the  spent  products 
and  gases  are  carried  off,  thus  causing  the  proper  and  positive 
induction  of  the  products  of  combustion  to  all  parts  of  the  flue. 
The  applicant's  stove,  like  others,  has  an  ash-pit  near  the  bottom,  a 
combustion-chamber  above  it,  and  a  smoke-pipe  at  the  rear,  but 
the  applicant  provides  double  horizontal  flues  for  the  products  of 
combustion,  these  flues  being  located  on  opposite  sides  of  the  base 
of  the  stove  and  of  the  ash-pit  in  such  position  that  their  outer 
surfaces  have  contact  with  the  free  air  of  the  room  whereby  the  air 
heated  by  these  flues  may  rise  and  freely  circulate,  while  at  the 
same  time  the  applicant  so  returns  the  discharge  ends  of  these  flues 
that  the  walls  thereof  will  be  heated  by  the  products  of  combustion 
near  the  fire,  which  products  thus  rarefied  at  such  discharge  ends 
induce  sufficient  draft  to  send  the  products  which  have  lost  part  of 
their  heat  by  radiation  through  the  long  radiating-passages  and 
through  the  base  of  the  stove  into  the- smoke-pipe  at  the  rear.  Of 
course  there  is  also  a  direct-draft  damper,  which,  if  opened,  will 
induce  the  products  of  combustion  to  go  directly  from  the  fire-pot 
into  the  smoke-pipe.  When  the  direct-draft  damper  is  closed*;  such 
products  pass  from  the  fire-pot  over  the  rear  edge  of  the  fire-pot 
through  a  "left  down-flue"  and  a  "right  down-flue"  to  the  lower 
horizontal  passages  at  the  base  of  the  stove,  thence  forward  to  the 
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extreme  front  of  the  stove  above  the  partiticm-plates  provided,  thenoe 
beneath  these  plates  toward  the  rear  of  the  stove,  thence  toward  the 
center,  and  next  into  the  smoke-pipe.  The  appellant  claims  that  the 
construction  we  have  here  described  is  a  very  efficient  stove,  whidi 
has  met  with  much  success  irf  the  market 

The  Patent  Office  tribunals  cite  eight  patents  which  they  hold 
show  that  such  structures  as  the  appellant's  alleged  invention  are 
anticipated  by  the  prior  art.  In  respect  of  claims  1  to  7  inclusive, 
they  maintain  that  the  patent  to  Magee  shows  every  element  and 
feature  of  these  claims  except  that  in  the  Magee  patent  the  horizontal 
flues  are  situated  beneath  the  ash-pit.  The  applicant  places  the  flues 
on  either  side  of  the  ash-pit.  The  latter  arrangement  is  like  the 
adjustment  of  such  flues  in  the  patents  of  Varney,  of  Hynes,  and  of 
Williams. 

The  seventh  claim  differs  from  those  preceding  it  only  in  respect  of 
the  horizontal  partitions  in  the  hollow  sides,  shorter  than  such  sides, 
and  connecting  at  the  rear  with  the  vertical  flue-strips  thereby  form- 
ing two  horizontal  flues  in  sides  of  the  base,  the  lower  ones  communi- 
cating with  the  central  vertical  flue  and  the  upper  ones  with  the 
diving  flues. 

The  eighth  claim  states  a  specific  form  and  arrangement  of  plates 
for  the  ash-pit  and  horizontal  flues.  It  includes  as  a  limitation  the 
sectional  feature  of  the  hollow  base.  We  are  convinced  that  the 
Magee  patent  and  the  appellant's  claims  show  the  same  arrangement 
of  diving  and  discharge  flues  at  the  rear  of  the  stove,  though  the 
return-flues  connecting  the  last  two  mentioned  in  Magee's  patent  are 
located  in  the  bottom  of  the  stove,  while  the  applicant  locates  them  on 
the  side.  The  stoves  of  Hynes  and  Williams  have  horizontal  flues 
on  the  side  and  Varney's  hot-air  heater  shows  a  similar  arrangement 
We  do  not  find  invention  in  these  claims. 

Claim  9,  by  including  the  limitations  that  the  discharge-flue  has 
an  opening  into  the  combustion-chamber  and  a  damper  for  closing  it, 
states  only  things  necessary  to  heaters  of  this  type,  and  we  think  the 
tribunals  of  the  Patent  Office  justly  conclude  that  these  features  are 
shown  by  the  patents  of  record. 

Claims  10, 11,  and  12,  fall  within  the  objections  to  claims  from  1  to 
()  inclusive,  the  last  two,  11  and  12,  providing  that  the  outer  wall  of 
the  fire-pot  shall  be  exposed.  The  applicant  insists  that  it  is  the  ob- 
ject of  Magee's  invention  to  h^at  the  upper  portion  of  his  stove  while 
appellant's  object  is  to  heat  the  base  and  thereby  heat  the  colder  air 
near  the  floor,  while  in  the  Varney  patent  the  device  will  not  perform 
the  functions  of  applicant's  device,  nor  can  the  structure  shown  in 
Varney's  patent  be  combined  with  the  structure  shown  in  the  Magee 
patent,  and  he  argues  that  there  will  not  be  under  the  Varney  patent 
a  complete  utilization  of  the  horizontal  flues  as  radiating-surfaces 


Digitized  by  VjOOQ IC 


DECISIONS   OP   UNITED   STATES   COURTS   IN   PATENT   CASES.      748 

that  there  is  in  the  applicant's  device,  while  in  the  latter  the  upper 
horizontal  flues  communicate  with  the  diving  flues  at  their  rear  end 
only  and  the  lower  hwizontal  flues  communicate  at  their  rear  end 
only  with  the  discharge-flue,  and  applicant's  counsel  argues  other  dif- 
ferences of  his  device  from  Hynes's  and  Richardson's  patents. 

We  agree  with  the  Commissioner  that  he  has  shown  by  the  record 
patents  that  the  applicant's  claims  were  anticipated  and  that  by 
recombining  selected  elements  the  appellant  has  not  produced  a 
combination  which  amounts  to  invention,  and  the  details  of  con- 
struction specified  in  some  of  the  claims  are  within  the  scope  of  the 
skill  of  mechanics  familiar  with  this  art.  The  Commissioner  thus 
summarizes  the  matter: 

The  aUeged  Invention  to  which  the  claims  are  drawn  consists  of  an  arrange- 
ment of  flues  in  a  stove.  Some  of  the  claims  also  include  details  In  the  form 
and  arrangement  of  plates.  The  flues  defined  in  the  claims  are  believed  to 
be  without  Invention  In  view  of  the  general  arrangement  of  flues  In  a  stove 
shown  by  Patent  No.  353,033,  Magee,  and  in  view  of  the  specific  form  and  loca- 
tion of  horizontal  flues  shown  by  Patents  No.  188,211,  Vamey,  No.  305,691. 
Hynes,  No.  95,399,  Williams,  and  No.  272,326,  Richardson.  The  plate  construc- 
tion Included  In  the  claims  Is  believed  to  Involve  nothing  more  than  mechanical 
skill  In  the  design  of  stoves. 

Unanimity  in  the  Patent  Office  tribunals  imposes  upon  the  appel- 
lant here  the  burden  of  showing  very  clearly  that  the  Commissioner 
erred  in  the  final  decision  appealed  from.  (See  in  re  Adams,  C.  D., 
1905,  602;  114  O.  G.,  2093;  24  App.  D.  G,  277;  Seeherger  v.  Dodge, 
C.  D.,  1905,  603;  114  O.  G.,  2382;  24  App.  D.  C,  481.) 

Upon  the  whole  case  we  find  no  sufficient  reason  to  differ  with  the 
tribunals  of  the  Patent  Office,  and  the  decision  of  the  Commissioner 
of  Patents  must  be  affirmed.  The  clerk  of  this  court  will  certify  this 
opinion  and  the  proceedings  of  the  court  in  this  cause  to  the  Com- 
missioner of  Patents  according  to  law.    Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Robinson  v.  Thresher. 

Decided  June  5,  1906. 

(123  O.  a,  2976.)  ^ 

dcter- 

1.   INTEBTEBENCE — REDUCTION  TO  PRACTICE — EXPERIMENTAL  DEVICE.  ^^   ^^^ 

Where  a  motor  was  constmcted  as  an  experimental  machine  ancH  certain 
Intended  to  be  used  In  filling  an  order,  but  was  more  than  a  ^  ^^exie,  of 
Intended  to  Illustrate  the  Invention.  Held  that  if  It  complete*^  ^^ake  within 
Invention  and  was  capable  of  testing  Its  efficiency  to  th-^n  **^e  motor-shaft 
power  the  mere  fact  that  later  manufactures  to  fill  or^  ^^^  ^^^  shaft  Is 
a  large  scale  cannot  Impair  its  effect  as  constltutln- 
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2.  Samb — Same — Incomplete  Machine  Not  Evidence  of. 

Where  the  first  test  was  made  with  an  Incomplete  machine  and  sereral 
essential  parts  of  the  invention  were  ladling,  Held  not  to  show  successful 
redaction  to  practice  of  the  invention. 

3.  Same — Same — Doubt  Resolved  in  Favob  op  the  Patentee  and  in  Affibm- 

ance  of  the  Decision  of  the  Ck>MMissioNEB. 
Where  this  court  is  not  without  doubt  as  to  the  proper  conclusion  to  be 
drawn  from  a  second  test.  Held  that  under  the  burden  of  proof  that  doubt 
must  be  resolved  in  favor  of  the  holder  of  the  patent,  and  aside  from  this 
the  decision  of  the  Commissioner  ought  to  stand  when  there  is  doubt 
whether  it  is  founded  in  error. 

4.  Same — Same — Specific  Information  of  Details  op  Test  Requibed. 

Where  engineers,  draftsmen,  and  keepers  of  records  and  files  were  called 
to  certify,  and  yet  the  engineer  who  personally  made  the  test  which  is  the 
crucial  point  of  the  case,  and  subsequently  made  the  entries  in  the  report 
was  neither  called  nor  his  absence  accounted  for,  and  it  was  this  report 
which  the  supervising  engineer  made  his  indorsement  upon  and  referred  to 
as  the  basis  of  his  evidence.  Held  that  this  indorsement  of  the  supervising 
engineer  that  the  machine  operated  successfully  is  not  a  satisfactory  sub- 
stitute for  specific  information  as  to  the  details  of  the  test  upon  which  his 
general  conclusion  was  based. 

Mr.  Arthur  A.  Buck  and  Mr.  John  C.  Pennie  for  the  appellant 
Mr.  Melville  Church  and  Mr.  Joseph  B.  Church  for  the  appellee. 

Shepard,/.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  declared  between  an  application  for  patent  for  an 
improvement  in  electric  motors  and  brakes,  filed  by  Edward  W. 
Robinson,  April  22, 1904,  and  a  patent  issued  to  Alfred  A.  Thresher, 
"August  18, 1903,  on  an  application  filed  June  17, 1903. 

The  issue  is  in  eight  counts,  as  follows: 

1.  The  combination  with  an  electric  motor,  its  shaft  and  inclosing  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  brake-wheel  on  the  shaft 
between  the  heads,  a  surface  with  which  said  wheel  cooperates,  a  spring  for 
effecting  engagement  between  the  wheel  and  its  cooperating  surface,  and  an 
electromagnet  for  holding  the  same  out  of  such  engagement  against  the  tension 
of  the  spring. 

2.  The  combination  with  an  electric  motor,  its  shaft  and  inclosing  casing 
ubodying  heads  having  t)earings  for  the  shaft,  of  a  brake-wheel  longitudinally 

vable  on  the  shaft  Ijetween  the  heads  a  fixed  friction-surface  with  which 

vheel  cooperates,  a  spring  for  moving  the  wheel  longitudinally  of  the  shaft 

^^'        '  contact  with  its  cooperating  fixed  friction-surface,  and  an  electromag- 

ject        'Iding  the  wheel  out  of  engagement  with  said  cooperating  surface. 

appeL        obination  with  an  electric  motor,  its  shaft,  armature  and  inclosing 

near  thl     'ying  heads  having  bearings  for  the  shaft,  of  a   magneticallf- 

.,  M  :i  n-brake  for  the  shaft  located  t)etween  the  armature  and  one  of 
the  functic-  ,     ^j^^ 

Varney  s  paten,.^^  ^^j^jj  ^^  electric  motor,  its  shaft,  armature  and  inclosing 
patent,  and  he  arg/  having  bearings  for  the  shaft,  of  a  magnetically- 
a  complete  utilizatioi-  ^^  shaft  located  between  the  armature  and  one  of 
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the  heads  of  the  casing,  and  an  electromagnet  for  releasing  the  brake  located  on 
the  head  and  controlled  from  the  motor-actuating  circuit 

5.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  inclosing 
casing  embodying  heads  having  bearings  for  the  shaft,  of  a  friction  brake-wheel 
mounted  to  move  longitudinally  of  the  shaft  and  between  the  armature  and  head 
of  the  casing,  a  fixed  friction-surface  with  which  the  wheel  cooperates,  a 
clamping-disk  between  the  wheel  and  head,  springs  acting  on  the  disk  to  move 
the  wheel  into  engagement  with  its  cooperating  fixed  friction-surface,  and  an 
electromagnet  in  the  head  for  moving  the  disk  against  the  tension  of  Its  springs 
to  release  the  wheel. 

6.  The  combination  with  an  electric  motorj  its  shaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  magnetically-controlled 
friction-brake  for  the  shaft  located  between  the  armature  and  one  of  the  heads, 
and  an  electromagnet  for  controlling  said  brake  having  Its  coll  recessed  Into  the 
inner  face  of  the  head. 

7.  The  combination  with  an  electric  motor.  Its  shaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  magnetically-controlled 
friction  brake-wheel  on  the  shaft  between  the  armature  and  one  head,  a  rela- 
tively fixed  ring  on  the  inner  side  of  said  wheel,  and  means  for  securing  the 
ring  and  head  together  whereby  the  head  and  friction-brake  may  be  removed  as 
a  body. 

8.  The  combination  with  an  electric  motor,  its  shaft,  armature  and  casing 
embodying  heads  having  bearings  for  the  shaft,  of  a  frlctlon-rlng  between  the 
head  and  casing,  a  brake-wheel  movable  longitudinally  of  the  shaft  between  the 
head  and  ring,  springs  for  moving  the  wheel  into  engagement  with  the  ring,  an 
electromagnet  for  moving  the  wheel  In  the  opposite  direction,  and  means  for 
securing  the  ring  and  head  together. 

As  said  by  the  Examiners-in-Chief,  who  reversed  the  decision  of 
the  Examiner  of  Interferences  in  favor  of  Thresher : 

Generally  stated,  the  Invention  of  the  issue  is  a  machine  comprising  (1)  an 
electric  motor  having  an  Inclosing  casing  Including  heads  having  bearings  for 
Its  shaft,  and  (2)  a  magnetically-controlled  brake  Inside  of  the  casing  of  the 
motor,  and  between  one  of  the  heads  of  the  casing  and  the  armature  of  the 
motor. 

The  brake  is  applied  by  the  tension  of  springs  when  unrestrained 
by  the  electromagnet  which  is  energized  by  the  current  that  operates 
the  motor.  When  the  current  is  on  the  magnet  counteracts  this 
tension,  thereby  releasing  the  brake  and  holding  it  away  from  the 
armature  of  the  motor.  When  it  is  cut  off,  the  magnet  ceases  to 
restrain  the  pressure  of  the  springs  which  at  once  apply  the  brake 
and  stop  the  revolution  of  the  motor-shaft. 

The  invention  is  a  narrow  one,  for,  as  said  by  the  Commissioner: 

It  appears  from  the  record  of  this  case  that  devices  having  these  character- 
istics and  functions  were  known  and  used  before  the  invention  In  issue  was 
conceived  by  either  party.  The  Invention  Is  therefore  restricted  to  certain 
novel  details  of  construction  set  forth  In  the  various  counts  of  the  issue,  of 
which  details  the  most  important  seems  to  be  the  location  of  the  brake  within 
the  casing  of  the  motor  or,  as  expressed  in  the  issue,  "upon  the  motor-shaft 
and  between  the  heads  of  the  motor-casing  in  which  heads  said  shaft  is 
Joumaled." 


'  Digitized  by  VjOOQ IC 


746       DECISIONS  OF   UNITED   STATES   COTJBTS  IN   PATENT   CASES. 

All  of  the  tribunals  of  the  Patent  Office,  agreeing  that  Robinson 
labored  under  the  burden  always  imposed  upon  one  who  seeks  to 
overcome  a  patent  held  by  his  opponent,  concurred  in  finding  that 
he  had  conceived  the  invention  in  issue  and  disclosed  it  to  others 
prior  to  the  date  of  disclosure  claimed  by  Thresher.  Thresher  does 
not  claim  to  have  reduced  the  invention  to  practice  until  September 
20,  1902.  Consequently  the  question  of  priority  was  made  to  turn 
upon  the  sufficiency  of  Robinson's  evidence  tending  to  show  reduc- 
tion to  practice  in  June,  1902.  On  this  issue  the  tribunals  failed 
to  agree.  The  Examiner  of  Interferences  decided  against  Robinson. 
His  decision  was  reversed  by  the  Examiners-in-Chief  who  heard 
the  appeal  therefrom;  and  they,  in  turn,  were  reversed  by  the  Com- 
missioner who  awarded  priority  to  Thresher.  From  this  final  deci- 
sion Robinson  has  appealed. 

It  appears  that  both  inventors  had  specially  in  view  supplying  the 
demand  of  the  United  States  for  electric  motors  to  be  used  for  hoist- 
ing purposes  upon  war-ships.  The  object  was  a  motor  so  designed 
that  the  brake  would  be  released  as  soon  as  the  current  was  turned  on 
and  set  automatically  as  soon  as  shut  oflP.  The  special  importance  of 
locating  the  break  inside  the  motor-casing  is  to  lessen  the  danger  of 
injury,  and  the  liability  to  damage  from  moisture. 

Robinson  was  an  electrical  designing  engineer  in  the  service  of  the 
General  Electric  Company  of  Schenectady,  N.  Y.,  which  has  the 
benefit  of  his  invention.  Thresher  is  engaged  in  the  manufacture  of 
machinery  at  Dayton,  Ohio,  under  the  firm-name  of  the  Thresher 
Electric  Co.  Both  are  bidders  for  Government  orders.  It  appears 
that  Robinson  filed  an  application  on  April  3,  1903,  for  a  patent  for 
a  brake  device  similar  to  that  in  issue,  but  no  reference  was  made 
therein  to  an  electric  motor  nor  was  one  shown  either  in  drawings  or 
specifications.  After  the  issue  of  Thresher's  patent,  Robinson 
appears  to  have  made  several  of  the  claims  therein  by  amendment  on 
September  12,  1903.  An  interference  was  declared  thereon  between 
him  and  Thresher  on  October  23,  1903.  This  was  dissolved  by  the 
Primary  Examiner  on  March  14,  1904,  on  Thresher's  motion.  One 
of  the  grounds  of  this  decision  was  that  Robinson  had  no  ri^t  to 
make  the  claims  in  issue  as  they  were  all  limited  to  the  combination 
with  an  electric  motor.  Robinson  took  no  appeal  from  this  decision, 
but  on  April  22, 1904,  filed  his  application  in  the  present  case,  making 
the  claims  in  issue.    The  matter  has  passed  out  of  the  ease. 

We  come  now  to  the  consideration  of  the  evidence  in  behalf  of 
Robinson  which  is  relied  upon  to  show  actual  reduction  of  the  inven- 
tion to  practice  in  June,  1902.  It  is  said  in  Robinson's  brief  that 
prior  to  his  conception  of  the  invention,  the  General  Electric  Co.  had 
orders  for  several  motors  to  be  provided  with  electric  brakes  for 
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operating  ammunition-hoists  on  naval  vessels,  and  a  compact  form  of 
machine  was  desired;  and  that  smaller  motors  than  had  been  used 
on  other  vessels  were  desired.  The  contention  is,  that  in  designing 
the  smaller  motor  Robinson  conceived  this  invention  and  embodied 
it  in  one. 

It  is  shown  that  a  motor  was  completed  before  June  13,  1902,  and 
the  claim  is  that  it  embodied  this  invention  and  was  fully  tested  and 
found  to  operate  in  a  satisfactory  manner  on  June  13,  and  June  27, 
1902. 

It  is  conceded  that  this  motor  did  not  conform  to  the  Government 
requirements  in  respect  of  power;  and  was  not  intended  to  be  used 
in  filling  an  order.  It  was  an  experimental  machine,  but  not  a  mere 
model  intended  to  illustrate  the  invention.  If  it  completely  em- 
bodied the  invention,  and  was  capable  of  testing  its  efficiency  to  the 
full  extent  of  its  power,  the  mere  fact  that  later  manufactures  to  fill 
orders  may  have  been  on  a  larger  scale  cannot  impair  its  effect  as 
constituting  reduction  to  practice. 

Robinson's  evidence  shows  that  a  number  of  changes  were  made  in 
the  materials  and  construction  of  this  machine,  as  well  as  that  parts 
of  the  original  brake  were  removed  and  lost  or  thrown  away. 

The  machine  was  exhibited  on  the  argument  of  the  case  in  this 
court,  and  shows  that  some  of  the  parts  are  missing. 

Counsel  for  appellant  say  in  their  brief: 

When  the  motor  was  introduced  in  evidence  the  armature  originally  in  it 
had  been  changed  for  one  with  a  longer  shaft:  the  clamping-ring  (marked  L 
on  Exhibit  6)  and  the  frictlon-cone-disk  (marked  G)  were  missing;  the  fixed 
cone-plate  (marked  H  on  the  photographs)  was  not  the  one  originally  In  the 
motor,  and  Robinson  was  unable  to  say  whether  the  springs  and  the  energizing 
coil  of  the  electromagnet  (marked  L  and  J  on  Exhibit  15)  (a  drawing)  were 
those  originally  tested,  although  he  said  that  these  parts  are  similar  in  appear- 
ance and  construction  to  those  originally  made  up  and  tested.  The  upper  and 
lower  heads  of  the  field-magnet  frame  and  both  of  the  heads  of  the  motor-casing 
are,  however,  the  same  parts  which  were  in  this  machine  originally. 

Counsel  contends  that  while  "  the  enumeration  of  the  parts  which 
have  been  changed,  or  which  are  missing  seem  somewhat  formidable," 
still  enough  remains  to  show  conclusively  that  "  the  brake  was  origi- 
nally within  the  motor-casing  between  the  armature  and  one  of  the 
heads  of  the  casing." 

He  rightly  contends  that  the  entire  dismantling,  even,  of  the 
machine  would  not  necessarily  prevent  its  construction  and  operation 
from  having  the  effect  of  reduction  to  practice.  {Funk  v.  Whitely^ 
C.  D.,  1905,  670;  117  O.  G.,  280;  25  App.  D.  C,  313,  315;  and  cases 
there  cited.)  At  the  same  time,  as  said  in  those  cases,  it  is  sometimes 
an  important  and  cogent  circumstance  in  the  determination  of  the 
fact  whether  the  trial  showed  a  successful  reduction  to  practice  or 
amounted  to  nothing  more  than  an  abandoned  experiment. 
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We  are  satisfied  from  the  evidence  that  the  first  test  of  the  machine 
on  June  13, 1902,  did  not  show  successful  reduction  to  practice  of  the 
invention  of  the  issue.  The  Greneral  Electric  Co.  was  accustomed  to 
keep  detailed  records  of  trials  of  all  machines,  and  those  relating  to 
this  machine  were  introduced  in  evidence,  and  referred  to  by  the  engi- 
neer witnesses  under  whose  supervision  the  work  was  done  and  the 
several  tests  made.    Robinson,  himself,  said  of  the  first  test: 

The  motor  was  first  assembled  without  the  friction-cone,  armatnre-disk,  or 
energizing-coil  of  the  cone-brake  owing  to  the  delay  in  getting  castings,  and  pre- 
liminary heat  run  was  made  on  the  motor  without  the  cone-brake ;  also  cone  \o& 
tests. 

One  of  the  principal  supervising  engineers,  Maxwell  W.  Day,  testi- 
fied concerning  these  tests  then  made,  saying: 

As  I  remember,  the  brake  was  not  complete,  but  I  do  not  know  what  particalar 
parts  were  lacking. 

His  letter-book  shows  that  under  date  of  June  17,  he  wrote  re- 
questing— 

the  machine  which  was  then  in  test  without  the  brake  to  be  assembled  with  the 
brake  as  soon  as  these  tests  were  completed. 

The  second  test  that  is  claimed  to  have  been  complete  in  every 
respect  took  place  on  June  27,  1902.  The  evidence  in  regard  to  this 
test  is  far  stronger,  and  we  must  confess  that  we  are  not  without 
doubt  as  to  the  proper  conclusion  from  it  Under  the  burden  of 
proof  that  doubt  must  be  resolved  in  favor  of  the  holder  of  the 
patent.  Aside  from  this,  the  decision  of  the  Commissioner  ought  to 
stand  when  there  is  doubt  whether  it  is  founded  in  error. 

The  witness.  Lamb,  engineer  of  the  commercial  department  under 
whose  general  supervision  the  last  test  was  made,  necessarily  had  to 
refer  to  the  records  of  the  test.  Speaking  from  these,  he  identified 
his  memorandum  that  the  "  machine  ran  O.  K." 

It  appears  from  the  sheet  report  that  the  entries  therein  purport 
to  have  been  made  by  Mr.  Fitzpatrick,  who  Lamb  says  did  the  testing 
under  his  supervision.  Fitzpatrick,  who  ought  to  be  the  most  certain 
witness  to  what  was  actually  done,  upon  whose  report  when  made 
and  submitted  Lamb  made  his  indorsement,  was  not  called  as  a  wit- 
ness, nor  was  any  attempt  made  to  account  for  the  failure  to  call  him. 

The  Examiners-in-Chief,  who  held  this  evidence  sufficient  to  estab- 
lish the  fact  of  a  successful  reduction  to  practice  beyond  a  reasonable 
doubt,  were  apparently  influenced  in  coming  to  the  conculsion  by 
their  general  view  of  the  restricted  character  of  the  invention,  its 
simplicity,  and  evident  practicability,  as  appears  in  the  following 
excerpt  from  their  decision : 

The  machine  is  of  such  a  character  and  of  such  small  variance  from  the 
prior  machines  that  to  an  electrical  engineer  it  would,  at  sight  of  drawings  of 
it,  be  regarded  as  a  machine  which  must  be  practical,  if  pn^perly  constructed. 
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An  inclosed  motor  of  small  size  with  a  magnetic  cone-bralce  placed  outside 
of  the  casing  of  the  motor  was  old.  Both  of  the  unitary  machines  of  the  com- 
bined machine  needed  for  their  malting  only  mechanical  skill.  When  the  prob- 
lem of  putting  the  brake-machine  inside  the  casing  of  the  motor-machine  was 
mechanically  expressed  in  a  drawing  so  exact  as  Exhibit  No.  6,  there  could  be 
no  doubt  in  the  mind  of  an  electrical  engineer  that  by  ordinary  skill  the 
machine  built  according  to  that  drawing  would  be  successful  in  operation. 

The  test  of  such  a  machine  would  be  not  to  determine  whether  it  would 
operate  but  rather  to  determine  only  whether  it  had  the  requisite  power  for 
the  particular  purpose  for  which  it  was  to  be  used.    ♦    ♦    ♦ 

In  a  case  where  the  units  of  a  machine  are  proven  to  be  old  and  practical 
severally  considered,  and  where  the  only  novelty  is  the  relative  mechanical 
construction  of  the  head  of  the  casing  of  one  machine  and  the  usual  parts  of 
the  other  machine  whereby  the  one  shall  be  put  inside  of  the  other,  it  would  be 
obvious  from  the  mechanical  construction  shown  in  a  drawing  that  each  unit 
would  in  that  new  arrangement  practically  perform  its  usual  functions.  How- 
ever that  may  be,  the  machine  was  by  these  tests  proved  to  be  practical. 

The  Commissioner  took  an  opposite  view  of  the  requisite  conditions 
which  is  stated  in  his  decision  in  the  following  language : 

In  a  case  of  this  kind  it  is  not  sufficient  for  the  witnesses  to  state  that  a 
machine  was  tested  and  found  successful.  The  opinions  of  witnesses  that  a 
machine  contained  the  issue  and  their  conclusions  from  observation  that  its 
operation  was  successful  are  entitled  to  some  weight;  but  wherever  possible 
the  observed  facts  should  be  fully  stated,  so  that  the  tribunal  trying  the  case 
may  judge  the  reasonableness  of  the  opinions  and  conclusions  stated.  Clear, 
full,  and  specific  statements  regarding  Robinson's  alleged  reduction  to  practice 
are  not  afforded  by  his  record.  Robinson  and  witnesses  called  by  him  have 
alleged  generally  the  construction  and  successful  operation  of  a  machine  and 
some  of  the  circumstances  have  been  referred  to,  but  the  essential  details 
regarding  the  alleged  successful  operation  have  been  left  largely  to  speculation. 

The  soundness  of  both  doctrines,  in  a  general  sense,  may  be  con- 
ceded ;  but  the  application  of  either  in  a  particular  case  must  be 
determined  by  its  peculiar  facts  and  circumstances.  Having  regard 
to  all  of  the  facts  and  circumstances  of  the  present  case,  we  are  of 
the  opinion  that  the  doctrine  of  the  Commissioner  is  the  one  of  more 
reasonable  application. 

The  evidence  shows  that  the  General  Electric  Comp*any,  in  whose 
shops  the  test  was  made,  conducts  its  business  of  all  kinds  in  a  most 
careful  and  methodical  manner.  Its  departments  are  under  skilled 
and  intelligent  direction.  Drawings  are  carefully  made  and  blue- 
prints taken  and  filed  away  for  preservation  in  case  of  fire.  Minute 
changes  in  drawings  are  carefully  noted.  When  tests  of  machines 
are  made  elaborate  description-blanks  are  filled  up  by  the  engineer  in 
personal  charge  of  the  same  and  filed  away. 

In  this  case,  engineers,  draftsmen,  keepers  of  records  and  files  were 
called  to  testify,  and  yet,  the  engineer  who  personally  made  the  test 
which  is  the  crucial  point  of  the  case,  and  subsequently  made  the 
entries  in  the  report,  was  neither  called  nor  his  absence  accounted  for. 
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It  was  this  report  which  the  supervising  engineer  made  his  indorse- 
ment upon,  and  referred  to  as  the. basis  of  his  evidence.  As  was  said 
by  the  Commissioner,  his  indorsement  that  the  machine  operated 
successfully  is  not  a  satisfactory  substitute  for  specific  information 
as  to  the  details  of  the  test  upon  which  his  general  conclusion  was 
based.  The  fact  that  the  same  witness  testified  generally  to  some 
later  tests,  the  dates  of  which  were  not  remembered  as  no  records 
were  kept,  has  a  tendency  to  cast  doubt  upon  the  success  of  the  trial 
relied  on  as  a  successful  reduction  of  the  particular  invention  to 
practice. 

In  this  connection  the  dismantled  state  of  the  tested  machine  be- 
comes a  circumstance  of  some  importance.  There  was  no  occasion 
to  remove,  or  otherwise  utilize  the  missing  parts,  as  is  so  often  the 
case  with  poor  inventors  whose  necessities  compel  them  to  detach 
parts  of  an  old  machine  or  model  for  use  in  the  construction  of  a  new 
machine  or  improvement.  If  these  parts  were  removed  for  other 
uses  of  the  experimental  motor,  which  has  been  carefully  preserved, 
no  good  reason  appears  why  they  were  not  also  preserved  for  reat- 
tachment when  occasion  might  demand. 

Robinson's  claim  of  reduction  to  practice  failing,  it  is  not  con- 
tended that  he  was  otherwise  diligent  in  perfecting  his  invention  so 
as  to  retain  the  advantage  of  his  earlier  conception. 

For  the  reasons  given,  we  must  affirm  the  decision  awarding  pri- 
ority to  Thresher.  It  is  so  ordered,  and  that  this  decision  be  certified 
to  the  Commissioner  of  Patents  as  required  by  law.    A-ffimied. 


[Court  of  Appeals  of  the  IHstrlct  of  Columbia.] 

The  Buchanan- Anderson-Nelson  Co.  lu  Breen  and  ICennbdy. 

Decided  June  5,  1906, 
(124  O.  G.,  322.) 

Trade-Mark  Opposition — Marks  Different. 

Where  an  application  waR  filed  for  the  registration  of  a  trade-maric  for 
whisliy,  descril)ed  as  "  the  word  *  Henderson  *  on  a  ribbon  design  beneath 
which  is  a  shield  upon  which  is  a  monogram  composed  of  the  letters  and 
character  '  B  &  K/  "  and  an  opposition  to  the  registration  was  made  on  the 
ground  that  the  application  is  a  fraudulent  attempt  to  appropriate  appel- 
lant's trade-mark  consisting  of  "  the  representation  of  a  Maltese  or  Temp- 
lar cross  and  a  panel  below  the  same  bearing  the  word  'Anderson'  In 
white  letters,  the  cross  and  panel  appearing  in  red  and  each  having  a 
border  in  gold,"  Held  that  there  is  not  the  slightest  similarity  between  the 
two  marks  except  as  to  the  words  "Anderson"  and  "Henderson,"  that 
both  are  well-known  names  of  persons,  counties,  and  towns,  and  there  is 
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no  reasonable  ground  of  confnaion  between  them,  that  it  is  not  probable 
that  the  purchasing  public  will  un^rstand  the  word  "Henderson"  as  in- 
dicating the  goods  put  on  the  mark^  by  the  owner  of  the  mark  ••Ander- 
son," and  that  one  is  as  much  entitled  to  claim  the  name  ••  Henderson  **  as 
another  is  that  of  "Anderson." 

Mr.  J,  L.  Barker  and  Mr,  James  Low  Hopkins  for  the  appellant 
Mr.  E.  A.  'Wallace  for  the  appellee. 

Shepard,  e/./ 

Breen  and  Kennedy,  on  March*  12,  1905,  filed  an  application  in 
regular  form  for  the  registration  of  a  trade-mark  used  on  packages 
of  whisky,  and  described  as  follows: 

The  word  *'  Henderson "  on  a  ribbon  design  beneath  which  is  n  shield  upon 
which  is  a  monogram  composed  of  the  letters  and  character  "  B  &  K." 

Publication  of  the  application  was  made,  and  on  August  11,  1905, 
the  appellant  filed  an  opposition  to  the  registration  of  the  appellees' 
mark,  on  the  ground  that  it  is  the  owner  of  the  trade-mark  for 
whisky  consisting  of  the  word  "Anderson ;  " 

and  that  the  mark  "  Henderson "  is  calculated  to  deceive  and  mislead  the 
public  into  the  false  belief  that  the  applicant's  whisky  is  the  whisky  of  the 
Buchanan-Anderson-Nelson  Co., 

and  the  application  is  a  frauduulent  attempt  to  appropriate  the 
latter's  trade-mark.  An  amendment  to  the  opposition  was  made 
September  29,  1905,  in  which  it  was  alleged  that  the  trade-mark 
"Anderson "  had  been  registered  in  the  Patent  Office  by  the 
Anderson-Nelson  Co.,  the,  predecessor  of  the  appellant. 

This  mark  consists  of  the  representation  of  a  Maltese  or  Templar 
cross  and  a  panel  below  the  same  bearing  the  word  "Anderson  "  in 
white  letters;  the  cross  and  panel  appearing  in  red  and  each  having 
a  border  in  gold,  as  shown  in  a  facsimile  accompanying  the  applica- 
tion for  its  registration.  This  may  be  arranged  in  connection  with 
any  suitable  descriptive  matter  without  materially  altering  the 
character  of  the  trade-mark,  the  essential  feature  of  which  is  a 
Maltese  or  Templar  cross  and  a  panel  below  the  same,  having  the 
woM  "Anderson  "  in  white  letters,  the  cross  and  panel  appearing  in 
red  and  each  having  a  border  of  gold. 

The  appellant  further  objected  to  the  registration  of  appellees' 
mark,^on  the  ground  that  the  act  of  February  20,  1905,  under  which 
the  application  had  been  made,  was  unconstitutional. 

The  Examiner  of  Interferences  sustained  a  demurrer  to  the  oppo- 
sition, and  held  that  the  applicant  was  entitled  to  the  registration  of 
his  mark. 

The  Commissioner  affirmed  this  decision  and  a  further  appeal  has 
been  taken  to  this  court. 
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We  have  nothing  to  do  with  the  question  whether  either  "Ander- 
son "  or  "  Henderson  "  is  a  proper  subject  of  registration  as  a  trade- 
mark under  the  statute.  The  single  question  for  our  determination 
is  whether  the  resemblance  between  the  two  marks  as  used  is  calcu- 
lated to  deceive  and  mislead  the  public  into  purchasing  Breen  and 
Kennedy's  whisky  under  the  belief  that  it  is  the  whisky  of  The 
Buchanan- Anderson-Nelson  Co. 

We  are  convinced  that  the  adoption  of  the  applicant's  mark  as 
described  and  illustrated  in  the  record,  was  with  no  purpose  to  copy 
or  simulate  that  of  the  appellant.  There  is  not  the  slightest  simi- 
larity between  the  two  except  as  to  the  words  "  Anderson "  and 
"  Henderson."  These  are  both  well-known  names  of  persons,  counties, 
and  towns,  and  there  is  no  reasonable  ground  of  confusion  between 
them.  It  is  not  probable  that  the  purchasing  public  will  understand 
the  word  "  Henderson  "  as  indicating  the  goods  put  on  the  market  by 
the  owner  of  the  mark  "  Anderson."  One  is  as  much  entitled  to  claim 
the  name  "  Henderson  "  as  another  is  that  of  "  Anderson." 

The  question  as  to  the  constitutionality  of  the  statute  is  not  con- 
sidered for  reasons  stated  in  Gaines  &  Co.  v.  Carlton  Importation  Co.^ 
ante,  731;  123  O.  G.,  1994. 

We  are  of  the  opinion  that  the  Commissioner  was  entirely  right 
and  his  judgment  will,  therefore,  be  affirmed.  It  is  so  ordered,  and 
that  this  decision  be  certified  to  the  Commissioner  of  Patents  as 
required  by  law.    Affirmed, 


[Court  of  Appeals  of  the  Distrlcfof  Columbia.] 

MiLLETT  et  al.  V.  Allen,  Commissioner  of  Patents. 

Decided  February  6,  1906. 

(124  O.  G.,  1524.) 

1.  Patentability — ^Anticipation — Identity. 

A  claim  for  a  steam-gage  comprising  a  "  Bourdon  tube  and  the  part  to 
which  it  is  secured,  the  Joint  between  the  two  being  unsoldered  and  held 
by  frictional  contact"  Is  not  patentable  over  a  steam-gage  having  a 
Bonrdon  tube  attached  to  its  socket  by  means  of  a  flange  on  the  tube  and 
which  is  held  in  place  by  a  Jam-nut,  making  a  steam-tight  union-Joint 
without  the  use  of  solder. 

2.  Same — Same — Inventor  Chaboed  with  Knowledge  of  Priob  Abt. 

An  inventor  is  charged  with  knowledge  of  the  prior  art  as  exhibited 
in  prior  patents  whether  he  had  actual  knowledge  of  them  or  not 

3.  Same — Analogous  Use. 

Where  it  appears  that  a  tapered  screw-Joint  had  been  used  In  steam- 
fittings  of  different  kinds  and  that  such  a  Joint  had  been  used  in  juxta- 
position to  a  steam-gage  comprising  a  Bourdon  tube  having  a  soldered 
Joint,  it  did  not  involve  invention  to  substitute  for  such  soldered  joint 
the  old  tapered  screw-Johit 
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4.  Same — Same. 

The  application  of  an  old  device  or  process  to  a  similar  or  analogous 
subject  with  no  change  in  the  manner  of  applying  it  and  no  result  sub- 
stantially distinct  in  its  nature  is  not  patentable,  even  if  the  new  form 
of  result  has  not  before  been  contemplated.  (Pa,  R.  R,  y.  Locomotive 
Truck  Co.,  a  D..  1884,  168;  27  O.  G.,  207;  110  U.  S.,  490,  494;  Hotoe 
Machine  Co.  v.  National  Co.,  C.  D.,  1890,  281;  61  O.  G.,  475;  134  U.  S., 
388,  397;  Durham  v.  Seymour,  C.  D.,  1895,  307;  71  O.  G.,  601;  6  App. 
D.  C,  7a) 

5.  Same — Eyidence  of  Patentability — ^Laboe  Sales. 

The  fact  that  a  new  device  may  have  displace^  others  by  reason  of 
its  manifest  superiority  is  material  only  when  the  question  of  patenta- 
bility is  otherwise  a  matter  of  doubt 

Mr.  W.  H.  Singleton  and  Mr.  Ralph  W.  Foster  for  the  appellant. 
Mr.  John  M.  Coit  for  the  Commissioner  of  Patents. 

Shepard,  •/.; 

On  June  12, 1899,  Joshua  H.  Millett  and  Samuel  G.  Reed,  claiming 
to  be  joint  inventors  of  an  improvement  in  Bourdon-tube  springs  for 
steam  or  pressure  gages,  filed  an  application  in  the  Patent  Office  for  a 
patent  therefor  with  the  following  claims: 

1.  In  a  steam-gage,  the  Bourdon  tube  and  the  part  to  which  it  is  secured,  the 
joint  between  the  two  being  unsoldered  and  held  solely  by  frictional  contact,  as 
explained. 

2.  In  a  steam-gage,  the  Bourdon  tube  and  the  part  to  which  it  is  secured,  the 
Joint  between  the  two  being  unsoldered  and  held  by  frictional  contact,  as 
explained. 

8.  In  a  steam-gage,  the  Bourdon  tube  and  the  part  to  which  it  is  secured,  the 
Joint  between  the  two  being  unsoldered  and  held  by  a  frictional  binding  screw- 
Joint  connection  as  explained. 

4.  In  a  steam-gage,  the  Bourdon  tube  and  the  part  to  which  it  is  secured,  the 
Joint  between  the  two  being  unsoldered  and  tapering,  as  explained. 

5.  In  a  steam-gage,  the  Bourdon  tube  D,  having  the  threaded  tapered  end,  d, 
in  combination  with  the  head,  C,  having  the  correspondingly-threaded  tapered 
opening  C,  as  explained. 

6.  A  Bourdon  tube,  having  a  reduced  elastic  portion  and  enlarged  or  rein- 
forced threaded  ends,  in  combination  with  a  gage-case  having  threaded  portions 
which  engage  the  threaded  ends  of  the  tube. 

7.  The  Bourdon  tube  D,  having  the  reduced  elastic  body  portion,  d,  and  the 
enlarged  or  reinforced  end  portions,  in  combination  with  the  gage-case  having 
correspondingly-threaded  portions 

This  application  was  rejected  by  the  then  Commissioner  of  Patents, 
whose  decision  was  affirmed  on  appeal  to  this  court.  (C.  D.,  1901, 
410;  96  O.  G.,  1241;  18  App.  D.  C,  186.) 

This  bill  was  thereafter,  February  8,  1902,  filed  in  the  Supreme 
Court  of  the  District  by  said  Millett  and  Reed,  joined  by  their  as- 
signee the  Crosby  Steam  Gage  and  Valve  Company,  against  Fred- 
erick I.  Allen,  the  present  Commissioner  of  Patents,  to  establish  their 
H.  Doa  641,  59-2 49 
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right  to  a  patent  having  said  claims,  in  accordance  with  the  pro- 
visions of  section  4915,  Revised  Statutes. 

The  answer  denied  the  allegation  that  Millett  and  Reed  were  the 
original,  first  inventors  of  the  invention  claimed  and  alleged  that  all 
the  material  parts  of  the  same  had  been  described  in  a  nmnber  of 
patents,  domestic  and  foreign,  a  list  of  which  was  given  showing 
subject-matter,  dates  and  numbers. 

The  only  patent  referred  to  in  the  decision  of  the  Commissioner 
rejecting  the  application  was  one  to  Lane,  No.  643,876,  for  a  pressure- 
gage.  While  steam  is  mentioned  in  the  specifications  of  this  patent, 
it  was  intended  for,  and  has  been  exclusively  used  as  a  hydraulic 
gage.  To  answer  the  demand  for  the  excessive  pressure  required  in 
sudi  structures,  it  is  capable  of  measuring  a  pressure  of  12,000  pounds 
to  the  square  inch.  To  be  capable  of  such  measurement  its  tube- 
springs  are  made  of  steel  instead  of  brass  that  is  ordinarily  used  in 
steam-gages  which  are  rarely  required  to  measure  a  pressure  of  more 
than  250  pounds  to  the  square  inch«  Lane's  specifications  do  not 
show  whether  the  screw-threaded  joint  connecting  the  pipe  and 
spring  is  soldered  or  not.  There  being  no  proof  in  respect  of  this 
it  was  assumed  that  no  solder  was  used  to  make  the  joint  tight 

In  affirming  the  decision  of  the  Commissioner  of  Patents,  Mr. 
Justice  Morris  who  delivered  the  opinion  of  the  court,  said : 

If  there  was  in  fact  a  soldering  in  the  device  mentioned  or  shown  in  the  Lane 
patent,  and  such  soldering  rendered  that  device  essentially  different  from  the 
invention  of  the  appellants,  it  ought  not  to  have  been  difficult  to  adduce  some 
evidence  of  the  fact  Whether,  if  shown,  the  fact  of  soldering  would  have 
differentiated  the  two  devices,  it  is  unnecessary  for  us  to  determine.  The 
Conunissioner  of  Patents  was  of  the  opinion  that  it  would  not  have  that  effect 

The  bill  contains  the  following  specific  description  of  the  invention 
as  now  claimed  by  the  appellants : 

7.  That  the  improvement  In  Bourdon-tube  springs  invented  by  said  Millett 
and  Reed  as  aforesaid  consists  in  providing  a  new  and  useful  means  of  connect- 
ing by  threaded  engagement  the  ends  of  a  Bourdon-tul)e  spring  within  a  gage; 
one  end  to  the  "tubular  head"  (that  part  of  the  gage  which  is  attached  to 
the  steam-boiler,)  the  other  end  to  the  registering  mechanism  of  the  gage. 
The  invention  consists  in,  or  is  the  result  of,  taking  a  piece  of  ordinary  brass 
tube  of  commerce  and  turning  it  with  the  exception  of  its  ends,  in  a  lathe  to 
a  thickness  adapted  to  the  uses  intended  in  a  pressure-gage.  The  ends  of  the 
tube  are  left  of  their  original  thickness  and  are  cut  by  a  taper  thread  for 
attachment  to  the  tubular  head  and  registering  mechanism  as  aforesaid.  The 
tube  is  then  flattened  throughout  the  turned  portion,  and  curved  to  the  form 
required.  By  means  of  these  taper  threads  a  Joint  is  secured  which  is  both  firm 
and  tight  though  no  solder  is  used,  even  when  subjected  to  a  very  high  degree 
of  heat  and  steam-pressure. 

The  evidence  taken  in  support  of  their  contention  clearly  shows 
that  the  screw-joints  of  Lane's  device  are  not  tapered  but  straight, 
and  that  they  are  required  to  be  soldered  to  insure  ti^tness.    It 
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appears  that  the  Bourdon-tube  springs  are  flattened  from  end  to  end 
and  have  soldered  tops  or  caps  and  connections.  For  a  long  time 
after  their  use  the  steam-pressure  was  ordinarily  very  low,  say  from 
twenty-five  to  not  more  than  one  hundred  and  twenty-five  pounds  per 
square  inch.  There  has  been  a  gradual  increase  of  pressure  which  is 
now  often  as  great  as  300  pounds.  The  heat  to  which  the  gage  is 
subjected  increases  with  the  pressure,  and  at  150  pounds,  amounts  to 
about  370®  Fahrenheit,  which  will  melt  the  solder.  For  this  and 
higher  pressures  it  becomes  necessary  to  secure  the  caps  and  joints 
without  solder.  The  Crosby  Steam  Gage  and  Valve  Company  is  the 
assignee  of  the  Lane  patent  as  well  also  as  of  the  invention  of  the 
appellants;  and  the  latter  have  been  and  are  in  its  service. 

They  undertook  to  meet  the  conditions  aforesaid  by  improving  the 
solder  but  without  success.  They  next  thought  of  electric  welding, 
but  abandoned  the  idea  without  having  made  sufficient  tests.  The 
last  conception  was  that  above  described.  In  the  Lane  construction 
the  ends  of  the  tube  remain  cylindrical,  while  it  is  flattened  between 
them,  and  are  cut  by  a  straight  screw-thread  for  attachment. 

There  was  evidence  tending  to  show  that  since  the  adoption  and 
manufacture  of  the  new  construction  of  the  appellants,  there  had 
been  greatly-increased  sales  of  their  steam-gages,  particularly  to  rail- 
way companies  for  their  high-pressure  boilers.  Upon  a  consideration 
of  all  these  facts  the  court  below  held  the  device  unpatentable,  and 
dismissed  the  bill.    From  that  decree  this  appeal  has  been  prosecuted. 

The  appellants  have  abandoned  claims  6  and  7  before  set  forth,  and 
rest  their  contention  upon  the  remaining  five. 

The  first  four  of  these  are  substantially  similar,  covering  broadly 
the  Bourdon-tube  spring  held  in  place  by  f rictional  contact  without 
solder.  Claim  3  describes  the  joint  as  a  frictional  binding  screw- 
joint  connection,  and  claim  4  describes  this  joint  as  tapering. 

In  considering  the  subject-matter  of  these  claims  it  is  unnecessary 
to  determine  whether  the  use  of  solder  in  the  Lane  screw-joint  makes 
his  device  patentably  distinguishable. 

Passing  by  the  Lane  device,  we  are  of  the  opinion  that  the  court 
was  right  in  denying  the  patentability  of  these  four  claims,  in  view 
of  the  prior  art  as  disclosed  by  the  British  patent  issued  to  Cowper 
in  the  year  1849  for  a  pressure-gage  using  Bourbon  tubes  of  brass, 
copper,  iron,  steel,  etc.    In  his  specification  Cowper  says: 

The  tabes  may  be  fixed  in  various  ways,  as,  for  instance,  by  soldering,  or  by 
a  union-joint  as  in  Figure  26,  or  by  driving  a  ferrule  outside  or  inside  the  tnbe 
as  shown  in  Figs.  27  and  28. 

The  union-joint  was  then  a  well-known  device  and  has  been  in 
very  general  use  in  steam-fittings.  Complainant  Reed,  who  testified 
in  the  case,  and  is  a  skilled  mechanic,  was  shown  Cowper's  Fig.  26, 
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and  admitted  that  it  showed  a  Bourdon  tube  attached  to  its  socket  by 
means  of  a  flange  on  the  tube  end  which  is  held  in  place  by  a  jam- 
nut,  making  a  union-joint.  He  also  admitted  it  to  be  well  known 
in  the  art  that  a  union-joint  needs  no  solder  to  make  it  steam-ti^t, 
under  the  modem  high  pressure.  He  further  admitted  that  in  his 
opinion,  from  an  examination  of  the  Cowper  patent,  solder  was  not 
intended  to  be  used  in  either  of  the  constructions  shown  in  his  Figs. 
26,  27  and  28. 

In  vi^w  of  these  admissions,  it  is  clear  that  these  four  broad  claims 
cannot  be  sustained. 

This  brings  us  to  the  consideration  of  claim  5  which  is  limited  in 
terms  to  the  tapered  screw-threads  in  the  end  of  the  Bourdon  tube 
in  combination  with  the  head  having  a  correspondingly-threaded 
tapered  opening  as  described.  The  result  attained  by  this  specific 
form  of  joint  is  the  same  accomplished  by  the  union- joint  shown  in 
Cowper's  Fig.  26,  namely,  a  steam-tight,  frictional  connection  with- 
out the  use  of  solder. 

The  Crosby  Company  was  contented  with  its  soldered  joint  until 
the  increased  demand  for  high  pressure,  which  had  the  effect  to  melt 
the  solder,  suggested  the  necessity  for  some  effective  substitute.  Elec- 
trical welding  was  suggested  but  not  tried.  Clamps  and  bands  were 
tried  without  success.  Reed  then  suggested  to  Millett  the  tapered 
thread  of  the  claim.  The  latter,  at  first,  thought  that  the  straight 
connection  with  packing  and  a  jam-nut  would  serve  the  purpose 
better.  Finally  the  tapered  thread  was  tried  and  found  to  work 
successfully.  There  was  nothing  new  in  using  tapered  threads  for 
steam-tight  connections.  Reed  admitted  this,  and  said  that  such 
joints  had  been  in  common  use  in  the  factory  of  the  Crosby  Company 
without  solder. 

Whatever  doubt  Millett  may  have  had  as  to  the  tapered  threads  on 
the  Bourdon  tube  making  a  steam-tight  joint.  Reed,  who  was  a 
mechanical  expert^  admitted  that  he  had  entertained  none.  More- 
over, it  was  admitted  that  in  the  old  form  of  their  steam-gage  that 
had  been  manufactured  by  the  Crosby  Company  for  years,  the  threads 
which  secured  the  steam-pipe  in  the  tubular  head  had  always  been 
tapered.  These  threads  correspond  with  those  shown  in  the  drawing 
of  the  present  application  marked  C. 

What  the  inventors  then  did  in  making  their  new  device  was  to  taper 
and  thread,  the  two  receiving  ends  of  the  Bourdon  tubes  of  the  gage 
so  as  to  fit  similar  threaded  openings  in  the  head,  and  in  the  same  way 
to  fit  the  plugs  in  their  several  ends  for  connection  with  the  register- 
ing mechanism. 

It  is  well  settled  that  the  application  of  an  old  device  or  process  to 
a  similar  or  analogous  subject,  with  no  change  in  the  manner  of 
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applying  it,  and  no  result  substantially  distinct  in  its  nature,  is  not 
patentable,  even  if  the  new  form  of  result  has  not  before  been  con- 
templated. {Pa.  R.  R.  V.  Locomotive  Truck  Co.j  C.  D.,  1884,  168; 
27  O.  a,  207;  110  U.  S.,  490,  494;  Howe  Machine  Co.  v.  National  Co., 
C.  D.,  1890,  281;  51  O.  G.,  475;  134  U.  S.,  388,  397;  Durham  v.  Sey- 
mour,  C.  D.,  1895,  307;  71  O.  G.,  601;  6  App.  D.  C,  78.) 

Content  with  their  soldered  joint  as  long  as  the  ordinary  steam- 
pressure  remained  low,  the  appellants  did  not  set  to  work  until  the 
mischief  worked  by  the  constant  advance  to  higher  pressures  in  melt- 
ing the  soldejr  demanded  a  remedy  of  some  kind.  They  were  both 
competent  mechanics  particularly  skilled  in  their  practiced  art.  As 
inventors  they  must  be  charged  with  knowledge  of  the  unsoldered 
union-joint  for  steam-gages  disclosed  in  the  Cowper  patent,  whether 
they  had  actual  knowledge  of  that  patent  or  not.  {Derby  v.  Thomp- 
son, C.  D.,  1892,  715;  61  O.  G.,  1950;  146  U.  S.,  476,  481;  Letellier  v. 
Mann,  91  Fed.  Rep.,  909.) 

Having  considered  and  rejected  the  use  of  the  union  or  jam-nut 
joint,  they  took  up  and  utilized  the  tapered  joint  of  their  claim. 
As  we  have  seen,  they  not  only  knew  that  this  was  in  constant  use 
in  steam-fittings,  but  had  themselves  utilized  it  in  their  old  gage  in 
juxtaposition  with  the  then  soldered  joints  of  the  Bourdon  tubes. 
Notwithstanding  that  this  substitution  of  joints  in  the  tube  ends 
may  have  greatly  improved  the  usefulness  of  the  gage,  we  are  con- 
strained to  regard  it  as  showing  nothing  more  than  the  exercise  of 
mechanical  skill.  It  is  not  that  creative  work  of  the  inventive 
talent  which  it  is  the  purpose  of  the  patent  laws  to  encourage  and 
reward.  {Hollister  v.  Benedict,  113  U.  S.,  59,  73;  Durham  v.  Sey- 
mour, C.  D.,  1895,  307;  71  O.  G.,  601;  6  App.  D.  C,  78,  and  cases 
cited.) 

The  evidence  relating  to  the  superiority  of  the  new  gage  to  the  old 
one  and  others,  shows  nothing  more  than  that  it  has  given  general  sat- 
isfaction, and  has  received  general  approval  as  shown  by  the  increased 
sales  of  its  manufacturer.  It  falls  short  of  showing  that  it  has 
displaced  all  other  gages  because  of  its  manifest  advantages.  In 
these  respects,  the  evidence  resembles  that  in  the  recent  case  of  in 
re  Garrett,  ante,  645;  122  O.  G.,  1047.  As  was  held  in  that  case,  in 
accordance  with  the  established  doctrine  in  the  Supreme  Court  of  the 
United  States,  the  fact  that  a  new  device  or  construction  may  have 
displaced  others,  by  reason  of  its  manifest  superiority,  is  material 
only  when  the  question  of  patentable  novelty  is  otherwise  a  matter  of 
doubt. 

Finding  no  error  in  the  decree  dismissing  the  bill,  it  will  be 
afp/rmed  with  costs.     It  is  so  ordered. 
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In  re  Welch. 

,  Decided  November  21,  1906, 

(125  0.  a,  2767.) 

Patentability — Mechanical  Skill — ^Fluid  Cooler. 

Where  applicant  changed  the  size  and  mode  of  fastening  of  the  tubes  of 
the  device  shown  in  the  reference  and  transferred  the  device  for  heating 
water  into  one  for  cooling  it,  Held  that  the  use  of  the  latter  is  too  nearly 
analogous  to  the  former  to  raise  the  transfer  to  the  dignity  of  invention, 
notwitlistanding  the  fact  that  the  new  device  may  possess  great  advan- 
tages over  others  used  to  accomplish  the  same  purpose.  It  evinces  the 
skill  of  the  meclianic  informed  in  the  art  and  not  the  exercise  of  the 
inventive  faculty. 

Mr.  L.  S.  Bacon  and  Mr,  E.  J.  Stoddard  for  the  appellant. 
Mr.  Fairfax  Bayard  for  the  Commissioner  of  Patents. 

Shepard,  /. ; 

This  is  an  appeal  from  a  decision  gf  the  Commissioner  of  Patents 
rejecting  an  application  for  a  patent,  having  the  following  claims: 

1.  The  process  of  mailing  a  fluid-cooler,  consisting  in  forming  a  plurality  of 
tubes  with  their  ends  expanded  beyond  the  intermediate  portion  of  a  form 
adapted  to  fill  an  area  on  being  assembled  closely  therein,  laying  said  tub^ 
side  by  side  with  their  ends  against  each  other  and  soldering  their  ends 
together  from  the  outside  of  the  assembled  structure. 

2.  A  fluid-cooler,  consisting  of  a  plurality  of  tubes  with  their  ends  expanded 
beyond  their  intermediate  portion  into  a  form  adapted  to  fill  an  area  on  being 
assembled  closely  therein,  said  tubes  being  laid  side  by  side  with  their  ends 
against  each  other,  the  ends  of  said  tubes  being  soldered  together  from  the 
outside  of  the  assembled  structure. 

3.  A  fluid-cooler,  consisting  of  a  plurality  of  tubes,  each  of  which  has  its 
end  expanded  beyond  its  intermediate  part,  the  said  tubes  being  assembled 
with  their  expanding  ends  in  contact  and  their  intermediate  surfaces  paraUel 
and  having  their  expanded  ends  soldered  together  from  the  outside  of  the 
assembled  structure. 

The  rejection  was  on  reference  to  two  existing  patents — Steinmetz, 
April  15,  1902,  No.  697,560,  and  Maybach,  September  15,  1902,  No. 
709,416.    As  stated  in  the  Commissioner's  decision : 

The  purpose  of  applicants  invention  is  to  construct  a  cooler  for  the  water- 
jacket  of  a  gas-engine  which  shall  be  cheap  to  make  and  easy  to  repair.  This 
has  been  accomplished  by  nesting  a  number  of  small  tubes  having  their  ends 
expanded  and  shaped  so  as  to  flt  closely  together  and  entirely  fill  and  close  the 
side  faces  of  the  cooler.  This  expanding  of  the  ends  of  the  tubes  spaces  ttie 
tubes  from  each  other  for  the  greater  portion  of  their  length,  so  that  the  water 
to  be  cooled  may  circulate  around  them.  The  tubes  are  held  in  place  by  having 
their  contacting  ends  soldered. 

Steinmetz  shows  tubes  with  expanded  ends  riveted  or  welded 
together.     The  object  of  his  device  is  to  change  the  temperature  of 
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"water  circulating  about  the  tubes,  from  cold  to  warm,  while  that  of 
the  applicant  is  to  change  the  water  from  hot  to  cold.  Because  of  the 
heat  in  Steinmetz's  tubes  solder  would  not  answer  the  purpose  of 
joining  their  ends,  and  hence  the  riveting  or  welding  instead.  The 
change  made  in  the  size  of  the  tubes  by  applicant  and  in  the  mode  of 
fastening  does  not  involve  invention.  With  the  change  in  size  and 
manner  of  connecting  the  tubes  the  applicant  has  transferred  the 
device  for  heating  water  into  one  for  cooling  it.  The  use  of  the  latter 
is  too  nearly  analogous  to  the  former  to  raise  the  transfer  to  the  dig- 
nity of  invention,  notwithstanding  the  fact  that  the  new  device  may 
possess  great  advantages  over  others  used  to  accomplish  the  same  pur- 
pose. It  evinces  the  skill  of  the  mechanic  informed  in  the  art,  and  not 
the  exercise  of  the  inventive  faculty.  (In  re  Thurston^  ante^  539 ;  120 
O.  G.,  1166;  26  App.  D.  C,  815.) 

The  condition  is  quite  different  from  that  existing  in  the  case  of 
Potts  V.  Creager  (C.  D.,  1895, 143 ;  70  O.  G.,  494 ;  155  U.  S.,  577, 606) 
-where  the  transfer  was  from  an  abandoned  machine  that  had  been 
constructed  for  use  in  an  entirely  different  industry. 

The  Maybach  patent  for  a  water-cooler  for  gas-engines  also  antici- 
pated the  structure  defined  in  the  appellant's  claim.  In  this  the  tubes 
are  fastened  together  by  a  wire  so  as  to  permit  the  passage  of  the 
warm  water  between  them.  The  tubes  of  this  construction  are  not 
expanded  at  the  ends  as  in  that  of  the  appellant ;  but  in  his  applica- 
tion Maybach  says : 

The  tnbes  may  be  spaced  in  any  other  manner  besides  that  shown  in  the 
drawings,  and  instead  of  forming  the  screw  by  a  wire  network  •  *  •  the 
pipes  may  be  flanged  at  each  end  and  secured  together  so  as  to  form  narrow 
channels  between  the  pipes. 

By  this  means  the  ends  of  the  tubes  are  expanded  within  the  mean- 
ing of  the  issue. 

The  decision  of  the  Commissioner  will  be  affirmed.  It  is  ordered 
that  this  decision  be  certified  to  the  Commissioner  of  Patents  as  re- 
quired by  law.    Afjirmed. 


[Supreme  Court  of  tbe  United  States.] 

Ex   PARTE   National   Enameling    and   Stamping    Company    and 
Lalance  &  Grosjean  Manufacturing  Company. 

Decided  March  19,  1906. 

(121  O.  G.,  1679.) 

1.  Appeals — Fbom   Intkblocutoby  Degree  by  Cibcuit  Coubt — Mandamus  to 
Ck>MPEL  Gibouit  Coubt  of  Appeals  to  Entebtain. 
Where  tbe  circait  court  in  a  suit  upon  a  patent  held  part  only  of  the 
claims  valid  and  a  part  only  of  the  valid  claims  infringed  and  referred 
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the  cause  to  a  master  to  take  and  state  an  account,  and  granted  an  injunc- 
tion against  further  infringement,  and  defendant  took  an  appeal  from  that 
part  of  the  decree  granting  the  injunction,  a  writ  of  mandamus  from  the 
Supreme  Court  of  the  United  States  commanding  the  circuit  court  of  appeals 
to  entertain  a  cross-appeal  by  complainants  from  that  part  of  the  decree  ad- 
verse to  them  will  not  be  granted,  since  the  decree  is  merely  interlocutory 
and  not  final. 

2.  Same — Same — Inseparable  Controvebsy — Decbee  Pabtially  Advebsb  Not  a 

Dismissal. 
Where  suit  is  brought  on  a  single  patent  against  a  single  defendant  and 
a  decree  is  entered  holding  a  part  of  the  claims  invalid  and  a  part  of  the 
valid  claims  not  infringed,  granting  an  injunction,  and  referring  the  cause 
to  a  master,  such  decree  does  not  amount  to  a  dismissal  of  the  bill  from 
which  appeal  may  be  taken,  as  the  controversy  is  not  separable  either  as 
to  parties  or  subject-matter. 

3.  Same — Same — Dismissal  of  Bill. 

Where  an  appeal  is  taken  in  a  patent  case  from  an  interlocutory  order 
granting  an  injunction  and  the  appellate  court  is  satisfied  that  the  patent 
is  void  on  its  face,  it  may  dismiss  the  bill  and  end  the  litigation,  as  it 
would  be  a  waste  of  time  and  an  unnecessary  continuance  of  litigation 
simply  to  enter  an  order  setting  aside  the  injunction  and  remanding  the 
case  for  further  proceedings. 

STATEMENT   OF   THE   CASE. 

In  March,  1903,  the  petitioners  filed  their  bill  in  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  New  York  against 
the  New  England  Enameling  Company,  to  restrain  the  further  in- 
fringement by  that  company  of  Letters  Patent  of  the  United  States, 
No.  527,361,  for  improvements  in  enameling  metal  ware,  and  to 
recover  damages  for  past  infringement.  After  answer  and  proofs 
the  case  came  on  for  hearing,  and  on  July  8,  1905,  a  decree  was 
entered,  reciting  that  nine  of  the  twelve  claims  in  the  patent  were 
good  and  valid,  that  three  were  invalid  and  void  by  reason  of  the 
fact  that  the  patentee  was  not  the  original  or  first  inventor  or  dis- 
coverer, that  five  of  the  nine  valid  claims  had  been  infringed  by  the 
defendant,  but  the  remaining  four  had  not  been.  As  to  the  claims 
held  invalid  and  those  found  to  have  been  not  infringed,  it  was  or- 
dered that  the  bill  of  complaint  be  dismissed.  As  to  the  remaining 
five  claims,  those  held  to  be  infringed,  it  was  ordered  that  the  plain- 
tiffs recover  the  gains,  profits,  savings  and  advantages  which  the 
defendant  had  derived  by  reason  of  the  infringement,  and  that  the 
case  be  referred  to  a  master  to  report  the  amount  thereof,  and  also 
that  an  injunction  issue  against  further  infringement.    On  August  1, 

1905,  the  defendant  appealed  from  said  decree  to  the  court  of 
appeals  and  filed  its  assignment  of  errors.  On  August  8  the  plain- 
tiffs also  appealed  to  the  circuit  court  of  appeals  and  assigned  as 
errors  the  rulings  in  the  decree  adverse  to  them.    On  January  3, 

1906,  this  cross-appeal  of  the  plaintiffs  was  dismissed  by  the  court 
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of  appeals,  on  the  ground  that  it  had  no  jurisdiction  thereof.  There- 
upon the  plaintiffs  filed  in  this  court  this  petition  for  a  writ  of  man- 
damus commanding  the  judges  of  the  circuit  court  of  appeals  to 
take  jurisdiction  of  said  cross-appeal,  and  to  dispose  of  it  simulta- 
neously with  the  appeal  of  the  defendant. 

Mr.  Arthur  v.  Briesen^  Mr.  Louis  Marshall,  and  Mr.  Walter  D. 
Edmonds  for  the  appellants. 

Mr.  Robert  N.  Kenyon  and  Mr.  Walter  F.  Rogers  for  the  appellees. 

Mr.  Justice  Brewer  delivered  the  opinion  of  the  Court. 

The  decree  entered  by  the  circuit  court  was  interlocutory  and  not 
final.  {Barnard  v.  Gibson,  7  How.,  650;  Humiston  v.  Stainthorp, 
2  Wall.,  106,  and  cases  cited  in  note;  Estey  v.  Burdett,  C.  D.,  1884, 
95;  26  O.  G.,  687;  109  U.  S.,  633,  637;  McGourkey  v.  Toledo  &  Ohio 
Railway  Company,  146  U.  S.,  586,  [in  this  case  is  a  full  discussion  of 
the  differences  between  an  interlocutory  and  a  final  decree;]  Hohorst 
V.  Hamburg- Am^erican  Packet  Company,  C.  D.,  1898,  278;  68  O.  G., 
155;  148  U.  S.,  262;  Smith  v.  Vulcan  Iron  Works,  165  U.  S.,  618.) 

Plaintiffs  brought  one  suit  upon  a  single  patent.  The  findings  of 
the  circuit  court  that  three  of  the  twelve  claims  were  invalid  and  that 
the  remaining  nine  were  valid,  but  that  four  of  them  had  not  been 
infringed  by  the  defendant,  did  not  break  this  one  suit  into  twelve. 
They  were  a  guide  to  the  master  in  his  ascertainment  of  the  damages 
and  indicated  the  scope  of  the  final  decree. 

In  the  Federal  courts  no  appeal  can,  as  a  general  rule,  be  taken, 
except  from  a  final  decree.  As  said  by  Mr.  Chief  Justice  Taney  in 
Forgay  v.  Conrad  (6  How.,  201,  205:) 

In  this  respect  the  practice  of  the  United  States  chancery  courts  differs  from 
the  English  practice.  For  appeals  to  the  House  of  Lords  may  be  talien  from 
an  interlocutory  order  of  the  chancellor,  which  decides  a  right  of  property  in 
dispute  ♦  ♦  ♦  But  the  case  is  otherwise  in  the  courts  of  the  United  States, 
where  the  right  of  appeal  is  by  law  limited  to  final  decrees.  (See  also  McLish 
V.  Roff,  141  U.  S..  661,  665.) 

In  the  latter  case  this  was  held  persuasive  against  extending  the 
right  of  review  given  by  section  5  of  the  Circuit  Court  of  Appeals 
Act  of  March  3,  1891,  (26  U.  S.  Stat.,  826,)  to  other  cases  than  those 
in  which  there  was  a  final  judgment  or  decree,  although  the  word 
"  final "  is  omitted  in  some  of  the  clauses  of  the  section. 

By  section  7  of  that  act,  however,  an  appeal  was  provided  from 
certain  interlocutory  orders  or  decrees.  That  section  has  been  twice 
amended.  (28  U.  S.  Stat.,  666;  31  U.  S.  Stat,  660.)  As  it  now 
stands  it  reads : 

Sec.  7.  That  where,  upon  a  hearing  in  equity  in  a  district  court  or  in  a  cir- 
cuit court,  or  by  a  judge  thereof  In  vacation,  an  injunction  shall  be  granted  or 
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continued  or  a  receiver  appointed,  by  an  interlocutory  order  or  decree.  In  a 
cause  in  wtiicli  an  appeal  from  a  final  decree  may  be  taken  under  the  proyisSoiiB 
of  this  act  to  the  circuit  court  of  appeals,  an  appeal  may  be  taken  from  sacfa 
interlocutory  order  or  decree  granting  or  continuing  such  injunction  or  appoint- 
ing such  receiver  to  the  circuit  court  of  appeals :  Provided,  tliat  the  appeal  most 
be  taken  within  thirty  days  from  the  entry  of  such  order  or  decree,  and  It  shall 
take  precedence  in  the  appellate  court ;  and  the  proceedings  in  other  respects  in 
the  oourt  b^ow  shall  not  be  stayed,  unless  otherwise  ordered  by  timt  t—i.C  or 
by  the  appellate  court  or  a  Judge  thereof,  during  the  pendency  of  such  appeal : 
Provided,  further,  that  the  court  below  may  in  its  discretion  require  as  a  con- 
dition of  the  appeal  an  additional  bond. 

It  will  be  noticed  that  the  appeal  is  allowed  from  an  interlocutory 
order  or  decree  granting  or  continuing  an  injunction,  that  it  must  be 
taken  within  thirty  days,  that  it  is  given  precedence  in  the  appellate 
court,  that  the  other  proceedings  in  the  lower  court  are  not  to  be 
stayed,  and  that  the  lower  court  may  require  an  additional  bond. 
Obviously  that  which  is  contemplated  is  a  review  of  the  interlocutory 
order,  and  of  that  only.  It  was  not  intended  that  the  cause  as  a 
whole  should  be  transferred  to  the  appellate  court  prior  to  the  final 
decree.  The  case,  except  for  the  hearing  on  the  appeal  from  the 
interlocutory  order,  is  to  proceed  in  the  lower  court  as  though  no  such 
appeal  had  been  taken,  unless  otherwise  specially  ordered.  It  may 
be  true,  as  alleged  by  petitioners,  that — 

it  is  of  the  utmost  importance  to  all  of  the  parties  in  said  cause  that  there  shall 
be  the  speediest  possible  adjudication  by  the  United  States  circuit  court  of 
appeals  as  to  the  validity  of  all  of  the  claims  of  the  aforesaid  Letters  Patent 
which  are  the  subject-matter  thereof. 

But  it  was  not  intended  by  this  section  to  give  to  patent  or  other  cases 
in  which  interlocutory  decrees  or  orders  were  made  any  precedence. 
It  is  generally  true  that  it  is  of  importance  to  litigants  that  their  cases 
be  disposed  of  promptly,  but  other  cases  have  the  same  right  to  early 
hearing.  And  the  purpose  of  Congress  in  this  legislation  was  that 
there  be  a*n  immediate  review  of  the  interlocutory  proceedings  and  not 
an  advancement  generally  over  other  litigation. 

Petitioners  rely  mainly  on  Smith  v.  Vulcan  Iron  Works,  (165  U.  S., 
518.)  In  that  case  it  was  held  that  when  an  appeal  is  taken  from  an 
interlocutory  order  granting  or  continuing  an  injunction,  the  whole  of 
the  order  is  taken  up,  and  the  appellate  court  may  (if  upon  an  exami- 
nation of  the  record  as  thus  presented  it  is  satisfied  that  the  bill  is 
entirely  destitute  of  equity)  direct  a  dismissal,  and  is  not  limited  to  a 
mere  reversal  of  the  order  granting  or  continuing  the  injunction. 
Take  an  ordinary  patent  case.  If  an  injunction  is  granted  by  an 
interlocutory  order  and  the  order  is  taken  on  appeal  to  the  circuit 
court  of  appeals,  and  that  court  is  of  opinion  that  the  patent  is  on 
its  face  absolutely  void,  it  would  be  a  waste  of  time  and  an  unneces- 
sary continuance  of  litigation  to  simply  enter  an  order  setting  aside 
the  injunction  and  remanding  the  case  for  further  proceedings.    The 
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direct  and  obvious  way  is  to  order  a  dismissal  of  the  case,  and  thus 
end  the  litigation.  And  such  is  the  scope  of  the  opinion  in  that  case. 
After  noticing  the  general  rule  that  appeals  will  not  lie  until  after 
final  decree,  and  that  an  order  or  decree  in  a  patent  case  granting  an 
injunction  and  sending  the  cause  to  a  master  for  accounting  is  inter- 
locutory only,  and  therefore  not  reviewable  on  appeal  before  the  final 
decree  in  the  case,  it  referred  to  the  provision  of  section  7,  and  said, 
(p.  525:) 

The  manifest  intent  of  this  provision,  read  in  the  light  of  the  previous  prac- 
tice on  tlie  courts  of  tiie  United  States,  contrasted  with  the  practice  in  courts 
of  equity  of  the  highest  authority  elsewhere,  appears  to  this  court  to  have  been, 
not  only  to  permit  the  defendant  to  obtain  immediate  relief  from  an  injunction, 
the  continuance  of  which  throughout  the  progress  of  the  cause  might  seriously 
affect  his  interests;  but  also  to  save  both  parties  from  the  expense  of  further 
litigation,  should  the  appellate  court  be  of  opinion  that  the  plaintiff  was  not 
entitled  to  an  injunction  because  his  bill  had  no  equity  to  support  It 

But  nowhere  in  the  opinion  is  it  intimated  that  the  plaintiff  was 
entitled  to  take  any  cross-appeal  or  to  obtain  a  final  decree  in  the 
appellate  court.  This  view  of  the  scope  of  section  7  was  reaffirmed 
in  Mast^  Foos  &  Co.  v.  Stover  Manufacturing  Company^  (C.  D.,  1900, 
285  i  91  O.  G.,  1239;  177  U.  S.,  485,  494,  495.) 

It  is  suggested  that,  as  to  the  claims  held  to  be  invalid  and  those 
held  to  be  valid  but  not  infringed,  the  bill  was  dismissed ;  that  thus, 
in  fact,  a  final  decree  was  entered  which  entitled  the  plaintiff  to  an 
appeal.  Forgay  v.  Conrad^  supra^  and  Hill  v.  Chicago  (&  Evanston 
Railroad  Company  (140  U.  S.,  52)  are  cited  as  authorities.  In  both 
these  cases  there  were  several  defendants  and  the  decrees  were 
adjudged  final  only  in  respect  to  certain  of  the  defendants.  In  the 
first  the  circuit  court  passed  a  decree  declaring  sundry  deeds  to  be 
fraudulent  and  void  and  directing  the  lands  and  slaves  therein 
mentioned  to  be  delivered  up  to  the  complainant,  and  also  directing 
one  of  the  defendants  named  in  the  decree  to  pay  him  $11,000,  and 
"that  the  complainant  do  have  execution  for  the  several  matters 
aforesaid  in  conformity  with  law  and  the  practice  described  by  the 
Supreme  Court  of  the  United  States.'*  The  court  refused  to  dismiss 
the  appeal,  holding  that,  while  the  decree  was  not  final  in  the  strict 
technical  sense  of  the  term,  yet  in  view  of  the  effect  of  the  orders 
entered  and  the  fact  that  unless  review  was  granted  at  once  there 
might  be  irreparable  injury,  the  decree  must  be  regarded  as  final  to 
that  extent.  At  the  same  time  it  criticised  the  terms  of  the  decree, 
said  that  the  final  orders  should  have  been  delayed  until  the  master's 
report  was  received,  and  added,  after  its  comments  upon  the  proce- 
dure below,  (p.  206:) 

These  remarl^s  are  not  made  for  the  purpose  of  censuring  the  learned  Judge 
by  whom  this  decree  was  pronounced,  but  In  order  to  call  the  attention  of  the 
circuit  courts  to  an  Inconvenient  practice  Into  which  some  of  them  have  some- 
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times  fallen,  and  which  is  regarded  by  this  Court  as  altogether  Inconsistent 
with  the  objects  and  policy  of  the  act  of  Congress  in  relation  to  appeals,  and 
at  the  same  time  needlessly  burdensome  and  expensive  to  the  parties  concerned, 
and  calculated,  by  successive  appeals,  to  produce  great  and  unreasonable  delays 
in  suits  in  chancery.  For  it  may  well  happen  that,  when  the  accounts  are 
taken  and  reported  by  the  master,  this  case  may  again  come  here  upon  excep- 
tions to  his  report,  allowed  or  disallowed  by  the  circuit  court,  and  thus  two 
appeals  made  necessary,  when  the  matters  in  dispute  could  more  conveniently 
and  speedily,  and  with  less  expense  have  been  decided  in  one. 

In  the  subsequent  case  of  Beehe  v.  Russell^  (19  How.,  283,)  in  which 
the  rule  in  reference  to  the  finality  of  decrees  was  further  considered^ 
it  was  said,  in  explanation  of  the  decision  in  the  Forgay  Cdse^  (p. 
287:) 

In  Forgay^ 8  Case,  it  [the  question]  was  made  upon  the  decree  given  by  the 
court  below,  and  it  was  adjudged  by  this  Court  to  be  final  to  give  this  Court 
Jurisdiction  of  it  But  it  was  so,  upon  the  ground  that  the  whole  marits  of 
the  controversy  between  the  parties  had  been  determined,  that  execution  had 
been  awarded,  and  that  the  case  had  been  referred  to  the  master  merely  for 
the  purpose  of  adjusting  the  accounts.  The  fact  is,  the  order  of  the  court  in 
that  case  for  referring  it  to  a  master  tc<w  peculiar,  making  it  doubtful  if  it 
could  in  any  way  control  or  qualify  the  antecedent  decree  of  the  court  upon  the 
whole  merits  of  the  controversy,  or  modify  it  in  any  way,  except  upon  a  petition 
for  a  rehearing. 

In  Hill  V.  Chicago  <&  Evanston  Railroad  Company^  supra^  there 
had  been  an  order  of  dismissal  in  favor  of  some  of  defendants, 
together  with  a  reference  to  a  master  of  a  separable  controversy 
between  the  plaintiff  and  other  parties,  and  the  court  observed, 
(p.  54:) 

But  there  was  no  adjudication  as  to  the  payment  of  the  amount  to  be  ascer- 
tained by  the  master;  that  remained  unsettled.  It  was,  however,  a  severable 
matter  from  the  other  subjects  of  controversy  and  did  not  affect  their  deter- 
mination. The  fact  that  it  was  not  disposed  of  did  not  change  the  finality  of 
the  decree  as  to  the  defendants  against  whom  the  bill  was  dismissed;  that 
amount,  or  to  whom  made  payable,  did  not  concern  them.  They  were  no 
longer  parties  to  the  suit  for  any  purpose.  The  appeal  from  the  subsequent 
decree  did  not  reinstate  them.  All  the  merits  of  the  controversy  pending 
between  them  and  the  complainant  were  disposed  of,  and  could  not  be  again 
reopened,  except  on  appeal  from  that  decree.  As  to  the  other  parties.  It 
remained  to  ascertain  the  amount  of  one  item  and  to  determine  as  to  its 
payment. 

But  as  held  in  Hohorst  v.  Hamburg- American  Packet  Companyy 
supra^  that  rule  does  not  apply  to  cases  where  the  liability  of  the 
defendant  is  alleged  to  be  joint;  and,  therefore,  cannot  to  a  case  in 
which  there  is  but  a  single  defendant. 

The  rule  is  discharged^  and  the  application  for  a  writ  of  mandamus 
is  denied. 
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The  United  States,  ex  rel.  George  A.  Lowry  and  Planters  Com- 
press Company,  v,  Frederick  I.  Allen,  Commissioner  of 
Patents. 

Decided  December  10,  1906, 
(125  O.  a,  2365.) 

INTEBFEBENCE — PATENTABILITY — NO     APPEAL     FBOM     AFFIBMATIVE     DECISION     ON 

Motion. 
The  statutes  limit  the  declaration  of  interferences  to  the  question  of  pri- 
ority of  invention,  and  the  appeals  provided  by  the  statutes  relating  to 
interferences  are  only  those  upon  the  question  of  priority  of  hivention. 
Appeals  upon  other  questions,  and  particularly  those  taken  from  decisions 
of  the  Primary  Examiners  upon  motion  affirming  the  patentability  of  claims, 
are  left  to  the  regulation  of  the  Patent  Office  under  the  grant  of  power  con- 
tained in  section  483. 

Mr,  Oliver  Mitchell  for  the  appellants. 

Assistant  Attorney-General^  J.  C.  McReynolds  for  the  appellee. 
(Mr.  John  M.  Coit  on  the  brief.) 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

This  is  a  petition  for  mandamus  filed  in  the  Supreme  Court  of  the 
District  of  Columbia,  requiring  the  Commissioner  of  Patents  to  direct 
the  Board  of  Examiners-in-Chief  to  reinstate  and  take  jurisdiction  of 
the  appeal  of  petitioners  from  the  decision  of  the  Primary  Examiner, 
refusing  to  dissolve  an  interference  between  a  patent  granted  to  him 
and  an  application  for  a  patent  by  one  William  L.  Spoon.  The 
supreme  court  granted  the  mandamus.  Its  judgment  was  reversed 
by  the  court  of  appeals. 

The  question  in  the  case  is,  whether  the  rule  of  the  Patent  OflSce 
which  denies  an  appeal  from  a  ruling  of  a  Primary  Examiner,  upon 
motion  to  dissolve  an  interference,  is  contrary  to  the  Revised  Stat- 
utes, and  therefore  void.  Rule  124  provides  that  "  from  a  decision  of 
a  Primary  Examiner  affirming  the  patentability  of  the  claim  or  the 
applicant's  right  to  make  the  same,  no  appeal  can  be  taken." 

Plaintiffs  in  error  attack  the  rule  as  inconsistent  with  the  sections 
of  the  Revised  Statutes  which  provide  for  interferences.  These  sec- 
tions are  inserted  in  the  margin.* 

♦  R.  S.,  Sea  4804.  Whenever  an  application  is  made  for  a  patent  which,  in  the 
opinion  of  the  Conunlssioner,  would  interfere  with  any  pending  application,  or 
with  any  unexpired  patent,  he  shall  give  notice  thereof  to  the  applicants,  or 
applicant  and  patentee,  as  the  case  may  be,  and  shall  direct  the  Primary  Exami- 
ner to  proceed  to  determine  the  question  of  priority  of  invention.  And  the  Com- 
missioner may  issue  a  patent  to  the  party  who  is  adjudged  the  prior  inventor, 
unless  the,  adverse  party  appeals  from  the  decision  of  the  Primary  Examiner,  or 
of  the  Board  of  Examiners-in-Chief,  as  the  case  may  be,  within  such  time,  not 
less  than  twenty  days,  as  the  Commissioner  shall  prescribe. 
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R.  S.,  Sec.  4909.  Every  applicant  for  a  patent  or  for  the  reissue  of  a  patent 
any  of  the  claims  of  which  have  been  twice  rejected,  and  every  party  to  an 
interference,  may  appeal  from  the  decision  of  the  Primary  Examiner,  of  the 
Examiner  in  charge  of  interference  in  such  cases,  to  the  Board  of  Examiners-in- 
Chief,  having  once  paid  the  fee  for  such  appeal. 

R.  S.,  Sea  4910.  If  such  party  is  dissatisfied  with  the  decision  of  the  Exami- 
ners-in-Chief  he  may,  on  payment  of  the  fee  prescribed,  appeal  to  the  Commis- 
sioner in  person. 

R.  S.,  Sec.  4911.  If  such  party,  except  a  party  to  an  interference,  is  dissatisfied 
with  the  decision  of  the  Commissioner  he  may  appeal  to  the  Supr^ne  Court  of 
the  District  of  Columbia,  sitting  in  banc. 

Sec.  9.  (Act  of  February  9,  1893.)  That  the  determination  of  appeals  from  the 
decision  of  the  Commissioner  of  Patents,  now  vested  in  the  general  term  of  the 
Supreme  Court  of  the  District  of  Columbia,  in  pursuance  of  the  provisions  of 
section  seven  hundred  and  eighty  of  the  Revised  Statutes  of  the  United  States, 
relating  to  the  District  of  Columbia,  shall  hereafter  be  and  the  same  Is  hereby 
vested  in  the  court  of  appeals  created  by  this  act;  and  in  addition,  any  party 
aggrieved  by  a  decision  of  the  Commissioner  of  Patents  in  any  interference  case 
may  appeal  therefrom  to  said  court  of  appeals. 

R.  S.,  Sec.  482.  The  Examiners-in-Chief  shall  be  persons  of  competent  legal 
knowledge  and  scientific  ability,  whose  duty  It  shall  be,  on  the  written  petition 
of  the  appellant,  to  revise  and  determine  upon  the  validity  of  the  adverse  deci- 
sions of  Examiners  upon  applications  for  patents,  and  for  reissues  of  patents  and 
In  interference  cases ;  and,  when  required  by  the  Commissioner,  they  shall  hear 
and  report  upon  claims  for  extensions,  and  perform  such  other  like  duties  as  be 
may  assign  them. 

R.  S.,  Sec.  483.  The  Commissioner  of  Patents,  subject  to  the  approval  of  the 
Secretary  of  the  Interior,  may  from  time  to  time  establish  regulations,  not 
Inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office; 

The  facts  are  as  follows :  Lowry  was  granted  a  patent  for  a  bale  of 
fibrous  material  January  29,  1897.  An  interference  was  declared 
between  his  patent  and  application  of  one  William  Spoon,  to  which 
interference  Lowry  was  made  a  party.  He  moved  to  dissolve  the 
interference  upon  the  ground,  among  others,  that  Spoon's  press  was 
inoperative.  The  Primary  Examiner  granted  the  motion  and  Spoon 
appealed  to  the  Board  of  Examiners-in-Chief,  who  confirmed  the 
decision.  Upon  petition  of  Spoon  the  Commissioner  of  Patents 
remanded  the  case  to  the  Primary  Examiner  for  further  considera- 
tion, and  the  latter  officer,  upK)n  the  filing  of  additional  affidavits, 
decided  that  Spoon's  application  disclosed  an  operative  device. 
From  this  decision  an  appeal  was  taken  to  the  Board  of  Examiners- 
in-Chief,  which  was  dismissed  by  that  Board  for  want  ef  jurisdiction. 
Thereupon  Lowry  petitioned  the  Commissioner  to  direct  the  Board 
to  issue  an  appeal.  The  petition  was  denied,  the  Acting  Commis- 
sioner remarking: 

The  rule  prohibiting  an  appeal  from  a  decision  upon  a  motion  holding  that  a 
party  has  the  right  to  mal^e  the  claim  of  the  issue  Is  in  accordance  with  the 
practice  which  has  prevailed  in  this  Office  for  many  years  and  has  ^he  support 
of  all  decisions  of  the  courts  which  have  Ijeen  rendered  on  the  subject    Tliere 
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seems  to  be  no  reason  for  regarding  it  as  inconsistent  with  the  statute.  It 
seems  very  clear  that  the  decision  in  this  case  is  not  a  final  adverse  decision, 
since  it  is  not  a  ruling  that  Lowry  is  not  entitled  to  his  patent  ^  That  is  a 
matter  which  may  be  determined  in  the  further  proceedings,  and  therefore  it  is 
clear  that  the  decision  relates  to  a  mere  interlocutory  matter. 
The  petition  is  denied. 

Lowry  filed  another  petition,  appealing  to  the  Commissioner  "  in 
person,"  to  direct  the  Board  of  Examiners-in-Chief  to  entertain  his 
appeal.  The  petition  was  considered  and  denied.  In  passing  on  the 
petition  the  Commissioner  said : 

Under  the  express  provisions  of  Rule  124  there  is  no  appeal  to  the  Ezamlners- 
in-Ohief  from  such  decision  rendered  on  an  interlocutory  motion.  It  is  believed 
that  there  is  nothing  in  that  rule  Inconsistent  with  law,  and  that  therefore  it 
has  the  force  of  law.  The  right  of  appeal  In  interferences  given  in  general 
terms  in  the  statute  is  a  very  different  thing  from  the  right  of  appeal  on  all 
motion  in  the  interference.  To  permit  appeals  on  motions  would  multiply 
litigation  and  extend  the  proceedings  in  Interferences  beyond  all  reasonable 
limits.  It  would  work  great  hardship  to  parties.  The  appellate  tribunals  of 
this  Office  are  no  more  required  to  give  cases  piecemeal  consideration  than  are 
the  appellate  courts.  The  whole  case  should  be  ready  for  appeal  when  the 
appeal  provided  for  by  the  statute  is  taken. 

It  is  to  be  particularly  noted  that  there  has  been  no  decision  as  to  the  rival 
claims  of  the  parties  to  this  interference.  It  has  not  been  decided  which  party 
is  entitled  to  the  patent  If  it  should  at  any  time  be  decided  that  Spoon  is 
entitled  to  the  patent,  Lowry  will  have  the  right  of  appeal,  but  until  such  final 
decision  is  rendered  the  statute  gives  him  no  right  of  appeal. 

It  would  seem  upon  general  principles  of  law  that  Lowry  could  then  present 
for  determination  by  his  appeal  any  question  which  in  his  opinion  vitally  affects 
the  question  which  party  is  entitled  to  the  patent.  The  only  ground  upon  which 
he  can  reasonably  claim  the  right  of  appeal  on  this  motion  is  that  the  question 
vitally  affects  his  claimed  right  to  a  patent,  and  if  it  does  that,  he  can  raise  it 
at  final  hearing  and  contest  it  before  the  various  appellate  tribunals,  including 
the  court  of  appeals. 

The  refusal  to  permit  the  present  appeal  on  motion  is  therefore  not  a  denial 
of  an  opportunity  to  have  the  matter  reviewed  by  the  several  appellate  tribunals 
mentioned  in  the  statuta 

And  further: 

No  good  reason  is  seen  for  changing  the  provisions  in  Rule  124  here  in  con- 
troversy, which  was  adopted  and  approved  by  a  long  line  of  Commissioners  of 
Patents,  among  whom  have  been  some  of  the  ablest  patent  lawyers  in  the  coun- 
try, and  which  rule  has  been  acquiesced  in  by  patent  attorneys  practicing  before 
the  Office  for  the  last  quarter  of  a  century. 

There  is  quite  a  sharp  controversy  between  the  parties  as  to  the 
effect  of  the  ruling  of  the  Commissioner.  Plaintiffs  in  error  are 
apparently  convinced  that  the  ruling  of  the  Primary  Examiner  in- 
volves a  fundamental  right  which,  if  not  decided  on  his  appeal,  will 
be  forever  foreclosed  to  him  for  review.    A  different  view  is  ex- 
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pressed  by  defendant  in  error.  However  this  may  be,  we  think  the 
question  in  the  case  is  in  quite  narrow  compass.  The  statutes  in- 
volved are  not  difficult  of  interpretation.  The  determining  sections 
are  482,  483,  4904  and  4909.  Plaintiffs  in  error  put  special  stress 
upon  sections  482  and  4909.  Section  482  provides  for  the  appoint- 
ment of  Examiners-in-Chief — 

whose  duty  it  shall  be,  on  the  written  petition  of  the  appellant,  to  revise  and 
determine  upon  the  validity  of  the  adverse  decisions  of  Examiners  *  *  *  in 
interference  cases. 

Section  4906  provides  that — 

every  party  to  an  interference  may  appeal  from  the  decision  of  the  Primary 
Examiner  in  such  case  to  the  Board  of  Examiners-in-Chief.     ♦     •     ♦ 

The  contention  is  that  this  section  gives  the  right  of  appeal  unre- 
servedly and  any  limitation  of  it  by  a  rule  is  void.  Such  might  not 
be  the  result,  even  if  there  was  no  qualification  of  those  sections  in 
other  sections.    As  said  by  the  Commissioner — 

the  right  of  appeal  in  interferences  given  in  general  terms  in  the  statute  is  a 
very  different  thing  from  the  right  of  appeal  on  all  motions  in  the  interference: 

It  certainly  could  not  have  been  the  intention  to  destroy  all  dis- 
tinctions in  procedure.  But  we  are  not  left  to  inference.  The 
statute  is  explicit.  It  limits  the  declaration  of  interferences  to  the 
question  of  priority  of  invention.  Section  4904  provides  that  in  case 
of  conflict  of  an  application  for  a  patent  with  a  pending  application 
or  with  an  unexpired  patent  (as  in  the  case  at  bar,)  the  Commis- 
sioner shall  give  notice  thereof — 

and  shall  direct  the  Primary  Examiner  to  proceed  to  determine  the  question  of 
priority  of  invention,     (Italics  ours.) 

And  it  is  provided  that  the  Conmiissioner  shall  issue  a  patent  to 
the  party  adjudged  the  prior  inventor,  unless  the  adverse  party 
appeals  from  the  decision  of  the  Primary  Examiner  or  Examiners- 
in-Chief,  as  the  case  may  be.  The  history  of  the  sections  and  the 
rules  are  gone  into  at  length  by  the  court  of  appeals  in  its  opinion. 
We  need  not  repeat  the  discussion.  It  answers  the  detailed  reason- 
ing of  plaintiffs  in  error.  We  concur  with  the  views  expressed,  that 
the  statutes  provide  only  for  appeals  upon  the  question  of  priority 
of  invention.  Appeals  on  other  questions  are  left  to  the  regulation 
of  the  Patent  Office  under  the  grant  of  power  contained  in  secticm 
483.    Judgment  affirmed. 

Mr.  Justice  Peckham  and  Mr.  Justice  Day  dissent. 
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[I>ecisions  of  the  United  States  courts  are  indicated  by  an  asterisk  (♦)  and  of 
the  Secretary  of  the  Interior  by  a  dagger  (t).] 

ABANDONED  APPLICATIONS.     See  Abandonment ;  Abandonment  of  Applica- 
tions; Aceess  to  Abandoned  Applications. 

1.  Long  Delay — Satisfactory  Showing  Required. — A  delay  of  four  years 

In  acting  upon  an  application  is  not  to  be  excused  except  upon  the 
clearest  and  most  satisfactory  showing  that  it  was  unavoidable.  Ex 
parte  OironcoH,  82. 

2.  Action  Necessary  Before  Remval. — The  question  whether  delay  in  act- 

ing upon  a  case  was  unavoidable  can  be  determined  only  after  action  is 
taken,  and  therefore  a  i)etItion  not  accompanied  by  an  action  must  be 
denied.  Ex  parte  Richardson,  83. 
X  Insufficient  Excuse  for  Delay — Error  by  Office — Supposed  error  In 
the  Examiner's  action  is  no  excuse  for  delay  In  responding  beyond  the 
year  allowed  by  law.     Id. 

ABANDONED  EXPERIMENTS.     See  Interference,  70,  99,   100;  Reduction  to 
Practice,   25. 

ABANDONMENT.  See  Abandoned  Applications;  Abandonment  of  Applications; 
Delay  in  Filing  Application,  1,  2;  Interference,  49;  Priority  of  Inven- 
tion, 9;  Suggested  Claims,  3. 
Interfere.nce — Dissolution. — The  alleged  abandonment  of  an  Invention 
claimed  in  a  reissue  application  by  reason  of  the  failure  to  make  claims 
thereto  In  the  original  application  goes  to  the  right  of  the  party  to  make 
such  claims  and  cannot  be  considered  under  the  head  of  irregularity  in 
the  declaration.     Felsing  v.  Xclson,  118. 

ABANDONMENT  OF  APPLICATIONS.     See  Abandoned  Applications;  Prose- 
cution of  Applications  by  Assignees, 

1.  Failure   to   Prosecute — Sufficiency   of   Amendment. — Where   certain 

formal  objections  are  raised  and  the  claims  are  finally  rejected,  an 
amendment  curing  the  formal  objections  will  not  save  the  case  from 
abandonment,  even  though  by  curing  the  formal  objections  the  scope  of 
the  claims  is  changed.  A  final  rejection  must  be  met  by  an  appeal  and 
not  by  an  amendment  changing  the  scope  of  the  claims.  Ex  parte 
Walton,  28. 

2.  Same — Applicant    Bound   by   Acts   of    Attorney. — Where    applicant's 

attorneys  place  the  case  in  condition  for  final  action  and  final  action  is 
given,  the  applicant  cannot  secure  an  extension  of  the  time  allowed  by 
law  by  revoking  the  power  of  attorney  and  filing  a  request  for  further 
explanation,  even  though  such  request  is  filed  within  the  year.  Ex 
parte  Cazin,  30. 
H.  Doc.  641,  59-2 50  769 
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3.  Review  of  Former  Commissioner's  Decision — Allegation  of  Fraud  bt 

Applicant. — The  question  of  abandonment  of  an  application  decided  by 
a  former  Commissioner  will  not  be  reviewed  except  upon  a  clear  and 
satisfactory  showing  that  the  Commissioner  was  misled  by  the  appli- 
cant as  to  the  facts,  and  mere  ex  parte  affidavits  cannot  be  regarded  as 
such  showing.     Kinsman  v.  Strohm,  04. 

4.  Reviewable  Upon  Appeal. — The  question  of  abandonment  of  an  appli- 

cation for  failure  to  prosecute  is  one  which  is  reviewable  by  the  Com- 
missioner on  petition  under  Rule  145  and  is  not  appealable  to  the  Exam- 
iners-in-Chief.  Abandonment  of  an  application  must  be  distinguished 
from  abandonment  of  invention.    Ex  parte  Springer,  85. 

5.  Responsive  Action. — Where  claims  are  placed  under  rejection,  an  appli- 

cant is  not  excused  from  making  a  proper  response  to  said  rejection 
merely  because  the  claims  had  at  one  time  t>een  regarded  by  the  Exam- 
iner as  allowable.     Ex  parte  Ruthenhurg,  90. 

6.  Delay  in   Bringing  Petition. — Where  an  applicant  delayed  one  year 

after  notice  that  his  case  was  aHandoned  in  bringing  his  petition.  Held 
that  he  was  not  in  an  equitable  position  to  demand  any  leniency  in  con- 
sidering the  question  whether  he  had  complied  with  the  rule  requiring 
diligent  and  proper  prosecution  of  his  case.    Id, 

7.  Unverified  Statement — Intentional  Delay. — Where  it  appears  from  an 

unverified  statement  that  an  amendment  was  mailed  in  Berlin  in  time 
to  reach  this  Office  before  the  expiration  of  the  year  allowed  by  law  for 
taking  action,  but  the  amendment  was  not  actually  received  until  two 
days  afer  the  expiration  of  the  year,  Held  that  the  showing  is  insufiS- 
cient,  as  the  statement  is  not  verified,  and  it  seems  probable  that  action 
was  intentionally  delayed.    Ex  parte  Botzky,  94. 

8.  Unavoidable  Delay. — Where  the  year  for  taking  action  expired  Septem- 

ber 2,  1905,  and  it  appears  that  on  August  17,  1905,  the  inventor,  who 
was  abroad,  mailed  a  letter  of  instructions  to  the  attorney,  which  Iett« 
was  mislaid  and  was  not  again  called  to  the  attorney's  attention  until 
October  20,  at  which  time  it  was  found  that  the  instructions  were 
incomplete  and  further  communication  with  the  Inventor  was  necessary, 
and  no  amendment  of  the  application  was  filed  until  November  18,  1905. 
Held  that  the  delay  was  not  unavoidable.    Ex  parte  Marhurg,  Jr.,  98. 

9.  Responsive  Action. — Where  an  applicant  took  advantage  of  a  technical 

error  in  the  citation  of  one  of  numerous  references  to  delay  his  reply 
for  two  years  and  then  made  reply  only  to  a  portion  of  the  Examiner's 
action.  Held  that  the  action  was  not  such  as  the  condition  of  the  case 
required,  and  the  same  is  abandoned.     Ex  parte  Sperry,  100. 

10.  Same. — Where  an  applicant  presented  an  amendment  canceling  two  of 

his  six  rejected  claims  and  substituted  others  therefor  and  no  action 
whatever  was  taken  as  to  the  remaining  claims.  Held  that  the  action 
was  insufficient  to  save  the  case  from  abandonment  Ex  parte  Schmidt 
and  Tanody,  102. 

11.  Same. — Where  after  a  certain  action  by  the  Examiner  the  applicant's 

amendment  purporting  to  be  in  response  to  a  prior  action  by  the  Ex- 
aminer and  not  in  fact  responsive  to  the  last  action  of  the  EiXaminer, 
and  where  the  applicant  was  notified  that  said  amendment  was  not  90 
responsive  and  failed  to  take  responsive  action  within  the  year  from  the 
Examiner's  action,  Held  that  the  application  was  abandoned.  Ex  parte 
Woods,  103. 
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12.  Notice  of  Office  Action — t'AiLUBE  to  Respond  Not  Excused. — Held  that 

failure  to  receive  an  OflSce  action  will  not  excuse  ftrilure  to  respond 
where  the  applicant  received  notice  of  said  action  and  took  no  steps  to 
secure  a  copy  thereof.     Id, 

13.  Insufficient  Action. — A  mere  request  for  reconsideration  without  giving 

any  reasons  therefor,  especially  where  a  party  has  abandoned  all  hoi>e 
or  expectation  of  securing  a  patent.  Is  not  sufficient  to  save  an  applica- 
tion from  abandonment.    Ex  parte  Krcjci,  111. 

14.  Same. — Where  claims  are  rejected,  a  mere  request  for  reconsideration 

filed  within  the  year  allowed  by  law,  unaccomi)anied  by  some  statement 
or  argument  which  controverts  the  ruling  of  the  Examiner  or  throws 
light  upon  the  facts  of  the  case.  Is  not  sufficient  to  save  the  application 
from  abandonment  for  failure  to  prosecute.    Ex  parte  Einstein,  126. 

15.  Long  Delay — Complete  Showing  Required. — Where  action  on  an  appli- 

cation was  delayed  for  nearly  three  years,  the  showing  that  the  delay 
was  unavoidable  must  be  very  complete  and  satisfactory.  Ex  parte 
Ilgner,  182. 

16.  Same — Not  IT n avoidable. — Where  prior  to  the  expiration  of  the  time 

allowed  for  action  the  attorney  notified  the  assignee  that  an  amend- 
ment was  required  and  neither  the  assignee  nor  the  Inventor  took 
any  action  whatever  until  nearly'  seventeen  months  thereafter  and  no 
satisfactory  reason  Is  given  for  the  delay.  Held  that  the  delay  was  not 
unavoidable.    Id. 

17.  Same — After  Abandonment  was  Discovered. — A  delay  of  more  than  one 

year  after  the  discovery  that  the  application  was  abandoned,  for  which 
no  excuse  Is  given,  cannot  be  considered  unavoidable.     Id. 

18.  Responsive  Actions. — Where  claims  are  placed  under  final  rejection  and 

within  the  year  following  no  appeal  Is  filed  nor  any  amendment  or  argu- 
ment upon  the  merits  presented  and  the  communications  filed  are 
directed  to  traversing  the  propriety  of  the  final  rejection,  Held  that  a 
petition  filed  one  day  before  the  year  expired  that  the  final  rejection  be 
withdrawn  Is  not  such  an  action  as  ^wlll  save  the  application  from 
abandonment.    Ex  parte  Thayer.  189. 

19.  Revival — Showing  of  Reasons  for  Delay. — Where  the  showing  of  una- 

voidable delay  presented  to  secure  the  revival-  of  an  application  appar- 
ently abandoned  through  absence  of  proper  action  within  the  period 
allowed  for  the  same  relates  to  matters  outside  of  the  Office  and  Is  not 
verified  and  no  proper  action  is  filed  and  the  excuse  for  delay  does  not 
cover  the  entire  period,  the  delay  will  not  be  held  unavoidable.  Ex 
parte  Myers,  263. 

20.  Same — Unavoidable  Delay. — Where  action  Is  Intentionally  delayed  until 

near  the  close  of  the  period  allowed  for  action  and  through  accident  the 
action  Is  not  then  taken,  but  Is  further  delayed  until  after  that  period 
has  expired,  the  failure  to  act  within  the  proper  period  Is  not  unavoid- 
able, and  the  application  is  abandoned.     Ex  parte  Khissmann,  276. 

21.  Action   on   Formal   Objections. — Where   the   Examiner   In   his   letter 

finally  rejecting  the  claims  of  an  application  raised  for  the  first  time  a 
number  of  formal  objections  and  the  applicant  rei)lled  by  curing  the 
objections  In  part  and  traversing  the  Examiner's  action  as  to  the 
remainder,  whereupon  the  Examiner  repeated  the  objections  not  cured 
and  the  applicant  subsequently  cured  the  remaining  formal  objections. 
Held  that  the  application  is  not  abandoned,  notwithstanding  that  the 
applicant's  last  action  above  referred  to  was  made  more  than  a  year 
after  the  final  rejection  of  the  claims.    Ex  parte  Thomas,  312. 
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22.  Same. — Where  the  Exauiiner  acts  on  formal  ohjections  after  the  final 

rejection  of  the  chiims,  Held  that  the  applicant  is  entitled  to  a  year 
from  the  Examiner's  action  in  which  to  cure  the  objections,  and  in  the 
absence  of  any  rule  or  i)ractlce  to  the  contrary  he  should  likewise  be 
allowed  this  year  in  which  to  appeal  to  the  Examiners-in-Chlef  or  to 
cancel  the  rejected  claims.     Id. 

23.  Sufficiency   of   Amendment. — A   strained  construction   should   not  be 

placed  ui)on  an  amendment  In  order  that  it  may  save  th.?  application 
from  abandonment,  but  It  should  be  construed  according  to  the  intent 
of  the  applicant  as  determined  from  a  consideration  of  the  whole  in- 
strument.   Ex  parte  Richards,  321. 

24.  Excuse   fob    Insufficient   Action. — Where  affidavits   are   filed  to  the 

effect  that  an  error  in  an  amendment  was  due  to  a  stenographer's 
failure  to  write  the  amendment  as  directed,  but  the  aflldavits  contain 
no  statement  relative  to  the  precise  nature  of  the  mistake  and  do  not 
show  that  the  intended  action  would  have  been  responsive,  Held  that 
the  showing  Is  insufficient  to  warrant  favorable  action  on  a  jietltion 
that  the  applicant's  action  be  regarded  as  resiwnslve.     Id. 

25.  Same. — Where  tlie  delay  over  the  year  permitted  for  action  was  slight 

and  there  is  doubt  as  to  whether  the  entire  delay  was  unavoidable, 
and  where  the  petition  was  accompanied  by  an  amendment  which 
places  the  case  in  condition  for  allowance.  Held  tJiat  the  doubt  will  be 
resolved  in  the  aiipllcant's  favor.  Id. 
2r».  Responsive  Action. — Where  a  broadened  claim  was  presented  In  the 
twentj-eighth  action  on  the  case,  talten  more  than  eight  years  after  the 
case  was  filed,  and  the  broadening  of  the  claims  was  not  called  for 
by  anything  in  the  previous  Office  action  and  no  statement  was  made 
by  the  api)licant  to  point  out  the  supposed  patentable  novelty  in  the 
case  or  how  the  amendments  avoldetl  the  references  and  objections 
and  no  other  action  was  taken  within  the  year  following  the  [)revlons 
Office  action.  Held  that  the  case  Is  abandoned,     Ejt  parte  Richards,  4(t{. 

27.  Same — Typographical  Errors. — Where  the  only  action  by  the  applit^mt 

in  the  year  following  an  Office  action  contains  errors  which,  if  the 
amendment  be  accepted,  would  extend  the  time  for  prosecution  by  the 
applicant  another  year  for  no  purixise  but  the  correction  of  the  errors, 
the  case  should  be  regarded  as  abandontni  nntll  a  proper  amendment  is 
presentetl  with  a  showing  of  reasons  for  delay  covering  the  entire  period 
thereof.     /(/. 

28.  Amendment — Proper   Action   to    Sa\'e  Application. — Where   two   days 

before  the  expiration  of  the  year  following  the  action  of  the  Examiner 
notifying  applicant  that  his  claims  stood  finally  rejected  under  Rule 
132  he  filed  an  amendment  in  which  he  canceled  part  of  the  claims 
involved  in  the  interference.  Inserted  one  new  claim,  and  re«iuested  a 
reconsideration  of  the  Office  action  on  the  ground  that  the  subject- 
matter  of  the  uncan(*eled  claims  was  not  shown  in  the  application  of 
the  succesful  party.  Held  that  the  amendment  is  a  proi>er  one,  and  the 
case  Is  not  abandoned.     E.r  parte  Lyon,  422. 

29.  Interference — Testimony. — Where  the  junior  party  sought  by  petition 

to  obtain  a  review  of  the  question  of  the  abandonment  of  the  senior 
party's  application  and  In  denying  the  petition  It  was  stated  that  if  the 
evidence  In  the  Interference  justified  such  a  course  the  question  would 
be  reconsidered.  Held  that  the  action  of  the  Examiner  of  Interferences 
in  setting  times  for  the  taking  of  testimony  relative  to  the  abandon- 
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ment  of  the  senior  party's  application  was  t^orrect.  Kinsman  v.  Strohm, 
481.  • 

?.0.  I'nauthorized  Amendment  Insufficient  to  Prevent. — Where  the  only 
amendment  filed  within  the  year  allowed  by  law  was  filed  by  an  attor- 
ney who  had  not  furnished  pipi)er  evidence  of  his  power  to  act  in  the 
case,  Held  that  the  application  is  abandoned.     Ex  parte  Rogers,  528. 

ABANDONMENT  OF  TRADE-MARKS.     See  Trade-Marks,  5,  6,  7,  8,  133,  134, 
135,  140. 

ABSTRACT  OF  TITLE.     See  Reissue  Applications,  15. 

ACC^ESS  TO  ABANDONED  APPLICATIONS. 

1.  EIabijer  Applications. — Where  a  patent  purports  to  be  a  continuation 

of  an  earlier  application  and  contains  a  reference  to  that  effect,  it  is 
to  be  presumed  that  the  right  of  the  public  to  insi)ect  the  earlier 
application  was  afl3rmatively  determined  by  the  issue  of  the  patent  with 
such  reference  therein ;  but  where  a  patent  contains  no  such  reference 
and  a  petition  is  filed  for  access  to  abandoned  applications  which  the 
petitioner  says  are  probably  on  file  in  this  Office.  Held  that  the  petition 
should  not  be  granted,  if  at  all,  until  the  patentee  has  had  an  oppor- 
tunity to  present  such  reasons  as  he  may  have  to  the  contrary.  In  re 
Lanning,  AVI, 

2.  Copies   of   Abandoned   Applications    Referred  to   in    Patents — Prac- 

tice.— Where  request  is  made  to  insiKK't  or  to  he  furnished  with  a  copy 
of  an  abandoned  application  referred  to  in  a  patent  by  a  stranger  to 
the  record,  Held  that  the  practice  requires  that  the  request  be  sup- 
ported by  a  showing  of  reasons  why  a(vess  to  the  abandoned  applica- 
tion is  desired,  together  with  proof  of  service  u|X)n  the  applicant  of 
the  papers  constituting  tlie  request  and  showing.  In  re  Standard  Com- 
puting Seale  Company  v.  Stimpson,  400. 
ACCESS  TO  PENDING  APPLICATIONS. 

1.  Patent  and  Application. — Where  a   patent  is  granted  containing  the 

statement  that  it  is  a  continuation  in  part  of  a  prior  application, 
access  to  such  prior  ai)plication  will  not  be  granted  to  strangers  with- 
out a  proper  showing  of  interest  and  without  giving  the  applicant  an 
opi)ortunity  to  oppose  such  action,  particularly  where  sudi  prior  appli- 
cation is  jjtill  pending,  and  it  appears  that  its  sul>ject-matter  is  not 
identical  with  that  of  the  patent.    Ex  parte  Wixford,  54  . 

2.  Not  Granted  to  Applications  Not  Relied  Cpon  in  Interference. — Where 

in  an  interference  proceeding  one  of  the  parties  admits  on  cross-exam- 
ination that  an  application  has  been  filed  on  the  matter  disclosed  in 
certain  blue-prints  offered  in  evidence,  ^ut  the  application  Is  not  intro- 
duced in  evidence  and  is  not  relied  u|)on  for  any  puri)ose  whatever. 
Held  that  a  request  by  the  other  party  to  the  proceecling  for  access  to 
said  application  should  be  denied. — Lindstrom  v.  Lipsehutz,  131. 

3.  Earlier  Application. — Where  Thomas's  ajiplication  involved  in  the  inter- 

ference was  filed  Octol)er  19,  1904,  and  contained  a  statement  to  the 
effect  that  it  was  a  division  of  an  application  filed  December  24,  1903, 
and  Steinmetz  in  his  i)reliminary  statement  alleged  conception  of  the 
invention  during  the  |>erIod  between  De<ember  15,  1903,  and  April  2. 
1904,  Held  that  Steinmetz  should  l>e  given  access  to  Thomas's  earlier 
application.  Steinmetz  v.  Thomas,  478. 
ACTS  OF  1881  AND  190."i.     See  Trade-Marhs,  24,  25. 

Acts  of  1S81  and  1905  Compared. — The  net  of  19(i5  contains  the  same  pro- 
visions and  has  the  same  meaning  as  the  act  of  1881  In  so  far  as  the 
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limitation  to  goods  of  substantially  the  same  descriptive  properties  is 
concerned.     Ex  parte  A.  G,  Spalding  d  Bros,,  9. 

ACT  OF  FEBRUARY  20,  lOO.").  See  Trade-Marks,  12.  13,  14,  15,  21.  24.  25,  57, 
58.  no,  (51,  62,  77,  78,  81,  84,  85,  93,  94.  97,  101,  106,  107.  122.  127, 
132.  137.  •  • 

ACTUAL  USE.     See  Trade-Marks,  78.  79,  80. 

ADMISSION  OF  EVIDENCE.     See -77r»(f ewce,  1,  2,  3,  4,  5,  6. 

ADOPTION  AND  USE.       See  Trade-Marks,  26,  27,  133,  134,  135. 

AFFIDAVITS.  See  Abandonment  of  Applications,  24;  Examination  of  Appti- 
eations,  3;  Interference,  82;  Invention,  4;  Motion  for  Leave  to  Take 
Testimony,  3;  Motion  to  Dissolve  Interference,  37,  38;  Xame  of  Appli- 
cant; Patentability,  8;  Prosecution  of  Interferences  by  Assignees; 
Public  Use  and  Sale,  5,  6,  8,  9;  Reissue  Applications,  5;  Rejection  of 
Claims,  3;  Reopening  of  Rejected  Cases,  2;  Trade-Marks,  42,  61.  70, 
106,   107,  108,   140,  141. 

1.  Time   of   Filing — When    Verified   Showing   is   Required. — Where  aflS- 

davits  are  offered  as  evidence  that  the  rejection  of  the  claims  by  the 
Trimary  Examiner  was  erroneous,  they  should  ordinarily  be  submitted 
to  the  Primary  Examiner  l>efore  the  prosecution  of  the  case  before 
him  has  been  closed  by  final  rejection  or  api)eal ;  otherwise  they  should 
be  accompanied  by  a  verified  showing  of  reasons  for  the  delay,  similar 
to  that  required  under  Rule  68.     Ex  parte  Pcirce,  117. 

2.  Interference — Motion  to  Dissolve. — Ex  parte  affidavits  are  not  equiva- 

lent to  testimony,  and  the  Office  is  not  bound  to  give  effect  thereto  in 
determining  patentability'.     Broicne  v.  Stroud,  226. 

3.  Same — Same. — All  proi>er  rules  for  the  exclusion  of  voluminous  and  mul- 

titudinous affidavits  should  be  applied  strictly.     Id. 

4.  Same — Same. — Where  affidavits  are  filed  by  any  of  the  parties  which  are 

not  in  answer  to  affidavits  filed  by  opi>onents,  they  must  ordinarily, 
under  established  practice,  be  served  upon  the  opponents  at  least  five 
days  before  the  date  of  hearing.  Affidavits  in  rebuttal  may  then  be 
filed  by  opiwnents;  but  such  affidavits  should  ordinarily  be  served 
before  the  day  of  the  hearing.  Ordinarily,  further  affidavits  should 
not  be  necessary,  and  such  further  affidavits  should  not  in  any  case  be 
admitted  except  upon  a  satisfactory  showing  excusing  the  delay  or 
justifying  the  admission  of  surrebuttal  evidence.     Id. 

5.  Same — Same. — The  conclusion  of  the  Primary  Examiner  upon  the  char- 

acter of  an  affidavit  as  basis  for  its  admission  or  exclusion  will  only 
be  set  aside  in  cases  of  clear  error,  and  extensive  affidavits  will  not  be 
studied  upon  appeal  to  determine  whether  proi)er  or  improper  unless 
the  matters  urged  upon  the  appeal  have  been  fully  urged  before  the 
Primary  Examiner  and  the  supposed  errors  in  his  decision  are  clearly 
pointed  out  on  appeal.     Id, 

AFFIDAVITS  OF  NOTARY.     See  Oath,  2. 

AFFIDAVIT  UNDER  RULE  75.     See  Reopening  of  Rejected  Cases,  1. 

1.  Not  Admitted  After  Final  Rejection. — After  a  claim  has  been  finally 

rejected  on  several  references  an  antedating  affidavit  under  Rule  75 
tending  to  overcome  one  of  the  references  cannot  be  admitted.  Ex 
parte  Berg,  36. 

2.  Seaxing. — Where  an  applicant  involved  In  an  interference  had  previously 

filed  an  affidavit  under  Rule  75  for  the  purpose  of  antedating  certain 
references  cited  against  claims  not  included  in  the  interference  issue 
and  where  there  is  nothing  in  the  record  tending  to  show  any  con- 
nection between  said  affidavit  and  the  interference  Issue,  Held  that 


Digitized  by  VjOOQ IC 


DIGEST    OF   DECISIONS.  .  775 

the  decision  of  the  Commissioner  of  Patents  refusing  to  permit  the 
other  party  to  the  interference  to  inspect  the  affidavit  was  of  an  inter- 
locutory nature  and  not  the  subject  of  review.  (Weftlinghouse  v.  Dun^ 
can,  C.  D..  1894,  170 ;  66  O.  G.,  1009 ;  2  App.  D.  C,  131 ;  in  re  Mill  11 
App.  D.  C,  584,  588;  in  re  Frasch.  C.  D.,  1902,  560;  100  O.  G.,  1977; 
20  App.  D.  C,  298,  301 ;  192  U.  S.,  566.)  *Davi8  v.  Oarreit,  724. 
3.  Same. — The  grant  or  denial  of  a  request  for  permission  to  inspect  an 
affidavit  filed  under  Rule  75  by  the  opposing  party  in  an  interference 
rests  within  the  discretion  of  the  Commissioner  of  Patents  and  will  not 
be  disturbed  unless  clearly  shown  to  have  worked  a  material  injury  to 
the  applicant.  The  mere  possibility  that  such  an  affidavit  might  contain 
some  contradiction  of  the  testimony  given  In  the  Interference  held 
insufficient  to  warrant  a  review  of  the  decision  of  the  Commissioner  of 
Patents.     ♦/(/. 

AGENT.     See  Reduction  to  Practice,  5,  22 ;  Trade-Marks,  52. 

AGGREGATION.     See    Motion    to    Dissolve    Interference,    62;    Rejection    of 
Claims,  2. 

AGREEMENT  OF  PARTIES   IN   INTERFERENCE.     See  Priority  of  Inven- 
tion, 13,  14 ;  Trade-Marks,  40,  47. 

ALLEGATIONS.     See  Interference,  99;  Motion  to  Dissolve  Interference,  21,  22, 

23,  25,  26,  27,  29,  30,  31,  39,  40,  50;  Notice  of  Alloirance;  Oath,  1 ;  Pre- 
liminary Statements,  3,  4. 

AMBIGUOUS  CLAIMS.     See  Claims,  2,  5,  9 ;  Interference,  97,  13;^. 

AMENDED  DECLARATION.     See  Trade-Marks,  136. 

AMENDMENT  AFTER   FINAL  REJECTION. 

Showing  Required. — The  statement  of  the  attorney  that  the  subject-matter 
of  a  proposed  amendment  filed  after  final  rejection  was  not  earlier 
called  to  his  attention  by  the  Inventor  Is  not  a  sufficient  showing  upon 
which  to  admit  the  amendment.     Ex  parte  Schrader,  65. 

AMENDMENTS.     See  Abandonment  of  Applications,  1,  7,  8,  10,  11,  16,  18,  23, 

24,  25,  26,  27,  28,  30;  Amendment  After  Final  Rejection;  Caveats; 
Dratcings,  2,  3;  Interference,  28,  98;  Rejection  of  Claims,  4,  5,  6,  9; 
Reopening  of  Decided  Cases;  Trade-Marks,  3,  24,  25,  44,  49,  54,  118. 

1.  Claims  Recommended  by  Examinebs-in-Chief  Rejected  on  New  Refer- 

-^NCES. — Where  claims  which  were  recommended  by  the  Examlners-ln- 
Chlef  are  rejected  by  the  Primary  Examiner  on  new  references,  the 
applicant  Is  not  entitled  to  amend  the  same  or  substitute  new  claims 
therefor.     Ex  parte  Myers,  263. 

2.  Explanation  of  Applicant's  Position. — ^The  provisions  of  Rule  68,  re- 

quiring applicants  In  amending  to  i)olnt  out  all  patentable  novelty  and 
to  show  how  amendments  avoid  the  references  and  objections,  apply  as 
well  to  amendments  presenting  new  claims  or  omitting  limitations  from 
previous  claims  as  to  amendments  presenting  additional  limitations. 
Ex  parte  Richards,  403. 

3.  Same. — Rule  68,   requiring  a  statement  of  the  applicant's  position  in 

presenting  amended  claims  Is  not  satisfied  by  a  statement  filed  In  con- 
nection with  a  prior  action  unless  the  amendment  In  question  Is  accom- 
panied by  a  specific  reference  to  the  prior  statement.     Id, 

4.  Refused  Consideration. — Where  the  Primary  Examiner  obtained  juris- 

diction of  an  Interference  to  consider  the  patentability  of  the  Issue  and 
rejected  the  claims  In  Issue,  Held  that  the  Primary  Examiner  rightly 
refused  to  enter  or  consider  an  amendment  substituting  new  claims  for 
those  rejected  prior  to  the  termination  of  the  Interference.  Sanders  v. 
Hawthorne  v.  Hoyt,  467. 
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AMENDMENTS  TO  PRELIMINARY  STATEMENTS.  See  Motion  to  Dissolve 
Interferenc€t  31 ;  Preliminary  Statements;  Priority  of  Invention,  1,  7, 
12,  13,  14;  Testimony,  13. 
INTEBFEBENCE — APPEAL  ON  PRIORITY. — A  motioD  to  amend  a  preliminary 
statement  to  correct  the  inadvertent  use  of  the  word  "  model "  instead 
of  the  words  "  full-sized  machine  "  will  not  be  granted  where  it  is  found 
that  the  device  referred  to  as  the  **  full-sized  machine  "  does  not  dis- 
close the  issue.     Parkes  v.  Leicis,  2. 

AMENDMENTS  TO  RTTLES.  See  Appeal  to  the  Commissioner  of  Patents,  2; 
Limit  of  Appeal,  3. 

ANALIGOUS  USE.     See  Invention,  U,  20,  21,  24. 

ANCILLARY  INVENTION.     See  Interference,  115. 

ANCILLARY  QUESTIONS.     See  Interference^  20;  Priority  of  Invention,  27. 

ANTICIPATION.  See  Invention,  3,  18;  Motion  to  Dissolve  Interference,  2Z,  62; 
Patentability,  14,  15;  Trade-Marks,  9,  34,  6G.  115. 

APPEAL.  See  Affidavits,  5;  Appeal  to  the  Commissioner  of  Patents;  Appeal  to 
the  Court  of  Appeals  of  the  District  of  Columbia;  Appeal  to  the  Ex- 
aminers-in-Chief ;  Appeal  to  the  Secretary  of  the  Interior;  Construction 
of  Statutes,  2;  Division  of  Applications,  6;  Insane  Inventor,  3;  Inter- 
ference, 8,  9,  11,  14,  48,  50,  52,  G7,  08,  74.  81,  82,  87,  88.  89,  91,  96, 
102,  103,  104,  125,  127,  146,  149,  153,  154,  103,  104;  Limit  of  Appeal; 
Motion  to  Dissolve  Interference,  1,  8,  10.  12,  18,  19.  24.  38,  50.  54.  55.  60; 
Priority  of  Invention,  10,  11,  33;  Testimony,  20;  Trade-Marks,  4,  11, 
24,  49,  50,  74.  75,  141. 

1.  From  Interlocutory  Decree  by  Circuit  Court — Mandamus  to  Comfk. 

Circuit  Court  of  Appeals  to  Entertain. — Where  the  Circuit  Court  in 
a  suit  upon  a  i^atent  held  part  only  of  the  claims  valid  and  a  part  only 
of  the  valid  claims  infringed  and  referred  the  cause  to  a  master  to  take 
and  state  an  account,  and  granted  an  Injunction  against  further  in- 
fringement, and  defendant  took  an  appeal  from  that  part  of  the  decree 
granting  the  Injunction,  a  writ  of  mandamus  from  the  Supreme  Conrt 
of  the  United  States  commanding  the  Circuit  Court  of  Appeals  to 
entertain  a  cross-appeal  by  complainants  from  that  part  of  the  decree 
adverse  to  them  will  not  be  granted,  since  the  decree  Is  merely  inter- 
locutory and  not  final.  *Ejr  parte  Xational  Enameling  and  Stamping 
Company  and  Lalance  d  Oro^Jean  Manufacturing  Company,  759. 

2.  Same — Inseparable    Controversy — Decree    Partially    Adn-erse    Not  a 

Dismissal. — Where  suit  is  brought  on  a  single  patent  against  a  slugle 
defendant  and  a  decree  Is  entered  holding  a  part  of  the  claims  invalid 
and  a  part  of  the  valid  claims  not  infringed,  granting  an  iujunctioD, 
and  referring  the  cause  to  a  master,  such  decree  does  not  amount  to  a 
dismissal  of  the  bill  from  which  api)eal  may  be  taken,  as  the  contro- 
versy is  not  separable  either  as  to  parties  or  subject-matter.    ♦/<!. 

3.  Same — Dismissal  of  Bill. — Where  an  appeal  is  taken  in  a  patent  case 

from  an  interlocutory  order  granting  an  injunction  and  the  appellate 
court  is  satisfied  tliat  the  patent  Is  void  on  its  face,  it  may  dismiss  the 
bill  and  end  the  litigation,  as  It  would  be  a  waste  of.  time  and  an 
unne<*essary  continuance  of  litigation  simply  to  enter  an  order  setting 
aside  the  Injunction  and  remanding  the  case  for  further  proceed- 
ings.    *Id, 

APPEAL  FEES.    See  Construction  of  Statutes,  2;  Fees;  Return  of  Fees. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia;  Appeal  to  the  Secretary 
of  the  Interior;  Interference,  125 ;   Testimony,  13. 
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APPEAL  FROM  THE  EXAMINER  OF  INTERFERENCES.  See  Construction 
of  Statutes,  2;  Fees;  Interference,  146,  149,  153,  154;  Motion  to 
Reopen  Interference  to  Take  Testimony,  2. 

APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.  See  Interference,  50;  Motion 
to  Dissolve  Interference,  1. 

APPEAL  FROM  FAVORABLE  DECISION.  See  Interference,  15,  134,  161, 164; 
Motion  to  Dissolve  Interference,  18,  19,  60;    Patentahility,  10. 

APPEAL  IN  INTERFERENCE  CASES.  See  Appeal  to  the  Secretary  of  the 
Interior,  2. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.  See  Disclosure  of  Inven- 
tion, 1 ;  Interference,  14,  15,  82,  91,  146 ;  Motion  to  dissolve  Interference, 
1;  Supervisory  Authority  of  the  Secretary  of  the  Interior  Over  the 
Commissioner  of  Patents, 

1.  Interference — Appeal  on  Motion  to  Dissolve — NoN'APpealable  Ques- 

tions Raised. — Concerning  an  appeal  taken  to  the  Commissioner  from 
a  decision  of  the  Primary  Examiner  denying  a  motion  to  dissolve  an 
interference.  Held  that  the  appeal  to  the  Commissioner,  though  alleging 
the  appealable  questions  of  interference  in  fact  and  irregularity  in  dec- 
laration, was  one  attempting  to  raise  by  indirection  the  non-appealable 
question  of  an  opponent's  right  to  make  certain  claims.  fBlackmore  v. 
Hall,  533. 

2.  Same — Same — No  Appeal  from   Decision  That  the  Meaning  of  the 

Counts  are  Identical  in  the  Cases  of  Different  Parties. — Where  a 
motion  to  dis.solve  the  interference  on  the  ground  that  the  counts  of  the 
issue  mean  essentially  different  things  when  read  in  the  two  applica- 
tions in  interference  is  denied  by  the  Primary  Examiner  and  appeal  is 
taken  to  the  Commissioner,  and  it  is  contended  that  Rule  124  as  amended 
June  12,  1906,  does  not  apply,  since  the  Examiner's  decision  was  ren- 
dered upon  June  4,  1906,  Held  that  as  the  appeal  was  not  filed  until 
June  22,  1906,  and  is  clearly  barred  by  the  amended  rule,  the  appeal 
must  be  dismissed.  Wheeler  v.  Seeherger,  515. 
APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.    See  Designs,  8 ;  Trade-Marks,  24. 

1.  Burden  Imposed  by  Concurrent  Decisions  in  Patent  Office. — Where 

the  Commissioner  concurs  In  and  afiirms  the  decision  of  the  Examlners- 
in-Chief  on  matters  of  fact,  the  court  of  appeals  will  not  reverse  that 
decision  unless  it  clearly  appears  that  the  decision  was  against  the 
weight  of  evidence.  Where  matters  of  law  are  involved,  a  different 
principle  applies.    *Orcutt  v.  McDonald,  Jr.,  and  McDonald,  705. 

2.  Unanimous  Conclusion  of  Patent  Office  Tribunals. — Unanimity   in 

the  Patent  Office  tribunals  imposes  upon  the  api)ellant  here  the  burden 
of  showing  very  clearly  that  the  Commissioner  erred  in  the  final  deci- 
sion appealed  from.  (See  in  re  Adams,  C.  D.,  1905,  602;  114  O.  G., 
2008;  24  App.  D.  C,  277;  Seehergcr  v.  Dodge,  C.  D.,  1905,  603;   114 

0.  G.,  2382 ;  24  App.  D.  C,  481.)     ♦  In  re  Clunies,  740. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.  See  Abandonment  of  Applica- 
tions, 4,  22:  Claims,  3 ;  Construction  of  Statutes,  2 ;  Designs,  7 ;  Division 
of  Applications;  Drawings,  2;  Fees;  Interference,  82.  127;  Motion  to 
Dissolve  Interference,  1 ;  Priority  of  Invention,  10;  Rejection  of  Claims, 

1,  10. 

1.  Appeal  After  Expiration  of  Limit  of  Appeai. — Verified  Showing. — A 
petition  to  extend  the  limit  of  appeal  to  include  an  appeal  filed  after 
the  expiration   thereof  must   be  supported  by   a   verified  showing   in 
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excuse  for  the  delay,  {f^x  parte  Kletzker  and  Goescl  v.  Dodson,  C.  D^ 
1904,  100 ;  109  O.  G.,  1336.)    Autenrieth  and  Kane  v.  Sorensen,  62. 

2.  FoBWARDiNQ — FORMAL  OBJECTIONS  NoT  0>'EBCOME. — Where  Bu  appeal  to 

the  Examiners-in-Chlef  is  filed  in  a  case  in  which  one  of  the  appealed 
claims  had  been  objected  to  on  the  ground  that  it  attempted  to  define 
the  article  by  the  process  of  making  it,  it  is  not  necessary  to  remove 
the  objection  before  forwarding  the  appeal,  as  the  objection  is  one 
that  can  be  properly  considered  by  the  Examiners-in-Chief  with  the 
other  questions  of  patentabllitj*.    Ex  parte  Warren,  87. 

3.  Whebe  Mebits  ABE  Involved. — Where  the  Examiner  has  objected  to  cer- 

tain passages  in  the  specification  as  being  inaccurate,  erroneous,  and 
misleading,  and  holds  that  this  ground  relates  to  a  question  of  form,  not 
api)ealable  to  the  Examiners-in-Chief,  but  it  appears  that  the  claim 
will  not  read  upon  the  description  if  amended  in  accordance  with  the 
EiXaminer's  views.  Held  that  the  'bbjection  raised  by  the  Examiner 
applies  with  equal  force  to  the  description  and  the  claim  and  that  the 
objection  therefore  goes  to  the  merits  and  may  properly  be  considered 
on  api)eal  to  the  Examiners-iu-Chief.  Ex  parte  Brazier,  517. 
APPEAL  TO  THE  SECKETARY  OF  THE  INTERIOR.  See  Insane  Inventor. 
3;  Limit  of  Appeal,  3. 

1.  Review  of  Decision  of  Commissioneb  of  Patents. — Upon  appeal  to  the 

Secretary  of  the  Interior  from  an  action  by  the  Commissioner  of  Patents 
where  no  provision  of  law  or  rule  of  practice  has  been  violated  the 
statement  of  the  Commissioner  of  Patents  that  the  case  is  not  an 
exceptional  one  should  be  accepted  as  final,  f  In  re  Wenzelmann  and 
Overholt,  536. 

2.  Same — Refusal  to  Admit  Appeal  in  Patent  Office. — Held  upon  appeal 

from  the  action  of  the  Commissioner  of  Patents  refusing  to  admit  au 
appeal  in  an  interference  proceeding  filed  after  the  limit  of  appeal  had 
expired  that  the  question  presented  was  one  for  the  discretion  of  the 
Commissioner  and  in  the  absence  of  abuse  of  discretion  or  violation  of 
a  law  or  rule  that  the  Secretary  of  the  Interior  should  decline  to  enter- 
tain the  appeal,    f  Id. 

APPEAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES.  See 
Appeal  1. 

APPLICANT  AND  PATENTEE.  See  Interference,  19;  Invention.  17;  Motion 
to  Dissolve  Interference,  54 ;  Reduction  to  Practice,  14. 

APPLICANT  AND  REGISTRANT.    See  Trade-Marks,  34. 

APPLICATIONS.  See  Abandoned  Applications;  Abandonment ;  Abandonment 
of  Applications;  Access  to  Abandoned  Applications;  Access  to  Pending 
Applications ;  Amendments;  Applications  by  Different  Inventors,  Same 
Assignee;  Applications  Stricken  from  the  Files  of  the  Patent  Office; 
Assignments;  Claims;  Copies  of  Pending  Applications ;  Delay  in  Apply- 
ing for  Reissue:  Deley  in  Filing  Applications;  Designs;  Disclosure  of 
Invention;  Division  of  Applications;  Examination  of  Applications; 
Forfeited  Applications;  Incomplete  Applications;  Insane  Inventor,  3; 
Inspection  of  Assigned  Applications  by  Applicants;  Interference,  43, 148 ; 
Invention;  Jurisdiction  of  Examiner  of  Interferences ;  Labels;  Name 
of  Applicant;  Notice  of  Allowance;  Oath;  Priority  of  Invention,  5; 
Prints;  Prosecution  of  Applications  by  Assignees;  Reissue  Applications; 
Rejection  of  Claims;  Reopening  of  Decided  Cases;  Reopening  of  Re- 
jected  Cases;  Suggested  Claims;  Trade-Marks, 
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1.  Continuous — Effect   of   Foreign    Patents. — Where    It    is   urged   that 

Struble  is  barred  from  obtaining  a  patent  upon  the  invention  in  issue 
by  his  foreign  patents  In  view  of  his  failure  to  refer  to  his  prior  appli- 
cations and  in  view  of  the  statements  In  the  oath  which  forms  part  of 
the  application  in  interference  excluding  foreign  patents,  Held  that  If 
the  Invention  In  issue  was  disclosed  in  the  earlier  applications,  then 
the  latter  application  is  a  continuation  of  said  earlier  applications  and 
the  foreign  patents  are  no  bar  to  the  issue  of  a  patent  thereon. 
Struhle  v.  Young,  95. 

2.  Date  of  Completing. — Where  the  preparation,  execution,  and  filing  of 

an  applfcntion  by  an  attorney  were  authorized  by  a  iwwer  filed  with 
the  original  pni)ers  and  subsequently  to  the  filing  of  the  original  papers 
new  papers  were  filed  duplicating  the  original  papers,  except  that  they 
were  executed  by  the  inventor,  and  the  case  was  thereupon  given  num- 
ber and  date  as  a  complete  application,  Held  that  a  request  that  the 
earlier  date  be  given  as  the  filing  date  of  the  application  In  order  to 
avoid  the  bar  of  a  foreign  patent  cannot  be  grante<l.  Ex  parte  8as8in, 
205. 

3.  Delay  in  Filing  After  Application  for  Patent  in  other  Countries. — 

The  period  of  one  year  after  filing  applications  In  other  countries  which 
is  allowed  by  statute  for  filing  applications  in  this  country  would  seem 
to  be  sufficient  for  the  preparation  and  deposit  of  an  application  here 
in  the  form  required  by  the  rules.  HeM  that  where  parties  fail  to 
meet  the  plain  requirements  of  the  rules  In  the  ample  time  allowed  that 
the  Office,  had  It  the  power  to  do  so,  should  not  relax  the  requirements 
of  established  practice  in  order  to  save  the  parties  from  the  conse- 
quences of  their  delay.     Id, 

4.  Alteration  After  Execution  of  Oath. — Where  motion  was  made  that 

an  application  be  stricken  from  the  files  of  the  Patent  Office  because 
contrary  to  Rules  30  and  31  of  the  Rules  of  Practice  of  that  Office  and 
'changes  had  been  made  In  the  application  papers  after  the  execution 
of  the  oath,  but  there  Is  no  evidence  In  the  case  tending  to  show  that 
the  changes  were  made  without  the  knowledge  and  approval  of  the 
applicant,  and  It  Is  alleged,  on  the  contrary,  that  the  changes  were 
made  at  his  direction,  and  there  is  no  proof  that  the  applicant  did  not 
make  an  oath  as  to  Inventorship  at  the  time  he  executed  the  corrected 
papers,  and  where  since  the  filing  of  his  application  the  applicant  has 
made  other  oaths  to  the  effect  that  he  Is  the  Inventor  of  the  subject- 
matter  disclosed  In  his  application,  and  it  appears  that  the  motion, 
If  sustained,  would  result  In  removing  the  applicant  from  the  field  of 
claimants  to  the  Invention,  as  public  use  has  Intervened  as  a  bar  to 
the  filing  of  a  new  application.  Held  that  the  objection  Is  purely  tech- 
nical and  should  not  be  sustained.  *  Davis  v.  Garrett,  724. 
6.  Defective  Oath — Cured  Without  Loss  of  Filing  Date. — Where  the 
oath  accompanying  an  application  Is  defective  In  that  It  does  not  con- 
tain the  required  averments  as  to  patents  and  printed  publications  and 
as  to  the  filing  of  foreign  applications,  but  the  application  was  received 
and  acted  upon  by  the  Examiner  and  an  interference  was  declared 
thereon  without  raising  any  objection  to  the  oath,  the  application 
should  not  be  declared  incomplete  pending  the  filing  of  a  proper  oath, 
and  the  interference  should  not  for  this  reason  be  dissolved.  There  Is 
nothing  In  the  statutes  or  the  rules  requiring  defects  in  an  oath  to  be 
corrected  before  the  application  is  accepted  as  a  complete  application, 
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and  under  special  circumstances  sucb  defects  ninj-  be  cured  without 
cliauging  the  filing  date.     Dukesmith  v.  Corringion  v.  Turner,  426. 

APPLICATIONS  AND  PATENTS.  See  Construction  of  Claims,  5;  Interfere 
ence,  108,  110,  118,  140. 

APPLICATIONS  AND  REGISTRATIONS.     See  Trade-Marks,  m. 

APPLICATIONS  BY  DIFFERENT  INVENTORS,  SAME  ASSIGNEE. 

1.  Cboss-Reference — Applications  by  Different  Inventors. — Where  two 

applications  filed  by  different  inventors  are  owned  by  the  same  party 
and  the  assignee  wishes  to  refer  in  one  case  to  the  other.  Held  that  there 
is  nothing  in  the  rule  that  applications  are  preserved  in  secrecy  which 
would  make  the  reference  improi)er.    Ex  parte  Kellogg,  84. 

2.  Same — Disclosure  of  Indention. — Reference  should  not  be  made  in  one 

application  to  another  for  a  disclosure  of  a  feature  of  the  invention, 
since  each  application  should  be  complete  within  itself.    Id, 

APPLICATIONS  STRICKEN  FROM  THE  FILES  OF  THE  PATENT  OFFICE. 
Rulings  of  Commissioner  of  Patents. — Held  that  the  question  of  strik- 
ing an  application  from  the  files  of  the  Patent  Office  rests  largely  within 
the  discretion  of  the  Commissioner  of  Patents,  and  his  rulings  will  not 
be  disturbed  save  when  that  discretion  has  been  palpably  abased. 
*Davis  v.  Garrett,  724. 

ARGUMENT.  See  Abandonment  of  Applications,  14;  Interference,  1.  (52,  82: 
Motion  to  Dissolve  Interference,  2Ti,  20,  47,  (51 ;  Public  Use  and  Sale,  5 : 
Rejection  of  Claims,  3,  0. 

ASSIGNEES.  See  Abandonment  of  Applications,  1(5;  Applications  by  Different 
Inventors,  t^anie  Assignee;  Assignments,  2,  4,  5;  Insane  Inventor,  3: 
Inspection  of  Assigned  Applications  by  Applicants;  I nterference,SSy  47; 
Oath;  Prosecution  of  Applications  by  Assignees;  Prosecution  of  Inter- 
ferences hy  Assignees. 

ASSIGNMENTS.  See  Certified  Copies  of  Letters  Testamentary,  1 ;  Delay  in 
Filing  Applications ;  Insane  Inventor, 
1.  Identification  by  Date  of  Execution  of  Application. — ^An  assignment 
does  not  identify  an  application  with  certainty  where  it  alleges  that 
such  application  was  executed  Noveml)er  9,  1904»  but  the  notary's  cer- 
tificate attached  to  the  application  bears  the  date  of  November  9.  1S90. 
Ex  parte  Wurtz,  (55. 
2;  Identification  of  Invention  by  Reference  to  Caveat. — An  assignment 
executed  by  an  inventor  transferring  his  entire  interest  In  certain  inven- 
tions disclosed  in  a  caveat  filed  in  the  Patent  Oflice,  identifying  such 
caveat  by  date  of  filing  and  subject-matter,  and  requesting  that  the 
patent  ui)on  the  application  "  which  I  am  about  to  make  "  issue  to  the 
assignee,  identifies  an  application  subsequently  filed  sufficiently  to  war- 
rant its  recognition  by  the  Office  where  it  is  found  that  subject-matter 
of  the  caveat  corresponds  to  that  of  the  application.     Id. 

3.  Practice  Analogous  to  That  Applied  to  Divisional  Applications. — It 

is  the  uniform  custom  of  the  Office  to  apply  to  divisional  applications 
assignments  of  the  original  cases,  and  no  good  reason  Is  seen  why  the 
same  practice  should  not  be  applied  to  caveats  and  subsequent  applica- 
tions for  the  same  subject-matter.     Id, 

4.  Two  Assignments  of  Same  Inventor — First  Assignee  Recognized. — 

Where  an  Inventor  assigns  his  entire  Invention  to  another,  identifying 
the  Invention  by  reference  to  a  caveat  filed  in  the  Patent  Office,  and 
requessts  that  the  patent  which  may  be  issued  on  an  application  which 
he  Is  **  about  to  make "  be  Issued  to  the  assignee,  and  subsequently 
makes  another  assignment  of  the  same  invention  similar  to  the  first. 
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except  that  he  Identifies  the  invention  by  referring  to  the  date  of  execu- 
tion of  the  application,  the  first  assignee  is  entitled  to  prosecute  the 
application  and  receive  the  patent  as  the  first  assignment,  as  well  as  the 
second,  conveys  the  legal  title.  Id. 
5.  Recording — Fees. — Ratifications  of  assignments  by  persons  not  appearing 
as  parties  thereto  are  subject  to  fees  for  recording  In  addition  to  those 
charged  for  recording  the  assignments.     In  re  Bradford  d  Hood,  258. 

ATTORNEY-GENERAL.     See  Forfeited  Applications. 

ATTORNEYS.  See  Abandonment  of  Applications,  2,  8,  16,  30;  Amendment 
After  Final  Rejection;  Applications,  2 ;  Delay  in  Applying  for  Reissue ; 
Diligence^  3;  Interference,  65,  68;  Motion  to  Dissolve  Interference,  56; 
Power  of  Attorney;  Reissue  Applications,  5,  6,  9;  Trade-Marks,  61. 

AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.  See  Division  of  Ap- 
plications, 2.  5. 

BAR  TO  PATENT.  See  Applications,  1,  2,  3;  Interference,  91,  92,  93;  Public 
Isc  and  Sale,  6. 

BAR  TO  REGISTRATION.     See  Trade-Marks,  71. 

BILL  IN  EQUITY.     See  Reopening  of  Decided  Cases. 

BLUE-PRINTS.  See  Access  to  Pending  Applications,  2;  Reduction  to  Prac- 
tice, 21. 

BURDEN  OF  PROOF.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia,  2;  Division  of  Applications,  4;  Interference,  17,  19,  48,  70, 
112,  119,  125,  129,  141 ;  Priority  of  Invention,  18;  Reduction  to  Practice, 
14. 

IlTTERFEBENCE — NO    INTERLOCUTORY   APPEAL   FROM    DECISION   OF   EXAMINER   OF 

Interferences. — From  a  refusal  of  the  Examiner  of  Interferences  to 
grant  a  motion  to  shift  the  burden  of  proof  no  api>eal  lies,  (Rule  122;) 
but  the  question  will  be  considered  at  final  hearing  on  priority.  Hew- 
itt V.  Thomas  v.  Kruh  v.  Weintraub,  165. 

CANCELATION.     See  Testimony,  9;  Trade-Marks,  62. 

CANCELATION  OF  DRAWINGS.     See  Drawings,  1. 

CAVEATS.     See  Assignments,  2,  3,  4;  Reissue  Applications,  2. 

Incomplete — Drawings. — Where  the  drawing  of  a  caveat  was  In  pencil, 
Held  that,  though  it  Is  desirable  that  drawings  of  caveats  should  be 
executed  in  a  medium  of  i)ermanent  character;  It  Is  not  necessary  for 
the  Office  to  refuse  to  file  such  a  caveat  on  the  day  it  Is  received.  It 
Is  sufficient,  if  the  Invention  can  be  understood,  for  the  Examiner  to 
require  whatever  amendments  may  be  necessary  and  to  notify  the  party 
that  notice  of  interfering  applications  will  be  withheld  until  the  require- 
ments are  complied  with.    Ex  parte  Baldwin,  301. 

CERTIFICATE  OF  REGIS  FRATION.     See  Trade-Marks,  85. 

CERTIFICATE  OF  UNITED  STATES  CONSUL.  See  Construction  of  Stat- 
utes, 1. 

CERTIFIED  COPIES  OF  LETTERS  TESTAMENTARY.  See  Construction  of 
Statutes,  1. 
1.  Foreign  Executors  and  Administrators — Requibements. — Where  assign- 
ments executed  by  the  executor  of  pending  applications  are  filed  for 
record,  together  with  a  request  that  the  patents  issue  to  the  assignee, 
and  attached  to  each  assignment  is  a  certificate  of  the  United  States 
consul  that  the  executor  was  properly  appointed,  but  no  certified  copy  of 
letters  testamentary  has  been  filed.  Held  that  the  assignments  would  be 
recorded  upon  payment  of  the  proper  fees,  but  that  the  patents  would 
not  Issue  to  the  assignee  in  the  absence  of  a  certified  copy  of  letters 
testamentary  properly  authenticated,  as  provided  in  section  4896, 
Revised  Statutes.    In  re  Pilgrim  Paper  Company,  464. 
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2.  Executors  and  Administrators — Proof  of  Authority  to  Intervene. — 
Where  papers  were  filed  sigiied  by  two  alleged  executors  of  the  estate* 
of  the  deceased  applicant,  together  with  copies  of  what  purport  to  be 
commissions  signed  by  the  clerlv  of  the  State  district  court  where  the 
applicant  resided,  empowering  them  to  act  as  executors  within  the 
State,  Held  not  to  be  sufficient  proof  of  the  genuineness  of  the  executors* 
commissions  and  that  the  proper  way  to  prove  the  authority  of  execu- 
tors and  administrators  to  intervene  in  the  prosecution  of  applicationa 
for  patents  is  by  a  certified  copy  of  letters  testamentary  or  letters  of 
administration  signed  by  an  oflicer  of  the  court  authenticated  by  the 
seal  of  the  court.  Ex  parte  Rogers,  528. 
8.  Same — Same. — Where  the  alleged  executors  have  filed,  as  evidence  of  their 
authority,  a  certified  copy  of  the  order  approving  the  will.  Held  that 
said  order  does  not  specify  the  scope  of  the  authority  of  the  persons  who 
seek  to  Intervene  and  that  inasmuch  as  the  appointment  of  an  executor 
may  be  limited  as  to  the  tinie  when  the  person  appointed  shall  l)^n  or 
when  hi^hall  cease  to  l)e  executor,  or  as  to  where  the  executor  shall  act, 
or  as  to  the  subject-matter  over  which  the  executorial  power  is  to  be 
exercised  it  is  necessary  that  the  scope  of  the  authority  of  the  executor 
be  proved.    Id, 

CERTIFIED  COPIES  OF  PARTS  OF  APPLICATIONS.  See  Interference,  42, 
153 ;  Motion  to  Dissolve  Interference,  14,  15,  16. 

CHANGES  OF  APPLICATIONS  AFTER  EXECUTION.     See  Applications,  4. 

CHANGE  OF  PRACTICE  IN  THE  PATENT  OFFICE.     See  Interference,  130. 
Retrospective. — It  is  well  settled  that  alterations  in  procedure  and  practice 
are  retrospective  in  effect  unless  there  is  some  good  reason  against  it 
Wheeler  v.  Seeberger,  515. 

CIRCUIT  COURT  OF  APPEALS.     See  Appeal,  1. 

CLAIMS.  See  Abandonment  of  Applications,  1,  10,  14,  18, 21, 22, 26, 28 ;  AffldoHt 
Under  Rule  75;  Amendments,  1,  2;  Appeal  to  the  Examiners-in-Chief, 
2,  3;  Construction  of  Claims;  Designs,  7,  9;  Examination  of  Appliai- 
tions,  1,  2;  Identical  Claims;  Interference,  1,  2,  27,  28,  30,  31,  50,  52,  53, 
69,  88,  89,  90,  97,  98,  105,  108,  109,  111,  121,  128,  131,  134,  152,  15a  159, 
160,  162;  Invention  12,  14,  15;  Motion  to  Dissolve  Interference,  22,  23, 
26,  28,  32,  33,  34.  35,  39,  40,  41,  42,  43,  44,  45,  46,  47,  50,  52 ;  Patentability, 
5,  6 ;  Reissue  Applications,  4,  5,  9,  10,  12,  13,  14,  16,  17 ;  Rejection  of 
Claims;  Suggested  Claims;  Reopening  of  Rejected  Cases,  2. 

1.  Alternative. — A  claim  should  not  be  drawn  In  an  alternative  form  even 

where  the  alternative  elements  are  equivalents,  but  should  use  some 
broad  term  of  description  which  will  Include  both  forms.  Ex  parte 
Caldwell  and  Barr,  58. 

2.  Same — Indefinite.^— A  claim  Including  a  description  of  an  element  as 

"  briclt  or  the  lil^e "  is  alternative  in  form  and  is  indefinite,  since  the 
word  "  like  "  fails  to  identify  the  characteristics  of  the  substance.    Id. 

3.  Multiplication  of — Requirement  to  Eliminate  Appealable  to  Examin- 

ers-in-Chief. — ^The  requirement  to  eliminate  certain  claims  because 
they  are  substantially  the  same  as  other  claims  in  the  same  case  is  to  be 
regarded  as  a  rejection  and  is  appealable  to  the  EJxaminers-ln-Chief. 
Ex  parte  Chapman,  79. 

4.  Same — Nor  Permitted — Effect  on  Patent. — ^The  multiplication  of  claims 

is  not  to  be  permitted,  since  it  tends  to  impose  a  needless  burd^i  upon 
the  Office  in  the  examination  of  the  application,  and  a  patent  including 
them  would  tend  to  deceive  and  confuse  the  publia    Moreover,  it  may 
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lead  to  a  strict  construction  of  the  patent,  and  it  may  in  some  cases 
render  the  patent  void.    Id, 

5.  The    Words    "  Partially    Saturated  "  Objectionable. — ^A    claim    for 

"  lumber  partially  saturated  with  sulfuric  acid."  Held  to  be  objection- 
able, the  words  "  partially  saturated  "  being  inapt.     Id, 

6.  Failure  to  Make  Under  Rule  109. — ^The  purpose  of  Rule  109  is  clearly 

to  avoid  a  second  interference,  and  where  a  party  fails  to  take  advan- 
tage of  that  rule  he  loses  the  right  to  contest  the  question  of  priority 
as  to  the  claims  made  by  his  opponent  Ex  parte  Sutton,  Steele,  and 
Steele,  111. 

7.  Same — Made  by  Newly-Appearing  Party. — Where  a  party  fails  to  make 

claims  under  Rule  109  which  are  made  by  his  opponent  In  the  inter- 
ference, Held  that  he  is  estopped  from  thereafter  making  the  claims, 
notwithstanding  that  there  is  a  newly-appearing  party  before  the  Office 
making  them.     Id. 

8.  Purporting  to  Cover  Process — Objectionable  in  Form. — Claims  which 

purport  to  cover  a  process,  but  which  describe  the  operation  of  an 
apparatus,  the  putting  together  of  an  apparatus,  and  perhaps  the 
apparatus  Itself,  Held  to  be  objectionable.     Ex  parte  Dixon,  242. 

9.  Applications — Practice. — Where  different  parties  have  the  same  claims 

and  each  has  proper  foundation  for  them  in  his  application,  Held  that 
either  the  inventions  which  these  claims  represent  in  the  dlflPerent 
cases  are  the  same  or  each  party  has  failed  to  distinguish  his  invention 
from  that  of  the  other  party  and  that  in  the  latter  event  the  claim  is 
indefinite  and  srmbiguous  in  each  case  and  should  be  rejected.  Ex 
parte  Cutler,  247. 

10.  Same — Limitations  Should  Be  Embodied  in. — Since  the  statutes  require 

that  parties  shall  distinguish  their  inventions  from  the  inventions  of 
others  and  that  they  shall  particularly  point  out  and  distinctly  claim 
their  inventions,  Held  that  the  definition  of  the  invention  and  the 
distinctions  between  It  and  the  inventions  of  others  should  be  carried 
into  the  claims.     Id. 

11.  Foundation  in  Original  Disclosure. — Where  mechanism  defined  as  an 

"  actuating  connection "  includes  as  one  of  Its  elements  a  cross-pin 
which  serves  as  a  latch  to  hold  other  parts  of  the  mechanism  in  place, 
Held  that  no  valid  reason  exists  why  the  "  actuating  mechanism  "  and 
the  "  latch "  should  not  be  independently  recited  in  the  claim.  Ex 
parte  Duncan,  Priehard,  and  Macauley,  348. 

12.  Same. — Where  a  part  defined  as  a  **  latch  "  is  carried  by  bearings  in  one 

part  of  the  mechanism  and  merely  rides  In  a  slot  In  a  part  termed  a 
*•  mold-blade,"  Held  that  a  claim  specifying  that  the  latch  is  mounted 
on  the  mold-blade  is  not  supported  by  the  disclosure.    Id. 

13.  Novelty  Must  Be  Specified. — ^The  patentability  of  claims  cannot  prop- 

erly be  predicated  on  alleged  differences  of  construction  which  are  not 
specified  therein.    Ex  parte  McNeil  and  Sturtevant,  383. 

14.  Combination. — It  is  not  necessary  in  a  new  combination  of  old  elements 

that  each  element  should  modify  or  change  the  mode  of  operation  of 
all  the  others,  but  only  that  the  combination  should  produce  a  new  and 
useful  result.  (National  Cash  Register  Company  et  al  v.  American 
Cash  Register  Company,  C.  D.,  1893,  160;  62  O.  G.,  449.)  McCormick 
V.  Robinson,  416. 

15.  Elements  Positively  Included. — Held  that  a  part  referred  to  for  the 

purpose  of  defining  the  position  of  other  parts  should  be  made  a  posi- 
tive element  of  the  claims.    Ex  parte  Dodge,  439. 
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CLASS  OP  MERCHANDISE.     See  Trade-Marks,  (53,  123.  137. 

CLERICAL  ERRORS.     See  Interference.  3. 

COAT  OF  ARMS.     See  Labels,  1 :  Trade-Marks,  1,  57,  58,  60. 

COMBINATION.     See  Claims,  14;  Invention,  6,  7,  23. 

COMMERCIAL  SUCCESS.     See  patentability  3,  16. 

COMMISSIONER  OF  PATENTS.  See  Appeal  to  the  Commissioner  of  PatenU; 
Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia;  Appe^ 
to  the  Secretary  of  the  Interior;  Division  of  Applications,  2,  5:  Exam- 
iner of  Interferences;  Insane  Inventor,  3;  Inspection  of  Assigned  Ap- 
plications by  Applicants;  Interference,  17,  23,  24.  82,  91.  98,  128,  132. 
134,  14r»;  Petition  to  the  Commissioner  of  Patents;  Preliminary  State- 
ments, 2;  Priority  of  Invention,  13,  30;  Rehearing,  2:  Trade-Marks,  81. 

CONCEPTION  OF  INVENTION.  See  Access  to  Pending  Applications,  3:  Con- 
struction of  Claims,  9 ;  Diligence,  1,  2 ;  Interference,  20,  21,  33,  70,  lOS, 
115,  116,  117,  124:  Priority  of  Invention;  2,  4,  6,  8,  9,  15,  16,  29,  30,  31; 
Reduction  to  Practice,  23. 

CONFLICTING  DECISIONS.     See  Interference,  128;  Public  Use  and  Sale,  3. 

CONSENT  OF  ASSIGNEE.     See  Reissue  Applications,  15. 

CONSENT  OF  PARTIES  IN  INTERFERENCE.     See  Trade-Marks,  40. 

CONSTITUTIONALITY  OF  ACT  OF  FEBRUARY  20,  1905.  See  Trade-Marks, 
84,  85,  87. 

CONSTRUCTION  OF  CLAIMS.  See  Interference,  53, 107. 109,  111,  135 ;  Motion 
to  Dissolve  Interference,  44. 
1.  Inteefebence. — The  practice  of  imposing  upon  claims  by  construction 
meanings  which  are  not  clearly  set  forth  by  their  terms  is  to  be  con- 
demned. Ex  parte  Cutler,  247. 
Z  Same. — Held  that  in  this  Office  a  claim  which  is  broadly  drawn  will  be 
broadly  read  and  that  if  a  narrow  meaning  is  desired  it  must  be  secured 
by  limitations  expressed  in  the  claims.    Id. 

3.  Same — ^To  Be  Broadly  Constbued. — Held  that  no  better  method  is  known 

for  securing  the  t>eneflts  of  uniformity  and  certainty  in  the  constmc- 
tion  of  claims  and  at  the  same  time  giving  effect  to  the  undoubted 
intent  of  the  parties  drawing  them  than  to  give  invariably  to  each  claim 
the  broadest  meaning  which  can  be  imposed  upon  it  without  violence  to 
the  language  used  therein.    Id, 

4.  Same — Tebms  Should  Be  Given  Their  Ordinary  Meanings. — ^The  rea- 

sonable presumption  is  that  an  inventor  Intends  to  protect  his  inven- 
tion broadly,  and  consequently  the  courts  have  often  said  that  the  scope 
of  a  claim  should  not  be  restricted  beyond  the  fair  and  ordinary  mean- 
ing of  the  words  except  for  the  purpose  of  saving  it  from  invalidity. 
*AndreiCS  v.  A'«78o«,  717. 

6,  Same — Same. — The  issue  of  an  interference  between  an  application  and 
a  patent  issued  during  the  pendency  of  the  application  which  involves 
as  one  of  its  elements  a  "  vibratory  strip  "  should  not  be  construed  as 
limited  to  a  vibratory  strip  having  non-magnetic  properties  simply 
because  the  patentee  who  first  made  the  claim  shows  a  vibratory  strip 
having  that  characteristic.  The  reasonable  presumption  is  that  the 
inventor  intends  to  protect  his  invention  broadly.    ♦/(/, 

6.  Same — Unexpressed  Limitation. — ^Where  a  claim  had  been  construed  to 
involve  the  unmistaliable  distinctions  between  an  applicant's  device  and 
the  device  of  the  reference,  but  the  claim  does  not  in  fact,  express 
these  distinctions  by  its  terms.  Held  that  the  claim  should  not  be 
regarded  as  further  limited  than  its  language  requires.  Podlesak  and 
Podlesak  v.  Mclnnemey,  2U5. 
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7.  Same — Interpreted  Broadly. — No  better  method  of  construing  claims  is 

perceived  than  to  give  them  in  each  case  the  broadest  interpretation 
which  they  wili  support  without  straining  the  language  in  which  they 
are  couched.    Id. 

8.  Same. — Held  that  a  claim  to  a  printing-press  comprising  three  printing- 

couples  arranged  in  parallel  planes  Is^properly  readable  upon  a  struc- 
ture wherein  two  of  the  couples  are  arranged  in  one  plane  and  the 
third  couple  in  another  plane  parallel  to  the  first,  the  claim  not  speci- 
fying that  each  couple  shall  be  in  a  different  plane  from  each  of  the 
others.      Bechman  v.  Southgate,  270. 

9.  Same — Conception. — Held  that  the  construction  of  a  metal   bar  with 

corrugated  sides,  the  relative  position  of  the  corrugations  on  the  respec- 
tive sides  being  accidental,  is  not  evidence  of  conception  of  the  inven- 
tion set  forth  in  a  claim  for  a  metal  bar  provided  with  interruptions 
in  the  surface  and  having  substantially  the  same  cross-sectional  area 
throughout  its  length.    Johnson  v.  Mueser,  399. 

CONSTRUCTION  OF  RULES.  See  Abandonment  of  Applications,  4 ;  Affidavits, 
1 ;  Amendments,  2,  3:  Appeal  to  the  Commissioner  of  Patents,  2;  Burden 
of  Proof;  Claims,  6.  7 ;  Drawings,  4 ;  Interference,  10,  42.  44,  49,  50,  91, 
127,  150,  150,  157,  100;  Motion  to  Dissolve  Interference,  1,  16,  18,  32,  33, 
57;  Patentability,  10;  Preliminary  Statements,  3,  4:  Priority  of  Inven- 
tion, 23 ;  Rejection  of  Cl'aims,  13 ;  Trade-Marks,  44,  45. 

CONSTRUCTION  OF  STATUTES.  See  Acts  of  1881  and  1905;  Claims,  10; 
Description  of  Goods,  1,  2,  3;  Designs,  5,  7;  Division  of  Applications, 
1,  3,  5 ;  Interference,  164 ;  Reissue  Applications,  11 ;  Trade-Marks,  2,  3, 
12,  13,  14,  15,  17.  21,  22,  24,  41,  43,  49,  57,  58,  59,  60,  61,  62,  76,  77,  78, 
79,  80,  81,  84,  m,  92,  93,  94.  97.  101,  106,  107,  122,  123,  127,  132,  137. 

1.  Foreign  Executors  and  Administrators — Certified  Copies  of  Letters 

Testamentary. — Section  4896  of  the  Revised  Statutes  is  not  interpreted 
to  mean  that  the  certificate  of  a  diplomatic  or  consular  officer  of  the 
United  States  Is  necessarily  all  the  proof  required  as  to  the  authority 
of  a  foreign  executor  or  administrator ;  but,  on  the  contrary,  it  is  con- 
strued to  mean  that  such  evidence  is  essential  in  addition  to  such  other 
evidence  as  may  be  deemed  necessary.  A  certified  copy  of  the  letters 
testamentary  are  required  in  the  case  of  a  domestic  executor  or  admin- 
istrator in  order  that  the  Office  can  determine  the  powers  conferred 
upon  the  executor  or  administrator,  and  it  is  not  to  be  supposed  that 
the  proof  should  be  any  less  rigid  in  the  case  of  a  foreign  executor  or 
administrator.    In  re  Pilgrim  Paper  Company,  464. 

2.  Appeal  to  the  Examiners-in-Chief. — Section  4909,  Revi?ed  Statutes,  is 

construed  to  mean  that  every  applicant  for  a  patent  or  for  the  reissue 
of  a  patent  any  of  the  claims  of  which  have  been  twice  rejected  may 
appeal  from  the  decision  of  the  Primary  Examiner  to  the  Board  of 
Examiners-in-Chlef,  having  once  paid  the  fee  for  such  appeal,  and  that 
every  party  to  an  interference  may  appeal  from  the  decision  of  the 
Examiner  in  charge  of  interferences  in  such  case  to  the  Board  of 
Examiners-in-Chief,  having  once  paid  the  fee  for  such  (latter)  appeal. 
Cheney  v.  Venn,  492. 

CONTINUOUS  APPLICATIONS.     See  Applications,  1. 

CONTRACTS.     See  Insane  Inventor,  1 ;  Patentability,  11,  12,  13. 

COPENDING  APPLICATIONS.     See  Rejection  of  Claims,  11. 

H.  Doc.  641, 59-2 51 
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COPIES  OF  PENDING  APPLICATIONS.  See  Interference,  61 ;  Reissue  Ajh 
plications,  2,  3. 
Divisional  Applications. — Where  a  patent  contains  a  statement  that  Jt  Is 
a  division  of  a  pending  application  and  suit  is  brought  on  the  patent. 
Held  that  the  defendant  should  be  permitted  to  obtain  copies  of  said 
pending  application.    In  re  Belle  City  Malleable  Iron  Company,  479. 

COPYRIGHT.     See  Labels,  3,  4;  Trade-Marks,  55. 

CORPORATIONS.     See  Trade-Marks,  52.  53. 

COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA,  See  AppeaUo  the 
Court  of  Appeals  of  the  District  of  Columbia;  Interference,  26,  112,  13L 

CROSS-EXAMINATION.     See  Testimony,  3,  4,  5,  12. 

CROSS-REFERENCES.  See  Applications  by  Different  Inventors,  Same  As- 
signee. 

DATE  OF  EXECUTION.    See  Assignments,  1,  4. 

DATE  OF  FILING  APPLICATIONS.  See  Applications,  2,  5 ;  Incompleie  Appli- 
cations, 2,  3;  Interference,  43;  Reduction  to  Practice,  25. 

DATE  OF  FILING  OPPOSITION.    See  Trade-Marks,  108. 

DATE  OF  FILING  REISSUE  APPLICATIONS.     See  Reissue  Applications,  15. 

DECISION  BY  FORMER  COMMISSIONER.  See  Abandonment  of  Applica- 
tions, 3. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  See  Affidavit  Under 
Rule  15,  2,  3;  Appeal  to  the  Secretary  of  the  Interior;  Interference, 
13C;  Patentability,  5;  Priority  of  Invention,  30;  Return  of  Fees. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS  AFFIRMED.  See 
Interference,  17,  70;  Reduction  to  Practice,  14. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS  SUSTAINED.  See 
Motion  to  Dissolve  Interference,  18. 

DECISIONS  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA. See  Priority  of  Invention,  30;  Reissue  Applications,  17;  Testi- 
mony, 18. 

DECISIONS  OF  THE  EXAMINER.     See  Interference,  42. 

DECISIONS  OF  THE  EXAMINERS-IN-CHIEF.    See  Interference,  16. 

DECISIONS  OF  PATENT  OFFICE  TRIBUNALS.  See  Appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia;  Interference,  17,  24,  82,  94,  112. 
113,  125;  Patentability,  4;  Priority  of  Invention,  la 

DECLARATION  OF  INTERFERENCE.  See  Interference,  109.  133,  136.  137, 
151,  152,  164 ;  Motion  to  Dissolve  Interference,  47. 

DECREE.     See  Appeal,  2. 

DEFECTIVE  OATH.    See  Applications,  5. 

DELAY.  See  Abandoned  Applications;  Abandonment  of  Applications;  Appeal 
to  the  Examiners-in-Chief,  1;  Diligence,  4;  Interference,  11,  96;  Limit 
of  Appeal;  Priority  of  Invention,  4,  15,  25,  31,  32;  Trade-Marks,  4,  S. 

DELAY  IN  APPLYING  FOR  REISSUE.  See  Reissue  Applications,  4.  5.  6. 
Excuse  Insufficient. — Where  an  inventor  upon  the  issue  of  a  patent  for 
his  invention  immediately  called  his  attorney's  attention  to  the  fact 
that  the  claims  thereof  were  not  as  broad  as  his  invention  and  the 
attorney  advised  him  that  the  claims  were  as  broad  as  they  could  hope 
to  obtain  in  view  of  the  prior  art  and  the  objections  of  the  Patent 
Office  and  the  inventor  was  ignorant  of  the  remedy  of  reissue  and  was 
not  advised  thereof  by  the  attorney.  Held  that  these  circumstances  do 
not  constitute  a  sufficient  excuse  for  a  delay  of  more  than  five  years  in 
applying  for  a  reissue  spelling  broader  claims.    Ex  parte  Ams^  424. 

DELAY  IN  BRINGING  MOTION  TO  DISSOLVE  INTERFERENCE.  See 
Interference,  61 ;  Motion  to  Dissolve  Interference,  2.  8,  4. 
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DELAY  IN  FILING  APPEAL.     See  Limit  of  Appeal 

DELAY  IN  FILING  APPLICATIONS.  See  AppUcationa,  3;  Delay  in  Applying 
for  Reissue;  Diligence,  3;  Interference,  30,  37,  38,  39,  40,  65,  96,  110, 
116,  118,  126;  Oath,  1;  Priority  of  Invention,  18,  19,  20,  25,  26,  28; 
Reduction  to  Practice,  25. 

1.  Interference — Reduction  to  Practice. — Where  two  years  elapsed  be- 

tween a  party's  alleged  reduction  to  practice  and  the  filing  of  his  appli- 
cation for  a  patent,  during  which  interval  his  rival  entered  the  field 
and  secured  a  patent.  Held  that  such  delay  standing  by  itself  does  not 
constitute  an  abandonment  of  his  rights  to  a  patent  based  on  priority  of 
Invention.     ♦  Rolfe  \\  Hoffman,  588. 

2.  Abandonment  of  Invention — Proof. — Where  two  years  elapsed  between 

an  alleged  reduction  to  practice  and  the  filing  of  an  application  for 
patent,  Held  that  neither  abandonment  nor  forfeiture  of  a  right  to 
receive  a  patent  can  be  presumed,  but  must  be  proved.     ♦  Id, 

3.  Interference  from  Delay  Overbalanced  by  Failure  of  Opponent  to 

Deny  Charges. — Held  that  although  the  conclusion  to  be  drawn  from 
the  fact  that  R.  did  not  file  his  application  until  after  K.'s  failure  to 
assign  his  patent  to  the  company  (assignee  of  R.*s  application)  is 
unfavorable  to  R.,  the  presumption  against  K.  from  his  failure  to 
deny  the  charges  of  R.  is  of  greater  weight,  and  that  even  if  K.  was  not 
the  Inventor  it  was  for  the  interest  of  the  company  to  acquire  an 
assignment  of  K.*s  patent  in  order  to  avoid  possible  litigation.  Royce 
V.  Kempshttll,  469. 

DELAY  IN  FILING  MOTIONS.     See  Interference,  156. 

DELAY  IN  FILING  PETITION.     See  Abandonment  of  Applications,  6. 

DELAY  IN  FILING  TESTIMONY:     See  Interference,  109;   Trade-Marks,  87. 

DELAY  IN  PROSECUTING  APPLICATIONS.  See  Abandoned  Applications; 
Abandonment  of  Applications,  6,  7,  8,  9,  19,  10,  21 ;  Affidavits,  1 ;  Trade- 
Marks,  6. 

DELAY  IN  REDUCTION  TO  PRACTICE.    See  Interference,  126. 

DEMURRER.     See  Trade-Marks,  74,  75,  111,  113. 

DEPOSITIONS.     See  Interference,  6,  12,  21 ;  Reduction  to  Practice,  21. 

DESCRIPTION.  See  Appeal  to  the  Examiners-in-Chief,  3:  Designs,  1,  8,  9; 
Examination  of  Applications,  1;  Trade-Marks,  48. 

DESCRIPTION  OF.  GOODS.     See  Trade-Marks,  22,  23,  76,  90. 

1.  Trade-Marks — Description  of  Particular  Goods — Statutory  Require- 

ment.— Where  a  trade-mark  application  said  that  the  mark  had  been 
used  upon  "  implements,  apparatus,  and  goods  used  in  athletic  games 
and  sports,"  registration  was  proi)erly  refused  on  the  ground  that  the 
statutory  requirement  for  a  description  of  the  particular  goods  had 
not  been  complied  with.     Ex  parte  A,  G.  Spalding  d  Bros.,  9. 

2.  Same — Same — Indefiniteness — Prima     Facie     Right. — A     description 

which  is  so  indefinite  as  to  convey  no  intelligible  idea  of  the  particular 
goods  upon  which  the  mark  has  been  used  is  not  a  compliance  with  the 
statute  and  does  not  make  out  a  prima  facie  right  to  registration.    Id, 

3.  Same — Same — Goods  not  of  Substantially  the  Same  Descriptive  Prop- 

erties, Must  Be  Stated. — An  applicant's  right  to  registration  of  a  trade- 
mark is  dependent  upon  his  use  of  it  upon  some  specific  goods,  and 
under  the  terms  of  the  statute  the  facts  upon  which  the  right  is  based 
must  be  stated,  leaving  the  scope  of  the  right  acquired  for  subsequent 
judicial  determination.     Id. 

4.  Same — Same — Goods  Not  of  Substantially  the  Same  Descriptive  Prop- 

erties.— Where  the  description  of  the  goods  upon  which  the  mark  has 
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been  used  is  in  such  broad  and  general  terms  as  to  include  goods  whicb 
are  not  of  substantially  the  same  descriptive  properties,  registratioa 
must  be  refused  on  the  ground  that  the  application  is  not  limited  to  a 
single  trade-ma rli  right.     Id, 

5.  Same — Division — Single  Trade-Mark  Right. — A  single  trade-mark  reg- 

istration should  include  only  a  single  trade-mark  right,  and  a  single 
right  extends  no  further  than  to  merchandise  having  substantially  the 
same  descriptive  i)ropertles.     Id, 

DESCRIPTIVE  TERMS.     See  Trade-Marks,  109,  119,  120,  121. 

DESIGNS     See  Priority  of  Ittvetitioti,  17:  Trade-Marks,  68. 

1.  Font  of  Type — Illustration. — Where  criticism  was  made  that  the  type 

were  not  shown,  but  only  the  kind  of  printed  matter  produced.  Held 
that  the  answer  thereto  Is  that  the  conventional  drawing  accejited  by 
the  Patent  Office  for  years  has  been  furnished  and  that  the  absence  of 
description  is  authorized  by  the  Patent  Office  rules.  ♦/»  re  ^Schrauh- 
siadter,  541. 

2.  Patentability — Invention. — Where  small  differences  existed  in  the  ap- 

plicant's design  over  the  references,  which  differences  would  appear 
greater  to  an  expert  than  to  the  average  observer.  Held,  nevertheless, 
that  the  design  was  not  patentable,  because  the  differences  did  not 
rise  to  the  dignity  of  invention.     ♦/(/. 

3.  Same — Same. — Where  peculiarities  In  the  applicant's  design  were  such 

as  to  prevent  that  design  from  being  regarded  in  the  trade  as  a  sub- 
stitute for  the  design  shown  by  the  references,  Ueld  that  the  applicants' 
design  was  nevertheless  not  patentable,  because  such  i)eculiarities  did 
not  rise  to  the  dignity  of  Invention. 

4.  Same — Effect  on  Average  Observer — Artists  and  EIxferts. — Held  that 

the  conclusion  of  the  Court  in  Qorham  Co.  x.  White  (2  O.  G.,  592:  14 
Wall.,  511)  was  that  the  novelty  of  the  design  was  to  be  determined 
and  infringement  decided  by  the  comparative  appearance  of  the  designs 
in  the  eyes  of  average  observers  and  was  not  to  be  determined  by 
such  appearance  to  the  eyes  of  experts.     *ld. 

6.  Same — Same — Same. — Where  contention   was  made  that  it  is   Impfac- 

ticable  for  the  Patent  Office  to  pass  on  esthetic  values  and  that  the 
proi)er  estimation  of  the  applicant's  design  required  cultivated  taste. 
Held  that  the  statutes  as  construed  by  the  courts,  intend  that  the  pat- 
entability of  designs  shall  be  determined  by  their  api)eal  to  the  eye  of 
the  ordinary  man.  *Id, 
(5.  Same — Font  of  Type. — Where  the  ai)plicant'8  design  was  for  a  font  of 
type  in  whicli  the  letters  had  a  waved  outline.  Held  that  aside  from  the 
waved  outline  the  letters  seemed  to  be  of  a  very  ordinary  style  and 
that  to  add  a  waved  outline,  which  was  old,  to  common  forms  of  let- 
ters did  not  involve  invention.     *Id, 

7.  Refusal  of  Claims — Appeal. — Where  an  ai)plicant  for  a  design  patent 

presents  a  claim  and  the  Patent  Office  rules  that  the  applicant  cannot 
have  the  claims  presented  and  can  have  no  claim  but  a  suggested  one. 
Held  that  such  ruling  Is,  in  effect,  a  rejection  of  the  claim  presented 
and  when  twice  refused  is  appealable  to  the  Examiners-In-Chief  under 
section  4909  of  Revised  Statutes,     ♦/n  re  Mygatt,  59G. 

8.  Description — Appeal. — Held  that  the  question  whether  the  description 

in  a  design  case  is  a  proper  one  is  not  reviewable  by  the  Court  of 
Appeals  except  in  an  extraordinary  case.     *Id. 

9.  Claims — Description  of  Salient  Features. — While  many  if  not  a  large 

majority  of  designs  can  be  sufficiently  disclosed  by  a  drawing  and  a 
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claim  for  the  ornaraental  design  as  shown  is  in  general  the  better  form 
of  claim.  Held  that  the  design  In  this  case  relates  to  that  class  where 
a  description  Is  not  only  pro|>er,  but  necessary,  and  that  the  claim 
should  carry  a  description  of  the  salient  features  of  the  design.  ♦/(/. 
DILIGENCE.  See  Ahandonmetit  of  AppUcatious,  (>;  Interference,  30.  37,  38,  39, 
40,  84,  lOG,  142;  Motion  to  DiHHolve  Interference,  3;  Pnoritv*  of  Inven- 
tion, 6,  8,  15,  19,  20,  25,  31,  32;  Reduction  to  Practice,  3,  23;  Reissue 
Applications,  10. 

1.  Commercial  Activity  Insufficient. — Diligence  in  attempting  to  secure 

capital  to  engage  in  the  manufacture  of  the  device  or  to  exploit  the 
invention  Is  not  the  diligence  In  retlucing  to  practice  required  of  the 
first  to  conceive,  but  the  last  to  reduce  to  practice,  in  order  to  hold  the 
field.     *Laas  and  Sponenhurg  v.  tScott,  021. 

2.  Lack  of  Priority  of  Invention. — Held  that  Scott,  although  the  first  to 

conceive  the  Invention,  was  the  last  to  constructively  reduce  it  to 
practice  and  was  not  exercising  diligence  in  iierfecting  it  when  Laas 
and  Si)onenburg  entered  the  field  and  that  therel'ore  Laas  and  Sponen- 
hurg are  to  be  regarded  as  the  first  inventors.     *Id. 

3.  Interference — Laches. — Where  an  inventor  retainetl  an  attorney  resid- 

ing in  another  city  to  prei)flre  a  patent  application  covering  a  voting- 
machine,  and  after  a  large  amount  of  corresiwndence  the  attorney 
requested  the  inventor  to  make  and  send  to  liim  a  model  for  use  in  pre- 
paring the  application,  and  the  inventor  decided  to  make  a  complete 
machine  instead  of  a  model  and  undertook  its  construction  himself, 
being  financially  unable  to  bear  the  great  expense  of  having  it  built 
by  others,  but  when  the  machine  was  partially  completed,  realizing 
that  its  construction  would  involve  great  delay,  discontinued  work 
thereon  and  in  response  to  his  attorney's  repeated  request  made  a 
model.  Held  that  the  inventor's  attempt  to  build  a  complete  machine 
was  a  commendable  effort  to  complete  his  invention  and  that  the 
delay  caused  thereby  did  not  constitute  laches.    *Daris  v.  Oarrett,  724» 

4.  Same — Priority. — Where   an   inventor   immediately   after   reducing   his. 

invention  to  practice  was  sent  by  his  employer  from  a  large  city  to  a 
comparatively  small  town  on  work  which  it  was  supposed  would  require 
about  sixty  days,  after  which  the  inventor  expected  to  return  to  the 
city  and  file  his  application,  but  because  of  unforeseen  delays  the 
work  was  not  completed  for  about  four  months,  and  after  his  return  to 
the  city  he  took  immediate  steps  to  file  his  application,  Held  that  he 
was  not  lacking  in  diligence,  especially  in  view  of  the  additional  cir- 
cumstance that  his  invention  related  to  a  highly  technical  art,  a  knowl- 
edge of  which  he  understood  was  not  possessed  by  the  attorneys  in  the 
town  where  he  was  then  located.     Dunbar  v.  Schellenger,  428. 

DISCLAIMERS.     See  Trade-Marks,  44,  45,  46. 

DISCLOSURE  OF  INVENTION.  See  Applications,  1 ;  Applications  by  Differ-- 
ent  Inventors,  Same  Assignee.  2;  Claims,  11,  12;  Designs,  9;  Draw- 
ings, 3;  Incomplete  Applications,  3;  Interference,  20,  22,  33,  34,  51,  55,. 
56,  57,  58,  66,  85,  86,  105,  116,  123,  130,  143,  160;  Motion  to  Dissolve 
Interference,  59 ;  Priority  of  Invention,  2,  5,  6,  8,  9,  10,  17,  24 ;  Reduction 
to  Practice,  2.  22 ;  Testimony,  18. 
1.  Application — Res  Aekjudicata. — Where  certain  of  the  appealed  claims, 
stand  rejected  on  a  British  patent  to  Weinwurm  and  it  is  contended  by 
appellants  that  one  step  of  the  rrocess  is  not  disclosed  in  said  patent,^ 
but  the  Assistant  Commissioner  found  that  Weinwurm*s  United  States 
application  disclosed  said  step  and  it  Is  conceded  that  the  disclosures 
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in  the  application  and  patent  are  identical.  Held  that  the  question  of 
the  disclosure  in  the  patent  Is  res  adjudicata,  since  no  appeal  lies  from 
the  Assistant  Commissioner  to  the  Commissioner.  Ex  parte  Wickers 
and  Furlong,  32G. 
2.  Interference — Drawings. — Where  drawings  bearing  certain  dates  and 
showing  all  the  features  of  the  issue  are  offered  in  evidence  and  the 
witnesses  to  the  drawings  testify  that  their  names  were  placed  on  the 
drawings  on  the  dates  given,  but  it  does  not  appear  that  any  of  these 
witnesses  understood  the  invention  in  issue  except  in  a  general  way  and 
there  is  no  testimony  whatever  to  show  the  condition  of  the  drawings 
at  the  time  they  were  witnessed.  Held  that  it  is  doubtful  if  these  draw- 
ings can  be  considered  a  disclosure  of  the  invention  in  issue  at  the 
dates  they  bear.    Kirkegaard  and  Jebsen  v.  Ries,  485. 

DISCRETION,  See  Division  of  Applications,  4 :  Examiner  of  Interferences;  In- 
terference, 91;   Motion  to  Dissolve  Interference,  38;   Rehearing,  2. 

DISCRETION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Affidavit  Under 
Rule  15,  3;  Appeal  to  the  Secretary  of  the  Interior,  2;  Applications 
f^tricken  from  the  Files  of  the  Patent  Office ;  Preliminary  Statements,  2. 

DISCRETION  OF  THE  EXAMINER.     See  Hearing, 

DISMISSAL  OF  BILL.     See  Appeal,  2,  3. 

DISSOLUTION  OF  IN^TERFERENCES.  See  Interference,  2,  3,  45,  52,  61^  62, 
79,  80,  10;5,  123,  13:^,  13*),  152,  162 ;  Motion  to  Dissolve  Interference. 

DIVISIONAL  APPLICATIONS.  See  Access  to  Pending  Applications,  3;  As- 
signments, 3;  Copies  of  Pending  Applications;  Interference,  79,  80. 

DIVISION  OF  APPLICATIONS.     See  Trade-Marks,  112. 

1.  Constitution AUTY  of  Section  4886,  Revised  Statutes. — Where  the  con- 

stitutionality of  sec*tion  4886,  Revised  Statutes,  is  attacked  because  it 
provides  that  inventions  or  discoveries  may  be  either  arts,  machines, 
manufactures,  or  compositions  of  matter  and  because  presumptively  no 
two  of  these  subjects  are  one  invention,  it  Is  a  sufficient  answer  to  say 
that  inventions  have  been  thus  distinguished  continuously  since  1793 
and  that  the  court  of  last  resort  has  been  called  upon  to  consider,  from 
one  stiindix)int  or  another,  this  division  of  inventions  and  has  frequently 
recognized  the  distinction  between  them  without  ever  intimating  that 
the  legislative  branch  of  the  Government  had  exceeded  Its  power  in  so 
classifying  inventions.     ♦  In  re  Frasch,  648. 

2.  Authority — Ruling  of  Supreme  Court. — Where  It  Is  urged  that  the 

Commissioner  had  no  valid  authority  to  require  division  between  process 
and  apparatus  claims,  Held  that  the  ruling  of  the  Supreme  Court  In 
Steinmetz  v.  Allen  Is  the  guiding  authority  in  determining  this  ques- 
tion.    *  Id, 

3.  Former  Decision  Construed. — ^The  decision  of  the  Supreme  Court  in 

Steinmetz  v.  Allen  Interpreted  to  mean  that  a  process  and  an  apparatus, 
while  presumptively  independent  Inventions  when  considered  in  the  light 
of  section  4886,  Revised  Statutes,  they  nevertheless  may  be  so  con- 
nected In  their  design  and  operation  as  to  constitute  a  unitary  lnv«i- 
tloii ;  that  whf n  constituting  independent  inventions  they  may  not  be 
claimed  in  one  and  the  same  application;  that  when  so  dependent  as 
to  constitute  a  unitary  Invention  they  may  be  claimed  In  one  and  the 
same  application.     ♦  Id. 

4.  Involves  Exercise  of  Discretion — Burden  on  Appucant. — ^The  applica- 

tion of  the  rule  concerning  the  requirement  of  division  to  a  given  case 
involved  an  exercise  of  Judgment  and  discretion  In  every  case.    The 
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facts  of  each  case  must  be  considered,  witb  the  burden  upon  the  appli- 
cant who  asserts  that  two  statutory  inventions  are  one  unitary  Inven- 
tion. •  Id. 
6.  Requirement  Valid. — Held  that  the  statute  being  constitutional  and  the 
Supreme  Court  having  laid  down  the  rule  that  not  in  all  cases  can 
claims  for  process  and  apparatus  be  Joined  in  one  application,  it  fol- 
lows that  the  Commissioner  in  requiring  division  exercises  a  valid 
authority,  and  if  correctly  exercised  no  error  is  committed.  ♦  Id. 
6.  Appeal. — Prosecution  of  an  application  after  a  requirement  for  division 
should  take  the  form  either  of  an  appeal  to  the  Examiners-In-Chief  or 
compliance  with  the  requirement.     Ex  parte  Wallace,  461. 

DOCUMENTARY  EVIDENCE.     See  Evidence;  Interference,  72,  73. 

DOUBLE  USB.     See  Patentability,  1. 

DOUBT.     See  Invention,  4,  5 ;  Reduction  to  Practice,  14. 

DRAWINGS.  See  Caveats;  Designs,  1,  9;  Disclosure  of  Invention,  2;  Incom- 
plete Applications,  2,  3;  Interference,  65,  157;  Reduction  to  Practice^ 
21 ;  Trade-Marks,  81,  82,  83.  110,  113. 

1.  Cancelation  of  Figures. — Whether  certain  figures  should  remain  In  the 

drawing  depends  u[X)n  the  question  whether  the  state  of  the  art  is 
such  as  to  render  it  nec-essarj'  to  limit  the  claims  to  the  form  of  the 
device  shown  in  the  other  figures.     Ex  parte  Engel,  109. 

2.  Amendments — New  Matter — Appeal. — Where  a  proposed  change  in  the 

drawings  is  offered  and  the  Examiner  rejects  on  the  gfound  of  new 
matter  and  the  feature  sought  to  be  Illustrated  is  a  part  of  structure 
held  to  be  Inoperative,  on  which  ground  the  application  is  also  rejected, 
Held  that  the  question  is  clearly  one  of  merits  and  should  be  reviewed 
in  the  first  instance  by  the  Examiners-in-Chief.  Ex  parte  'Senninger, 
179. 

3.  Application. — Where  a  drawing  was  made  by  the  Office  in  accordance 

with  instructions  given  by  an  applicant  and  said  drawing  was  accepted, 
signed,  and  filed  as  a  part  of  his  application,  whereupon  the  Examiner 
objected  to  the  drawing  as  not  conforming  to  the  original  disclosure. 
Held  that  a  new  drawing  should  not  be  furnished  by  the  Office  without 
expense  to  the  applicant.     Ex  parte  Rosenheim  and  Mombel,  186. 

4.  Transfer  from  One  Application  to  Another. — A  request  that  Rule  173 

be  changed  to  permit  transfer  generally  of  drawings  from  one  applica- 
tion to  another  cannot  be  granted,  as  it  is  necessary  to  presene  the 
various  parts  of  complete  applications  as  records  of  the  case  in  which 
they  are  originally  filed.    Ex  parte  Reeve  and  Noyes,  203. 

EARLIER  APPLICATIONS.  See  Access  to  Abandoned  Applications,  1;  Access 
to  Pending  Applications,  1.  3;  Applications,  1.  2:  Interference,  43; 
Motion  to  Dissolve  Interference,  28;  Reduction  to  Practice,  6. 

EARLIER  DATES.     See  Interference,  130;  Testimony,  13,  14,  21. 

ELEMENTS.     See  Claims,  1,  15. 

EMPLOYER  AND  EMPLOYEE.     See  Interference,  115. 

1.  Orioinalitt — Evidence — Presumptive. — When  the  employer  Instructed 
the  employee  to  stamp  the  article  "  Patent  applied  for,"  which  he  did 
without  protest,  Held  that  it  was  then,  if  at  all,  that  the  employee 
would  naturally  be  expected  to  assert  his  claim  of  invention,  and  his 
failure  to  do  so  raises  a  strong  presumption  that  the  employer  was  the 
real  inventor  and  that  the  present  claim  of  the  employee  Is  a  mere 
afterthought    Larkin  v.  Richardson,  209. 
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2.  Employer  Suggesting  the  Genekal  Plan  is  the  Inventob. — Where  R. 

sugj?este<l  the  main  aud  predominating  structural  features  of  the  inven- 
tion and  all  that  remained  to  be  supplied  were  the  details  of  the 
fastening  means,  Held  that  these  details,  if  they  called  for  anything 
more  than  the  skill  of  the  mechanic,  are  clearly  merely  ancillary 
features,  brought  about  by  the  suggestion  of  the  general  plan  or  main 
structural  features,  and  even  in  the  absence  of  specific  proof  that  they 
were  suggested  by  U.  they  are  to  l>e  regarded  as  his  invention.     Id, 

3.  Presumption  in  Favor  of  Inventor  of  Broad  Idea. — Where  the  evidence 

is  silent  as  to  who  suggested  the  si)ecific  details,  the  presumption  is 
that  the  inventor  of  the  broad  idea  also  suggested  the  details.     Id, 

EQUIVALENTS.  See  Claims,  1,  2;  Invention,  15;  Patentahility,  1;  Testi- 
mony, 10. 

ESTOPPEL.     See  Claims,  7 ;  Interference,  45,  77 ;  Priority  of  Invention,  21,  23. 

EVIDENCE.  See  Access  to  Pending  Applications,  2;  Affidavits;  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia ;  Interference,  5,  7,  12,  17, 
18,  19,  20,  21,  22,  33,  40,  43,  46,  55,  63,  64,  66,  68,  72,  73,  74,  75,  a%  Do, 
110,  113,  129,  155;  Invention,  4,  5;  Judicial  Xotice;  Motion  for  Leave  to 
Take  Testimony;  Motion  to  Dissolve  Interference,  30,  31 ;  Priority  of 
Invention,  4,  5,  26,  28;  Public  i  se  and  Sale,  2;  Reduction  to  Practice,  9. 
13,  15,  18,  20,  21,  22,  24;  Reopening  of  Interference;  Reopening  of 
Rejected  Cases,  2,  3;  Testimony,  KJ;  Trade-Marks.  15,  88,  92,  116,  117. 

1.  Uefreshing  the  Memory. — A  cash-book  an  entry  in  which  is  used  by  a 

witness  to  refresh  his  memorj'  need  not  be  introduced  In  evidence. 
*Lowrie  v.  Taylor  and  Taylor,  713. 

2.  Same. — Where  a  witness  refers  to  an  entry  In  a  cash-book,  which  is  not 

l)roduced,  as  a  means  of  refreshing  his  memory  and  no  objection  to  the 
testimony  is  interposed  and  the  production  of  the  book  was  not 
demanded,  the  testimony  is  admissible.  (Laos  and  Sponenburg  v.  Scott, 
ante,  621 ;  122  O.  G.,  352.)     *Id, 

3.  Admissibility. — Where  R.  testified  that  certain  letters  of  K.  introduced 

in  evidence  were  received  by  him  in  the  ordinary  course  of  business, 
that  he  is  familiar  with  the  handwriting  of  K.  and  that  these  letters 
are  in  the  handwriting  of  K.  and  the  signatures  are  K.'s,  Held  that 
the  letters  are  sufficiently  proved  and  are  properly  introduced  in  evi- 
dence.    Royce  v.  Kewpshall,  469. 

4.  Same. — Where  neither  tlie  original  letters  nor  the  letter-press  book  are 

introduced  in  evidence,  but  certain  alleged  copies  of  letters  of  R.  to  K. 
have  been  introduced  as  exhibits,  but  no  one  has  testified  or  certified 
that  the  alleged  copies  are  true  copies  of  the  original  letters  or  of  the 
letter-press  copies.  Held  that  they  are  entitled  to  no  consideration.    Id. 

5.  Same. — Where  K.  was  called  on  to  produce  the  original  letters  of  R.  to 

K.,  but  failed  to  do  so,  whereupon  R.  in  his  deposition  quoted  said 
letters  from  a  letter-press  book  and  testified  that  he  wrote  the  letters 
and  that  all  the  statements  contained  in  them  are  true,  but  the  letter-press 
lK)ok  was  not  Introduced  in  evidence,  although  produced  at  the  examina- 
tion, and  counsel  for  K.  was  given  the  privilege  of  examining  the  por- 
tions of  said  book  containing  copies  of  the  letters,  but  was  denied  access 
to  the  entire  boc»k.  Held  that  R.  had  the  right  to  use  the  letters  in  his 
letter-press  book  as  a  means  of  refreshing  his  memory,  and  the  fact 
that  he  did  not  introduce  his  letter-press  book  In  evidence  does  not  war- 
rant the  suppression  of  his  testimony  concerning  said  letters.    Id. 

6.  Same. — Where  a  diary  written  in  shorthand  was  Introduced  In  evid^ice 

by  the  Inventor  and  he  read  portions  of  It  into  the  record.  Held  that 
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the  statements  quoted  from  the  diary  caunot  be  considered  as  evidence 
of  the  facts  therein  set  forth,  although  it  might  have  been  used  as 
a  means  to  refresh  the  witness's  recollection  or  as  evidence  of  a  past 
recollection,  but  that  In  order  to  be  admissible  on  the  latter  ground  it 
would  have  been  necessary  for  the  witness  to  give  some  evidence 
respecting  the  time  the  entries  were  made  relative  to  the  events 
recorded  and  to  guarantee  that  the  record  accurately  represented  his 
knowledge  and  recollection  at  the  time.  B arson  v.  VogcL  508. 
EXAMINATION  OF  APPLICATIONS.  See  Amendment  After  Final  Rejection; 
Amendments;  Claims;  Rejection  of  Claims;  Trade-Marks. 

1.  Description — Reference     to     Modifications — Canckijition     Not     Re- 

quired.— Where  the  applicant  states  In  his  specification  that  he  does  not 
regard  his  invention  as  limited  to  the  exact  details  of  construction  and 
it  appears  that  his  claims  are  not  so  limited,  Held  that  be  should  not  be 
required  to  cancel  the  statement  as  sui)erfluous.  {Ex  parte  Champ^ 
C.  D.,  1005,  54;  114  O.  G.,  1827,  distinguished.)     Ex  parte  Jansson,  62. 

2.  Same — Scope  of  Claims — Intent  of  Applicant  Material. — In  a  case  of 

doubt  the  intent  of  the  applicant  in  using  a  term  in  a  claim  and  the 
understanding  of  the  Office  in  allowing  the  claim  have  a  material  bear- 
ing upon  Its  meaning  and  scope,  and  therefore  the  applicant  should  not 
be  required  to  cancel  statements  where  such  cancelation  may  result  in 
a  more  limited  construction  of  the  claim  than  is  necessary.  Id, 
X  Rejection  for  I  nopl-rativeness — Aj-tidavits — Judgment  of  Examiner 
Not  Controlled. — The  Examiner  is  not  bound  to  accept  the  conclusions 
stated  in  affidavits  filed  to  overcome  a  rejection  on  the  ground  of  inop- 
erativeness, nor  is  he  compelled  to  cite  references  and  authorities,  and 
his  judgment  will  not  be  controlled  on  interlocutory  petition.  Ex  parte 
Davidson,  81. 

4.  Explanation  by  Examiner. — Where  the  applicant  requests  that  the  Exam- 

iner be  directed  "  to  expound  the  law  "  and  give  **  an  exact  definition  " 
of  invention  as  It  applies  to  this  case,  Held  that  the  Examiner  should 
not  be  required  to  instruct  the  applicant  upon  the  general  principles 
or  definitions  of  the  patent  law  and  that  the  specific  application  of  the 
law  to  this  case  seems  to  have  been  sufficiently  set  forth  by  the  Exam- 
iner.    Ex  parte  Waimvright,  495. 

5.  Final  Rejection. — Where  following  a   rejection  the  applicant  merely 

requested  that  the  pertinency  of  the  references  be  pointed  out  as  a 
guide  to  his  further  action,  Held  that  a  final  rejection  following  such 
action  was  not  based  upon  a  request  for  reconsideration  or  upon  any 
action  by  the  applicant  which  would  justify  reconsideration  and  that 
the  final  rejection  was  unwarranted.    Id. 

EXAMINER  OP  INTERFERENCES.  See  Abandonment  of  Applications,  29; 
Burden  of  Proof;  Interference,  8,  9,  10,  43,  48,  67,  68,  71,  74,  83,  91,  92, 
122,  130,  131, 132,  153,  154,  158,  159 ;  Jurisdiction  of  the  Examiner  of  In- 
terferences;  Motion  for  Leave  to  Take  Testimony,  2,  A,  5;  Motion  to  Dis- 
solve Interference,  28;  Patentability,  10;  Petition  to  the  Commissioner 
of  Patents;  Priority  of  Invention,  33;  Testimony,  20;  Trade-Marks,  10, 
11.  74,  75,  87. 
Rehearing — No  Appeal  from  Refusal  to  Rehear. — ^The  Commissioner  will 
not  control  the  discretion  of  the  Examiner  of  Interferences  upon  the 
questions  of  rehearing  and  reconsideration.  Hewitt  v.  Thomas  v.  Kruh 
V.  Weintraub,  165. 

EXAMINER  OF  TRADE-MARKS.     See  Trade-Marks,  46,  48,  49,  50. 
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EXAMINERS.  See  Appeal  to  the  Commissioner  of  Patents;  Examination  of 
Applications,  3;  Hearing;  Motion  to  Dissolve  Interference,  1;  Reopen- 
ing of  Rejected  Cases,  1,  2;  Supervisory  Authority  of  the  Secretary  of 
the  Interior  Over  the  Commissioner  of  Patents. 

EXAMINERS*  ACTION.     See  Rejection  of  Claims,  4,  5. 

EXAMINERS-IN-CHIEF.  See  Abandonment  of  Applications,  22 ;  Amendments, 
1 ;  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia,  1 ;  Ap- 
peal to  the  Examiners-in-Chief ;  Interference,  16,  24,  74,  81,  82.  98;  127, 
128 ;  Patentability,  10 :  Public  Use  and  Sale,  3,  4 ;  Reopening  of  Rejected 
Cases,  2. 

EXAMINERS'  LETTERS.     See  Patentability,  a 

EXECUTORS.  See  Certified  Copies  of  Letters  Testamentary;  Poorer  of  At- 
torney. 

EXHIBITS.  See  Interference,  12;  Priority  of  Invention,  24;  Trade-Marks^  116, 
117. 

EX  PARTE  DECISION.     See  Reissue  Applications.  1. 

EX  PARTE  QUESTION.     See  Interference.  162. 

EX  PARTE  RIGHTS.     See  hiterfetence,  46. 

EXPERIMENTAL  DEVICES.  See  Preliminary  Statements,  5;  Reduction  to 
Practice,  12,  24. 

EXPERIMENTAL  MACHINES.    See  Reduction  to  Practice.  12. 

EXPERIMENTS.    See  Priority  of  Invention.  28,  29. 

EXTENSION  OF  TIME  FOR  TAKING  TESTIMONY.     See  Interference,  68. 

FAILURE  TO  PROSECUTE  APPLICATIONS.  See  Abandonment  of  Applica- 
tions, 1,  2.  4,  14. 

FAVORABLE  DECISION.  See  Supervisory  Authority  of  the  Commissioner  of 
Patents. 

FEES.  See  Assignm-cnts,  5;  Construction  of  Statutes,  2;  Incomplete  Applica- 
tions, 1 ;  Return  of  Fees;  Trade-Marks,  35,  36,  50,  104. 
Appeal  to  the  Examinebs-in-Chief. — The  payment  of  an  appeal  fee  In 
connection  with  an  appeal  to  the  Examlners-ln-Chief  from  the  rejection 
of  claims  by  the  Primary  Examiner  does  not  obviate  the  necessity  for 
the  payment  of  a  second  fee  in  case  an  appeal  is  taken  to  the  Exam- 
iners-in-Chief from  the  finding  of  priority'  by  the  Examiner  of  Inter 
ferences.     Cheney  v.  Venn.  492. 

FINAL  FEES.    See  Xotice  of  Allowance. 

FINAL  HEARING.     See  Interferetwe.  134,  149;   Priority  of  Invention,  21,  22. 

FIRMS.    See  Trade-Marks,  88. 

FIRST  AND  ORIGINAL  INVENTOR.  See  Employer  and  Employee;  Inter- 
ference, 18,  19,  22,  84,  85,  86,  95,  105,  113,  116,  118,  141;  Invention, 
23;  Priority  of  Invention,  2,  3,  9;  Reduction  to  Practice,  5. 

FOREKJN  APPLICANT.     See  Trade-Marks,  105. 

FOREIGN  ATTORNEY.     See  Reissue  Applications,  6. 

FOREIGN  EXECUTORS.  See  Certified  Copies  of  Letters  Testamentary,  1; 
Construction  of  Statutes,  1. 

FOREIGN  INVENTOR.    See  Reissue  Applications,  7. 

FOREIGN  LETTERS  TESTAMENTARY.  See  Certified  Copies  of  Letters 
Testamentary,  1. 

FOREIGN  PATENTS.     See  Applications,  1,  2. 

FOREIGN  REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks,  105. 

FORFEITED  APPLICATIONS. 

Renewal — Second  Renewal  Refused. — ^The  practice  of  the  Patent  Oflace  in 
refusing  to  entertain  a  second  renewal  application  is  founded  upon 
opinions  of  the  Attorney-General  and  will  not  be  departed  from  until 
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such  opinions  are  withdrawn  by  the  Attorney-General  or  overruled  by 
the  courts.    Ex  parte  Theodor  and  Carl  Weil,  160. 

FORMER  DECISIONS  CITED.  See  Affidavit  Under  Rule  15,  2;  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  2 ;  Appeal  to  the  Exam- 
inerS'in-Chief,  1;  Claims,  14;  Designs,  4;  Division  of  Applications,  2; 
Examination  of  Applications,  1 ;  Interference,  14,  21,  29,  48,  120,  135, 
137;  Invention,  5,  21 ;  Motion  to  Dissolve  Interference,  8,  10,  12,  52,  53; 
Priority  of  Invention,  20;  Reissue  Applications,  11,  17;  Supervisory 
Authority  of  the  Secretary  of  the  Interior  Over  the  Commissioner  of 
Patents;   Trade-Marks,  97.  101,  130. 

FORMER  DECISIONS  CONSTRUED.  See  Division  of  Applications,  3;  Motion 
to  Dissolve  Interferences,  18,  19. 

FORMER  DECISIONS  DISTINGUisHED.  See  Examination  of  Applications, 
1 ;  Testimony,  20. 

FORMER  DECISIONS  OVERRULED.  See  Inspection  of  Assigned  Applica- 
tions hy  Applicants. 

FORMER  DECISIONS  REFERRED  TO.  See  Interference,  22,  87,  131,  157; 
159;  Labels,  1:  Patentability,  2:  Priority  of  Invention,  21,  22,  27,  30; 
Public  Use  and  Sale,  3;  Testimony,  18;  Trade-Marks,  50,  133,  134,  135. 

FUNCTION.     See  Interference,  13;  Motion  to  Dissolve  Interference,  12. 

GENERIC  INVENTION.     See  Reduction  to  Practice,  22. 

GENERIC  AND  SPECIFIC  CLAIMS.     See  Inteiicrence,  107,  108,  109. 

GEOGRAPHICAL  NAMES.     See  Trade-Marks,  124,  131. 

GRANT  OF  PATENT.     See  Invention,  4. 

Patents — Effect  of  Grant. — By  the  grant  of  a  patent  a  patentee  is  merely 
put  in  a  position  to  asJ?ert  his  prima  facie  right  against  infrlngei-s  who 
may  in  their  defense  raise  the  question  of  the  validity  of  the  patent  and 
have  the  same  finally  adjudicated  in  the  light  of  a  full  presentation  and 
consideration  of  all  the  evidence  attainable  in  respect  of  anticipation, 
prior  knowledge,  use,  and  the  like.     *In  re  Thomson,  506. 

HARDSHIP.     See  Hearing;   Trade-Marks,  11. 

HEARING.     See  Affidavits,  4;  Interference,  42,  71,  82. 

Duration — Discretion  of  Examiner. — Where  upon  petition  that  the  Exam- 
iner be  directed  to  hear  further  a  party  on  motion  In  interference  it 
appears  that  no  hardship  or  Irreparable  Injury  will  be  suffered  through 
the  Examiner's  refusal  to  hear.  Held  that  the  Examiner  would  not  be 
controlled  in  the  exercise  of  his  discretion  as  to  the  duration  of  the 
hearing.    Moore  v.  Curtis,  0. 

IDENTICAL  CLAIMS.  See  Interference,  13,  121 ;  Motion  to  Dissolve  Interfer- 
ence, 41,  46. 
Two  Patents  Same  Caims  iMPROPER.-r-Where  it  Is  proposed  to  issue  two 
patents  with  the  same  claims  on  the  ground  that  the  claims  mean  differ- 
ent things  in  the  two  cases,  Held  that  such  a  course  would  be  Improper. 
Ex  part  Cutler,  247. 

IDENTIFICATION  OF  APPLICATIONS.     See  Assignments,  1,  2,  4. 

IDENTITY  OF  APPLICANT.     See  Trade-Marks,  G4. 

IDENTITY  OF  INVENTION.     See  Interference,  30,  32. 

INADVERTENCE  OR  MISTAKE.     See  Reissue  Applications,  9,  10,  12. 

INCOMPLETE  APPLICATIONS.     See  Applications,  2,  5. 

1.  Sketch — Fee. — Where  the  Office  receives  from  a  party  a  sketch,  together 
with  fifteen  dollars,  and  a  letter  asking  that  he  be  forwarded  blank 
forms  for  the  preparation  of  an  application.  Held  that  the  letter,  sketch, 
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and  fifteen  dollars  should  not  have  been  regarded  as  an  incomplete 
application,  but  that  the  money  should  have  been  entered  to  the  ap- 
plicant's credit  unapplied  to  any  case.     In  re  Elherson,  94. 

2.  Filing  Date — Parts  of  Drawings  Not  Received. — Where  the  specification 

refers  to  a  "  Figure  1  "  of  the  drawing  and  no  figure  of  that  numl»er  ap- 
l)ears  on  the  sheets  filed.  Held  that  the  application  clerk  prui»erly  re- 
fused to  give  the  papers  a  filing  date  as  a  complete  application.  Ex 
parte  MichaeUs,  123. 

3.  Same — Same — I*ractice. — Where  a  filing  date  Is  refused   by  the  Office 

on  account  of  the  omission  of  wrtain  figures  from  the  drawings  and 
said  figures,  In  the  applicant's  opinion,  do  not  Involve  substantial  addi- 
tions to  or  departures  from  the  disclosure  in  the  i)ai>ers  originally  file«l, 
the  proi)er  practice  Is  to  file  a  petition  for  the  earlier  date,  accom- 
panied by  the  omitted  figures.     Id, 

INCOMPLETE  MACHINE.       See  Reduction  to  Practice,  12. 

INDEFINITENESS.  See  Interference,  97,  135 :  Motion  to  Dissolve  Interference, 
22,  23,  25,  27,  20,  48,  49.  5(>,  61 ;  Testimony,  21. 

INFRINGEMENT.     See  Appeal  1,  2;  Trade-Marks,  85. 

INJUNCTION.     See  Appeal, 

INOPERATIVENESS.  See  Draicings,  2;  Examination  of  Applications,  3; 
Interference,  82,  147,  148;  Motion  for  Leave  to  Take  Testimony;  Reduc- 
tion to  Practice,  G;  Reissue  Applications,  8;  Rejection  of  Claims,  1.  3. 
Interference — Testimony. — If  In  answer  to  an  order  to  show  cause  why 
judgment  should  not  l)e  rendered  on  the  record  a  party  makes  out  a 
prim%  facie  case  of  Inoperativeness  In  his  opponent's  device  which  does 
not  extend  to  his  own  and  proposes  to  take  testimony  In  support  of  his 
position,  so  far  as  Is  now  known  he  will  be  authorized  to  do  so,  pro- 
vided a  satisfactory  showing  Is  made  that  the  proposed  testimony  is  of 
a  character  to  Justify  such  action.    Browne  v.  Stroud,  226. 

INSANE  INVENTOR. 

1.  Assignment. — The  deeds  and  contracts  made  by  Insane  persons  before 

they  are  adjudged  Insane,  but  within  the  period  overreached  by  the 
finding  of  the  jury,  are  not  necessarily  void.  (Hughes  v.  Jones,  116 
N.  Y.,  r»7:  Van  Deusen  v.  Street,  51  N.  Y.,  378;  Banker  v.  Banker,  63 
N.  Y.,  409.)     Ex  parte  Wurtz,  241. 

2.  Same. — Where  finding  of  a  jury  Is  filed  adjudging  the  inventor  insane  at 

the  time  his  assignment  of  the  Invention  was  executed  and  a  i>etltlon 
is  filed  that  the  assignment  be  disregarded  by  the  Patent  Office.  Held 
that  the  finding  of  the  jury  does  not  amount  to  a  determination  of  the 
validity  of  the  assignment  and  that  until  the  assignment  has  been  set 
aside  by  a  competent  tribunal  the  Office  must  give  full  effect 
thereto.  Id. 
8.  Appeal  to  the  Secretary — Setting  Aside  Assignment — ^Jurisdiction. — 
Where  withdrawal  of  an  application  for  patent  Is  requested  on  the 
ground  that  the  Inventor  Is  Insane,  or  It  is  requested  that  the  assignee 
of  record  be  not  recognized  on  the  same  ground,  and  a  certified  copy  of 
proceedings  before  a  chancery  court  Is  filed,  whereunder  the  Inventor 
was  adjudged  to  be  of  unsound  mind.  Held  that  the  question  presented 
is  a  quasi-judicial  one,  the  duty  of  deciding  which  by  law  devolve* 
upon  the  Commissioner  of  Patents,  and  that  the  Secretary  of  the 
Interior  has  no  supervisory  Jurisdiction  by  appeal  or  otherwise,  t^** 
re  Wurtz,  Jr„  535. 
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INSPECTION  OF  ASSIGNED  APPLICATIONS  BY  APPLICANTS. 

Access  to  Assigned  Application. — Held  that  where  an  assi^ee  of  the 
entire  Interest  requests  that  the  inventor  be  excluded  from  access  to 
the  application  the  request  should  be  complied  with»  even  though  the 
assignee  states  no  reason  for  his  request,  and  that  the  inventor  will  be 
granted  access  to  the  application  only  on  the  presentation  of  reasons 
satisfactory  to  the  Commissioner.  Ex  parte  MacLaughlin  (C.  D.,  1891, 
68;  55  O.  G.,  8(54)  overruled  to  the  extent  indicated.  In  re  The  Kellogg 
Sicitchboard  d  Supply  Company,  274. 
INTERFERENCE.  Bee  Abandonment ;  Abandonment  of  Applications;  Access 
to  Abandoned  Applications;  Acess  to  Pending  Applications;  Affidavits; 
Affidavits  Under  Rule  7.7;  Amendments ;  Appeal  to  the  Commissioner  of 
Patents;  Applications;  Burden  of  Proof;  Claims;  Construction  of 
Claims;  Delay  in  Filing  Applications;  Diligence;  Disclosure  of  Inven- 
tion; Employer  and  Employee;  Evidence;  Examiner  of  Interferences; 
Identical  Claims;  Inoperativeness;  Invetition;  Judicial  Notice;  Juris- 
diction of  the  Examiner  of  Interferences ;  Limit  of  Appeal;  Motion  for 
Leave  to  Take  Testimony;  Motion  to  Dissolve  Interference;  Motion 
to  Reopen  Interference  to  Take  Testimony;  Patentability;  Peti- 
tion to  the  Commissioner  of  Patents;  Preliminary  Statements; 
Priority  of  Invention;  Prosecution  of  Interferences  by  Assignees;  Pub- 
lic Use  and  Sale;  Reduction  to  Practice;  Rehearing;  Rejection  of 
Claims;  Reopening  of  Interference;  Supervisory  Authority  of  the  Com- 
missioner of  Patents;  Testimony;  Trade-Marks,  10,  18,  24,  25,  26,  33,  40, 
41,  42,  43,  45,  46,  47,  86,  91,  98,  99,  100,  104,  116,  117,  132,  133.  134, 
135,  142. 

L  Motion  to  Amend— Consideration  of  Right  to  Make  Proposed 
Claims. — Upon  petition  that  the  Examiner  be  directed  to  hear  a  party 
upon  his  opi)onent's  motion  to  amend  on  the  question  of  his  opponent's 
right  to  make  proposed  claims,  Held  that  petitioner  may  present  his 
arguments  ui)on  motion  for  dissolution  in  case  the  proposed  claims  are 
admitted.    Moore  v.  Curtis.  6. 

2.  Dissolution — Failure  to  Include  Claims  Made  by  Both  Parties. — 
Failure  to  include  in  the  issue  certain  claims  made  by  both  parties 
does  not  constitute  an  Irregularity  where  such  claims  are  not  patent- 
ably  different  from  those  which  were  included.    Oally  v.  Burton,  7. 

8.  Same — Clerical  Errors  Do  Not  Warrant  Dissolution. — The  omission 
or  improi>er  use  of  hyi)hens  In  the  counts  of  an  Issue  and  the  use  of  the 
word  "power"  instead  of  the  vrord  primary  are  mere  clerical  errors, 
which  may  be  corrected  by  a  letter  of  the  Primary  Examiner  calling 
attention  to  them,  and  tliey  furnish  no  reason  for  dissolving  the  inter- 
ference on  the  grounil  of  Irregularity  in  the  declaration.     Id. 

4.  Right  to  Make  Claim  and  Interference  in  Fact  Confused. — ^The  con- 

tention by  an  lntcrferai;t  that  the  opposing  parties  do  not  have  a  con- 
struction responding  to  ce'^ain  language  in  the  issue  is  one  relating  to 
the  right  to  make  the  claim  and  not  to  Interference  in  fact.  Carnell  v. 
Glasgow  v.  Cook,  32. 

5.  Office  Cannot  Compel  Witness  to  Answer — Suppression  of  Testi- 

mony.— ^The  testimony  of  a  witness  may  l>e  suppressed  on  account  of 
his  refusal  to  furnish  material  evidence;  but  the  Office  has  no  machin- 
ery for  compelling  him  to  furnish  such  evidence.  Lindstrom  v.  Hp- 
achutz,  39. 
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6.  Stbikino  Out  Alleged  Supplemental  Brief. — Where  at  the  bearing  of 

a  motion  to  compel  a  witness  to  answer  certain  questions  or  to  suppress 
his  deposition  the  interference  was  suspended  for  ten  days  to  permit 
the  parties  to  come  to  some  agreement  and  a  paper  was  thereafter  filed 
in  the  case,  in  accordance  with  the  agreement  of  counsel,  to  show  that 
no  agreement  could  be  reached,  Held  that  such  paper  will  not  be 
stricken  out  upon  the  allegation  that  It  is  a  supplemental  brief  filed 
in  violation  of  the  rules.    Id. 

7.  EvroENCE — Cannot  Be  Admitted  Merely  for  Inspection  or  Office. — A 

letter  which  a  party  refused  to  introduce  Into  evidence  on  the  ground 
that  it  related  to  a  secret  invention  cannot  be  filed  in  this  Office 
merely  for  the  inspection  of  the  various  tribunals  who  may  consider 
the  case.  If  the  letter  did  not  tend  to  affect  the  final  Judgment,  tliere 
would  he  no  reason  for  considering  it,  and  if  it  did,  the  opposing  jiarty 
would  have  a  right  to  inspect  and  meet  it  as  he  might  see  fit     Id, 

8.  Motion  for  Judgment  on  Record — Appeal. — Held  that  decisions  of  the 

Examiner  of  Interferences  denying  motions  for  Judgment  on  the  record 
should  not  be  subject  to  review  on  api>eal,  as  such  decisions  are  not  final 
determinations  that  Judgment  will  not  be  rendered  in  favor  of  the  mov- 
ing parties.    Lemp  v.  Randall  and  Bates  v.  Thomson,  42. 

9.  Same — Same. — Denial  of  an  appeal  from  decisions  of  the  Examiner  of 

Interferences  refusing  to  render  Judgment  on  the  record  deprives  the 
parties  of  no  substantial  right,  while  to  permit  appeals  in  such  cases 
results  in  unnecessary  delay,  labor,  and  expense.    Id. 

10.  Judgment  on  Record. — Held  that  Rule  114  does  not  clearly  and  unmis- 

takably require  the  Examiner  of  Interferences  to  render  Judgment 
against  a  party  who  has  been  called  upon  to  show  cause  under  that 
rule  and  who  fails  to  take  any  action  in  response.    Id. 

11.  Stay  of  Proceedings — Unwarranted  Appeal — Motion  by  Party  Iues- 

TiFiED  IN  Interest  With  Appellant. — When  a  party  to  an  inter- 
ference who  has  no  substantial  standing  therein  takes  an  unwarranted 
appeal,  Held  that  another  party  thereto  w^ho  is  identified  in  interest 
with  the  first-mentioned  party  would  not  be  granted  a  suspension  of 
proceedings  pending  decision  upon  said  appeal  in  prolongation  of  pre- 
vious extensive  delay.    Dalton  v.  Hopkins  v.  Netcman,  44. 

12.  Reopening  a  Second  Time — Refused. — Where  the  testimony  in  an  inter- 

ference refers  to  a  certain  exhibit  which  is  not  introduced  in  evidence, 
although  its  whereabouts  is  ktiown,  and  the  interference  is  reoiiened  for 
the  purpose  of  taking  an  additional  deposition  to  properly  connect  such 
exhibit  with  the  original  testimony,  the  interference  will  not  be  re- 
opened a  second  time  because  of  the  insnfliciency  of  such  deposition. 
Auienrieth  and  Kane  v.  Sorensen,  49. 

13.  Broad  Issue — Interference  in  Fact. — Where  the  claims  of  interfering 

parties  are  in  identical  language  and  each  party  has  a  construction 
responding  in  function  to  the  broad  terms  theretpf,  there  is  an  inter- 
ference in  fact,  although  the  constructions  are  specifically  different 
Gordon  v.  Wenttcorth,  52. 

14.  Appeal  on  Priority — Considera'hon  of  Patentabiuty. — Where  a  party 

who  cannot  prevail  upon  priority  takes  an  appeal  from  the  decision 
against  him  thereon  merely  for  the  purpose  of  attacking  the  patent- 
ability of  the  issue,  Held  that  the  appeal  raises  merely  the  question 
of  priority,  and  the  decision  below  must  ordinarily  be  affirmed  without 
consideration  of  the  question  of  patentability,  for  the  reasons  given 
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in  8ohey  v.  HoUclaw  (C.  D.,  1905,  523;  119  O.  G.,  1922.)  Potter  v, 
Mcintosh,  56. 

15.  Same — Same. — Whatever  objections  there  may  be  to  the  policy  and  rule 

preventing  appeal  from  decisions  affirming  patentability  or  right  to 
make  claims  in  those  cases  where  affirmance  may  result  in  preventing 
the  issue  of  a  patent  to  a  party  who,  in  the  event  of  a  contrary  decision, 
might  have  been  entitled  thereto,  this  policy  and  rule  are  believed  to 
be  in  accordance  with  sound  reason  and  unimpeachable  in  their  appli- 
cation to  cases  where  the  would-be  appellant  upon  patentability  has 
in  any  event  no  standing  before  the  Office  as  a  claimant  for  a  patent 
upon  the  matter  in  question.    Id, 

16.  Same — Same — Statement  of  Examinebs-in-Chief. — Where  in  their  decl- 

cision  on  priority  one  Examiner-ln-Chief  found  the  issue  to  be  patent- 
able and  another  found  it  unpatentable  and  the  third  was  absent.  Held 
that  the  case  is  not  distinguished  in  substanc-e  from  one  where  all  three 
found  the  issue  unpatentable,  since  by  their  divided  opinion  they  affirm 
the  conclusion  of  the  Primary  Examiner  that  the  issue  is  patentable.   Id, 

17.  Pbiobity. — Held  that  the  controversy  turned  entirely  upon  the  facts  in 

evidence;  that  in  addition  to  the  burden  imposed  upon  him  by  the  pat- 
ents regularly  issued  to  Crone,  Bauer  has  that  of  overcoming  the  effect 
of  the  successive  adverse  decisions  in  the  Patent  Office;  that  the  evi* 
dence  on  behalf  of  Bauer  Is  uncertain,  fraught  with  suspicion,  and  can- 
not be  accepted  as  sufficient  proof  of  the  facts  essential  to  establish  the 
appellant's  averments,  either  as  originally  made  or  as  sought  to  be 
amended,  and  that  the  decision  of  the  Commissioner  must  be  affirmed. 
*  Bauer  v.  Crone,  545. 

18.  Originality. — Evidence  considered  and  Held  insufficient  to  clearly  prove 

that  the  invention  of  the  issue  originated  with  French  rather  than 
Halcomb.     *French  v.  Halcomb,  547. 

19.  Burden  of  Proof — Afpucant  i'.  Patentee. — An  applicant  in  interference 

with  a  patent  granted  before  the  filing  of  the  application  has  the  burden 
of  proving  his  case  beyond  a  reasonable  doubt,  and  this  burden  is  not 
discharged  where  the  testimony  merely  raises  a  doubt  as  to  which  of 
the  two  parties  made  the  invention  or  whether  a  third  party  may  not 
have  contributed  the  essential  idea  which  led  to  the  invention.     *Id, 

20.  Evidence  of  Inventor  Practically  Uncorroborated. — The  statements  in 

a  memorandum  of  a  note-boolc  produced  by  French,  one  of  the  Inter- 
fering parties,  and  alleged  to  disclose  the  invention  in  issue.  Held  insuf- 
ficient to  prove  conception  where  it  appears  that  the  entry  was  seen 
by  no  one  and  there  is  no  corroborative  evidence  on  the  point  except  a 
statement  of  another  witness  that  French  produced  such  a  book  at  a 
given  date.    */d. 

21.  Unsupported  Testimony  of  Joint  Inventors. — Where  the  only  testimony 

taken  by  joint  inventors  upon  the  question  of  the  date  of  their  inven^ 
tion  is  their  own  depositions.  Held  that  the  dei>osltions  of  parties  to 
interference  upon  this  i)olnt,  unless  corroborated  by  Independent  cir- 
cumstances established  by  the  evidence,  are  clearly  Insufficient  to  prove 
conception  of  the  invention.  {Oarrells  v.  Freeman,  C.  D.,  1903,  542; 
103  O.  G.,  1G83;  21  App.  D.  C,  207.)  *Podl€sak  and  Podlesak  v.  Mcln^ 
nerney,  558. 

22.  Originality. — Where  a  party  contended  that  he  communicated  the  inven- 

tion to  his  opponent,  but  did  not  claim  to  have  made  complete  dis- 
closure, and  the  circumstances  did  not  support  the  theory  of  derivation, 


Digitized  by  VjOOQ IC 


800  DIGEST    OF   DECISIONS. 

Held  that  the  rule  otWiuslow  v.  Aiaitin  (C.  D.,  1899,  301 ;  86  O.  G^ 
2171 ;  14  App.  D.  C,  137)  that  the  failure  of  a  party  to  rebut  the  sworn 
statement  of  his  adversary  that  he  had  fully  disclosed  the  inveotion  to 
him  furnished  strong  evidence  that  the  latter  was  not  the  prior  inventor 
did  not  apply.     *Id. 

23.  Priority. — Held  that  the  Commissioner  of  Patents  having  found  tliere 

was  an  interference  in  fact  and  that  Mclnnerney  had  the  right  to  make 
the  claim  could  come  to  no  other  conclusion  upon  the  proofs  and  the 
law  applicable  thereto  than  the  one  he  did,  and  consequently  his  award 
of  priority  is  correct  if  the  remaining  questions  be  decided  in  Mclnner- 
ney's  favor.     *Id, 

24.  Right  to  Make  Claims  and  Interference  in  Fact — Concuiirent  Deci- 

sions IN  Patent  Office  Ordinarily  Conclusive. — Where  a  question  of 
interference  in  fact  or  right  to  make  claims  has  l>een  fully  considered 
by  the  Primary  Examiner,  the  Examiners-in-Chief,  and  the  Commis- 
sioner and  all  have  concurred  in  finding  that  a  party  to  an  interference 
has  the  right  to  make  a  claim  which  is  the  same  as  the  count  of  the 
issue  of  an  interference.  Held  that  these  conclusions  will  ordinarily  be 
considered  by  the  court  as  conclusive.     *Id. 

25.  Right  to  Claim — Effect  of  Incorrect  Decision. — If  it  be  incorrectly 

held  that  a  party  to  an  interference  has  a  right  to  make  a  claim  in 
issue,  an  award  of  priority  to  him  is  made  possible.  His  adversary 
would  thereby  be  deprived  of  a  substantial  right  in  that  he  would  be 
refused  a  claim  where  he  was  necessarily  the  prior  Inventor,  his  adver- 
sary never  having  made  the  invention.     *Id. 

26.  Same — Decision  of  Primary  Examiner  Not  Final — Consideration  by 

Court  of  Appeals. — In  view  of  the  possible  effect  upon  the  determina- 
tion of  priority  of  an  error  In  a  decision  holding  that  a  partj'  hns  a  right 
to  make  a  claim,  Held  that  the  latter  question  should  not  be  finally 
determined  by  the  Primary  Examiner  who  originally  declared  the  inter- 
ference and  that  the  court  would  therefore  take  jurisdiction  to  deter- 
mine that  question  as  ancillary  to  that  of  priority.     *Id. 

27.  Same   Language  and  Different   Inventions. — General   terms  may  be 

used  which  apply  equally  to  two  structures  which  are  not  the  same,  na 
may  be  shown  when  those  terms  are  read  and  construed  in  the  light  of 
the  specifications  behind  them ;  but  in  most  cases  where  two  structures 
are  not  specifically  the  same  and  the  art  does  not  warrant  a  generic 
claim  the  language  of  the  claims  can  be  made  precise  and  to  fittingly 
describe  each  structure  so  that  the  use  of  identical  language  be  avoided. 
*Id. 

28.  Same — Amendment  Necessary. — Where  the  claim  read  in  the  light  of 

the  specification  of  one  party  means  one  thing  and  the  same  claim  read 
in  the  light  of  the  specification  of  another  party  means  another  thinp. 
Held  that  the  same  phraseology  should  not  be  employed.     *Jd. 

29.  Interpretation  of  Issue. — The  meaning  given  to  the  counts  of  an  inter- 

ference must  be  that  intended  by  the  party  to  the  interference  first 
making  the  claim.  {Tracy  v.  LeHlie.  C.  D.,  1890,  3(XJ;  87  O.  G..  891 ;  14 
App.  D.  C,  126;  Ruete  v.  ElwelU  C.  D.,  1899,  379;  87  O.  G.,  2119;  15 
App.  D.  C,  21.)     *Id. 

30.  Construed  Issue — Inapplicable  to  Cases  of  Both  Parties — Case  Re- 

ferred TO  Patent  Office  Undecided. — Where  the  issue  if  broadly  con- 
strued read  upon  the  devices  of  both  parties,  but  consisted  of  a  claim 
which  had  been  allowed  over  a  reference  only  upon  a  narrow  construc- 
tion inapplicable  to  the  devices  of  one  party,  and  it  appeared  that  such 
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construction  of  the  claims  was  necessary  in  order  to  sastain  the  same, 
Held  that,  in  the  opinion  of  the  court,  an  error  had  been  committed 
and  that  the  case  should  be  remanded  undecided  to  the  Patent  Office 
for  further  consideration  as  to  identity  of  invention.    *Id, 

31.  No  Intebference  in  Fact — Re-Fobmation  of  Claims  in  Issue. — Held 
thkt  apparently  neither  party  is  entitled  to  a  claim  for  the  feature  in 
controversy  which  should  dominate  the  other  and  that  apparently  the 
claims  presented  by  both  and  made  the  issue  should  be  so  re-formed 
that  each  should  have  a  specific  claim,  provided  each  could  draw  one  to 
avoid  the  reference.    ^Id, 

82.  Case  Remanded  Undecided — Furtheb*  Conshmebation  by  Coubt. — In 
remanding  the  Interference  to  the  Patent  Office  undecided  for  further 
consideration  of  the  question  of  identity  of  invention.  Held  that  if 
after  such  consideration  the  Office  adheres  to  the  opinion  that  there 
is  an  interference  in  fact  the  present  interference  record  with  any  addi- 
tions will  be  further  considered  by  the  court.    *Id, 

88.  EvroENCB — ^Testimony  of  Assignee. — Where  a  party  depends  for  cor- 

roboration of  his  claims  of  conception  and  disclosure  of  the  Invention 
upon  the  testimony  of  his  assignee  and  the  character  for  veracity  and 
the  reliability  of  the  assignee  are  un impeached  and  the  circumstances 
afford  no  reason  for  disbelieving  the  statemmits  in  the  deposition  of 
the  assignee.  Held  that  the  corrolK)ration  is  not  rendered  insufficient 
by  the  fact  that  the  witness  is  the  party's  assignee.  TumbuU  v.  Curtis, 
67. 
84.  Same — Failube  to  Call  a  Witness. — Where  party  claimed  to  have  dis- 
closed his  invention  to  his  solicitor,  among  others,  and  the  solicitor 
was  not  put  upon  the  stand,  but  it  appears  that  the  party  was  not  cer- 
tain of  disclosure  to  the  solicitor  at  the  early  date  upon  which  dis- 
closure was  made  to  another  witness  who  did  testify.  Held  that  the 
failure  to  call  the  solicitor  as  a  Witness  was  of  no  consequence.    Id. 

86.  Same — Non-Pboduction  of  Sketches. — Where  sketches  claimed  to  have 

been  made  by  the  Inventor  were  not  produced,  but  the  inventor  testi- 
fied that  the  sketches  were  not  made  for  preservation  and  were,  in  fact, 
not  preserved.  Held  that  no  unfavorable  inference  should  be  drawn 
from  their  non-production.    Id. 

8G.    PBIOBITY — DiUGENCE — POVEBTY — ENLISTING  AlD  OB  FiLINO  APPLICATION. — ' 

The  conceiver  of  an  invention  whose  financial  condition  is  such  as  to 
excuse  him  from  any  attempt  unaided  to  actually  reduce  the  invention 
to  practice  must,  if  he  would  hold  the  field,  enlist  the  aid  of  others 
in  actual  reduction  to  practice  or  file  an  application  for  patent    Id. 

87.  Same — Same — Same — Commebcial  ExpLoriATioN. — Where  a  party  was 

m  straitened  financial  condition,  but  his  efforts  during  the  period  of 
delay  In  reducing  to  practice  were  directed  toward  commercial  exploita- 
tion of  his  inventions  generally,  rather  than  toward  securing  the  con- 
struction of  the  machine  In  issue  or  toward  filing  an  application  for 
patent  thereon.  Held  that  he  was  not  reasonably  diligent.  Id. 
38.  Same — Same — Same — Filing  Application. — ^The  contention  that  a  party 
could  not  file  his  application  earlier  than  he  did  is  rebutted  by  the  fact 
that  he  filed  or  caused  to  be  filed  subsequent  to  his  conception  of  the 
invention  In  issue  and  prior  to  the  filing  of  his  application  In  inter- 
ference applications  for  patents  upon  six  other  inventions.    Id. 

89.  Same — Same — Same — Invention  an  Asset. — It  is  to  be  presumed  that 

an  invention  which  Is  contested  In  Interference  proceedings  is  a  val- 

H.  Doc.  641,  59-2 52 
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uable  asset  and  that  an  inventor  if  without  other  means  can  ordinarilj 
draw  on  this  source,  at  least  for  means  wherewith  to  file  his  applica- 
tion. If  he  fails  to  do  so,  he  must  show  that  the  failure  was  unavoid- 
able and  after  every  reasonable  effort  in  that  direction  had  been 
exerted.     Id. 

40.  Same — Same — Delay  in  Favob  op  Related  Invention — Evidence. — In 

order  to  bring  his  case  within  the  doctrine  of  those  cases  where 
inventors  were  considered  diligent  who  postponed  the  completion  of 
their  Inventions  in  order  to  complete  other  devices  intimately  con- 
nected therewith,  a  party  must  produce  evidence  that  his  invention  is 
not  useful  except  in  connection  with  the  devices  in  whose  favor  the 
delay  was  made.  Failing  to  do  so,  his  opponent  is  relieved  from  the 
duty  of  producing  evidence  to  the  contrary,  and  the  party  cannot 
thereafter  rely  upon  the  absence  of  such  evidence  to  the  contrary  to 
support  the  contention  that  the  invention  was  not  otherwise  useful.    Id. 

41.  Interference  in  Fact — Generic  Issue. — ^There  may  be  an  interference 

in  fact  on  a  generic  issue  based  on  two  devices  which  are  specifically 
different    Kolh  v.  Ueminyway  v.  Curtis^  75. 

42.  Practice  Under  Rule  105 — Sufficiency  of  Copy  to  be  Determined  by 

Primary  Examiner — ^Hearing  to  Parties. — Where  a  party  files  a  copy 
of  portions  of  his  application  for  use  in  interference  proceedings  in 
an  attempt  to  comply  with  Rule  105,  the  question  of  the  suflaciency  of 
the  copy  is  a  matter  to  be  determined  by  the  Primary  Examiner  in  the 
first  instance.  In  determining  this  question  the  Primary  Examiner 
should  fix  a  day  upon  which  the  parties  may  be  heard  and  should 
render  a  decision  upon  the  matter  in  issue.    Riker  v.  Law?,  86. 

43.  Earlier   Application    in    Evidence — Considered    with    Priority. — ^The 

question  of  whether  an  applicant  in  interference  is  entitled  to  the 
l>enefit  of  the  dates  of  his  earlier  applications,  raised  by  the  introduc- 
ing of  his  earlier  applications  In  evidence  and  by  the  testimony  taken 
concerning  them,  should  be  considered  by  the  Examiner  of  Inter- 
ferences and  appellate  tribunals  as  part  of  tlie  case  upon  priority  of 
invention.    Struble  v.  Young^  95. 

44.  Rule  126 — Motion  for  Dissolution  Thereunder  Improper. — Held  that 

Rule  126  does  not  provide  for  the  filing  of  motions  and  that  a  motion 
to  dissolve  purporting  to  be  brought  thereunder  should  not  be  trans- 
mitted or  considered.    Struhle  v.  Young,  97. 

45.  Suspension — Estoppel. — An  Interference  will  not  be  suspended  for  the 

purpose  of  considering  the  question  of  estoppel  against  one  party  where 
dissolution  of  the  interference  would  apparently  leave  the  way  clear 
to  the  allowance  of  a  patent  to  another  party  who  may  not  be  the  first 
inventor.     Dunbar  v.  Schellingery  99. 

46.  Same — Consideration  of  Ex  Parte  Rights. — Where  all  of  ttie  evidence 

is  before  the  Ofilce  upon  which  to  base  a  final  determination  upon  prior- 
ity, such  final  determination  should  in  general  be  reached  before  con- 
sideration of  ex  parte  rights  is  undertal^en.    Id, 

47.  Preliminary  Statement  by  Assignee. — Where  an  applicant  has  taken 

no  action  in  his  case  and  has  not  filed  a  preliminary  stat^nent  and 
the  time  for  filing  statements  has  expired,  a  statement  filed  within 
the  time  fixed  by  the  assignee  of  an  undivided  part  interest  whose 
assignment  is  of  record  In  this  Office  will  be  accepted.  Lottridge  v. 
Eustice,  104. 

48.  Burden  of  Proof. — The  question  of  shifting  the  burden  of  proof  Is  a 

matter  within  the  jurisdiction  of  the  Examiner  of  Interferences  and 
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not  the  Primary  Examiner,  and  there  is  no  appeal  from  his  decision 
prior  to  final  judgment  {Raulet  and  Nicholson  v.  Adams,  C.  D.,  1905, 
55;  114  O.  a,  1827.)    Scott  v.  Southgate,  104. 

49.  Abandonment  of  Invention — Rule  125. — Held  that  the  only  abandon- 
ment which  can  be  accepted  under  Rule  125  is  an  unequivocal,  uncon- 
ditional, unlimited  declaration  of  abandonment  of  the  invention  which 
fbrms  the  subject-matter  of  the  issue  of  the  interference  under  con- 
sideration.    Gabrielson  v.  Felbel,  108. 

60.  Pbiority — Appeal — Claims  Finally  Rejected  Undeb  Rule  132 — Stand- 
ing IN  CouBT. — Where  a  party  to  an  interference  did  not  appeal  from 
the  adverse  decision  of  the  Examiners-in-Chief  upon  priority,  so  that 
under  Rule  132  of  the  Patent  Office  the  claims  which  were  involved  in 
that  Interference  stand  finally  rejected.  Held  that  such  party  has  no 
standing  before  the  court  in  the  Interference  as  to  those  claims. 
*Fowler  v.  Boyce,  580. 

51.  Same. — Where  Fowler  Is  limited  by  his  preliminary  statement  to  a  dis- 

closure and  reduction  to  practice  subsequent  to  Boyce*s  record  date, 
Held  that  priority  should  be  awarded  to  Boyce.    *Id, 

52.  Dissolution — Patentability  of  Issue  Oveb  Issue  of  Priob  Intebfee- 

ENCE. — Where  it  is  alleged  that  there  has  been  Irregularity  in  declar- 
ing the  Interference  because  the  senior  party  had  been  involved  in  a 
prior  interference  in  which  the  issue  was  substantially  the  same  as  the 
present  issue  and  that  in  such  prior  Interference  such  party  had  been 
defeated  on  the  question  of  priority,  Held  that  the  question  presented 
is  one  involving  the  right  of  the  senior  party  to  make  the  claims  in 
issue  and  will  therefore  not  be  considered  on  direct  appeal  from  the 
Primary  Examiner  under  the  head  of  irregularity.  Eschmger  v.  Drum- 
mond  and  LieherTcnecht,  121. 

63.  Issue — Nor  Limited  by  Constbuction. — Where  the  counts  of  the  Issue 
are  claims  made  by  both  parties  and  allowed  by  the  Primary  Examiner 
and  they  are  clear  as  to  scope,  they  will  not  be  limited  by  construction 
beyond  the  plain  import  of  their  terms.    Id, 

54.  Failube  to  Pbint  Testimony — Judgment. — Where  no  motion  to  dispense 
with  the  printing  of  the  testimony  in  interference  proceedings  was 
made  and  no  excuse  for  failure  to  print  was  oflfered  by  the  Junior  party, 
Held  that  Judgment  "was  properly  entered  In  favor  of  the  senior  party. 
Levering  Coffee  Company  v.  The  Union  Pacific  Tea  Company,  132. 

65.  Evidence — Peesumption  Abising  fbom  Special  Knowledge  of  Pabties. — 

As  between  two  parties  each  claiming  disclosure  of  the  invention  to  the 
other,  where  one  of  such  parties  has  a  practical  knowledge  of  the  art 
and  the  other  has  not  there  Is  a  strong  presumption  In  favor  of  the  one 
having  such  practical  knowledge.    *  Alexander  v.  Blackman,  602. 

66.  Same — Cibcumstances  Indicating  Falsity  of  Testimony. — Where  one 

of  the  parties  to  an  Interference  testifies  to  a  conversation  between 
him  and  the  other  contestant  relative  to  a  disclosure  of  the  invention 
by  the  former  to  the  latter  and  a  clerk  in  the  store  in  which  such  alleged 
conversation  took  place  testifies  to  precisely  the  same  conversation 
twenty  months  after  It  took  place  and  It  appears  that  at  the  time  the 
conversation  took  place  such  clerk  was  waiting  upon  a  customer,  the 
remarkable  likeness  In  the  two  versions  under  the  circumstances  Indi- 
cates a  manufactured  story,  and  the  testimony  Is  weakened  rather  than 
strengthened  by  the  attempted  corroboration.    *ld. 
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57.  Same — Failure  to  Call  Witness — Presumption. — The  failure  to  call  a 

witness  who  could  clear  up  a  number  of  doubtful  i)oint8  raises  the 
inference  that  the  testimony  of  such  witness  would  be  unfavorabla    *Id, 

58.  Same — Witness  Falsifying  a  Fact — Presumption. — Where  a  witness 

falsifies  a  fact  in  respect  of  which  he  cannot  be  presumed  liable  to 
mistake,  courts  are  bound  "  upon  the  principles  of  law,  morality,  and 
justice  to  apply  the  maxim,  *  faUus  in  uno,  falsus  in  omnibus.' "    ♦  Id. 

59.  Suspension  op  Proceedings  on  One  Motion  Does  Not  Extend  Tweati- 

Day  Period  for  Other  Motions. — Where  proceedings  are  suspended 
pending  the  final  determination  of  a  motion  brought  within  the  twenty 
days,  such  suspension  does  not  operate  to  extend  the  period  for  bringing 
other  motions,  and  a  motion  brought  after  the  twenty  days  should  not 
be  transmitted,  although  the  case  is  still  under  suspension.  Moore  t. 
Curtis,  136. 

60.  Jurisdiction  of  Primary  Examiner. — Where  an  interference  Is  transmit- 

ted to  the  Primary  Examiner  for  the  consideration  of  one  question,  he 
is  without  jurisdiction  to  consider  an  entirely  independent  question.    Id, 

61.  Delay  in  Bringing  Motion — Showing  Insufficient. — ^A  delay  of  three 

months  in  bringing  a  motion  to  dissolve  is  not  excused  because  of  alleged 
delay  to  the  moving  party  in  procuring  copies  of  two  applications  which 
are  referred  to  in  the  preliminary  statement  of  the  opposing  party.  It 
was  not  necessary  to  the  bringing  of  the  motion  to  procure  copies  of 
such  applications,  as  they  were  not  included  in  the  interference  and 
could  not,  therefore,  form  a  basis  for  its  dissolution.    Id. 

62.  Dissolution — Appeal  on  Motion — Interference  in  Fact  and  Right  of 

Party  to  Make  Claim. — Where  the  argument  on  a  motion  to  dissolve 
on  the  ground  of  no  interference  in  fact  raises  the  question  whether  a 
party  is  entitled  to  malce  the  claim  corresponding  to  the  count.  Held 
that  this  question  of  his  right  to  malce  the  claim  is  to  be  reviewed,  if  at 
all,  with  the  final  decision  in  the  interference  and  not  upon  interlocutory 
appeal.    Zimmermann  v.  Zambonij  139. 

63.  Priority — Reduction  to  Practice — Evidence  Necessary  to  Estarlish 

Successful  Operation. — ^Where  a  device  embodying 'the  invention  in 
issue  is  shown  to  have  been  constructed  and  the  question  is  whether  or 
not  such  device  operated  successfully  and  satisfactorily,  the  testimony  of 
the  inventor  and  of  two  witnesses  who  showed  that  they  were  thoroughly 
familiar  with  the  construction,  that  the  device  operated  successfully, 
and  that  they  used  it  a  number  of  times  is  suflScient  to  warrant  the 
conclusion  that  such  device  was  an  actual  reduction  to  practice,  and  it 
is  unnecessary  that  the  facts  on  which  they  base  their  conclusion  appear 
in  the  record.    ♦  Seeherger  v.  Russel,  612. 

64.  Same — Circumstances   Creating   Unfavorable   Inference  as  to   Suc- 

cessful Test. — Where  the  invention  in  issue  related  to  an  auxiliary 
traveling  platform  in  combination  with  an  escalator  and  it  appears 
that  after  an  alleged  successful  operation  the  platform  was  removed 
from  the  escalator  and  never  replaced  and  some  of  the  parts  disap- 
peared and  twelve  escalators  were  built  without  the  platform.  Held 
that  these  circumstances  when  unexplained  tend  strongly  to  create  the 
inference  that  the  alleged  test  was  not  regarded  as  successful ;  but 
when  a  reasonable  and  satisfactory  explanation  thereof  is  given  such 
an  inference  is  unwarranted.    *Id. 

65.  Same — Delay  in  Filing  Application  After  Reduction  to  Practice. — 

Where  the  reduction  to  practice  of  the  invention  was  clearly  established. 
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a  delay  of  two  and  a  half  years  in  filing  the  application  therefor  is  not 
sufficient  to  destroy  the  weight  of  proof  of  actual  reduction  to  practice, 
especially  where  it  appears  that  drawings  showing  substantially  the 
same  construction  as  the  original  device  were  sent  to  applicant's  at- 
torneys more  than  a  year  before  the  application  was  filed  and  before 
any  one  else  had  entered  the  field.    *Id. 

66.  Ik  i^TfeiH^  Made  by  Thibo  Pabtt  No  Gbound  fob  Reopening  Intebfeb- 

%XJ{L — Ijhiere  it  is  alleged  that  one  of  the  parties  to  an  interference 
testified  in  another  proceeding  that  the  invention  was  disclosed  to  him 
by  a  third  party.  Held  that  if  true  it  cannot  change  the  award  of 
priority  so  long  as  he  was  in  possession  of  the  invention  before  his 
opponent  and  that  although  it  might  lead  to  the  rejection  of  his  claims 
if  final  judgment  is  in  his  favor  it  furnishes  no  ground  for  reopening 
the  interference  for  the  admission  of  further  evidence.  Dunbar  v. 
Schellenger,  147. 

67.  Motion  to  Reopen — Decision  of  Examinee  of  Intebfebences  Not  Dis- 

TUBBED  ON  Inteblocutoby  APPEAL. — Where  the  Examiner  of  Interfer- 
ences denied  a  motion  to  reopen  the  interference  for  the  purpose  of 
introducing  testimony  given  by  one  of  the  parties  as  a  witness  in 
another  proceeding  and  which,  it  is  claimed,  tends  to  discredit  his 
testimony  in  the  present  interference,  Held  that  in  the  absence  of  a 
showing  of  an  abuse  of  discretion  by  the  Examiner  of  Interferences  his 
decision  will  not  be  disturbed  on  interlocutory  appeal ;  but  should  It 
appear  on  consideration  of  the  entire  record  on  appeal  that  the  decision 
on  priority  would  be  changed  the  case  may  be  reopened  to  admit  the 
said  testimony.    Id, 

68.  Extending  Time  fob  Taking  Testimony — No  Appeal. — ^Where  It  ap- 

peared that  a  substitute  attorney  because  of  his  unfamlllarity  with  the 
case  closed  his  proofs  without  the  introduction  of  evidence  necessary  to 
the  success  of  his  cause  and  the  Examiner  of  Interferences  thereupon 
reopened  the  proofs  and  set  new  times  for  taking  testimony.  Held  that 
the  case  is  not  of  such  peculiar  difficulty  as  to  constitute  an  exception 
to  the  general  rule  that  decisions  by  the  Examiner  of  Interferences 
extending  times  for  taking  testimony  will  not  bo  reviewed  on  appeal. 
Dalton  v.  Hopkins  v.  "Newman,  154. 

69.  Motion  fob  Dissolution — Moving  Pabty's  Right  to  Make  Claims. — 

There  is  no  apparent  reason  why  the  Office  should  consider  the  question 
of  a  party's  right  to  make  claims  on  his  request  after  having  once 
decided  that  he  had  the  right  to  make  them.    Miller  v.  Perham,  157. 

70.  Pbiobity. — Held  that  the  appellant  had  not  discharged  the  burden  upon 

him  of  satisfactorily  establishing  conception  of  his  Invention  prior  to 
the  filing  of  the  appellee^s  application  and  that  the  decision  appealed 
from  should  be  affirmed.     ♦  Ball  v.  Flora,  618. 

7L  Motion  to  Reopen — Jubisdiction  of  Examinee  of  Intebfebences. — 
Where  a  motion  is  brought  to  restore  the  jurisdiction  of  the  Examiner 
of  Interferences  for  the  purpose  of  considering  a  motion  to  reopen  the 
interference  after  Judgment  against  the  moving  party  and  after  the 
limit  of  appeal  has  expired,  Held  that  said  party  should  have  a  hear- 
ing upon  the  question  whether  the  showing  made  by  him  Is  sufficient  to 
warrant  reopening  the  case,  and  the  jurisdiction  of  the  Examiner  of 
Interferences  is  therefore  restored.    Lipscomh  v.  Pfeiffer,  158. 

72.  Pboving  Dates — Documents  Used  to  Refbesh  Memoby — Not  Admis- 
sible IN  Evidence. — Where  a  witness  testified  positively  to  an  alleged 
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date  and  stated  that  he  was  able  to  fix  the  date  by  the  dally  work 
record  of  his  company,  Held  that  It  was  not  necessary  to  offer  the 
record  in  evidence  and  that  the  record  was  not  admissible  In  evidence 
at  all.  The  entry  could  only  serve  to  refresh  the  memory  of  the  witness 
and  enable  him  to  explain  why  he  coald  fix  the  date  with  certainty,  but 
that  if  counsel  had  been  abundantly  careful  he  would  liaje  had  the 


book  containing  the  entry  produced  and  submitted  toJBPT  "^^ection  of 
his  opponent     ♦  Laas  and  Sponenburg  v.  Scott,  621. 

73.  Same — Same — Preferable   to   Fixing   Date   by    Some    Occubrence  or 

Event. — There  is  no  reasonable  difference  between  a  statement  made  by 
a  witness  fixing  a  date  by  reference  to  an  original  paper  or  to  a  regular 
business  entry  in  a  boolc  in  the  possession  of  a  person  within  the  juris- 
diction and  one  fixing  it  by  reference  to  something  calculated  to  fix  It 
in  mind  claimed  to  have  happened  to  him  or  In  the  community  about 
the  same  time.  A  statement  of  the  former  character  would  be  prefer- 
able, in  fhe  interests  of  justice,  for  if  untrue  it  would  ordinarily  furnish 
ample  opportuhity  to  completely  discredit  the  witness.     ♦  Id, 

74.  Jurisdiction — Restoring  to  B^xaminer  op  Interferences  to  Ck>NSiisx 

Motion  to  Reopen  Proofs. — On  a  motion  to  restore  jurisdiction  to  the 
Examiner  of  Interferences  of  an  interference,  pending  on  appeal  before 
the  Examiners-in-Chief  on  the  question  of  priority,  for  the  consideration 
of  a  motion  to  reopen  to  admit  newly-discovered  evidence  the  only 
questions  for  consideration  are  whether  the  motion  to  reopen  is  in  proper 
form  and  whether,  so  far  as  can  be  seen,  without  going  into  the  merits 
of  the  motion,  it  is  brought  in  good  faith.  Newell  v.  Clifford  v. 
Rose,  164. 

75.  Priority — Reduction  to  Practice — What  is  Not. — Where  the  invention 

is  the  knuckle  of  a  car-coupler  and  the  evidence  relied  upon  to  estab- 
lish reduction  to  practice  showed  the  making  of  a  knuckle  consisting  of 
a  crude  brass  casting,  which  was  broken  when  tested,  and  a  knuckle 
consisting  of  a  gray-iron  casting,  which  was  never  actually  tested. 
Held  that  the  knuckles  were  made  of  metals  not  suitable  for  practical 
use,  but  were  models,  and  that  they  did  not  prove  a  satisfactory  reduc- 
tion to  practice.    *Oilman  and  Brown  v.  Hinson,  634 

76.  Same — Same — Abandoned  Experiment. — Where  the  device  was  tested 

and  broken  during  the  test  and  the  parts  were  destroyed  or  lost  and 
nothing  more  was  done  on  the  invention  until  more  than  five  years 
later,  when  an  application  was  filed,  but  in  the  meantime  an  earlier 
device  for  the  same  purpose,  patented  by  the  same  party,  was  placed  on 
the  market  in  large  quantities,  and  it  appears  that  an  application  for 
the  later  device  was  only  filed  after  learning  that  his  opponent  was 
selling  a  slgiilar  device,  Held  that  the  conduct  of  the  party  indicates 
that  the  device  was  unsatisfactory  and  that  what  was  done  amounted 
to  nothing  more  than  an  abandoned  experiment    *Id, 

77.  Same — Same — Equitable  Estoppel. — Where  G.  and  B.  slept  on  their 

rights  and  for  more  than  five  years  failed  to  bring  their  Invention  to  a 
complete  and  operative  form.  Held  that  by  their  laches  they  lost  rights 
which  for  a  long  time  they  little  valued  and  which  they  cannot  now 
successfully  assert.     *ld. 

78.  Prior  Use — Reduction  to  Practice — ^The  rules  of  law  as  to  what  con- 

stitutes a  *•  prior  use  *'  and  what  constitutes  a  **  reduction  to  practice  " 
are  the  same,  and  as  there  is  not  sufficient  proof  of  reduction  to  practice 
so  also  there  is  not  sufficient  proof  of  **  prior  use.''    *Id, 
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79.  DiHsoLunoN  on  Ground  of  Ibbeguiabitt. — Where  two  Interferences  are 

declared,  one  between  an  application  of  S.  and  a  divisional  application 
of  P.  and  the  other  between  the  same  application  of  S.  and  the  parent 
case  of  P.,  the  fact  that  the  issue  Involving  the  parent  case  could  as 
well  have  been  included  in  the  Interference  involving  the  divisional 
application  does  not  constitute  such  an  irregularity  as  will  prevent  a 
proper  determination  of  the  question  of  priority.  Phillip8  v.  Semenich, 
170. 

80.  Transfebbino  Issue  of  One  Intebfebence  to  Anotheb — Re-Fobmino 

Intebfebence. — ^Where  P.  has  a  divisional  application  involved  in  an 
interference  with  S.,  and  the  parent  case  is  involved  in  another  inter- 
fer^ice  with  the  same  application  of  S.,  and  P.  is  desirous  of  trans- 
ferring the  issue  involving  the  parent  case  to  the  other  interference  in 
order  that  he  may  prosecute  to  allowance  the  parent  case  on  divisible 
subject-matter,  this  purpose  cannot  be  accomplished  by  a  dissolution  of 
the  interference  involving  the  divisional  application.  The  remedy  is  to 
re-form  the  interference.    Id. 

81.  Appeal — Jubisdiction  to  Reheab  Denied. — Where  a  petition  is  brought 

that  jurisdiction  be  restored  to  the  Examiners-in-Chief  In  order  that 
they  may  rehear  the  appeal  upon  priority  of  invention  and  it  does  not 
appear  that  the  Examiners-in-Ohief  desire  to  reconsider  their  decision. 
Held  that  they  should  not  be  required  to  do  so.  Duryea  and  White  v. 
Rice,  Jr,,  172. 

82.  Refebence  Undeb  Rule  126 — CJonfucting  Decisions. — Where  the  Ex- 

aminers-in-Chief upon  appeal  on  priority  call  attention  under  Rule 
126  to  the  fact  that  in  their  opinion  the  device  of  one  of  the  parties 
is  inoperative  and  the  Primary  Examiner,  in  tjie  light  of  numerous 
affidavits  and  arguments  by  both  parties,  reaches  the  conclusion  that 
the  device  is  operative  and  the  opposing  party  makes  no  attempt  at 
the  hearing  before  the  Ck>mmlssioner  to  point  out  any  supposed  errors 
in  the  Examiner's  decision  and  no  good  reason  appears  for  doubting  the 
correctness  of  the  conclusions  stated  therein,  Held  that  these  conclu- 
sions will  be  accepted  as  correct    Id. 

83.  Resumption  of  Pboceedinos  Afteb  Motion  fob  Dissolution. — ^The  times 

fixed  for  taking  testimony  do  not  commence  to  run  after  suspension  of 
proceedings  for  consideration  of  motions  for  dissolution  until  the  cases 
are  returned  to  the  Examiner  of  Interferences  and  formal  resumption 
of  proceedings  is  noted.    Hewitt  v.  Steinmetz,  175. 

84.  Obioinaltty — ^Dilioence. — Where  the  evidence  shows  that  H.  is  not  an 

original  inventor.  Held  that  the  question  of  the  diligence  of  D.  is 
immaterial.    *Henry  v.  Doble,  654. 

85.  Same. — ^Where  plans  and  specifications  submitted  to  the  construction 

company  with  which  H.  was  connected  disclosed  the  invention  and  H. 
prepared  a  proposal  to  meet  said  requirements.  Held  that  H.  Is  not  an 
original  inventor.    *Id, 

86.  Same— tAdmission  Conclusive. — If  there  could  be  any  doubt  that  the 

invention  of  the  issue  was  disclosed  by  certain  specifications  to  the 
perception  of  H.,  who  undertook  the  preparation  of  a  proposal  to  meet 
their  requirements,  it  is  removed  by  his  own  admission  under  examina- 
tion as  a  witness  that  they  suggest  the  subject-matter  of  the  Interfer- 
ence.   *Id. 

87.  Question  of  Patentability  Not  Considebed  on  Appeal  on  Pbiobfty. — 

Held  that  the  decision  of  the  court  in  the  case  of  Podlesak  and  Podlesak 
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y.  Mclnnemey  (ante,  558;  120  O.  G.,  2127)  does  not  support  the  con- 
tention that  the  question  of  patentability  should  be  considered  upon 
the  appeal  upon  priority  of  invention.    Potter  v.  Mcintosh,  183. 

88.  Motion  to  Dissolve — Intebfebence  in  Fact.— The  term  "interference 
in  fact "  as  used  in  the  Patent  Office  must  be  restricted  in  meaning  to 
exclude  questions  of  right  to  make  claims  In  order  to  avoid  confusion 
through  the  different  courses  of  appeal  permitted  in  the  two  cases. 
The  question  of  interference  in  fact  does  not  properly  arise  until  it  has 
been  found  or  assumed  that  the  parties  have  the  rtght  to  make  the 
claims  under  consideration,  and  when  raised  the  question  is  one  merely 
of  identity  or  diversity  in  the  meaning  of  those  claims  as  they  right- 
fully appear  in  the  applications  of  the  respective  parties.  Warner  v. 
Mead,  197. 

80.  Same — Same — Moor  Question. — Where  the  Prtmary  Examiner  denied 
the  motion  to  dissolve  the  interference  as  to  the  ground  of  non-inter- 
ference in  fact,  but  granted  it  as  to  M.'s  lack  of  right  to  make  the 
clatms,  Held  that  since  M.  has  acquiesced  in  the  holding  and  the 
decision  has  become  final  the  question  of  interference  in  fact  is  a 
moot  one  and  entitled  to  no  consideration  on  appeal.    Id, 

90.  Same — Same — Relates  to  Subject-Matter  of  Claims. — ^The  decision  of 

the  Primary  EiXaminer  upon  the  question  of  interference  in  fact  relates 
to  the  specific  subjects  covered  by  the  claims  instead  of  to  the  devices 
disclosed  by  the  parties  and  has  no  force  beyond  the  claims  before  him 
when  the  decision  is  rendered.    Id. 

91.  Practice  Undeb  Rule  126 — Appeal  fbom  Refusal  to  Act. — ^The  action 

of  the  EiXaminer  of  Interferences  in  refusing  to  call  attention  under 
Rule  126  to«an  alleged  bar  to  the  grant  of  a  patent  to  the  opposing 
party  will  not  be  reviewed  on  appeal  to  the  Commissioner.  The  dis- 
cretion of  the  Examiner  of  Interferences  should  not  be  controlled  in 
this  regard.     Wert  v.  Borat  and  Oroscop,  198. 

92.  Alleged    Bab — Suspension    of    Pboceedings. — Interference   proceedings 

will  not  be  suspended  after  final  heartng  before  the  Examiner  of  Inter- 
ferences on  priority  for  the  purpose  of  investigating  the  existence  of 
intervening  rights  alleged  to  be  shown  by  the  testimony  taken  on  pri- 
ority as  constituting  a  bar  to  the  grant  of  the  opposing  party's  reissue 
application.    Id. 

93.  Same — Pbiobity  Settled  First. — Where  the  evidence  relating  to  priority 

of  invention  is  before  the  Office  and  the  question  of  a  statutory  bar  is 
raised  which  applies  to  but  one  of  two  applications  involved  in  the 
interference  and  which  requires  for  its  determination  consideration  of 
evidence,  and  possibly  further  taking  of  testimony,  such  determination 
should  be  postponed  until  priority  of  invention  has  been  settled,  at 
least  so  far  as  the  same  can  be  settled  in  this  Office.    Id. 

94.  Patent    Office    Decisions    Uniform — Conclusions    Not    Binding    on 

CouBT. — Where  the  three  Patent  Office  tribunals  have  been  in  accord, 
and  consequently  the  case  falls  within  the  decisions  of  this  court  that, 
except  in  extraordinary  cases,  it  will  not  disturb  the  findings  of  fact 
of  the  Patent  Office,  Held  that  this  does  not  mean  that  the  court  is 
bound  by  the  conclusions  drawn  from  such  facts  unless  convinced  that 
such  conclusions  are  correct.     *0'Connell  v.  Schmidt,  662. 

95.  Originality—Evidence. — Upon  the  question  of  originality  of  invention 

the  surrounding  circumstances  and  the  conduct  of  the  parties  at  the 
time  are  more  convincing  as  evidence  than  epecific  claims  made  by 
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them  long  afterward,  and  it  is  essential  in  weighing  the  specific  testi- 
mony to  have  in  mind  the  relations  of  the  parties  to  each  other  and 
to  the  principal  facts  proved  or  admitted  in  the  development  of  the 
Interference.    Larkin  v.  Richardson,  209. 

96.  Appeals  on  Motion — Delay  Beyond  Limit  op  Appeal. — ^A  delay  of  three 

and  a  half  months  in  taking  an  appeal  from  a  Primary  Examiner's 
decision  holding  that  there  was  no  Interference  in  fact  cannot  he 
excused  on  the  ground  that  the  opposing  party  is  a  patentee,  and  that 
therefore  the  delay  will  not  injure  him.  Parties  are  not  excused  from 
compliance  with  the  requirements  of  good  practice  because  in  their 
opinions  opponents  are  not  thereby  injured.    Howell  v.  Hess,  217. 

97.  DnTERENT  Inventions  of  Different  Parties  Defined  by  Same  Claim — 

Claim  iNDEFiNrrE. — Where  the  same  language  is  used  by  different  par- 
ties to  define  different  inventions,  it  is  an  unavoidable  conclusion  that 
they  have  not  distinguished  their  inventions  from  each  other.  In  such 
cases  if  the  inventions  are  in  fact  different  and  each  party  has  a  right 
to  make  the  claim,  the  language  of  the  claim  must  be  ambiguous  or 
indefinite  and  slK>uld  be  amended  to  clearly  distinguish  the  inventions 
before  the  issue  of  patents  thereon.    Id. 

98.  Supervisory  Authoritic.  of  Commissioner  Exercised. — Where  in  an  inter- 

ference l)etween  a  patent  and  an  application  upon  the  same  claims  the 
Primary  Examiner  has  held  that  there  is  no  interference  in  fact,  and 
the  Examiners-in-Ohief  have  held  that  the  applicant  has  a  right  to 
make  the  claims  and  applicant  has  not  appealed  on  the  question  of 
interference  in  fact  Held  that  under  these  circumstances  the  super- 
visory power  of  the  Commissioner  would  be  exercised  to  i)revent  the 
issue  of  a  patent  on  the  application  without  amendment  to  distinguish 
its  claims  from  tliose  of  the  patent  or  a  determination  that  such  amend- 
ment is  unnecessary.    Id. 

99.  Reduction  to  Practice — ^Experimental  Test. — Where  a  device  was  never 

used  for  its  intended  purpose  of  lighting  a  car,  but  for  the  purpose  of 
experiment  was  tested  in  the  basement  of  a  building  and  after  the  test 
was  laid  aside  and  another  system  of  lighting  put  into  use,  Held  that 
such  conduct  naturally  tends  to  discredit  the  all^ation  that  the  test  of 
the  Invention  was  a  success.    Bliss  v.  McElroy,  222. 

100.  Same — Presumption  from  iNAcnvriY — Excuses. — Where  a  device  was 

tested  and  laid  aside  and  an  attempt  to  rebut  the  presumption  that  the 
test  was  unsuccessful  is  made  by  showing  that  the  party  was  dependent 
upon  his  father,  and  it  was  necessary  to  devote  his  attention  to  Inven- 
tions wWch  would  make  better  financial  returns,  and  it  appears  that 
other  applications  were  filed,  and  no  effort  was  made  to  secure  the 
adoption  and  use  practically  of  the  present  invention.  Held  that  the 
showing  is  Insuflicient    Id. 

101.  Testimony. — Where  the  testimony  of  the  witnesses  on  the  part  of  Bliss 

was  given  long  after  the  event  and  is  by  no  means  satisfactory.  Held 
that  priority  should  l)e  awarded  to  McElroy.    Id. 

102.  Motions  for  Dissolution — Appeals. — Where  action  is  taken  by  the  Office 

upon  motion  to  dissolve  an  interference  from  which  an  appeal  may  be 
taken  in  the  Interference,  and  the  opportunity  for  such  appeal  is  neg- 
lected, an  ex  parte  appeal  thereafter  upon  the  same  matter  will  not  be 
entertained.    Netccomh  v.  Thomson,  232. 

103.  Dissolution — Reinstatement. — Where   an    interference   was   dissolved 

for  non-patentability  of  tlie  issue,  and  no  appeal  from  that  action  was 
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prosecuted  In  the  interference,  but  an  ex  parte  appeal  was  thereafter 
taken,  upon  which  the  claims  in  issue  were  found  patentable,  and  the 
Examiner  reinstated  the  interference,  Held  that  the  reinstatement  of 
the  interference  should  be  set  aside  and  also  the  decision  on  the  appeal 
Id. 

104.  Motions  for  Dissolution — ^Appeal. — Where  the  Examiner  finds  on  motion 

to  dissolve  an  interference  that  the  subject-matter  in  issue  is  not  pat- 
entable, he  should  take  such  actions  in  the  applications  subsequent  to 
his  decision  as  will  put  them  in  condition  for  the  statutory  appeal,  so 
that  the  appeals  may  be  continued  directly  to  the  court  of  appeals 
without  the  necessity  of  a  second  course  of  appeal  through  the  Patent 
Office.    Netocomb  v.  Thomson,  235. 

105.  Originality — Disclosure  to  Opposing  Party. — When  a  party  claims  an 

invention  and  feiso  to  have  communicated-  that  invention  to  another, 
who  has  applied  mechanical  work  thereto  and  put  such  invention  into 
practice,  claiming  the  same  as  his  own,  the  communication  in  order  to 
be  effectual  must  be  shown  to  haiye  been  full  and  clear  as  to  all  the 
essential  elements  of  the  invention  and  such  as  was  sufficient  in  itself 
to  enable  the  party  to  whom  the  disclosure  was  made  to  give  the  inven- 
tion practical  form  and  effect  without  the  exercise  of  invention  on  his 
part     ♦  Anderson  v.  Wells,  667. 

106.  Diligence. — A.  conceived  the  Invention  in  July,  1902,  and  endeavored  to 

make  the  same  in  his  own  shop  and  to  have  the  same  made  by  another 
in  the  latter  part  of  the  year,  but  failed  on  account  of  lack  of  proper 
machinery.  In  the  early  part  of  January,  1903,  he  applied  to  a  com- 
pany by  which  W.,  the  opposing  party,  was  employed  and  unsuccess- 
fully endeavored  to  make  some  arrangements  with  them  to  manufac- 
ture the  device.  In  April  or  May,  1903,  he  applied  to  another  com- 
pany, who  made  the  device  some  months  later.  He  filed  his  applica- 
tion December  14,  1903.  W.  entered  the  field  in  the  latter  part  of  Janu- 
ary, 1903,  after  A.*s  visit  to  his  company,  and  filed  his  application  March 
27,1903,  on  which  a  patent  was  granted  May  26,  1903.  Held  that  W.  is 
entitled  to  the  award  of  priority,  as  A.  was  not  diligent    ♦  Id. 

107.  Priority — Generic  Issue. — Where  the  issue  of  an  interference  is  generic 

and  includes  the  specific  constructions  of  both  parties,  the  first  inventor 
of  either  of  the  species  is  entitled  to  the  award  of  priority.  Lovejoy  v. 
Gady,  245. 

108.  Claims — Generic. — ^A  claim  for  a  fiexible  photographic  film  and  a  strip 

of  black  paper  longer  than  the  film,,  including  *'  means  whereby  one  end 
of  the  film  is  attached  to  the  black  paper,"  Held  to  be  generic  and  to 
cover  the  devices  of  two  interfering  parties,  one  of  whom  showed  the 
film  attached  by  means  of  a  fiexible  piece  of  paper  and  the  other  of 
whom  showed  tongues  upon  the  film-form  engaging  slots  in  the  black 
strip.    Id. 

109.  Declaration — When  Proper. — Where  the  petitioner  was  allowed  claims 

found  In  a  patent  granted  to  another  party  upon  an  application  filed 
during  the  pendency  of  the  petitioner's  application,  but  the  Examiner 
refused  to  declare  an  interference  on  the  ground  that  the  terms  of  the 
claims  mean  different  things  in  the  different  cases  and  that  there  is 
no  interference  in  fact.  Held  that  the  Examiner  has  improperly  con- 
strued the  plain  broad  terms  of  the  common  claims  in  view  of  different 
specific  structures  shown  by  the  parties  and  in  view  of  different 
specific  purposes  dwelt  upon  in  the  specifications  and  has  thereby  im- 
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posed  upon  the  claims  specific  meanings  not  required  by  the  language 
of  the  claims  themselves,  that  the  claims  when  properly  read  are  un- 
doubtedly generic  to  the  two  disclosures,  and  that  interference  should  be 
declared.    Ex  parte  Cutler,  247. 

110.  Evidence — Pbobative  Weight  op  Conduct. — ^A  delay  of  nearly   three 

years  in  filing  an  application  after  an  alleged  reduction  to  practice  by 
one  who  was  a  manufacturer  in  the  art  to  which  the  invention  belonged 
and  who  had  full  knowledge  of  the  need  for  the  invention  and  ample 
means  for  making  improvements  outweighs  the  mere  oral  testimony  of 
witnesses  who  do  not  testify  clearly  and  positively.  ♦  Bourn  v.  Hill,  Jr., 
699. 

111.  CoNSTBucnoN  OP  Issue — Applicant  CJopying  Patentee's  Claims. — Where 

the  claims  of  a  patentee  are  copied  by  an  applicant  for  the  purpose  of 
provoking  an  interference,  an  issue  made  on  such  claims  is  to  be  con- 
strued in  the  light  of  the  specification  of  the  patent     *Id, 

112.  Concubbent  Decisions   in   Patent   Oppicb — Bubden   on   Appeixant. — 

Where  the  three  separate  tribunals  of  the  Patent  Office,  consisting  of 
five  experienced  men  familiar  with  considering  and  weighing  evidence, 
agree  in  their  conclusions,  the  court  of  appeals  will  not  reverse  their 
rulings  except  in  a  very  clear  case.    ♦/<f. 

113.  Obiginalitt. — Held  that  upon  examination  of  the  evidence  and  aside 

from  the  weight  attached  to  the  unanimous  decisions  of  the  Patent 
Office  tribunals  there  is  no  doubt  but  that  Wilkin  was  the  real  inventor 
and  that  Cleveland  obtained  his  knowledge  of  the  invention  from  New- 
ton's drawing  made  after  Wilkin's  original  sketch.  ♦  Cleveland  v. 
Wilkin,  703. 

114.  Evidence — Conflicting  Testimony — Cibcumstances. — Held  that  where- 

ever  there  is  a  conflict  between  the  witnesses  surrounding  and  well- 
established  circumstances  of  great  weight  support  those  who  testified 
on  behalf  of  Wilkin.     *Id, 

115.  Employee  and  Employee — Impbovements  Suggested  by  Employee. — One 

who  conceives  the  plan  of  an  invention  and  is  engaged  in  experiments 
to  perfect  it  and  who  employs  another  to  realize  his  conception  is  not 
to  be  deprived  of  the  exclusive  property  in  the  perfected  improvement 
by  any  suggestions  of  the  employee  which  do  not  amount  in  themselves 
to  a  complete  invention.  The  suggested  features  are  to  be  regarded  as 
ancillary  to  the  main  invention  and  belong  to  the  employer.  ♦  Orcutt  v. 
McDonald,  Jr.,  and  McDonald,  705. 

116.  Obiginauty. — Where  S.  obtained  patents  before  B.*s  applications  were 

filed,  but  credible  and  competent  witnesses  testify  to  disclosure  of  the 
Invention  to  them  by  B.  before  the  date  of  conception  claimed  by  S. 
and  to  disclosure  by  B.  to  the  brother-in-law  and  business' associate  of 
S.  before  that  date  and  circumstances  support  the  conclusion  that  B. 
and  not  S.  is  the  inventor  and  the  delay  of  B.  in  applying  for  patents 
and  his  failure  to  reduce  to  practice  are  satisfactorily  explained.  Held 
that  S.  derived  the  invention  from  B.     *8human  v.  Beall,  Jr,,  710. 

117.  Reduction  to  Pbactice — Inubing  to  Benefit  of  Anotheb. — Where  B. 

conceived  the  Invention  and  S.  appropriated  B.*s  conception  and  re- 
duced the  same  to  practice  and  took  out  patents  upon  the  same  as  his 
own  Invention,  Held  that  the  work  of  S.  upon  the  invention  inured  to 
the  benefit  of  B.     *Id, 

118.  Same — Delay  Explained. — Reduction  to  practice  by  S.  In  the  course  of 

work  for  the  company  employing  B,  under  circumstances  which  natur- 
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ally  led  B.  to  suppose  the  reduction  was  recognised  as  that  of  his  own 
invention  satisfactorily  accounts  for  B.*s  long  inaction  and  other  con- 
duct tending  to  hear  against  the  justice  of  his  claim  for  patents.     */<i. 

119.  BuBDEN    OF    Pboof — Ibbboxtlablt-Issueu    Patent. — Where    the    junior 

party's  application  was  pending  when  the  senior  party's  patent  was 
granted,  the  senior  party  does  not  thereby  gain  any  advantage  with 
respect  to  the  burden  of  proof.  The  patent  was  irregularly  issued, 
and  the  junior  party  need  only  prove  his  case  by  a  preponderance  of 
evid^Qce.    ^Andrews  v.  Nilson,  717. 

120.  Reduction  to  Pbactice. — ^A  material  part  of  an  a];^>aratus  may  be  sepa- 

rate from  the  apparatus  and  temporarily  held  up  to  its  work,  and  yet 
constitute  reduction  to  practice.  {Loetoer  v.  Ross,  C.  D.,  1896,  665; 
77  O.  G.,  2141.)     *Id. 

121.  Same  Crjk.iMS  and  Different  Inventions — Failttre  to  Define. — Where 

each  of  two  applicants  for  patent  has  made  a  claim  in  identical  language 
and  the  claim  reads  without  violence  to  the  proper  natural  meaning 
of  its  terms  upon  the  devices  disclosed  by  each  party,  but  the  patentable 
invention  which  this  claim  is  supposed  to  represent  is  found  only  in  the 
device  of  one  of  the  parties,  Held  that  the  claim  falls  to  define  the 
invention.    Podlesak  and  Podlesak  v.  Mclnnemey,  265. 

122.  Transmission  of  Motions. — ^The  Examiner  of   Interferences  properly 

refused  to  transmit  to  the  Primary  Examiner  motions  which  the 
Primary  Examiner  has  no  authority  to  decide.  Becker  and  Patitz  v. 
Edwards,  270. 

123.  Dissolution. — Where  the  claim  Includes  a  deflector  as  an  element  and 

the  deflectors  shown  by  the  parties  to  the  interference  are  specifically 
different,  but  such  differences  are  not  involved  in  the  Interference  issue. 
Held  that  there  is  no  basis  in  this  fact  for  a  dissolution  of  the  inter- 
ference.   Bechman  v.  Bouthgate,  270. 

124.  Corroboration  of  Inventor — Interested  Witness. — Where  Curtis*s  testi- 

mony to  a  certain  date  of  conception  was  clearly  corroborated  by  the 
witness  Bradford,  whose  intelligence  and  capacity  to  understand  and 
explain  the  disclosure  made  by  Curtis  are  apparent,  and  Bradford, 
though  deeply  Interested  In  the  result,  stands  unimpeached,  and  the  few 
surrounding  circumstances  that  shed  any  light  upon  the  question  tend 
to  supix)rt  Curtis's  claim  and  none  are  inconsistent  with  It,  Held  that 
such  claim  Is  established.     *Tumbull  v.  Curtis,  732. 

125.  Unanimity   in    Patent   Office    Decisions — Burden   on    Appeixant. — 

Unanimity  In  the  decisions  of  the  Patent  Office  tribunals  Imposes  upon 
the  appellant  the  burden  of  showing  very  clearly  that  the  Commissioner 
erred  In  the  final  decision  appealed  from.     *Park€S  v.  Lewis,  735. 

126.  Lack   of   Diligence. — Where   L.*s   original   application   was    filed   two 

years  prior  to  P.'s  application  and  nearly  a  year  prior  to  his  reduction 
to  practice  and  P.  was  making  no  effort  to  reduce  the  invention  to 
practice  at  the  date  of  L.'8  application,  or  until  some  months  thereafter, 
although  he  bad  ample  means  and  actually  built  many  machines  and 
filed  a  large  number  of  applications  In  the  same  art,  but  none  of  which 
Included  the  invention  of  the  Issue,  Held  that  P.  was  lacking  In  dili- 
gence and  that  L.  is  entitled  to  the  award  of  priority  of  invention,     ♦/d. 

127.  Reference  Under  Rule  126 — When  Appeal  is  Permitted. — When  it  is 

contended  that  under  the  provisions  of  Rules  126  and  130  a  right  of 
appeal  lies  to  the  Examlners-in-Chief  from  the  decision  of  the  Primary 
Examiner  on  a  reference  under  Rule  126,  Held  that  these  rules  provide 
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that  appeals  may  be  taken  as  in  other  cases,  that  the  other  cases  re- 
ferred to  are  those  provided  for  in  Ruie  124,  and  that  under  the  iatter 
rule  no  appeai  is  permitted  from  the  decision  of  the  Primary  Examiner 
affirming  the  applicant's  right  to  make  the  claim.  Duryea  and  White 
V.  RicCj  279. 

128.  Same — Conflicting  Decisions — ^Practice. — Held  that  the  proper  prac- 

tice when  a  case  is  referred  to  the  Primary  Examiner  upon  suggestion 
by  the  Examiners-in-Chief  of  lack  of  right  of  a  party  to  make  claims 
and  the  Primary  Examiner  disagrees  with  the  conclusions  of  the  Ex- 
aminers-in-Chief  is  to  refer  the  case  to  the  Commissioner.    Id, 

129.  Chabacteb  of  Pboop  Requibed  of  Pabtt  Beabinq  the  Bubden  of  Pbo- 

DuciNo  EvTOENCE. — Held  that  It  is  the  duty  of  any  party  to  an  Interfer- 
ence proceeding  upon  whom  the  burden  of  producing  evidence  may  fall 
to  discharge  that  duty,  if  he  would  prevail,  by  proofs  full,  clear,  and 
specific  of  the  essential  features  of  his  case,  or,  if  such  proofs  cannot 
be  produced,  to  furnish  satisfactory  reasons  in  excuse;  otherwise  he 
must  ordinarily  lose,  for  specific  inferences  cannot  l>e  drawn  with  any 
reasonable  degree  of  certainty  from  the  general  statements  of  wit- 
nesses in  these  cases,  nor  should  the  burden  of  disproving  the  truth  of 
specific  matters  claimed  by  a  party  to  be  deducible  from  the  testimony 
which  he  has  produced  be  placed  upon  an  applicant  where  said  party 
or  his  witnesses  have  not  by  specific  stateiiients  in  their  testimony 
affirmed  the  truth  of  such  matters.    Robinson  v.  Thresher,  280. 

130.  Rule  126 — Change  of  Practice. — Where  the  senior  party  to  an  inter- 

ference is  an  applicant  for  reissue  and  presents  no  evidence  of  posses- 
sion of  the  invention  in  issue  at  a  date  earlier  than  the  filing  of  the 
junior  party's  application  except  the  original  application  for  the  patent 
upon  which  the  reissue  application  is  based  and  the  Examiner  of  Inter- 
ferences is  of  the  opinion  that  the  original  application  does  not  disclose 
the  invention,  Held  that  he  should  make  his  opinion  the  basis  of  a 
Judgment  upon  priority  of  invention  instead  of  directing  attention  to 
the  matter  under  Rule  126,  as  has  previously  been  the  practice.  Brown 
V.  Hodgkinson,  290. 

131.  Same. — As  stated  by  the  court  of  appeals  in  Podlesak  and  Podlesak  v. 

Mclnnerney,  {ante,  558;  120  O.  G.,  2127,)  a  decision  holding  errone- 
ously that  one  party  has  a  right  to  make  claims,  if  not  set  aside,  will, 
under  conditions  similar  to  those  In  the  present  case,  result  in  the 
grant  of  a  patent  to  one  who  is  not  the  first  Inventor,  and  in  such  a 
case  the  question  should  not  be  finally  determined  by  the  Primary 
Examiner  who  declared  the  interference,  but  should  be  decided  by  the 
Examiner  of  Interferences  and  made  the  basis  of  his  decision  on 
priority  of  invention.    Id, 

132.  Jurisdiction  of  Commissioner. — Held  that  the  Commissioner  has  general 

jurisdiction  over  all  cases  pending  in  the  Patent  Office,  except,  per- 
haps, so  far  as  jurisdiction  for  particular  purposes  may  reside  in  par- 
ticular tribunals,  and  he  has  authority  to  recall  the  jurisdiction  given 
to  the  Primary  Examiner  under  Rule  126  and  to  restore  jurisdiction 
to  the  Examiner  of  Interferences.    Id. 

133.  Issue — Indefinite. — Where  the  issue  includes  elements  designated  "  side 

wings  and  the  central  portion  of  the  belt "  and  neither  party  uses  this 
expression  in  his  specification,  but  one  of  the  parties  uses  the  word 
"  wings  "  to  define  the  support  of  the  outer  edge  of  the  belt,  while  the 
Examiner  holds  that  the  words  '*side  wings"  have  reference  to  the 
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side  portions  of  tlie  belt,  Held  that  tlie  term  is  vagne  and*  indefinite 
and  that  the  interference  should  be  dissolved  as  to  this  count  on  the 
ground  of  irregularity  in  the  declaration  and  that,  as  the  Examiner 
thinks  that  the  claim  is  patentable  as  understood  by  him,  the  inter- 
ference should  be  suspended  and  the  parties  permitted  to  substitnte 
for  the  present  claim  one  containing  in  place  of  the  limitation  above 
quoted  the  words  "  side  portions  and  the  central  portion  of  the  belt." 
Anderson  v.  Vrooman,  295. 

134.  Right  to  Make  Claim — Supebvisobt  Power  of  C^ommissiomeb. — Held 

that  since  the  question  of  the  right  of  a  party  to  make  the  claims  in 
issue  may  be  contested  at  the  final  hearing  on  priority  there  is  no  occa- 
sion for  the  exercise  of  the  Commissioner's  supervisory  power  to 
review  the  ruling  of  the  Primary  Examiner  affirming  a  party's  right 
to  make  such  claims.    Locke  v.  Crebhin,  298. 

135.  INTEBFEBENCE  IN  FACT. — Beld  that  in  interpreting  claims  their  terms 

should  be  given  the  natural  meaning  that  would  be  conveyed  to  a  per- 
son skilled  in  the  art  and  that  in  determining  the  question  of  interfer- 
ence in  fact  the  issue  should  not  be  construed  to  have  a  more  limited 
meaning  than  necessitated  by  its  terms.  {Tovmsend  v.  Copeland  y. 
Robinson,  C.  D.,  1905,  559;    119  O.  G.,  2523.)     Id.      , 

136.  Ibbegulabity  in  Declabation. — Where  neither  of  the  applications  in 

interference  was  ready  for  allowance,  but  the  decision  of  the  Commis- 
sioner on  appeal  affirming  the  rejection  of  certain  claims  of  one  of  the 
applications  had  become  final,  and  said  application  was  not  open  for 
prosecution  but  merely  awaited  the  cancelation  of  the  rejected  claims. 
Held  not  such  an  Irregularity  as  to  preclude  a  proper  determination  of 
the  question  of  priority  or  to  warrant  dissolution  of  the  interference 
until  one  of  the  applications  was  In  condition  for  allowance.    Id. 

137.  Same. — Held  that  the  failure  of  the  Examiner  to  include  in  the  issue 

claims  which  he  thinks  do  not  patentably  differ  therefrom  did  not  con- 
stitute an  irregularity.     {Oally  v.  Burton,  ante,  7;  120  O.  G.,  325.)     Id. 

138.  Motion  to  Amend  Application — ^Tbansmission. — ^Where  in  a  three-party 

interference  one  of  the  parties  moves  before  the  Examiner  of  Interfer- 
ences for  the  transmission  to  the  Primary  Examiner  of  an  accompany- 
ing motion  to  amend  his  application  by  adding  claims  which  cannot  be 
made  by  one  of  the  other  parties  to  the  Interference,  Held  that  the 
motion  should  not  be  transmitted.  Townsend  v.  Copeland  v.  Robin- 
son, 311. 

139.  Same — Same. — Where  before  testimony  has  been  taken  one  of  the  parties 

moves  for  the  transmission  to  the  Primary  Examiner  of  a  motion  to 
amend  the  issue  by  adding  new  counts  thereto  and  the  other  parties, 
both  of  whom  have  presented  similar  motions,  do  not  object.  Held  that 
the  motion  should  be  transmitted.    Id. 

140.  Int^febence  in  Fact. — Where  it  is  urged  that  if  the  claims  are  literally 

construed  they  are  not  patentable  in  view  of  a  certain  specified  patent, 
and  for  this  reason  they  must  be  limited  by  construction  to  the  specific 
device  shown  by  the  respective  parties,  and  that  as  so  limited  there  is  no 
interference,  in  fact,  Held  that  this  argument  requires  a  comparison  of 
the  counts  with  the  prior  art  to  determine  whether  they  are  patentable, 
that  the  question  of  patentability  cannot  be  thus  raised  on  a  motion  to 
dissolve  alleging  non-interference  in  fact,  but  that  the  patentability  of 
the  counts  must  be  taken  as  established,  and  that  the  only  question  open 
for  consideration  is  the  identity  of  the  subject-matter  claimed.  Kle- 
petko  V.  Becker,  336. 
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141.  Originality — Bubden  of  Proof. — In  an  interference  between  an  applica- 

tion and  a  patent  granted  prior  to  the  filing  of  the  application  the  bur- 
den is  upon  the  applicant  to  prove  his  case  beyond  a  reasonable  doubt, 
and  where  the  question  is  one  of  originality  and  the  evidence  on  behalf 
of  the  applicant  is  not  convincing  priority  should  be  awarded  to  his 
opponent    Kreag  v.  Qeen,  350. 

142.  DnjoENCE. — Work  upon  machines  not  embodying  the  invention  in  Issue 

and  not  necessary  for  the  development  of  that  invention  does  not  con- 
stitute diligence.    Kilboum  t.  Rimer,  367. 

143.  Disclosure  in  Application. — Where  the  Issue  specifies  "  means  for  nar- 

rowing and  widening  "  a  knit  tube  and  certain  **  pickers  "  necessary  in 
the  performance  of  this  operation  are  not  shown  or  referred  to  in  the 
application,  but  reference  is  made  to  ordinary  stocking-knitters  in  which 
it  is  common  to  use  *'  pickers,'*  Held  that  the  disclosure  is  sufficient  to 
inform  those  skilled  in  the  art  that  the  usual  '*  pickers  "  are  to  be  used 
and  that  the  disclosure  is  sufficient  to  support  the  issue.    Id, 

144.  Motion  to  Amend  Issue — Transmission  of. — Where  a  motion  to  amend 

the  issue  was  brought  long  after  the  time  specified  in  the  rules  and  no 
excuse  was  given  for  the  delay,  but  the  motion  was  transmitted  at  the 
original  hearing  on  the  understanding  that  the  opposite  parties  waived 
objection  by  failure  to  oppose  transmission,  Held  on  rehearing  that  in 
view  of  vigorous  opposition  the  motion  should  not  be  transmitted. 
Toumsend  v.  Copeland  v.  Robinson,  379. 

145.  Rehearing — Practice. — ^Where  a  protest  was  filed  by  one  of  the  parties 

against  consideration  upon  rehearing  on  the  ground  that  due  notice  of 
the  filing  of  the  motion  for  rehearing  and  a  copy  thereof  were  not 
served  upon  him.  Held  that  the  practice  does^iot  require  notice  of  the 
filing  of  the  motion  and  that  a  notice  by  the  Office  of  the  time  and 
place  of  rehearing  and  of  the  matter  to  be  reconsidered  Is  sufficient.   Id, 

146.  Appeal  on  Motion. — ^The  appellee's  motion  that  an  appeal  to  the  Commis- 

sioner from  the  decision  of  the  Examiner  of  Interferences  on  a  motion 
for  leave  to  take  testimony  be  dismissed  on  the  ground  that  the  question 
Is  reviewable  by  the  Commissioner  only  after  having  been  passed  on  by 
the  Examlners-in-Chief  denied.    Lotory  and  Cowly  v.  Spoon,  381. 

147.  Inoperativeness — ^Testimony. — Where  a  party  moves  for  leave  to  take 

testimony  relative  to  the  operativeness  of  the  structure  described  In  his 
opponent's  application.  Held  that  he  should  not,  as  a  prerequisite  to  the 
granting  ot  the  motion,  be  required  to  make  an  absolutely  conclusive 
showing  of  inoperativeness  In  his  opponent's  device.    Id, 

148.  Same — Same. — Where  a  party  to  an  interference  moves  for  leave  to  take 

testimony  to  support  his  allegation  that  the  structure  described  in  his 
opponent's  application  is  inoperative,  and  it  appears  that  it  would  be  a 
matter  of  great  difficulty  to  decide  the  question  of  operativeness  from  a 
mere  Inspection  of  the  application,  and  it  cannot  be  determined  that  a 
decision  so  arrived  at  would  be  the  same  as  the  conclusions  which 
would  be  reached  In  the  light  of  the  information  that  might  be  derived 
from  witnesses  expert  In  the  art  to  which  the  invention  relates,  Held 
that  the  motion  for  leave  to  take  testimony  should  be  granted.    Id, 

149.  Motion — ^Appeal. — Where  the  patentability  of  a  party's  claim  Is  contested 

on  final  hearing,  as  provided  in  Rule  130,  and  one  of  the  parties  moves 
for  leave  to  take  testimony.  Held  that  the  decision  of  the  Examiner  of 
Interferences  on  the  motion  will  be  regarded  as  final  and  that  no  appeal 
therefrom  will  be  entertained.    Id, 


Digitized  by 


Google 


816  DIGEST   OP   DECISIONS. 

150.  Pending. — Held  that  An  interference  is  not  pending  within  the  meaning 

of  Rule  128  prior  to  the  opening  and  approval  of  the  preliminary  state- 
ments.   Behrend  v.  Lamme  v.  Tingley,  407. 

151.  New  Reference. — Where  prior  to  the  opening  and  approval  of  the  pre- 

liminary statements  the  Primary  Examiner  is  of  the  opinion  that  an 
error  was  probably  committed  in  declaring  the  Interference,  he  should 
reconsider  his  action  declaring  the  Interference.  Such  reconsideration 
should  be  ex  parte,  and  in  the  event  of  a  finding  that  the  interference 
should  not  continue  the  action  declaring  the  interference  should  he  with- 
drawn, and  such  withdrawal  should  be  noted  in  the  interference.    Id, 

152.  iBREGULARrrr  in  Declaration. — Where  the  claims  of  the  parties  differ  in 

phraseology  and  the  claims  of  one  party  contain  expressions  not  found 
in  the  claims  of  the  other  party,  Held  that  the  interference  should  be 
dissolved.    Reichert  v.  Broxcn,  415. 

153.  Motion  to  Shift  Burden  of  Proof — Appeal. — No  appeal  lies  from  a  deci- 

sion of  the  Examiner  of  Interferences  on  a  motion  to  shift  the  burden 
of  proof.     (Rule  122.)  Dukesmith  v.  Corrington  v.  Turner,  426. 

154.  Motion  to  Require  New  Oath — Same. — There  is  no  provisIoL  in  tbe 

rules  for  a  motion  before  the  Examiner  of  Interferences  to  require  a 
party  to  file  a  supplemental  oath,  and  from  a  decision  thereon  no 
appeal  lies.    Id, 

155.  Evidence — Sufficiency  of  Corroborating  Testimony. — It  is  a  general 

rule  that  the  unsupported  allegations  of  an  inventor  are  insufficient  to 
establish  either  a  conception  or  a  reduction  to  practice ;  but  it  does  not 
follow  that  corroborating  testimony  must  extend  to  every  detail  sought 
to  be  established.    Dunbar  v.  Schellengerj  428. 

156.  Motion  Under  RtJle  109 — Delay  in  Filing. — Delay  in  obtaining  from 

the  Patent  Office  copies  of  an  opponent's  file-wrapper  and  contents  Held 
a  sufficient  excuse  for  not  filing  a  motion  under  Rule  100  within  tlie 
l>eriod  named  in  the  rule.    Kugele  v.  Blair,  477. 

157.  Certified  Copy  of  Part  of  Application. — Where  a  party  contends  tliat 

the  operation  of  the  mechanism  shown  In  the  drawing  of  his  opponent's 
application  cannot  be  understood  from  the  part  of  the  specification 
included  in  the  copies  filed  in  accordance  with  Rule  105,  Held  that  tbe 
question  raised  should  be  decided  In  the  first  instance  by  the  Primary 
Examiner,  who  should  fix  a  day  for  hearing  the  parties.  (Riker  v. 
Law,  ante,  86;  120  O.  G.,  2754.)     Id, 

158.  Right    to    Make    Claim — Testimony. — Where   motions   were   brought 

before  the  Examiner  of  Interferences  and  Primary  Examiner  for  per- 
mission to  take  testimony  to  be  used  l)efore  the  Primary  Examiner  in 
support  of  a  motion  to  dissolve  on  the  ground  that  one  of  the  parties 
had  no  right  to  make  the  claims  in  issue,  Held  that  the  motions  w^e 
properly  denied.    Pym  v.  Hadatcap,  488. 

159.  Same — Same. — Where  a  party  desires  to  take  testimony  In  support  of  his 

contention  that  his  opponent  has  no  right  to  make  the  claim  in  Issue, 
Held  that  he  should  proceed  in  accordance  with  Rule  130  and  the  deci- 
sions in  the  cases  of  Loicry  and  Cowley  v.  Spoon  (ante,  224 ;  122  O.  G., 
2087)  and  Browne  v.  Stroud  {ante,  226;  122  O.  G.,  2688,)  first  prose- 
cuting his  motion  to  dissolve  before  the  Primary  Examiner  and  sub- 
sequently, if  necessary,  bringing  his  motion  before  the  Examiner  of 
Interferences  for  leave  to  take  testimony.    Id, 

160.  Motion  Under  Rule  109 — New  Matter. — Where  a  party  has  two  appli- 

cations involved  In  an  interference  and  moves  under  Rule  109  f6r  ttie 
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addition  of  claims  to  one  of  his  applications  and  the  structure  disclosed 
in  that  application  can  perform  the  function  specified  in  the  claims  only 
by  the  omission  of  a  part,  and  the  application  contains  no  reference  to 
the  omission  of  that  part  or  to  the  function  set  forth  In  the  claims. 
Held  that  the  fact  that  the  applicant's  other  application  discloses  the 
idea  of  omitting  the  part  referred  to,  ana  thus  securing  the  function 
described  In  the  claims,  affords  no  reason  for  granting  the  motion,  and 
Held  that  the  entire  disclosure  necessary  to  support  the  claim  must  be 
In  the  application  In  which  the  claim  is  made.    Scott  v.  Sonthgate,  491. 

161.  Motion  to  Reinstate  and  Extend  Limit  of  Appeal — SumciENCY  of 

Showing. — Where  the  Examlners-ln-Chlef  affirmed  the  decision  of  the 
Primary  Examiner  dissolving  the  Interference  and  set  a  limit  of 
appeal  and  T.  filed  a  motion  before  the  Examiner  of  Interferences  for 
an  extension  of  said  limit  of  appeal,  which  was  dismissed  on  the 
ground  that  he  was  without  authority  to  extend  the  limit  of  appeal  from 
the  decision  of  the  Examlners-ln-Chief,  Held  not  to  warrant  reinstating 
the  Interference  and  extending  the  limit  of  appeal  to  Include  an  appeal 
subsequently  filed,  and  that  in  delaying  to  file  his  appeal  and  In  filing 
Instead  a  motion  for  extension  of  the  limit  of  appeal  T.  assumed  the 
risk  of  the  possible  failure  of  said  motion.    Townsend  v.  Ehret,  506. 

162.  Patentabiuty  of  Claims  After  Dissolution  on  Otheb  Grounds  an 

Ex  Parte  Question. — Where  the  Examlners-ln-Chlef  on  appeal  affirmed 
the  decision  of  the  Primary  Examiner  dissolving  the  Interference  on 
the  ground  that  T.  has  no  right  to  make  the  claims  and  annexed  to 
their  decision  a  statement  that  In  their  opinion  the  claims  were  not 
patentable,  which  question  was  not  Involved  In  the  appeal.  Held  that 
so  long  as  the  decision  stands  that  T.  has  no  right  to  make  the  claims 
the  question  of  patentability  of  the  claims  Is  an  ex  parte  one,  with 
which  Townsend  has  no  more  concern  than  any  member  of  the  general 
public,  and  that  It  Is  necessary  for  T.  to  take  his  appeal  and  obtain  a 
reversal  of  the  decision  dissolving  the  Interference  before  he  has  a 
right  to  be  heard  concerning  the  patentability  of  the  claims.    Id, 

163.  Appeals  Filed  After  Expiration  of  Limit  of  Appeal — When  Enter- 

tained.— It  Is  the  practice  to  extend  the  time  for  appeal  to  Include 
appeals  filed  after  the  expiration  thereof  only  under  unusual  and 
exceptional  clrcpmstances.    Id. 

164.  Patentability — No  Appeal  from  Affirmative  Decision  on  Motion. — 

The  statutes  limit  the  declaration  of  interferences  to  the  question  of 
priority  of  invention,  and  the  appeals  provided  by  the  statutes  relating 
to  Interferences  are  only  those  upon  the  question  of  priority  of  inven- 
tion. Appeals  upon  other  questions,  and  particularly  those  taken  from 
decisions  of  the  Primary  Examiners  upon  motion  affirming  the  patent- 
ability of  claims,  are  left  to  the  regulation  of  the  Patent  Office  under 
the  grant  of  power  contained  Jn  section  483.  *The  United  States,  ex 
rel.  Lowry  and  Planters  Compress  Company,  v.  Commissioner  of 
Patents,  765. 

INTERLOCUTORY  APPEALS.  See  Abandonment  of  Applications,  4;  Burden 
of  Proof;  Interference,  62,  67;  Trade  Marks,  10,  11. 

INTERLOCUTORY  DECREE.     See  Appeal,  1. 

INTERLOCUTORY  PETITIONS.    See  Examination  of  Applications,  3. 

INTERNATIONAL  CONVENTION.     See  Trade-Marks,  G6, 

INTERVENING  RIGHTS.  See  Interference,  92;  Rehearing,  1;  Reissue  Appli- 
cations,  12. 

H.  Doc.  641,  59-2 53 
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INVENTION.     See  Abandonment;  Construction  of  Claims;  Designs,  2,  3,  6; 
Interference^  66;  Patentability;  Reduction  to  Practice,  2,  5. 

1.  Waterproof  Casino  Upon  Electromagnet. — Held  that  the  provision  of 

a  waterproof  casing  upon  an  electromagnet  which  is  to  be  used  under 
water  does  not  involve  invention.    Ex  parte  Hayes,  31. 

2.  Non-Magnetic  Casing  Upon  Electromagnet. — Held  that  the  use  of  non- 

magnetic material  for  the  casing  of  an  electromagnet  by  one  who  does 
not  claim  to  be  the  discoverer  of  the  fact  that  magnetic  material  would 
interfere  with  the  proper  operation  of  the  device  cannot  be  regarded 
as  patentable.  Id. 
8.  Anticipation — Incased  Electromagnet. — An  electromagnet  having  a 
waterproof  casing  of  non-magnetic  metal  Held  to  be  without  patent- 
able novelty,  in  view  of  a  patent  disclosing  an  electromagnet  with  a 
moisture-proof  casing  of  non-magnetic  material.    Id. 

4.  Affidavits. — Held  that  affidavits  going  to  show  the  practical  success  of 

the  applicant's  device  where  the  truth  thereof  is  substantially  con- 
ceded are  entitled  to  material  weight  in  view  of  the  fact  tliat  the 
grant  of  a  patent  confers  no  absolute  right  of  property  and  in  view  of 
the  customary  rule  of  resolving  ordinary  doubts  in  favor  of  applicanta. 
*In  re  Thomson,  566. 

5.  Popularity  Consequential  Only  When  Novelty  is  in  Doubt. — A  patent 

should  not  be  granted  merely  because  a  device  or  combination  may 
possess  great  advantages,  thereby  bringing  it  into  immediate  use,  as 
it  is  only  when  the  question  of  novelty  Is  in  doubt  tliat  the  fact  that 
the  device  has  gone  into  commercial  use,  displacing  ottiers  employed 
for  a  like  purpose  or  supplying  the  place  of  others  whose  intrinsic 
defects  have  prevented  their  general  adoption  and  use,  \s  sufficient  to 
turn  the  scale  In  favor  of  invention.  (Potts  v.  Creager,  C  D^  1896^ 
143;  70  O.  G.,  494;  155  U.  S.,  597,  609.)     *Id. 

6.  Combination  —  Prior    Combination    Different. — Where   the    applicant 

claimed  a  combination  of  old  elements  and  a  reference  shows  a  combi- 
nation which  is  intended  for  a  different  use  and  which  involves  diff^- 
ences  of  operation,  and  one  of  the  elements  shown  in  the  reference  Is 
different  from  the  corresponding  element  in  the  applicant's  device^ 
Held  that  a  patent  should  not  necessarily  be  refused  on  account  of  sudi 
reference.     *Id, 

7.  Same — Same. — Where  a  prior  combination  cited  against  the  combination 

claimed  includes  elements  in  addition  to  those  used  by  the  applicant 
which  result  in  differences  in  operation  undesirable  for  the  purposes 
of  the  applicant's  device  and  one  of  the  elements  of  the  prior  combina- 
tion is  different  from  the  corresponding  element  of  the  applicant's 
combination,  Held  that  a  patent  should  not  necessarily  be  refused  <m 
account  of  the  prior  combination.    Id, 

8.  Resolving  Doubts. — Where  there  was  doubt  as  to  the  sufficiency  of  the 

references  and  the  applicant  demonstrated  that  he  had  produced  an 
apparatus  of  great  utility,  Held  that  the  doubt  should  be  resolved  in 
favor  of  the  applicant's  claim.     *Id. 

9.  Combination  in  Which  One  E^lement  is  Novel. — Where  it  was  old  in 

a  time-recording  mechanism  to  provide  a  revolving  drum  operated  by 
clockworlt,  a  record-sheet  to  be  wound  thereon  as  the  drum  revolved,  and 
a  marking-point  which  made  a  mark  on  the  record-sheet  when  placed 
in  contact  therewith,  and  it  was  also  old  to  make  a  record  on  a  lamp- 
blacked  surface  by  the  removal  of  a  portion  of  such  surface  by  means 
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of  a  coacting  stylus,  it  does  not  involve  invention  to  use  in  a  time- 
recording  mechanism  a  record-sheet  having  a  removable  surface  in 
combination  with  a  stylus  which  removes  a  portion  of  said  surface, 
although  the  record-sheet  itself  may  be  novel,    ♦/n  re  Haioley,  576. 

10.  Substitution  op  New  Element  in  Old  Combination. — ^The  substitution 

for  an  old  element  in  a  combination  of  an  element  performing  a  similar 
function,  but  constructed  in  a  different  way,  does  not  render  the  com- 
bination itself  patentable  where  there  is  no*  resultant  change  in  the 
operation.  In  such  a  case,  although  the  substituted  element  may  be 
superior,  the  invention  lies  in  the  element  and  not  in  the  combination. 
*Id, 

11.  Work  of  a  Skilled  Mechanic. — Held,  in  view  of  the  state  of  the  art 

relating  to  combined  funnels  and  valves  and  the  Baker  patent,  which 
shows  a  reversible  funnel  in  combination  with  a  valve,  that  using  the 
neck  of  a  funnel  as  part  of  a  plug-valve  to  be  opened  by  turning  the 
funnel  involves  nothing  more  than  the  work  of  a  skilled  mechanic 
*In  re  Baker,  594. 

12.  Patentability. — Where  the  general  arrangement  of  the  flues  in  a  stove 

as  defined  in  the  claims  is  shown  in  one  patent  and  the  specific  form 
and  location  of  horizontal  flues  are  shown  in  other  patents.  Held  that 
the  claims  are  without  invention.    Ew  parte  Clunies,  206. 

13.  Carrying  Forward  Old  Idea. — Where  the  prior  art  showed  that  it  was 

old  to  warm  the  cars  of  a  train  by  circulating  through  radiators  of  each 
car  a  heat-distributing  liquid  heated  either  by  a  stove  within  the  car  or 
steam  from  the  locomotive,  that  it  was  old  to  heat  a  heat-distributing 
liquid  by  electrical  energy  from  a  convenient  source,  and  that  it  was  old 
to  heat  a  heat-distributing  liquid  through  the  agency  of  any  or  all  the 
energies  from  convenient  sources,  it  did  not  amount  to  invention  to  heat 
a  car  or  cars  by  means  of  a  circulating  liquid  heated  by  divers  kinds  of 
energy  situated  remote  from  the  car.  The  change  involved  merely  the 
carrying  forward  of  an  old  idea.    Ex  parte  Dixon,  242. 

14.  Analogous  Use. — Wliere  a  patented  device  disclosing  the  structure  claimed 

had  been  used  with  a  heating  medium  to  increase  the  temperature  of 
circulating  water  and  a  cooling  medium  could  be  used  without  the 
slightest  alteration  to  decrease  the  temperature  of  the  circulating  water, 
Held  that  the  claims  to  this  structure  as  a  cooling  device  are  without 
invention.     Ex  parte  Welch,  250. 

15.  Substituting  One  Old  Means  for  Another. — Where  a  patented  device 

shows  a  fluid-cooler  having  its  tubes  separated  by  spacing-wires  and  it 
is  old  in  the  art  to  separate  tubes  by  flanging  the  ends.  Held  that  claims 
including  the  flanged  ends  for  separating  the  tubes  of  a  fluid-cooler  are 
not  patentable,  especially  where  the  patentee  states  in  his  description 
that  the  flanged  ends  may  be  used  in  place  of  his  spacing-wires.    Id, 

16.  Mechanical  Skill — Waterproof  Electromagnet. — It  amounts  only  to 

mechanical  skill  to  provide  an  old  electromagnet  with  an  old  non-mag- 
netic metal  covering  for  the  purpose  of  rendering  the  electromagnet 
operative  under  water.  Any  one  having  ordinary  skill  in  the  art 
should  know  that  such  a  covering  should  be  made  of  non-magnetic  ma- 
terial to  avoid  interfering  with  the  electrical  action  of  the  magnet 
*In  re  Hayes,  697. 

17.  Stove. — ^Where  the  Magee  patent  and  the  appellant's  claims  show  the 

same  arrangement  of  diving  and  discharge  flues  at  the  rear  of  the  stove, 
though  the  return-flues  connecting  the  last  two  named  in  Magee's 


Digitized  by  VjOOQ IC 


820  DIGEST   OF   DECISIONS. 

patent  are  located  In  the  bottom  of  the  stove,  while  the  applicant  locates 
them  on  the  side,  and  the  stoves  of  Hynes  and  Williams  have  horizontal 
flues  on  the  side,  and  Varney's  hot-air  heater  shows  a  similar  arrange- 
ment, Held  that  there  is  no  invention  in  these  claims.  *In  re  Clunie^, 
740. 

18.  Selection  from  Prior  Devices. — Held  that  it  is  shown  by  the  record 

patents  that  the  applicant's  claims  were  anticipated  and  that  by  recom- 
bining  selected  elements  the  appellant  has  not  produced  a  combination 
which  amounts  to  invention,  and  the  details  of  construction  specified  in 
some  of  the  claims  are  within  the  scope  of  the  skill  of  mechanics 
familiar  with  this  art.     *ld, 

19.  Inventor   Charged   with   Knowledge   of  Prior  Art. — An   Inventor  is 

charged  with  knowledge  of  the  prior  art  as  exhibited  in  prior  patents 
whether  he  had  actual  knowledge  of  them  or  not  *Millett  et  al  v. 
Allen,  Commissioner  of  Patents,  752. 

20.  Analogous  Use. — Where  it  appears  that  a  tapered  screw-joint  had  been 

used  in  steam-fittings  of  different  kinds  and  that  such  a  joint  had  been 
used  in  juxtaposition  to  a  steam-gage  comprising  a  Bourdon  tube  having 
a  soldered  joint,  it  did  not  involve  invention  to  substitute  for  such 
soldered  joint  the  old  tapered  screw-joint.     *Id, 

21.  Same. — ^The  application   of  an  old  device  or  process  to  a   similar  or 

analogous  subject  with  no  change  In  the  manner  of  applying  it  and  no 
result  substantially  distinct  In  Its  nature  Is  not  patentable,  even  if  the 
new  form  of  result  has  not  before  been  contemplated-  {Pa,  R.  R.  v. 
Locomotive  Truck  Co,,  C.  D.,  1884,  168;  27  O.  G.,  207;  110  U.  S.,  490. 
404 ;  Hoice  Machine  Co.  v.  National  Co.,  C.  D.,  1890,  281 ;  51  O.  G.,  475; 
134  U.  S.,  388,  397 ;  Durham  v.  Seymour,  C.  D.,  1895,  307;  71  O.  G.,  601 ; 
6  App.  D.  C,  78.)     *Id. 

22.  Addition  and  Subtraction  of  Parts — Mechanical  Skill. — ^To  increase 

or  decrease  the  number  of  intermediate  gear-wheels  In  the  train  of 
gearing  of  a  timepiece  from  the  number  shown  In  the  reference  to 
accommodate  the  mechanism  to  the  size  of  the  case  and  still  maintain 
the  proper  value  between  the  rate  of  revolution  of  the  minute  and  hour 
hands  Is  within  the  skill  of  the  mechanic  familiar  with  the  art  and  does 
not  involve  invention.    Ex  parte  Volkmann  and  Truax,  372. 

23.  Originality — Suggestion  of  Feature  of  Combination. — Where  it  is  con- 

tended by  R.  that  he  suggested  the  invention  In  issue  to  K.,  but  K. 
denies  that  R.  made  suggestions  to  him  relative  to  the  structure  of  the 
stopper  In  Issue  except  as  to  the  narrow  slot,  and  it  is  shown  by  K. 
that  he  had  in  his  possession  prior  to  his  conversation  with  R.  a  patent 
to  one  Harris  showing  a  similar  slot.  Held  that  It  Is  of  little  conse- 
quence whether  K.  obtained  a  suggestion  as  to  the  form  of  the  slot  from 
R.  or  from  the  Harris  patent,  as  this  feature  is  only  one  element  of  the 
structure  embodied  In  the  combination  defined  by  the  Issue.  JK'irA-e- 
gaard  and  Jchscn  v.  Rics,  485. 

24.  Mechanical  Skill — Fluid-Cooler. — ^Where  applicant  changed  the  size 

and  mode  of  fastening  of  the  tubes  of  the  device  shown  In  the  refer- 
ence and  transferred  the  device  for  heating  water  Into  one  for  cooling  it. 
Held  that  the  use  of  the  latter  Is  too  nearly  analogous  to  the  former  to 
raise  the  transfer  to  the  dignity  of  invention,  notwithstanding  the  fact 
that  the  new  device  may  possess  great  advantages  over  others  used  to 
accomplish  the  same  purpose.  It  evinces  the  skill  of  the  mechanic 
Informed  In  the  art  and  not  the  exercise  of  the  inventive  faculty,  ♦/n 
re  Welch,  758.  . 
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INVENTOR.     See   Applications    hp   Different    Inventors,    Same    Assignee,    1; 
AssignmentSj  4;  Prosecution  of  Applicatiofis  hp  Assignees. 

ISSUE  IN  INTERFERENCE  CASES.     See  Amendments  to  Preliminary  State- 
ments; Interference,  2,  4,  13,  14,  16,  24,  25,  29,  41 ;  Testimony,  1. 

JOINT  INVENTORS.     See  Interference,  21. 

JUDGMENT.    See  Interference,  54,  71 ;  Motion  for  Leave  to  Take  Testimony,  1 ; 
Trade-Marks,  45,  46. 

JUDGMENT  BY  DEFAULT.     See  Suggested  Claims,  3. 

JUDGMENT  ON  PRIORITY.     See  Trade-Marks,  89. 

JUDGMENT  ON  THE  RECORD.     See  Inoperativeness;  Interference,  8,  9,  10; 
Priority  of  Invention,  1,  16. 

JUDICIAL  DECISION.     See  Trade-Marks,  49. 

JUDICIAL  NOTICE. 

Ii^TEBFEBENCE. — ^The  process  of  taking  Judicial  notice  does  not  necessarily 
imply  that  the  judge  at  the  moment  actually  knows  and  feels  sure  of 
the  truth  of  the  matter  submitted.  It  merely  relieves  the  party  from 
offering  evidence,  because  the  matter  is  one  which  the  judge  either 
knows  or  can  easily  discover.     ♦  Ball  v.  Flora,  618. 

JURISDICTION.     See  Motion  for  Leave  to  Take  Testimony,  2;  Motion  to  Dis- 
solve Interference,  28. 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.     See  Interference, 
132. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.     See  Interference,  26. 

JURISDICTION  OF  THE  EXAMINER.     See  Amendments,  4;  Interference,  60. 

JURISDICTION  OF  THE  EXAMINER  OF  INTERFERENCES.     See  Interfer- 
ence, 48,  71,  74 ;  Petition  to  the  Commissioner  of  Patents, 
Oath. — The  Examiner  of  Interferences  has  no  jurisdiction  of  an  applica- 
tion in  interference  to  require  the  filing  of  a  new  oath  therein.    Duke- 
smith  V.  Corrington  v.  Turner,  426. 

JURISDICTION  OF  THE  EXAMINERS-IN-CHIEF.     See  Interference,  81. 

JURISDICTION    OF    THE    PATENT    OFFICE.     See    Notice    of    Allowance; 
Trade-Marks,  84. 

JURISDICTION  OF  PATENT  OFFICE  TRIBUNALS.     See  Rehearing,  2,  3. 

JURISDICTION  OF   THE   SECRETARY   OF   THE   INTERIOR   OVER  THE 
COMMISSIONER  OF  PATENTS.     See  Insane  Inventor,  3. 

LABELS.     See  Trade-Marks,  55,  81,  82,  83. 

1.  Reoistbability — Shields  of  Countries. — Held  that  a  label  upon  which 

the  shields  of  certain  countries  are  shown  will  not  be  registered,  for 
the  reasons  given  in  Ex  parte  Ball  (C.  D.,  1902,  102;  98  O.  G.,  2366.) 
Ex  parte  R.  Steinecke  Company,  230. 

2.  Same — Printed  Title. — Held  that  a  mere  title  for  goods  printed  in 

ordinary  type,  with  ordinary  printers*  ornamentation,  is  not  registrable 
as  a  label,  since  it  is  not  an  artistic  production,  requires  in  its  produc- 
tion no  exercise  of  the  creative  powers  of  the  mind,  and  displays  no 
originality  in  design.    Ex  parte  Ambrosia  Chocolate  Company,  231. 

3.  Same — Artistic  Value  or  Intellectual  Effort. — Labels  are  registrable, 

in  conformity  with  the  law  of  copyrights,  only  on  the  ground  that  they 
are  of  artistic  value  or  that  they  are  useful  as  the  products  of  intellec- 
tual effort.  Ex  parte  J.  TV.  Howe  d  Son,  259. 
4.  Same — Same. — No  nice  application  of  rules  will  be  made  in  the  Patent 
Office  to  determine  the  degree  of  artistic  or  intellectual  merit  displayed 
by  a  label,  but  the  label  will  be  registered  as  a  matter  of  course  when 
recognized  to  be  of  a  character  which  is  commonly  regarded  as  the 
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result  of  artistic  or  inteliectual  effort  or  which  might  properly  be  so 

regarded.    Id, 
5.  Same — Printed  Matteb  and  Printers*  Ornamentation. — Held  that  a 

label  comprising  merely  printed  matter  and  printers'  ornamentation, 

which  are  not  artistic  productions,  should  not  be  registered.    Ex  parte 

Sides,  262. 
LACHES.    See  Diligence,  3;   Interference,  77;   Reissue  Applications,  4,   12; 

Trade:Marks,  7. 
LETTERS  TESTAMENTARY.    See  Certified  Copies  of  Letters  Testamentary. 
LIMITATION  OF  CLAIMS.     See  Claims,  10;  Construction  of  Claims,  2,  5,  6; 

Drawings,  1 ;  Examination  of  Applications,  1,  2 ;  Interference,  30,  53, 

135 ;  Rejection  of  Claims,  12.  «  -  - 

LIMIT  OF  APPEAL.    See  Appeal  to  the  Examiners-in-Chief,  1 ;  Appeal  to  the 

Secretary  of  the  Interior,  2;  Interference,  71,  96,  161,  163;  Motion  to 

Dissolve  Interference,  24,  55,  56;  Rehearing,  2. 
1.  Motion  to  Extend  After  Limit  Expires — Verified  Showing. — After  the 

expiration  of  a  limit  of  appeal  a  motion  to  extend  the  limit  will  not  be 

entertained  except  upon  a  verified  showing  in  excuse  for  the  delay. 

Thullen  v.  Young  and  Townsend,  38. 

2.  Rehearing. — A  party  is  not  justified  in  delaying  the  filing  of  his  appeal 

beyond  the  limit  fixed  therefor  because  a  request  for  rehearing  has  been 
made.    Felsing  v.  Nelson,  118. 

3.  Appeal  to  the  Secretary  of  the  Interior — Refusal  to  Admit  Appeal 

IN  Patent  Office. — If  the  fixing  of  the  time  for  apptels  in  the  Patent 
OflSce  at  the  minimum  time  fixed  by  law  may  work  injustice,  the  remedy- 
would  seem  to  be  an  amendment  of  the  rules,  rather  than  consideration 
of  specific  cases,     f/w  re  Wenzelmann  and  Overholt,  .536. 

LIMIT  OF  TIME.  See  Abandonment  of  Applications,  2;  Interference,  47,  50, 
83,  143 ;  Motion  to  Dissolve  Interference,  1,  2,  3,  4,  54,  56,  57 ;  Prosecu- 
tion of  Applications  hy  Assignees;  Trade-Marks,  36,  51,  108,  118. 

MACHINES.  See  Diligence,  3 ;  Motion  to  Dissolve  Interference,  30,  31 ;  Priority 
of  Invention,  11 ;  Trade-Marks,  68. 

MANDAMUS.     See  Appeal,  1. 

MECHANICAL  SKILL.  See  Employer  and  Employee,  2 ;  Invention,  11,  16,  22, 
24 ;  Patentability,  7 ;  Reduction  to  Practice,  6,  7. 

MERITS  OF  THE  CASE.  See  Abandonment;  Appeal  to  the  ExaminersAn- 
Chief,  3;  Drawings,  2;  Supervisory  Authority  of  the  Secretary  of  the 
Interior  Over  the  Commissioner  of  Patents. 

MISTAKE.     See  Interference,  30. 

MISUNDERSTANDING.     See  Reissue  Applications,  9. 

MODEL.  See  Amendments  to  Preliminary  Statements;  Diligence,  3;  Inter- 
ference, 75,  76 ;  Preliminary  Statements,  3,  4,  5 ;  Reduction  to  Practice, 
2,  4.  12. 

MOOT  QUESTION.    See  Interference,  89;  Trade-Marks,  32. 

MOTIONS.     See  Petition  to  the  Commissioner  of  Patents, 

MOTION  FOR  LEAVE  TO  TAKE  TESTIMONY.  See  Interference,  146,  147, 
148,  158,  159. 
1.  Interference — Operativeness  of  Senior  IParty's  Device. — ^Where  the 
Junior  party  failed  to  overcome  the  filing  date  of  the  senior  party's 
application  and  was  called  upon  to  show  cause  why  judgment  should 
not  be  rendered  against  him  and  thereupon  files  a  motion  for  leave  to 
take  testimony  relative  to  the  operativeness  of  the  senior  party's  device. 
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Held  that  permission  to  take  testimony  sbould  be  granted  provided  a 
prima  facie  case  of  inoperativeness  is  made  out  and  a  satisfactory  show- 
ing is  presented  that  the  proposed  evidence  is  of  a  proper  character. 
Lowry  and  Cowley  v.  Spoon,  224. 

2.  Same — Same — Jubisdiction. — Where  a  motion  for  leave  to  take  testi- 

mony to  show  that  the  device  of  the  senior  party  to  an  interference  is 
inoperative  is  filed.  Held  that  whether  the  testimony  may  be  taken 
should  be  determined  in  the  first  instance  by  the  Examiner  of  Inter- 
ferences.   Id, 

3.  Same — ^Testimony — Operativeness. — Where  on  a  motion  for  leave  to  take 

testimony  relative  to  the  question  of  operativeness  it  appears  from  the 
showing  made  in  support  of  the  motion  and  from  proceedings  on  a 
motion  to  dissolve  on  the  ground  of  inoperativeness  that  the  determina- 
tion of  the  question  of  operativeness  is  dependent  upon  the  result  of 
practical  tests,  Held  that  the  final  disposition  of  the  case  should  not  be 
based  upon  ex  parte  aflftdavlts,  but  upon  testimony  regularly  taken,  with 
the  right  of  cross-examination.    Clement  v.  Browne  v.  Stroud,  461. 

4.  Same — Same — Same — Effect  of  Decision  of  Examines  on  Motion  to 

Dissolve. — Upon  a  motion  before  the  Examiner  of  Interferences  for 
leave  to  take  testimony  for  the  purpose  of  establishing  that  the  struc- 
ture described  in  a  party's  application  is  inoperative,  Held  that  while 
the  Examiner  of  Interferences  should  exercise  his  independent  Judg- 
ment he  may  properly  give  weight  to  the  views  expressed  by  the 
Primary  Examiner  in  his  decision  on  a  motion  to  dissolve  involving  the 
same  question.    Id. 

5.  Same — Same — Same — Motion. — When  in  support  of  a  motion  for  leave  to 

take  testimony  on  the  question  of  operativeness  the  moving  party  has 
made  out  a  case  of  inoperativeness  of  his  opponent's  device  suflJcient  for 
the  purposes  of  his  motion  and  has  suflJclently  indicated  the  character 
of  the  testimony  which  he  purposes  to  take,  but  has  failed  to  show  that 
his  criticisms  do  not  apply  to  his  own  structure  as  well  as  to  that  of 
his  opponent,  it  was  held  that  the  motion  should  not  be  granted,  and 
the  case  was  remanded  to  the  Examiner  of  Interferences  to  i)ermit  the 
moving  party  to  perfect  the  showing  in  support  of  his  motion.    Id. 

MOTION  TO  AMEND.     See  Interference,  144. 

MOTION  TO  AMEND  APPLICATION.    See  Interference,  1,  137,  13a 

MOTION  TO  AMEND  PRELIMINARY  STATEMENT.     See  PrioHty  of  Invenr 
tion,  1. 

MOTION  TO  DISSOLVE  INTERFERENCE.  See  Affidavits;  Appeal  to  the 
Commissioner  of  Patents;  Inoperativeness;  Interference,  1,  2,  3,  4,  44, 
61,  62,  69,  83,  88,  89,  102,  103,  104,  158;  Motion  for  Leave  to  Take 
Testimony,  3,  4,  5 ;  Rehearing,.  1 ;  Reissue  Applications,  1 ;  Supervisory^ 
Authority  of  the  Secretary  of  the  Interior  Over  the  Commissioner  of 
Patents;  Trade-Marks,  48,  55. 
1.  Appeal  on  Priority — Motion  to  Transmit  Motion  to  Dissolve  Not 
Granted. — Where  the  grounds  for  dissolution  specified  in  Rule  122 
were  raised  at  the  proper  time  and  decided  by  the  Primary  Examiner 
and  by  the  Examiners-in-Chlef  on  appeal  and  the  case  is  appealed  to 
the  Commissioner  from  a  decision  of  the  Examiners-In-Chief  on  the 
question  of  priority,  a  motion  to  transmit  the  interference  to  the 
Primary  Examiner  to  consider  the  question  of  patentability  will  not 
be  granted  unless  a  clear  and  unmistakable  error  appears  in  the  prior 
decisions.    Parkes  v.  Lewis,  2. 
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2.  Delay   in    Bringing — Excuses. — Where   excuses   offered    for   delay   in 

bringing  motion  for  dissolution  do  not  cover  the  period  In  which  the 
motion  should  have  been  brought  or  some  of  the  subsequent  period,  but 
apply  only  to  the  latter  portion  of  the  subsequent  period,  Held  that  the 
motion  should  not  be  transmitted.    McKee  v.  Baker,  22. 

3.  Same — Same. — Where  it  is  not  shown  that  a  party  went  diligently  to 

work  upon  his  case  at  the  proper  time  to  discover  whether  a  motion  fo^ 
dissolution  should  be  brought,  nor  that  he  was  prevented  from  making 
the  necessary  investigation  and  bringing  the  motion  within  the  period 
fixed  by  the  rules,  Held  that  the  motion  should  not  be  transmitted-    Id, 

4.  Same — Same. — The  rule  requiring  motions  to  be  brought  within  a  fixed 

time  is  a  wholesome  one,  and  its  enforcement  requires  that  motions  be 
not  accepted  when  brought  after  the  expiration  of  that  time  except 
where  circumstances  are  shown  which  made  it  impossible  to  bring  the 
motion  within  the  regular  period  or  under  which  the  party  could  not 
reasonably  be  expected  to  have  brought  It  therein.    Id. 

5.  Statements  of  Facts — Transmission. — Where  nothing  in  the  statement 

of  the  facts  upon  which  a  motion  to  dissolve  on  the  ground  of  irregu- 
larity in  declaration  was  based  is  directed  to  anything  other  than  the 
patentability  of  claims,  the  rights  of  the  parties  to  make  claims,  or  the 
identity  in  meaning  of  claims  when  read  in  the  respective  cases.  Held 
that  the  motion  was  properly  refused  transmission  as  to  this  ground. 
Klepetko  v.  Becker,  24. 

6.  Same — Same. — Where  no  facts  are  alleged  in  support  of  a  motion  for  dis- 

solution on  the  ground  of  non-patentablllty  except  such  as  relate  to  the 
right  of  a  party  to  make  claims,  Held  that  the  motion  was  properly 
refused  transmission  as  to  the  ground  of  non-patentability.     Id, 

7.  Same — Same. — In  order  to  restrict,  so  far  as  possible,  the  labor  of  in- 

vestigation and  consideration  on  the  part  of  the  Office  and  on  the  part 
of  the  parties  against  whom  motions  for  dissolution  are  brought  to 
the  exact  matters  by  reason  of  which  the  moving  party  believes  the 
interference  should  be  dissolved,  it  is  believed  that  the  motion  should 
set  forth  the  specific  facts  relied  upon  to  show  that  the  Interference 
should  not  continue.    Id, 

8.  Same — Same. — In  setting  forth  facts  in  motions  for  dissolution  the  dis- 

tinctions between  the  general  grounds  of  dissolution  which  have  been 
pointed  out  in  Wodward  v.  Newton  (C.  D.,  1809,  13;  80  O.  G.,  490,) 
Oicens  V.  Richardson  (C.  D.,  1904,  289;  111  O.  G.,  1037,)  and  Kac- 
zander  v.  Hodges  and  Hodges  (C.  D.,  1905,  361;  118  O.  G.,  836)  must 
be  carefully  observed.  The  observance  of  these  distinctions  Is  neces- 
sary to  the  logical  presentation  of  the  questions  raised  and  to  the 
avoidance  of  confusion  In  the  matter  of  appeals.    Id. 

9.  Same — Same. — Where  the  motion  does  not  state  facts  of  such  nature  as 

might  form  proper  basis  for  dissolution  upon  the  general  ground  upon 
which  the  facts  are  alleged,  the  motion  is  not  sufficiently  clear  and 
definite,  and  it  should  not  be  transmitted  as  to  those  grounds  to  which 
such  objections  apply.  Id, 
10.  Dissolution — Appeal  on  Motion — Right  to  Claim  Not  Consiwcbed 
Under  Head  of  Interference  in  Fact. — Where  it  is  contended  upon 
appeal  on  motion  to  dissolve  for  non-interference  in  fact  that  a  party 
has  no  right  to  make  claims,  Held  that  the  question  of  right  to  make 
claims  is  dilTerent  from  that  of  Interference  in  fact  and  will  not  be 
considered  of  such  on  appeal.  {Blackmore  v.  Halh  C.  D.,  1905,  561; 
119  O.  G.,  2523.)    Heintzelnian  and  Camp  v.  Vraalstad  and  Doyle,  45. 
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11.  INTEBFEBENCE  IN  FACT. — Where,  so  far  as  the  invention  in  issue  is  con- 

cerned, the  same  results  are  accomplished  by  substantially  the  same 
or  equivalent  means  in  the  device  of  each  party  and  the  terms  of  the 
issue  have  the  same  meaning  in  each  case,  Held  that  there  is  inter- 
ference in  fact.    Id. 

12.  Same — Effect  of  Diffebences  in  the  Devices  Not  Involved  in  the 

Issue. — Where  it  is  contended  upon  appeal  on  motion  to  dissolve  for 
non-interference  In  fact  that,  in  view  of  functions  effected  In  appellees* 
apparatus  which  it  is  claimed  are  not  effected  in  that  of  the  appellants, 
the  inventions  claimed  by  the  respective  parties  are  essentially  differ- 
ent. Held  that  the  differences  in  function  referred  to  related  to  specific 
differences  in  the  devices  to  which  the  issue  is  limited  and  formed  no 
basis  for  dissolution  of  the  Interference.  {Townsend  v.  Copeland  v. 
Robinson,  C.  D.,  1905,  559;    119  O.  G.,  2523.)     Id, 

13.  Transmission. — Where  the  motion  for  dissolution  presents  matters  which 

can  be  considered  in  connection  with  or  as  part  of  the  determination 
of  priority  and  which  should  only  be  so  considered,  Held  that  it  raises 
no  proper  question  for  consideration  by  the  Primary  Examiner  and 
transmission  was  proi)erly  refused.     Siruhle  v.  Young ^  95. 

14.  Based  on  Cebtified  Copies. — Where  Fagan  files  a  certified  copy  of  those 

parts  of  his  application  which  are  supposed  to  relate  to  the  subject- 
matter  of  the  interference  and  a  motion  for  dissolution  is  based  on 
said  copy  denying  Fagan's  right  to  make  the  claims,  Held  that  it  will 
be  assumed  that  the  certified  copy  includes  everything  pertinent  to  the 
subject-matter  in  issue.    Fagan  v.  Qrayhill,  115. 

15.  Same. — ^The  Examiner  may  upon  a  motion  for  dissolution  of  an  Inter- 

ference wherein  one  party  has  filed  a  certified  copy  determine  whether 
or  not  it  is  necessary  for  the  other  party  to  see  other  parts  or  the  whole 
of  the  original  application.    Id. 

16.  Certified  ('opies  Under  Rule  105. — Where  a  rejected  claim  is  included 

in  a  certified  copy  under  Rule  105,  Held  that  all  actions  relative  thereto 
should  be  included  in  the  copy.    Id. 

17.  INTEBFEBENCE  IN  Fact. — Where  the  claims  of  the  Issue  cover  only  such 

elements  of  the  structures  as  are  common  to  the  two  cases  and  the 
specific  differences  in  the  structures  shown  are  not  such  as  to  make  the 
terms  have  different  meanings  in  the  two  cases,  Held  that  there  Is  an 
Interference  In  fact.     'Sohle  v.  Sessions,  119. 

IS.  Appeal  fbom  Affibmative  Decision  Undeb  Rule  124. — Held  that  the 
Court  of  Appeals  in  the  case  of  Podlesak  and  Podlesak  v.  Mclnnemey 
{ante,  558:  120  O.  G.,  2127)  is  not  believed  to  have  departed  from  its 
position  announced  in  the  case  of  Allen,  Commissioner  of  Patents,  v. 
The  United  States,  of  America,  ex  rel.  Oeorge  A.  Lotcry  and  Planters" 
Compress  Company,  (C.  D.,  1005,  G43;  116  O.  G.,  2253,)  wherein  it 
sustained  the  Office  in  Its  refusal  to  permit  appeals  from  decisions 
upon  motions  for  dissolution  which  affirmed  the  merits  of  a  party's 
claim.     Miel  v.  Young,  124. 

19.  Consideration  of  Right  to  Claim  Upon  Appeal  Upon  Priority  of 
Invention. — Held  that  the  case  of  Podlesak  and  Podlesak  v.  Mclnnerney 
{ante,  558;  120  O.  G.,  2127)  is  believed  to  emphasize  and  carry  for- 
ward the  suggestions  contained  in  the  case  of  Allen,  Commissioner  of 
Patents,  v.  The  United  States  of  America,  ex  rel.  Oeorge  A.  Lowry  and 
Planters'  Compress  Company,  (C.  D.,  1905,  643;  116  O.  G.,  2253,)  to 
the  effect  that  an  opponent's  right  to  make  claims  might  be  questioned 
upon  appeal  from  decisions  upon  priority  of  Invention  where  a  holding 
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of  right  on  the  part  of  one  party  to  make  the  claims  operates  to  deay  a 
patent  to  another  party  who,  if  such  holding  be  in  error,  is  the  first 
Inventor.    Id. 

20.  Insufficiency  of  Oath  Accompanying  Application. — A  motion  to  dis- 

solve setting  np  irregularity  on  account  of  the  insufficiency  of  the  oath 
to  the  application  of  the  opposing  party  by  reason  of  the  failure  of  the 
officer  administering  the  same  to  impress  his  seal  thereon  should  not 
be  transmitted  to  the  Primary  Examiner  vrhere  it  appears  from  an 
affidavit  of  such  officer  that  at  the  time  he  administered  the  oath  he 
was  empower^  to  do  so  and  that  he  was  not  provided  with  a  seal,  and 
from  a  certificate  of  the  clerk  of  the  county  in  which  the  oath  was 
executed  that  at  the  time  it  was  executed  such  officer  did,  in  fact,  have 
power  to  administer  it    Scott  v.  Hayes  and  Berger,  140. 

21.  Interfebence  in  Fact — Motion  Indefinite. — A  motion  to  dissolve  on 

the  ground  of  lack  of  interference  in  fact  which  alleges  merely  that 
there  is  no  interference  in  fact  as  to  either  count,  because  they  do  not 
mean  the  same  thing  when  read  on  the  constructions  of  both  parties,  is 
not  sufficiently  definite,  as  it  fails  to  specify  the  element  or  elements  of 
the  counts  wherein  the  different  meanings  are  supposed  to  reside,  and 
should  not  be  transmitted  to  the  Primary  Examiner.  Miller  v.  Mann, 
164. 

22.  Right  to  Make  Claims — Indefiniteness. — ^A  motion  to  dissolve  which 

alleges  that  the  opposing  party  has  no  right  to  make  the  claims  of  the 
issue,  five  in  number,  because  he  does  not  show  five  specified  combina- 
tions of  elements,  is  objectionable  on  the  ground  of  indefinit^iess, 
where  it  is  found  that  the  five  combinations  specified  are  the  same  as 
the  combinations  of  the  claims  in  issue.  The  allegation  amounts  to 
nothing  more  than  a  statement  that  the  opposing  party  has  no  right  to 
make  the  claims  of  the  issue.    Latour  v.  Lundell,  168. 

23.  Patentability  of  Issue — Indefiniteness. — ^A  motion  to  dissolve  alleging 

non-pa  ten  ta  hi  Mty  of  the  opposing  party's  claims  in  view  of  certain  speci- 
fied patents  is  not  indefinite  simply  because  the  patents  are  early 
enough  to  anticipate  the  claims  of  both  parties.  The  allegation  that 
the  patents  anticipate  the  claims  of  the  opposing  party  only  will  not 
prevent  a  holding  by  the  Primary  Examiner  that  they  anticipate  the 
claims  of  both  parties.    Id. 

24.  Obsebvance  of  LiMrr  of  Appeal. — ^Where  the  decision  of  the  Primary 

Examiner  fully  disposed  of  the  motion  and  fixed  a  limit  of  appeal,  but 
contained  a  statement  which  might  raise  a  doubt  as  to  the  condition  in 
which  the  case  was  left  by  the  Examiner,  Held  that  a  party  was  not 
Justified  In  assuming  that  he  could  ignore  the  limit  of  appeal  fixed  and 
obtain  a  rehearing  or  take  appeals  at  later  dates.  Hewitt  v.  Steinmetz, 
174. 

25.  Definiteness. — ^A  motion  to  dissolve  on  the  ground  of  non-interference 

In  fact  which  alleges  that  no  interference  in  fact  exists,  for  the  reason 
that  certain  specified  elements  of  specified  counts  cannot  be  read  on 
the  constructions  of  both  parties  with  the  same  meaning,  is  not  open  to 
the  objection  of  indefiniteness.  It  Is  not  necessary  for  the  motion  to 
state  the  grounds  on  which  the  allegations  are  based,  as  this  is  a  mat- 
ter of  argument    Oarcia  v.  Pons,  177. 

26.  Alleged  Supebiob  CJonstbuction  of  One  Pabty. — Where  interfering  par- 

ties have  different  specific  constructions,  but  the  claims  cover  common 
features  thereof,  the  fact  that  the  device  of  one  party  is  superior  to 
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that  of  another  does  not  warrant  a  dissolution  of  the  interference. 
Kolb  V.  Hemingway  v.  Curtis,  178. 

27.  Allegations  Too  iNOEFiNrrE. — A  motion  to  dissolve  on  the  ground  of  non- 

interference in  fact  which  alleges  that  neither  party  should  be  permitted 
to  secure  claims  broad  enough  to  cover  the  other's  construction  is 
indefinite  and  should  not  be  transmitted  to  the  Primary  Examiner. 
Dickinson  v.  Hildreth,  179. 

28.  Bffectivb  Date  of  Application  Not  a  Question  op  Right  to  Make 

Claims. — A  motion  to  dissolve  on  the  ground  that  the  opposing  party 
has  no  right  to  make  the  claims  which  raises  the  question  whether  such 
party  is  entitled  to  the  date  of  the  earlier  one  of  two  applications  men- 
tioned in  the  notice  of  interference  should  not  be  transmitted  to  the 
Primary  Examiner,  as  the  question  "raised  is  one  to  be  determined  by 
the  Examiner  of  Interferences  and  not  the  Primary  Examiner.    Id. 

29.  Definiteness. — Where  a  motion  is  brought  to  dissolve  the  interference  on 

the  ground  of  irregularity  in  the  declaration,  because  the  counts  are  not 
clear  and  definite,  Held  that  the  alleged  indefiniteness  must  reside  in 
certain  portions  of  the  counts  or  in  certain  words  used  and  that  the 
motion  should  point  out  wherein  the  supposed  indefiniteness  lies.  The 
motion  need  not  state  the  arguments,  but  should  definitely  set  forth  the 
points  to  be  argued.    Berrye,  Kane,  and  Stengard  v.  Hildreth,  186. 

80.  Transmission. — ^A  motion  to  dissolve  on  the  ground  of  non-interference  in 
fact,  which  is  founded  upon  the  alleged  character  of  a  machine  which 
the  moving  party  believes  the  opposing  party  will  rely  upon  In  producing 
his  evidence,  should  not  be  transmitted,  even  though  the  opposing  party 
admits  the  substantial  truth  of  the  allegations  respecting  such  machine. 
Barr  v.  Bugg,  196. 

31.  Motion  to  Reqitire  Amended  Preliminary  Statement. — A  motion  by  one 
party  that  the  opposing  party  be  required  to  file  an  amendea  preliminary 
statement  based  upon  the  alleged  character  of  a  machine  which  the 
moving  party  assumes  will  be  relied  upon  by  the  opposing  party  in 
producing  his  evidence  should  not  be  granted.  The  sufficiency  of  the 
machine  to  establish  a  date  of  invention  will  be  determined  by  the 
Office  when  it  is  introduced  in  evidence  and  in  connection  with  the 
testimony  which  may  be  token  concerning  it    Id, 

82.  iRREGULARriY  IN  DECLARATION. — ^Where  on  a  motion  for  dissolution  on  the 

ground  of  irregularity  in  declaration  the  irregularity  is  stated  to  con- 
sist in  declaring  a  second  interference  on  claims  which  one  of  the 
parties  should  have  copied  under  Rule  109  in  a  prior  interference  if 
they  wanted  to  contest  the  same.  Held  that  the  subject-matter  for  con- 
sideration is  not  properly  presented  under  the  head  of  irregularity  In 
declaration.    Corey  v.  Eiseman  and  Misar,  201. 

83.  Non-Patentability  and  Lack  of  Right  to  BIake  Claims. — Objection  that 

a  second  interference  should  not  have  been  declared  upon  claims  which 
one  of  the  parties  could  have  made  under  Rule  109  in  a  prior  interfer- 
ence may  be  raised  by  a  motion  for  dissolution  based  on  the  grounds 
designated  in  Rule  122  as  non-patentability  and  lack  of  right  to  make 
claims.    Id. 

84.  Transmission.— Where  matter  is  set  forth  in  a  motion  for  dissolution  as 

a  basis  for  one  ground  thereof  which  should  only  be  considered  in  con- 
nection with  another  and  different  ground.  Held  that  the  motion  is  not 
in  proper  form  and  should  not  be  transmitted.    Id. 
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35.  Subsequent  Rejection  ob  Modification  of  Claims. — Where  both  parties 

to  an  interference  have  the  same  claims  in  their  applications.  Held  that 
the  interference  should  not  l>e  permanently  dissolved  except  upon  some 
ground  which  will  form  a  basis  for  rejection  or  for  requiring  modifica- 
tion of  the  claims  in  the  application  of  one  of  the  parties.    Id, 

36.  Transmission. — Where  a  motion  for  dissolution  is  based  on  the  grounds 

that  the  Issue  is  not  patentable  to  one  of  the  parties  because  it  has 
already  been  patented  to  him,  and  that  the  issue  is  not  patentable  over 
the  prior  art,  and  it  is  contended  that  the  motion  should  not  be  trans- 
mitted because  a  decision  might  cast  a  cloud  on  the  party*8  prior  patent. 
Held  that  the  reason  is  not  sufficient,  and  the  motion  should  be  trans- 
mitted.    Orifflth  V.  Dodgson,  204. 

37.  Affidavits. — Consideration  of  affidavits  on  motion  to  dissolve  an  interfer- 

ence is  not  a  right  which  parties  are  entitled  to  demand.  Browne  v. 
Stroud,  226. 

38.  Same. — Whfen  a  party  may  not  appeal  from  the  decision  on  the  motion,  be 

may  not  appeal  from  a  determination  upon  the  admissibility  of  affi- 
davits. The  determination  in  such  cases  will  only  be  reviewed  upon  a 
petition  making  out  an  apparent  case  of  abuse  of  discretion.    Id, 

39.  Interference  in  Fact. — Where  a  motion  for  dissolution  contains  no  posi- 

tive allegation  that  certain  terms  appearing  in  the  issue  have  such 
distinct  meanings  when  read  as  claims  in  the  different  applications  that 
different  inventions  are  represented  thereby,  Held  that  the  motion  con- 
tains nothing  which  may  be  properly  urged  as  a  basis  for  dissolution  on 
the  ground  that  there  is  no  interference  in  fact  Booths  Booths  and 
Flynt  V.  Hanan  and  Gates  v.  Marshall,  238. 

40.  Transmission — Same  Facts  Urged  in  Support  of  Different  Grounds. — 

A  motion  for  dissolution  alleging  non-interference  in  fact,  in  addition  to 
lack  of  right  of  a  party  to  make  claims,  and  urging  the  same  facts  or 
reasons  in  connection  with  each  ground  should  not  be  transmitted,  in 
view  of  the  unnecessary  labor  and  delay  attending  such  double  con- 
sideration of  the  same  matter  both  before  the  Primary  Examiner  and 
upon  appeals.    Id. 

41.  Identical  Claims. — Wher^  parties  have  made  the  same  claims,  the  inter- 

ference should  not  be  dissolved  unless  it  is  shown  either  that  one  of  the 
parties  has  no  right  to  make  the  claims  or  that  the  language  of  the 
claims  as  properly  used  in  the  respective  applications  has  distinctly 
different  meanings  therein.    Id, 

42.  No  Right  to  Make  Claims. — Facts  which  will  support  the  ground  of  no 

right  to  make  claims  relate  to  extent  of  disclosure,  estoppel,  operatlve- 
ness,  and  the  like  and,  if  established,  lead  to  rejection  of  the  claims  in 
the  application  of  at  least  one  of  the  parties.    Id, 

43.  Non-Interference  in   Fact. — Facts  which  support  the  ground  of  non- 

interference in  fact  relate  to  the  n^eanings  of  words  and,  if  established, 
should  lead  to  the  rejection  of  the  claim  in  all  the  applications,  as  fail- 
ing to  define  the  invention  of  any  party  from  the  different  inventions  of 
the  other  parties.     Id. 

44.  Interference  in  Fact. — In  construing  the  issue  the  language  used  should 

not  be  given  a  forced  meaning,  nor  should  it  be  given  a  meaning 
founded  upon  specific  differences  in  the  devices  of  the  parties  which  are 
not  set  forth  in  the  issue.    Lemp  v.  Randall  and  Bates,  240. 

45.  Moving   Party*s   Right  to  Make  Claims. — Where  the  real   contention 

of  the  appellant  is  that  he  has  no  right  to  make  the  claims  in  issue. 
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Held  there  Is  no  reason  why  the  Office,  having  once  decided  that  a  party 
is  entitled  to  make  certain  claims,  should  reconsider  the  question  on  the 
party's  own  motion.  Ooodtcin  v.  Smithy  257. 
'46.  Interference  in  Fact. — The  only  contentions  and  argHments  which  are 
in  order  in  support  of  motions  to  dissolve  interferences  for  non-interfer- 
ence in  fact  where  the  parties  have  made  the  same  claims  are  those 
tending  to  show  that  the  claims  have  different  meanings  in  the  cases 
of  the  respective  parties,  notwithstanding  a  perfect  right  upon  the  part 
of  each  party  to  make  the  claims.    Id. 

47.  Irregularity  in  Declaration. — A  motion  to  dissolve  the  interference  on 

the  ground  of  irregularity  in  declaration  by  reason  of  uncertainty  in  the 
meaning  of  the  counts  of  the  Issue  denied,  since  the  issue  appears  to  be 
clear  and  definite.    Id, 

48.  iNDEFiNFTE. — Where  nineteen  unapplied  references  are  cited  as  a  reason 

for  dissolution  of  an  interference  on  the  ground  of  non-patentability, 
Held  obviously  bad  and  that  this  reason  for  dissolution  will  not  be 
entertained  in  considering  the  motion.    Pym  v.  Hadatcay,  260. 

49.  Definite. — Where  objection  to  the  motion  is  made  on  the  ground  that 

non-patentability  of  the  issues  is  alleged,  not  generally,  but  to  one  of  the 
parties,  Held  that  the  objection  is  not  a  valid  one,  as  it  Is  conceivable 
that  the  claims  might  have  such  different  meanings  in  the  cases  of  the 
respective  parties  as  to  be  patentable  in  one  case  and  not  in  the 
other.    Id. 

50.  Refusal  to  Transmit. — ^Where  a  motion  to  dissolve  on  the  grounds  of 

non-interference  in  fact  and  irregularity  is  refused  transmission,  because 
proper  reasons  for  dissolution  on  these  grounds  are  not  stated,  and 
api)ellant  urged  that  he  will  thereby  be  cut  off  from  appeal  in  case  a 
decision  is  rendered  against  him  on  the  remaining  grounds  of  the 
motion.  Held  that  this  is  exactly  what  the  practice  Is  intended  to  accom- 
plish and  that  if  a  party  has  no  reasons  to  allege  in  his  motion  which 
would  support  dissolution  upon  appealable  grounds  he  should  not  be 
permitted  to  waste  the  time  and  labor  of  his  opponents  and  of  the  Office 
with  appeals  which  can  have  no  other  object  than  to  obtain  a  review  of 
non-appealable  decisions.     Id. 

51.  Interference  in  Fact. — Where  a  motion  is  made  to  dissolve  the  inter- 

ference on  the  ground  of  non-interference  in  fact,  Held  that  the  only 
question  to  be  considered  Is  whether  the  language  of  the  issue  supports 
different  meanings  with  equal  propriety  In  the  applications  of  the 
respective  parties.    Kinney  v.  Goodhue,  2G4. 

52.  Appellant's  Right  to  Make  Claim. — The  right  of  the  appellant  to  make 

the  claim  of  the  issue  will  not  be  considered,  for  reasons  stated  In 
Miller  v.  Perham,  (ante  157;  121  O.  G.,  2667.)     Id. 

53.  AppLicAN^r    V.    Patentee  —  Applicant    Alleging    Non-Patentability. — 

Where  applicant  moves  for  dissolution  upon  ground  of  non-patentability 
and  his  opponent  is  Involved  uiK)n  a  regularly- issued  patent  and  the 
motion  is  brought  after  the  expiration  of  the  time  for  taking  testimony 
and  no  testimony  has  been  taken.  Held  that  the  practice  announced  In 
Lipe  V.  Miller  (C.  D.,  1904,  114;  109  O.  G.,  1608)  should  not  be  followed 
and  that'the  case  should  proceed  to  Judgment    Smith  v.  Slocum,  269. 

54.  Limit  of  Appeal — Extension. — The  Primary  Examiner  has  no  authority 

to  extend  the  limit  of  appeal  from  his  decision  ui)on  motion  brought 
after  said  limit  has  expired.    Becker  and  Patitz  v.  Edwards,  270.    • 
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65.  Rehearing. — ^The  Primary  Examiner  has  no  authority  to  grant  a  motion 
for  rehearing  filed  after  the  limit  of  appeal  from  his  decision  has 
expired.    Id. 

56.  Transmission. — Where  a  motion  to  dissolve  was  brought  more  than  seven 

months  after  the  time  fixed  by  the  rules  and  the  excuse  for  the  delay 
was  that  the  attorney  was  so  busy  with  other  business  matters  that  he 
could  not  sooner  bring  the  motion.  Held  insufficient  to  account  for  the 
long  delay.    Toumsend  v.  Copeland  v.  Rohinson,  356. 

57.  Same. — Where  it  is  urged  that  even  though  the  showing  in  excuse  of  the 

delay  in  bringing  a  motion  to  dissolve  be  regarded  as  insufficient  the 
motion  should  nevertheless  be  transmitted  in  view  of  the  fact  that  no 
testimony  has  yet  been  taken  and  that  there  is  a  motion  to  amend  now 
pending  before  the  Examiner,  Held  that  these  circumstance  are  not 
controlling  and  that  the  provision  of  Rule  122  requiring  motions  to  be 
brought,  if  possible,  within  a  time  fixed  is  conducive  to  orderly  pro- 
cedure and  must  be  enforced.    Id. 

58.  Same. — Where  L.  moves  to  dissolve  on  the  ground  of  no  interference  in 

fact  and  in  support  of  this  ground  alleges  that  the  claims  in  Jasue  are 
not  patentable  unless  given  a  construction  which  precludes  N.  from 
making  them  in  his  application,  Held  that  the  matters  alleged  do  not 
involve  the  question  of  non-interference  in  fact  and  that  the  motion 
should  not  be  construed  as  relating  to  the  question  of  right  to  make  the 
claims  and  should  not  be  transmitted  to  the  Primary  Examiner.  Lizotte 
V.  Neuherth,  370. 

59.  Same. — Where  L.,  in  support  of  his  motion  to  dissolve  on  the  ground 

that  N.  has  no  right  to  make  the  claims,  alleges  as  a  reason  that  N.'s 
original  disclosure  is  insufficient  to  support  the  claims  and  that  his 
specification  and  claims  were  unduly  enlarged  and  broadened.  Held  that 
in  the  absence  of  any  indication  as  to  whether  L.'s  motion  is  directed 
to  ail  or  part  of  the  claims  in  issue  and  in  the  absence  of  any  specific 
statement  as  to  which  elements  of  the  claims  are  not  supported  by  the 
original  disclosure  the  motion  should  not  be  transmitted  to  the  Primary 
Examiner.    Id. 

60.  Appeal. — Where  on  a  motion  to  dissolve  an  interference  and  the  argu- 

ment in  support  thereof  it  is  contended  that  the  counts  of  the  issue 
have  different  meanings  in  the  applications  of  the  respective  parties, 
but  the  question  really  raised  relate&  to  the  right  of  one  of  the  parties 
to  make  the  claims  In  issue.  Held  that  an  appeal  will  not  be  enter- 
tained from  the  Primary  Examiner's  refusal  to  dissolve,  as  his  decision 
was  in  effect  an  affirmative  ruling  upon  a  party's  right  to  make  claims. 
Weintraub  v.  Hewitt,  401. 

61.  Definiteness. — In  Inaugurating  the  practice  of  requiring  definiteness  in 

motions  to  dissolve  It  was  the  intention  not  to  require  that  the  argu- 
ments should  be  given,  but  that  reasonable  notice  should  be  given  of 
the  points  to  be  argued.  These  facts  must  be  in  the  mind  of  the  mov- 
ing party  when  the  motion  Is  drawn,  if  It  is  one  brought  in  good  faith, 
and  no  reason  Is  known  why  his  opponent  should  not  be  given  this 
information  before  the  hearing  for  bis  assistance  in  preparing  his 
defense.    Heyney  Hayward,  and  McCarthy  v.  De  Vilhiss,  Jr.,  450. 

62.  Same. — Where  the  motion  to  dtesolve  alleges  non-patentablllty  of  the  ten 

counts  of  the  issue  In  view  of  six  enumerated  patents.  Held  that  if  the 
moving  party  is  of  the  opinion  that  each  of  the  references  is  an  antici- 
pation of  each  of  the  claims  the  motion  should  so  state;  If  not,  the 
motion  should  enumerate  the  references  In  connection  with  the  claims 
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to  which  they  will  be  applied  in  the  argument.  If  the  contention  of 
non-patentability  is  based  upon  the  theory  of  aggregation  or  double 
use  or  substitution  of  equivalents,  it  should  appear  in  the  motion,  also 
the  manner  in  which  it  Is  proposed  to  combine  the  references.  Id. 
63.  Sufficiency  of  Notice. — Where  the  transmission  of  a  motion  to  dissolve 
is  opposed  on  the  ground  that  no  proper  notice  was  given  of  the  bring- 
ing of  the  motion,  the  notice  of  the  motion  having  been  signed  by 
only  two  of  the  three  independently-appointed  attorneys,  Held  that  the 
objection  is  not  well  taken  and  that  the  signature  to  a  notice  is  suffi- 
cient if  the  party  notified  understands  from  the  signature  from  whom 
or  in  whose  interest  the  notice  is  given.    Id. 

MOTION  TO  REOPEN  INTERFERENCE.    See  Interference,  71. 

MOTION  TO  REOPEN  INTERFERENCE  TO  TAKE  TESTIMONY.  See  Inter- 
ferencCy  67,  74. 
!•  Interfebence.— Where  motion  is  made  to  reopen  the  interference  for  the 
admission  of  alleged  "  newly-discovered  evidence,"  but  It  appears  that 
much  of  said  evidence  Is  not  properly  "  newly  discovered  "  and  that  no 
satisfactory  excuse  has  been  made  for  fhe  delay  in  bringing  the  motion* 
Held,  that  the  motion  was  properly  denied.  Newell  v.  Clifford  v.  Rose, 
440. 
2,  Same — Consideration  Not  Delated  Until  Appeal  is  Taken  on 
Priority. — Where  appeal  Is  talsen  from  the  adverse  decision  of  the 
Examiner  of  Interferences  on  motion  to  reopen  the  interference  for 
the  admission  of  additional  evidence  after  a  decision  has  been  rendered 
by  him  on  priority  and  said  appeal  Is  accompanied  by  a  request  that 
consideration  of  the  appeal  on  the  motion  be  held  in  abeyance  until  the 
case  reaches  the  Commissioner  on  appeal  on  priority,  Held  that  if  the 
interference  is  to  be  reopened  at  all  it  should  be  done  at  once  and  not 
delayed  until  appellant  has  had  an  opportunity  to  test  the  sufficiency 
of  the  present  record  before  the  various  appellate  tribunals.    Id. 

MOTION  TO  RESTORE  JURISDICTION.     See  Interference,  74. 

MOTION  TO   SHIFT  BURDEN   OF  PROOF.     See  Interference,  153;  Testi- 
tnony,  15. 

MULTIPLICITY  OF  CLAIMS.     See  Claims,  3,  4. 

NAME  OF  APPLICANT. 

Different  Forms. — Where  different  forms  of  the  applicant's  name  appear 
in  the  preamble  and  signature  to  the  specification,  one  of  them  pre- 
sumably a  corruption  or  niclcname.  Held  that  an  affidavit  should  be 
required  stating  which  Is  the  correct  form  of  the  applicant's  name. 
Where  the  incorrect  form  appears  in  the  preamble,  correction  should 
be  made  by  amendment  Where  the  abbreviated  form  or  nlclsname 
appears  in  the  signature,  the  patent  may  issue  after  the  filing  of  the 
affidavit  above  referred  to.    Ex  parte  Clark,  339. 

NEW  CLAIMS.    See  Amendments,  1,  2,  4;  Interference,  159;  Reissue  Applica- 
tions, 13,  14,  16,  17. 

NEW  COMBINATIONS.     See  Claims,  14. 

NEW  DEVICES.     See  Invention,  24 ;  Patentability,  16. 

NEW  ELEMENTS.     See  Invention,  9,  10. 

NEWLY  DISCOVERED  EVIDENCE.     See  Interference,  74;  Motion  to  Reopen 
Interference  to  Take  Testimony,  1. 

NEW  MATTER.    See  Drawings,  1 ;  Reissue  Applications,  1, 13, 14 ;  Testimony,  S, 

NEW   REFERENCE.     See  Amendments,   1 ;   Interference,  151 ;   Reopening  of 
Decided  Cases,  2 ;  Return  of  Fees, 
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NEW  RESULTS.     See  Claims,  14. 

NEW  UJ^E.     See  Invention,  6;  Patentability,  1,  2,  17. 

NOTARIAL  SEAL.     See  Motion  to  Disaolve  Interference,  20. 

NOTARY  PUBLIC.     See  Motion  to  Dissolve  Interference,  20. 

NOTICE  OP  ALLOWANCE. 

Application. — Where  a  showing  Is  made  that  the  notice  of  allowance  of 
an  application  was  not  received,  but  it  was  not  alleged  that  no  notice 
was  mailed,  and  the  records  indicate  that  It  was  mailed.  Held  that  this 
Office  has  no  Jurisdiction  to  extend  the  time  for  payment  of  the  final 
fee  directly  or  indirectly,  and  a  request  that  a  new  notice  of  allowance 
be  sent  cannot  be  granted.     Ex  parte  Olafke,  159. 

NOTICE  OF  MOTION  TO  DISSOLVE  INTERFERENCE.  See  Motion  to  Di$' 
solve  Interference,  G3. 

NOVELTY.     See  Designs,  4 ;  Invention,  5. 

OATH.  See  Applications,  1,  4,  5 ;  Interference,  154;  Jurisdiction  of  Examiner  of 
Interferences;  Motion  to  Dissolve  Interference,  20;  Reissue  Applica- 
tions,  7:  Trade-Marks,  52,  53. 

1.  Jjosq  Delay  After  Execution  in  Filing  Application. — Where  the  onth 

to  an  application  is  executed  more  than  nineteen  months  prior  to  the 
filing  of  the  application,  a  new  oath  cannot  be  waived  on  a  mere 
allegation  that  differences  have  arisen  between  the  inventor  and 
assignee  by  reason  of  which  the  inventor  refuses  to  execute  another 
oath.  Where  there  is  such  long  delay,  the  requirement  for  a  new 
oath  can  be  waived  only  upon  a  showing  of  the  most  satisfactory  char- 
acter.    Ex  parte  Uoschke,  166. 

2.  Venue. — Where  the  original  oath  accompanying  the  application  contained 

no  statement  of  venue.  Held  that  the  applicant  should  eitJier  file  a  new 
oath  provided  with  a  venue  or  should  furnish  the  affidavit  of  the  notary 
who  administered  the  original  oath,  stating  where  that  oath  was  ad- 
ministered.   Ex  parte  Delavoye,  320. 

OLD  COMBINATION.     See  Invention,  10. 

OLD  DEVICES.     See  Invention,  14,  15,  21 ;  Patentabilitv,  1,  2,  17. 

OLD  ELEMENTS.     See  Claims,  14 ;  Invention,  6,  16,  18, 

OLD  IDEA.     See  Invention,  13. 

OMISSION  OF  PARTS.     See  Interference,  160. 

OPINION  OF  THE  ATTORNEY-GENERAL.     See  Forfeited  Applications. 

OPPOSITION.  See  Trade-Marks,  10,  11,  12.  13,  14,  15,  19,  20,  30,  31,  32,  35, 
36,  51,  52,  53,  61,  62,  74,  75,  84,  85,  86,  87,  88,  89,  97,  101,  102,  103, 
104,  106,  107,  108,  111,   113,  114.  118,  128,  138. 

ORAL  TESTIMONY.     See  Interference,  109. 

ORAL  TRANSFER.     See  Trade-Marks,  126,  127. 

ORIGINAL  PATENT.     See  Reissue  Applications,  4,  5.  10,  11 

OWNERSHIP  OF  TRADE-MARKS.  See  Trade-Marks,  7.  28,  29,  42,  43,  64, 
88,  92,  96.  ' 

PARTICULAR  DESCRIPTION  OF  GOODS.     See  Trade-Marks,  22,  23. 

PARTIES  IN  INTEREST.     See  Suggested  Claims,  1,  2. 

PARTNERSHIP.     See  Trade-Marks,  28,  29. 

PATENTABILITY.  See  Affidavits;  Appeal  to  the  Examinci'S-in-Chicf,  2; 
Claiins,  13 ;  Designs,  2,  3,  5 ;  Interference,  14,  15,  16,  52,  87,  103,  104,  133, 
140, 149, 162, 164 ;  Invention;  Motion  to  Dissolve  Interference, 5, 6, 23. 33, 
36,  40,  50,  54,  62;  Priority  of  Invention,  22,  33;  Rejection  of  Claims,  2; 
Suggested  Claims,  1,  2;  Supervisory  Authority  of  the  Commissioner  of 
Patents;  Testimony,  1. 
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1.  Double  Use — Substitution  op  Equivalents. — Where  In  a  rock-crusher  a 

mantle  removahly  secured  upon  a  conical  core  is  concededly  unpatent- 
able. Held  that  the  provision  of  old  pln-and-slot  fastening  devices  for 
retaining  the  mantle  tightly  upon  the  conical  core  Is  mere  double  use 
and,  in  view  of  certain  references,  an  obvious  substitution  of  equiva- 
lents.    *In  re  Thurston,  539. 

2.  Same— Same. — In  denying  patentability  to  a  change  In  prior  devices.  Held 

that  the  change  was  not  made  by  transferring  an  old  device  to  use  In 
an  entirely  different  and  unrelated  art  and  that  therefore  the  case  of 
Potts  v.  Creager  (C.  D.,  1895,  143;  70  O.  G.,  494;  155  U.  S.,  597)  does 
not  apply.    *Id, 

3.  Popularity — Labge  Sales. — Where  the  assertion  was  made  that  the  new 

machine  had  met  with  instant  favor  and  large  sales,  but  there  was 
nothing  in  the  record  to  bear  out  the  assertion^  Held  that  no  effect  could 
be  given  thereto.    *Id. 

4.  Rules  as  to  Doubts. — Where  there  is  a  serious  doubt  as  to  patentability, 

that  doubt  should  be  resolved  in  favor  of  the  one  seel^ing  a  patent,  for 
if  his  claim  be  denied  he  has  nothing  with  which  he  can  go  into  court 
and  attempt  to  enforce  a  lawful  monopoly;  but  in  reversing  the  con- 
current decisions  of  the  Patent  Office  there  should  be  conviction  l)eyond 
a  reasonable  doubt  that  in  the  absence  of  anything  but  what  is  shown 
by  the  record  a  patent  granted  on  the  application  would  be  held  a  valid 
one.     */n  re  Schrauhstadter,  541. 

5.  Decision  of  Commissioner  of  Patents. — ^The  decision  of  the  Commis- 

sioner of  Patents  refusing  a  patent  upoft  a  grain-door  construction  for 
car-doors  affirmed  as  to  claims  1,  2,  3,  5,  8,  10,  11,  12,  13,  17,  18,  19, 
and  20  and  reversed  as  to  6  and  7.     *In  re  Hill,  572. 

6.  Striking  from  Record  General  Statements  by  Examiner. — Held  that  a 

general  statement  that  claims  are  **  manifestly  "  unpatentable  in  view 
of  the  prior  art,  where  the  Examiner  subsequently  cited  a  reference 
and  rejected  the  claims,  does  not  cast  a  cloud  upon  or  express  a  doubt 
as  to  tlie  validity  of  the  allowed  claims  and  should  not  be  canceled 
from  the  record.    Ex  parte  Holzer,  110. 

7.  Change  in  Location  of  EIlements  Not  Invention. — Held  that  the  change 

in  the  relative  location  of  the  various  elements  of  the  apparatus  is 
nothing  more  than  would  suggest  itself  to  a  skilled  mechanic  having  in 
view  the  conditions  and  conveniences  of  the  different  places  in  which 
the  construction  and  use  of  the  apparatus  may  be  desired.  *In  ro 
Garrett,  645. 

8.  Opinion  Affidavits  ENTnxED  to  No  Weight. — Where  affidavits  are  filed 

containing  general  expressions  of  opinion  In  respect  of  the  patentability 
of  claims,  Held  that  they  are  entitled  to  no  weight     *ld. 

9.  Utility  Does  Not  Establish  Novelty. — Where  the  want  of  patentable 

novelty  is  reasonably  clear  and  not  In  doubt.  Held  that  the  fact,  if 
established,  that  the  apparatus  claimed  has  displaced  others  generally 
by  reason  of  Its  obvious  superiority  can  have  no  weight  *Id, 
10.  References  Under  Rule  12G — Decision  of  Examiners-in-Chief  Not  Re- 
viewable ON  Petition. — Where  the  Examiner  of  Interferences  called 
iittention,  according  to  the  provisions  of  Rule  126,  that  in  his  opinion 
the  issue  is  not  patentable  and  upon  reference  the  Primary  Examiner 
disagreed  with  the  Examiner  of  Interferences,  whereupon  the  question 
was  referred  to  and  decided  by  the  Examiners-in-Chief,  who  affirmed 
the  decision  of  the  Primary  Examiner,  Held  that  no  sufficient  reason 

H.  Doc.  641, 59-2 54 
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appears  why  the  decision  of  tlie  Examiners-in-Chief  shoald  be  reviewed 
on  petition.    Munro  v.  Walker,  200. 

11.  A  Form  of  Contract  Not  an  Art,  Machine,  Manufacture,  or  Composi- 

tion OF  Matter. — Wliere  the  alleged  invention  is  nothing  more  than  a 
form  of  proposed  contract  to  be  entered  into  with  indivldaals  desiring 
the  benefit  of  burial  insurance  or  guaranty,  with  blanks  attached  and 
readily  separable  therefrom,  which  in  addition  to  the  ordinary  draft 
for  payment  show  the  several  certificates  required  in  order  to  provide, 
as  far  as  practicable,  against  the  perpetration  of  frauds  upon  the  in- 
surer or  guarantor.  Held  not  an  art,  machine,  manufacture,  or  composi- 
tion of  matter  within  the  meaning  of  the  patent  laws  of  the  United 
States.     *Jn  re  Moeser,  685. 

12.  A  Mere  Contract  Not  Patentable. — Where  each  form  of  proposal  is  one 

for  entry  into  and  performance  of  a  distinct  contract  and  there  is  no 
physical  construction  or  combination  that  can  convert  it  from  a  mere 
contract  into  a  tangible  device  or  manufacture,  Held  not  patentable. 
•Id. 

13.  Forms  of  Insurance  Contracts  Not  Patentabuc  as  an  Art. — ^Tbe  form 

of  contracts  or  proposals  for  contracts  devised  or  adopted  as  a  method 
of  transacting  a  particular  class  of  indemnity  or  insurance  business 
Held  not  patentable  as  an  art    ♦/*. 

14.  Anticipation. — Held  that  a  claim  to  a  printing-press  comprising  three 

printing-couples,  together  with  means  for  perfecting  webs  thereby,  is 
not  anticipated  by  a  press  which  comprises  four  couples  so  arranged 
that  a  web  could  not«be  perfected  by  the  operation  of  three  couples. 
Bcchman  v.  Southgate,  270. 

15.  Same — Identity. — A  claim  for  a  steam-gage  comprising  a  "  Bourbon  tube 

and  the  part  to  which  it  is  secured,  the  joint  between  the  two  being 
unsoldered  and  held  by  frlctional  contact "  is  not  patentable  over  a  steam- 
giige  having  a  Bourdon  tube  attached  to  its  socket  by  means  of  a  flange 
on  the  tube  and  which  is  held  in  place  by  a  Jam-nut,  making  a  steam- 
tight  union-joint  without  the  use  of  solder.  *Millett  et  al  v.  Allen,  Com- 
missioner of  Patents^  752. 

16.  EiViDENCE — Large  Sales. — ^The  fact  that  a  new  device  may  have  displaced 

others  by  reason  of  its  manifest  superiority  is  material  only  when  the 
question  of  patentability  is  otherwise  a.  matter  of  doubt.    ♦  Id, 

17.  New  Use. — Patentable  novelty  cannot  be  predicted  merely  on  a  differ- 

ence in  the  relation  between  the  parts  of  a  mechanism  and  the  material 
operated  upon  by  such  mechanism.  There  is  involved  no  new  use  of  an 
old  mechanism.    Est  parte  McNeil  and  Sturtevant,  383. 

PATENTS.     See  Access  to  Pending  Applications,  1;  Interference,  63,  96,  98; 
Grant  of  Patent;  Identical  Claims;  Invention^  4. 

PATENTS  AND  APPLICATIONS.    See  Access  to  Pending  Applications,  1: 
Interference;   53,  96,  98. 

PATENTS  IRREGULARLY  ISSUED.     See  Interference,  119. 

PENDING  APPLICATIONS.     See  Copies  of  Pending  Applications;  Interfer- 
ence, 135 ;  Trade-Marks,  2,  3,  4,  5,  25. 

PETITION  TO  THE  COMMISSIONER  OF  PATENTS.  See  Abandonment  of 
Applications,  4,  18;  Patentability,  10. 
1,  Interference — Petition  to  Restore  Jurisdiction  of  E^xamineb  of  Intee- 
FEBENCEs — Pbactice. — Where  petition  is  made  to  restore  the  Jurisdic- 
tion of  the  Examiner  of  Interferences  to  consider  certain  motions.  Held 
that  copies  of  the  motions  which  the  petitioner  desires  the  Examiner  of 
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Int^fer^icee  to  consider  and  decide  should  accompany  tbe  petition,  and 
service  of  the  papers  should  be  made  upon  the  opposite  party  to  the 
interference.  Ew  parte  Adams-Randall,  483, 
2^  Same— Same — Same. — Where  petition  is  made  to  restore  the  jurisdiction 
of  the  Examiner  of  Interferences  to  consider  certain  motions,  the  form 
merely  and  not  the  merits  of  said  motions  will  be  considered  in  deter- 
mining the  petition,  since  the  merits  of  the  motions  should  be  decided  in 
tlie  first  instance  by  the  Examiner  of  Interferences.    Id. 

POVERTY.     See  Interference,  36,  37;  Priority  of  Invention,  5,  19,  20,  25,  32. 

POWER  OF  ATTORNEY.    See  Abandonment  of  Applications,  2. 

OBZfXBAL  Powers  Not  Recognized. — Where  the  power  of  attorney  given  by 
one  of  the  executors  fs  not  signed  in  person,  but  by  one  claiming  to  act 
as  his  attorney.  Held  that  said  power  of  attorney  should  not  be  recog- 
nized, since  the  rule  of  the  Office  which  denies  recognition  to  general 
powers  of  attorney  seems  to  be  applicable.    Ew  parte  Rogers,  528. 

POWER  OF  PATENT  OFFICE  TRIBUNALS.    See  Rehearing,  S. 

PRACTICE  IN  THE  PATENT  OFFICE.  See  Access  to  Abandoned  Applica- 
tions, 2. 

PRELIMINARY  STATEMENTS.  See  Amendments  to  Preliminary  State- 
ments; Interference,  47,  51,  61,  150,  151;  Prioritt^  of  Invention,  1,  7, 
12, 13,  14,  16 ;  Prosecution  of  Interferences  by  Assignees;  Testimony,  13. 

1.  Interference — Proof  of  Dates  Earlier  Than  Those  Given. — Where  a 

party  has  been  refused  permission  to  put  back  his  dates  as  set  out  in 
his  preliminary  statement  after  seeing  his  adversary's  dates,  any 
attempt  to  prove  the  earlier  dates  is  contrary  to  the  rules  of  the  Patent 
Office  and  to  the  general  rules  applicable  to  pleading  in  courts  of  law. 
*Fowler  v.  McBerty,  585. 

2.  Amendment  of  Within  Discretion  of  Commissioner. — Whether  leave 

shall  be  given  to  amend  a  preliminary  statement  is  a  matter  within 
the  discretion  of  the  Commissioner  and  is  not  reviewable,  save  possibly 
in  a  case  of  palpable  abuse  of  tliat  discretion.  *Neth  and  Tamplin  v. 
Ohmer,  693. 
8.  Interference. — Held  that  a  preliminary  statement  wlilch  contains  no 
allegations  regarding  models,  reduction  to  practice,  or  extent  of  use 
should  not  be  accepted,  but  an  amended  statement  containing  the  alle- 
gations specified  in  Rule  110  should  be  required.  Schoonmaker  v. 
Sintz,  294. 

4.  Same. — Held  that  tlie  requirement  for  an  amended  preliminary  state- 

ment containing  allegations  regarding  the  making  of  models,  reduction 
to  practice,  and  extent  of  use,  which  allegations  had  been  omitted  from 
the  original  preliminary  statement,  will  not  necessarily  result  merely 
in  the  filing  of  an  amended  statement  containing  an  allegation  that  no 
model  or  machine  had  been  made,  and  furthermore,  such  an  allega- 
tion would  be  useful  as  notice  to  the  opposing  party  and  the  Oflice.    Id. 

5.  Same — Amendment. — Where  a  party  used  the  word  "  model "   In  his 

preliminary  statement,  as  commonly  used  in  the  factory,  to  indicate 
experimental  full-sized  devices  made  by  hand,  which,  if  found  satis- 
factory, are  copied  in  subsequently  making  the  commercial  device  in 
large  quantities  by  machinery,  and  it  appears  that  his  attorney  pre- 
pared the  preliminary  statement  from  written  memoranda  mailed  to 
him  and  did  not  discover  that  the  party  had  not  used  the  word  **  model " 
in  the  legal  sense  until  preparing  to  take  testimony,  and  where  the 
motion  was  brought  before  any  testimony  was  taken  and  it  does  not 
appear  tliat  the  delay  in  bringing  the  motion  will  work  any  injury 
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to  the  opponent,  Held  that  the  party  should  be  permitted  to  correct  his 

mistake.    Day  v.  Adt  v.  Hardpj  526. 
PRESUMPTION.     See  Interference,  65,  56,  67,  58;  Trade-Marks,  43. 
PRESUMPTION  OF  INVENTION.     See  Interference,  55. 
PRINTED  RECORD.    See  Teatintony,  10,  11. 
PRINTS. 

1.  Title  Given  Not  on  Pmnt. — Where  the  title  given  to  a  print  does  not 

appear  on  It,  Held  that  registration  was  properly  refused.  Et  parte 
Ruppert,  142. 

2.  Same — Curing  Objection. — Where  objection  is  made  that  the  title  does 

not  appear  upon  the  print.  Held  that  the  objection  may  be  cored  by 
filing  copies  having  the  proper  title  printed  thereon  or  by  changing  the 
title  to  that  which  appears  upon  the  present  copies.    Id. 

3.  Indication  of  Mbbchandise. — Held  that  a  print  for  malt  liquors  which 

includes  as  an  essential  feature  a  representation  of  a  beer-keg  is  a 
sufficient  indication  of  the  merchandise  fbr  which  it  was  designed.    Id. 

PRIMA  FACIE  CASE.     See  Public  Use  and  Sale,  S. 

PRIOR  APPLICATION.    See  Access  to  Pending  Applications,  1. 

PRIOR  ART.    See  Invention,  19. 

PRIOR  DEVICES.    See  Invention,  18. 

PRIORITY  OF  ADOPTION  AND  USE.  See  Trade-Marks,  64,  88,  91,  126, 
127,  13a 

PRIORITY  OF  INVENTION.  See  Delay  in  Filing  Applications;  Diligence; 
Fees;  Interference,  14,  15,  16,  17,  18,  19,  22,  23,  25,  26,  36,  37.  38,  39,  40. 
43,  46,  50,  51,  52,  63,  64,  66,  67,  70,  75,  78,  79,  81,  82,  87.  92,  93,  101. 
106,  107,  130,  131,  134,  136,  141,  164;  Motion  to  Dissolve  Interfer- 
ence, 1,  13;  Motion  to  Reopen  Interference  to  Take  Testimony, 
2;  Public  Use  and  Sale,  2,  4;  Reduction  to  Practice,  24,  25; 
Reopening  of  Interference;  Suggested  Claims,  3 ;  Testimony,  18. 

1.  Judgment  on  the  Record. — ^Where  the  preliminary  statement  of  N.  and 

T.  failed  to  overcome  the  record  date  of  O.'s  application  and  motion  by 
N.  and  T.  to  amend  their  preliminary  statement  had  been  denied  and 
the  denial  affirmed  on  appeal,  Held  that  O.  is  entitled  to  an  award  of 
priority  of  invention.    Neth  and  Tam>plin  v.  Ohmer,  1. 

2.  Obiginality — ^Derivation  by  S.  from  B.  Through  Another^Evidence.— 

Where  B.  claims  conception  of  the  invention  and  disclosure  to  an  asso- 
ciate of  S.  prior  to  S.'s  alleged  date  of  conception  and  is  corroborated 
as  to  both  matters  by  credible  witnesses  and  the  associate  is  discred- 
ited by  his  denial  that  the  invention  was  so  disclosed  to  him  and  the 
weight  of  circumstances  is  in  favor  of  derivation  by  S.  from  B.  throu^ 
the  associate.  Held  that  the  testimony  of  S.  and  the  associate  to  inde- 
pendent invention  by  S.  and  the  inference  unfavorable  to  B.  from  inac- 
tivity in  connection  with  the  invention  are  overcome  and  that  B,  Is  enti- 
tled to  an  award  of  priority  of  Invention.    Beall  v.  Shuman,  16. 

3.  Same — Evidence — Similarity  of  Iitvewtion  and  Opportunity  op  Deriva- 

tion.— Held  that  the  mere  appearance  of  two  parties  with  the  same 
Invention  identical  in  many  novel  and  distinct  details  raises  some  sus- 
picion of  derivation  by  one  from  the  other,  and  where  one  of  these 
parties  Is  proved  to  have  been  In  possession  of  the  invention  prior  to 
any  date  of  possession  proved  by  the  other  party  and  It  is  shown  that 
opportunity  for  derivation  by  the  later  party  from  the  earlier  party 
occurred  prior  to  such  proved  date  of  possession  by  the  later  party  the 
suspicion  of  derivation,  in  the  absence  of  satisfactory  evld^ice  to  the 
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contrary,  beoomeB  conviction,  and  it  most  be  held  that  the  later  party 
did,  in  fact,  obtain  the  invention  from  the  earlier  party.    Id. 

4.  Sam»— Samb— Iw Acnvrrr  op  Pabtt— Notice  op  Advebse  Claim. — Where 

B.  was  not  active  in  obtaining  patents  or  in  the  reduction  to  practice 
and  promotion  of  the  invention  which  was  carried  on  by  S.,  but  pro- 
duces evidence  in  support  of  his  claim  that  he  supposed  S.  to  be  car- 
rying out  B.'s  conception  in  the  business  of  the  common  employer  of  B. 
and  S.,  Held  that  in  the  absence  of  proof  tliat  B.  in  the  period  of  his 
inactivity  had  notice  of  S.'s  adverse  claim  no  inferences  strongly 
unfavorable  to  B.  can  be  drawn  from  his  inactivity.    Id. 

5.  £VIDK1TCS — DISCBBPAI7CY    BETWEEN    TESTIMONY    AND    APPLICATION    AS    TO 

Extent  op  the  Invention. — Where  B.  carefully  omitted  from  his  appli- 
cations, prepared  from  S.'8  patents,  features  of  invention  disclosed  in 
the  patents  to  S.  and  which  B.  in  testifying  claims  to  have  invented. 
Held  that  the  inference  from  these  facts  that  B.  did  not  originate  the 
invoitions  in  issue  is  too  remote  to  stand  against  satisfactory  evi- 
dence that  B.  did  originate  the  invention  in  issue.    Id. 

6.  Diligence. — Held  that  Fowler,  who  is  the  first  to  conceive  and  disclose, 

but  is  the  later  to  reduce  to  practice,  has  failed  to  show  diligence  and 
that  priority  should  be  awarded  to  Dyson.    *  Fowler  v.  Dysons  583. 

7.  Testimony  Rbgabdino  Dates  Eabt.tkb  Than  Alleged  in  Pbeltminaby 

Statement  Disbboabded. — Where  a  party  in  order  to  prevail  depends 
upon  earlier  dates  than  those  alleged  in  his  preliminary  statement  and 
permission  to  amend  the  statement  to  set  out  said  earlier  dates  has 
been  refused.  Held  that  testimony  relating  to  such  earlier  dates  must 
be  disregarded.    ♦  Fowler  v.  McBerty,  686. 

8.  Reduction  to  Practice — Diligence. — Where  Fowler  conceived  and  dis- 

closed in  August  and  ^as  the  last  to  reduce  to  practice.  Held  that 
McBerty,  who  was  the  first  to  conceive  and  who  reduced  to  practice  in 
the  following  January,  was  reasonably  diligent    *  Id. 

9.  Same. — Held  that  Rolfe  did  not  abandon  his  invention  oi  conceal  it  from 

the  public,  and  being  the  first  to  conceive,  the  first  to  disclose  to  others, 
and  the  first  to  reduce  to  practice  is  the  first  inventor  and  entitled  to 
award  of  priority.    ♦  Rolfe  v.  Hoffman,  588. 

10.  Right  to  Make  the  Claims  iNs  Issue  Considered  on  Appeal. — Where  a 

decision  awarding  priority  of  invention  is  based  upon  the  date  of 
constructive  reduction  to  practice  obtained  by  a  party  through  filing 
his  application  in  interference  and  upon  appeal  the  opposing  party 
attacks  the  sufildency  of  the  disclosure  in  the  application  to  support  a 
judgment  upon  the  subject-matter*  of  the  issue.  Held  that  the  question 
raised  by  the  attack  is  one  properly  considered  in  determining  the  ques- 
tion of  priority.    Kilhoum  v.  Himer,  161, 

11.  Remanded  to  Primary  Examiner  to  Consider  Question  op  Party's 

Right  to  BIake  the  Claims  op  the  Issue. — Where  the  question  of  a 
party's  right  to  make  the  claims,  in  issue  is  raised  on  appeal  on  priority 
ana  it  is  decided  to  entertain  that  question  and  the  machines  upon 
which  the  issue  is  drawn  and  those  of  the  prior  art  are  complex  and 
intricate  and  their  operation  involved  and  no  written  opinion  upon  the 
question  has  been  made  by  the  Primary  Elxaminer,  Held  that  the 
interference  will  be  remanded  to  the  Primary  Examiner,  who  will  hear 
the  parties  and  furnish  his  opinion  as  to  the  question  raised,  together 
with  a  statement  of  the  reasons  for  his  conclusions.    Id. 


Digitized  by  VjOOQ IC 


838  DIOEST   OF  DECISIONS. 

12.  Testimony  in  Contravention  of  PsELiMnvABT  Statement^ — ^Where  the 

junior  party  is  limited  by  bis  preliminary  statement  to  date  subse- 
Qiient  to  the  opposing  party's  record  date,  there  is  no  good  reason  for 
examining  the  testimony  of  such  junior  party  attempting  to  prove  dates 
earlier  than  those  set  up  in  such  preliminary  statement  where  permis- 
sion to  amend  the  preliminary  statement  was  asked  and  refused. 
^Fowler  V.  Boyce,  659. 

13.  Same — Consent  or  Counsel  to  Consideration. — Where  leave  to  amaid 

a  preliminary  statement  is  asked  and  refused  by  the  Patent  Office, 
testimony  tending  to  establish  dates  earlier  than  those  alleged  cannot 
be  considered  on  the  question  of  priority,  even  with  the  consent  of 
counsel,  unless  expressly  approved  by  the  Conunissioner  of  Patents  or 
his  representatives.    ♦/<f. 

14.  Same — Approval  of  Patent  Office. — Cases  may  often  arise  where  the 

interest  of  the  parties  and  the  public  will  be  best  subserved  by  permit- 
ting dates  earlier  than  those  set  forth  in  preliminary  statements  to  be 
proved.  It  should,  however,  be  done  under  the  supervision  of  and  with 
the  approval  of  the  Patent  Office.    *Id. 

15.  Diugence. — Howell  conceived  the  invention  in  the  spring  of  1900  and 

made  a  model  in  April,  1900,  which  he  immediately  showed  to  the  type- 
writer-manufacturing company  for  whose  use  the  improvement  was 
primarily  intended.  He  requested  the  company  to  adopt  the  invention, 
but  they  did  not  agree  to  do  so.  After  this  nothing  was  done  by  the 
inventor  until  December,  1900,  except  to  call  the  attention  of  one  of 
the  company's  officers  during  the  summer  of  1900  to  the  fact  that  noth- 
ing had  been  done  with  the  invention.  In  the  meantime,  in  September, 
1900,  Hess  conceived  the  invention.  Held  that  Howell  was  lacking  in 
diligence.    Howell  v.  Hess,  217. 

16.  Judgment  on  the  Record. — Where  the  Patent  Office  awarded  priority  in 

favor  of  the  senior  party  on  the  record,  Held  that  under  the  case  as 
presented  by  the  preliminary  statement,  which  may  be  called  the  plead- 
ings of  the  party,  there  was  nothing  to  do  but  render  a  decision  in 
favor  of  the  senior  party,  whose  application  for  the  patent  was  a  con- 
structive reduction  to  practice  of  the  invention  several  months  earli^ 
than  the  alleged  conception  of  the  same  by  his  opponent  *Neth  and 
Tampltn  v.  Ohmer,  693. 

17.  Reduction  to  Practice. — Priority  of  invention  awarded  to  L.  because 

she  was  the  first  to  reduce  to  practice  and  because  the  invention  was 
disck)sed  in  a  design  patent  granted  to  her  prior  to  the  earliest  date  of 
conception  which  can  be  found  for  T.  and  T.  *Taplor  and  Taylor  v. 
Lowrie,  722. 
la  Burden  op  Proof— Concurrent  Decisions. — The  burden  of  establishing 
priority  imposed  upon  Tumbull  as  the  last  to  file  application  has,  under 
the  settled  rule,  been  greatly  increased  by  the  concurring  decisions  of 
the  several  tribunals  of  the  Patent  Office  in  favor  of  his  opponent 
^Tumhull  V.  Curtis,  732. 

19.  DnjoENCE — Poverty. — Where  during  his  more  than  three  years  of  inac- 

tion Tumbull  applied  for  six  patents  for  other  Inventions  and,  while 
poor,  had  the  available  means  to  make  an  application  for  this  one.  Held 
that  his  la<^  of  diligence  could  not  be  excused  on  the  ground  of  pov- 
erty,   ♦/d. 

20.  Same — ^Delat  for  Business  Reasons. — ^Where  the  real  ground  of  delay, 

as  disclosed  by  the  evidence,  was  that  the  inventor  thought  it  to  his 
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interest  to  withhold  his  application  until  he  might  be  able  to  make  an 
advantageous  arrangement  with  some  person  of  large  capital  for  the 
elploitation  of  the  inyentiou,  Held  that  such  an  excuse  for  lack  of 
diligence  is  insufficient  {Seeherger  v.  Dodge,  G.  D.,  1006,  603;  114 
O.  a,  2882 ;  24  App.  D.  C,  476,  485 ;  Wyman  v.  Donnelly,  C.  D.,  1903, 
556;  104  O.  G..  310;  21  App.  D.  C.  81,  87.)     •Id. 

21.  Res  Adjudicata— Finajl  Heabing. — Where  it  is  contended  by  B.  that  the 

present  interference  should  be  disposed  of  by  application  of  the  doctrine 
of  res  adjudicata  or  estoppel  by  reason  of  the  Judgment  in  a  former 
interference  involying  the  same  applications,  Held  that  for  reasons  simi- 
lar to  those  stated  in  Potter  v.  Mcintosh  (ante,  183;  122  O.  G.,  1721) 
and  Sobey  t.  Holsdaw  (G.  D.,  1906,  628;  119  O.  G.,  1922)  this  ques- 
tion will  not  be  considered  upon  appeal  on  priority  of  invention. 
Blackford  v.  Wilder,  304. 

22.  PATENTABnjTY  Or  THE   ISSUS  OVEB   PUitt   INTEBFERBNCE   NOT   GoNSIDEBED 

AT  f^NAL  Heakino  ON  Pbioeitt. — Where  the  question  involved  in  the 
contention  of  B.  relates  to  the  patentability  of  the  present  issue  over 
the  subject-matter  of  the  issue  of  the  former  interference,  and  not  to 
the  right  of  W.  to  make  the  claim  by  reason  of  the  nature  of  this  dis- 
closure in  his  application.  Held  that  the  question  is  not  in  the  class 
indicated  in  Pohle  v.  McKnight  (C.  D.,  1905,  549;  119  O.  G.,  2519.) 
Kilboum  v.  Hinner  (  ante,  161,  122  O.  G.,  729,)  and  Podlesak  and 
Podlesak  v.  Mclnnemey  {ante,  558;  120  O.  G.,  2127,)  as  subject  to  con- 
sideration in  determining  the  award  of  priority.    Id, 

23.  Res  Adjudicata — Same. — Held  that  the  primary  purpose  of  Rule  127 

and  of  the  doctrine  of  estoppel  in  interference  cases  is  to  save  the 
successful  party  In  one  interference  the  trouble,  expense,  and  delay  of 
again  contesting  the  same  subject-matter  with  the  same  opponent,  and 
that  where  B.,  after  raising  the  question  of  res  adjudicata  at  the  proper 
time  and  exhausting  his  remedies  without  avail,  proceeded  to  take 
testimony  the  question  of  right  to  the  claim  should  be  awarded  to  Ibe 
prior  inventor  of  the  subject-matter  of  the  issue  as  disclosed  by  the 
evidence  taken.    Id. 

24.  Exhibit — Disclosube  or  Invention. — Where  the  issue  of  the  present 

interference  is  broader  with  respect  to  the  igniting  member  than  the 
prior  interference,  a  holding  that  the  testimony  shows  that  **  Exhibit 
E  '*  was  provided  with  the  igniting  member  of  the  issue  of  this  inter- 
ference is  not  inconsistent  with  the  holding  of  the  court  in  the  former 
interference  that  said  exhibit  did  not  disclose  the  invention  of  that 
interference.    Id. 

25.  Diligence. — ^An  inventor  who  delays  the  filing  of  an  application  for  more 

than  two  years  and  who  falls  to  take  any  other  steps  to  protect  his 
rights  is  lacking  in  diligence,  and  a  plea  of  poverty  cannot  be  accepted 
'  as  a  sufficient  excuse  for  the  delay  where  it  appears  tl^t  he  was  pos- 
sessed of  sufficient  means  to  file  an  application  for  another  invention 
and  to  take  out  foreign  patents  thereon.    Gibbons  v.  Peller,  314. 

26.  EvimNCE. — ^Where  a  claimant  to  the  inventorship  of  a  device  sees  such 

device  offered  for  sale  in  the  open  market  and  at  the  time  makes  no 
claim  that  he  is  the  inventor  thereof  and  fails  to  file  an  application 
within  a  reasonable  time  and  files  it  finally  only  at  the  solicitation  of 
another,  the  presumption  is  strong  that  he  did  not  make  the  Invention 
at  the  time  claimed.    Id. 
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27.  Right  to  Make  Claim — May  be  Ck>NSiDEBKD  in  Awarding  Pbiobitt. — 

Under  the  circumstanceB  set  forth  in  Pohle  v.  McKniffht  (C.  D.,  1905, 
549;  119  O.  G.,  2519)  and  Podlesak  and  Podlesak  v.  Uclnnerney 
{ante,  558 ;  120  O.  G.,  2127)  the  question  of  the  right  of  a  party  to  make 
a  claim  may  be  an  ancillary  question  to  be  considered  In  awarding 
priority  of  Invention.    Wickers  and  Furlong  v.  McKee,  326. 

28.  EJviDENCE — Conduct  Speaks  Stronger  Than  Words. — ^Where  it  is  claimed 

^at  a  party  made  an  Invention  at  a  certain  time,  but  he  continued  there- 
after to  experiment  upon  other  Inventions  for  securing  the  same  ulti- 
mate results,  and  full  records  and  reports  made  at  the  time  do  not  men- 
tion the  invention  in  issue,  and  patents  were  taken  out  upon  the  other 
inventions,  but  no  application  was  then  filed  upon  the  invention  in  issue, 
Held  that  the  conduct  of  the  Inventor  at  the  time  is  stronger  evid^ice 
against  his  claim  to  invention  than  is  the  testimony  of  himself  and 
witnesses  In  favor  of  the  same.    Sherwood  v.  Drewsen,  342. 

29.  Conception. — Where  experiments  were  made  which,  in  the  light  of  pres- 

ent knowledge,  &eem  to  suggest  the  invention  in  issue,  but  it  appears 
that  such  invention  was  not,  in  fact,  presented  to  the  minds  of  those 
familiar  with  them.  Held  that  such  experiments  do  not  show  conception 
of  the  invention.    Id. 

30.  Right  to  Make  Claims — Basis  for  Award. — In  view  of  the  holding  by 

the  court  of  api)eals  in  Podlesak  and  Podlesak  v.  Mclnnemey  (ante, 
558;  120  O.  G.,  2127)  and  by  the  Commissioner  In  Pohle  v.  McKnight 
(C.  D.,  1905,  549;  119  O.  G..  2519)  and  Kilboum  v.  Himer  (ante,  161; 
122  O.  G.,  720)  that  the  question  of  the  right  of  a  party  to  make  the 
claims  may  be  considered  as  a  basis  for  an  award  of  priority,  the  right  of 
F.  to  make  the  claim  of  the  issue  is  given  consideration,  and  it  is  found 
that  his  original  application  did  not  disclose  the  complete  Invention  of 
the  issue ;  that  consequently  he  has  bo  right  to  the  claim  forming  tlie 
issue,  and  that  E.  is  therefore  entitled  to  the  award  of  priority.  Emmet 
V.  Fullagar,  386. 

31.  Reduction  to  I*ractice — Lack  or  Diijgence. — Where  F.  conceived  the 

invention  In  September,  1903,  and  reduced  It  to  practice  in  May,  190i 
but  did  nothing  with  the  invention  between  September,  1903,  and  April, 
1904,  while  C.  established  conception  and  reduction  to  practice  in  March, 
1904,  Held  that  C.  is  the  prior  inventor.    Feinherg  v.  Cowan,  443. 

32.  Same — Same — Excuse  Insufficient. — Where  the  first  to  conceive  was 

the  last  to  reduce  to  practice  and  was  not  diligent  and  his  t'xcnse  for 
his  delay  Is  that  he  was  so  busy  earning  bis  living  that  he  did  not 
have  time  to  attend  to  the  matter,  also  that  he  did  not  have  the  money 
to  pay  for  having  the  device  made  and  did  not  wish  to  borrow  It,  Held 
Insufiiclent  to  excuse  his  lack  of  diligence.  Id. 
3.3.  Award  of  Priority  and  Patentabilitt  of  Claims  Different  Questions.— 
While  the  award  of  priority  by  the  Examiner  of  Interferences  is  ordi- 
narily a  ground  for  rejecting  claims  of  the  unsuccessful  jmrty  by  the 
Primary  Examiner,  It  is  a  different  question  from  that  of  the  patenta- 
bility of  the  claims,  requires  the  consideration  of  entirely  different 
subject-matter,  and  gives  rise  to  a  different  class  of  aiq)eals.  Cheney  v. 
Venn,  492. 

PRIOR  PATENTS.     See  Motion  to  Dissolve  Interference,  23,  36. 

PRIOR  PROCEEDINGS.     See  Priority  of  Invention,  21,  22,  23,  24. 

PRIOR  USB.     See  Interference,  78. 

PROCESS  AND  APPARATUS.     See  Claims,  8 ;  Division  of  Applications,  2,  3,  6. 
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PROOFS.     See  Interference,  18,  23,  72,  74,  78,  129;  Reduction  to  Practice,  2,  9 ; 
Testimony,  17;  Trade-Marks,  126. 

PROPERTY  RIGHTS.     See  Trade-Marks,  62. 

PROSECUTION  OF  APPLICATIONS.     See  Division  of  Applications,  6. 

PROSECUTION  OF  APPLICATIONS  BY  ASSIGNEES. 

Assignees  of  Part  Interest — Inventor  Missing. — Where  assignees  of  half 
interest  petition  for  permission  to  prosecute  the  case,  alleging  that 
inventor  has  disappeared,  and  It  appears  that  the  inventor  has  a  habit 
of  absenting  himself,  and  the  application  has  not  been  acted  upon  by 
the  Office,  Held  that  the  petition  is  premature  and  may  be  renewed  in 
case  it  shall  appear  to  be  necessary  to  permit  prosecution  by  the 
assignees  to  save  the  case  from  abandonment  Ex  parte  Fitzhugh,  29. 
J  PROSECUTION  OF  INTERFERENCES  BY  ASSIGNEES.  See  Interference,  6. 
Interference. — Where  the  assignee  of  an  undivided  interest  of  an  invention 
makes  an  affidavit  that  he  Is  unable  to  obtain  any  information  from  an 
applicant  and  the  record  shows  that  the  applicant  has  taken  no  action 
in  the  Interference  and  has  filed  no  preliminary  statement,  the  assignee 
will  be  allowed  to  prosecute  the  interference.    Lottridge  v.  Eustice,  104. 

PUBLICATION  OF  TRADE-MARKS     See  Trade-Mark.^,  48,  54. 

PUBLIC  POLICY.     See  Trade-Marks,  60, 

PUBLIC  USE  AND  SALE. 

1.  Interference. — Where  the  evidence  taken  in  an  interference  shows,  in 

the  opinion  of  the  Examiner,  that  the  subject-matter  of  the  issue  was  In 
public  use  for  more  than  two  years  before  any  of  the  applications  in- 
volved were  filed,  Held  that  the  Office  is  not  Justified  in  continuing  the 
interference  without  investigating  and  finally  determining  the  question 
of  public  use.    Niedringhaus  v.  Marquard  v.  McConnell,  91. 

2.  Same — Evidence. — Evidence  which  was  presented  upon  the  issue  of  pri- 

ority of  Invention  and  not  upon  that  of  public  use  cannot  be  used  by 
this  Office  as  a  basis  for  a  final  determination  of  the  question  of  public 
use  without  giving  the  parties  an  opportunity  to  take  further  testimony 
in  explanation  or  rebuttal.    Id, 

3.  Conflicting   Decisions  of  Lower   Tribunals — Reference   to   Higher 

Tribunal — Practice. — Where  the  Elxaminers-ln-Chief,  under  Rule  126, 
call  attention  to  the  fact  that  In  their  opinion  the  evidence  In  an  inter- 
ference showed  public  use  of  the  invention  in  issue  for  more  than  two 
years  prior  to  the  filing  date  of  any  of  the  parties  and  that  the  issue 
was  therefore  unpatentable,  and  the  case  Is  referred  to  the  Primary 
Examiner  for  consideration  and  report,  and  he  agrees  with  the 
Examiners-in-Chief,  the  fact  that  the  Primary*  Examiner  previously 
held  the  issue  patentable  does  not  present  a  case  of  conflicting  decisions 
of  lower  tribunals  which  the  Commissioner  should  decide  under  the 
practice  announced  in  Snider  v.  Bunnell.  (C.  D.,  1903,  117;  103  O.  G., 
890.)     Niedringhaus  v.  Marquard  v.  McConnell,  92. 

4.  Show.n  by  Evidence  in  Interference — Action  by  Examiners-in-Chief 

Under  Rule  126. — Reference  to  Primary  Examiner. — Where  the 
Examiners-in-Chief,  under  Rule  126,  call  attention  to  the  fact  that  in 
their  opinion  the  evidence  in  an  Interference  shows  that  the  issue  is 
not  patentable  because  of  two  years*  public  use,  the  question  presented 
is  whether  the  interference  should  be  stopped  for  the  purpose  of  per- 
mitting the  parties  to  present  further  evidence  upon  the  question  of 
public  use,  so  that  Judgment  can  be  rendered  upon  this  question  prior 
to  a  final  determination  of  the  question  of  priority.     Under  these  cir- 
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cumstances  tbe  case  is  referred  to  the  Primary  Elxaminer  for  his  report 
and  not  for  decision.  Id. 
6.  Institution  of  Pboceedings — Obneb  Upon  Appucant  to  Show  Cause. — 
Where  an  applicant  is  ordered  to  sliow  cause  why  public-use  proceedings 
should  not  be  instituted  against  him,  and  no  showing  is  made  save  an 
argument  that  the  depositions  and  aflldavit  filed  do  not  so  identif^y  tbe 
complete  invention  of  the  claim  as  to  make  out  a  prima  facie  case  of 
public  use,  Held  that  testimony  will  be  taken  in  regard  to  tbe  question 
of  public  use.    Ex  parte  Aston^  163. 

6.  Samb — Pbeliminabt  Considbbation. — Where  upon  consideration  of  tbe 

aflSdavit  and  testimony  referred  to  by  the  protestant  it  seems  probable 
that  the  bar  of  public  use  of  the  invention  exists.  Held  that  it  is  not 
necessary  to  analyze  that  testimony  to  determine  whether  it  is  tech- 
nically sufficient  if  true  to  prove  public  use.    Id. 

7.  Same — ^Notice  of  Taking  Testimony  by  Pbotestant — ^Noncs  of  Names 

OF  Witnesses,  Times  When  and  Plage  Whebb  Examinh). — Where  it 
is  ordered  that  testimony  be  taken  in  regard  to  the  question  of  public 
use,  Held  that  the  protestant  should  promptly  notify  this  Office  of  the 
names  of  the  witnesses  and  the  times  when  and  place  where  they  will 
be  produced  for  examination.    Id, 

8.  Pbima  Facie  Case — Insufficiency  of  Affidavits. — Where  affidavits  state 

the  conclusions  of  the  witnesses  largely  to  the  exclusion  of  the  facts, 
and  the  facts  given  are  not  recited  with  particularity  and  certainty,  and 
a  portion  of  the  showing  made  is  hearsay,  Held  that  a  prima  facie  case 
of  public  use  is  not  made  out    Siebert  v.  Bloomberg,  325. 

9.  Same— Sbbvice   of   Affidavits — Witnesses   and    Expenses. — ^Where   a 

petition  and  affidavits  are  filed  seeking  public-use  proceedings,  but  it 
does  not  ai^pear  that  they  have  been  served  upon  the  applicant  and  are 
not  accompanied  by  an  offer  to  produce  the  witnesses  nor  to  bear  the 
expense  of  investigation.  Held  that  the  proceeding  will  not  be  insti- 
tuted.   Id. 

PUBLIC-USE  PROCEEDINGS.     See  Public  Use  and  Sale,  5,  9. 

REBUTTAL  TESTIMONY.  See  Interference,  22;  Testimony,  7,  8,  14,  18.  19; 
Trade-Marks,  117. 

RECONSIDERATION.  See  Abandonment  of  Applications,  13,  14,  29 ;  Exami- 
nation of  Applications,  5;  Examiner  of  Interferences;  Interference, 
81,  151;  Motion  to  Dissolve  Interference,  47;  Rejection  of  Claims,  13. 

RECORDING  INSTRUMENTS.     See  Assignments,  5. 

RECORD  IN  INTERFERENCE  CASES.     See  Testimony,  9,  10,  11. 

RECORD  OF  A  CASE.    See  Drawings,  4. 

REDUCTION  TO  PRACTICE.  See  Delay  in  Filing  Applications,  1,  2;  Dilir 
gence;  Interference,  36,  37,  38,  39,  40,  61,  63,  64,  66,  75,  78,  99,  100.  110, 
116,  117.  118,  120;  Preliminary  Statements,  4;  PriorUy  of  Invention,  4. 
6,  8,  9,  10,  16,  17,  31,  32;  Testimony,  16.  16. 

1.  Interference. — Where  the  Rolfe  exhibits  were  made  and  tested.  Held 

that  it  is  considered  that  his  work  as  an  inventor  was  finished,  phys- 
ically as  well  as  mentally,  and  that  there  was  a  complete  reduction  to 
practice.     •  Rolfe  v.  Hoffman,  588. 

2.  Same. — Where  a  model  was  constructed  that  clearly  disclosed  the  inven- 

tion and  would  enable  those  skilled  In  the  art  to  thoroughly  under- 
stand it,  in  brief  sufficient  to  enable  tbe  utilization  of  the  invention  so 
that  had  death  removed  the  Inventor  before  an  application  for  patent 
*  had  been  filed  the  invention  would  have  survived.  Held  that  in  the 
absence  of  any  test  it  does  not  constitute  an  actual  reduction  to  practice 
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unless  the  inreiitiou  belongs  to  that  class  of  simple  inventkms  which 
require  no  other  proof  of  their  practicability  than  the  construction  of 
a  model.    *  O'ConneU  v.  Schmidt,  662. 

3.  Same — Dub  Diuobncb — No  Obnehal  Rule. — ^Tbere  is  no  hard  and  fast 

rale  by  which  to  determine  the  question  of  dne  diligence.  In  other 
words,  there  is  no  general  mle  of  what  constitutes  dne  diligence,  that 
beiniT  ft  question  to  be  determined  by  all  the  facts  and  snrroundlng  cir- 
comstances  In  the  particular  case.    *  Id. 

4.  Depends  on  Cibcumstances. — Where  O'Connell  conceived  and  embodied 

the  Invention  in  a  model  which  was  almost  a  reduction  to  practice, 
and  had  it  been  connected  up  and  tested  would  have  been  a  reduction 
to  practice,  prior  to  the  date  when  his  rival  conceived  and  construct- 
ively reduced  to  practice  by  filing  his  application,  and  where  at  the 
time  his  rival  entered  the  field  0'Ck>nnell  was  urging  that  the  invention 
be  accepted  and  patented,  and  although  his  application  was  not  filed 
until  a  few  days  over  five  months  after  that  of  his  rival  the  applica- 
tion was  prepared  and  executed  a  month  before  filing,  and  where 
althouirh  O'Connell  might  have  had  his  worlcing  model  tested  in  the 
intervening  time  it  would  not,  accordin^^  to  his  witnesses,  expert  in 
the  art,  have  given  them  any  more  knowledge  of  the  invention.  Held 
that  there  is  no  rule  which  under  these  circumstances  requires  an 
inventor  to  rush  to  the  Patent  Office  in  order  to  preserve  his  rights  as 
the  first  inventor.    ♦  Id. 

5.  Unauthobized  Agent. — Where  an  inventor  designed  an  improvement 

primarily  for  the  use  of  a  certain  typewriter  manufacturing  company 
and  unsuccessfully  negotiated  with  them  with  respect  to  the  adoj^tion 
thereof  and  after  negotiations  Were  broken  off  the  company  reduced 
the  invention  to  practice  without  the  inventor*s  knowledge  or  assistance. 
Held  that  the  act  of  the  company  did  not  inure  to  the  benefit  of  the 
inventor,  as  there  was  no  relation  between  them  of  principal  and  agent, 
created  either  expressly  or  by  implication.    Howell  v.  Hess,  217. 

6.  €k>N8TBUcTiVE — Eablieb  APPLICATION. — An  applicant  will  not  be  deprived 

of  the  benefit  of  a  prior  application  as  a  constructive  reduction  to  prac-^ 
tice  on  the  ground  that  n  device  made  in  accordance  with  such  applica- 
tion would  be  inoperative  where  the  defect  is  clearly  one  that  could 
be  obviated  by  any  mechania    Id. 

7.  Intebfebence — Mechanical     Pebfection     Unnecessabt. — A     garment- 

fastener  which  was  used  for  two  months  in  practical  operation,  Held  to 
be  a  reduction  to  practice,  although  it  appeared  that  it  was  not  me- 
chanically perfect,  that  it  was  not  made  of  a  material  which  would  be 
used  in  a  commercial  article,  that  the  hooks  were  not  in  size  adapted 
to  retain  thick  skirt-bands,  and  that  it  was  not  entirely  satisfactory 
and  successful,  where  it  appeared  that  the  defects  were  clearly  me- 
chanical imperfections  which  could  easily  be  remedied.  *L<ywrie  v.  Tay- 
lor and  Taylor,  713. 

8.  Same — Ck>N8TBUCTiVE. — Held  that  this  court  will  not  disturb  the  long- 

established  doctrine  that  the  filing  of  an  allowable  application  for  a 
patent  is  to  be  regarded  as  equivalent  to  a  reduction  to  practice. 
•  Davis  V.  Oarreit,  724. 
a  Same — Evidence  of. — Where  the  award  of  priority  depends  upon  the 
sufficiency  of  the  proofs  of  successful  reduction  to  practice  by  one  of 
the  parties,  Held  that  the  witnesses  who  testify  to  the  success  of  tests 
and  operations  of  machines  should  give  clear,  full,  and  specific  state- 
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ments  as  to  all  essential  facts  and  that  in  a  case  of  this  kind  it  is 
not  sufficient  for  the  witnesses  to  state  that  a  machine  was  tested  and 
found  satisfactory.  The  opinions  of  witnesses  that  a  machine  eon- 
tained  the  issue  and  their  conclusions  from  observation  that  its  opera- 
tion was  successful  are  entitled  to  some  weight ;  but  wherever  possible 
the  observed  facts  should  be  fully  stated,  so  that  the  tribunal  trying 
the  case  may  judge  the  reasonableness  of  the  opinions  and  concluskHis 
stated.    Robinson  v.  Thresher,  280. 

10.  Same — Same. — Where  changes  were  made  during  the  tests  in  the  principal 

elements  of  the  invention  and  explanations  are  furnished  in  the  testi- 
mony why  some  of  the  various  changes  were  made.  Held  that  these 
explanations,  if  full  and  satisfactory,  would  not  take  the  place  of  the 
complete  and  detailed  description  of  the  tests  of  the  invention,  which 
information  is  shown  to  be  necessary,  both  by  the  fact  that  the 
changes  were  made  and  by  the  nature  of  the  changes,  to  an  intelligent 
estimation  of  the  alleged  success  of  the  early  operation  of  the  inven- 
tion.   Id. 

11.  Same — Same — Successful  Operation  Geneballt  Necessabt  to  Estab- 

lish Actual  Reduction  to  Pbacticb. — Where  it  is  contended  that  the 
possibility  of  successful  operation  of  the  invention  in  issue  is  so  obri- 
ous  that  demonstration  by  successful  operation  of  a  machine  embodying 
the  same  is  not  essential  to  reduction  to  practice.  Held  that  practical 
demonstration  by  successful  operation  should  be  dispensed  with  only 
in  those  cases  where  the  inventions  are  extremely  simple.  Seemingly 
perfect  theoretical  demonstrations  are  not  infrequently  shown  to  be 
worthless  when  tested  by  actual  conditions,  and  it  is  probably  for  that 
reason  that  the  law,  save  for  a  few  exceptional  cases,  regards  success- 
ful operation  of  the  invention  an  essential  point  of  actual  reduction  to 
practice.    Id. 

12.  Same — Experimental  Device. — Where  a  motor  was  constructed  as  an 

experimental  machine  and  was  not  intended  to  be  used  in  filling  an 
order,  but  was  more  than  a  mere  model  intended  to  illustrate  the  inven- 
tion. Held  that  if  it  completely  embodied  the  invention  and  was 
capable  of  testing  its  efficiency  to  the  full  extent  of  its  power  the  mere 
fact  that  later  manufactures  to  fill  orders  may  have  been  on  a  larger 
scale  cannot  impair  its  effect  as  constituting  reduction  to  practice. 
♦  Robinson  v.  Thresher ,  743. 

13.  Same — Incomplete  Machine  Not  Evidence  of. — Where  the  first  test  was 

made  with  an  incomplete  machine  and  several  essential  parts  of  the 
invention  were  lacking.  Held  not  to  show  successful  reduction  to  prac- 
tice of  the  Invention.     ♦  Id. 

14.  Same — Doubt  Resolved  in  Favor  of  the  Patentee  and  in  Affirmance 

OF  THE  Decision  of  the  Commissioner. — Where  this  court  is  not  with- 
out doubt  as  to  the  proper  conclusion  to  be  drawn  from  a  second  test. 
Held  that  under  the  burden  of  proof  that  doubt  must  be  resolved  in 
favor  of  the  bolder  of  the  patent  and  aside  from  this  the  decision  of  the 
Commissioner  ought  to  stand  when  there  is  doubt  whether  it  is  founded 
in  error.     *Id. 

15.  Same — Specific   Information  of  Details  of  Test  Required. — ^Where 

engineers,  draftsmen,  and  keepers  •of  records  and  files  were  called  to 
certify,  and  yet  the  engineer  who  personally  made  the  test  which  Is  the 
crucial  point  of  the  case,  and  subsequently  made  the  entries  in  the 
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report,  was  neither  called  nor  his  absence  accounted  for,  and  It  was 
this  report  which  the  supervising  engineer  made  his  indorsement  upon 
and  referred  to  as  the  basis  of  his  evidence,  Held  that  this  indorse- 
ment of  the  supervising  engineer  that  the  machine  operated  success- 
fully is  not  a  satisfactory  substitute  for  specific  information  as  to  the 
details  of  the  test  upon  which  his  general  conclusion  was  based,     *Id, 

16.  Disclosure. — Where  the  object  of  the  Invention,  as  clearly  appears  from 

the  applications  and  testimony  of  the  various  parties  to  the  interfer- 
ence, is  to  produce  a  graduated  printing-plate  which  will  practically  do 
away  with  the  necessity  for  "  make-ready  "  on  the  platen  or  impres- 
sion-cylinder, Held  that  a  partially-graduated  i)late  which  will  produce 
satisfactory  prints  only  when  used  in  connection  with  "make-ready" 
does  not  disclose  the  invention  and  is  not  a  reduction  to  practice  thereof. 
Wickers  and  Furlong  v.  McKee,  326. 

17.  Pbactical  Test  Necessary. — Where  the  invention  consists  of  a  plate 

graduated  In  such  a  manner  as  to  obviate  the  necessity  for  "make- 
ready,"  Held  that  to  establish  a  reduction  to  practice  requires  that  the 
plate  be  subjected  to  actual  printing  tests  without  the  use  of  "make- 
ready,"  since  a  flat  plate  printed  with  an  overlay  will  produce  the  same 
imprint  as  a  graduated  plate.     Id, 

18.  Priority — Concession    Contrary   to    Evidence. — Where    the   evidence 

shows  that  there  was,  in  fact,  no  reduction  to  practice  of  the  invention, 
but  the  attitude  of  the  parties  amounted  to  concession  that  the  Inven- 
tion was  reduced  to  practice  in  the  course  of  the  work,  Held  that  the 
OflSce  cannot  shut  its  eyes  to  the  facts  where  they  are  clear  upon  the 
record  and  accept  as  true  an  unsound  conclusion  of  law  which  the 
parties  are  entirely  incompetent  to  make,  and  this  is  true  even  though 
each  party  has  waived  his  right  to  object  to  such  acceptance  by  having 
urged  the  same.     Sherwood  v.  Drewsen,  342. 

19.  Test  Necessary. — Where  the  invention  is  a  cover-strip  for  the  ends  of 

the  blades  of  a  turbine-wheel,  Held  that  in  view  of  the  complex  condi- 
tions under  which  the  device  operates  it  can  be  told  with  certainty 
that  it  will  satisfactorily  perform  its  function  only  after  subjecting  the 
device  to  tests  under  the  conditions  of  actual  use.  Emmet  v.  Fullagar, 
386. 

20.  EiViDENCE  Insufficient. — Where  the  evidence  shows  that  a  segment  of  a 

turbine-wheel  was  constructed  as  an  experimental  device  and  was  sub- 
jected to  certain  tests  to  determine  the  strength  of  riveting,  but  there 
is  no  evidence  as  to  the  nature  of  these  tests  or  the  strain  to  which 
the  riveting  was  subjected.  Held  insufficient  to  enable  a  determination 
to  be  made  whether  the  testimony  that  the  result  of  the  test  was  satis- 
factory is  justified,  and  that  even  if  the  test  demonstrated  tlie  suffi- 
ciency of  the  riveting  it  did  not  demonstrate  the  practicability  of  the 
Invention.     Id. 

21.  Evidence — Sufficiency  of  Objection. — Where  objection  was  made  at 

the  hearing  to  certain  alleged  working  drawings  introduced  in  evidence 
on  the  ground  that  they  are  blue-prints,  and  therefore  secondary  evi- 
dence, but  no  specific  objection  on  this  ground  was  made  at  the  time, 
but  merely  the  one  general  objection  at  the  close  of  the  deposition  of 
the  witness  during  whose  testimony  they  were  introduced,  to  the  effect 
that  the  deposition  of  the  witness  is  objected  to  as  being  irrelevant  and 
incompetent,  and  that  this  objection  also  includes  the  exhibits.  Held 
that  this  objection  was  insufficient  to  entitle  it  to  consideration.     Id, 
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22.  Samb — Agent. — ^Wbere  the  issue  of  the  Interference  is  a  generic  claim 

and  tbe  eyid^ice  sImwa  that  McCormick  disclosed  the  specific  InTen- 
tion  disclosed  in  his  aiHP^lication  to  a  third  party,  who  thereupon  re- 
duced to  practice  another  ^)ecific  form  of  the  broad  invention.  Held  tliat 
such  reduction  to  practice  inures  to  McCormick's  benefit  so  far  as  tbe 
generic  invention  is  concerned.     McCormick  v.  Robinson,  416. 

23.  Lack  of  Diligbncb. — Where  R.  was  the  last  to  reduce  to  practice  and 

was  not  exercising  reasonable  diligence  in  reducing  to  practice  at  tbe 
time  his  rival  entered  the  field,  he  cannot  prevail  in  the  interference 
even  if  it  be  considered  that  he  was  the  first  to  conceive  the  inv^itioiL 
Kirkegaard  and  Jehsen  v.  Ries,  485. 

24.  Same — PBiOBrrr — Experimental  Device. — ^Where  the  evidence  indicates 

that  several  years  prior  to  the  filing  of  his  application  Hoore  con- 
structed an  apparatus  conforming  to  the  interference  issue  and  that 
the  apparatus  had  on  several  occasions  operated  momentarily  in  the 
manner  specified  in  the  issue,  Held  to  be  evidence  of  an  experimental 
device,  but  not  to  establish  a  reducti<m  to  practice  of  the  invention. 
Moore  v.  Hewitt,  497. 
26.  Same — Same — Abandoned  ExpeiAment. — ^The  imperfect  operation  of  tbe 
lamps  made  by  Moore,  and  the  fact  that  he  did  not  file  his  applicatioD 
until  seven  years  after  the  date  when  he  claims  to  have  made  tbe 
invention,  during  which  period  he  was  active  in  developing  other 
inventions,  lead  to  the  conclusion  that  his  (^)eratlons  amounted  to 
nothing  more  than  abandoned  experim^its  and  that  he  Is  entitled  to 
no  date  of  invention  prior  to  the  filing  of  his  application.    Id. 

REFERENCES.  See  Abandonment  of  AppUeatioM,  9;  Examination  of  Appli- 
cations, 1,  3,  5 ;  Invention,  6,  7,  8 ;  Motion  to  Dissolve  Interference,  48, 
62;  Rejection  of  Claims,  2;  Reopening  of  Rejected  Cases,  1;  Trade- 
Marks,  41,  42,  43. 

REFERENCE  UNDER  RULE  126.  See  Interference  82,  91,  127,  130;  Patent- 
ability, 10. 

REFUSAL  TO  TRANSMIT  MOTION.    See  Motion  to  Dissolve  Interference,  57. 

REGISTRATION.  See  Acts  of  1881  and  1905;  DescHption  of  Goods;  LdbeU; 
Prints;  Trade-Marks,  12,  13,  14,  15,  19,  23,  37,  88,  39,  40,  41,  42.  55, 
66,  71.  73,  74,  76,  77,  79,  80,  83,  84,  85,  86,  91,  92,  93,  94,  95,  96,  101,  102, 
110,  116,  117,  118,  121,  125,  126,  128,  130,  132,  133,  184,  135,  136.  139,  141. 

REGISTRATION  UNDER  ACT  OF  1870.    See  Trade-Marks,  92,  140. 

REHEARING.  See  Examiner  of  Interferences;  Interference,  81,  144,  145; 
Limit  of  Appeal,  2 ;  Motion  to  Dissolve  Interference,  24,  55. 

1.  Subpbise. — Denial  of  a  request  for  rehearing  is  no  reason  for  surprise. 

Felsing  v.  Nelson,  185. 

2.  Intebfebence — Motion  fob  Dissolution — Authobitt  of  EjXAmineb  to 

Suggest  and  Gbant. — Where  a  motion  for  dissolution  on  the  ground 
that  F.  had  no  right  to  make  the  claims  in  his  reissue  application 
because  of  intervening  rights  was  denied  by  the  Examiner  on  tbe 
ground  that  the  record  contained  no  evidence  of  intervening  rights, 
but  in  his  decision  stated  that  if  this  ground  of  the  motion  could  be 
substantiated  he  would  grant  a  rehearing  on  this  point.  Held  that  the 
tribunals  of  the  Patent  Office  have  a  power  over  their  judgments 
within  the  limits  of  appeal  similar  to  that  of  a  court  over  Its  Judg- 
ments, that  they  have  the  power  to  request  a  rehearing  on  any  point 
upon  which  they  desire  further  light,  and  that  the  Examiner  acted 
within  his  authority  in  suggesting  a  rehearing.    Donning  v.  Fisher,  524. 
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3.  Within  Disobmion  of  TRmuNAL  Having  Jusisdiotion. — ^Tbe  granting  of 
a  rehearing  or  a  refusal  to  grant  tlie  same  are  matters  witbin  tlie  dis- 
cretion of  tlie  trilHinal  having  jurisdiction  of  the  case  at  the  time,  and 
it  is  a  well-settled  principle  that  the  Commissioner  will  not  control  that 
discretion  except  to  prevent  irreparable  injury.    Id, 

REINSTATEMENT  OF  INTERFERENCE.     See  Interference,  103. 

REISSUE  APPLICATIONS.  See  Abandonment;  Delay  in  Applying  for  Reis- 
sue; Interference,  92,  130;  Rehearinff,  1;  Suggested  Claims,  1. 

3.  Priob  Ex  Pabte  Decision  by  Appellate  Tbibunal — Nor  Binuino  on  Pbi- 

MABY  ExAMiNRB  ON  Inteb  Pabtbb  Considebation. — An  cw  parte  deci- 
sion on  the  question  of  new  matter  in  a  reissue  application  is  not  abso- 
lutely binding  on  the  Primary  Examiner  when  the  question  is  raised 
inter  partes  on  a  motion  to  dissolve;  but  it  should  be  persuasive.  If 
the  inter  partes  consideration  of  the  case  does  not  bring  out  new  reasons 
or  new  phases  of  the  old  reasons  or  such  new  light  as  would  reasonably 
tend  to  change  the  decision  by  the  appellate  tribunal,  then  such  decision 
should  be  followed.    Felsing  v.  Nelson,  77. 

2.  Showing  Necessaby  to  Obtain  Copies. — ^The  reasons  for  preserving  orig- 
inal applications  and  caveats  in  secrecy  do  not  exist  in  reissue  applica- 
tion, as  the  reissue  applicant  has  no  secret  invention  to  be  concealed 
from  the  public,  and  therefore  the  same  character  of  showing  is  not 
required  to  warrant  furnishing  copies.  In  re  New  York  Woven  Wire 
Mattress  Company,  101. 

8.  Rbfebbed  to  in  Patent  in  Suit — Copies. — Where  suit  has  been  brought 
against  a  party  and  the  record  of  the  patent  in  suit  contains  a  reference 
to  a  reissue  application  which  makes  it  necessary  to  see  the  application 
in  order  to  understand  the  views  of  the  patentee  and  the  Office  in  the 
patent  case.  Held  that  the  party  is  entitled  to  obtain  c<H>ies  of  the  file 
and  contents  of  the  reissue  application.    Id. 

4.  Bboadbb  Claims — Laches. — A   valid  reissue  patent  with  an  enlarged 

claim  cannot  be  obtained  upon  an  application  filed  nearly  three  and  one- 
half  years  after  the  issue  of  the  original  patent  when,  so  far  as  has 
been  shown,  such  application  might  have  been  made  as  soon  as  the  orig- 
inal patent  could  have  been  received  and  read  or  at  any  time  thereafter 
during  the  two  years  in  which  the  courts  have  held  that  reissues  with 
enlarged  claims  should  ordinarily  be  applied  for.    Felbel  v.  Aguilar,  133. 

5.  Excuse  fob  Delay  Insufticient. — ^An  affidavit  setting  forth  the  inven- 

tor's inability  to  procure  an  attorney  and  unfamiliarity  with  the  Eng- 
lish language  is  insufficient  to  account  for  a  delay  of  nearly  tl\ree  and 
one-half  years  in  applying  for  a  reissue,  especially  where  the  prosecu- 
tion of  the  original  application  and  the  character  of  the  claims  obtained 
in  the  patent  show  that  the  inventor  was  sufficiently  familiar  with  the 
language  and  with  the  law  to  read  the  patent  and  determine  that  the 
combination  of  parts  to  which  the  new  claims  of  the  reissue  application 
are  drawn  was  not  claimed  in  the  patent    Id. 

6.  Delay  in  Making  Application — Fobeign   Inventob  and  Attobney.-- 

Where  the  inventor  and  his  attorney  resided  abroad  and  were  unfa- 
miliar with  the  English  language  and  with  the  requirements  of  our 
patent  law  and  the  application  for  reissue  was  filed  seven  months  and 
four  days  aftar  the  grant  of  the  patent  Held  that  there  was  no  undue 
delay  in  making  application  for  reissue.    *In  re  Briede,  077. 

7.  Application  Oath — Eftoct. — The  oath  filed  by  an  applicant  for  reissue 

should  not  be  entirely  ignored,  but  must  be  traversed  by  the  Patent 
Office.    *Id. 
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8.  Inopbbativbnesb. — Insufficiency  of  claim  is  sucb  inopa*atiyene88  as  will 

sustain  reissue.    *Id, 

9.  INADATBTKNCE,   ACCIDENT,   OR   MISTAKE. — Failure  to  obtain   a   sufficient 

claim  through  the  failure  of  the  attorney  and  the  inventor  to  under- 
stand the  formulation  of  claims  is  such  inadvertence,  accident,  or  mis- 
take as  will  sustain  reissue.    *Id. 

10.  Bboadened  Claim — Conditions. — Where  the  reissue  claim  is  for  the  same 

invention  as  appears  from  the  specification  and  claim  of  the  original 
patent  to  have  been  the  invention  thereof  and  the  applicant  has  exer- 
cised due  diligence  in  discovering  his  mistake  and  returning  to  the 
Patent  Office  and  there  are  no  intervening  rights  and  the  error  has 
arisen  through  inadvertence,  accident,  or  mistake  and  there  is  no  fraud 
shown,  a  reissue  with  a  broadened  claim  is  permissible.    *Id, 

11.  New  Mattes. — ^The  **  same  invention  "  as  that  phrase  is  used  in  the  reis- 

sue statute  "  refers  to  whatever  invention  was  described  in  the  original 
Letters  Patent  and  'appears  to  have  been  intended  to  be  secured 
thereby."  (Walker,  sec.  233;  Parker  and  Whipple  Co.  v.  Yale  Clock 
Co,.  C.  D.,  1887,  584;  41  O.  G..  811;  123  U.  8.,  87.)     *Id, 

12.  Same. — ^The  ruling  In  each  case  where  claims  have  been  held  invalid  for 

the  reason  that  they  were  not  for  the  same  invention  as  that  orighially 
disclosed  has  been  based  upon  the  ground  that  the  specification  has  been 
expanded  by  the  introduction  of  new  matter  upon  which  the  new  claims 
wore  built,  or  the  claims  were  for  parts  of  the  invention  other  than  the 
parts  for  which  claims  were  originally  made,  or  machine  claims  were 
changed  to  method  claims,  or  the  reverse,  or  the  question  of  the  **  same 
invention  "  was  affected  by  InteiA'enlng  rights,  or  laches,  or  fraud,  or  in 
reissue  cases  by  an  absence  of  the  necessary  inadvertence,  accident,  or 
mistake.    *Id.  • 

13.  Same. — Where  the  reissue  claim  omitted  a  feature  of  the  original  claim 

and  embodied  an  element  not  included  in  the  original  claim  and  recited 
a  specific  operation  of  the  device.  Held  that  the  operation  recited  was 
an  obvious  one  and  that  the  claim  of  the  reissue  was  not  for  a  different 
invention  from  that  of  the  patent    *Jd. 

14.  Same — Rules  in  Original  and  Reissue  Applications. — In  determining 

whether  a  claim  presented  in  a  reissue  application  is  for  the  same  inven- 
tion as  that  of  the  patent  the  same  rules  apply  as  would  be  Involved  if 
the  claim  was  presented  by  an  amendment  to  the  application  as  origi- 
nally filed.    •  Id, 

15.  Application — Assignee's  Consent — Filing  Date. — Where  an  application 

for  reissue  of  a  patent  which  has  been  assigned  was  not  accompanied  by 
the  written  assent  of  the  assignee,  but  subsequent  to  the  filing  of  the 
application  the  assignee  reassigned  to  the  inventor.  Held  that  the  date 
of  filing  of  the  complete  application  as  entered  upon  the  file-wrapper 
should  be  changed  from  the  date  upon  which  the  first  papers  were 
received  to  the  date  upon  which  the  abstract  of  title  was  filed  showing 
retransfer  to  the  inventor.    Ex  parte  Pinder,  297. 

16.  New  Claims. — Held  that  a  patent  upon  an  apparatus  cannot  be  reissued 
for  the  purpose  of  incorporating  claims  to  a  process.  Ex  parte  Hercult, 
374. 

17.  Bboadened  Claims. — Where  the  original  claims  were  directed  to  the  hold- 
ing and  adjusting  means  alone  and  it  Is  now  sought  to  insert  by  reissue 
claims  covering  broadly  the  combination  of  the  gage  with  the  holding 
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,  and  adjusting  means  and  the  only  question  to  be  considered  is  whether 
they  cover  the  "  same  invention  "  as  that  sought  to  he  secured  by  the 
original  patent,  Held  that  since  the  original  specification  indicated  an 
intention  to  cover  such  mechanism  and  in  view  of  the  decision  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of  Briede  (ante, 
(>77;  123  O.  G.,  322)  the  claims  should  be  allowed.  E.r  parte  Hansen, 
504. 

REJECTED  CLAIMS.  See  Abandonment  of  Applications  10;  Interference,  50; 
Motion  to  Dissolve  Interference,  IG;  Patentability,  6. 

REJECTION  OF  CLAIMS.  See  Abandonment  of  Applications,  1,  5,  6,  18,  22, 
23;  A-ffldavits;  Amendments,  1;  Designs,  7;  Disclosure  of  Invention,  1; 
Examination  of  Applications^  3,  3;  Fees;  Interference,  (td,  130;  Motion 
to  Dissolve  Interference,  35,  43,  44;  Priority  of  Invention,  33;  Reopen- 
ing of  Rejected  Cases,  2,  3. 

1.  Appeal — Inoperativeness. — Where  claims  are  rejected  on  the  ground  of 

inoperativeness,  the  applicant's  remedy  is  by  appeal  to  the  Examiuers-in- 
Chief  and  riot  by  petition.     Ex  parte  Davidson,  81. 

2.  Aggregation  Claims — Separate  Features  May  be  Found  in  Different 

References. — Where  claims  are  considered  to  be  aggregations,  it  is  not 
necessary  to  a  valid  rejection  thereof  that  ail  the  features  specified  in 
the  claims  shall  be  found  in  a  single  reference.  A  rejection  for  lack 
of  patentable  novelty  in  view  of  the  prior  art  calls  for  a  general  view 
of  the  prior  art.  This  general  view  can  be  obtained  only  by  looking 
at  each  reference  cited  in  the  light  of  the  disclosure  contained  In  the 
other  references.  It  is  the  knowledge  of  the  public  derived  not  from 
one  patent  alone,  but  from  all,  which  negatives  patentable  novelty  in  any 
case.    Ex  parte  Sindingchristensen,  88. 

3.  Final — Examiner's  Explanation  Not  a  New  Reason. — Where  the  Ex- 

aminer rejects  the  claims  on  the  ground  of  inoperativeness  and  the 
applicant  files  a  letter  and  an  aflftdavlt  seeking  to  show  that  the  device  Is 
oi)erative  and  asks  for  a  reconisderation,  which  is  given,  and  the  claims 
are  finally  rejected  for  the  same  reasons,  Held  that  the  final  rejection 
cannot  be  considered  permature  simply  because  the  Examiner  in  his 
final  rejection  entered  into  an  explanation  to  meet  the  arguments  of  the 
applicant.     Ex  parte  Schmid,  127. 

4.  Same — Examiner*s    Action    Understood. — Where   the   applicant   under- 

stood the  Examiner's  first  action  in  all  essential  particulars  and  the 
next  Office  action  merely  restated  the  original  ground  of  rejection,  Held 
that  a  request  that  an  amendment  filed  after  final  rejection  be  admitted 
should  be  denied.     Ex  parte  Kinney  and  Schultz,  135. 

5.  Same — Additional  Explanation — Case  Not  Reopened. — Where  the  final 

rejection  referred  to  no  new  reasons  or  references  and  the  invention  was 
simple,  the  fact  that  a  more  extended  explanation  of  the  same  ground 
of  rejection  was  given  furnishes  no  reason  for  reopening  the  case  for 
the  consideration  of  additional  claims.    Id, 

6.  Same — Practice. — Where  a   claim   is  presented  a  second  time  without 

material  amendment  and  with  no  direct  request  for  further  explanation 
of  the  grounds  for  rejection.  Held  that  the  Examiner,  adhering  to  his 
original  opinion  and  having  no  new  grounds  for  rejection  to  offer,  may 
properly  make  his  action  final,  even  though  it  is  but  the  second  action 
in  the  case.    Ex  parte  Cox,  167. 

H.  Doc.  641,  50-2 55 
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7.  Same — Same. — Where  the  i)rlor  Office  actions  clearly  disclose  the  gropnds 

on  which  each  of  the  claims  under  final  rejection  stands  rejected  and 
the  letter  of  final  action  contains  a  mere  restatement  at  greater  length 
of  said  grounds,  Held  that  the  final  rejection  was  In  order.  Ex  parte 
Flindall  176. 

8.  Same — Same. — Where   in   response   to   the   Office   action   rejecting   the 

claims  on  the  ground  that  the  device  is  devoid  of  utility  applicant  pre- 
sents an  argument  traversing  the  position  taken  by  the  Examiner,  Held 
that  the  Examiner  being  of  the  opinion  that  his  ground  for  rejecticm 
was  well  taken  was  correct  in  adhering  to  it  and  making  it  final.  Ex 
parte  Loppentien,  188. 

9.  Amendment   After   B^nal — Changes   in   Descbiption. — Where   amend- 

ments to  the  description  which  do  not  touch  the  merits  of  the  applict- 
tion,  but  presented  the  invention  more  clearly,  are  presented  after  final 
rejection.  Held  that  they  may  be  entered  without  reopening  the  applica- 
tion for  further  consideration.    Id,  . 

10.  Statement  of  REA80NS.-*-Where  an  applicant  asked  for  further  explana- 

tion of  the  Examiner's  reasons  for  rejection,  stating  that  he  did  not 
feel  that  he  had  obtained  from  the  Examiner  **all  his  reasons  or  any 
good  reasons  for  the  rejection,"  and  the  Examiner  stated  that  he  had 
no  other  reasons,  and  It  appeared  that  the  reasons  alreadj*  given  were 
stated  clearly  and  sufficiently,  Held  that  the  question  whether  "good 
reasons  for  rejection  *'  had  been  given  should  be  determined  in  the 
first  instance  on  appeal  to  the  Examiners-in-Chief.  Ex  parte  Dela- 
voye,  320. 

11.  Related  Applications — Rejection  on  Issues  of  Interfebences  Involv- 

ing Copending  Applications  fob  Same  Invention. — Where  appellants 
have  a  copending  application  which  discloses  the  same  process  as  the 
application  containing  the  appealed  claims  and  they  are  so  related  that 
the  claims  of  either  application  could  be  made  In  the  other  and  there 
is  no  proper  line  of  division  between  them,  and,  moreover,  the  steps 
of  the  complete  process  of  the  appealed  claims  not  claimed  in  the 
copending  application  are  claimed  in  a  second  copending  application 
of  appellants  and  the  claims  of  the  copending  applications  form  the 
issues  of  certain  interferences.  Held  that  the  issues  of  these  Interfer- 
ences constitute  a  proper  ground  upon  which  to  reject  the  appealed 
claims.    Ex  parte  Wickers  and  Furlong,  326. 

12.  Same — Same. — Where   certain    limitations    affecting   the   scope   of   the 

claims  appealed  are  not  found  in  the  interference  issues  upon  which 
the  claims  were  rejected,  but  these  differences  are  not  considered 
patentable  distinctions.  Held  that  the  claims  were  properly  rejected.    Id, 

13.  Reconsidebation    Afteb    Rejection    Undeb   Rule    132. — ^The    rejection 

under  Rule  132  is  to  be  considered  as  a  rejection  In  an  ex  parte  case 
upon  a  new  groimd,  and  applicant  Is  entitled  to  request  a  reconsideration 
and  to  point  out  why  the  rejection  is  not  proper.    Ex  parte  Lyon,  422. 

RENEWAL  OF  FORFEITED  APPLICATIONS.     See  Forfeited  Applications, 

REOPENING  OF  DECIDED  CASES. 

1.  Amendment  Should  be  Pbesented  on  Citation  of  the  New  Refeb- 
ence. — Where  applicants  contend  that  their  application  should  be 
reopened  for  the  reason  that  in  the  answer  to  their  bill  In  equity  new 
references  were  cited.  Held  that  any  right  to  amend  which  may  have 
arisen  in  the  applications  by  reason  of  the  citation  of  the  new  refer- 
ences has  been  lost  through  the  prosecution  of  the  suit  to  a  final  deter- 
mination without  asserting  said  right    Ex  parte  Millett  and  Reed,  521. 
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2.  Same. — The  practice  of  requiring  any  amendment  desired  in  view  of 
newly-cited  references  to  be  brouglit  upon  tlie  citation  of  these  refer- 
ences and  before  further  prosecution  of  the  case  will  generally  result 
in  a  speedier  final  determination  of  the  case  and  is  in  the  interest  of 
the  public.    Id, 

REOPENING  OF  INTERFERENCE.  See  Interference,  12, 06, 67 ;  Testimony,  17, 
Showing  Prior  Invention  by  Third  Party. — An  interference  will  not  be 
reopened  after  testimony  has  been  taken  and  a  decision  on  priority 
rendered  thereon  for  the  purpose  of  introducing  evidence  tending  to 
show  that  the  invention  in  issue  was  first  invented  by  a  third  party. 
Dunbar  v.  Schellenger,  428. 

REOPENING  OF  REJECTED  CASES.  See  Amendments;  Amendment  After 
Final  Rejection;  Rejection  of  Claims,  5,  10. 

1.  Reopening  Ex  Parte  Case — ^Alleged  Statement  of  New  Reasons  fob 

Rejection  by  Examiner. — Where  antedating  afiidavits  imder  Rule  75 
to  overcome  one  of  several  references  are  filed  after  final  rejection  and 
in  refusing  consideration  to  such  afiidavits  the  Examiner  states  that 
the  rejection  could  be  sustained  on  the  references  other  than  the  one 
attempted  to  be  overcome.  Held  that  this  statement  of  the  EiXaminer 
is  not  a  statement  of  new  reasons  for  rejection  and  does  not  operate 
to  reopen  the  case.    Ex  parte  Berg,  36. 

2.  Affidavits — Filed  After  Final  Rejection  and  Decision  on  Appeal. — 

Where  affidavits  are  presented  after  final  rejection  of  the  claims  and 
decision  by  the  Examiners-in-Chief  on  appeal  purporting  to  show  that 
the  rejection  of  the  claims  was  improper  and  it  is  alleged  that  the 
afiidavits  are  based  upon  experiments  made  after  the  decision  of  the 
Examiners-in-Chief,  Held  that  the  experiments  should  have  been  made 
and  the  affidavits  filed  before  the  case  was  closed  before  the  Primary 
Examiner  and  that  the  affidavits  would  not  be  admitted.  Ex  parte 
Richmond,  41. 

3.  New  Evidence — Showing  Required. — Where  the  party  fails  to  make  his 

demonstration  and  to  submit  his  evidence  in  response  to  the  original 
rejection  before  prosecuting  his  case  to  final  rejection,  the  case  will 
not  thereafter  be  reopened  except  upon  showing  of  good  and  sufficient 
reasons  why  the  evidence  whose  admission  is  sought  was  not  earlier 
presented.    Id, 

RES  ADJUDICATA.  See  Disclosure  of  Invention,  1;  Priority  of  Invention, 
21,  2.3. 

RESPONSIVE  ACTION  BY  APPLICANT.  See  Abandoned  Applications,  3; 
Abandonment  of  Applications,  5,  6,  7,  8,  9,  10,  11,  12,  13,  14,  18,  22,  23, 
25,  27,  28,  29. 

RESULTS.     See  Patentability,  3,  9,  16. 

RETROSPECTIVE  EFFECT  OF  RULES.  See  Change  of  Practice  in  the 
Patent  Office, 

RETURN  OF  FEES.     See  Trade-Marks,  104. 

Appeal — New  Reference. — Where  in  the  decision  of  the  Commissioner  a 
new  reference  was  cited  to  overcome  a  defect  in  point  of  date  in  one 
of  the  references  previously  cited  and  the  applicant  contends  that  he 
would  not  have  prosecuted  the  appeal  if  he  had  had  knowledge  of  the 
new  reference.  Held  that  it  was  within  the  applicant's  power  as  fully  as 
it  was  in  that  of  the  Office  to  discover  the  defect  in  the  reference  cited 
and  that  the  case  is  not  one  justifying  the  repayment  of  the  appeal 
fees.    Ex  parte  Hofmann,  400. 

REVIVAL  OF  ABANDONED  APPLICATIONS.  See  Abandoned  Applications, 
2 ;  Abandonment  of  Applications,  19. 
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RIGUT  TO  TRADE-MARK.     See  Trade-Marks,  27,  28,  29,  133,  134,  135. 

RULES  OF  PRACTIC^K  OF  THE  UNITED  STATES  PATENT  OFFICE.  See 
Change  of  Practice  in  the  Patetit  Office;  Interference,  130;  Limit  of 
Appeal 

SCOPE  OF  CLAIM.  See  Abandonment  of  Applications,  1;  Construction  of 
Claims,  4;  Examination  of  Applications,  2;  Interference,  53;  Rejec- 
tion of  Claims,  12;  Trade-Marks,  81. 

BEAL  OF  THE  COURT.     See  Certified  Copies  of  Letters  Testamentarp,  2. 

5EAL  OF  THE  DEPARTMENT  OF  JUSTICE.     See  Trade-Marks,  94. 

SEAL  OF  THE  STATES.     See  Trade-Marks,  57,  59,  GO. 

SEAL  OF  THE  UNITED  STATES.     See  Trade-Marks,  57,  00,  93,  94. 

SECRET  ARCHIVES.     See  Reissue  Applications,  2,  3. 

SECRETARY  OF  THE  INTERIOR.  See  Supervisory  Authority  of  the  Secre- 
tary of  the  Interior  Over  the  Commissioner  of  Patents. 

SIGNATURE  TO  SPECIFICATIONS,     See  Xanie  of  Applicant. 

SIMILARITY  OF  MARKS.  See  Trade-Marks,  9,  10,  18,  33,  37,  47,  05,  80,  100, 
102,  103,  111,  115,  129,  130,  138,  139,  142. 

SKETCHES.     See  Incomplete  Applications,  1 ;   Interference,  S,'). 

SPECIFICATIONS.  See  Appeal  to  the  Examiners-iti-Chief,  3;  Examination  of 
Applications,  1;  Incomplete  Applications,  2;  Interference,  27,  28,  133. 
157 ;  Reissue  Applications,  17. 

STAY  OF  PROCEEDINGS.     See  Interference,  11. 

SUFFICIENCY  OF  EVIDENCE.    See  Evidence;  Interference,  155 ;  Testimony,  15. 

SUGGESTED  CLAIMS.     See  Designs,  7. 

1.  INTEBFEBENCE — REFUSAL    TO'    AIAKE — PATENTABILITY    OF    CLAIMS    NOT    RE- 

VIEWED.— Where  a  party  refuses  to  make  claims  suggested  for  Interfer- 
ence purposes,  his  request  that  the  patentability  of  the  claims  be 
reviewed  or  that  proceedings  be  instituted  for  the  purpose  of  i>erniitting 
him  to  show  that  the  Invention  has  gone  into  use  and  that  there  are 
Intervening  rights  to  the  allowance  of  the  claims  In  a  reissue  applica- 
tion will  be  denied.    Ex  parte  Bryant,  Woloott,  and  Davidson.  145. 

2.  Same — Same — Pabty    Entitled   to    No    Recognition. — Where   a    party 

refuses  to  make  claims  suggested  for  Interference  puri>oses.  Held  that 
he  stands  in  the  same  position  as  any  other  member  of  the  public  and 
Is  not  entitled  to  recognition  as  a  party  in  interest  opposing  the  allow- 
ance of  the  claims  or  to  any  information  of  the  case  in  which  they  are 
allowed.     Id. 

3.  Same — Withdbawing    Claims    to    Inx^ention — Concessions,    Abandon- 

ment, OB  Default. — Where  claims  are  made  by  a  party  upon  sugges- 
tion under  Rule  9G  and  the  party  thereafter  concludes  that  he  has  no 
right  to  make  the  claims,  he  may  properly  concede  priority  to  his  oppo- 
nent or  abandon  the  invention  represented  by  the  claims,  or  he  may 
permit  judgment  by  default  to  be  rendered  against  him.  Miller  v 
Perham,  157. 

SUGGESTION  TO  INVENTORS.     See  Invention,  23. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENT'S. 
See  Interference,  98,  132,  134. 
Intebfebence — Patentability. — The  sui^ervisory  authority  of  the  Commis- 
sioner will  not  be  exercised  to  review  a  favorable  decision  on  the 
question  of  patentability  except  in  a  very  clear  case.  Eschinger  v 
Drnmmond  and  Lieberknecht,  121. 

BUPERVISORY  AUTHORITY   OF  THE  SECRETARY  OF  THE   IN^FERIOR 
OVER  THE  COMMISSIONER  OF  PATENTS.     See  Insane  Inventor,  3. 
Dismissal  of  Appeal  a  Quasi- Judicial  Detebmi nation. — Where  the  Com- 
missioner dismissed  an  appeal  from  the  decision  of  the  Primary  Elxam- 
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iuer  denying  a  motion  to  dissolve  an  Interference  on  the  ground  that 
the  api)eal,  though  alleging  npi)ealal)le  grounds,  only  sought  consldera- 
tion  of  non-appealable  questions.  Held  that  the  decision  of  the  Commis- 
sioner was  a  quasi-judicial  determination  which  bears  more  or  less 
directly  upon  the  merits  of  the  controversy  and  presents  a  question 
»  over  which  the  Secretary  of  the  Interior  has  no  sui)ervisory  jurisdic- 

tion by  api)eal  or  otherwise.  (See  liutterwwth  v.  Hoc,  C.  D.,  1884, 429 ; 
29  O.  G.,  615;  112  IT.  S.,  50,  and  Poole  v.  Avery,  C.  D.,  1899,  255;  87 
O.  G.,  357  ;  14  Assistant  Attorneys-Oeneral  Opinions,  177.)  ^Blackmore 
V.  Hall,  533. 

SUPPLEMENTAL  BRIEF.     See  Interference,  (5. 

SUPPRESSION  OF  TESTIMONY.     See  Evidence,  3;  Interference,  5,  (5. 

SUPREMB  COURT  OF  THE  UNITED  STATES.  See  Appeal,  1 ;  Division  of 
Applications,  2,  3,  5. 

SURPRISE.     See  Rehearing,  1 ;  Testimony,  8 ;  Trade-Marks,  aS,  99. 

SURREBUTTAL  TESTIMONY.     See  Testimony,  8;  Trade-Marks  98,  99. 

SUSPENSION  OF  INTERFERENCE.     See  Interference,  0,  45,  133. 

SUSPENSION  OF  PROCEEDINGS.     See  Interference,  11,  59,  83,  92. 

TEN-YEARS  CLAUSE.     See  Trade-Marks,  1,  58,  59,  77,  78,  79,  80,  122,  137. 

TESTIMONY.  See  Abandonment  of  Applications,  29;  Affidavits,  2;  Affidavits 
under  Rule  75,2;  Disclosure  of  Invent  ion,  2;  'Evidence;  Inoperativeness; 
Interference,  5,  12,  19,  21,  33,  54,  56,  57,  58,  63,  04,  67,  83,  92,  93,  95. 
101,  114,  124,  129:  Motion  for  Leave  to  Take  Testimony;  Motion  to  Dis* 
solve  Interference,  31,  54;  Priority  of  Invention,  7,  12,  13,  14,  23, 
28;  Public  Use  and  Sale,  2,  5,  6,  7;  Reopening  of  Interference;  Trade- 
Marks,  56,  130,  132 ;  Witnesses, 

1.  Rebuttal  Relating  to  Patentability  Stmcken  Out. — Rebuttal  testi- 

mony which  related  solely  to  the  patentability  of  the  Issue,  Held  to  have 
been  properly  stricken  out.    Parkes  v.  Lewis,  2. 

2.  Leading  Questions. — Where  some-  leading  questions  were  asked  in  the 

course  of  the  examination  of  witnesses.  Held  that  their  testimony  as  a 
whole  was,  nevertheless,  sufficiently  free  from  deiwudence  upon  the 
suKRestion  of  counsel  to  be  entitled  to  acceptance  without  diminution 
of  weight  on  account  of  this  objection.    Beall  v.  inhuman,  16. 

3.  Exclusion — Cross-Examination  Containing  Matter  Not  Referred  to 

IN  Direct  Examination. — Where  a  witness  upon  direct  examination 
refuses  to  answer  practically  every  question  regarding  particular  appa- 
ratus and  no  questions  are  asked  thereon  about  the  detailed  structure 
of  the  apparatus  or  about  theories,  principles,  operations,  or  results,  a 
deposiion  on  cross-examination  setting  forth  such  matters  throughout 
flft>'  or  more  typewritten  pages  is  prima  facie  bad.  Marconi  v.  ShoC' 
maker  v.  Fessenden,  149. 

4.  Striking  Ol^i  Improper  Cross-Exam ination. — Held  that  a  party  who 

makes  no  proper  cross-examination  is  not  deprived  of  any  right  by  an 
action  striking  out  his  improi>er  examination.    Id, 

5.  Cross-examination   Limited  by   Direct  Examination   of   Same   Wit- 

ness,— Held  that  cross-examination  of  a  witness  mu«t  be  limited  by  the 
scoi>e  of  the  direct  examination  of  the  same  witness  and  cannot  be 
based  upon  the  entire  record.     Id. 

6.  Opinion  of  the  Witness  as  to  Matters  to  be  Decided  by  Tribunal 

Hearing  the  Case. — Held  that  testimony  which  intrudes  the  opinion 
of  the  witness  upon  a  question  which  it  Is  the  duty  of  the  tribunal 
hearing  the  case  to  decide  from  the  facts  uninfluenced  by  conclusions 
thereon  by  others  should  be  struck  out.    Id, 
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7.  Directed  to  Insufficiency  of  Opponent's  Application  Not  Proper  Re- 

buttal.— ^The  insuflBciency  of  an  opponent's  application  to  sustain  judg- 
ment against  a  party  to  interference  proceedings  Is  clearly  part  of  that 
party's  prima  facie  case.  HeW,  therefore,  that  testimony  directed  to 
the  insufficiency  of  the  application  offered  as  part  of  a  party's  case  in 
rebuttal  should  be  struck  out  upon  proper  objection  and  motion  made. 
Id. 

8.  SuRREBUTTAL — WHEN  ADMISSIBLE. — SuiTebuttal  testimony  should  only  be 

accepted  from  a  party  where  matter  is  introduced  in  his  opponent's 
proofs  which  is  in  the  nature  of  a  surprise  to  the  party  seel^ing  snrre- 
buttal  proofs.    Id. 

9.  Type-Written   Record — Matter  Struck   Out   Shoud  be   Canceled  by 

Red  Lines. — In  the  type-written  record  of  testinoony  in  Interference 
proceedings  the  questions  and  answers  strucic  out  should  be  canceled 
by  red  lines  and  proper  marginal  notes  should  be  made,  as  when  matter 
is  canceled  in  the  si)ecification  of  an  application  for  patent.    Id, 

10.  Printed  Record — Matter   Struck   Out  and  Not   Printed  in    Body.— 

In  the  printed  record  of  testimony  in  interference  proceedings  ques- 
tions and  answers  which  have  been  struclL  out  should  be  omitted  trom 
their  places  in  the. body  of  the  testimony  and  a  notice  inserted  that  thQ- 
had  been  struck  out,  giving  the  date  of  the  decision  in  which  the  order 
striliing  out  was  made.    Jd, 

11.  When  Excluded  May  be  Printed  as  an  Appendix  to  Printed  Record — 

Held  that  a  party  against  whom  an  order  striking  out  testimony  is 
directed  may,  if  he  desires  to  do  so,  print  the  excluded  testimony,  prop- 
erly designated,  as  an  appendix  to  his  record  or  separately.    Id. 

12.  Interference. — Testimony  of  parties  in  interest,  uncorroborated  by  dr- 
.  cumstances,  or  the  testimony'  of  other  witnesses,  unsupported  by  phys- 
ical evidence,  of  an  indefinite  character,  affording  no  ground  for 
satisfactory  cross-examination,  and  taken  long  after  the  events  recited, 
may  well  have  been  in  error  as  to  the  facts  or  intervals  of  time  stated 
therein.    Muller  v.  The  Schuster  Company,  252. 

13.  Same — Limited  by  Dates  Alleged  in  Preliminary  Statement. — ^Testi- 

mony tending  to  establish  dates  earlier  than  those  alleged  in  the  pre- 
liminary statement  will  not  be  considered  either  by  the  tribunals  of  the 
Patent  Office  or  by  the  court  of  appeals  on  appeal  from  the  Commis- 
sioner of  Patents  unless  timely  amendment  of  such  statement  is  made^ 
and  the  court  is  without  power  to  consider  such  testimony  where  leave 
to  amend  is  asked  and  refused.     *  Lowrie  v.  Taylor  and  Taylor,  713. 

14.  Same — Same — Earlier  Dates  Need  Not  be  Rebutted. — A  party  is  not 

called  upon  to  rebut  any  testimony  of  his  opponent  tending  to  establish 
dates  earlier  than  those  set  up  in  the  opposing  party's  preliminary 
statement     */d. 

15.  Motion  to  Shift  Burden  of  Proof. — An  inventor's  testimony  relative  to 

the  construction  and  operatioti  of  a  specific  device  constituting  a  reduc- 
tion to  practice  is  corroborated  by  a  single  witness.  Another  witness 
claims  to  have  seen  a  similar  device  about  the  same  time  constructed 
by  the  inventor  which  contained  the  invention  in  issue,  although  it 
appears  that  it  was  not  the  identical  apparatus  which  the  inventor 
described.  Held  that  the  testimony  of  the  latter  witness  tends  to 
strengthen  the  testimony  of  the  inventor  that  he  reduced  the  Invention 
to  practice  at  the  time  claimed.     Dunbar  v.  Schellenger,  428. 

16.  Failure  of   Corroborating   Witness  to   Describe   Every   Feature  or 

Invention. — Where  a  corroborating  witness  assisted  in  the  operation 
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of  a  device  alleged  to  be  a  reduction  to  practice  of  the  Invention  in 
issue  and  clearly  described  the  main  features  of  such  device  and  its 
operation  and  it  appears  that  the  device  could  not  operate  aiB  described 
unless  the  unidentified  features  were  like  those  which  the  inventor 
claims  were  embodied  in  the  device  or  were  equivalents  thereof,  in  the 
absence  of  evidence  showing  that  the  inventor  knew  of  such  equivalent 
devices  an  inference  arises  that  the  unidentified  features  were  those 
described  by  the  inventor.    Id, 

17.  Reopening  Proofs — Later  Tending  to  Discredit  Earlier. — Where  an 

inventor,  testifying  in  his  own  behalf,  states  that  he  constructed  a 
four-relay  telephone  system  upon  a  certain  date  and  he  subsequently 
testifies  in  an  interference  between  entirely  different  parties  that  under 
the  direction  of  one  of  said  parties  he  set  up  a  three-relay  telephone 
system  at  an  earlier  date  and  it  appears  that  some  of  his  claims  in- 
volved in  the  issue  are  broad  enough  to  cover  both  systems,  Held  that 
the  interference  will  not  be  reopened  for  the  taking  of  further  proofs 
on  the  theory  that  the  inventor's  later  testimony  tends  to  show  that 
his  first  testimony  was  false.  The  testimony  in  the  two  cases  is  not 
necessarily  inconsistent,  as  the  inventor  was  testifying  to  the  construc- 
tion of  sijecific  devices  without  regard  to  the  broad  invention  common 
to  both.    Id,  V 

18.  Failure  to  Rebl^t — E^^DENCE  of  Priority. — Where  K.  relied  upon  his 

record  date  and  R.  took  testimony  and  claimed  that  he  disclosed  the 
invention  to  K.  before  the  latter  filed  his  application.  Held  that  the 
decision  of  the  court  of  appeals  of  the  District  of  Columbia  in  Winslotc 
V.  Austin  (C.  D..  1899,  301 ;  86  O.  G.,  2171)  is  controlling  and  that  R.  Is 
the  prior  inventor.    Royce  v.  Kempahall,  469. 

19.  Interference — Rebuttal. — Where  the  senior  party  took  no  testimony 

and  the  Junior  party  during  the  time  set  for  rebuttal  took  testimony 
for  the  purpose  of  showing  that  the  senior  party's  application  had 
been  improperly  reinstated  after  abandonment  Held  that  such  testi- 
mony was  properly  struck  out  by  the  Examiner  of  Interferences  as 
improper  rebuttal.    Kinsman  v.  Strohm^  481. 

20.  Same — ^Time  for  Taking — Appeal. — Held  that  the  circumstances  above 

referred  to  were  exceptional  and  that  the  action  of  the  Examiner  of 
Interferences  setting  times  for  taking  testimony  was .  reviewable  on 
appeal.  {Ooodfellow  v.  Jolly.  C.  D..  1905,  105;  115  O.  G.,  1064,  and 
ChHstensen  v.  McKenzie,  C.  D.,  1905,  238;  117  O.  G.,  277,  distin- 
guished.)    Id, 

21.  Sufficiency  of. — Where  the  testimony  of  the  Inventor  and  his  two  wit- 

nesses is  general,  vague,  and  indefinite,  is  given  five  years  after  the 
occurrence  of  the  events,  and,  moreover,  indicates  that  the  machines 
required  considerable  changing  and  bettering  of  parts.  Held  -insufficient 
to  overcome  the  earlier  filing  date  of  the  senior  party.  Burson  v. 
Voyel,  50a 

TESTS.     See  Interferenee,  64,  75,  76,  99,  100;  Reduction  to  Practice,  2,  4,  9,  10, 
11,  12,  13,  14,  15,  17,  19,  20. 

TITLE.     See  Labels,  2;    Prints, 

TRADE-MARKS.     See  Acts  of  1881  and  1905;   Description  of  Goods;   Inter- 
ference, 54. 
1.  Coat  op  Arms — "  Ten-Tears  "  Clause. — The  coat  of  arms  of  the  United 
States  is  not  registrable  as  a  trade-mark  even  under  the  "ten-years" 
clause  of  the  law.    Ex  parte  American  Olue  Company,  5. 
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2.  **  Pending  "  Cases — Rejection  by  Examiner. — A  trade-mark  application 

Is  not  to  be  regarded  as  adjudicated  and  as  not  "  i)euding  "  within  the 
meaning  of  sections  14  and  24  of  the  act  of  1905  merely  because  it  had 
been  rejected  by  the  Examiner.  Ex  parte  Oriserin-Wcrke  Paul  Camp- 
haiiscn,  Q,  M.  B.  //.,  12. 

3.  Same — Same — Final  Adjudication. — The  mere  rejection  by  the  Exam- 

iner of  a  trade-mark  application  under  the  act  of  1881  did  not  finally 
dispose  of  it,  since  it  was  subject  to  amendment  and  reconsideration  if 
request  therefor  wei-e  made  within  a  reasonable  time.     Id. 

4.  Same — Appeal — Unreasonable    Delay. — While    a    trade-mark    applica- 

tion is  not  taken  out  of  the  class  of  pending  cases  merely  because  it 
has  been  rejected,  it  is  taken  out  of  that  class  where  the  right  of  appeal 
was  exhausted  and  wliere  there  has  been  imreasouable  delay  in  prose- 
cuting the  application.     Id, 

5.  Same — Abandonment, — Where  after  rejection  the  trade-mark  applicant 

abandoned  all  intention  of  further  prosecuting  the  case,  it  was  not  a 
live  or  i)ending  case,  but  was  abandoned.     /(/. 

0.  Same — Delay  in  Prosecution — Evidence  of  Abandonment. — ^Failure  to 
take  any  action  in  prosecution  of  an  application  for  a  long  i)eriod  of 
time  is  evidence  of  an  intention  to  abandon  the  application  and  in  the 
absence  of  proof  to  the  contrarj^  is  to  be  taken  as  establishing  the  fact 
Id. 

7.  Same — Inches — Application  Not  Notice. — An  application  for  the  regis- 
tration of  a  trade-mark  is  not  notice  to  the  public  through  this  Office  of 
the  applicant's  claim  of  ownership  unless  that  application  is  prosecuted 
with  reasonable  diligence.  The  application  is  abandoned  by  laches.  Id. 
'  8.  Same — Delay  of  One  Year  Unreasonable. — No  hard  and  fast  rule  can 
be  laid  down  as  to  what  delay  will  be  regarded  as  an  abandonment  of  a 
trade-mark  application ;  but  ordinarily  a  delay  for  more  than  one  year 
will  be  deemed  unreasonable  unless  excuse  is  made  therefor.     Id. 

9.  Anticipation — '*  Griserin  "  and  "  Electrene," — The  trade-mark  "  Grl- 
serin  "  does  not  so  nearly  resemble  the  mark  **  Electrene  "  as  to  deceive 
purchasers.     Id. 

10.  Opposition — Appeal    Upon    Interlocutory    Order — Pleadings. — Where 

excei)tion  taken  to  applicant's  answer  on  ground  of  impertinence  was 
overruled  by  Examiner  of  Interferences,  Held  that  no  appeal  from  this 
action  would  be  entertained.  Whittingham  v.  Automatic  Stcitch  Com- 
pany, 27. 

11.  Same — Same — Same. — In  overruling  the  exceptions  to  the  answer  the 

Examiner  of  Interferences  denied  to  opponent  no  substantial  rights 
nor  is  it  understood  wherein  opponent  would  be  subjected  to  hardships 
by  erroneous  decisions  of  the  Examiner  overruling  such  exceptions  suffi- 
cient to  justify  the  general  hardship  in  delay,  labor,  and  expense  which 
would  he  imi)osed  upon  parties  by  i^ermitting  interlocutory  appeals  in 
these  cases.     Id. 

12.  Publication — Rejection  THEREA^TER  Without  Opposition. — The  Exam- 

iner may  refuse  registration  after  the  publication  of  a  trade-mark 
under  section  G  of  the  Trade-Mark  Act  oven  where  no  notice  of  opposi- 
tion is  filed.     Ex  parte  Clneit,  Peahody  d-  Company,  33. 

13.  Same — Section   G  Construed — Permissive,   Not   Mandatory. — ^The  pro- 

vision in  section  G  of  the  act  that  the  Commissioner  "  shall  issue  a  cer- 
tificate of  registration  "  in  case  no  notice  of  opposition  is  filed  is  permis- 
sive and  is  not  mandatory.    Id, 


Pigiti 


zed  by  Google 


DIGEST   OF   DECISIONS.  857 

14.  Same — Same — Right  to  Reject — Intent. — Section  6  was  intended   to 

provide  an  additional  means  for  determining  the  right  of  the  applicant 
to  registration,  and  not  for  the  purpose  of  cutting  off  the  right  of  the 
Office  to  consider  and  act  upon  any  and  all  legitimate  questions  as  to 
the  applicant's  right.     Id. 

15.  Same — Same — Considebation  of  Evidence. — It  was  not  the  intent  of  sec- 

tion 6  that  this  Office  should  reject  an  applicant  upon  evidence  pre- 
sented hy  one  opposing  and  disregard  the  same  evidence  if  discovered 
by  its  own  efforts.     Id. 

16.  Lack  of  Interference — "Old  Jay"  and  "Old  Crow." — A  mark  conslst- 

hig  of  "Old  Jay"  and  the  representation  of  a  jay  does  not  so  nearly 
resemble  the  words  "  Old  Crow  "  and  the  representation  of  a  crow  as 
to  mislead  the  public  or  deceive  purchasers.  W.  A.  Gaines  d  Co.  v. 
Carlton  Importation  Co.,  35. 

17.  Constitutionality  of  Law — Question  fob  Courts. — ^The  question  as  to 

the  constitutionality  of  the  trade-mark  law  will  not  be  determined  upon 
opposition  to  the  registration  of  a  trade-mark,  but  will  be  left  to  the 
courts  for  determination.     Id. 

18.  Lack  of  Identity — "  Raven  Valley  "  and  "  Old  Crow." — Registration  of 

a  mark  consisting  of  the  words  "  Raven  Valley  "  and  the  representation 
of  three  ravens  is  not»to  be  refused  because  of  the  prior  use  by  another 
of  the  words  "  Old  Crow  "  and  the  picture  of  a  crow.  The  marks  are 
not  so  nearly  alike  as  to  deceive  purchasers.  W.  A.  Gaines  and  Com- 
pany V,  C.  A.  Kuccht  and  Son,  46. 

19.  Opposition — Sufficiency  of  Answer. — Where  opposition  is  made  to  the 

registration  of  a  trade-mark  and  the  applicant  is  called  upon  to  make 
answer  within  a  certain  time  and  he  does  within  that  time  file  a  paper 
entitled  a  demurrer,  setting  forth  reasons  which  the  Office  regards  as 
sufficient  for  dismissing  the  opposition,  Held  that  he  has  complied  with 
the  Office  refiuirement  for  an  answer.     Id. 

20.  Same — Pleadings — Technical   Forms    Not    Insisted    Upon. — Technical 

and  refined  objections  to  the  form  of  pleadings  in  trade-mark  opposi- 
tions will  not  be  sustained.  It  is  sufficient  if  the  parties  present  to  the 
Office  the  material  which  will  enable  it  to  properly  dispose  of  the  case 
on  its  merits,  and  it  is  not  necessary  to  Insist  upon  technical  forms.    Id. 

21.  Constitutionality  of  Act  of  1905 — Matter  for  Courts. — The  question 

whether  the  Trade-Mark  Act  of  February  20,  1905,  is  unconstitutional 
will  not  be  entertained  or  determined  by  tlie  Patent  Office,  but  will  be 
left  for  determination  by  the  courts.  The  Office  will  perform  the  duties 
imposed  by  the  act,  leaving  to  the  courts  the  question  as  to  the  validity 
of  the  registrations  made  thereunder.     Id. 

22.  Particul^vr  Description  of  Goods — Statutory  Requirement. — The  stat- 

ute re(iuires  that  the  applicant  specify  the  particular  goods  upon  which 
his  mark  has  been  used  and  not  merely  the  class  of  goods.  The  term 
"meats"  gives  the  class,  but  not  the  particular  goods  and  is  not  suffi- 
ciently definite.     E.r  parte  The  Kingan  Packing  Association,  53. 

23.  Division — (Joods  of  the  Same  Descriptive  Properties. — Only  one  trade- 

mark right  should  l>e  covered  by  a  single  registration,  and  where  the 
statement  of  the  goods  to  which  the  mark  has  been  applied  is  so  broad 
as  to  include  goods  which  are  not  of  substantially  the  same  descriptive 
properties  registration  will  be  refused.     Id. 

24.  Appeal  to  Court — Interference  Declared  ITnder  Act  of  1881. — A  trade- 

mark Interference  declared  under  the  act  of  1881,  but  not  decided  until 
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after  the  passage  of  the  act  of  February  20,  1905,  is  appealable  to  the 
Court  of  Appeals  of  the  District  of  Columbia  under  the  act  of  Februaiy 
20,  1905,  where  the  only  application  involved  has  been  amended  to 
bring  it  under  the  provisions  of  that  act  *Oil€8  Remedy  Company  v. 
CHles,  552. 

25.  Same — Pending  Application. — A  trade-mark  application  which  was  in- 

volved in  an  interference  at  the  time  of  the  passage  of  the  act  of  Feb- 
ruary 20,  1905,  was  a  pending  application  such  as  might  be  amended  to 
bring  it  under  the  act     */d. 

26.  Intebfebence — Pbiobity  of  Adoption  and  Use. — Where  it  appears  that 

Sanford  Giles  first  adopted  and  used  the  trade-mark  and  secured  regis- 
tration thereof  and  subsequently  the  mark  was  used  by  him  and  by 
Daniel  Giles  at  a  single  place  of  business  under  the  name  of  the  Giles 
Remedy  Company  until  a  disagreement  between  them  which  resulted 
in  their  separation,  Held  that  Sanford  Giles  was  the  owner  of  the 
mark  and  that  judgment  of  priority  must  be  in  his  favor.     *Id. 

27.  Same — Same — Right  Acquired  by  Tbansfeb. — Where  a  trade-mark  reg- 

istrant is  shown  to  have  been  the  first  to  adopt  and  use  the  mark  and 
to  have  been  the  owner  at  the  time  he  secured  the  registration,  he  is 
not  to  be  defeated  in  an  interference  by  showing  that  his  opponent  sub- 
sequently acquired  title  to  the  mark  from  him.  Such  showing  might  in 
appropriate  proceedings  Justify  compelling  the  transfer  of  the  certifi- 
cate of  registration ;  but  it  does  not  justify  the  holding  that  the  later 
applicant  was  the  first  to  adopt  and  use  the  mark.     *Id. 

28.  Ownebship  by  Pabtnebs — Rights  Upon  Dissolution. — ^The  general  rule 

that  when  a  partner  retires  from  a  partnership  and  assents  to  the 
retention  by  the  other  partners  of  the  possession  of  the  old  place  of 
business  and  the  future  conduct  of  the  business  by  them  under  the  old 
name  the  trade-mark  remains  with  the  latter  has  no  application  to  the 
facts  of  this  case.    *Id. 

29.  Same — Same — Withdbawal   of   Membeb. — In   the   absence   of    express 

agreement  a  trade-mark  used  theretofore  by  one  who  enters  lnt9  part- 
nership with  others  does  not  at  the  dissolution  of  the  partnership, 
caused  by  the  withdrawal  of  the  member  bringing  the  mark  into  the 
partnership,  remain  the  property  of  the  partnership.     *Id. 

30.  Opposition — *'  Hendebson  "    Not    Refused    on    "Andebson." — ^A    trade- 

mark including  the  word  "  Henderson "  is  not  to  be  refused  registra- 
tion because  an  entirely  different  mark  including  the  word  "Anderson  " 
had  been  used  previously  by  another  upon  the  same  class  of  goods. 
Buchanan- Anderson-Nelson  Company  v.  Breen  d  Kennedy,  59. 

31.  Same — Filed  Too  Late — Office  Without  Jubisdiction. — ^This  Oflice  has 

no  authority  to  entertain  a  notice  of  opposition  to  the  registration  of  a 
trade-mark  filed  more  than  thirty  days  after  the  publication  of  the 
mark.     Winand  v.  P,  J.  Drury  Company,  60. 

32.  Same — ^To    Registebed    Mabk — Moot    Question. — Where   opposition   Is 

made  to  the  registration  of  a  mark  and  it  appears  that  the  mark  has 
been  registered,  the  opposition  will  be  dismissed  as  raising  a  moot  ques- 
tion.   Id. 

33.  Intebfebence — "  Old  Jay  "  and  "  Blue  Jay." — There  is  such  a  close 

resemblance  between  a  mark  consisting  of  the  words  "  Old  J  "  or  "Old 
Jay  Rye"  in  connection  with  a  representation  of  a  blue- jay  and  the 
words  "  Blue  Jay  "  as  to  cause  confusion  and  bring  about  a  conflict  of 
rights.    W,  H.  Jones  d  Co,  v.  Carlton  Importation  Company,  75. 
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34.  Associated  Representations  of  Anchor  and  Sea-Monster — ^Anticipa- 

tion.— A  trade-mark  consisting  of  the  representation  of  a  sea-monster 
associated  with  an  anchor  represented  as  standing  vertically  upon  its 
point  and  having  the  head  of  the  sea-monster  protruding  from  between 
the  anchor-arms  and  the  body  of  the  sea-monster  entwined  spirally 
about  the  shank  of  the  anchor,  Held  not  registrable  in  view  of  the  prior 
registration  of  a  trade-mark  consisting  of  an  anchor  and  the  arbitrarily- 
selected  word  "Anchor"  placed  across  said  representation.  Ew  parte 
Qttinn  Bros,  d  Co.,  87. 

35.  Opposition — Fee  Essential  to  Date. — ^The  fee  constitutes  a  necessary 

part  of  the  notice  of  opposition,  since  it  is  required  to  be  paid  on  filing 
such  notice.  An  effective  date  cannot  l>e  given  to  an  opposition  earlier 
than  that  upon  which  the  fee  was  paid.  John  Wagner  d  Sons  v.  Thix- 
ton,  MiUett  d  Co.,  105. 

36.  Same — Filed  Too  Late. — ^I'he  Office  has  no  authority  to  extend  in  any 

case  the  period  allowed  by  law  for  opiwsitions,  and  where  the  fee  waa 
paid  more  than  thirty  days  after  publication.  Held  that  the  opposition 
came  too  late  to  be  entitled  to  consideration.    Id. 

37.  Immaterial  Variations. — Where  the  trade-mark  as  a  whole  seems  to  be 

a  mere  imitation  of  Ostermoor's,  made  with  immaterial  variations,  and 
the  differences  are  clearly  not  such  as  would  avoid  confusion  between 
the  marks  by  purchasers,  the  mark  should  not  be  registered.  Ex  parte 
The  J.  C.  Hirschman  Company,  107. 

38.  Descriptive  Mark  Refused — Peerless. — ^The  word  "Peerless"  refused 

registration  as  a  trade-mark  on  the  ground  that  it  is  descriptive.  Ex 
parte  Paragon  Malt  Extract  Company,  108. 

39.  Mark  Descriptive. — ^The  words  "  In  Curve  "  as  a  trade-mark  for  corsets, 

Held  descriptive  of  the  goods  and  registration  denied.  Ex  parte  Kops 
Brothers,  12a 

40.  Interference — Motion  to  Dissolve — Consent  of  Parties. — ^Where  the 

trade-marks  involved  in  an  Interference  include  as  their  dominating 
feature  the  same  name  by  which  the  goods  would  l>e  known,  it  Is  imma- 
terial that  there  are  differences  in  the  appearance  of  the  actual  labels, 
and  a  motion  to  dissolve  the  interference  on  the  ground  of  non-interfer- 
ence in  fact  must  be  denied,  notwithstanding  both  parties  consent  to  it. 
The  Windsor  Milling  and  Elevator  Company  v.  Brunner,  128. 

41.  Same — Dissolved  on  Mark  Registered  Under  Act  of  1870. — Where  an 

interference  declared  between  two  applications  for  the  registration  of 
a  trade-mark  was  dissolved  on  reference  to  a  mark  registered  by  a 
third  party  on  March  14,  1871,  Held  that  the  registration  under  the  act 
of  1870,  and  over  thirty  years  ago,  is  a  proper  reference  until  over- 
come in  some  way  by  the  applicant.  Schneider  v.  The  Union  Distilling 
Co.,  129. 

42.  Same — Reference  to  be  Overcome  Not  by  Interference  Proceeding,  but 

BY  Affidavits. — ^Where  reference  is  made  to  an  expired  registration, 
applicant's  remedy  is  not  by  an  interference  proceeding  with  the  regis- 
tered mark,  since  interferences  can  be  declared  only  as  to  applications 
and  existing  marks,  but  by  a  showing  in  the  form  of  affidavits  to  over- 
come the  presumption  that  this  registrant  under  the  act  of  1870  is  still 
the  owner  of  the  mark.    Id. 

43.  Same — If  Reference  Overcome,  Present  Interference  to  Continue. — 

Where  in  a  trade-mark  interference  a  reference  is  found  in  the  form  of 
an  expired  registration  under  the  act  of  1870,  Held  that  if  a  showing  Is 
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made  overcoming  the  presumption  o(  ownership  raised  by  the  reference 
the  interference  aliould  continue.     /(/. 

44.  Same — AoArissioN  of  Amendments  and  Disclaimers. — There  is  nothing 

in  the  trademark  rules  in  regard  to  the  admission  of  amendments  and 
disclaimers,  hut  under  Rule  44  they  may  be  entered  in  accordance  with 
the  provisions  of  Rule  107  of  the  rules  relating  to  applications  for  pat- 
ents. Lewis  tC-  Brothers'  Company  v.  Phoenix  Paint  rf  Varnish  Com- 
pany V.  yational  Lead  Company,  1.33. 

45.  Same — Practice. — Where  a  disclaimer  Is  filed  In  a  trade-mark  application 

involved  in  an  interference.  Held  that  judgment  should  be  entered  dis- 
iwsing  of  the  claims  of  the  parties  to  the  matter  disclaimed.  Id. 
4(5.  Same — Same. — Where  the  disclaimer  covers  only  a  part  of  the  issue, 
judgment  should  be  entered  as  to  that  part,  and  if  there  is  any  question 
as  to  the  existence  of  an  interference  as  to  what  remains  the  cases 
should  be  referred  to  the  Examiner  of  Trade-Marks  for  consideration. 
Id, 

47.  Same  —  Motion    to    Dissolve  —  Interference    in    Fact  —  Consent   op 

Parties. — Where  the  trade-marks  in  Interference  include  the  words 
**  Walnut  mil  "  and  "  Walnut  Creek,"  respectively,  but  are  entirely 
different  in  appearance,  and  the  parties  to  the  proceeding  join  in  the 
request  for  dissolution,  Held  that  doubts,  if  any  e^ist,  should  be  resolved 
in  favor  of  their  contentions.  The  Lllman  Einstein  Company  v.  C.  B. 
Graves  d  Sotis,  1^4. 

48.  Pl^lication  No  Bar  to  Requirement  of  Description. — The  fact  that  the 

trade-mark  has  been  published  Is  no  good  reason  why  the  Examiner  of 
Trade-Marks  may  not  require  a  description  of  the  trade-mark  as  shown 
in  the  drawing.  Ex  parte  Hlcepy  Eye  Milling  Company,  141. 
40.  Examiner's  Ruling  a  Judicial  Decision  Sluject  to  Appe.vl. — The  action 
of  the  Examiner  of  Trade-Marks  holding  that  an  application  filed  prior 
to  the  passage  of  the  act  of  Februarj'  20,  1905,  was  not  a  pending  case 
and  refusing  to  permit  an  amendment  to  the  application  to  bring  it 
under  the  provisions  of  the  act  was  a  judicial  decision  subject  to 
review  on  api>eal.    Ex  parte  The  Chapot-^hirlaw  Company,  141. 

50.  Retltin  of  Fee. — Where  the  applicant  accepted  the  decision  of  the  Exam- 

iner without  appeal  and  filed  a  new  application.  Held  he  Is  not  entitled 
to  the  return  of  the  filing  fee  on  said  application,  not^sMthstanding  the 
decision  In  ex  parte  Oriserin-Werke  Paul  Camphausen  O.  J/.  B,  H., 
{ante,  12;  120  O.  G.,  327.)     Id. 

51.  Notice  of  Opposition — Time  for  Filing. — Where  the  notice  of  opposition 

to  the  registration  of  a  trade-mark  was  filed  one  day  after  the  expira- 
tion of  the  thirty  days  allowed  by  law.  Held  that  said  notice  is  of  no 
force  or  efiFect.  Bass,  RatcUff  d  Gretton,  Lim.,  v,  Hartmann  Brexcing 
Company.  143. 

52.  Same — Must  Be  Made  by  Executive  Officers  of  Corporation. — Where  a 

notice  of  opi)osition  is  filed  in  behalf  of  a  corporation.  Held  that  the 
oath  should  l)e  furnlslied  by  one  of  the  executive  officers  of  said  cor- 
poration, together  with  a  statement  of  his  authority  to  act  as  the  agent 
of  the  coriM)rati()n.     Id. 

53.  Same — Dismissed  When  Made  by  Attorney. — Where  a  notice  of  opposi- 

tion filed  in  behalf  of  a  corporation  was  made  by  its  attorney.  Held 
that  there  is  no  more  authority  for  accepting  the  notice  of  opiKwition 
and  oath  of  an  attorney  for  n  con>oration  than  for  accepting  a  cor- 
resi>onding  notice  and  onth  for  an  individual,  and  the  Examiner  was 
right  in  dismissing  the  opi)osition.     Id. 
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54.  Amendment  to  Application  —  Repubucation  T^nnecessart.  —  Where 
after  the  publication  of  the  mark  an  amendment  is  made  to  the  applica- 
tion for  a  trade-mark  eliminating  some  of  the  goods  upon  which  the 
mark  is  used,  Held  that  there  is  no  necessity  for  republishing  the  trade- 
mark.   Id, 

55..  Effect  of  Prior  Registration  of  Label  Including  the  Trade-Mark. — 
Copyrights  and  trade-marks  are  separate  and  distinct  rights,  and  the 
trade-mark  Is  hot  the  mere  name  of  the  copyright  picture,  but  is  the 
symbol  by  which  the  goods  are  known.  Held,  therefore,  that  the  regis- 
tration of  a  label  embodying  a  trade-mark  will  not  operate  to  prevent 
the  registration  of  such  trade-mark  for  particular  goods.  Rosenztreig 
V.  Forbes,  155. 

56.  Discrepancy  in  Statement  of  Date  of  Adoption  in  Application  and  in 

Testimony. — Where  a  party  alleges  in  his  application  an  adoption  of 
his  mark  in  1899  and  in  his  testimony  claims  adoption  late  In  1894  or 
early  in  1895,  Held  that  the  discrepancy  is  suspicious  and  calls  for  a 
close  scrutiny  of  the  testimony  on  his  behalf  seeking  to  prove  the  earlier 
date.    Id. 

57.  Seal  of  State  Not  Registrable — Act  February  20,  1905,  Construed. — 

A  trade-mark  for  whisky  consisting  of  a  pictorial  representation  of  the 
arms  and  seal  of  the  State  of  Maryland,  with  certain  additions  or  varia- 
tions, is  not  entitled  to  registration  under  the  last  proviso  of  the  fifth 
section  of  the  Trade-Mark  Act  of  February  20,  1905  (33  Stat.  L.,  724, 
ch.  592,)  as  it  simulates  the  arms  and  seal  of  the  State  of  Maryland 
and  violates  the  express  provision  of  such  section  which  prohibits  the 
registration  of  any  mark  which  **  consists  of  or  comprises  the  flag  or 
coat-of-arms  or  other  insignia  of  the  United  States  or  any  simulation 
thereof  or  of  any  State."     *In  re  Calm,  Belt  &  Company,  627. 

58.  Act  Refers  to  Marks  Which  are  Not  Technical  Trade- Marks. — The 

last  proviso  of  section  5  of  the  Trade-Mark  Act  of  February  20,  1905, 
relating  to  the  registration  of  marks  which  had  been  in  actual  and 
exclusive  use  for  ten  years,  was  intended  to  provide  for  the  registration 
and  protection  of  marks  which  were  not  technical  trade-marks,  but 
which  had  been  actually  used  as  trade-mar"ks  by  the  applicants  or  their 
predecessors  from  whom  they  derived  title  and  in  which  the  user  had 
acquired  property  rights  for  more  than  ten  years  next  preceding  the 
passage  of  the  act.    *Id. 

59.  Use  of  Seal  of  a  State  Cannot  Be  Exclusive. — A  mark  which  simu- 

lates the  arms  or  seal  of  the  State  of  Maryland  is  not  registrable  under 
the  last  proviso  of  the  fifth  section  of  the  Trade-Mark  Act  of  Feb- 
ruary 20,  1905,  providing  for  the  registration  of  marks  which  had  been 
in  actual  and  exclusive  use  by  the  applicants  for  ten  years  next  pre- 
ceding the  passage  of  the  act,  as  the  use  was  not  exclusive.  Appli- 
cants could  never  acquire  such  a  property  right  In  the  seal  or  the  coat- 
of-arms  of  the  State  of  Maryland  as  to  exclude  the  State  from  the  use 
thereof.  {Gibuan  v.  Ilunneiccll,  122  Mass.,  147;  Commontvealth  v. 
Sherman  Mfg.  Company,  75  N.  E.,  71.)     *ld. 

60.  Use  in  Trade  of  Public  Insignia  Against  Public  Policy. — That  the 

use  of  the  coat-of-arms  of  the  United  States  or  of  the  flag  or  of  armorial 
bearings  and  decorations  for  purposes  of  trade  Is  against  public  iK)Iicy 
or  order  has  been  recognized  by  the  legislatures  of  various  States  In 
acts  prohibiting  their  use,  in  the  International  Convention  for  the  Pro- 
tection of  Industrial  Property,  concluded  at  Paris  March  20,  1883,  and 
by  the  Commissioners  of  Patents  In  refusing  registration  to  marks  of 


Digitized  by 


Google 


862  DIGEST    OF   DECISIONS. 

this  character,  and  it  was  in  recognition  of  this  public  policy  that  Con- 
gress inserted  the  provision  prohibiting  the  registration  of  such  marks. 
*Id. 

61.  Opposition — Verification  of  Noticb — Section  6  Tbade-Mabk  Act  Oow- 
STBUED. — Section  6  of  the  Trade-Mark  Act  of  February  20,  1905,  proTid- 
ing  that  the  affidavit  in  support  of  the  notice  of  opposition  shall  be 
made  by  the  person  who  would  be  damaged  by  the  registration,  is  not 
satisfied  by  the  affidavit  of  the  attorney  or  agent  of  such  party.  *lfar- 
tin  v.  Martin  and  Boicne  Company^  642. 

02.  Same — Failube  to  Oppose  Does  Not  Deprive  Owner  of  Property 
Right. — Where  the  owner  of  a  trade-mark  Is  deprived  of  his  right  to 
oppose  registration  thereof  by  another  by  the  enforcement  of  the  letter 
of  the  statute,  he  is  not  thereby  deprived  of  his  right  of  property  in 
the  trade-mark.  Aside  from  the  usual  remedies  at  law  and  In  equity 
for  the  protection  or  recovery  of  property  rights,  he  may  possibly 
obtain  a  remedy  through  a  declaration  of  interference  under  section  7 
or  by  a  cancelation  under  section  13.     *Jd, 

63.  Same  Descriptive  Properties. — Timothy-seed  and  clover-seed  are  goods 

of  the  same  descriptive  properties,  so  that  the  use  of  a  mark  by  a  party 
upon  the  former  excludes  the  right  of  other  parties  to  use  the  same 
mark  upon  the  latter,  Conklin  and  8on  v.  The  Albert  Dickinson  Com- 
pany, 181. 

64.  Interference — Priority — Identity  of  Applicant. — Whether   the  party 

named  in  an  application  for  registration  is  the  real  owner  of  the  rights 
represented  by  that  application  will  not  be  considered  in  connection 
with  priority,  as  the  question  is  one  for  ew  parte  determination  by  the 
Examiner  of  Trade-Marks  after  the  question  of  priority  has  been  finally 
settled.    Id. 

65.  Same — Interference  in  FAcr.-r-The  marks  "Crystal  Lake,"  "Cry^al 

Run,'*  **  Crystal  Glen,"  and  **  Crystal  Spring "  for  whisky  are  so  simi- 
lar as  to  leave  no  room  for  doubt  that  they  are  likely  to  deceive  pur- 
chasers, and  an  interference  including  them  should  not  be  dissolved. 
Ex  parte  Thayer,  189. 

66.  Anticipation. — Refusal  of  registration  is  proper  when  the  applicant's 

mark  and  the  mark  of  the  reference  show  in  common  a  king  with  ele- 
vated arm  holding  a  glass  of  foaming  beverage  and  each  shows  sprays 
of  grain  and  hops  and  the  marks  diflfer  principally  in  that  thfe  king  is 
shown  by  tlie  applicant  at  full  length  and  mounted  upon  a  keg,  whereas 
in  the  registered  mark  there  is  a  bust  figure  surroimded  by  certain 
inscriptions,  and  both  marks  are  applied  to  beer.    Ex  parte  Young,  192. 

67.  Character  of  Alleged  Mark. — An  alleged  mark  for  tubes  which  con- 

sists of  flakes  of  mica  applied  to  the  outside  of  the  tube,  so  as  to  give 
it  a  mottled  appearance,  Is  not  proper  subject-matter  for  registration 
as  a  trade-mark.    Ex  parte  American  Circular  Loom  Company,  192. 

68.  Same — Machines  and  Designs. — The  restrictions  upon  the  general  right 

to  make,  use,  and  sell  which  are  imposed  by  patents  should  not  be  ex- 
tended by  the  recognition  of  machines  or  designs  as  trade-marks.    Id, 

69.  Same — Distinct  from  the  Goods. — Custom  and  reason  require  that  a 

trade-mark  shall  have  an  existence  so  distinct  from  the  goods  to  which 
it  is  applied  that  it  will  be  readily  recognized  by  the  public  and  by 
purchasers  as  an  arbitrary  symbol  adopted  to  authenticate  origin.    Id. 

70.  Interference  in  Fact — Affidavits. — ^The  words  "Silveroid"  and  "  Sll- 

verode"  are  so  similar  that  an  interference  based  thereon  should  con- 
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tinue,  notwithstanding  affidavits  alleging  that  no  confusion  has  resulted 
from  the  use  of  both  marks.  Philadelphia  Watch  Case  Company  v. 
The  Dueber  Watch  Case  Manufacturing  Company  et  ah,  194. 

71.  Interference — Bab  to  Registration. — Where  applications  for  registra- 

tion are  Involved  in  an  interference  proceeding  and  a  registration  of 
the  same  marlc  by  another  party  Is  found  which  is  prior  in  date  to  the 
dates  of  use  alleged  in  the  applications,  constituting  a  prima  facie  bar 
against  registration  upon  the  applications,  Held  that  these  applications 
should  not  be  continued  in  the  interference  until  the  apparent  bar  has 
been  overcome  by  such  proof  as  may  be  made  in  the  ex  parte  prosecu- 
tion of  the  applications.    Id, 

72.  Same — Interference   in   Fact. — Held  that  the  words  **  Mill   Springs," 

"Mill  Stream,**  "Mill  View,"  and  "Mill  Brook"  as  trade-marks  for 
whisky  interfere.  The  D.  Kelly  Company  v.  The  Theobald  d  Son  Co, 
et  al,y  230. 

73.  Registrability. — Held  that  **  Fineeting  "  Is  not  registrable  as  a  trade 

mark  for  butcher-meat.    Ex  parte  Rogers  d  Havard,  231. 

74.  Opposition — Demurrer — Appeal. — Held  that  there  is  no  right  of  appeal 

from  the  decision  of  the  Examiner  of  Interferences  overruling  a  demur- 
.  rer  to  the  notice  of  opposition  to  the  registration  of  a  trade-mark-. 
Drevet  Manufacturing  Company  v.  Liquozone  Company,  237. 

75.  Same — Same. — No  exception  to  the  rule  that  there  is  no  right  of  appeal 

from  the  decision  of  the  Examiner  of  Interferences  overruling  a  demur- 
rer In  trade-mark  opposition  will  be  mad^  where  the  circumstances  are 
not  of  such  an  unusual  or  extreme  character  as  will  justify  extraordi- 
nary action.    Id. 

76.  Registration — Description    of    Goods. — **  Implements,    apparatus,    and 

.goods  used  in  athletic  games  and  sports"  Held  indefinite  and  of  no 
force  as  a  statement  of  the  particular  description  of  the  goods  upon 
which  the  trade-mark  had  been  used.  */n  re  A,  G,  Spalding  and  Bros., 
674. 

77.  Same — Ten- Year  Proviso. — When  registration  is  claimed  under  the  ten- 

year  proviso  of  the  Trade-Mark  Act,  it  should  clearly  appear  in  the 
application  for  such  registration  that  every  condition  precedent  has 
been  fully  complied  with.     *Id, 

78.  Same — Same — Actual  Use. — The  term  actual  use  In  the  ten-year  pro- 

viso of  the  Trade-Mark  Act  should  be  strictly  construed.     *Id. 

79.  Same — Same — Same. — When  an  applicant  seeks  a  registration  under  the 

ten-year  proviso,  he  should  not  be  permitted  to  register  a  word  or 
name  not  recognized  by  the  law  as  a  lawful  trade-mark  for  any  articles 
of  commerce  save  those  upon  which  he  has  actually  used  the  mark 
for  the  required  period,    ♦/d.* 

80.  Same — Same. — It  Is  not  to  be  presumed  that  in  enacting  a  registration 

law  Congress  Intended  to  confer  upon  parties  the  right  even  to  register 
marks,  whether  subject  or  not  to  lawful  appropriation.  In  connection 
with  articles  upon  which  they  had  not  been  used,     */d. 

81.  Same — Divergence  Between  Drawing  and  Label. — The  Trade-Mark  Act 

does  not  vest  in  the  Commissioner  of  Patents  the  power  to  decide  for 
the  applicant  the  scope  of  his  claimed  mark.  */n  re  Standard  Under- 
ground Cable  Company,  687. 

82.  Same — Same. — Any  rule  of  the  Patent  Office  which  would  require  thv 

drawing  fileil  to  bo  a  facsimile  of  the  sample  specimen  furnished 
would  be  invalid.     *Id. 
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83.  Same — Same. — Where  the  label  used  by  the  ai)plicant  has  the  word 
"  Eclipse  "  printed  upon  a  dark  background  representing  a  partial  solar 
eclipse,  together  with  descriptive  words  and  the  name  and  address  of 
the  applicant,  and  the  application  drawing  shows  merely  the  word 
"  Eclipse,"  Held  that  registration  of  the  nmrk  shown  upon  the  drawing 
should  not  be  refused  on  account  of  the  omission  from  the  drawing  of 
the  additional  matter  shown  in  connection  with  that  mark  upon  the 
label.     *Id, 

S4.  Constitutionality  of  Act — Standing  of  Opposer  Denying  Samel— 
Where  it  is  urged  that  the  Patent  Office  is  without  jurisdiction  to  grant 
registration  of  a  trade-mark  for  the  reason  that  the  act  under  which 
the  application  is  made  is  unconstitutional  and  void.  Held  that  if  the 
act  is  void  the  opposer  has  no  standing  as  a  party  to  this  proceeding, 
for  the  procedure  upon  which  the  opposer  challenges  the  validity  of  the 
act  is  provided  by  the  act  itself.     *Oaines  d  Co.  v.  Knecht  rf  Son,  000. 

^.  Same — Not  -CJonsidered  Upon  Opposition  Proceedings. — Held  that  a 
party  opposing  the  registration  of  a  trade-mark  cannot  raise  the  ques- 
tion of  the  validity  of  the  Trade-Mark  Act,  for  courts  sit  only  to  pro- 
tect and  vindicate  rights  of  persons  or  property,  and  the  certificate  of 
registration  must  be  read  in  connection  with  the  act  and  derives  its 
whole  vitality  from  -the  act  If  the  act  is  void,  so  is  the  certificate 
void  upon  its  face,  and  no  right  of  property  is  infringed  upon  or 
threatened.     *ld. 

^G.  Similarity — "  Old  Crow  "  and  "  Raven  Valley." — Where  the  mark  of 
an  applicant  consists  of  the  words  **  Raven  Valley  "  accompanied  by  a 
pictorial  representation  of  three  ravens  in  the  bare  limbs  of  a  tree 
and  the  opposer's  trade-mark  consists  of  the  words  "  Old  Crow  "  and 
it  is  stated  that  the  words  have  been  used  by  customers  of  tKe  opposer 
accompanied  by  the  picture  of  a  crow,  even  admitting  that  the  words 
**  Old  Crow  "  as  a  trade-mark  would  be  interfered  with  by  the  picture 
of  a  crow  and  that  the  raven  and  the  crow  l>elong  to  the  same  family. 
Held  that  there  is  no  such  similarity  between  the  marks  of  the  parties 
as  would  justify  refusing  the  applicant  registration.     *Jd. 

87.  Opposition — Printing  Testimony. — Where  printed  testimony  was  not 
filed  until  twenty-one  days  after  the  date  of  final  hearing  and  no  satis- 
factory excuse  is  presented  for  the  delay,  Held  that  the  decision  of  tlie 
Examiner  of  Interferences  dismissing  the  opposition  should  be  affirmed. 
McLo^ghlin  Brothers  v.  Flinch  Card  Co.,  252. 

:88.  Same — Change  in  Firm — Evidence  of  Transfer  of  Title. — Where  the 
opposer  firm  was  originally  composed  of  two  members  and  subsequently 
another  member  was  admitted  and  there  is  no  direct  evidence  of  trans- 
fer of  title  from  the  old  firm  to  the  new.  Held  that  the  facts  proved 
raise  a  presumption  of  continuous  ownership  of  the  mark  by  the  present 
opponents  from  a  date  prior  to  that  of  the  applicant's  filing  date,  and 
this  is  sufficient  to  sustain  an  opposition  or  an  award  of  priority.  Rice 
d:  Uochstcr  V.  Fishel,  T^essler  d  Co.,  254. 

80.  Same — Sales  Confined  to  a  Single  State. — It  is  not  necessary  in  order 
to  sustain  an  opposition  or  a  judgment  of  priority  that  sales  by  the  suc^ 
cessful  party  shall  be  made  outside  of  a  single  State.    Id. 

00.  Goods  of  Same  Descriptive  Properties. — Held  that  horn  hair-pins  arc 

goods  of  the  same  descriptive  properties  as  combs,  hair-pins,  and  otlier 
hair  ornaments.    Id. 

01.  Interference — Registrability  of   Mark — Mark   Not   Within   the  Is- 

sue.— Parties  are  not  entitled  to  have  considered  as  a*matter  of  right 
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In  connection  with  the  question  of  priority  the  registrability  of  the 
mark  or  the  conformity  of  a  mark,  with  the  limitations  of  the  issue. 
,Ric€  d  Hochster  v.  Fisheh  Nessler  d  Co.,  256. 

92.  Registbation  Undeb  Act  of  1870 — Evidence  o»"  Ownership. — Registra- 
tion under  the  unconstitutional  act  of  1870  Is  not  prima  facie  evidence 
of  ownership  in  those  cases  where  the  certificate  of  registration  sets 
forth  that  the  mark  has  not  been  used  In  business.    Id, 

03.  REGiSTRABiLirY. — Held  that  a  mark  which  simulates  the  Great  Seal  of 
the  United  States  is  not  registrable  as  a  trade-mark  under  the  act  of 
February  20,  1905.     *In  re  American  Qlue  Company,  695. 

94.  Same. — The  registration  of  a  trade-mark  the  pictorial  representation  of 

which  simulates  the  seal  of  the  Department  of  Justice  of  the  United 
States  and  in  some  parts  the  Great  Seal  of  the  United  States  is  pro- 
hibited under  section  5  of  the  act  of  February  20,  1905.  ♦/w  re  William 
Connors  Paint  Mfg.  Company,  696. 

95.  Material  Differences. — A  mark  consisting  of  the  words  and  character 

"  Black  &  Blue,"  printed  along  the  diagonal  line  of  division  between  a 
black  portion  and  a  blue  portion  of  a  rectangular  label,  Held  to  differ 
Rufflciently  from  the  registered  mark  "Black  &  White"  to  prevent 
confusion  or  deception.    Ex  parte  Frederick  R,  Wesfs  'Sephews,  264. 

96.  "  Old  Jay  "  and  "  Old  Crow  "  Dissimilar. — Held,  for  the  reasons  given 

by  the  Commissioner  of  Patents,  that  applicant  is  entitled  to  registra- 
tion of  the  words  "Old  J  "  and  "  Old  Jay  Rye"  with  the  picture  of  a 
jay  as  a  trade-mark  for  whisky,  notwithstanding  the  ownership  by 
the  opponent  of  the  words  "  Old  Crow  "  with  a  picture  of  a  crow  for 
the  same  goods.     ♦TF.  A.  Oaines  and  Co.  v.  Carlton  Importation  Co.,  73L 

97.  Constitutionality  of  Act  of  February  20,  1905. — Held  that  an  opposer 

is  In  no  situation  to  raise  the  question  of  the  constitutionality  of  the 
Trade-Mark  Act,  and  consideration  thereof  declined,  for  the  reasons 
given  In  Oaines  and  Co.  v.  Knecht  and  Son,   (ante,  690,   123  O  G., 
'      657.)     *Id, 

98.  Interference — Motion  to  Take   Surrebuttal  Testimony. — Where   in 

support  of  a  motion  for  leave  to  take  surrebuttal  testimony  surprise  Is 
alleged  but  the  testimony  which  Is  alleged  to  have  caused  surprise 
relates  to  facts  which  could  well  have  been  investigated  and  disposed 
of  by  the  party  bringing  the  motion  In  the  original  preparation  of  his 
case  or  when  taking  his  testlmony-ln-chlef.  Held  that  surrebuttal  tes- 
timony will  not  be  authorized  merely  that  a  party  may  strengthen  his 
case  upon  finding  that  the  case  made  out  against  him  In  his  opponent's 
rebuttal  testimony  is  stronger  than  he  anticipated.  Herhst  v.  Records 
and  Cfoldshorough  v.  The  Roihenherg  Company,  276. 

99.  Same — Same. — Where  a  party  wishes  to  take  surrebuttal  testimony,  Held 

that  so  far  as  the  specific  allegations  of  fact  appearing  in  the  rebuttal 
testimony  of  the  opposite  party  may  be  false  there  could  have  been  no 
anticipation,  and  surrebuttal  testimony  to  contradict  the  same  should 
be  authorized  upon  a  sufficient  showing;  but  this  showfng  should  be 
clear  and  specific  In  order  that  It  may  be  determined  whether  the 
proposed  additional  testimony  is  of  the  character  which  may  properly 
be  admitted.  Id. 
100.  Interference  in  Fact. — Held  that  the  word  "  Zodenta  "  as  a  trade-mark 
for  toilet  preparations  does  not  so  nearly  resemble  the  word  **  Sozo- 
dont "  as  to  be  likely  to  cause  confusion  or  mistake  In  the  mind  of  the 
public.     Hall  and  Ruckel  v.  Ingram,  278. 

H.  Doc.  641,  59-2 56 
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101.  Opposition. — Held  that  In  order  to  defeat  registration  of  a  trade-mark 

under  the  proviso  of  section  5  of  the  act  of  February  20,  1905,  relative 
to  exclusive  use  for  ten  years  prior  to  the  passage  of  the  act  it  Is  not 
necessary  that  the  Identical  mark  should  have  been  used  by  others 
than  the  applicant.  The  use  of  a  mark  which  so  nearly  resembles  that 
of  the  applicant  as  to  cause  confusion  In  the  mind  of  the  public  or  to 
deceive  purchasers  is  sufla,clent  to  bar  such  registration.  {Ex  parte 
Star  Distillery  Co.,  C.  D.,  1905,  493;  119  O.  G.,  964;  Cahn,  BeU  d  Co, 
C.  D.,  1906,  627;  122  O.  G.,  854.)  International  Silver  Company  v.  Wit- 
Ham  A.  Rogers,  Limited^  301. 

102.  Samb.— He/d  that  the  words  "  Wm.  A.  Rogers  "'  are  so  similar  to  **  Wm. 

Rogers  Mfg.  Ck).**  and  "  Wm.  Rogers  &  Son  '*  as  to  be  likely  to  cause 
confusion  or  mistake  In  the  mind  of  the  public  or  to  deceive  pur- 
chasers.   Id» 

103.  Same — Masks  Diffebbnt. — Where  an  application  was  filed  for  the  regis- 

tration of  a  trade-mark  for  whisky,  described  as  "  the  word  *  Hender- 
son' on  a  ribbon  design  beneath  which  is  a  shield  upon  which  is  a 
monogram  composed  of  the  letters  and  character  '  B  &  K,' "  and  an 
opposition  to  the  registration  was  made  on  the  ground  that  the  applica- 
tion Is  a  fraudulent  attempt  to  appropriate  appellaixt's  trade-mark  con- 
sisting of  "  the  representation  of  a  Maltese  or  Templar  cross  and  a 
panel  below  the  same  bearing  the  word  'Anderson*  in  white  letters, 
the  cross  and  panel  appearing  In  red  and  each  having  a  border  in  gold,** 
Held  that  there  Is  not  the  slightest  similarity  between  the  two  marks 
except  as  to  the  words  "Anderson  "  and  "  Henderson,"  that  both  are 
well-known  names  of  persons,  counties,  and  towns,  and  there  is  no 
reasonable  ground  of  confusion  between  them,  that  it  Is  not  probable 
that  the  purchasing  public  will  understand  the  word  "  Henderson " 
as  indicating  the  goods  put  on  the  market  by  the  owner  of  the  mark 
"Anderson  *'  and  that  one  Is  as  much  entitled  to  claim  the  name 
"  Henderson "  as  another  is  that  of  "Anderson."  *The  Buchanan- 
Anderson-Nelson  Co,  V.  Breen  and  Kennedy,  750. 

104.  Same. — Retubn  of  Fee. — Where  notice  of  opposition  was  filed  and  an 

Interference  was  declared  between  the  application  of  the  oppoeer  and 
the  opposed  application,  Held  that  the  opposition  fee  would  not  be 
returned.    Botnhard  v.  United  States  CfrapMte  Company,  323. 

105.  Foreign    Appucant  —  Registration    Abroad    fob    Diffebent    Goods.— 

Where  the  applicant  for  registration  of  a  trade-mark  resides  in  a  for- 
eign country  and  the  symbol  which  forms  the  mark  has  been  registered 
by  him  in  that  country  only  as  a  trade-mark  for  dllTerent  goods  from 
those  for  which  the  registration  is  sought  in  this  country.  Held  that 
the  registration  sought  cannot  be  bad  in  this  countiy.  Ex  parte 
Dawson,  Halliwell  d  Company,  324^ 

106.  Opposition — Vebification. — Held  that  the  verification  required  by  aec- 

tioD  6  of  the  act  of  February  20,  1905,  is  the  affidavit  of  the  person 
filing  the  notice  of  opposition  William  H.  Baker,  Syracuse,  Inc,  v. 
Walter  Baker  and  Company,  337. 

107.  Same— Same.— He/(2  that  a  notice  of  opposition  unaccompanied  by  the 

required  verification  Is  ineffectual,  and  if  the  verification  is  not  filed 
within  the  period  of  thirty  days  mentioned  In  section  6  of  the  act  of 
February  20,  1905,  the  result  is  the  same  as  though  no  notice  of  oppo- 
sition had  been  filed.    Id. 
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108.  Same — Date  of  Filing. — Held  that  the  complete  notice  of  opposition  must 

be  filed  within  thirty  days  of  t^^te  of  publication  of  the  trade-mark 
and  that  the  failure  to  file  a  ^fl|^tion  within  that  period  cannot  be 
cured  by  filing  such  verificatiob  mSpRuently.    Id, 

109.  Descriptive. — The  word  **  Wortfensote "  refused  registration  as  a  trade- 

mark for  shoes  on  the  ground  that  it  is  descriptive.  Ex  parte  Bloch 
Brothers  Clothing  Company,  357. 

110.  Drawing. — ^The  trade-mark  as  shown  by  the  drawing  must  conform 

strictly  to  that  shown  by  the  specimens  in  so  far  as  the  drawing  pur> 
ports  to  show  that  mark.    Ex  parte  Hoyt  Brothers  d  Company,  364. 

111.  Opposition — Demurrer. — Where  on  appeal  from  the  refusal  of  the  Exam- 

iner of  Trade-Marks*  to  register  the  words  **  Black  and  Blue "  as  a 
trade-mark  for  Scotch  whisky  by  reason  of  the  previous  registration  of 
the  words  "  Black  and  White "  for  the  same  class  of  goods  it  was: 
decided  that  the  resemblance  between  these  marks  was  not  such  as  ta 
preclude  registration  of  the  words  **  Black  and  Blue,"  and  the  owner 
of  the  mark  "  Black  and  White  "  then  filed  a  notice  of  opposition  to  the 
registration  of  the  words  "Black  and  Blue"  to  which  the  applicant 
demurred  on  the  ground  that  there  was  no  such  resemblance  between  the 
marks  as  to  preclude  registration  of  his  marl:,  Held  that  the  decision  on 
the  ex  parte  appeal  is  not  binding  in  the  disposition  of  the  demurrer  in 
the  inter  partes  proceeding,  for  the  reason  that  on  the  ex  parte  appeal 
it  was  necessary  to  decide  the  question  at  issue  without  the  assistance 
of  testimony,  while  on  tlie  demurrer  a  different  question  is  raised — 
viz.,  whether  the  testimony  of  witnesses  should  be  received  as  a  guide 
in  determining  whether  the  marks  of  the  respective  parties  bear  such  a 
resemblance  as  to  cause  confusion  in  the  mind  of  the  public  or  deceive 
purchasers.  James  Buchanan  d  Co,,  Ltd,,  v.  Frederick  R.  WesVa 
Nephews,  365. 

112.  Appucation — Division — Practice. — The  question  of  division  of  an  appli- 

cation for  registration  of  a  trade-mark  will  not  be  reviewed  upon  peti- 
tion. It  must  be  presented  by  appeal.  Ex  parte  E,  C,  Atkins  d  Com- 
pany, 376. 

113.  Opposition. — Where  the  opposer  made  drawings  to  which  he  applied  the 

words  "  Buster "  and  "  Buster  Brown "  and  sold  them  to  The  New 
York  Herald  Company  and  the  latter  published  the  drawings,  Held 
that  the  opposition  should  not  be  dismissed  on  demurrer,  as  the  rights 
of  the  parties  may  depend  upon  facts  not  available  for  the  purpose  of 
such  a  decision,  such  facts,  for  example,  as  the  manner  in  which  the 
mark  was  applied  by  The  New  York  Herald  Company  and  the  relations, 
between  the  parties  at  the  time  the  mark  was  adopted.  Outcault  v» 
The  New  York  Herald  Company,  377. 

114.  Same. — The  granting  of  a  preliminary  Injunction  In  the  case  of  Neta^ 

York  Herald  Company  v.  The  Star  Company,  Held  not  to  govern  the 
present  case,  for  the  reason  that  the  aflidavlts  upon  which  that  decision 
was  based  would  not,  even  if  properly  In  the  record  of  this  case,  form 
a  proper  basis  for  dismissing  the  opposition.    Id, 

115.  Anticipation. — Held  that  the  words  "Chancellor  Club"  as  a  trade-mark 

for  cocktails  would  be  confused  In  the  mind  of  the  purchasing  public 
with  the  prior  registered  mark  **  Club  Cocktails  "  for  the  same  class  of 
goods,  and  resistratlon  refused.  Ex  parte  8,  C.  Herbst  Importing  Com- 
pany, 385. 
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116.  Intebfebence — Evidence — Irrelevant  Exhibit. — An  exhibit  consisting  of 

an  opinion  of  counsel  given  nrior  to  the  proceeding  that  the  marit  in 
issue  would  not  infringe  aj^^pPlin  registration  is  irrelevant  and  incom- 
petent and  should  be  struck  DWMn  the  record.  Worcester  Brewing  Cor- 
poration V.  Rueter  d  Company,  402. 

117.  Same — Proper  Rebuttal. — An  exhibit  of  a  State  registration  by  the  appli- 

cants which  included  the  word  now  in  issue  and  a  statement  that  this 
word  was  not  essential  to  the  mark  there  registered  is  proi)er  rebuttal 
evidence  for  the  opposer  where  the  applicants  asserted  the  marli  so 
registered  as  evidence  of  their  right  to  register  the  mark  in  issue.    Id. 

118.  Opposition — Notice  of — Amendment. — Wiiere  notice  of  opposition  was 

filed  within  the  thirty  days  allowed  for  that  puipose  and  such  notice 
alleges  use  of  certain  marks  by  the  opposer  for  several  years.  Held  that 
an  amended  notice  setting  forth  the  specific  dates  determining  the  period 
%vhich  was  referred  to  in  the  original  notice  may  be  filed  though  the 
thirty  days  allowed  for  filing  the  original  notice  have  passed.  Hatcleif 
and  Hoops  v.  D.  Aucrhach  d  Sons,  409. 

119.  Descbiptive  Wobd. — The  word  "  Standard "  has  a  descriptive  meaning 

when  applied  to  phonographs.  Ex  parte  National  Phonograph  Com- 
pany, 410. 

120.  Same. — Where  the  word  is  descriptive  as  applied  to  goods  of  the  character 

for  which  registration  is  sought,  though  not  descriptive  of  the  particular 
articles  upon  which  the  applicant  uses  it,  registration  should  be  re- 
fused.    Id, 

121.  Descbiptive. — Held  that  the  words  "Catarrhal  Jelly"  as  a  trade-mark 

for  medicinal  preparations  are  descriptive,  as  before  decided,  (C.  D., 
1902,  322;  100  O.  G.  2383,)  and  that  there  is  nothing  in  the  present 
trade-mark  statute  to  justify  a  different  conclusion.  Ex  parte  Keynon, 
411. 

122.  Application — Declabation — Exclusive  Use. — A  statement  that  the  mark 

has  been  In  exclusive  use  for  ten  years  next  preceding  February  20, 
1905,  when  the  Trade-Mark  Act  was  approved,  is  not  sufllcient  to  bring 
the  case  under  the  ten-year  proviso  of  the  act,  as  the  ten  years  referred 
to  are  those  preceding  April  1,  1905,  when  the  act  went  into  effect  Ex 
parte  Joseph  B.  Funke  Company,  413. 

123.  Class  of  Mebchandise  Requibed  by  Act  of  May  4,  1906. — Section  1  of 

the  Trade-Mark  Act  of  May  4,  1906,  construed  to  mean  that  the  class 
of  merchandise  specified  in  the  application  for  the  registration  of  a 
trade-mark  shall  be  one  of  the  classes  of  merchandise  established  by 
the  Commissioner  under  section  2  of  said  act  Ex  parte  Strong  d 
Oarfield  Company,  420. 
124.'  The  Wobd  "  Savoy  "  Geogbaphical. — The  word  "  Savoy  "  is  primarily 
geographical  in  significance,  and  is  therefore  not  registrable.  Ex  parte 
United  States  Brewing  Company,  437. 

125.  Pabticulab  ob  Distinctive  Manneb  of  Pbinting. — Where  it  is  contended 

that  the  word  "  Savoy "  as  a  family  name  is  registrable  because 
printed  in  script  on  a  diagonal  line  with  the  letters  shaded  and  with  a 
paraph  under  the  word,  Held  not  to  be  printed  in  such  a  particular  or 
distinctive  manner  as  to  entitle  it  to  registration.    Id, 

126.  Pbiobity — ^TiTLE — Oral  Transfeb. — Held  that  in  determining  the  ques- 

tion of  priority  of  adoption  and  use  of  a  trade-mark  a  verbal  transfer 
of  trade-mark  rights  should  be  regarded  as  effective  and  valid  and 
capable  of  proof  by  testimony  to  the  fact  or  to  other  facts  which  sup- 
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port  an  inference  of  sufficient  strength  that  such  transfer  was  made. 
The  Wolf  Brothers  and  Company  v.  Hamilton  Brown  Shoe  Company, 
445. 

127.  Same — Same — Same. — Section  10  of  the  Trade-Marlc  Act  providing  that 

assignment  of  every  registered  trade-marls  and  every  marls  for  the 
registration  of  which  application  has  been  made  must  be  by  an  instru- 
ment in  writing  does  not  prevent  a  party  from  proving  derivation  of 
the  mark  from  predecessors  in  an  oral  transfer  of  business  where  the 
mark  was  not  registered  and  no  application  for  registration  had  been 
made.    Id, 

128.  Opposition — Injury. — Where  the  mark  of  the  applicant  is  so  similar  to 

that  of  the  oi^ser  as  to  b^  likely  to  cause  confusion,  probable  injury 
to  opposer  wilf  be  presumed.    Id, 

129.  Similarity — **Amebican     Lady"     and    "American    Girl.'* — "American 

Lady "  Is  sufficiently  similar  to  the  mark  "American  Girl "  to  make 
registration  thereof  by  the  applicant  Improper  in  view  of  the  opposer's 
ownership  of  the  latter  mark.    Id. 

130.  Same — Finding  Independent  of  Testimony. — A  finding  that  two  marks 

are  similar  may  be  based  upon  contemplation  of  the  marks  aside  from 
the  testimony  upon  the  question  of  actual  confusion.  {Lorillard  Com^ 
pany  v.  Peper,  86  Fed.  Rep..  950.)     Id, 

131.  The  Word  ** Oriental"  Geographic  in  Significance. — A  mark  having 

as  the  predominating  feature  the  words  "Oriental  Cream"  is  not 
registrable,  since  the  word  "  Oriental "  Is  geographical  in  significance. 
Ex  parte  Hopkins^  452.  ^ 

132.  Interference — Testimony  as  to  Rights  of  Third  Parties. — Held  that 

in  interference  proceedings  Instituted  under  the  Trade-Mark  Act  of 
February  20,  1905,  testimony  relative  to  the  rights  of  parties  not  In- 
volved In  the  Interference  may  be  admitted  and  considered  for  the 
purpose  of  determining  whether  either  of  the  parties  to  the  inter- 
ference is  entitled  to  registration.  Qolden  d  Company  v.  Heitz  d  Com- 
pany,  453. 

133.  Adoption  Prior  to  Abandonment  by  Another. — Where  a  party  invokes 

the  rule  laid  down  In  0*Rourke  v.  Central  City  Soap  Company ,  (C.  D., 
1886,  217;  35  O.  G.,  2l7;  26  Fed.  Rep.,  576,)  to  the  effect  that  one  who 
adopts  a  trade-mark  while  it  Is  the  property  of  another  cannot  acquire 
a  good  title  thereto  by  the  abandonment  of  the  mark  by  the  first  pro- 
prietor, and  the  evidence  shows  that  both  parties  to  the  interference 
adopted  the  trade-mark  in  issue  at  a  date  when  it  was  the  property  of 
a  third  party.  Held  that  neither  of  the  parties  to  the  interference  is 
entitled  to  any  exclusive  right  in  the  mark  or  to  registration  of  the 
same.    Id, 

134.  Same. — Where  both  of  the  interferants  adopted  the  trade-mark  in  issue 

while  the  same  was  the  property  of  a  third  party.  Held  that,  inde- 
pendently of  the  ruling  in  0*Rourke  v.  Central  City  Soap  Company, 
neither  party  can  acquire  exclusive  rights  in  the  mark  upon  its  aban- 
donment by  the  third  party,  for  the  reason  that  the  rightful  use  of  the 
mark  by  the  interferants  commenced  at  the  same  time — namely,  at  the 
date  of  the  third  party's  abandonment — and  priority  cannot  therefore 
be  awarded  to  either  party.    Id. 

135.  Same. — Held  that  even  if  the  evidence  showed  that  one  of  the  inter- 

ferants adopted  the  trade-mark  in  issue  before  and  the  other  after  the 
abandonment  by  the  original  rightful  owner  the  ruling  in  O'Rourke  v. 
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Central  City  Soap  Company  would  not  warrant  the  registration  of  the 
mark  to  either  party,  for  the  reason  that  while  the  first  of  the  inter- 
ferants  to  adopt  the  mark*  is  precluded  from  acquiring  any  exclusive 
rights  by  the  ruling  in  the  case  referred  to  he  still  is  entitled  to  use 
the  mark  and  cannot  be  deprived  of  that  right  by  another  later  to 
adopt  and  use  it.    Id. 

136.  Amendment — Declaration. — Where  applicant  wishes  to  file  in  an  appli- 

cation for  trade-mark  registration  an  amended  declaration  containing 
a  statement  of  exclusive  use  and  it  appears  that  the  application  as 
originally  filed  contained  such  a  statement,  but  that  it  was  canceled 
upon  the  finding  that  applicant's  use  of  the  trade^mark  had  not  been 
exclusive,  and  applicant  thereupon  unsuccessfiAy  sought  registration 
of  the  mark  as  a  technical  trade-mark,  Held  that  the  amendment  should 
not  be  permitted,    ^^j*  parte  Kenyon,  490. 

137.  Exclusive  Use. — Held  that  the  use  of  the  term  "  Magicwasher  "  as  a 

trade-mark  for  soap  cannot  be  considered  exclusive  under  the  "  teo- 
year  clause  "  of  section  5  of  the  Trade-Mark  Act  where  It  appears  that 
the  word  "  Magic  "  was  in  contemporaneous  use  for  the  same  class  of 
merchandise.    Ex  parte  Iowa  Soap  Company,  516. 

138.  Opposition  Sustained. — Registration  ht  applicants'  mark  refused  where 

the  opposers  have  established  prior  adoption  and  continuous  use  of 
their  mark  and  the  marks  are  of  such  similarity  as  to  be  likely  to  cause 
confusion  or  to  deceive  purchasers.  Vllman  d  Company  and  Oin  Phos- 
phate Company  v,  Bluthenthal  d  ^ickert,  519. 

139.  Identity  of  Mabks. — Applicants'  mark  consisting  of  the  representation 

of  two  sprays  of  the  Juniper-tree,  associated  with  the  words  "  Genuine 
Phosphate  Gin  "  arranged  thereover  In  white  on  a  black  background, 
and  the  opposers'  mark  consisting  of  a  valley  scene  with  a  large  tree  in 
the  foreground  and  the  words  "Gin  Phosphate"  In  large  letters  sufli- 
clently  resemble  each  other  to  be  likely  to  cause  confusion  in  the  mind 
of  the  public  or  to  deceive  purchasers.    Id, 

140.  Affidavits. — Where  an  applicant  presented  on  appeal  aflSdavits  i*elatlve 

to  the  abandonment  of  the  registrant's  mark  in  which  his  application 
had  been  rejected  and  the  registration  was  under  the  Invalid  act  of 
1870,  Held  that  the  case  should  be  remanded  to  the  Examiner  of 
Trade-Marks  for  consideration  of  the  Affidavits.  Ex  parte  Penn  To- 
bacco Co,,  523. 

141.  Appeal — Affidavits. — On  appeal  consideration  should  not  be  given  to 

affidavits  which  were  not  before  the  tribunal  from  which  the  appeal  is 

taken.    Id. 
t    142.  Inteeference  in   Fact. — ^The   words   **  Kroupol,"   "Croupine,"   "Croup- 

lene,"  and  "Croupallne"  so  closely  resemble  each  other,  especially  In 

sound,  as  to  be  likely  to  cause  confusion  or  mistake  In  the  mind  of 

the  public  or  to  deceive  purchasers.     The  Smoot  Drug  Company  v. 

Pittsburg  Pharmacal  Company  v.  Qertzen  v.  Oriswold,  530. 
TRANSFER  OF  ISSUE  IN  INTERFERENCE.    See  Interference,  80. 
TRANSFER  OF  TITLE.     See  Trade-Marks,  88. 
TRANSMISSION  OF  MOTIONS.     See  Interference,  122,  138,  .139,  144;  Motion 

to  Dissolve  Interference,  5,  6,  9,  13,  21,  27,  28,  30,  34,  36.  40,  50,  56,  37, 

58,  59,  63. 
UTILITY.     See  Patentability,  9. 

VALIDITY  OF  CLAIMS.     See  Patentability,  6;  Reissue  Applications,  12. 
VALIDITY  OF  PATENT.    See  Claims,  4. 
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VENUE.     See  Oath,  2. 

VOID  PATENTS.    See  Appeal,  3. 

WITHDRAWAL  OF  APPLICATION  FROM  PATENT  OFFICE.     See  Insane 

'Inventor,  3. 
WITNESSES.     See  Disclosure  of  Invention,  12;  Evidence,  2;  Interference,  5,  6. 

20,  33,  34,  m,  57,  58,  03,  67,  72,  73,  86,  101,  124,  129 ;  Testimony,  2,  3,  5, 

6,  12,  15,  16,  21. 
Intebfebence — ^Testimony — Office  Cannot  Compel  Answeb. — This  Office 

has  no  machinery  for  compelling  a  witness  to  answer  questions,    hind- 

strong  V.  LipsQhutz,  131. 
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